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PEEFACE. 


It  is  believed  that  these  decisions  of  the  judges  on  appeal,  now  presented  to 
the  profession  in  collected  form,  will  prove  an  interesting  addition  to  the  litera- 
ture of  patent  law.  The  decisions  cover  verj  nearly  the  entire  period  of  the 
active  life  of  the  Patent  OfiSce.  In  the  system  of  quati-judieial  investigation, 
or  examination  preceding  the  grant  of  the  patent,  which  was  instituted  by  the 
act  of  1836,  the  judges  of  the  Circuit  and  Supreme  Courts  of  the  District  of 
Columbia  have  acted  for  many  years  as  the  tribunal  of  last  resort.  According 
to  the  provisions  of  the  original  act  of  1836  the  applicant  was  given  an  appeal 
from  th^decision  of  the  Commissioner  to  a  Board  of  Examiners  appointed  by 
the  Secretary  of  State  for  that  purpose.  By  the  act  of  1839  this  appellate  juris- 
diction was  vested  in  the  Chief  Justice  of  the  Circuit  Court  of  the  District  of 
Columbia.  This  jurisdiction  was  extended  by  the  act  of  1842  to  include  the 
associate  justices  of  the  court.  By  the  act  of  1870  and  by  the  Revised  Statutes 
now  in  force  the  appeal  is  taken  to  the  Supreme  Court  of  the  District  of 
C^^lumbla,  sitting  in  general  term. 

In  their  anomalous  relations  with  an  executive  department,  the  judges  do  not 
exercise  the  purely  judicial  functions  of  a  court  of  record.  The  judgment  is 
recorded  in  the  Patent  Office  and  controls  the  further  proceedings  of  the  Com- 
missioner, but  does  not  preclude  any  person  interested  from  renewing  the 
contest  in  another  forum.  The  very  singularity  of  this  relation,  however,  gives 
peculiar  value  to  these  decisions  as  the  opinions  of  the  judicial  mind  upon  the 
many  questions  that  arise  in  the  Patent  Office  in  the  preliminary  stages  of  the 
patent  unaffected  by  the  presumptions  of  law  that  follow  the  patent  itself 
throughout  the  subsequent  litigation.  In  this  regard  these  cases  furnish  a 
line  of  precedents  bearing  upon  the  controversies  that  arise  by  way  of  bill 
in  equity  under  section  4915  R.  S.  to  compel  the  issuance  of  the  patent. 

For  a  brief  period  immediately  following  the  opinion  of  the  Attorney-General 
of  August  20th,  1881,  the^Secretary  of  the  Interior  exercised  concurrent  juris- 
diction with  the  court  as  an  appellate  tribunal  from  the  Commissioner  of 
Patents,  by  way  of  petition,  in  the  nature  of  appeal.  It  may  now  be  regarded, 
however,  as  definitely  established  by  the  decision  of  the  Supreme  Court  of  the 
United  States  in  the  case  of  The  United  States  ex  rel.  R.  Hoe  &  Co.  and  George 
C.  Gill  V9.  Butterwortfa,  Commissioner  of  Patents,  (29  0.  G.,  615,)  that  the 
Supreme  Court  of  the  District  of  Columbia  exercises  an  exclusive  jurisdiction 
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over  the  judicial  actions  of  the  Commissioner.  This  circumstance  may  be 
thought  to  lend  additional  importance  to  these  volumes. 

Many  of  the  decisions  appearing  in  this  volume  are  already  well  known. 
Some  of  the  opinions  of  Judge  Cranch  were  included  in  an  early  edition  of 
Curtis  on  Patents,  and  individual  opinions  have  from  time  to  time  found  their 
way  into  periodicals  or  have  become  familiar  by  dint  of  citation ;  but  as  a  body 
of  judicial  learning,  the  decisions  have  been  practically  unavailable  to  the 
profession.  Many  of  the  cases  were  digested  by  Mr.  Law  in  his  valuable  digest, 
under  the  name  of  "  The  Manuscript  Appeal  Cases ;"  but,  as  the  lawyer  is 
aware,  the  syllabus  without  the  case  is  but  an  illusive  guide  to  the  law. 

This  volume'  has  been  carefully  and  faithfully  compiled  from  the  original 
records  on  file  in  the  United  States  Patent  Office.  It  is  expected  that  another 
volume  of  equal  size  will  bring  the  Reports  down  to  date,  and  it  is  the  present 
intention  of  the  author  to  include  in  the  second  volume  the  opinions  of  the 
Attorneys- General  in  Patent  Matters,  now  scattered  through  i]$b  sixteen 
volumes  of  the  opinions  of  the  Attorneys-General. 

The  Table  of  Patents,  which  immediately  precedes  the  text,  will  enable  the 
reader  to  follow  the  subsequent  history  of  the  application  or  patent  under 
consideration  in  any  particular  case  so  far  as  it  has  been  involved  in  litigation, 
and  has  been  construed,  sustained,  or  declared  iil valid. 

Frank  Mac  Arthur. 

Washington,  D.  C.>  September,  1885. 
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Jillson,  A.,  8368.     September  16th,  1851. — Weavers'  temples. 

Kelsea,  H.,  19,283.     February  2d,  1858. — Manufacture  of  sewing  silk. 

Kenyon,  William,  8427.  October  14th,  185?. — Nut  and  washer  machine.  Re- 
issue No.  566,  February  15th,  1858.  Construed,  held  novel,  and  not  invalid 
for  delay  in  reissuing.     (Woo<l  v.  Cleveland  Rolling-Mill,  4  Fish.,  550.) 

King,  J.  T.,  14,818.     May  6th,  1856.— Washing  machine. 

Ladd,  Jr.,  W.  G.,  7263.    April  9th,  1850.— Fluid  level. 

Matthews,  M.  M.,  7636.     October  1st,  1850.— Printers'  ink.. 

Mee,  J.,  9718  and  9719.     May  10th,  1853.— Knitting  loom. 

Morse,  S.  F.  B.,  6420.  May  1st,  1849.— Telegraph.  Sustained  and  held  infringed. 
O'Reilly  v.  Morse,  15  How.^  62.   Sustained.  Morse  v.  Bain,  0  West.  ly.  J.,  106. 

New  England  Screw  Company,  assignee  of  CuUen  Whipple,  9669. — Improvement 
in  shaving  the  heads  of  screw  blanks.  April  12th.  1853;  antedated 
November  30th,  1852. 

O'Neil,  J.,  7531.  July  30th,  1850.— Churn.  Patent  for  additional  improve- 
ment, May  13th,  1851,  No.  97. 
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O'Reilly,  P.,  9703.     May  ^d,  1853.— Rails  for  railroads. 

Parkhurst,  S.  R.,  4023.  May  Ist,  1854. — Wool  carding  machine.  Patentee 
held  first  and  origitoal  inventor.  (Parkhurst  v.  Kinsman,  I  Blatch.,  488  ; 
Parkhurst  v.  Kinsman,  2  Blatch.,  72  ;  2  Blatch.,  7G ;  Kinsman  v.  Park- 
hurst, 18  How.,  289.)  Reissue  No.  1137,  February  12th,  1861.  (Morris  v. 
Lowell  Manufacturing  Company,  3  Fish.,  67.) 

Rankin,  Jr.,  J.,  10,124.     October  18th,  1853.— Propeller. 

Renton,  J.,  11,838.  October  24th,  1854. — Making  wrought  iron  direct  from  the 
ore. 

Richardson,  J.,  11,820.     October  17th,  1854. — Pencil  case. 

Robertson,  T.  J.  W.,  12,015.  November  28th,  1854* — Sewing  machine.  (Elli- 
thorp  V.  Robertson,  4  Blatch.,  307.) 

Rugg,  G.  H.,  9005.     June  8th,  1852. — Harvester. 

Ruggles,  Stephen  P.,  9904.  August  2d,  1853;  antedated  February  2d,  1853.— 
Printing-presses. 

Salisbury,  E.,  13,364.     July  31st,  1855.— Railway  cars. 

Seely,  S.,  9736.     May  I7th,  1853.     Lime-kiln. 

Singer,  I.  M.,  8294.  August  12th,  1851. — Sewing  machine.  Reissue  No.  278, 
October  3d,  1 854.  Construed  and  found  for  defendant.  (Singer  v.  Walmsley , 
1  Fish.,  579.) 

Singer,  I.  M.,  16,030.  November  4th,  1856. — Sewing  machine.  Construed  and 
found  infringed ;  (Singer  v.  Walmsley,  1  Fish,  580 ;)  held  novel  and  valid ; 
third  claim  patentable,  not  abandoned,  and  infringed.  (Singer  v.  Brauns- 
dorf,  7  Blatch.,  521.) 

Sloan,  T.  J.,  9688.     April  26th,  1853. — Screw  machine. 

Smith,  Charles  E.,  assignee  of  J.  Dutton  Steel,  9704.  May  3d,  1853;  antedated 
November  3d,  1852. — Rails  for  railroads. 

Smith,  H.  L.,  9776.     June  7th,  1853.     Letter  files. 

Spear,  James,  19,956.     April  13th,  1858. — Cooking  stoves. 

Stearns,  Charles,  25,534.  July  5th,  1859. — Machine  for  making  corrugated 
and  twisted  lightning  rod. 

Steer,  Isaac  H.,  13,118.  June  19th,  1855. — Nut  and  washer  machine.  (Wood 
1'.  Cleveland  Rolling-Mill,  4  Fish.,  550.) 

Tyson,  W.  F.,  9810.  June  2Kst,  1853;  antedated  December  21st,  1852.— Pro- 
pellers. 

Wade  and  Burnhum,  19,885.     April  6th,  1858. — Lamp  attachment. 
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Wagner,  I.  Z.,  17,999.     August  11th,  1857.— Brick  machine. 

Walsh,  J.  C,  17,530.     June  I2th,  1857. — Gas  burner. 

Waterman,  H.,  3106.  May  2Gth.  1843. — «  Method  of  connecting  tillers  with 
the  rudder-head  of  vessels." 

Wellman,  G.,  14,481.     March  18th,  185G.— Carding  machine. 

Wetherill,  S.^  13,806.  November  13th,  1855. — Furnace  for  white-zinc  manu- 
facturing infringed.  (Wetherill  v.  New  Jersey  Zinc  Company,  5  0.  G., 
460 ;  Wetherill  v.  Same,  1  Ban.  A,  Ard.,  485 ;  Wetherill  v.  Passaic  Zinc 
Company,  6  Fish.,  50.) 

Whipple,  George  A.,  9715.  May  10th,  1853. — Manufacturing  iron  directly 
from  the  ore. 

Woodman,  Horace,  15,313.  July  8th,  1856. — Machinery  for  cleaning  the  top 
flats  of  carding  machines. 

Young,  John,  9721.     May  10th,  1853, — Printing-press. 
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APPLICATIONS  FOR  LETTERS  -  PATENT  FOR  INVENTIONS- 


DKTERMINBD    IN    THE 


CIRniT  AXI)  SUPREME  COLRTS  OF  THE  DISTRICT  OF  COLUMBIA. 


In  Re  John  F.  Kemper. 

KkA84)N'.S    or    APPEAL — CUMMISSIOKER    AND    JTlXiE    CONPINEIl    THKRKT(k — By    the 

eleventh  section  of  the  act  of  March  3d,  1839,  the  judge  is  to  confine  his 
revision  of  the  Commissioner's  decision  to  the  points  involved  in  the  rea- 
sons of  appeal,  and  the  Commissioner  is  to  lay  before  the  judge  t'e  grounds 
of  his  decision  touching  t\^e  same  points. 

••  DlrtrOVERY  ''  AND  *'  INVENTION  "  SYNONYMOrs — NAKED  DISCOVERY  NvjT  PATENT- 
ABLE.— A  mere  naked  discovery,  in  the  sense  of  bringing  to  light  something 
which  existed  before,  but  was  not  known,  is  not  the  proper  subject  of  a 
patent.  The  word  "  discovery,"  as  used  in  the  Constitution  and  laws  of 
the  United  States  relating  to  patents,  is  synonymous  with  the  word  •*  inven- 
tion." 

Sm — MrsT  BE  CONTRIVANCE  OF  SOMETHING  NEW. — No  discovery  will  entitle  the 
discoverer  to  a  patent  which  does  not  in  effect  amount  to  t'le  contrivance 
or  production  of  something  which  did  not  before  exist,  or,  in  other  words, 
to  an  invention. 

Sjf — Placing  blocks  of  ice  edgewise  not  an  invention. — The  disco verv  of  a 
beneficial  effect,  resulting  from  doing  a  thing  in  the  same  manner  in 
which  it  has  been  done  before — as  when  a  person  discovered  or  found  out 
by  observation  that  blocks  of  ice  placed  edgewise  kept  longer  than  when 
placed  differently — is  not  the  invention  of  something  which  did  not  before 
exist:  it  is  not  an  invention. 

Anticipation — accident  and  design  immaterial  on  <irEHTioN  of.  —  If  the 
thing  claimed  by  the  applicant  has  been  done  before,  it  is  immaterial  to 
the  question  of  anticipation  whether  it  was  dftiie  by  ucctdent  or  design. 

Sm — Sm — System  or  plan. — An  applicant  will  not  be  entitled  to  a  patent  for 
doing  an  old  thing  because  he  is  the  first  to  do  the  thing  with  the  ''■  intent" 
to  produce  a  certain  beneficial  effect,  which  was  before  obtained,  but  not 
ob.served,  nor  for  producing  that  effect  in  accordance  with  a  preconceived 
••system"  or  '*plan/'  which  refers  at  most  to  the  purpose  or  intent  with 
which  the  thing  i.«(  ilone. 
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Principle — H05^\p'NifeD~N«w  contrivanck  or  mean^^. — The  doctrine  that  a 
•         •    •  • 
discovery  of^ft'fact  or  principle,  when  practically  applied  to  produce  some 

^*tei\  an^  useful  effect  in  the  arts,  is  patentable,  is  modified  by  the  condi- 

.•\*t*^  that  the  new  eflFect  must  be  produced  by  means  that  are  new,  by  some 

^    t».     I  \nvefUion,  some  contrivance,  or  the  production  of  something  that  did  not 


•  •..•   •  before  exist. 

•    *     •  • 

*•!      •  Sl.XTH    AMD    SEVENTH    8ECTI0KS   OF    ACT    OF    1836    MUST    BE    TAKEN    TOGETHER     IX 


EXAMINING  APPLICATIONS. — The  Seventh  section  of  the  act  of  1836,  author- 
izing the  Commissioner  to  reject  the  application  in  certain  specified  cases, 
must  be  taken  in  connection  with  the  sixth  section,  which  declares  what 
persons  may  obtain  a  patent;  and  if  the  subject  of  the  application  is  not  a 
new  and  useful  art,  &c.,  within  the  meaning  of  section  6,  the  Commissioner 
is  bound  to  refuse  it,  although  it  may  not  be  liable  to  the  particular  ob- 
jections specified  in  the  seventh  section. 
Rule  in  doubtful  cases — remedy  by  bill  in  equity. — The  rule  that  a  patent 
shouU  be  granted  in  doubtful  cases  was  perhaps  a  reasonable  one  when, 
under  the  law,  the  decision  of  the  Commissioner,  if  affirmed  by  the  Board 
of  Examiners,  was  final;  but  as  the  applicant  has  now  a  further  remedy 
by  bill  in  equity,  under  the  provisions  of  the  tenth  section  of  the  law  of 
1839,  when  his  patent  is  refused  for  any  cause  cither  by  the  Commissioner 
or  the  judge,  the  reason  of  the  rule  fails,  and  it  will  not  be  considered 
as  binding  upon  the  judge. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  May,  1841.) 

Appeal  from  refusal  of  Commissioner  to  grant  patent. 

Cranch,  J. 

The  petition  of  John  F.  Kemper  sets  forth  that  he  **has 
invented  certain  improvements  in  the  manner  of  constructing 
vessels  for  the  stowing  and  carrying  of  ice,  and  also  an  improve- 
ment in  the  manner  of  stowing  the  same ;  and  prays  that  letters- 
patent  of  the  United  States  may  be  granted  to  him  therefor, 
securing  to  him  and  his  legal  representatives  an  exclusive  right  in 
and  to  his  said  invention,  agreeably  to  the  provisions  of  the  acts  of 
Congress  in  that  case  made  and  provided,  he  having  paid  thirty 
dollars  into  the  Treasury  of  the  United  States,  and  otherwise 
complied  with  the  requirements  of  the  said  acts.'* 

In  his  specification,  after  describing  his  vessel  and  the  improve- 
ments in  the  same,  and  certain  matters  to  be  attended  to  in  the 
stowing  of  the  ice,  he  says  :  "I  have  discovered  that  for  the 
purpose  of  keeping  ice  for  a  great  length  of  time  it  is  nece.s.sary 
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in  stowing  it  to  place  all  the  pieces  edgewise,  as,  when  placed 
flatwise,  small  openings  are  formed  through  it  by  the  percolation 
of  water  or  otherwise,  and  that  this  injurious  effect  goes  on  in- 
creasing, and  eventually  producing  a  rapid  destruction  thereof ; 
this  I  obviate  by  carefully  packing  all  the  blocks  edgewise,  when, 
as  experience  has  abundantly  shown,  no  such  effect  is  produced. 
This  mode  of  stowage  applies  not  only  to  vessels,  but  also  to  ice- 
houses, and  wherever  ice  is  to  be  preserved. ' ' 

After  stating  what  he  disclaims  and  what  he  claims  as  his  in- 
vention and  improvements  in  constructing  vessels  for  the  trans- 
portation of  ice,  he  says :  "In  the  manner  of  stowing  the  ice,  I 
claim  the  placing  of  the  prepared  blocks  edgewise,  in  the  manner 
and  for  the  beneficial  purpose  herein  set  forth." 

No  objection  was  made  by  the  Commissioner  of  Patents  to  the 
grant  of  a  patent  for  the  novel  construction  of  vessels  for  the 
transportation  of  ice  as  claimed  by  him ;  but  the  Commissioner 
decided  that  the  applicant  was  not  entitled  to  receive  a  patent  for 
the  manner  of  stowing  the  ice  by  placing  the  blocks  edgewise. 

From  this  decision  he  has  appealed,  according  to  the  provisions 
of  the  eleventh  section  of  the  act  of  March  3d,  1839,  and  the 
seventh  section  of  the  act  of  July  4th,  1836,  and  has  filed  in  the 
Patent  Office  his  reasons  of  appeal,  and  paid  the  sum  of  twenty - 
five  dollars  to  the  credit  of  the  patent  fund. 

By  the  eleventh  section  of  the  act  of  March  3d,  1839,  chapter 
88  (pamphlet  edition),  the  judge  is  to  confine  his  revision  to  the 
pKjints  involved  in  the  reasons  of  appeal ;  and  the  Commissioner 
of  Patents  is  to  lay  before  the  judge  the  grounds  of  his  decision 
touching  the  same  points. 

The  applicant  claims  a  patent  for  his  vessel  and  his  manner  of 
stowing  ice  in  vessels  and  ice-houses  as  one  invention,  and  pays 
thirty  dollars  as  for  one  patent. 

The  Commissioner  denies  his  right  to  a  patent  for  his  manner 
of  stowing,  but  admits  it  for  his  improvement  in  the  construction 
of  his  vessel. 

The  first  and  principal  point  involved  in  the  reasons  of  appeal 
is  whether  the  thing  for  which  the  patent  is  claimed  is  the  inven- 
tion or  discovery  of  a  new  and  useful  art,  or  of  a  new  improve- 
ment on  an  art,  within  the  meaning  of  the  Constitution  and  laws 
of  the  United  States  respecting  patents. 
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The  invention,  if  it  be  one,  consists  only  in  laying  each  block 
of  ice  on  its  narrowest  side.  Can  that  act  be  considered  as  a  new 
thing  invented  or  made?  Was  it  never  done  before?  If  it  has 
been  done  before,  although  the  beneficial  effed  of  so  placing  it, 
rather  than  on  its  broadest  side,  had  not  been  discovered,  it  is 
not  a  new  thing.  The  only  thing  new  is  the  discovery  of  the 
beneficial  effect,  and  that  is  the  discovery  of  a  thing  which  existed 
before ;  for  if  it  is  now  true  that  ice  so  placed  keeps  longer  than 
when  differently  placed,  it  was  always  true ;  and  that  it  existed 
before,  is  shown  in  the  specification,  where  it  is  said  that  the  effect 
was  discovered  by  experience. 

Much  of  the  confusion  of  ideas  upon  this  subject  has  arisen 
from  the  ambiguity  of  the  words  "discover"  and  ''discovery" 
used  in  the  Constitution  and  the  patent  laws  of  the  United  States. 
In  their  primary  and  common  sense  they  are  not  synonymous 
with  "invent"  and  "invention." 

Webster,  in  the  last  8vo.  edition  of  his  dictionary,  under  the 
word  "discover,"  says  :  "Discover  differs  from  invent.  We  dis- 
cover what  before  existed.  We  invent  what  did  not  before  exist." 
And  under  the  article  "invention"  he  says:  " Invention  differs 
from  discovery.  Invention  is  applied  to  the  contrivance  and  pro- 
duction of  something  that  did  not  before  exist.  Discovery  brings 
to  light  that  which  existed  before,  but  which  was  not  known." 

A  discovery,  in  this  sense,  is  not  the  subject  of  a  patent ;  and 
it  will  be  found,  by  a  careful  perusal  of  the  Constitution  and  laws 
of  the  United  States  upon  the  subject  of  patents  for  useful  arts, 
&c. ,  that  it  is  not  there  used  in  this  sense,  but  always  as  synony- 
mous with  invention. 

Thus  the  Constitution,  (in  ch.  4,  art.  i,  sec.  8,  clause  8,)  among 
the  enumerated  powers  given  to  Congress,  says :  "To  promote 
the  progress  of  science  and  useful  arts  by  securing  for  limited 
times  to  authors  and  inventors  the  exclusive  right  to  their  respect- 
ive writings  and  discoveries. ' ' 

There  it  is  evident  that  the  "discoveries,"  the  use  of  which  is 
to  be  secured,  are  the  discoveries  of  inventors  only.  The  appli- 
cant must  invent,  contrive,  or  produce  something  that  did  not 
exist  before.  A  man  may  discover  {i.  <?.,  may  disclose)  his  inven- 
tion ;  and  for  that  discovery  or  disclosure  he  will  be  entitled  to 
the  exclusive  use  of  his  invention  for  a  limited  time. 
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In  the  first  act  of  Congress,  **  to  promote  the  progress  of  use- 
ful arts,**  passed  April  loth,  1790,  the  words  invention  and  dis- 
covery are  used  synonymously  throughout  the  whole  act ;  and 
whether  the  application  was  for  a  patent  for  an  invention  or  a  dis- 
covery, it  must  be  founded  upon  an  invention  or  discovery  of  an 
useful  art,  &c.,  (or  improvement  therein,)  not  before  known  or 
used.  The  discovery  of  a  new  art  that  will  justify  a  patent  under 
that  act  can  only  be  the  invention  of  a  new  art,  and  the  discov- 
ery of  a  new  improvement,  the  invention  of  a  new  improvement. 
In  every  case,  therefore,  the  applicant  must  be  the  inventor ;  and, 
by  the  Constitution,  none  but  inventors  could  be  entitled  to  the 
monopoly. 

The  next  act  was  passed  on  the  21st  of  February,  1793,  enti- 
ded  *  'An  act  to  promote  the  progress  of  useful  arts,  and  to  repeal 
the  act  heretofore  made  for  that  purpose. '  * 

By  the  first  section  of  this  act  the  applicant  was  to  declare  that 
he  had  invented  (not  discovered)  a  new  and  useful  art,  &c.,  or 
improvement,  &c. ;  and  the  patent  was  to  give  a  short  descrip- 
tion of  the  said  invention  or  discovery.  Here  *  *  discovery  * '  is 
intended  to  be  synonymous  with  invention,  for  the  claimant  had 
alleged  an  invention  only ;  and  it  is  afterwards  again  in  the  same 
section  called  the  said  invention  or  discovery. 

The  second  section  says  that  any  person  who  shall  have  dis- 
covered an  improvement  and  obtained  a  patent  therefor  shall  not 
be  at  liberty  to  use  *  *  the  original  discovery  nor  shall  the  first 
inventor ' '  [/.  e, ,  of  the  original  discovery  which  he  had  alleged  to 
be  his  invention]  **  be  at  liberty  to  use  the  improvement.'*  And 
a  change  of  form  or  proportions  was  not  to  be  *  *  deemed  a  dis- 
covery. ' ' 

By  the  third  section  every  inventor  was  to  swear  or  affirm  that 
he  believed  that  he  was  *'  the  true  inventor  or  discoverer  of  the 
art,  &c. ,  and  deliver  a  written  description  of  his  invention  * '  by 
which  it  may  be  distinguished  from  other  inventions." 

The  fourth  and  fifth  sections  speak  of  inventors  and  inventions 
without  saying  anything  of  discoverers  or  discoveries. 

The  sixth  section,  alluding  to  the  same  invention,  calls  it  *'his 
discovery,"  and  speaks  of  original  discovery  and  supposed  dis- 
covery and  the  discovery  of  another  man  ;  and  all  these  expres- 
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sions  are  used  in  reference  to  what  had  been  patented  as  inven- 
tions. •  . 

The  tenth  section  speaks  of  the  true  inventor  or  discoverer,  and 
the  eleventh  section  provides  that  every  inventor  shall  pay  thirty 
dollars  before  he  presents  his  petition. 

The  act  of  the  17th  of  April,  1800,  only  extends  the  privileges 
of  the  former  act  to  aliens  and  to  the  legal  representatives  of 
inventors  and  discoverers,  &c.,  and  gixes  treble  damages  for  viola- 
tion of  patent  rights. 

The  act  of  July  13th,  1832,  applies  only  to  aliens. 

The  next  act  is  that  of  July  4th,  1836,  entitled  *'An  act  to  pro- 
mote the  progress  of  useful  arts,  and  to  repeal  all  acts  and  parts 
of  acts  heretofore  made  for  that  purpose." 

The  first  section  speaks  of  '  *  issuing  patents  for  new  and  useful 
discoveries,  inventions,  and  improvements"  as  part  of  the  busi- 
ness of  the  Commissioner  of  Patents,  whose  office  was  therein 
created. 

In  the  fifth  section  the  words  invention  and  discovery,  as  used 
throughout,  are  synonymous. 

The  sixth  section,  which  declares  for  what  a  patent  may  issue, 
shows  that  the  applicant  must  have  "discovered  or  invented" 
.some  new  art,  &c.,  or  improvement;  and  it  is  called  "his  dis- 
covery or  invention  thereof,"  and  he  is  called  the  inventor  or 
discoverer.  It  then  says  :  "  But  before  any  inventor  shall  receive 
a  patent  for  any  such  new  invention  or  discovery,  he  shall  deliver 
a  written  description  of  his  invention  or  discovery.  The  descrip- 
tions and  drawings  are  to  be  '  signed  by  the  inventor ; '  and  he  is 
to  *  furnish  a  model  of  his  invention  ; '  and  he  is  to  make  oath 
'  that  he  does  verily  believe  that  he  is  the  original  and  first  in- 
ventor or  discoverer  of  the  art,  &c.,  or  improvement  for  which 
he  solicits  a  patent,  and  that  he  does  not  know  or  believe  that 
the  same  was  ever  before  known  or  used.'  " 

In  the  seventh  section,  wherever  the  word  discovery  or  discov- 
erer is  coupled  with  invention  or  inventor,  it  is  evident  that  it 
means  the  discovery  or  discoverer  of  something  new — something 
that  did  not  exist  before — and  therefore  equivalent  to  invention 
and  inventor.  In  the  latter  part  of  the  section  it  speaks  of  the 
'  *  science  to  which  the  alleged  invention  appertains,  and  of  the 
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part  or  parts  of  the  invention  which  he"  [the  Commissioner] 
"considers  as  not  entitled  to  be  patented/' 

The  eighth  section  speaks  of  the  right  of  "an  original  and  true 
inventor  to  a  patent  for  his  invention,'*  and  says  nothing  of  a 
discovery  or  discoverer. 

The  twelfth  section  speaks  only  of  invention — not  discovery ;  yet 
it  is  evidently  applicable  to  the  former  sections,  which  use  the 
words  *  *  invention  or  discovery.  * ' 

The  thirteenth  section  provides  that  where  a  patent  shall  be 
"invalid  by  reason  of  the  patentee  claiming  in  his  specification  as 
his  own  invention  more  than  he  had  a  right  to  claim  as  new,"  the 
Commissioner  **  may  cause  a  new  patent  to  be  issued  to  the  said 
inventor  for  the  same  invention,  * '  &c.  The  same  section  after- 
wards speaks  of  a  "  description  and  specification  of  any  new 
improvement  of  the  original  invention  or  discovery  which  shall 
have  been  invented  or  discovered  by  him"  (the  patentee)  subse- 
quent to  the  date  of  his  patent. 

The  fifteenth  section  specifies  the  special  matter  which  may  be 
given  in  evidence  by  the  defendant  under  the  general  issue, 
among  which  is  evidence  tending  to  prove  that  the  description 
and  specification  filed  by  the  plaintiff  does  not  contain  the  whole 
truth  relative  to  his  invention  or  discovery,  or  that  the  patentee 
was  not  the  original  and  first  inventor  or  discoverer  of  the  thing 
patented,  or  of  a  substantial  and  material  part  thereof  claimed  as 
new,  or  that  he  had  surreptitiously  or  unjustly  obtained  the 
patent  for  that  which  was  in  fact  invented  or  discovered  by 
another.  It  also  speaks  of  '*the  invention  or  discovery  for  which 
the  patent  issued. ' '  It  speaks  also  of  the  first  inventor,  without 
adding  discoverer,  and  of  the  invention,  without  adding  discovery. 

The  sixteenth  section  speaks  of  the  inventions  patented,  and, 
generally,  of  inventions,  without  adding  discoveries. 

The  seventeenth  section  speaks  of  injunctions  to  prevent  the 
violation  of  the  rights  of  any  inventor,  but  says  nothing  of  any 
discoverer  ;  showing  that  the  word  inventor  included  all  such  dis- 
coverers as  were  contemplated  by  the  Legislature  as  within  the 
protection  of  the  patent  laws. 

The  eighteenth  section  provides  "  that  whenever  the  patentee 
of  an  invention  or  discovery  shall  desire  to  extend  his  patent  be- 
yond the  term  of  its  limitation  he  may  make  application,"  &c.  ; 
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and  shall  furnish  a  statement  of  '*the  ascertained  value  of  the 
invention  ;  * '  and  having  failed  to  obtain  from  the  use  and  sale  of 
his  invention  a  reasonable  remuneration,  &c.,  he  may  have  the 
term  extended.  Here  it  is  evident  that  the  word  invention  was 
understood  as  equivalent  to  *  *  invention  and  discovery ' '  mentioned 
in  the  beginning  of  the  section,  and  shows  that  the  discovery 
contemplated  was  the  discovery  of  something  new,  /.  e, ,  that  did 
not  exist  before,  and  was  used  as  synonymous  with  the  word 
invention. 

The  remaining  sections  of  the  act  do  not  use  the  word  invention 
or  discovery. 

The  act  of  March  3d,  1839,  (pamphlet,  chap.  88,  p.  74,  sec.  7,) 
says  that  every  person  who  shall  have  constructed  any  **  newly- 
invented  machine,  manufacture,  or  composition  of  matter  prior  to 
the  application  by  the  inventor  or  discoverer  for  a  patent  shall  be 
held  to  possess  the  right  to  use,"  &c.,  *'the  specific  machine," 
&c.,  "so  made,"  &c.,  ''without  liability  therefor  to  the  inventor 
or  any  other  person  interested  in  such  invention  ;  and  no  patent 
shall  be  held  to  be  invalid  by  reason  of  such  use,"  &c,  "  except 
on  proof  of  abandonment  of  such  invention  to  the  public,  * '  &c. 

There  is  nothing  further  in  this  act  tending  to  explain  the 
meaning  of  the  word  **  discovery, "  as  used  in  the  Constitution  and 
laws  of  the  United  States  respecting  patents  for  useful  arts. 

Upon  consideration  of  the  Constitution  and  laws  of  the  United 
States  upon  this. subject,  therefore,  I  think  1  may  safely  say  that 
the  claimant  in  this  case  can  build  no  argument  upon  the  sup- 
posed difference  between  a  discovery  and  an  invention ;  for  no 
discovery  will  entitle  the  discoverer  to  a  patent  which  does  not 
in  effect  amount  to  the  contrivance  or  production  of  something 
which  did  not  exist  before ;  or,  in  other  words,  to  an  invention. 

The  patent  claimed  is  for  the  placing  of  the  prepared  blocks 
edgewise,  for  the  purpose  set  forth  in  the  specification. 

The  placing  of  blocks  of  ice  edgewise  is  not  the  contrivance  or 
production  of  anything  which  did  not  exist  before.  It  is  not  an 
invention.  It  is  not  a  discovery,  because  everybody  knew  before 
that  blocks  of  ice  might  be  placed  upon  their  narrowest  side ; 
and  it  is  asserted  by  the  Commissioner  in  the  grounds  of  his 
decision,  and  not  denied  in  argument,  that  blocks  of  ice  have 
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been  so  placed — whether  by  accident  or  design,  is  immaterial. 
The  placing  is  not  new.     It  is  not  an  invention. 

The  discovery  of  a  new  effect  of  that  which  existed  before  is 
not  the  subject  of  a  patent.  Blocks  of  ice  have  been  placed  on 
edge  before  the  alleged  discovery  by  the  claimant.  If  they  were 
so  placed  with  intent  to  retard  their  dissolution,  I  presume  the 
claimant  would  at  once  abandon  his  claim.  But  the  intent  can  be 
no  ground  of  a  patent.  The  claimant  may  be  the  first  who 
placed  blocks  of  ice  on  edge  with  that  intent,  but  this  cann6t 
justify  a  patent  for  doing  that  which  was  often  done  without  that 
intent. 

In  truth,  the  whole  merit  of  the  claimant  is  the  discovery  of  a 
fact  which  existed  long  before,  viz. ,  that  ice  placed  edgewise  kept 
longer  than  when  placed  flatwise. 

This  is  a  mere  naked  discovery,  for  which  a  patent  cannot  be 
granted.  There  is  no  invention — nothing  contrived  or  produced 
which  did  not  exist  before. 

It  is,  however,  contended  that  although  the  discovery  merely 
as  such  is  not  patentable,  and  although  blocks  of  ice  may  have 
been  often  placed  edgewise,  yet  '*it  will  not  be  pretended  that 
in  vessels  or  in  ice-houses  ice  had  ever  been  stowed  away  upon 
the  system  adopted  by  Mr.  Kemper."  By  "system,"  I  suppose 
must  have  been  meant  intent  or  purpose,  for  the  placing  the  ice 
on  edge  cannot  of  itself  form  a  system.  A  system,  as  defined 
by  Doctor  Johnson,  is  "any  complexure  or  combination  of  many 
things  acting  together ;  a  scheme  which  reduces  many  things  to 
regular  dependence  or  co-operation  ;  a  scheme  which  unites  many 
things  in  order." 

The  patent  in  the  present  case  is  not  asked  for  a  system,  but 
for  the  exclusive  right  to  place  blocks  of  ice  on  their  narrowest 
side.  The  claim,  therefore,  obtains  no  support  by  calling  it  a 
system,  nor  by  calling  it  a  "plan,"  as  in  the  reasons  of  appeal, 
where  it  is  asked,  '*  Is  the  proposed  plan  unquestionably  old?" 
What  the  writer  meant  by  the  word  plan  is  not  very  obvious, 
but  I  presume  he  intended  to  refer  to  the  placing  of  the  ice  edge- 
wise, with  the  intent  that  it  should  thereby  keep  longer  than  if 
otherwise  placed.  He  probably  meant  to  include  the  intent  with 
the  act.  But,  as  before  observed,  if  the  thing  done  be  not  new, 
the  intent  cannot  entitle  it  to  a  patent. 
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It  is  admitted  in  argument  on  behalf  of  the  appellant  ''that  a 
discovery,  taken  abstrac^tly,  is  not  patentable;"  but  it  is  con- 
tended * '  that  if  the  thing  discovered  be  practically  applied  to 
produce  a  new  and  useful  effect,  the  manner  of  attaining  this  end  is 
patentable."  Now,  let  us  apply  this  rule  or  doctrine  to  the  present 
case.  The  thing  discovered  is  the  beneficial  effect  of  the  position 
of  the  ice,  not  the  position  itself.  How  is  this  effect,  which  is  the 
thing  discovered,  applied  by  the  appellant  to  produce  a  new  and 
useful  effect,  and  what  is  the  new  effect  thus  to  be  produced 
by  the  effect  discovered?  Whatever  it  may  be,  it  must  be  pro- 
duced by  means  that  are  new — by  some  invention,  some  contriv- 
ance or  production  of  something  that  did  not  before  exist.  The 
beneficial  effect  of  the  position  of  the  ice  is  the  retardation  of  its 
dissolution.  No  new  and  further  eflfect  is  proposed.  That  re- 
tardation is  the  ultimate  eflfect  contemplated.  No  new  means  are 
intended  to  be  used  which  can  be  the  subject  of  a  patent.  A  new 
eflfect  from  old  means  will  not  justify  a  patent  for  those  old  means. 
This  case  is  therefore  not  within  the  rule  or  doctrine  thus  ad- 
vanced to  support  it. 

The  patent  to  Mr.  Tudor  for  filling  the  interstices  between  the 
blocks  of  ice  with  some  non-conducting  substance  is  cited  as  a 
precedent  for  the  present  application.  No  judicial  decision  is 
produced  aflftrming  the  validity  of  that  patent,  and  it  seems  to 
me  to  rest  upon  very  doubtful  ground  ;  but  it  is  to  be  presumed 
that  the  Commissioner  who  issued  it  was  satisfied  that  the  means 
used  were  a  new  invention. 

Mr.  DoUand's  patent  for  an  improvement  is  also  referred  to, 
but  there  the  means  used  were  decided  to  be,  as  to  him,  a  new 
invention,  although  Dr.  Hall  had,  forty  years  before,  constructed 
two  telescopes  upon  the  same  principle,  but  had  not  pursued  the 
matter  and  brought  it  into  public  use.  That  case  has  no  analogy 
to  the  present. 

In  the  reasons  of  appeal  it  is  suggested  that  patents  for  pro- 
cesses or  modes  of  procedure,  in  preserving  animal  and  vegetable 
substances  by  means  extremely  simple,  have  been  granted  in 
England  and  in  this  country  ;  but  as  they  are  not  particularly 
brought  to  my  notice,  I  cannot  say  how  far  they  may  be  consid- 
ered as  precedents  to  justify  the  present  application.  I  presume 
that  in  all  of  them  something  new  was  invented — something  more 
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than  the  discovery  of  a  fact  or  a  principle,  and  the  application  of 
such  fact  or  principle  to  some  useful  purpose  by  old  means,  or 
by  means  not  newly  invented. 

It  is  also  suggested  in  the  reasons  of  appeal  that  **  the  Commis- 
sioner is  bound  to  issue  a  patent  for  the  thing  claimed,  if  on  exami- 
nation it  shall  not  appear  to  him  that  the  same  had  been  invented 
or  discovered  by  any  other  person  in  this  country  prior  to  the 
alleged  invention  or  discovery  thereof  by  the  applicant,  or  that 
it  had  been  patented  or  described,  &c.,  as  stated  in  the  seventh 
section  of  the  act  of  July  4th,  1836,  and  that  the  discovery  in 
question  is  not  placed  in  either  of  the  conditions  that  would  jus- 
tify the  refusing  of  a  patent  under  the  law. 

But  the  seventh  section  refers  to  the  sixth,  by  which  it  appears 
that  a  patent  is  to  be  issued  only  to  a  person  who  has  discovered 
or  invented  some  new  and  useful  art,  &c.,  or  some  new  and 
useful  improvement  on  any  art,  &c.  The  Commissioner,  there- 
fore, is  to  decide,  in  the  first  place,  whether  the  invention  is  new, 
and  whether  it  is  the  proper  subject  of  a  patent ;  and  if  he  finds 
that  it  is  not  the  proper  subject  of  a  patent,  he  is  bound  to  refuse 
it,  although  it  may  not  be  liable 'to  the  particular  objections  speci- 
fied in  the  seventh  section.  It  is  also  said  in  the  reasons  of 
appeal  that  the  professed  rule  of  the  Office  is,  *'  that  where  the 
question  is  at  all  doubtful,  the  patent  should  be  granted." 

This  rule,  I  suppose,  must  have  been  adopted  when  the  appli- 
cant had  no  remedy  if  the  Commissioner  rejected  his  claim  and 
the  decision  of  the  Commissioner  was  affirmed  by  the  Board  of 
Examiners,  under  the  seventh  and  sixteenth  sections  of  the  act 
of  July  4th,  1836,  which  last-mentioned  section  gave  the  applicant 
a  remedy  by  bill  in  equity  only  in  case  the  patent  was  refused  on 
the  ground  that  it  would  interfere  with  an  unexpired  patent  pre- 
viously granted.  In  all  other  cases  of  refusal  the  applicant  had 
no  remedy,  whereas,  if  the  patent  should  be  granted,  its  validity 
might  be  at  all  times  questioned  in  the  courts  of  law.  It  was 
reasonable,  therefore,  to  adopt  such  a  rule. 

But  now,  by  the  tenth  section  of  the  act  of  March  3d,  1839,  if 
the  patent  be  refused  for  any  cause  either  by  the  Commissioner 
or  the  judge  the  applicant  may  still  establish  his  right  to  a  patent 
by  a  bill  in  equity. 

The  reason  of  the  rule,  therefore,  fails,  and  I  should  not  think 
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myself  bound  by  it  if  I  thought  this  to  be  a  case  of  doubt,  which 
I  do  not. 

Every  patent  is  a  monopoly  ;  and  nothing  can  justify  it  but  the 
natural  right  of  property  which  a  man  has  in  the  products  of  his 
own  labor  and  ingenuity.  With  this  exception,  it  is  in  derogation 
of  common  right,  and  it  should  be  strictly  confined  to  the  case 
excepted. 

Upon  the  whole,  therefore,  I  am  of  opinion,  and  so  decide, 
that  the  decision  of  the  Commissioner  of  Patents  that  the  appli- 
cant, John  F.  Kemper,  was  not  entitled  to  receive  a  patent  for 
the  manner  of  stowing  ice  by  placing  the  blocks  edgewise  was 
correct,  and  the  same  is  hereby  confirmed. 

Thos.  P.  Jones,  for  appellant. 

Examiner  Chas.  Keller,  for  Commissioner. 


George  Heath,  Appellant, 

vs. 
George  W.  Hildreth,  Appellee.  Interference. 

Prior  invention — act  of  1836 — need  not  be  reduced  to  practice. — The  sixth 
Bectioii  of  the  act  of  1793,  in  enumerating  the  defenses  to  a  patent,  ex- 
jiressly  specified  that  the  prior  invention  must  have  ''  been  in  use."  Under 
the  corresponding  section  (section  15)  of  the  act  of  183C.  from  which  these 
words  are  carefully  excluded,  the  defense  "'that  the  patentee  was  not  the 
original  and  first  inventor  or  discoverer  of  the  thing  patented  ''  is  complete 
without  showing  that  the  first  inventor  had  put  his  invention  into  prac- 
tice. 

KeDICTION    to    practice — NOT  RE(jUIR£D  BY   LAW  TO  OBTAIN   A  PATENT. NOUC  Of 

the  patent  laws  have  ever  required  that  the  invention  should  be  in  use  or 
reduced  to  practice  before  the  issuing  of  the  patent  otherwise  than  by  a 
model,  drawings,  and  specification  containing  a  written  description  of  the 
invention. 
Interferences — not  governed  by  rullvus  in  infringement  suits The  doc- 
trines as  laid  down  by  the  courts  in  infringement  suits  in  considering 
whether  patents  already  granted  are  invalidated  by  prior  use,  are  wholly 
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inapplicable  to  the  determination  of  interference  controversies  in  the  Pat- 
ent Office,  where  the  only  question  is  whether  the  Commissioner  shall  issue 
the  patent.  When  a  patent  is  thus  issued,  its  validity  is  still  an  open 
question  for  the  courts,  aad  one  which  can  be  conclusively  settled  by  the 
courts  onlv. 

PrTTIXG   IXTO    USE — UMITBD  8TATK8  AND    KNGLIBH  LAW  COMTBASTBD. — As  distin- 
guished from  the  English  law — that  if  the  thing  is  in  use  before  the  issuing 
of  the  patent  the  patent  is  void — our  law  (section  7,  act  of  1839)  provides 
that  the  use  of  the  thing,  even  by  leave  of  the  inventor,  for  two  years 
before  his  application  for  a  patent,  shall  not  invalidate  it;  a/ortiori,  the 
use  of  it  by  a  third  person  or  subsequent  inventor  after  the  first  inventor, 
and  before  the  issuing  of  the  patent  to  the  first  inventor,  without  his  con- 
sent, will  not  be  a  bar  to  such  patent. 
Pkbrkqcisitsb  to  a  patent  are  all  specified  in  section  7  OF  ACT  or  1836. — 
By  the  seventh  section  oS  the  act  of  1836  the  Commissioner  is  bound  to 
issue  a  patent  upon  the  compliance  on  the  part -of  the  applicant  with  the 
conditions  there  named,  and  upon  the  appearance  of  certain  facts ;  and  the 
reduction  of  the  invention  to  practice  is  not  named  as  one  of  these  con- 
ditions. 
Prior  patent — must  be  prior  to  invention,  not  application. — It  is  evident 
from  a  comparison  of  the  seventh  section  of  the  act  of  1836  with  the  sixth, 
eighth,  and  fifteenth  sections  that  the  patent  which  would  bar  the  issuing 
of  a  patent  to  the  applicant  must  be  a  patent  issued  prior  to  his  invention, 
and  not  merely  prior  to  his  application. 
Reduction   to  practice  by  second  inventor  immaterial. — There  being  no 
law  which  requires  the  inventor  to  put  his  invention  into  practice  or  use 
before  obtaining  his  patent,  it  is  immaterial  to  him  whether  the  second 
inventor  has  put  it  in  practice  or  not.     That  fact  cannot  affect  his  rights 
when  involved  in  interference  with  a  patentee  under  the  eighth  .««ection  of 
the  act  of  1836.     Neither  that  section  nor  any  other  section  of  that  or  any 
other  act  makes  the  right  of  the  patentee  or  of  the  applicant  depend  upon 
the  fact  of  the  invention  being  reduced  to  actual  practice,  except  in  the 
case  of  the  alien  patentee. 
Mere  speculation   (abandoned  experiment?)  not  patentable. — If  the  in- 
vention be  the  mere  speculation  of  a  philosopher  or  a  mechanician  in  his* 
closet,  and  he  takes  no  steps  towards  obtaining  a  patent,  but  keeps  his 
invention  secret,  and  another  person  who  is  also  an  original  but  subse- 
quent inventor  of  the  same  thing  obtains  a  patent  for  it  and  brings  it  into 
use,  it  has  been  held,  both  in  England  and  in  this  country,  that  the  pat- 
entee in  a  suit  at  law  is  to  be  considered  as  the  first  inventor. 
Fiptebnth  section  op  act  or  1836 — reasonable  dilioencs  in  adapting  and 
perfecting. — But  the  doctrine  that  when  two  men  independently  discover 
the  same  thing,  the  one  who  first  communicates  it  to  the  public  (by  reduc- 
ing it  to  practice  and  using)  is  deemed  the  first  inventor  and  entitled  to  a 
patent,  is  not  supported  to  that  extent  by  the  cases  cited,  and  would  be 
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unjust  if  it  were,  as  it  makes  no  exception  of  the  bona-fide  inventor  who  is 
"  uting  reasonable  diligence  in  adapting  and  perfecting^'  his  invention,  whose 
right  is  saved  b}'  the  spirit  if  not  by  the  letter  of  the  fifteenth  section  of 
the  act  of  1836. 

Reduction  to  practice  not  brikgino  into  use — completion  op  the  inven- 
tion.— The  expression  "reduced  to  practice''  does  not  import  the  bringing 
the  invention  into  actual  use.  When  applied  to  an  invention,  it  generally 
means  the  reducing  it  into  such  form  that  it  may  be  used  so  as  not  to  be 
a  mere  theory.  A  small  model,  demonstrating  the  practicability  of  the 
invention,  is  a  sufficient  reduction  to  practice.     Size  is  of  no  importance. 

Caveat — not  negebsart  to  preserve  right  to  patent. — An  inventor  is  not 
required  by  the  twelfth  section  of  the  law  of  18.36  to  file  a  caveat  to  pre- 
serve his  right  to  a  patent.  That  section  was  introduced  for  the  benefit 
of  the  inventor,  but  was  not  necessary  to  the  preservation  of  his  right.  It 
only  enables  him  to  have  notice  of  any  interfering  application. 

Delay  in  application  unimportant — abandonment. — The  statute  does  not 
limit  any  time  within  which  an  inventor  must  apply  for  a  patent,  nor  does 
it  declare  a  forfeiture  by  reason  of  any  delay.  The  delay,  therefore,  .seems 
unimportant,  unless  it  amounts  to  evidence  of  abandonment  of  the  claim. 
Delay  is  not  one  of  the  specified  grounds  upon  which  the  Commissioner  is 
authorized  by  the  seventh  section  of  the  act  of  183G  to  refuse  a  patent. 

Delay — question  for  jury. — Semble,  that  a  matter  of  defense— such  as  delay 
in  filing  an  application  for  a  patent — which  it  is  the  peculiar  province  of 
the  jury  to  decide,  and  which  is  not  by  the  seventh  section  of  the  act  of 
18.30  made  a  ground  for  the  refusal  of  a  patent  by  the  Commissioner,  should 
be  left  by  him  to  be  decided  by  the  jury  in  a  subseijuent  action  at  law. 

(Before  ('ranch,  Ch.  J.,  District  of  Columbia.  October,  1H41.) 

Statement  of  the  Case. 

This  was  an  interference  between  the  application  of  Heath, 
filed  April  29th,  1840,  and  the  patent  to  Hildreth,  granted  March 
29th,  1840.  The  Commissioner  of  Patents  awarded  priority  to 
the  applicant  Heath,  upon  the  ground  that  he  was  the  first  to 
conceive  of  the  invention  and  make  an  illustrative  drawing  and 
model,  although  it  appeared  that  he  had  never  put  the  invention 
into  actual  use.  It  was  contended  on  the  one  hand,  following 
the  spirit  of  the  deci.sions  under  the  law  of  1793,  that  an  inven- 
tion does  not  exist  in  a  patentable  sense  until  it  has  been  reduced 
to  practice,  and  on  the  other  hand,  that  an  invention  is  com- 
pleted for  the  purposes  of  obtaining  a  patent  when  it  has  been 
fairly  disclosed  in  a  drawing  and  model.     The  middle  ground, 


1841.]  Heath  v.  Hildreth.  15 

Argument  for  appellant. 


taken  by  Judge  Stor>'^  in  the  case  of  Reed  v.  Cutter,  i  Story, 
600,  (based  upon  the  language  of  the  fifteenth  section  of  the  law 
of  1836,)  that  prior  conception  to  defeat  a  prior  reduction  to 
practice  must  be  coupled  with  reasonable  diligence  in  adapting 
and  perfecting  the  invention,  has  largely  controlled  the  subse- 
quent practice  of  the  Office  in  interference  controversies  ;  but  the 
present  case  is  interesting  as  marking  the  beginning  of  a  contro- 
versy which  has  not  yet  been  definitely  resolved  by  the  decision 
of  a  court  in  a  case  presenting  the  question  in  the  exact  form  in 
which  it  arises  in  the  Patent  Office.  The  argument  of  the  Com- 
missioner upon  this  point,  as  presented  in  his  answer  to  the 
reasons  of  appeal,  is  given  in  full. 

Thomas  P.  Jones ^  for  Hildreth. 

1.  The  applicant  cannot  prevail  against  the  patentee  in  this 
case  without  establishing  facts  which  would  constitute  a  valid 
defense  under  the  law  in  a  suit  brought  for  infringement  of  Hil- 
dreth*s  patent. 

2.  By  the  sixth  section  of  the  law  of  1793  it  was  provided  that 
in  an  action  for  an  infringement  of  a  patent  right  the  defendant 
might  show  in  defense  that  the  thing  secured  by  the  patent  was 
not  originally  discovered  by  the  patentee,  but  had  been  in  use  or 
had  been  described  in  some  public  work  anterior  to  the  supposed 
discovery  of  the  patentee,  or  that  he  had  surreptitiously  obtained 
a  patent  for  the  discovery  of  another  person.  Under  this  sec- 
tion the  first  inventor  who  has  put  the  invention  in  practice,  and 
he  only,  is  entitled  to  a  patent.  The  intent  of  the  statute  is  to 
guard  against  defeating  patents  by  the  setting  up  of  a  prior 
invention  which  has  never  been  reduced  to  practice.  If  it  were 
the  mere  speculation  of  a  philosopher  or  a  mechanician,  which 
had  never  been  tried  by  the  test  of  experience,  and  never  put 
into  actual  operation  by  him,  the  law  would  not  deprive  a  sub- 
sequent inventor,  who  had  employed  his  labor  and  talents  in 
putting  it  into  practice,  of  the  reward  due  to  his  ingenuity  and 
enterprise.  (Bedford  v.  Hunt,  i  Mason,  305;  Evans  v.  Eaton, 
3  Wheaton,  454;  Fessenden's  Law  of  Patents,  59.) 

3.  The  act  of  1836  does  not  change  the  law  as  interpreted  in 
the  cases  referred  to.  Sections  six  and  fifteen  of  this  act  are  the 
same  as  sections  one  and  six  of  the  law  of  1793,  so  far  as  they  are 
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material  to  the  present  inquiry.  The  addition  of  the  words  *' first 
inventor ' '  in  section  fifteen  does  not  at  all  change  the  law  with 
respect  to  this  case.  There  can  be  no  dispute  that  the  first 
inventor,  and  no  one  else,  is  entitled  to  a  patent  either  under  the 
act  of  1793  or  1836;  and  this  question  is  to  be.  settled  by  the 
same  considerations  and  reasoning  used  to  determine  the  points 
raised  in  the  case  of  Bedford  v.  Hunt  under  the  act  of  1793. 

4.  The  making  of  a  model  is  not  reducing  an  invention  to 
practice.  It  is  a  mere  outward  exhibition  to  the  eye  of  the  dis- 
covery of  the  mind ;  and  although  it  may  have  been  perfecdy 
capable  of  being  reduced  to  practice,  yet,  if  it  was  not,  the  dis- 
covery was  no  less  a  *  *  speculation ' '  than  if  it  had  been  exhibited 
or  described  in  some  other  way,  as  by  a  written  description  or  a 
drawing. 

5.  If  it  be  contended  that  the  model  exhibited  Heath's  inven- 
tion in  a  practical  shape,  the  evidence  is  that  he  did  not  so  regard 
it,  for  he  did  nothing  with  the  invention  until  apprised  of  the  suc- 
cess attending  Hildreth' s  use  of  the  same. 

6.  The  foregoing  reasoning  is  confirmed  by  the  provisions  of 
the  twelfth  section  of  the  act  of  1836  respecting  the  filing  of 
caveats.  If  a  person  having  conceived  the  idea  of  an  invention 
is  secure  as  against  others  under  the  general  provisions  of  the 
act  without  reducing  that  invention  to  practice  and  obtaining  a 
patent,  where  is  the  necessity  for  this  section  providing  a  way  in 
which  he  may  secure  himself  while  he  is  perfecting  his  invention  ? 

7.  If  a  person  may  neglect  his  discovery  for  ?i\Q  years,  as  in 
this  case,  without  presenting  it,  he  may  neglect  it  for  fifteen,  and 
so  on,  without  limit.  It  may  be  urged  that  Hildreth  surrepti- 
tiously obtained  a  patent  for  this  gate  while  Heath  was  using 
reasonable  diligence  in  adapting  and  perfecting  the  same.  There 
is  nothing  in  the  testimony  to  warrant  this  conclusion,  and  it  is 
not  to  be  presumed. 

The  Commissioner. 

It  is  admitted  by  both  parties  that  the  inventions  are  substan- 
tially the  same,  and  it  is  not  claimed  by  Hildreth  that  the  invention 
ultimately  perfected  and  presented  at  the  Patent  Office  is  any. 
other  than  the  one  to  which  the  witnesses  on  the  part  of  Heath 
testify  to  having  seen  in  the  possession  of  said  Heath  as  early  as 
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the  spring  or  summer  of  1836.  On  the  other  hand,  it  does  not 
appear  that  Hildreth  invented  said  gate  or  had  any  knowledge  of 
it  until  the  summer  of  1838.  It  is  therefore  perfectly  apparent 
from  the  testimony  (and  is  not  seriously  controverted  by  Hil- 
dreth) that  Heath  had  conceived  the  idea  of  the  gate  in  question 
and  constructed  one  in  miniature,  to  wit,  a  model,  long  before 
the  first  notions  of  the  same  entered  the  mind  of  Hildreth,  which 
would  certainly  seem  to  settle  the  question  of  priority  of  invention, 
and  certainly  does  settle  it,  unless  the  courts  have  given  a  con- 
struction or  signification  to  the  word  "  invention  *'  yery  different 
from  that  ordinarily  attributed  to  it. 

But  there  are  two  points  upon  which  Hildreth  relies,  to  wit : 

First.  He  claims  that  Heath  has  forfeited  his  right  by  neglect- 
ing to  *  *  put  it  into  actual  use. ' ' 

Secondly.  That  the  evidence  is  that  Heath  had  abandoned 
his  invention. 

As  to  the  first  point,  the  statute  in  so  many  words  gives  the 
patent  to  the  '* original  and  first  inventor,"  and  nowhere-requires 
the  same  to  be  reduced  to  practice  or  put  into  use — a  condition 
too  important  to  have  been  omitted,  if  it  were  really  a  prerequisite. 
And,  moreover,  among  the  circumstances  which  are  enumerated 
as  invalidating  a  patent  already  obtained,  is  proof  that  the  same 
**  has  been  described  in  some  public  work, ' '  &c. ,  which  is  sufficient 
without  proving  *' putting  into  use."  It  certainly  would  be 
preposterous  under  our  statute  to  require  an  applicant  who  had 
invented  a  steamship  to  build  one  of  full  size,  and  put  it  into 
operation,  before  a  patent  could  issue  or  his  right  be  protected. 
As  matter  of  practice,  the  great  mass  of  patents  daily  granted  are 
granted  upon  models  of  what  has  never  been  reduced  to  practice 
in  any  other  sense  than  the  invention  of  Heath  was  so  reduced. 
The  statute  requires  as  necessary  to  the  grant  of  a  patent  that  the 
**  invention,"  6cc.,  should  be  of  something  "not  known  or  usVd 
before,"  &c.,  which  renders  previous  knowledge  without  use 
sufficient  to  invalidate  a  patent,  and  destroys  the  ground  upon 
which  Hildreth  rests  his  claim. 

But  it  is  not  to  be  taken  as  granted  that  the  courts,  in  the 
face  of  the  statute,  have  decided  that  reduction  to  practice  is 
necessary  to  preserve  the  rights  of  the  party ;  and  it  is  incumbent 
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on  Hildreth  to  show  such  decisions,  if  they  exist.  The  cases  of 
Bedford  and  Hunt  and  Evans  and  Eaton,  quoted  by  him,  do  not 
establish  the  doctrine  contended  for.  In  those  cases  the  question 
was  whether  prior  use  was  sufficient  to  invalidate  a  subsequent 
patent ;  and  the  court  very  properly  decided  that  it  was,  and  a 
verdict  was  rendered  for  the  defendant.  But  the  question,  what 
would  amount  to  a  prior  invention,  or  whether  a  prior  invention 
not  put  in  actual  use  would  have  invalidated  the  patent,  was  no  • 
part  of  the  case ;  and  what  is  said  by  the  court  beyond  the  limits 
of  the  case  is  a  mere  dictum,  and  not  authority. 

But,  giving  the  language  of  the  court  its  full  force,  taken  in 
connection  with  the  other  parts  of  the  case,  it  amounts  simply  to 
this  :  *  *  that  the  mere  speculations  of  a  philosopher  or  a  mechani- 
cian '  *  would  not  defeat  an  inventor.  And  surely  it  never  can  be 
successfully  contended  that  inventing  a  machine  and  building  it 
on  a  small  scale,  making  drawings  of  it,  and  describing  it  in  the 
form  of  a  caveat,  and  making  oath  to  the  invention  of  the  same, 
** are  mere  speculations."  If  the  court  had  used  the  language 
**mere  speculations,"  Ac^  without  adding  anything  about  putting 
*'into  practice,"  this  passage  would  never  have  been  quoted  by 
the  appellant.  But  does  adding  the  expressions  **  never  put  into 
actual  operation,"  ** never  tried  by  the  test  of  experience," 
change  the  force  of  the  language  ?  Not  in  the  least.  It  is  still  a 
**mere  speculation,"  not  a  model,  drawing,  and  specification.  If 
the  court  had  said  *  *  inventing  a  machine  and  making  a  model, 
drawings,  and  specifications  of  the  same,  without  putting  the 
machine  into  actual  operation,  will  not  defeat  an  inventor,  * '  the 
dictum  would  have  been  in  point ;  and  unless  the  language  of  the 
court  will  bear  this  construction,  (which  it  clearly  will  not,)  it  is 
not  in  point,  and  makes  nothing  for  the  claim  of  the  appellant. 
It  is  submitted,  therefore,  that  the  appellant  has  wholly  failed  to 
show  that  reduction  to  practice  is  a  prerequisite  to  the  grant  of  a 
patent,  but  that  the  provisions  of  the  statute  may  be  fully  com- 
plied with  without  putting  the  invention  into  actual  use. 

Cranch,  J. 

On.the  29th  of  April,  1840,  George  Heath  filed  in  the  Patent. 
Office  his  application  for  a  patent  for  his  invention  of  an  improved 
canal  lock-gate. 
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The  Commissioner,  being  of  opinion  that  the  patent  thus  ap- 
plied for  would  interfere  with  an  unexpired  patent  granted  to 
George  W.  Hildreth  on  the  19th  of  March,  1840,  gave  notice 
thereof  to  the  parties,  and,  upon  a  hearing  before  him,  decided 
that  George  Heath  was  the  original  and  first  inventor,  and  enti- 
tled to  a  patent  therefor. 

From  this  decision  Mr.  Hildreth  has  appealed  ;  and  the  ques- 
tion is  now  submitted  to  me  by  the  parties,  upon  written  argu- 
ment. 

The  Commissioner  has  furnished  a  certificate  in  writing  of  his 
opinion  and  decision  ;  and  Mr.  Hildreth  has  filed  his  reasons  of 
appeal  with  the  written  argument  of  his  counsel. 

The  reasons  for  appeal  thus  filed  are  eight  in  number,  but  may 
be  reduced  to  three — 

1.  Because  Mr.  Heath  was  not  the  first  inventor,  in  the  mean- 
ing of  the  patent  law,  inasmuch  as  his  invention  was  never  re- 
duced to  practice,  but  was  the  mere  speculation  of  a  philosopher 
or  mechanician. 

2.  Because  he  never  filed  a  caveat  pursuant  to  the  twelfth  sec- 
tion of  the  act  of  July  4th,  1836. 

3.  Because  he  has  forfeited  his  claim  to  the  invention  by  his 
delay  in  applying  for  a  patent. 

I.  Upon  the  first  point  the  very  ingenious  argument  of  Mr. 
Hildreth' s  counsel  is  founded  upon  a  dictum  of  Mr.  Justice  Story 
in  the  case  of  Bedford  v.  Hunt  et  al.  (i  Masop,  304),  that  **the 
first  inventor  who  has  put  the  invention  in  practice,  and  he  only, 
is  entitled  to  a  patent,*'  and  that  dictum  was,  perhaps,  founded 
on  these  words  in  the  sixth  section  of  the  act  of  February  21st, 
1793,  viz.,  **or  that  the  thing  thus  secured  by  patent  was  not 
originally  discovered  by  the  patentee,  but  had  been  in  use,  or  had 
been  described  in  some  public  work,  anterior  to  the  supposed 
discovery  by  the  patentee,"  &c.,  from  which  an  inference  seems 
to  be  drawn  that  the  defense — that  the  matter  was  not  originally 
discovered  by  the  patentee — would  not  avail  the  defendant  unless 
he  should  show  also  that  it  had  been  in  use  by  the  prior  discov- 
erer. But  the  words  *  *  but  had  been  in  use ' '  seem  to  have  been 
carefully  excluded  from  the  fifteenth  section  of  the  act  of  1836, 
which,  like  the  sixth  section  of  the  act  of  1793,  states  the  matters 
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which  may  be  given  in  evidence  under  the  general  issues  in  an 
action  for  infringing  the  plaintiff's  patent. 

By  thus  excluding  those  words  the  defense — **  that  the  patentee 
was  not  the  original  and  first  inventor  or  discoverer  of  the  thing 
patented" — is  complete  without  showing  that  the  first  inventor 
•had  put  his  invention  in  practice. 

None  of  the  patent  laws  have  ever  required  that  the  invention 
should  be  in  use  or  reduced  to  actual  practice  before  the  issuing 
of  the  patent,  otherwise  than  by  a  model,  drawings,  and  a  speci- 
fication containing  a  written  description  of  the  invention  and  of 
the  manner  of  making,  constructing,  and  using  the  same  in  such 
full,  clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the 
art  to  which  it  appertains  to  make,  construct,  and  use  the  same. 
In  England  it  is  understood  that  if  the  thing  is  in  use  before  the 
issuing  of  the  patent  it  is  void ;  and  our  act  of  March  3d,  1839, 
section  7,  in  order  to  meet  such  an  objection,  provides  that  the 
use  of  the  thing,  even  by  leave  of  the  inventor,  for  two  years 
before  his  application  for  a  patent,  shall  not  invalidate  it;  a  fortiori, 
the  use  of  it  by  a  third  person,  or  a  subsequent  inventor,  after  the 
first  invention  and  before  the  issuing  of  the  patent  to  the  first 
inventor,  and  without  his  consent,  will  not,  under  our  patent 
laws,  be  a  bar  to  the  issuing  of  it.  Mr.  Justice  Story,  in  the  case 
of  Bedford  v.  Hunt,  was  not  considering  the  question  whether 
the  patent  should  be  issued,  but  whether  it  should  be  invalidated 
by  prior  use.  He  has  not  said  that  under  any  circumstances  an 
invention  must  be  in  use  before  a  patent  for  it  can  be  obtained  ; 
and  his  dictum  is  wholly  inapplicable  to  the  question  whether  the' 
Commissioner  of  Patents  should  issue  a  patent.  If  a  patent 
should  be  issued  to  Mr.  Heath,  its  validity  would  be  still  a 
question  open  to  the  courts,  and  is  one  which  can  be  conclu- 
sively settled  by  the  courts  only. 

By  the  seventh  section  of  the  act  of  1836,  the  Commissioner  is 
bound  to  issue  a  patent  in  the  case  and  under  the  circumstances 
there  stated.  He  has  in  such  a  case  no  discretion  ;  and  the  pres- 
ent is  such  a  case. 

By  that  section  it  is  enacted  *  *  that  on  the  filing  of  any  such 
application,  description,  and  specification,  and  the  payment  of 
the  duty  hereinafter  provided,  the  Commissioner  shall  make  or 
cause  to  be  made  an  examination  of  the  alleged  new  invention  or 
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discovery ;  and  if  on  such  examination  it  shall  not  appear  to  the 
Commissioner  that  the  same  had  been  invented  or  discovered  by 
any  other  person  in  this  country  prior  to  the  alleged  invention  or 
discovery  thereof  by  the  applicant,  or  that  it  had  been  patented 
or  described  in  any  printed  publication  in  this  or  any  foreign 
country,  or  had  been  in  public  use  or  on  sale,  with  the  applicant's 
consent  or  allowance,  prior  to  the  application — if  the  Commissioner 
shall  deem  it  sufficiently  useful  and  important,  it  shall  be  his  duty 
to  issue  a  patent  therefor.  * ' 

It  appears  by  the  proceedings  before  the  Commissioner  that 
Mr.  Heath  regularly  filed  his  application,  description,  and  speci- 
fication, and  paid  the  duty;  that  the  Commissioner  made  the 
examination  ;  and  that  upon  such  examination  it  did  not  appear 
to  him  that  the  same  had  been  invented  or  discovered  by  any 
other  person,  or  had  been  patented  or  described  in  any  printed 
publication  in  this  or  any  foreign  country  prior  to  the  alleged 
invention  or  discovery  thereof  by  the  applicant,  or  that  it  had 
been  in  public  use  or  on  sale,  with  the  applicant's  consent  or 
allowance,  prior  to  his  application. 

The  Commissioner  was,  therefore,  prima  facie  bound  to  issue 
the  patent  to  Mr.  Heath. 

At  first  view  it  may  seem  doubtful,  from  the  words  of  that  sec- 
tion, whether  a  patent  issued  to  the  second  inventor  before  the 
application  of  the  first  inventor  would  not  be  a  bar  to  the  issuing 
of  a  subsequent  patent  to  the  first  inventor.  But  upon  comparing 
the  words  of  that  section  with  those  of  the  sixth,  eighth,  and 
fifteenth  sections  of  the  same  act,  it  is  evident  that  the  patent, 
which  would  bar  the  issuing  of  a  patent  to  the  applicant,  must  be 
a  patent  issued  prior  to  his  invention,  and  not  merely  prior  to  his 
application. 

Having  complied  with  all  the  requisites  of  the  seventh  section, 
what  is  to  prevent  the  applicant  from  obtaining  his  patent  ?  It 
is  alleged  that  he  was  not  the  first  inventor  because  he  had  not 
reduced  his  invention  to  practice.  But  that  objection  is  answered 
by  showing  that  there  is  no  law  which  requires  an  inventor  to  put 
his  invention  in  practice  or  use  before  obtaining  his  patent ;  and 
it  is  perfectly  immaterial  to  him  whether  the  subsequent  inventor 
had  put  it  in  practice  or  not.  That  fact  cannot  affect  the  right 
of  the  first  inventor.     If  Congress  had  intended  that  a  patent 
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to  the  second  inventor  should  be  a  bar  to  a  patent  to  the  first 
inventor,  they  would  not  have  given  jurisdiction  to  the  Commis- 
sioner to  decide  the  question  of  priority  between  them,  and  to 
grant  a  patent  to  the  first  inventor  in  cases  of  interference,  as 
they  have  done  by  the  eighth  section  of  the  act. 

Neither  that  section  nor  any  other  section  of  that  or  any  other 
act  makes  the  right  of  the  patentee  or  of  the  applicant  depend 
upon  the  fact  of  the  invention  being  reduced  to  actual  practice, 
except  in  the  case  of  an  alien  patentee  failing  and  neglecting, 
**for  the  space  of  eighteen  months  from  the  date  of  the  patent, 
to  put  and  continue  on  sale  to  the  public,  on  reasonable  terms, 
the  invention  or  discovery  for  which  the  patent  issued/*  From 
this  exception  an  inference  may  be  drawn  that  a  citizen  patentee 
cannot  lose  his  right  by  non-user^  unless  it  amount  to  evidence 
of  an  abandonment  of  the  patent ;  and  the  question  of  abandon- 
ment of  a  patent  is  a  question  for  the  jury  in  a  trial  at  law. 

If  the  invention  be  the  mere  speculation  of  a  philosopher  or 
mechanician  in  his  closet,  and  he  takes  no  steps  toward  obtain- 
ing a  patent,  but  keeps  his  invention  secret,  and  another  person, 
who  is  also  an  original  but  subsequent  inventor  of  the  same  thing, 
obtains  a  patent  for  it  and  brings  it  into  use,  it  has  been  held,  both 
in  England  and  in  this  country,  that  the  patentee  in  a  suit  at  law 
is  to  be  considered  as  the  first  inventor.  But  it  has  happened  in 
such  case,  as  in  many  others,  that  elementary  writers  and  subse- 
quent tribunals  have  laid  down  the  doctrine  in  broader  terms 
than  the  cases  upon  which  it  was  founded  will  warrant. 

Thus  Smith,  in  his  Epitome  of  the  Patent  Laws  (p.  ii),  says : 
*  *  It  sometimes  happens  that  two  men  severally  discover  the  same 
thing,  each  by  his  own  unassisted  exertions ;  when  this  happens, 
the  first  who  communicates  it  to  the  public  is  deemed  the  first 
inventor  and  entitled  to  the  patent."  And  he  cites  Boulton  v. 
Bull,  2  H.  Bl.,  487;  Forsyth  v.  Riviere,  Chitty's  Prerog.  of  the 
Crown,  132 «;  Lewis  z^.  Marling,  10  B.  &  C,  22;  Wood  v,  Zim- 
mer,  Holt  N.  P.  C,  98;  Edgeberry  v,  Stephens,  2  Salk.,  447.' 

And  Mr.  Justice  Story,  in  the  case  before  cited,  says:  **The 
first  inventor  who  has  put  the  invention  in  practice,  and  he  only, 
is  entitled  to  a  patent." 

The  doctrine  thus  broadly  laid  down  is  not  supported  to  that 
extent  by  the  cases  cited,  and  it  would  be  unjust  if  it  were,  for  it 
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makes  no  exception  of  the  bona-ficLe  first  inventor  who  is  * '-using 
reasonable  diligence  in  adapting  and  perfecting"  his  invention, 
and  whose  right  is  saved  by  the  spirit,  if  not  by  the  letter,  of  the 
fifteenth  section  of  the  act  of  1836,  which  makes  it  a  good  defense 
to  an  action  for  infringing  the  patent  that  the  plaintiff  had  *'un- 
jusdy  obtained  the  patent  for  that  which  was,  in  fact,  invented  or 
discovered  by  another,  who  was  using  reasonable  diligence  in 
adapting  and  perfecting  the  same." 

If  such  a  case  had  been  presented  to  the  mind  of  Mr.  Justice 
Story,  there  can  hardly  be  a  doubt  that  he  would  have  excepted 
it  from  the  broad  terms  of  the  doctrine  as  laid  down  by  him  in 
the  case  of  Bedford  v.  Hunt. 

Such,  from  the  evidence  and  admissions  of  counsel,  was  the 
case  of  Mr.  Heath.  He  was  using  reasonable  diligence  in  adapt- 
ing and  perfecting  his  invention ;  and  it  appears  by  testimony 
adduced  by  Mr.  Hildreth  that  in  the  winter  of  1839,  before  he 
obtained  his  patent,  Mr.  Heath  exhibited  to  the  witness  Alfred 
Barrett,  who  had  in  his  possession  a  model  of  Mr.  Hildreth's 
paddle-gate,  his  (the  said  George  Heath's)  model  of  his  gate,  and 
claimed  to  be  the  inventor  thereof  It  is  probable,  therefore,  that 
Mr.  Hildreth  had  notice  of  Mr.  Heath's  claim  before  he  obtained 
his  patent. 

The  doctrine  as  stated  by  Mr.  Smith  and  by  Mr.  Justice  Story 
seems  to  have  originated  in  DoUand's  case,  cited  by  Buller,  J,, 
in  the  case  of  Boulton  v.  Bull. 

DoUand  had  a  patent  for  an  improvement  in  making  object- 
glasses  for  telescopes.  It  was  objected  that  he  was  not  the  in- 
ventor, *  *  but  that  Doctor  Hall  had  made  the  same  discovery  be- 
fore him.  But  it  was  holden  that  as  Doctor  Hall  had  confined 
it  to  his  closet,  and  the  public  were  not  made  acquainted  with  it, 
DoUand  was  to  be  considered  as  the  inventor." 

This  case  of  DoUand  is  not  reported  ;  and  all  that  we  know  of 
it  is  what  was  said  by  Buller,  J.,  in  the  case  of  Boulton  v.  Bull,  2 
H.  Bl.,  463,  464 ;  and  upon  that  foundation  is  probably  built  the 
broad  doctrine  that  the  first  of  two  original  inventors  who  com- 
municates the  invention  to  the  public  is  entitled  to  the  patent, 
although  the  other  invented  the  thing  first. 

Between  simultaneous  inventors  this  may  be  just,  because 
neither  can  claim  the  priority;  but  it  cannot  be  just  that  the 
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prior  inventor,  who  is  maturing  his  invention  and  preparing  to 
make  application  for  a  patent  in  a  reasonable  time,  should  be 
defeated  by  a  subsequent  inventor  who  first  obtains  a  patent. 
This  is  not  the  doctrine  of  DoUand's  case,  which  was  only  that 
an  inventor  who  confines  his  invention  to  his  closet,  and  does  not 
communicate  it  to  the  publir,  and  takes  no  steps  toward  obtain- 
ing a  patent  until  a  subsequent  original  inventor  has  obtained  his 
patent,  thereby  forfeits  and  abandons  his  claim  to  priority  of 
invention.  But  the  question  of  forfeiture  or  abandonment  is  for 
the  jury  upon  a  trial  at  law.  The  first  inventor  is  prima  facie 
entitled  to  a  patent,  and  the  Commissioner,  as  before  observed, 
is  bound  to  issue  it  under  the  seventh  section  of  the  act  of  1836, 
if  certain  facts  should  not  appear  to  the  Commissioner,  as  therein 
specified,  which  specification  of  facts  does  not  include  delay  or 
abandonment ;  so  that  the  question  of  delay  or  abandonment  is 
not  by  that  section  submitted  to  the  jurisdiction  of  the  Commis- 
sioner. 

I  do  not  consider  the  expression  "reduced  to  practice'*  as 
importing  the  bringing  of  the  invention  into  use.  When  applied 
to  an  invention,  it  generally  means  the  reducing  it  into  such  form 
that  it  may  be  used  so  as  not  to  be  a  mere  theory.  If  a  machine 
be  invented  and  described  in  such  a  manner  that  it  may  be  made 
and  used,  and  especially  if  a  model  be  made,  the  invention  may 
be  said  to  be  reduced  to  practice.  In  the  present  case  it  is  ad- 
mitted in  argument  (and  such  is  the  evidence)  that  Mr.  Heath  in 
the  summer  of  1836  actually  made  a  lock-gate  according  to  his 
specification.  It  was,  indeed,  a  small  one — a  model  only — but  the 
size  is  of  no  importance.  The  thing  was  done  ;  the  invention 
was  reduced  to  practice  ;  and  it  was  demonstrated  thereby  that 
the  invention  was  practicable. 

I  km,  therefore,  and  for  the  reasons  before  stated,  of  opinion 
that  where  the  invention  is  not  of  a  mere  philosophical  speculation, 
abstraction,  or  theory,  but  of  something  corporeal,  something  to 
be  manufactured,  the  applicant  need  not  show  that  he  has  reduced 
his  invention  to  practice  otherwise  than  by  filing  his  specification 
and  furnishing  drawings  and  a  model,  as  required  by  the  statute, 
where  the  nature  of  the  case  admits  of  drawings  or  of  a  repre- 
sentation by  a  model.  These  having  been  thus  filed  and  fur- 
nished by  Mr.  Heath,  and  it  being  admitted  that  he,  in  point  of 
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time,  was  the  first  inventor  of  the  thing  patented,  he  is  entitled  to 
a  patent  therefor,  notwithstanding  the  patent  granted  to  Mr.  Hil- 
dreth, unless  he  has  lost  his  right  by  not  filing  a  caveat  or  by 
delay  in  applying  for  his  patent. 

2.  The  second  reason  of  appeal  is  that  Mr.  Heath  never  filed  a 
caveat  pursuant  to  the  twelfth  section  of  the  act  of  July  4th,  1836. 
That  section  was  introduced  for  the  benefit  of  the  inventor,  but 
was  not  necessary  to  the  preservation  of  his  right.  It  only 
enables  him  to  have  notice  of  any  interfering  application. 

Godson  (Law  of  Patents,  146)  says :  **Of  its  nature  and  effect 
much  misconception  has  arisen.  It  does  not  create  any  right, 
but  is  simply  a  request  to  be  favored  with  information. ' ' 

Again  he  says  :  "  Upon  the  whole,  therefore,  the  entering  of  a 
caveat  is  nothing  more  than  giving  information  that  there  is  an 
invention  nearly  completed,  and  requesting  that  if  any  other  per- 
son should  apply  for  a  patent  for  the  same  thing  the  preference 
may  be  given  to  him  who  entered  it,  which  request  is  complied 
with  by  the  courtesy  of  the  Crown  upon  its  being  satisfied  of  its 
reasonableness  by  the  report  of  the  Attorney -General  or  the  opin- 
ion of  the  Lord  Chancellor ;  and  when  the  patent  is  granted,  it  is 
to  be  judged  of  as  if  no  caveat  had  been  entered." 

But  this  caveat  gives  no  notice  to  the  world  or  even  to  the 
interfering  applicant.  It  is  noticefto  the  Commissioner  only,  and 
is  locked  up  in  the  secret  and  confidential  archives  of  the  office. 
It  would  not  in  any  manner  have  strengthened  the  title  of  Mr. 
Heath ;  nor  does  the  omission  of  it  impair  that  title  or  aid  that 
of  Mr.  Hildreth. 

This  reason  of  appeal,  therefore,  as  well  as  the  first,  must  be 
overruled. 

3.  The  last  reason  of  appeal  is  that  Mr.  Heath  has  forfeited  his 
claim  to  the  invention  by  his  delay  in  applying  for  a  patent. 

The  statute  does  not  limit  any  time  in  which  the  inventor  must 
apply  for  a  patent,  nor  does  it  declare  a  forfeiture  by  reason  of 
any  delay.  The  delay,  therefore,  seems  to  be  unimportant,  un- 
less it  amounts  to  evidence  of  abandonment  of  the  claim.  It  is 
not  one  of  the  specified  grounds  for  which  the  Commissioner  is, 
by  the  seventh  section  of  the  act  of  1836,  authorized  to  refuse  to 
grant  the  patent,  and  it  seems  to  be  a  matter  within  the  peculiar 
province  of  the  jury  upon  a  trial  at  law  in  any  action  which  either 
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of  the  patentees  may  institute  against  the  other.  If  there  be  any 
limit  of  the  time  of  application,  it  must  be  a  reasonable  limit,  and 
that  is  proper  matter  for  the  consideration  of  a  jury.  And  I  am 
very  much  inclined  to  the  opinion  that  any  matter  of  defense 
which  it  is  the  peculiar  province  of  a  jury  to  decide,  and  which  is 
not,  by  the  seventh  section  of  the  act  of  1836,  made  a  ground  for 
the  refusal  of  a  patent  by  the  Commissioner,  should  be  left  by  him 
to  be  decided  by  the  jury  in  a  subsequent  action  at  law. 

In  Morris  v.  Huntington,  i  Paine,  354,  Mr.  Justice  Thompson 
said  :  *  *  No  man  is  to  be  permitted  to  lie  by  for  years  and  then  take 
out  a  patent.  If  he  has  been  practicing  his  invention  with  a  view 
of  improving  it,  and  thereby  rendering  it  a  greater  benefit  to  the 
public  before  taking  out  a  patent,  that  ought  not  to  prejudice  him ; 
but  it  should  always  be  a  question  submitted  to  the  jury  what  was 
the  intent  of  the  delay  of  the  patent,  and  whether  the  allowing  the 
invention  to  be  used  without  a  patent  should  not  be  considered  an 
abandonment  or  present  of  it  to  the  public. '  * 

In  Pennock  and  Sellers  v.  Dialogue,  2  Peters,  16,  Mr.  Justice 
Story,  in  delivering  the  opinion  of  the  court,  says :  "  It  has  not 
been,  and  indeed  cannot  be,  denied  that  an  inventor  may  aban- 
don his  invention  and  surrender  or  dedicate  it  to  the  public.  •  The 
question  which  generally  arises  at  trials  is  a  question  of  fact 
rather  than  of  law,  whether  the  acts  of  acquiescence  of  the  party 
furnish,  in  the  given  case,  satisfactory  proof  of  an  abandonment 
or  dedication  of  the  invention  to  the  public.*'  The  point  decided 
by  the  court  in  that  case  was  **that  the  first  inventor  cannot 
acquire  a  good  title  to  a  patent  if  he  suffers  the  thing  invented  to 
go  into  public  use,  or  to  be  publicly  sold  for  use,  before  he  makes 
application  for  a  patent."  But  it  is  believed  that  it  has  not  yet 
been  decided  that  the  right  of  first  inventor  has  been  lost  merely 
by  lapse  of  time  between  the  invention  and  the  application  for 
the  patent,  unless  there  has  been  some  intermediate  use  by  the 
applicant  or  .by  his  consent,  and  especially  where  he  was  bofia 
fide  taking  measures  to  improve  or  perfect  his  invention  and  to 
prepare  for  applying  for  the  patent,  which,  from  the  evidence, 
appears  to  have  been  the  case  of  Mr.  Heath. 

If,  therefore,  the  question  of  abandonment  be  cognizable  by 
the  Commissioner,  there  is  in  my  opinion  no  evidence  to  support 
it :  and  this  reason  of  appeal  must  also  be  overruled. 
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It  is  therefore,  upon  the  whole  case,  my  opinion,  and  I  do  so 
decide  and  adjudge,  that  the  decision  of  the  Commissioner  of 
Patents  in  this  cause  be,  and  is  hereby,  affirmed. 

Thos,  P.  yicmeSf  for  the  appellant. 

Mr.  Fitzgerald^  for  the  appellee. 


John  Arnold,  Appellant, 

vs. 

George  G.  Bishop  and  John  Aiken,  Appellees.     Inter- 
ference. 

Rules  of  the  commissioner  binding  as  the  law. — Rules  made  bv  the  Comniisj- 
sioner  in  conformity  with  the  law,  while  they  remain  unabrogated,  arc  as 
binding  upon  the  Commissioner  as  the  laAv  itself 

Revocation  of  rtles  not  retroactive. — After  a  deposition  has  been  taken 
while  the  rules  were  in  force,  the  dispensation  of  the  Commissioner  cannot 
affect  that  deposition ;  a  revocation  of  the  rules  can  only  affect  subsequent 
proceeding^. 

Informal  testimony  rejected. — Evidence  rejected  which  was  not  taken  in 
accordance  with  a  rule  that  provided  that  all  evidence  shall  be  sealed  up 
and  addressed  to  the  Commissioner  of  Patents  by  the  persons  before  whom 
it  was  taken,  and  so  certified  thereon. 

Effect  of  a  rule  considered. — A  rule  which  says  "that  no  evidence,  state- 
ment, or  declaration  touching  the  matter  at  issue  will  be  considered  upon 
the  day  of  hearing  which  shall  not  have  been  taken  and  filed  in  com- 
pliance with  these  rules,"  is  a  restraint  imposed  upon  the  Commissioner 
himself  as  much  as  if  the  very  words  of  the  rule  had  been  contained  in 
the  statute. 

Interest — not  affected  by  result  of  controversy. — The  interestof  a  witness 
in  the  matter  in  controversy  not  objectionable  when  his  relations  to  the 
parties  are  such  that  his  interest  will  remain  unaffected  by  any  issue  of 
the  suit. 

Shortness  of  notice — waived  by  appearance. — Objection  to  shortness  of  the 
notice  of  taking  testimony  is  waived  by  appearance  at  place  of  examina- 
tion and  cross-examination  of  the  witnesses. 

Sole  and  joint  invention  defined — neither  can  obtain  a  sole  patent. — The 
man  who  reduces  to  practice  the  theory  of  another,  who  assists  in  the 


28  Arnold  v.  Bishop.  [October, 

Statemeut  of  the  case. 


reduction  of  it  to  practice,  cannot  be  considered  as  the  sole  inventor  of 
the  machine.  The  invention  consists  both  of  the  discovery  of  the  prin- 
ciple and  the  reduction  of  it  to  practice ;  in  such  a  case  neither  party  can 
be  considered  as  sole  inventor. 
Application  barred  by  public  use. — Under  the  provisions  of  section  15  of  the 
act  of  1836  and  the  seventh  section  of  the  act  of  1831)  an  application  will 
be  barred  by  proof  that  the  invention  has  been  in  public  use  for  more  than 
two  years  prior  to  filing  the  application. 

(Before  Ch.  J.  Cranch,  District  of  Columbia,  October,  1841.) 

Statement  of  the  Case, 

Upon  the  final  hearing  of  this  interference  the  Commissioner, 
the  Hon.  H.  L.  Ellsworth,  made  the  following  order:  *'The  Com- 
missioner, as  at  present  advised,  considers  from  the  joint  opera- 
tions of  Arnold,  Bishop,  and  Aiken  that  neither  can  consistently 
claim  the  whole,  and  that,  since  they  all  advisedly  aided  and 
consulted  together  in  the  progress  of  the  matter,  justice  will  be 
promoted  by  suspending  a  patent  to  either  separately,  and  inform- 
ing them  that  it  is  considered  a  joint  invention ;  and  inasmuch  as 
the  company  claim  that  Arnold  and  Bishop  unitedly  and  sepa- 
rately have  bound  themselves  to  convey  all  improvements  on  the 
machine  first  patented  and  sold  to  the  company,  the  parties  will  be 
heard  why  the  present  patent  should  not  issue  on  a  petition  to 
the  company,  provided  Aiken,  who  was  not  a  party  to  the  cov- 
enant, assents  to  the  same ;  and  as  the  Commissioner  is  verbally 
informed,  Mr.  Aiken  consents.*' 

From  this  order  or  decision  appeal  was  taken  to  the  court  by 
Arnold,  who  alleged  that  the  conclusions  of  the  Commissioner 
were  erroneous  in  fact  and  were  based  upon  testimony  which  was 
not  competent  or  admissible  under  the  rules  of  the  office.  The 
rules  of  the  office  referred  to  in  the  decision  were  as  follows: 

''Rules  for  taking  and  transmUHng  Evidence,  &c,,  to  the  Com- 
missioner of  Patents, 

**  ist.  That  all  statements,  declarations,  evidence,  &c.,  shall 
be  in  writing,  setting  forth  minutely  and  particularly  the  point  or 
points  at  issue,  and  shall  be  verified  by  oath  or  affirmation. 

"  2d.  That  all  statements,  declarations,  proofs,  and  evidence  shall 
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be  filed  in  the  Patent  Office  by  the  parties  respectively  before  the 
day  of  hearing. 

*  *  3d.  That  before  the  deposition  of  a  witness  or  witnesses  be 
taken  by  either  party  notice  shall  be  given  to  the  opposite  party 
of  the  time  and  place,  when,  and  where  such  deposition  or  deposi- 
tions will  be  taken,  so  that  the  opposite  party,  either  in  person  or 
by  attorney,  shall  have  full  opportunity  to  cross-examine  the  wit- 
ness or  witnesses.  And  such  notice  shall,  with  proof  of  service 
of  the  same,  be  attached  to  the  deposition  or  depositions  whether 
the  party  cross-examine  or  not ;  and  such  notice  shall  be  given 
in  sufficient  time  for  the  appearance  of  the  opposite  party  and  for 
the  transmission  of  the  evidence  to  the  Patent  Office  before  the 
day  of  hearing. 

*  *  4th.  That  no  evidence,  statement,  or  declaration  touching  the 
matter  at  issue  will  be  considered  upon  the  said  day  of  hearing 
which  shall  not  have  been  taken  and  filed  in  compliance  with 
these  rules :  Providedy  That  if  either  party  shall  be  unable,  from 
good  and  sufficient  reasons,  to  procure  the  testimony  of  a  witness 
or  witnesses  within  the  above-stipulated  time,  then  it  shall  be  the 
duty  of  said  party  to  give  notice  of  the  same  to  the  Commis- 
sioner of  Patents,  accompanied  with  statements  of  the  cause  of 
such  inability,  which  last-mentioned  notice  to  the  Commissioner 

shall  be  received  by  him days  previous  to  the  day  of  hearing 

aforesaid,  viz.,  the day  of next. 

5th.  That  all  evidence,  &c. ,  shall  be  sealed  up  and  transmitted 
to  the  Commissioner  of  Patents  by  the  persons  before  whom  it 
shall  be  taken,  and  so  certified  thereon.'* 

Cranch,  J. 

On  the  19th  of  September,  1840,  John  Arnold  made  application 
for  a  patent  for  his  invention  of  a  *  *  new  and  useful  manner  for 
forming  the  web  of  felt-cloth  and  web  for  other  purposes, ' '  and 
in  October  following  complied  with-the  other  requisites  of  the  act 
of  the  4th  of  July,  1836.  A  caveat,  however,  had  been  entered 
by  George  G.  Bishop  and  John  Aiken,  who  claimed  to  be  joint 
inventors  with  the  said  John  Arnold  of  the  same  machine  ;  and 
on  the  20th  of  March,  1841,  the  said  Bishop  and  Aiken  made 
application  by  petition  for  a  patent  for  the  same  invention  in  the 
name  of  the  said  Bishop,  Aiken,  and  John  Arnold,  averring  it  to  be 
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the  joint  invention  of  the  three.  The  Commissioner,  on  the  30th  of 
March,  1841,  decided  them  to  be  interfering  claims,  and  notice 
was  given  to  the  parties  by  the  Commissioner  that  he  would 
hear  them  on  the  second  Monday  in  May,  1841,  and  they  re- 
spectively took  the  depositions  of  several  witnesses. 

On  the  1 6th  of  June,  1841,  the  Commissioner  decided  that  it 
was  to  be  considered  a  joint  invention,  and  that  neither  of  the 
parties  can  claim  the  whole,  and  rejected  the  application  of  all  the 
applicants.  From  this  decision  Mr.  Arnold  has  appealed ;  and 
the  reasons  stated  are,  in  effect,  that  the  Commissioner  has  con- 
sidered and*  acted  upon  evidence  not  competent  according  to  the 
general  rules  of  law,  and  upon  testimony  not  taken  according  to 
the  regulations  prescribed  and  promulgated  by  himself ;  and  that, 
independent  of  the  evidence  thus  objected  to,  there  is  not  sufficient 
evidence  to  establish  the  fact  of  joint  invention.  And  Mr.  Arnold' s 
attorney  asks  leave  to  be  further  heard  if  his  objections  to  the 
evidence  should  be  overruled. 

The  evidence  objected  to  consists  of — 

1.  John  Aiken's  ex-parte  affidavit  in  support  of  the  same  joint 
claim. 

2.  Letters  from  Mr.  Rowley  to  the  Commissioner  of  Patents, 
dated,  respectively,  March  15th,  May  2d,  and  June  9th,  1841. 

3.  George  G.  Bishop's  letters  to  the  Commissioner  of  7th  of 
May  and  12th  of  June,  1841. 

4.  Mr.  Rowley's  deposition. 

One  of  the  objections  to  the  deposition  of  Mr.  Rowley  is  that 
the  commissioner  of  deeds  before  whom  the  deposition  was 
taken  has  not  certified  upon  the  deposition,  according  to  the  third 
rule,  that  it  was  sealed  up  by  him. 

By  the  act  of  March  3d,  1839,  section  12,  it  is  enacted  "that 
the  Commissioner  of  Patents  shall  have  power  to  make  all  such 
regulations  in  respect  to  the  taking  of  evidence  to  be  used  in  con- 
tested cases  before  him  as  may  be  just  and  reasonable." 

Under  this  authority,  the  Commissioner  made  out  and  promul- 
gated the  following  rules  :     [See  statement  of  the  case.] 

The  first  of  these  rules  is  evidently  intended  tg  apply  to  the 
initiatory  proceedings  in  applications  for  patents  and  to  uncon- 
tested cases  where  the  Commissioner  may  consider  all  the  cir- 
cumstances which  may  come  to  his  knowledge.     The  other  rules, 
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viz.,  the  second,  third,  fourth,  and  fifth,  are  applicable  to  con- 
tested cases  where  parties  are  to  be  heard ;  and  in  such  cases, 
inasmuch  as  each  party  is  bound  by  the  rules,  each  party  is  also 
entitled  to  the  benefit  of  them.  The  fourth  rule  says  **that  no 
evidence,  statement,  or  declaration  touching  matters  at  issue  will 
be  considered  upon  the  same  day  of  hearing  which  shall  not  have 
been  taken  and  filed  in  compliance  with  these  rules. '  *  This  is 
a  restraint  imposed  upon  the  Commissioner  himself  as  much  as 
if  the  very  words  of  the  rule  had  been  contained  in  the  statute ; 
for  the  rules,  made  in  conformity  with  the  law,  while  they  remain 
unabrogated,  are  as  binding  as  the  law  itself.  The  rule  is  an 
assurance,  an  engagement,  by  the  Commissioner  that  he  will  not 
at  the  hearing  consider  any  evidence  not  taken  and  filed  in  com- 
pliance with  these  rules,  one  of  which  was  that  the  person  taking 
the  deposition  should  certify  thereon  that  it  was  sealed  up  by 
him.  This  is  not  an  immaterial  form.  It  is  a  security  that  the 
deposition  has  not  been  altered  after  it  left  the  hands  of  the  magis- 
trate before  whom  the  deposition  was  taken.  In  the  rules  which 
the  Commissioner  has  promulgated  he  has  not  reserved  any 
right  to  dispense  with  them  in  particular  cases  at  his  pleasure. 
After  a  deposition  was  taken  while  the  rules  were  in  force  his 
dispensation  cannot  affect  that  deposition.  A  revocation  of  the 
rules  can  affect  only  subsequent  proceedings.  After  a  contest 
has  arisen,  the  parties  have  a  right  to  insist,  not  only  that  the 
evidence  should  be  taken  agreeably  to  the  rules  prescribed  by 
the  Commissioner,  but  that  it  should  be  evidence  competent  in 
law.  It  is  one  of  the  rules  in  law  that  no  man  can  be  a  witness 
in  his  own  cause,  unless  made  competent  by  statute,  or  by  being 
called  upon  by  the  opposing  party  to  answer  upon  oath,  as  in 
cases  in  equity  and  admiralty  jurisdiction,  &c. 

If  the  witness  is  interested,  he  is  excluded,  however  small  the 
amount  of  interest  may  be. 

Objection  was  made  to  the  taking  of  the  deposition  of  Mr. 
Rowley  at  the  time  of  taking  it  because  of  his  interest,  and 
because  the  notice  was  too  short,  because  the  magistrate  was  not 
named  before  whom  the  deposition  was  taken,  and  because  the 
time  was  so  late  that  Mr.  Arnold  would  not  have  time  to  take 
countervailing  testimony. 

The  interest  of  Mr.  Rowley  in  the  patent  right  is  the  same, 
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whether  the  patent  should  be  granted  to  Mr.  Arnold  alone  or 
jointly  to  the  three  applicants  ;  for  his  only  interest  is  as  a  member 
of  the  company,  to  whom  all  the  applicants  have  bound  themselves 
to  convey  the  patent  right  when  obtained.  If  the  covenants  do 
not  cover  the  claim  for  a  patent,  then  Mr.  Rowley  is  not  inter- 
ested at  all.  If  they  do  cover  it,  then  it  is  immaterial  to  him 
which  of  the  claimants  obtain  the  patent. 

The  objection  to  the  shortness  of  the  notice  is  answered  by  the 
fact  that  Mr.  Arnold  did  appear  at  the  time  and  place,  and  cross-, 
examined  the  witness.  The  lateness  of  the  time  is  no  cause  for 
rejecting  the  deposition,  but  it  might,  perhaps,  have  been  good 
ground  for  an  application  to  the  Commissioner  of  Patents  to  allow- 
further  time  for  taking  other  testimony  which  he  might  deem 
important  in  the  cause. 

But  the  objection  that  the  magistrate  before  whom  the  depo- 
sition was  taken  did  not  certify  thereon  that  it  was  sealed  up  by 
him  is  sufficient  ground  for  excluding  that  deposition  from  the 
consideration  of  the  Commissioner  of  Patents. 

This  evidence,  then,  being  excluded,  there  remains  only,  on  the 
part  of  Messrs.  Bishop  and  Aiken,  the  deposition  of  Mr.  Lowns- 
berry.  This  deposition  is  admitted  to  have  been  taken  and  trans- 
mitted according  to  the  rules ;  but  it  is  said  that  it  shows  Mr. 
Lownsberry  to  be  so  interested  as  to  be  an  incompetent  witness. 
In  that  respect,  however,  he  stands  on  the  same  ground  with  Mr. 
Rowley,  and  the  same  answer  is  applicable  to  him. 

It  appears  by  his  deposition  that  the  idea  of  crossing  the  wool 
diagonally  was  suggested  by  Mr.  Bishop  and  Mr.  McLean,  or 
one  of  them,  before  Arnold  was  applied  to  or  had  any  connection 
with  the  company  in  which  Lownsberry,  Bishop,  and  McLean 
were  concerned ;  that  upon  the  recommendation  of  Mr.  Moulton, 
Bishop,  as  agent  of  the  company,  applied  to  Arnold  to  make  the 
necessary  machinery,  who  undertook  the  work,  and  was  to  have 
one-fifth  of  the  profits ;  that  he  made  a  machine  for  crossing 
wool  at  right  angles,  and  obtained  a  patent  for  it  in  1829  or  1830, 
which  was  afterwards  improved  by  him  and  Bishop,  who  obtained 
a  patent  for  the  improvement  in  their  name ;  that  Bishop  fre- 
quently, from  1828  to  1837,  urged  the  building  of  a  machine  to 
cross  the  wool  diagonally,  to  which  Mr.  Lownsberry  was  opposed  ; 
the  machine,  however,  was  built  in  1837,  by  Arnold  and  Aiken  for 
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the  company,  Vho  paid  them  for  building  it ;  it  has  always  been 
in  possession  of  the  company,  and  owned  by  them ;  that  the 
machine  is  the  same  spoken  of  by  Alonzo  C.  Arnold  in  his  dep- 
osition, and  the  model  of  which  was  sent  to  the  Patent  Office  by 
Bishop  in  March,  1884;  that  one  objection  to  adopting  the  diag- 
onal machine  was,  that  it  would  interfere  with  a  patent  machine 
then  in  operation  at  Catskill,  but  the  right-angled  machine  did 
not  interfere,  and  made  a  better  article ;  that  the  claim  of  Bishop 
and  Aiken  is  made  for  the  benefit  of  the  company,  and  whether 
the  patent  be  taken  out  in  the  joint  name  of  Bishop,  Aiken,  and 
Arnold,  or  of  Arnold  alone,  the  benefit  of  it  is  to  be  assigned 
and  transferred  to  the  company  under  certain  covenants  entered 
into  by  all  of  them  to  the  company ;  and  copies  of  these  cov- 
enants are  filed  with  the  papers  in  this  cause.  He  does  not 
know  who  invented  the  machine  built  by  Arnold  in  1837,  but  it 
is  the  same  mode  which  had  been  agitated  by  Bishop,  and  occa- 
sionally by  Arnold,  during  their  connection  in  business ;  that 
Aiken  suggested  alterations  while  the  machine  in  1837  was  putting 
up,  and  after  it  was  up,  to  make  it  go  better ;  that  he  did  the 
greater  part  of  the  work  ;  cannot  explain  the  alterations  nor  the 
difiliculties  to  be  overcome,  but  it  did  not  operate  at  all. 

It  seems  to  me  that  there  is  enough  in  this  deposition  to 
show  that  Mr.  Arnold  was  not  the  sole  inventor  of  the  prin- 
ciple of  crossing  the  wool  diagonally,  or  the  machine  for  reducing 
that  principle  to  practice ;  and  if  not  the  sole  inventor,  he  is  not 
entitled  to  a  patent. 

There  is  no  claim  before  me  upon  this  appeal  but  that  of  Mr. 
Arnold.  Bishop  and  Aiken  have  not  appealed  from  the  decision 
of  the  Commissioner  rejecting  their  joint  claim. 

It  appears  by  Lownsberry's  deposition  that  the  principle  or 
mode  of  crossing  the  wool  diagonally  was  suggested  and  contem- 
plated by  Bishop  and  McLean  before  Arnold  was  employed  by 
them  to  reduce  their  ideas  to  practice.  The  machine  did  not 
constitute  the  whole  invention.  The  next  material  part  of  the 
invention  was  the  principle,  i.  e.,  the  diagonal  motion,  which  was 
to  distinguish  this  machine  from  all  other  felting  machines  ;  and 
it  is  the  vibratory  and  rotatory  motions  which  produce  the  diag- 
onal crossing  of  the  wool  which  Mr.  Arnold  claims  as  his  inven- 
tion, and  for  which  he  asks  a  patent.     The  man  who  reduces  to 
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practice  the  theory  of  another  who  assists  in  the  reduction  of  it  to 
practice  cannot  be  considered  as  the  sole  inventor  of  the  machine. 
Arnold  would  not  have  made  the  machine  unless  informed  by 
Bishop  of  the  discovery  he  had  made  of  the  effect  of  the  diagonal 
crossing  of  the  wool.  The  invention  consisted  both  of  the  discov- 
ery of  the  principle  and  the  reduction  of  it  to  practice.  Neither 
Bishop  nor  Arnold,  therefore,  could  be  considered  as  sole  in- 
ventor. It  appears  also  by  the  deposition  of  Henry  Lamb,  taken 
by  Mr.  Arnold,  that  the  machine  when  first  put  up  **  would  not 
go  ;"  that  Aiken  went  up  to  remedy  the  defect,  and  that  the  wit- 
ness afterwards  saw  it  in  operation  in  the  fall  of  1837  or  spring  of 
1838;  and  that  he  never  heard  Arnold  claim  the  patent  right 
until  within  a  year. 

I  see  nothing  in  the  deposition  of  Alonzo  C.  Arnold  inconsist- 
ent with  the  facts  stated  by  Mr.  Lownsberry  in  his  deposition  ; 
but  if  there  were,  Alonzo  C.  Arnold  seems  by  his  own  showing 
to  be  interested  by  the  promise  of  his  father  to  give  him  a  share 
in  the  patent  if  it  should  be  obtained ;  for,  although  afterwards, 
in  answer  to  the  leading  question,  he  said  the  agreement  was 
abandoned,  yet  it  is  in  evidence  in  the  preceding  part  of  his  dep- 
osition that  he  thought  it  depended  upon  his  generosity  whether  he 
should  have  an  interest  in  the  patent  when  obtained.  If  this 
interest,  however,  was  not  sufficiently  certain  to  exclude  his  tes- 
timony, it  cannot  fail  to  have  some  effect  upon  his  credibility. 
But  he  states  that  the  machine  was  put  in  operation  in  1837,  and 
his  father  never  spoke  with  him  about  getting  the  patent  now 
applied  for  until  the  summer  of  1840,  and  after  his  father  had 
ceased  to  be  a  member  of  the  Union  Manufactory,  which  claims 
the  benefit  of  the  patent  under  the  agreement  before  mentioned  if  it 
should  be  obtained  by  either  or  all  of  the  claimants.  It  may  be 
inferred  from  this  that,  so  long  as  he  remained  a  member  of  the 
company,  he  did  not  claim  a  sole  right,  or  any  right,  to  the 
invention.  Another  strong  argument  that  he  did  not  claim  to  be 
the  inventor  during  those  three  years  results  from  his  suffering  the 
machine  to  be  set  up  and  used  during  that  period  without  taking 
any  steps  to  procure  a  patent,  when,  by  the  terms  of  the  acts  of 
1836  and  1839,  the  use  of  the  machine,  with  his  consent,  for  two 
years  prior  to  his  application  is  a  bar  to  his  claim. 

The  fact,  indeed,  seems  to  be  a  bar  to  all  other  claims,  and  to 
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put  an  end  to  this  controversy ;  for  if  a  patent  should  now  be 
granted  to  any  of  them,  and  an  action  should  be  brought  by  the 
patentee  for  a  violation  of  the  patent  right,  it  seems  that  the  de- 
fendant might  defend  himself  under  the  fifteenth  section  of  the  act 
of  1836  and  the  seventh  section  of  the  act  of  1839,  by  showing 
that  the  machine  had  been  in  public  use,  with  the  consent  of  the 
patentee,  for  more  than  two  years  prior  to  the  application  for  the 
patent. 

It  is  suggested  in  the  reasons  of  appeal  that  if  the  decision  of 
the  Commissioner  is  sustained,  there  does  not  seem  to  be  any 
possible  mode  of  determining  this  question,  and  that  it  is  only  by 
granting  the  patent  to  Arnold  that  the  rights  of  the  individuals 
interested  and  of  the  public  can  be  determined  according  to  the 
intention  of  the  acts  of  Congress  for  the  promotion  of  the  useful 
arts. 

But  upon  comparing  the  sixteenth  section  of  the  act  of  1836  with 
the  eleventh  section  of  the  act  of  1839  it  will  appear  that  **in  all 
cases  where  patents  are  refused  for  any  reason  whatever,  either 
by  the  Commissioner  of  Patents  or  by  the  Chief  Justice  of  the 
District  of  Columbia,  upon  appeals  from  the  decision  of  said 
Commissioner,  the  *  applicant  may  have  remedy  by  bill  in  equity  ; 
and  the  court  having  cognizance  thereof,  on  notice  to  adverse 
parties,  and  other  due  proceedings  had,'  may  adjudge  that  such 
applicant  is  entitled,  according  to  the  principles  and  provisions  of 
the  act  of  1836,  to  have  and  receive  a  patent  for  his  invention,  as 
specified  in  his  claim ;  and  such  adjudication,  if  it  be  in  favor  of 
the  right  of  such  applicant,  shall  authorize  the  Commissioner  to 
issue  such  patent  on  his  filing  a  copy  of  the  adjudication  and 
otherwise  complying  with  the  requisitions  of  that  act." 

The  reservation  of  a  right  to  a  further  hearing  on  the  part  of 
Mr.  Arnold's  attorney  was  confined  to  the  case  of  my  admitting 
the  evidence  which  he  objected  to ;  and  as  I  have  rejected  that 
evidence,  any  further  hearing  is  unnecessary. 

Upon  the  whole,  then,  after  rejecting  the  evidence,  I  am  of 
opinion  that  Mr.  Arnold  has  not  supported  his  claim  as  sole 
inventor,  and  that  if  he  had  he  has  lost  his  right  to  a  patent,  for 
suffering  the  machine  to  be  in  use  for  more  than  two  years  before 
his  application  for  a  patent ;  and  that,  therefore,  and  upon  both 
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grounds,  the  decision  of  the  Commissioner  of  Patents  rejecting 
his  claim  ought  to  be,  and  it  is  hereby,  affirmed. 

Thos.  P,  Jones ^  for  the  appellant. 

Mr,  Morfit,  for  the  appellee. 

Mr.  Fitzgerald y  for  the  Commissioner. 


John  Arnold,  Appellant, 

vs, 

George  G.  Bishop  and  John  Aiken,  Appellees.     Inter- 
ference. 

Joint  inventor  cannot  take  patent  in  his  own  name. — A  joint  inventor  can- 
not take  a  patent  in  his  own  name.  By  the  sixth  section  of  the  act  of  1836 
the  applicant  must  be  the  inventor.  But  one  of  several  joint  inventors 
cannot  w^ith  propriety  be  called  tht  inventor;  and  if  he  applies  for  a  patent 
the  Commissioner  is  bound  to  refuse  it,  although  that  is  not  expressly 
named  in  the  seventh  section  as  one  of  the  grounds  upon  which  he  is 
authorized  to  refuse  a  patent. 

Reasons  of  appeal — revision  confined  thereto. — The  judge  in  hearing  and 
determining  appeals  from  the  Commissioner  of  Patents,  under  the  eleventh 
section  of  the  act  of  1839,  is  authorized  to  reWse  the  decisions  of  the  Com- 
missioner only  in  respect  to  the  points  involved  in  the  reasons  of  appeal. 
If  the  Commissioner  did  not  err  in  those  points  his  decision  must  be 
affirmed,  although  the  judge  should  be  of  opinion,  upon  the  whole  case, 
that  the  patent  ought  to  have  been  granted. 

Sm — effect  of  decision  op  judge  on  further  proceedings  in  CA8B. — Semble, 
on  the  other  hand,  that  the  judge's  decision  will  govern  the  further  pro- 
ceedings of  the  Commissioner  in  the  case  only  so  far  as  it  is  decisive  of 
the  points  raised  in  the  reasons  of  appeal ;  and  if  other  sufficient  reasons 
remain  for  rejecting  the  claim  for  a  patent,  untouched  by  the  decision  of 
the  judge,  the  Commissioner  may  properly  still  reject  it. 

Former  decision,  not  confined  to  reasons  of  appeal,  withdrawn. — So  much 
of  the  former  decision  in  the  case  as  related  to  the  question  of  public  use 
of  the  invention,  which  was  not  involved  in  the  reasons  of  appeal,  with- 
lirawn. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  November.  1841.) 


1841-]  Arnold  v.  Bishop.  37 


Opinion  of  the  court. 


Statement  of  the  Case. 

Subsequent  to  the  preceding  decision  of  the  honorable  judge 
he  transmitted  a  second  opinion  to  the  office  in  the  following 
words  : 

Cranch,  J. 

After  I  had  sent  my  opinion  in  this  case  to  the  Commissioner 
of  Patents,  on  the  30th  day  of  October  last,  I  was  satisfied  that  I 
had  misapprehended  the  attorney  of  Mr.  Arnold  in  supposing 
that  in  case  I  should  sustain  his  objections  to  the  testimony  and 
evidence  on  the  part  of  the  appellees  he  would  not  desire  to 
be  further  heard.  I  therefore  determined  to  hear  his  further 
argument  on  the  20th  instant  at  my  chambers,  of  which  I  gave 
notice  to  the  attorneys  of  the  parties,  and  they  attended,  viz.. 
Doctor  Jones  on  the  part  of  the  appellant  and  Mr.  Morfit  on  the 
part  of  the  appellees.  Mr.  Fitzgerald  also  attended  on  behalf  of  the 
Patent  office,  to  give  any  explanations,  &c. ,  which  might  be  re- 
quired. Doctor  Jones  then  presented  his  further  argument  in 
writing,  in  which  he  contended  that  the  claim  of  Mr.  Arnold  for 
a  patent  is  not  included  in  the  covenant  to  the  Union  Manufac- 
turing Company,  of  which  Mr.  Lownsberry  is  a  member  ;  and, 
therefore,  that  the  interest  of  Mr.  Lownsberry  *' cannot  be  the 
same  whether  the  patent  should  be  granted  to  Arnold  or  to  the 
three  applicants." 

I  cannot,  however,  perceive  how  that  consequence  should  fol- 
low. It  is  only  by  introducing  the  assignments  and  covenants 
by  Mr.  Arnold  to  the  Union  Manufacturing  Company,  and  by 
showing  that  those  covenants  cover  this  claim,  that  Mr.  Lowns- 
berry is  supposed  to  be  interested. 

If  those  covenants  do  not  cover  this  claim,  then  Mr.  Lowns- 
berry is  not  interested ;  and  if  they  do,  then,  as  all  the  applicants 
are  bound  by  similar  covenants,  it  is  not  material  to  him  which 
prevails. 

The  only  question  for  me  to  decide  is  that  which  is  suggested 
by  the  reasons  of  appeal,  viz. ,  whether  Mr.  Arnold  was  the  sble 
inventor  of  the  machine. 

To  that  question  it  is  wholly  immaterial  whether  it  be  an  en- 
tirely new  machine  or  an  improvement  upon  an  old  one. 
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Upon  a  careful  review  of  the  depositions  of  Alonzo  C.  Arnold, 
Mr.  Waters,  and  Mr.  Lamb,  taken  on  the  part  of  the  appellant, 
and  of  that  of  Mr.  Lownsberr>'  on  the  part  of  the  appellees,  I  am 
still  of  opinion  that  Mr.  Arnold  has  not  supported  his  claim  as 
sole  inventor.  , 

But  it  is  suggested  that  there  is  no  law  which  authorizes  the 
Commissioner  of  Patents  to  withhold  the  grant  of  a  patent  in  the 
case  in  question ;  that  is,  where  the  applicant  is  not  the  sole  in- 
ventor ;  that  it  is  not  one  of  the  grounds,  stated  in  the  seventh 
section  of  the  act  of  1836,  which  would  justify  the  Commissioner  in 
refusing  the  patent ;  and  that  the  only  one  of  these  grounds  which 
can  be  supposed  to  apply  to  this  case  is  its  appearing  to  the 
Commissioner  that  the  same  thing  had  been  invented  or  discov- 
ered by  some  other  person  prior  to  the  alleged  invention  or  dis- 
covery by  the  applicant. 

By  the  sixth  section  of  the  same  act  the  applicant  must  be  the 
inventor.  One  of  three  joint  inventors  cannot  with  propriety 
be  called  the  inventor  ;  and  if  he  applies  for  the  patent,  the  Com- 
missioner is  bound  to  refuse  it.  This  seems  to  be  admitted  in  the 
reasons  of  appeal,  where  it  is  said  that  Arnold,  who  has  sworn 
that  he  was  the  first  and  original  inventor,  cannot,  without  admit- 
ting that  he  has  been  guilty  of  perjury,  acknowledge  that  Bishop 
and  Aiken  were  joint  inventors  with  him ;  and  upon  their  own 
showing,  a  patent  cannot  be  granted  to  Bishop  and  Aiken  without 
the  concurrence  of  Arnold.  Here,  then,  is  the  authority  of  the 
Commissioner  to  withhold  a  patent  from  an  applicant  who  is  not 
the  sole  inventor. 

In  my  former  opinion  in  this  case  I  stated  as  one  of  the  grounds 
for  affirming  the  decision  of  the  Commissioner  of  Patents  re- 
jecting the  claim  of  Mr.  Arnold,  that  he  had  lost  his  right,  if  he 
had  any,  by  suffering  the  machine  to  be  in  use  for  more  than  two 
years  before  his  application  for  a  patent.  I  should  have  said 
''public  use,"  which  are  the  words  of  the  statute.  But,  upon 
reflection,  I  doubt  whether  I  can  decide  upon  any  other  matter 
than  that  which  arises  upon  the  reasons  of  appeal. 

The  words  of  the  act  of  1839,  section  11,  which  confer  the 
jurisdiction  upon  the  judge,  after  allowing  the  applicant  a  right  to 
appeal  by  giving  notice  thereof  to  the  Commissioner,  filing  his 
reasons  of  appeal,  and  paying  into  the  office  twenty-five  dollars 
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to  the  credit  of  the  patent  fund,  are  :  "And  it  shall  be  the  duty  of 
the  said  chief  justice,  on  petition,  to  hear  and  determine  all  such 
appeals,  and  to  revise  such  decisions  in  a  summary  way  on  the 
evidence  produced  before  the  Commissioner  at  such  early  and 
convenient  time  as  he  may  appoint,  first  notifying  the  Commis- 
sioner of  the  time  and  place  of  hearing  ;  whose  duty  it  shall  be  to 
give  notice  thereof  to  all  parties  who  appear  to  be  interested  therein 
in  such  manner  as  said  judge  shall  prescribe.  The  Commissioner 
shall  also  lay  before  the  judge  all  the  original  papers  and  evidence 
in  the  case,  together  with  the  grounds  of  his  decision,  fully  set 
forth  in  writing,  touching  all  the  points  involved  in  the  reasons  of 
appeal  to  which  the  revision  shall  be  confined,"  /.  <?.,  the  revision 
by  the  judge  shall  be  confined  to  the  points  involved  in  the  reasons 
of  appeal ;  he  is  to  hear  and  determine  such  appeals  ;  but  he  is 
to  revise  the  decision  of  the  Commissioner  only  in  respect  to  the 
points  involved  in  the  reasons  of  appeal.  If  the  Commissioner 
did  not  err  in  those  points,  his  decision  upon  those  points  must  be 
affirmed,  although  the  judge  should  be  of  opinion  upon  the  evi- 
dence and  the  merits  of  the  whole  case  that  the  patent  ought  to 
have  been  granted.  So,  if  the  judge  should  reverse  the  decision 
of  the  Commissioner  upon  those  points,  it  would  seem  that  the 
patent  must  issue,  although  the  judge  should  be  of  opinion  that, 
upon  the  whole  case,  as  it  appears  in  evidence  before  him,  the 
patent  ought  not  to  issue.  I  say  that  this  would  seem  to  be  the 
effect  of  such  a  decision,  because  the  effect  of  such  a  decision 
upon  the  further  proceedings  of  the  Commissioner  would  depend 
upon  the  question  whether  the  reasons  of  appeal  thus  affirmed  by 
the  judg«  involved  the  merits  of  the  case.  If  they  did  not,  the 
Commissioner  might  well  say  it  is  true  that  I  erred  in  those  points, 
but  my  objections  to  the  issuing  of  the  patent  still  exist  untouched 
by  the  decision  of  the  judge. 

The  words  of  the  act  are,  that  the  judge's  decision  "shall 
govern  the  further  proceedings  of  the  Commissioner  in  such  case. '  * 
This  must  apply  only  to  so  much  of  the  case  as  is  involved  in  the 
reasons  of  appeal ;  and  the  appeal  itself  can  be  considered  only  as 
an  appeal  to  so  much  of  the  decision  of  the  Commissioner  as  is 
affected  by  such  reasons.  If,  therefore,  after  the  judge  shall  have 
decided  in  favor  of  the  applicant  upon  the  points  involved  in  his 
reasons  of  appeal,  other  sufficient  reasons  remain  for  refusing  the 
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claim  for  a  patent,  untouched  by  the  decision  of  tlie  judge,  it  would 
seem  that  the  Commissioner  might  properly  stiH  reject  it. 

Whether  such  new  rejection  would  be  subject  to  appeal,  is  a 
question  which  may  be  left,  as  well  as  the  effect  of  the  judgment 
of  the  judge  in  regard  to  the  subsequent  proceedings  of  the 
Commissioner,  to  future  decisions,  as  cases  may  arise,  requiring  a 
decision  upon  these  points. 

For  these  reasons  I  doubt  very  much  whether  it  was  competent 
for  me  to  decide  in  this  case  that  Mr.  Arnold  had  lost  his  right 
to  a  patent  by  suffering  the  machine  to  be  in  public  use  for  more 
than  two  years  before  his  application  for  a  patent.  So  much, 
therefore,  of  my  former  opinion  in  this  case  may  be  considered 
as  extra-judicial  and  as  withdrawn.  This  renders  it  unnecessary 
to  answer  the  very  ingenious  argument  of  Mr.  Arnold's  attorney 
upon  that  point,  which  argument,  however,  has  not  in  any  de- 
gree diminished  my  confidence  in  the  correctness  of  the  opinion 
which  I  have  thus  withdrawn.  This  withdrawal  does  not  in  any 
manner  affect  the  judgment  which  I  certified  on  the  29th  of  Octo- 
ber, 1 84 1,  inasmuch  as  I  am  still  of  opinion  that  Mr.  Arnold  has 
not  supported  his  claim  as  sole  inventor  of  the  machine  for 
which  he  claims  a  patent. 

The  judgment,  therefore,  rendered  by  me  and  certified  on  the 
29th  of  October  last  must  stand  as  my  final  decision  in  this  case. 


Ralph  Pomeroy,  Appellant, 

vs. 
Alexander  Connison,  Appellee.    Interference. 

Interfbrenos — PATENTEE  CANNOT  APPEAL. — In  an  interference  between  an  ap- 
plicant and  a  patentee  no  appeal  can  be  taken  to  the  judge  by  the  patentee 
from  a  decision  of  the  Commissioner  favorable  to  the  applicant 

Proceedings  before  commissioner  initiatory. — The  proceedings  before  the 
Commissioner  and  before  the  judge  are  all  initiatory,  and  relate  to  the 
question  whether  a  patent  shall  issue.  They  cannot  affect  a  patent  already 
granted. 
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Objbct  op  appval — BR  ROB  IN  HIP  USING  PATENT. — The  general  object  of  giv- 
ing an  appeal  from  the  decision  of  the  Commissioner  is  to  correct  his 
errors  in  refusing  to  grant  patents  for  which  otherwise  there  would  be  no 
remedy.  His  error  in  granting  a  patent  may  be  corrected  by  the  ordinary 
tribunals  of  the  country  when  it  is  made  a  subject  of  litigation  and  there 
is  no  need  of  a  special  tribunal  for  that  purpose. 

Sm — Sm. — There  is  no  section  or  clause  of  either  of  the  acts  relating  to  patents 
which  gives  a  patentee  a  right  of  appeal  from  the  decision  of  the  Commis- 
sioner granting  a  patent  to  another  person,  unless  that  right  be  given  by 
the  eighth  section  of  the  act  of  183()  relating  to  interferences. 

Jurisdiction  op  judob  spbcial  andximitbd — section  8  op  the  act  of  183(). — 
The  power  and  jurisdiction  given  by  the  patent  laws  to  the  Board  of  Ex- 
aminers and  to  the  judge  are  special  and  limited,  and  must  be  construed 
and  exercised  strictly.  The  judge  can  only  decide  such  questions  and 
render  such  judgment  as  he  is  expressly  authorized  by  the  statutes  to  de- 
cide and  render.  In  the  case  stated  in  the  eighth  section  of  the  act  of 
1836  the  judge  is  only  to  determine  '^  which,  or  whether  either,  of  the 
applicants  is  entitled  to  receive  a  patent  as  prayed  for." 

Sm — Sm. — These  words  qualify  the  general  language  of  the  first  part  of  the 
section  giving  to  either  party  the  right  to  appeal,  and  restrict  the  right  of 
appeal  to  the  case  where  patents  have  been  refused  as  prayed  for. 

Patent  granted — jurisdiction  op  commission br. — When  a  patent  has  issued, 
the  jurisdiction  of  the  Commissioner  is  exhausted.  He  has  no  further  con- 
trol over  it,  except  in  the  case  provided  for  in  the  thirteenth  section  of  the 
act  of  1836;  when  the  patent  is  inoperative  or  invalid  by  reason  of  a  de- 
fective or  insufficient  specification. 

(Before  Ceanch,  Ch.  J.,  District  of  Columbia,  November,  1842.) 

Cranch,  J. 

Alexander  Connison  applied  for  a  patent.  The  Commissioner 
of  Patents  being  of  opinion  that  the  patent  applied  for  would,  if 
granted,  interfere  with  a  prior  unexpired  patent  to  Ralph  Pome- 
roy  granted  on  the  24th  day  of  January,  1841,  gave  him  notice 
thereof  under  the  eighth  section  of  the  act  of  July  4th,  1836,  chap. 
387,  vol.  8,  p.  549,  and  he  appeared  before  the  Commissioner  of 
Patents  and  contested  the  right  of  Mr.  Connison,  who  claimed  to 
be  the  first  inventor.  The  Commissioner,  on  the  26th  of  July, 
1842,  decided  that  a  patent  ought  to  issue  to  Alexander  Connison 
as  the  first  original  inventor,  and  that  the  same  be  accordingly 
issued,  unless  an  appeal  be  entered  within  ten  days. 

From  this  decision  Mr.  Pomeroy  appealed,  and  filed  his  rea- 
sons of  appeal. 
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The  Commissioner  has  laid  before  the  judge  the  grounds  of  his 
decision,  in  writing,  with  the  original  papers  and  the  evidence  in 
the  cause. 

The  first  question  is,  has  the  judge  jurisdiction  upon  this  appeal 
from  the  decision  of  the  Commissioner — not  rejecting  but  granting 
the  application. 

In  no  other  case  under  the  patent  laws  can  an  appeal  be  taken 
from  the  decision  of  the  Commissioner  unless  the  application  for 
a  patent  has  been  rejected  by  him.  In  no  other  case  can  an 
appeal  be  taken  to  the  granting  of  a  patent.;  and  the  reason  for 
giving  an  appeal  from  the  rejection  of  an  application  for  a  patent, 
and  not  giving  an  appeal  from  the  granting  of  a  patent,  is,  that 
the  applicant  whose  application  is  rejected  has  no  remedy.  He 
cannot  go  into  a  court  of  law  or  equity  to  obtain  a  patent,  nor 
can  he  maintain  any  action  for  the  use  of  his  invention.  But  if 
the  Commissioner  grant  a  patent  erroneously,  its  validity  may  be 
tried,  and  any  person  interested  may  defeat  it  by  a  suit  at  law  or 
in  equity. 

The  general  object  in  giving  an  appeal  under  the  patent  laws, 
therefore,  is  to  correct  J:he  error  of  the  Commissioner  in  refiising 
to  grant  the  patent  applied  for.  This  error  in  granting  a  patent 
is  corrected  by  the  ordinary  tribunals  of  the  country,  and  there 
was  no  need  of  a  special  tribunal  for  that  purpose. 

This  general  object  seems  to  me  to  govern  all  the  provisions  of 
the  law  upon  this  subject,  and  ought  to  be  taken  into  considera- 
tion in  their  construction. 

Thus,  in  the  seventh  section  of  the  act  of  July  4th,  1836,  if  the 
specification  and  claim  shall  not  have  been  so  modified  as  in  the 
opinion  of  the  Commissioner  shall  entitle  the  applicant  to  a  pat- 
ent, he  may  on  appeal,  and  upon  request  in  writing,  have  the 
decision  of  a  "Board  of  Examiners,"  &c.,  who  may  reverse  the 
decision  of  the  Commissioner.  And  by  the  sixteenth  section  the 
remedy  given  by  bill  in  equity  is  confined  to  the  case  of  two  inter- 
fering patents  and  to  the  refusal  of  the  Board  of  Examiners  to 
grant  a  patent.  The  provisions  of  this  section  are  by  the  tenth 
section  of  the  act  of  1839  extended  to  all  cases  where  patents  are 
refused  for  any  reason  whatever  by  the  Commissioner  of  Patents 
or  by  the  judge,  <S:c. 

The  proceedings  before  the  Commissioner  and  before  the  judge 
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by  appeals  are  all  initiatory,  all  relating  to  the  question  whether 
a  patent  shall  issue.  They  cannot  affect  a  patent  already  issued. 
Such  are  the  provisions  of  the  act  of  1836,  sees.  5,  6,  7,  8,  9,  10, 
II,  12,  and  16,  and  by  the  act  of  1839,  sees.  10  and  11. 

There  is  no  section  or  clause  in  either  of  the  acts  which  gives 
a  patentee  a  right  of  appeal  from  the  decision  of  the  Commis- 
sioner granting  a  patent  to  another  person,  unless  that  right  be 
given  by  the  eighth  section  of  the  act  of  1836. 

By  that  section  it  is  enacted  '  *  That  whenever  an  application 
shall  be  made  for  a  patent  which  in  the  opinion  of  the  Commis- 
sioner would  interfere  with  any  other  patent  for  which  an  appli- 
cation may  be  pending,  or  with  any  unexpired  patent  which  shall 
have  been  granted,  it  shall  be  the  duty  of  the  Commissioner  to 
give  notice  thereof  to  such  applicants  or  patentees,  as  the  case 
may  be ;  and  if  either  shall  be  dissatisfied  with  the  decision  of 
the  Commissioner  on  the  question  of  priority  of  right  or  invention, 
on  a  hearing  thereof  he  may  appeal  from  such  decision  on  the 
like  terms  and  conditions  as  are  provided  in  the  preceding  sec- 
tion of  this  act ;  and  the  like  proceedings  shall  be  had  to  deter- 
mine which,  or  whether  either,  of  the  applicants  is  entitled  to 
receive  a  patent  as  prayed  for. '  * 

The  power  and  jurisdiction  given  by  the  patent  laws  to  the 
Board  of  Examiners  and  to  the  judge  are  special  and  limited, 
and  must  be  construed  and  exercised  strictly.  The  judge  can 
only  decide  such  questions  and  render  such  judgment  as  he  is 
expressly  authorized  by  the  statutes  to  decide  and  render.  In 
the  case  stated  in  the  eighth  section  of  the  act  of  1836,  the  judge 
is  only  "to  determine"  which,  or  whether  either,  of  the  appli- 
cants is  entitled  to  receive  a  patent  as  prayed  for.  He  can 
only  act  in  a  case  where  ther^  are  contending  applicants  for  a 
patent,  and  those  applicants  must  have  prayed  for  a  patent.  A 
patentee  is  not  an  applicant.  He  has  already  obtained  all  he 
asked  for.  If  his  patent  can  be  supported  at  law,  he  has  nothing 
to  fear.  The  grant  of  a  subsequent  patent  erroneously  to  another 
cannot  affect  the  validity  of  his  patent.  The  judge  is  to  deter- 
mine which,  or  whether  either,  of  the  applicants  is  entitled  "to 
receive  "  a  patent.  It  would  be  absurd  to  say  that  a  patentee  is 
entitled  to  receive  a  patent  after  he  has  already  received  it. 

It  is  true  that  the  eighth  section,  after  speaking  of  applicants 
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and  patentees,  says  if  either  shall  be  dissatisfied,  he  may  appeal. 
The  word  "either"  may  be  satisfied  by  applying  it  to  the  words 
**such  applicants,"  /.  ^.,  *' either"  of  "such  applicants."  And 
that  such  was  the  understanding  of  the  legislature  seems  prob- 
able from  the  fact  that  they  have  only  authorized  the  judge  to 
determine  between  contending  applicants,  and  not  between  an 
applicant  and  a  patentee ;  for  when  they  come  to  say  what  the 
judge  is  to  do  upon  the  appeal,  we  find  it  is  "to  determine  which, 
or  whether  either,  of  the  applicants  is  entitled  to  receive  a  patent 
as  prayed  for. ' '  The  word  '  *  either '  ^  in  the  former  parts  of  the 
clause  is  here  explained  to  mean  *  *  either  of  the  applicants. ' '  It 
cannot  be  contended  that  the  judge  is  to  decide  whether  a  pat- 
entee is  entitled  to  receive  a  patent  which  he  has  already  received, 
and  which  he  still  has  in  his  possession.  This  construction  of  this 
section  is  corroborated  by  the  reference  to  it  in  the  twelfth  sec- 
tion, which  gives  a  right  to  file  a  caveat,  and  where  it  is  said 
that  "  if  in  the  opinion  of  the  Commissioner  the  specifications  of 
claim  interfere  with  each  other,  like  proceedings  may  be  had,  in 
all  respects  as  are  in  this  act  provided  in  the  case  of  interfering 
applications,"  z,  e,,  in  the  eighth  section. 

The  sixteenth  section  seems  to  give  the  remedy  in  a  case  of 
interfering  patents,  which  this  will  be  if  the  Commissioner  shall 
issue  a  patent  to  Mr.  Connison.  It  also  provides  for  the  case  if 
a  patent  is  refused  by  the  Board  of  Examiners  on  the  ground 
that  it  would  interfere  with  an  unexpired  patent ;  and  the  provis- 
ions of  this  section  are  extended,  by  the  tenth  section  of  the  act 
of  1839,  to  all  cases  of  refusal  by  the  Commissioner  or  the  judge. 

Where  the  patent  has  issued,  the  jurisdiction  of  the  Commis- 
sioner is  exhausted.  He  has  no  further  control  over  it,  except 
in  the  case  provided  for  in  the  thirteenth  section  of  the  act  of 
1836,  where  the  patent  is  inoperative  or  invalid  by  reason  of  a 
defective  or  insufficient  description.  An  adjudication  of  it  by  the 
Commissioner  or  the  judge  has  no  effect  upon  a  patent  already 
granted,  and  is  entirely  inoperative  as  to  the  rights  of  the  parties 
unless  the  decision  be  against  the  applicant,  against  whom  it  would 
be  conclusive,  unless  an  appeal  were  given  by  the  statute.  He 
could  apply  to  no  other  tribunal.  But  as  to  the  patentee,  a 
decision  against  him  would  be  a  brutum  fulmen;  and  if  the  sec- 
ond patentee  should  do  any  act  under  his  patent  to  the  supposed 
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injury  of  the  first  patentee,  he  would  have  a  right  of  action,  and 
might  maintain  the  validity  of  his  patent  in  the  same  manner  and 
to  the  same  effect  as  if  the  second  patent  had  not  issued.  When 
the  Commissioner  inquires  as  to  the  relative  priority  of  invention 
between  the  applicant  and  the  patentee,  it  is  not  for  setting  aside 
the  patent  already  granted,  over  which  he  has  no  control.  The 
decision  of  the  Commissioner  does  not  affect  the  patentee  if  his 
patent  is  valid ;  and  if  it  is  invalid,  he  has  no  right  to  complain. 

There  was  no  necessity,  therefore,  that  the  patentee  should 
have  a  right  to  appeal  from  the  decision  of  the  Commissioner, 
which  could  have  no  effect  upon  his  rights.  This  is  a  sufficient 
reason  why  the  legislature  should  not  give  him  the  right  to  ap- 
peal in  such  a  case.  He  has  already  abundant  means  of  redress, 
both  at  law  and  in  equity,  if  his  patent  is  valid  and  should  be 
violated  ;  and  this  accounts  for  restraining  the  action  of  the 
judge  to  the  case  of  contending  applicants. 

An  appeal  is  given  to  a  disappointed  applicant,  because  other- 
wise the  decision  of  the  Commissioner  would  be  conclusive  against 
him.  It  is  not  given  to  the  patentee,  because  the  decision  of  the 
Commissioner  is  not  only  not  conclusive  as  to  him,  but  does  not 
in  any  manner  aflfect  his  legal  or  equitable  rights.  And  if  the  pat- 
ent should  be  issued  to  Mr.  Connison  by  the  Commissioner,  the 
act  of  1836,  section  16,  expressly  gives  him  a  remedy  in  equity, 
where  he  may  have  the  benefit  of  the  oath  of  the  patentee,  in 
addition  to  all  legal  evidence  taken,  according  to  the  rules  of  a 
court  in  equity,  which  has  power  and  jurisdiction  to  act  effectually 
in  the  case,  and  to  adjudge  either  of  the  patents  to  be  void ;  or, 
if  he  does  not  like  the  remedy  by  bill  in  equity,  he  may  bring 
an  action  at  law  for  a  violation  of  his  patent,  in  which  case  its 
validity  may  be  tried  and  decided.  In  either  of  these  cases  his 
remedy  may  be  full  and  conclusive,  whereas,  if  he  were  to  have 
an  appeal,  he  would  not  thereby  have  any  conclusive  or  effectual 
remedy ;  for,  if  upon  such  appeal  he  should  prevail  in  reversing 
the  decision  of  the  Commissioner,  the  reversing  decision  would 
not  be  final  and  conclusive  upon  Mr.  Connison.  He  would  still 
have  his  remedy  upon  a  bill  in  equity  under  the  same  sixteenth 
section. 

I  am  therefore  of  opinion  that  the  legislature  designedly  lim- 
ited the  authority  of  the  judge  to  the  decision  of  the  question 
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"which,  or  whether  either,  of  the  applicants  is  entitled  to  receive 
a  patent  as  prayed  for;*'  and  that  as  in  this  case  there  is  only 
one  applicant,  I  have  no  jurisdiction  under  the  eighth  section  of 
the  act  of  1836. 

♦ 

The  only  other  case  of  appeal  provided  for  in  the  statutes  is 
when  the  application  for  a  patent  is  rejected  ;  and  as  the  applica- 
tion of  Mr.  Connison  was  not  rejected,  but  sustained,  I  have  no 
jurisdiction  of  the  appeal  of  Mr.  Pomeroy,  who  is  not  an  appli- 
cant. 

Believing  that  I  have  no  jurisdiction  in  this  case,  and  that  Mr. 
Pomeroy  has  all  his  rights  and  remedies  reserved  to  him  by  the 
statutes  upon  this  subject,  I  shall  return  the  papers  to  the  Patent 
Office,  with  a  certificate  of  the  substance  of  this  opinion. 

B,  S,  Brooks^  for  the  appellant. 

T,  B.  Jones,  for  the  appellee.     Seth  P,  Staples,  of  counsel. 


Benjamin  M.  Smith,  Appellant, 

vs. 

Daniel  Flickenger  and  Sebastian  Krim,  Appellees. 

Interference. 

Informal  dkpositions — commissioner  may  inspkct. — Where  a  deposition  wits 
not  transmitted  in  due  form,  so  tliat  it  could  be  considered  at  the  day  of 
hearing  under  the  rules  of  the  Patent  Office,  the  (Commissioner  was,  never- 
theless, at  liberty  to  inspect  the  deposition  and  to  postpone  the  hearing,  if 
he  deemed  it  essential  to  the  ends  of  justice  to  permit  an  informality  to  be 
corrected. 

Sm — Sm — KOT  TO  BE  CONSIDERED  A3  EVIDENCE. — The  prohibition  contained  in 
the  rule  is  not  to  the  Commissioner's  looking  into  the  deposition  thus 
informally  transmitted,  or  to  his  rending  it  and  ascertaining  its  contents, 
but  to  his  considering  it  on  the  day  of  hearing  as  evidence  touching  the 
matter  at  issue. 
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C0MMI88IONBR  MAT  POBTPOMB  HEARING  UPON  HI8  OWN  MOTION. — Tliere  is  nothing 
in  the  laws  relating  to  the  Patent  Office,  or  in  the  rules  adopted  bv  the 
Commissioner,  to  prevent  him  from  postponing,  upon  his  own  motion,  the 
hearing  of  a  cause,  if  in  his  opinion  the  justice  of  the  case  should  require 
it.  and  especially  for  the  correcting  of  irregularities  in  matters  of  form. 
To  denr  him  this  power  would  be  to  stifle  justice  in  her  own  forms. 

IXSUrPICIKNCT  OF   NOTICK   OF   TAKING   TESTIMONY — NOT  A  GROUND  OP   APPEAL. — 

The  objection  to  the  insuflliciency  of  the  notice  of  taking  testimony  must 
be  made  at  the  hearing;  otherwise,  it  appears,  it  is  no  ground  of  appeal. 
Sufficient  notice. — A  notice  of  eleven  days  before  taking  testimony  at  a  dis- 
tance of  four  hundred  miles  considered  reasonable. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  March,  1843.) 

Cranch,  J. 

Mr.  Smith  was  an  applicant  for  a  patent  for  a  machine  for  sep- 
arating garlic  from  wheat. 

The  Commissioner  being  of  opinion  that  it  would  interfere  with 
a  patent  already  granted  to  Flickenger  and  Krim,  gave  notice 
thereof  to  the  applicant  and  patentees,  as  required  by  the  act  of 
Congress  of  the  4th  of  July,  1836,  chap.  357,  sec.  8,  and  assigned 
the  19th  of  December,  1842,  for  hearing  the  parties  upon  the 
question  of  priority  of  invention.  Upon  that  day  it  appeared 
that  the  depositions  on  the  part  of  the  applicant,  Mr.  Smith,  were 
taken  and  transmitted  in  due  form,  according  to  the  regulations 
which  the  Commissioner  of  Patents  had  (by  virtue  of  the  twelfth 
section  of  the  act  of  Congress  of  the  3d  of  March,  1839)  made 
*  *  in  respect  to  the  taking  of  evidence  to  be  used  in  contested 
cases  before  him. '  *  The  depositions  on  the  part  of  the  patentees, 
Flickenger  and  Krim,  were  correctly  taken,  but  not  transmitted 
in  the  form  required  by  these  regulations,  and  therefore,  accord- 
ing to  the  Commissioner's  fourth  rule,  could  not  be  considered 
by  him  upon  the  day  assigned  for  hearing  touching  the  matter 
at  issue.  But  as  it  appeared  to  the  Commissioner  that  the  facts 
stated  in  the  depositions  thus  informally  transmitted  would,  but 
for  that  informality,  clearly  show  that  the  applicant  was  not  the 
first  and  original  inventor,  he  postponed  the  hearing  to  the  27th 
of  February,  1843,  of  which  he  gave  to  Mr.  Smith  the  following 
notice : 

"The  day  of  hearing  in  thie  matter  of  interference  between  your 
claims  and  those  of  Messrs.  Flickenger  and  Krim  has  been  post- 
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poned  to  the  27th  of  February,  1843,  the  evidence  on  their  part 
being  informal  in  the  manner  of  transmission  to  the  Commissioner 
of  Patents.  The  case  is  open  for  the  reception  of  further  evidence 
taken  and  transmitted,  according  to  the  rules  in  the  enclosed  cir- 
cular."* 

At  the  hearing  on  the  27th  of  February,  1843,  the  depositions 
on  the  part  of  the  patentees,  Flickenger  and  Krim,  having  been 
regularly  taken  and  transmitted,  they  were  considered  with  the 
other  evidence  in  the  case  by  the  Commissioner,  who  thereupon 
made  the  following  decision  : 

*  *  This  case  came  up  for  hearing  on  the  27th  instant ;  and  on 
examination  of  the  evidence  on  the  part  of  Messrs.  Flickenger 
and  Krim  it  appears  that  he  invented  and  constructed  a  machine 
for  separating  garlic  from  wheat,  by  passing  the  grain  between 
elastic  rollers,  in  the  year  1835.  On  the  part  of  Benjamin  M. 
Smith  it  appears  that  he  first  invented  a  similar  machine  in  the 
year  1837.  The  testimony  on  both  sides  being  duly  taken  and 
transmitted  to  this  office,  it  is  hereby  decided  that  Messrs.  Flick- 
enger and  Krim  are  the  first  and  original  inventors  of  the  said 
improvement,  and  as  such  entided  to  their  patent.  ^ ' 

From  this  decision  Mr.  Smith  has.  appealed,  and  filed  his 
reasons  of  aj^eal,  with  a  petition  that  it  may  be  heard  and  deter- 
mined. 

Those  reasons  of  appeal  are — 

ist.  That  the  Commissioner  could  not  lawfully  postpone  the 
hearing  of  the  case  from  the  19th  of  December,  1842,  to  the  27th 
of  February,  1843,  on  account  of  anything  appearing  in  the  dep- 
ositions which  had  been  informally  transmitted,  because,  by  the 
fourth  of  the  rules  which  he  had  made  in  respect  to  the  taking 
of  evidence  to  be  used  in  contested  cases  before  him,  he  had  pre- 
cluded himself  from  considering  any  "evidence,  statement,  or 
declaration  upon  the  day  of  hearing  which  shall  not  have  been 
taken  and  filed  in  compliance  with  these  rules, ' '  unless  in  the  case 
provided  for  in  that  rule,  which  case  is  not  applicable  to  these 
patentees. 

The  applicant  contends  that  it  was  his  right  to  have  the  case 
decided  on  the  19th  of  December.  1842,  the  day  assigned  for  the 
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hearing,  upon  such  legal  and  competent  evidence  as  was  then 
before  the  Commissioner,  who  had  no  authority  to  postpone  the 
hearing,  without  the  consent  of  the  applicant,  upon  any  ground 
appearing  in  the  depositions  informally  transmitted. 

2d.  The  second  reason  of  appeal  is  *  *  that  the  appellees  did  not 
give  a  sufficient  time  for  the  appearing  of  the  opposite  party  to 
cross-examine  the  witnesses,  as  required  by  the  rules  for  taking 
evidence ;  and  therefore  the  deposition  taken  by  the  appellees  on 
the  23d  of  February,  1843,  is  not  legal,  and  should  not  have  been 
entertained  in  deciding  the  case ;  for  the  appellant  would  have 
been  required  to  travel  four  hundred  miles  in  five  days  to  appear 
at  the  time  appointed  for  taking  the  evidence,  which  is  obviously 
impossible.  * ' 

These  are  all  the  reasons  of  appeal  alleged  by  the  appellant, 
and  to  these  the  '* revision'*  is  expressly  required  to  be  ''con- 
fined ;  *  *  and  the  appellant  says,  at  the  close  of  his  first  reasons  of 
appeal,  that  he  has  foreborne  to  go  into  the  merits  '  *  of  the  two 
claims  at  this  time,  because  he  considered  his  right  to  a  patent 
under  the  rules  as  fully  substantiated,  and  prefers  deciding  the 
validity  of  the  former  patent  before  a  jury. ' ' 

The  grounds  of  the  Commissioner's  decision,  which  he  is  re- 
quired by  the  eleventh  section  of  the  act  of  March  3d,  1839,  fully 
to  set  forth  in  writing,  are  to  be  confined  to  the  points  involved 
in  the  reasons  of  appeal. 

As  to  the  first  reason  of  appeal — the  postponement  of  the 
hearing — he  says  that  **upon  examination  of  the  papers,  the 
affidavits  clearly  showed  that  Mr.  Smith  was  not  the  first  and 
original  inventor  ; ' '  that  the  affidavits  to  show  this  were  duly 
taken,  but  not  duly  transmitted  ;  that  this  fact  was  presented  to 
his  consideration  by  the  Examiner,  and  that,  having  a  due  regard 
to  the  public  interest,  he  postponed  the  case  to  a  future  day, 
giving  both  parties  the  opportunity  to  procure  ftirther  testimony 
if  they  thought  proper,  of  which  he  gave  notice  to  Mr.  Smith  by 
the  letter  produced  by  him  with  his  reasons  of  appeal ;  that  no 
motion  of  the  opposite  party  was  filed  for  postponement,  and 
that  he  adopted  that  course  to  further  the  ends  of  justice. 

As  to  the  second  reason  of  appeal — that  sufficient  time  was  not 
given  to  Mr.  Smith,  the  appellant,  to  be  present  at  the  taking  of 

4 


50  Smith  v.  Flickenoer.  [March, 

Opinion  of  the  court. 

the  deposition  taken  on  the  23d  of  February,  1843 — the  Commis- 
sioner says  that  this  objection  did  not  arise  at  the  time  of  trial, 
and  should  have  then  been  made,  but  Mr.  Smith  was  anxious  to 
hasten,  rather  than  postpone,  the  case  for  any  cause. 

The  question  arising  upon  the  first  reason  of  appeal  is  whether 
the  Commissioner  was  bound  to  hear  and  decide  on  the  merits  of 
the  case  upon  the  evidence  which  was  regularly  taken  and  trans- 
mitted to  him,  and  which,  according  to  the  rules  for  taking  and 
transmitting  evidence,  he  could,  on  the  19th  of  December,  1842, 
have  considered  upon  the  hearing  of  the  matter  at  issue ;  or 
whether  he  had  a  right  to  postpone  the  hearing  to  enable  the 
patentees  to  cure  an  informality  in  the  transmission  of  their  evi- 
dence, if  he  should  deem  such  a  postponement  necessary  to 
further  the  ends  of  justice,  giving,  at  the  same  time  to  both  parties 
an  opportunity  to  procure  further  testimony. 

The  argument  of  the  appellant  rests  upon  the  construction  of 
the  fourth  of  the  dve  rules  made  by  the  Commissioner  *Mn  respect 
to  the  taking  of  evidence  to  be  used  in  contested  cases  before  him," 
which  rules  were  made  by  virtue  of  the  power  given  him  in  the 
twelfth  section  of  the  act  of  March  3d,  1839.  The  fourth  rule  is 
in  these  words : 

**4th.  That  no  evidence,  statement,  or  declaration  touching  the 
matter  at  issue  shall  be  considered  upon  the  said  day  of  hearing 
which  shall  not  have  been  taken  and  filed  in  compliance  with  these 
rules :  Provided,  That  if  either  party  shall  be  unable  from  good 
and  sufficient  reasons  to  procure  the  testimony  of  a  witness  or 
witnesses  within  the  above-stipulated  time,  then  it  shall  be  the 
duty  of  said  party  to  give  notice  of  the  same  to  the  Commissioner 
of  Patents,  accompanied  with  statements  of  the  cause  of  such 
inability,  which  last-mentioned  notice  to  the  Commissioner  shall 
be  received  by  him  ten  days  previous  to  the  day  of  hearing  afore- 
said, viz.,  the day  of next.*' 

It  is  contended  by  the  counsel  for  the  appellant  not  only  that 
the  Commissioner  cannot  consider  the  deposition  informally  trans- 
mitted as  evidence  upon  the  hearing  of  the  matter  at  issue,  but 
that  he  cannot  look  into  it  for  any  purpose,  and  therefore  there 
was  no  cause  whatever  for  postponing  the  hearing ;  and  for  that 
reason  the  decision  of  the  Commissioner  upon  the  merits  of  the 
case  ought  to  be  reversed. 
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But  the  prohibition  contained  in  the  rule  is  not  to  the  Commis- 
sioner's looking  into  the  deposition  thus  informally  transmitted, 
or  to  his  reading  it  and  ascertaining  its  contents,  but  to  his  con- 
sidering it  on  the  day  of  hearing  as  evidence  touching  the  matter 
at  issue. 

The  Commissioner  did  not  consider  it  upon  the  day  of  hearing 
as  evidence  touching  the  matter  at  issue,  and,  in  that  respect, 
complied  with  his  own  rule. 

The  proviso  in  the  fourth  rule  is  applicable  only  to  the  case 
where  the  party  is  unable  to  procure  the  testimony  in  sufficient 
time  for  the  appearance  of  the  opposite  party  and  for  the  trans- 
mission of  the  evidence  to  the  Patent  Office  before  the  day  of 
hearing,  in  which  case  it  shall  be  the  duty  of  said  party  to  give 
notice  of  the  same  to  the  Commissioner  of  Patents  ;  but  the 
rule  does  not  say  what  the  Commissioner  shall  do  in  consequence 
of  such  notice — whether  he  shall  receive  the  testimony,  although 
taken  without  reasonable  notice,  or  whether  he  shall  postpone 
the  hearing,  so  that  if  the  patentees  had  given  such  notice  to  the 
Commissioner  he  would  have  still  been  as  much  without  power 
to  postpone  the  hearing  as  he  was  on  the  19th  of  December, 
1842.     The  notice,  therefore,  would  have  availed  them  nothing. 

There  is  nothing  in  the  laws  relating  to  the  Patent  Office,  or  in 
the  rules  adopted  by  the  Commissioner,  to  prevent  him  from  post- 
poning the  hearing  of  a  cause  if,  in  his  opinion,  the  justice  of 
the  case  should  require  it,  and  especially  for  the  correcting  of  an 
irregularity  in  matter  of  form.  To  deny  him  this  power  would 
be  to  stifle  justice  in  her  own  forms. 

As  to  the  second  reason  of  appeal,  viz.,  that  sufficient  time 
was  not  given  to  Mr.  Smith  to  be  present  at  the  taking  of  the 
deposition  taken  on  the  23d  day  of  February,  1843,  ^^  is  a  suffi- 
cient answer  to  say  that  the  objection  was  not  made  at  the  hearing ; 
but  it  appears  also  that  the  notice  was  served  on  Mr.  Smith  per- 
sonally on  the  nth  of  February,  at  Massillon,  in  Stark  county, 
Ohio,  to  take  the  deposition  of  witnesses  at  Manhime,  in  York 
county,  in  Pennsylvania,  on  the  23d  of  February — eleven  days — 
which  seems  to  be  a  reasonable  time,  even  if  the  distance  was  four 
hundred  miles,  as  suggested  in  the  reasons  of  appeal. 

Upon  the  whole,  therefore,  I  am  of  opinion  that  in  this  case 
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the  alleged  reasons  of  appeal  are  not  sufficient  to  sustain  it,  and 
that  the  decision  of  the  Commissioner  of  Patents  as  to  all  points 
involved  in  the  reasons  of  appeal  must  be  affirmed. 

/.  y.  Greenoughy  for  the  appellant. 


John  Cochrane,  Appellant, 
Henry  Waterman,  Appellee.     Interference. 

Reasons  of  appial. — By  the  eleventh  section  of  the  act  of  1839  the  revision 
of  the  decision  of  the  Commissioner  is  to  be  "  confined  to  the  grounds  of 
his  decision,  fully  set  forth  in  writing,  touching  the  points  involved  by  the 
reasons  of  appeal." 

Invention — double  use. — The  application  of  an  ordinary  power  to  an  ordinary 
purpose  is  not  an  invention  within  the  meaning  of  the  patent  law. 

Sm — Sm — APPLICATION  OP  ENDLESS  SCREW  AND  WHEEL  TO  CAPSTAN  NOT  PATENT- 
ABLE.— The  endless  screw  and  wheel  is  a  common  mechanical  power 
applicable  to  an  indefinite  number  of  machines,  and  the  mere  application 
of  it  to  the  segmental-rack  or  quadrant  on  the  rudder-head  for  the  first 
time  is  not  an  invention,  although  it  enables  the  helmsman  to  hold  and 
stay  the  rudder  with  more  ease. 

Evidence — declarations  of  party. — The  declaration  of  a  party  to  an  inter- 
ference that  at  some  former  time  he  made  the  invention  for  which  he  seeks 
a  patent,  is  not  competent  evidence. 

''Surreptitiously  and  unjustly  obtained" — caveat  overlooked. — The  fact 
that  a  caveat  filed  by  another  inventor  was  pending  and  in  force  when  an 
interfering  patent  was  granted,  does  not  of  itself  show  that  the  patent  w^as 
surreptitiously  obtained  and  void,  nor  does  it  authorize  the  Commissioner 
to  grant  a  patent  to  the  caveator  until  he  shall  establish  his  priority  of 
invention  in  a  regular  proceeding  for  that  purpose. 

Interference — must  be  decided  upon  the  evidence. — The  decision  of  the 
Commissioner  and  the  judge  upon  appeal  can  only  proceed  upon  the  eri- 
dence  properly  in  the  ca.se. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  November,  1844.) 
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Statement  of  the  Case. 

A  leading  feature  of  the  applicant's  alleged  invention  was  the 
employment  of  an  endless  screw  engaging  with  the  teeth  of  a 
segmental  cog-wheel  on  the  rudder-head  for  readily  controlling 
the  movements  of  the  rudder.  It  appeared  that  the  quadrant  or 
segmental  cog-wheel  was  old,  and  that  it  had  previously  been 
actuated  by  band-wheels  or  engaging-pinions.  The  applicant 
contended  that  the  endless  screw  had  special  advantages  in  this 
connection  over  the  cog-wheels  and  band-wheels  in  use,  and  that 
his  machine  was,  therefore,  an  improvement  at  least  upon  the 
old  machines,  if  not  a  new  invention. 

Another  feature  of  the  applicant's  invention  consisted  in  form- 
ing a  spring  connection  between  the  rudder-head  and  the  tiller ; 
and  with  reference  to  this  subject-matter  the  application  was 
placed  in  interference  with  the  patent  to  Waterman.  It  trans- 
pired that  Waterman's  patent  had  inadvertently  issued  during  the 
pendency  of  a  caveat  previously  filed  by  Cochrane,  and  without 
notice  to  him.  It  was  contended  for  the  applicant  that  the  patent 
was  granted  in  violation  of  his  rights  as  a  caveator,  and  was  of  no 
effect,  and  that  a  patent  should  be  granted  to  himself  forthwith. 
It  was  further  charged  that  the  patent  was  surreptitiously  obtained 
by  collusion  with  the  officers  of  the  Department.  The  applicant 
endeavored  to  excuse  himself  from  not  having  produced  any  evi- 
dence to  show  the  time  of  making  drawings,  models,  &c. ,  on  the 
ground  that  the  office  rules  regulating  the  taking  and  transmitting 
of  evidence  only  specified  the  time  of  making  the  invention  as 
the  date  to  be  established  by  the  testinwny. 

The  Commissioner. 

I.  There  is  no  distinction  between  an  "invention"  and  an 
**  improvement, "  except  in  degree.  If  the  alleged  improvement 
be  an  improvement  within  the  meaning  of  the  law,  it  is  indubitably 
the  subject  of  a  patent ;  but  if  it  be  an  improvement  simply  because 
the  screw  works  better  than  a  pinion  or  a  band,  then  it  is  not 
necessarily  the  subject  of  a  patent.  An  improvement  on  an  origi- 
nal invention  is  itself  an  invention,  and.  must  be  such  to  authorize 
the  grant  of  a  patent ;  and  the  term  "improvement,"  in  the  con- 
nection in  which  it  is  introduced  in  the  law,  has  the  same  signifi- 
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cation  as  if  the  law  authorized  the  grant  of  a  patent  for  an  inven- 
tion on  an  invention  instead  of  for  an  improvement  on  an  inven- 
tion. (Whittemore  v.  Cutter,  i  Gallison,  478 ;  Odivine  v.  Win- 
pley,  2  Gallison,  51.)  All  writers  on  the  patent  law  admit  the 
patentability  of  an  improvement  on  an  original  invention,  but 
limit  this  to  such  improvements  as  are  inventions.  No  decisions 
on  the  patent  law  can  be  found  that  will  sustain  the  position  that 
the  substitution  of  a  mechanical  equivalent  is  an  invention. 

2.  The  use  of  the  endless  screw  as  a  means  of  communicating 
motion  to  a  cog-wheel  instead  of  a  pinion  is  taught  in  all  element- 
ary works  on  mechanics.  (Borgnis'  Traut^  de  Mechanique  Appli- 
quee  aux  Arts,  vol.  i;  Gregory's  Mechanics,  article  '* screw,** 
and  others.)  It  is  only  used  in  machinery  generally,  when  a 
great  multiplication  of  power  is  required,  with  little  complexity, 
and  when  the  loss  of  power  by  friction  is  not  deemed  very  im- 
portant; for  it  is  admitted  that  the  friction  between  the  threads 
of  the  screw  and  the  cogs  of  the  wheel  is  much  greater  to  pro- 
duce a  given  result  than  by  a  combination  of  cog-wheels;  but 
every  constructor  of  a  machine  has  the  option  to  obtain  a  certain 
increase  of  power  or  velocity  by  the  employment  of  either  of 
the  three  equivalents — cog-wheels  and  pinions,  band-wheels  and 
bands,  or  cog-wheels  and  endless  screw.  They  all  have  their 
advantages  and  disadvantages  under  different  circumstances,  and 
the  machinist  best  shows  his  knowledge  and  skill  who  selects 
the  one  best  adapted  to  the  purpose  in  view  in  this  selection; 
however,  he  does  not  invent,  and  is  not  therefore  entitled  to  a 
patent. 

3.  As  to  the  caveat,  the  only  protection  which  the  law  guarantees 
to  a  person  filing  a  caveat  is  a  notice  of  an  interfering  application 
for  a  patent  and  for  a  withholding  of  all  further  action  on  the 
same  application  for  the  space  of  three  months,  to  enable  the 
caveator  to  complete  an  application  for  a  patent;  and  then,  in 
case  of  an  actual  interference,  the  two  applications  are  to  be  re- 
ferred for  a  hearing.  This  hearing  has  been  granted  in  this  case  ; 
and  the  only  difference  between  the  circumstances  as  they  have 
occurred  and  what  they  would  have  been  had  the  officer  noticed 
the  caveat,  is  that  he  is  called  upon  to  contest  against  a  patent  in- 
stead of  an  application ;  and  had  he  proved  priority  of  invention 
and  obtained  a  patent,  he  would  have  been  obliged  to  apply  to 
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the  courts  for  a  repeal  of  Waterman's  patent.  Cochrane  is  in  fact 
in  a  better  position  with  reference  to  the  controversy,  as  the  prac- 
tice of  the  office  has  always  been,  in  contest  between  applicants 
and  patentees,  to  give  the  applicant  the  benefit  of  every  reason- 
able doubt ;  so  that  this  oversight  has  been  beneficial  to  him  so 
far  as  this  office  could  exercise  a  discretion. 

4.  There  is  no  evidence  to  show  that  the  patent  was  surrepti- 
tiously granted. 

5.  With  reference  to  the  applicant's  claim  to  have  a  patent,  on 
his  statement  that  he  made  the  invention  at  a  certain  time,  unsup- 
ported by  any  evidence  to  show  when  he  made  the  drawings, 
models,  &c.,  and  reduced  the  invention  to  practical  form,  it  is 
evident  that  the  rules  furnish  no  warrant  for  such  a  proceeding. 
The  Commissioner  is  not  bound  to  instruct  parties  as  to  what 
they  shall  submit  in  evidence  ;  and  any  suggestion  of  the  kind  in 
the  rules  must  be  regarded  as  a  suggestion  merely,  and  not  as  a 
requirement  upon  a  compliance  with  which  a  party  can  rely. 

Cranch,  J. 

John  Cochrane  appeals  from  the  decision  of  the  Commissioner 
of  Patents  refusing  to  grant  him  a  patent  for  a  machine  for  steer- 
ing vessels,  styled  **  The  Spring-Tiller  Self-Compensating  Steering 
Machine." 

By  the  eleventh  .section  of  the  act  of  March  3d,  1839,  chapter 
88,  the  revision  of  the  decision  of  the  Commissioner  of  Patents  is 
to  be  "  confined  to  the  grounds  of  his  decision,  fully  set  forth  in 
writings  touching  all  the  points  involved  by  the  reasons  of  ap- 
peal.'' 

Mr.  Cochrane,  in  his  specification,  says  that  the  nature  of  his 
invention  consists  in  applying  the  endless  screw  or  worm,  working 
in  cogs  on  the  periphery  of  a  quadrant,  to  the  moving  or 
holding  of  the  rudder  ;  and  also  in  the  application  of  springs  to 
compensate  for  the  action  of  the  sea  on  the  rudder. 

The  Commissioner  refused  to  grant  the  patent,  because,  as 
to  the  first  supposed  improvement,  viz.,  the  application  of  the 
endless  screw  to  the  cogs  on  the  periphery  of  a  quadrant,  it  was 
not  the  invention  of  an  improvement ;  and  as  to  the  second  im- 
provement, viz.,  the  springs  on  the  tiller,  it  would  interfere  with 
a  patent  already  granted  to  Henry  Waterman. 

The  reasons  of  appeal  from  the  decision  are,  in  substance,  first, 
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that  the  application  of  the  endless  screw,  &c. ,  is  an  invention  of 
an  improvement  on  the  machinery  of  steering  vessels,  within  the 
meaning  of  the  sixth  section  of  the  act  of  the  4th  of  July,  1836, 
chapter  575 ;  and  second,  that  he  was  the  first  inventor  of  the 
spring-tiller,  and  therefore  the  patent  ought  not  to  have  been 
granted  to  Waterman,  and  ought  now  to  be  granted  to  him 
(Cochrane). 

The  Commissioner,  in  stating  his  reasons  for  his  decision,  con- 
tends that  the  substitution  of  a  known .  mechanical  equivalent  is 
not  an  invention  within  the  patent  laws  ;  and  I  think  he  is  right. 
In  some 'machines  the  moving  power  is  communicated  by  a  band. 
If  I  were  to  substitute  a  pinion  for  the  band,  I  do  not  think  it  could 
be  considered  as  an  invention  for  which  I  could  obtain  a  patent. 

The  enless  screw  and  wheel  is  a  common  mechanical  power 
applicable  to  an  indefinite  number  of  machines ;  and  the  mere 
application  of  it  to  a  machine  to  which  it  had  never  before  been 
applied  would  not  be  an  invention,  although  it  might  make  the 
machine  better  than  it  would  have  been  without  it.  There  may 
be  innumerable  cases  in  which  that  mechanical  power  may  be  used 
with  good  eflfect,  but  it  docs  not  follow  that  the  person  using  it  is 
thereby  entitled  to  a  patent.  The  fact  that  it  enables  the  helms- 
man to  hold  and  stay  the  rudder  with  more  ease,  results  from  the 
nature  of  the  power,  and  it  is  a  property  belonging  to  it  where- 
ever  used,  for  the  power  of  the  helmsman  is  applied  slowly  at  the 
long  end  of  the  lever  against  the  power  of  the  rudder,  which 
works  at  the  short  end.  This  property  is  not  now  for  the  first 
time  discovered.  The  application  of  it  to  the  steering  of  a  vessel 
seems  to  be  no  more  entitled  to  a  patent  than  if  it  had  been  ap- 
plied to  a  kitchen  jack  for  washing.  It  seems  to  be  an  ordinary 
power  applied  to  an  ordinary  purpose,  and  that  the  application  of 
it  is  not  invention  within  the  meaning  of  the  patent  law.  Upon 
the  first  point,  therefore,  the  decision  of  the  Commissioner  is 
affirmed. 

The  second  question  is  whether  Mr.  Cochrane  was  the  first 
inventor  of  the  spring-tiller,  according  to  the  evidence  before  the 
Commissioner.  Upon  this  point  it  is  necessary  to  ascertain  what 
that  evidence  was. 

1st.  James  Cochrane  testifies,  in  his  deposition  taken  on  the 

13th  of  March,  1844,  at  Baltimore,  "that  he  knows  that  the  com- 

.pensating  principle  in  the  steering  machine  was  invented  by  John 
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Cochrane,  the  claimant,  by  the  application  of  that  spring  to  the 
rudder,  prior  to  the  19th  day  of  October,  1835."  He  heard  him 
describe  its  position  on  the  rudder  and  explain  its  use,  which 
was  to  ease  the  action  of  the  sea  on  the  rudder,  previous  to  the 
said  19th  of  October,  1835. 

2d.  Richard  Cochrane,  in  his  deposition  taken  at  Newark,  N. 
J.,  March  i6th,  1844,  says  **that  the  invention  was  made  in  the 
year  1835,  but  cannot  now  recollect  any  fact  by  which  to  ascer- 
tain in  his  own  mind  the  exact  date.  *  *  That  part  of  his  deposition 
in  which  he  says  that  he  distinctly  remembers  that  the  inventor 
(John  Cochrane)  said,  years  ago,  that  it  was  on  the  7th  of  Feb- 
ruary, at  10  o'clock  at  night,  is  not  competent  evidence  in  this 
cause.  The  deponent  further  testifies  *  *  that  he  was  present  when 
the  invention  was  made,  and  recollects  that  it  was  at  night.  * '  He 
further  testifies  **that  in  the  month  of  October,  1835,  he  had  a 
conversation  with  Captain  Scott,  of  the  brig  *  Planter,*  at  Balti- 
more, Maryland,  on  the  principle  on  which  steering  machines 
should  act,  for  the  purpose  of  ascertaining  whether  the  springs 
were  as  important  in  steering  as  the  said  John  Cochrane  sup- 
posed ;  but  that  he  (deponent)  is  certain  that  this  invention  was 
in  existence  before  said  conversation  with  Captain  Scott.'*  He 
further  testifies  that  *  *  the  model  deposited  at  Washington  is  the 
same  in  substance  or  principle  as  when  first  invented  by  John 
Cochrane. '  * 

The  letter  of  Captain  Bunker  of  the  13th  of  February,  1843,  a 
copy  of  which  was  inclosed  in  Mr.  John  Cochrane* s  letter  of  the 
22d  of  March,  1844,  to  the  Commissioner  of  Patents,  is  not  evi- 
dence in  this  cause ;  and  if  it  were,  it  does  not  give  any  informa- 
tion as  to  the  priority  of  invention  of  the  spring-tiller. 

All  the  evidence  in  fevor  of  the  appellant  upon  that  point  is 
contained  in  the  depositions  of  James  and  Richard  Cochrane  ;  and 
they  do  not  carry  back  the  date  of  the  invention  to  any  certain 
time  prior  to  the  19th  of  October,  1835.  The  only  evidence  of 
Henry  Waterman*s  priority  of  invention  of  spring-tillers  is  con- 
tained in  the  deposition  of  Stephen  Waterman,  who  testified  that 
in  April  or  May,  1835,  he  had  a  conversation  with  his  brother 
Henry  in  relation  to  the  supplication  of  springs  to  the  head  of  the 
rudder,  and  again  in  July,  1837  J  **that  at  both  of  said  interviews 
said  Henry  Waterman  described  to  said  deponent  his  said  inven- 
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tion,  the  same  as  the  one  patented  to  him  in  Washington  ;"  that 
in  February,  1843,  the  deponent  being  about  to  go  to  Washing- 
ton, Henry  Waterman  furnished  him  with  a  model  of  his  inven- 
tion ;  that  being  in  New  York,  they  called  to  see  Mr.  Cochrane' s 
model,  and  Henry  Waterman  showed  his  own  model ;  that  the 
deponent  asked  Mr.  Halstead,  who  had  charge  of  Mr.  Cochrane' s 
model,  how  long  it  had  been  invented,  and  the  deponent  thinks 
he  stated  in  reply,  seven  or  eight  years.  The  deponent  annexes 
to  his  deposition  an  original  letter  from  himself  to  his  brother 
Henry,  but  it  is  of  no  importance. 

This  deposition  appears  to  have  been  taken  in  the  presence  of 
Mr.  Cochrane,  and  carries  back  the  date  of  Waterman* s  inven- 
tion of  the  spring- tiller  to  April  or  May,  1835,  whereas  the  date 
of  Mr.  Cochrane' s  invention  is  not  carried  back  with  any  degree 
of  certainty  beyond  the  19th  of  October,  1835.  The  Commis- 
sioner of  Patients,  therefore,  was  bound,  as  the  case  appeared  in 
evidence  before  him,  to  refuse  to  grant  a  patent  to  Mr.  Cochrane. 

Mr.  Cochrane,  in  stating  the  reasons  of  his  appeal,  has  alleged 
that  Mr.  Waterman  obtained  his  patent  surreptitiously.  There 
is  no  evidence  to  support  this  charge.  The  reasons  of  appeal  are 
extended  at  great  length,  and  for  the  most  part  are  founded  upon 
the  assumption  of  facts  of  which  there  was  no  competent  evidence 
before  the  Commissioner: 

1st.  There  is  no  evidence  that  either  of  the  applicants  for  the 
patent  had  reduced  the  invention  of  the  spring-tiller  to  practice. 
The  letter  of  Captain  Bunker  is  not  admissible  evidence. 

2d.  There  is  no  evidence  of  the  protest  of  W.  W.  Kingsley 
mentioned  in  the  reasons  of  appeal. 

3d.  There  is  no  evidence  that  in  the  interview  between  the 
Watermans  and  Halstead  in  New  York  in  1843  Henry  Waterman 
said  that  he  invented  the  spring-tiller  '''four  or  five  years  ago ;  " 
nor  that  he  had  never  tried  it ;  nor  that  Mr.  Halstead  informed 
them  "that  this  machine  was  then  on  board  of  two  ships,  viz., 
the  "Alabama  "  and  ^he  "  Vicksburg,"  and  was  in  operation  about 
six  months,  and  so  far  appeared  to  answer  well  ;  "  nor  "  that  Mr. 
Cochrane  had  been  at  great  expense  in  maturing  the  invention 
and  reducing  it  to  practice,  and  had  it  in  actual  operation  ; "  nor 
"  that  Mr.  Waterman  had  bestowed  no  labor  and  gone  to  no 
expense  upon  the  invention." 
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4th.  There  is  no  evidence  that  Mr.  Waterman  claimed  to  have 
invented  this  application  of  springs  in  1838  or  1839. 

5th.  There  is  no  evidence  that  Stephen  Waterman  protested 
that  if  Ellsworth  should  take  back  the  patent  they  would  enter  a 
suit  for  damages  against  him. 

6th.  There  is  no  evidence  that  Richard  Cochrane  had  the  books 
of  the  brig  *'  Planter  "  examined  to  ascertain  the  date  of  the  con- 
versation with  Captain  Scott. 

7th.  What  Mr.  John  Cochrane  says,  in  his  reasons  of  appeal, 
he  told  his  brother  Richard  is  not  evidence. 

8th.  There  is  no  evidence  that  James  Cochrane  stated  as  a  rea- 
son for  fixing  the  date  of  the  invention  before  the  19th  of  October, 
1835,  that  on  that  day  he  left  Baltimore  to  reside  in  Richmond. 

9th.  There  is  no  evidence  that  Stephen  Waterman  stated  in 
evidence  that  Cochrane*s  *'  machines  were  in  operation.'' 

loth.  There  is  no  evidence  that  Richard  Waterman  was  inten- 
tionally assisted  by  the  Patent  Office  in  disregarding  the  caveat, 
as  insinuated  in  the  reasons  of  appeal  ;  nor  is  there  any  evidence 
that  the  evidence  of  one  of  Mr.  Cochrane' s  witnesses  was  muti- 
lated ;  nor  that  any  important  evidence  was  suppressed  ;  nor  that 
a  portion  of  the  evidence  was  passed  over  without  notice,  as 
charged  in  the  reasons  of  appeal. 

All  those  reasons  of  appeal,  therefore,  which  were  founded  on 
supposed  facts,  of  which  there  was  no  evidence,  must  be  disre- 
garded. 

The  fact  that  the  patent  to  Mr.  Waterman  was  granted  while 
Mr.  Cochrane's  caveat  was  pending  and  in  force  does  not  of  itself 
vacate  that  patent,  nor  authorize  the  Commissioner  to  grant  to 
Mr.  Cochrane  a  patent,  unless  he  should  establish  his  priority  of 
invention. 

The  Commissioner  could  act  only  upon  the  evidence  before 
him,  and  I  can  act  only  upon  the  same  evidence.  If  Mr.  Coch- 
rane had  other  evidence,  and  did  not  produce  it,  it  was  his  own 
fault  or  misfortune ;  but  perhaps  he  may  yet  file  a  bill  in  equity 
under  the  sixteenth  section  of  the  act  of  Congress  of  the  4th  of 
July,  1836,  and  establish  his  priority  and  obtain  a  patent. 

Upon  consideration  of  the  reasons  of  appeal,  and  the  reasons  of 
the  Commissioner  of  Patents  for  his  decision,  I  am  of  opinion  that 
the  decision  is  correct,  ind  ought  to  be  affirmed. 

Oba  Meeker y  for  Cochrane. 
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Solomon  C.  Warner,  Appellant, 

vs. 
Charles  Goodyear,  Appellee.     Interference. 

INTKRFKRENCB — QUESTION    IS  WHKTHKR   APPLIOANT   IS    ENTITLED    TO  A  PATENT. — 

In  an  interference  between  an  applicant  and  a  patentee,  the  question  is 
whether  the  applicant  is  the  first  inventor ;  for  if  he  is  not,  it  is  im- 
material to  the  cause  who  is. 

Invention — combination  op  old  devices  —  new  result. — When  a  certain 
particular  combination  of  old  instruments  or  devices  produces  a  new 
and  useful  effect  in  the  art — as  the  combination  for  the  first  time  in  a 
machine  for  making  corrugated  or  shirred  India-rubber  goods  of  calen- 
ders, rollers,  endless  apron,  and  a  stitching  frame — that  combination 
becomes  the  lawful  subject  of  a  patent. 

Inadmissible  testimony  may  be  stipulated  in,  subject  to  credibility. — 
Testimony  otherwise  inadmissible  may  be  admitted  upon  stipulation,  but 
the  interest  of  the  witnesses  in  the  matter  in  controversy  may  still  go 
to  their  credit  and  have  its  due  weight. 

Original  inventor — presumption  in  favor  of  one  who  made  the  machine 
— rebutted  by  circumstances — ESTOPPEL. — The  prima-facie  evidence  of 
inventorship,  arising  out  of  the  fact  that  the  machine  in  controversy  was 
•  made  by  one  of  the  parties  to  the  interference,  is  rebutted  by  evidence 
showing  that  such  party  was  at  the  time  in  the  employ  of  the  other  party 
as  a  machinist,  and  that  he  made  the  machine  at  his  employer's  request 
and  for  his  benefit,  and  made  no  claim  to  the  invention  until  long  after- 
wards, but,  on  the  contrary,  stood  by  and  saw  his  employer  apply  for 
and  obtain  a  patent  without  objection. 

Sm — Sm. — Under  such  circumstances,  the  presumption  is  that  the  machine 
was  made  according  to  the  directions  of  the  party  beneficially  interested, 
and  in  pursuance  of  his  invention. 

Before  Cranch,  C.  J.,  District  of  Columbia,  July,  1846. 

Cranch,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  a  patent  to  S.  C.  Warner  for  combining  with  metallic 
calender  rollers  an  elastic  endless  apron  and  a  stretching- frame, 
for  manufacturing  corrugated  or  shirred  India-rubber  goods. 

The  only  material  point  involved  in  the  reasons  of  appeal,  and 
to  which  my  revision  must  be  limited,  is  whether  Solomon  C. 
Warner  was  the  first  inventor  of  that  combination  ;  (which  is  the 
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same  combination  for  which  Charles  Coodyear  obtained  a  patent 
on  the  9th  of  March,  1844,  upon  a  specification  dated  July  24th, 
1843,  more  than  fifteen  months  before  the  application  of  Solomon 
C.  Warner;)  for  if  he  was  not  the  first  inventor,  it  is  immaterial 
to  this  cause  who  was. 

Upon  this  point  the  Commissioner  of  Patents  had  decided  that 
he  was  not  the  first  inventor ;  and  upon  his  appeal  from  that  de- 
cision the  question  is  now  brouj^ht  before  me,  and  must  be  decided 
according  to  the  evidence  produced  before  the  Commissioner  and 
now  laid  before  me. 

That  a  patentable  improvement  in  the  manufacture  of  corru- 
gated or  shirred  India-rubber  goods  by  machinery  has  been  in- 
vented, is  admitted  by  both  parties  ;  and  in  order  to  ascertain  who 
was  the  inventor,  it  seems  to  be  necessary,  first,  to  ascertain  in 
what  this  patentable  improvement  consists. 

It  does  not  consist  in  the  whole  machine,  nor  in  any  particular 
part  of  it,  for  neither  the  whole  nor  any  part  of  it  is  new.  The 
invention  consists  only  of  a  new  combination  of  some  known  me- 
chanical principles  or  powers.  The  calenders,  the  rollers,  the 
endless  apron,  and  the  stretching-frame  are  all  old  instruments, 
and  as  such  cannot  be  patented ;  but  when  a  certain  particular 
combination  of  them  produces  a  new  and  useful  effect  in  the  man- 
u&cture,  that  combination  becomes  the  lawful  subject  of  a  patent. 

Warner*s  specification  says  that  what  he  claims  as  new  is  the 
combining  with  the  metallic  calender  rollers  an  elastic  endless 
apron  and  a  stretching-frame.  Goodyear*  s  specification  is  in  the 
same  words,  omitting  the  word  "metallic." 

The  question,  then,  is.  Was  Solomon  C.  Warner  the  first  in- 
ventor of  that  combination  ?  A  vast  deal  of  testimony  has  been 
taken ;  much  of  it  is  immaterial.  The  counsel  for  the  claimant 
objects  to  some  of  Mr.  Goodyear' s  witnesses  as  incompetent  by 
reason  of  their  interest.  But  there  is  an  agreement  signed  by  the 
counsel  of  the  parties,  dated  January  9th,  1846,  "that  all  testimony 

taken  before Goodyear,  Esq.,  U.  S.  Commissioner,  and 

Metcalf,  Esq.,  U.S.  Commissioner,  up  to  and  during  the  9th  of 
January,  1846,  shall  be  heard  and  considered  by  the  Commissioner 
of  Patents  whether  the  same  be  filed  before  the  1 2th  of  January 
instant  or  not ;  rights  reserved  as  to  all  other  testimony  taken 
after  this  date."    All  the  testimony  to  which  the  objection  relates 
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was  taken  before  those  Com»iissioners,  or  one  of  them,  and  before 
or  during  the  9th  of  January,  1846.  This  agreement  se.ems  to 
me  to  be  a  waiver  of  the  objection  to  the  competency  of  the 
witnesses  whose  testimony  is  thus  agreed  to  be  heard  and  con- 
sidered. 

The  objection,  however,  may  go  to  their  credit  and  have  its 
due  right.  The  principal  evidence  in  favor  of  Solomon  C.  War- 
ner is  the  inference  drawn  from  the  fact  that  he  made  the  machine 
which  contains  the  combination  for  which  he  desires  to  obtain  a 
patent. 

This  IS  prima-/acte  ewidence  that  he  was  the  first  inventor  of 
that  combination.  This  inference,  however,  is  rebutted  by  the 
fact  that  in  making  that  machine  he  was  working  at  his  trade  as 
a  machinist  in  the  employment  and  for  the  benefit  of  Mr.  Good- 
year for  wages ;  that  he  did  not  claim  to  be  the  inventor  of  that 
combination  for  a  long  time  after  his  supposed  invention,  but 
stood  by  and  saw  Mr.  Goodyear  apply  for  and  obtain  a  patent 
for  it  without  objection  ;  and  did  not  apply  for  a  patent  for  it  as 
his  own  invention  until  the  4th  of  November,  1844,  more  than 
eighteen  months  after  his  supposed  invention,  and  nearly  six 
months  after  Goodyear  had  obtained  his  patent  for  the  same 
invention,  and  not  till  Norton  &  Lawrence  had  agreed  to  secure 
him  against  all  costs  and  expenses  to  be  incurred  in  procuriftg 
the  patent. 

Those  facts  seem  to  me  to  rebut  the  inference  drawn  from  the 
fact  that  Mr.  Warner  was  the  fabricator  of  the  machine  which 
contains  the  combination. 

The  greater  part  of  the  testimony  produced  by  him  is  to  prove 
the  fact  that  he  built  the  machine. 

The  presumption,  from  the  fact  that  Warner  made  the  machine 
for  Goodyear  at  his  request,  for  his  benefit,  and  at  his  expense, 
is  that  it  was  made  according  to  his  directions  ;  and  the  burden 
of  proof  is  then  on  Warner  to  show  that  the  machine  was  not 
according  to  his  directions. 

By  a  careful  examination  of  the  testimony,  I  am  satisfied  that 
in  the  fall  of  1842  Mr.  Charles  Goodyear  made  several  experi- 
ments combining  the  principle  of  the  calenders,  the  stretching- 
frame,  and  the  elastic  apron  passing  through  the  calenders  with 
the  cloth  intended  to  be  corrugated,  and  ascertained  that  a  ma- 
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chine  combining  these  principles,  if  properly  made,  would  effect 
the  object  he  has  in  view,  viz.,  the  shirring  of  India-rubber  goods 
by  machinery.  This  combination,  the  effect  of  which  Mr.  Good- 
year had  thus  ascertained,  was  reduced  to  practice  by  the  ma- 
chine built  by  Solomon  C.  Warner,  at  the  request  or  by  the  order 
and  at  the  expense  of  Mr.  Goodyear ;  so  that  it  was  in  fact  Mr. 
Goodyear,  and  not  Mr.  Warner,  who  reduced  the  invention  to 
practice. 

Whether  the  apron  shall  be  an  endless  or  a  straight  apron,  does 
not  affect  the  principle.  The  object  was  to  have  an  elastic  mat- 
ter pass  through  the  calenders  with  the  cloth  intended  to  be 
corrugated.  The  one  way  does  the  work  better  than  the  other, 
but  neither  of  these  effects  the  object  intended.  Mr.  Goodyear's 
invention  or  discovery  was  in  1842.  Mr.  Warner  claims  only 
from  the  spring  of  1843.  Without  deciding,  therefore,  the  ques- 
tion whether  or  not  Mr.  Solomon  C.  Warner  received  his  instruc- 
tion from  Mr.  Goodyear  or  from  Mr.  Emory  Kider,  or  from  any 
any  one  else,  I  am  of  opinion  from  the  evidence  that  Mr.  Solomon 
C.  Warner  was  not  the  first  inventor  of  the  combination  for  which 
he  asks  to  obtain  a  patent. 

Ed^ar  S.  Van  IVink/e,  for  appellant. 

Wtlliani  Indran,  for  appellee. 


William  Cundell,  Appellant, 


vs, 

X 

ZiBA  Parkhurst,  Appellee.     Interference. 

Direct  and  circumstantial  evidkxce. — The  positive  testimony  of  a  credible 
witness  fixing  the  date  of  an  invention  outweighs  circumstRntial  evidence 
merely  raising  a  doubt  as  to  the  correctness  of  the  witness'  recollections. 

(Before  Craxch,  Ch.  J.,  District  of  Columbia,  May,  1847.) 
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Cranch,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  re- 
fusing a  patent  to  William  Cundell  because  it  interferes  with  an 
application  by  Parkhurst,  the  prior  inventor  of  the  same  im- 
provement of  a  machine  for  cleaning  sheeps*  wool  from  burrs,  &c., 
the  Commissioner  having  decided  that  Parkhurst  was  the  first 
inventor  of  the  improvement. 

The  Commissioner's  decision  is  as  follows : 

* '  The  improvement  in  dispute  between  the  parties  is  the  appli- 
cation of  the  zigzag  or  pointed  guard  to  the  furring  machine. 
The  testimony  of  James  T.  Johnston  proves  that  the  said  Park- 
hurst showed  the  guard  in  question  as  early  as  the  spring  of  1845 ; 
and  none  of  the  witnesses  testify  to  its  invention  by  the  said  Cun- 
dell earlier  than  the  summer  of  the  same  year.  Priority  of  im'en- 
tion  is  therefore  decided  in  favor  of  Ziba  Parkhurst.  This  view 
of  the  case  renders  the  decision  of  the  interlocutory  questions 
which  have  been  raised  in  taking  the  testimony  wholly  unneces- 
sary.    February  2d,  1847." 

From  this  decision  Mr.  Cundell  has  appealed  and  assigned  his 
reasons  of  appeal  as  follows  : 

*  *  Ahhough  the  witness  referred  to  does  testify  that  Ziba  Park- 
hurst described  to  him  the  improvement  in  question  in  the  spring 
of  1845,  and  at  a  time  anterior  to  the  alleged  invention  of  William 
Cundell,  yet  it  will  appear  from  the  testimony  on  both  sides  that 
this  witness  erred  in  his  statement  of  the  time  at  which  this  com- 
munication was  made  to  him  ;  for  it  is  clearly  proved  by  the  tes- 
timony that  this  improvement  was  made  in  consequence  of  the 
imperfect  working  of  the  original  machine  and  to  remedy  a  defect 
which  was  discovered  after  this  machine  was  put  in  operation ; 
and  the  whole  of  the  testimony  shows  that  this  machine  was  not 
put  in  operation  until  the  month  of  July,  1845,  subsequent  to  the 
time  at  which  the  witness  testifies  the  said  improvement  was 
described  to  him  by  Parkhurst.  They  therefore  say,  first,  that  the 
improvement  which  was  the  result  of  and  suggested  by  the  defect- 
ive working  of  a  machine  could  not  have  been  described  before 
the  said  machine  was  constructed  and  put  in  operation  ;  and  that, 
therefore,  the  Commissioner  of  Patents  erred  in  giving  credence 
to  the  statement  by  a  witness  of  a  date  which  all  the  circumstances 
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of  the  case  established  by  the  testimony  adduced  on  both  sides 
clearly  shows  was  the  result  of  error.  * ' 

By  the  act  of  March  3d,  1839,  section  11,  the  Commissioner 
of  Patents  is  to  *  *  lay  before  the  judge  all  the  original  papers  and 
evidence  in  the  case,  together  with  the  grounds  of  his  decision, 
fully  set  forth  in  writing,  touching  all  the  points  involved  by  the 
reasons  of  appeal,  to  which  the  revision  shall  be  confined. ' ' 

The  only  point  involved  in  the  reasons  of  appeal  is  the  date  of 
the  conversation  between  Ziba  Parkhurst  and  Joseph  C.Johnson, 
in  which  the  former  showed  the  latter  a  drawing  similar  to  Ex- 
hibit *'  D,"  of  a  machine  called  a  shipper  or  guard,  to  be  applied 
to  a  burring-machine.  Mr.  Johnson  thinks  it  was  the  latter  part  of 
the  spring  of  1848,  but  says  he  cannot  name  dates.  He  fixes  the 
date,  however,  by  recollection  of  another  fact,  to  wit,  that  in 
May,  1845,  Ziba  Parkhurst  went  out  to  Erie  county,  Pennsylvania, 
and  Ohio,  and  bought  fifty  or  sixty  thousand  pounds  of  wool, 
and  drew  upon  Johnson's  house  for  it,  who  sold  it  on  commission 
for  him,  and  that  that  is  his  reason  for  knowing  the  time,  and 
that  he  saw  the  machine  before  Ziba  left  Erie  county,  Pennsyl- 
vania. 

This  witness,  who  is  a  merchant,  appears  to  have  testified  fairly 
and  impartially.  No  attempt  is  made  to  discredit  him,  unless  by 
showing  that  he  has  mistaken  the  date  of  conversation.  This  is 
attempted  to  be  done  by  proving  facts  supposed  to  be  consistent 
with  the  testimony  of  this  witness. 

None  of  the  other  witnesses  carry  the  invention  farther  back 
than  a  few  weeks  after  Stephen  R.  Parkhurst  first  departed  from 
England,  which  appears  to  have  been  about  the  ist  of  August, 
1845 ;  but  they  speak  of  the  time  when  the  invention  was  first 
applied  to  a  machine  in  operation,  not  to  the  time  of  the  inven- 
tion itself,  which  necessarily  precedes  it.  There  is,  therefore,  no 
irreconcilable  discrepancy  between  Mr.  Johnson  and  the  witnesses 
as  to  the  time. 

But  it  is  said  by  Mr.  Cundell's  counsel  that  the  defects  of  the 
machine  at  No.  60  Vesy  street  led  Ziba  to  suggest  the  improve- 
ment, and  that  the  machine  was  not  put  into  operation  until  the 
iSth  of  July,  1845.  But  I  have  not  found  any  evidence  that  it 
was  the  defect  in  the  working  of  that  particular  machine  that 
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suggested  the  improYement.  Other  burring  machines  had  been 
before  in  use  to  which  the  new  stopper  might  be  an  improvement 
and  the  defects  of  which  might  have  suggested  the  improvement. 
Other  circumstances  have  been  given  in  evidence  tending  to  throw 
some  doubts  as  to  the  time  of  invention,  but  none  which,  in  my 
opinion,  outweigh  the  positive  testimony  of  Mr.  Johnson. 

I  am,  therefore,  of  opinion  that  Ziba  Parkhurst  has  established 
his  priority  of  invention  of  the  zigzag  guard  to  the  burring 
machine,  and  is  entitled  to  a  patent  therefor,  and  that  the  decision 
of  the  Commissioner  of  Patents  be  affirmed. 

Chas.  M.  Keller y  for  Cundell. 

Geo,  Giffordy  for  Parkhurst. 

Mr.  Fitzgeraldy  for  Commissioner. 


Alonzo  D.  Perry,  Appellant, 

vs, 
Samuel  G.  Cornell,  Appellee.  Interference. 

EviDENCB — NOTICE — WAIVER. — Depositions  taken  without  notice  cannot  be  read 
in  evidence  unless  the  other  party  has  waived  his  right  to  notice  and 
agreed  to  admit  them  into  the  case. 

Sm — Sm. — A  notice  from  the  other  party  to  have  the  depositions  produced 
before  a  commissioner  for  inspection  is  not  a  waiver  of  the  right  to 
notice,  nor  is  an  offer  to  have  the  witness  again  before  the  commissioner 
for  cross-examination  and  the  refusal  to  cross-examine  when  so  produced. 
The  party  has  a  right  to  be  present  at  the  direct  examination-in-chief. 

Officer  of  the  patent  office  at  hearing. — An  officer  of  the  Patent  Office 
may  attend  the  hearing  before  the  judge  for  the  purpose  of  explaining  the 
decision  of  the  Commissioner.  He  cannot  be  considered,  however,  as 
counsel  for  the  Commissioner,  nor  as  advocate  for  either  of  the  parties 
litigant. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  July.  1847.) 
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Statement  of  the  Ca«e. 

The  first  reason  of  appeal  in  this  case  was  disposed  of  as  an 
interlocutory  question  during  the  progress  of  the  case  in  the  fol- 
lowing opinion : 

Cranch,  J. 

The  first  reason  of  appeal  is,  that  the  evidence  does  not  show 
Cornell  to  be  the  first  to  conceive  the  idea  of  a  machine  such  as 
he  now  claims. 

The  question,  therefore,  is,  What  is  the  evidence? 

The  counsel  for  Mr.  Perry  offered  to  the  Commissioner  of  Pat- 
ents the  deposition  of  Robert  J.  Craig  and  twenty  other  witnesses 
taken  without  notice  to  this  applicant,  Samuel  G.  Cornell.  These 
depositions,  therefore,  cannot  be  used  against  him,  unless  he  has 
waived  his  right  to  notice  and  agreed  to  admit  them  to  be  read  in 
evidence  before  the  Commissioner  of  Patents.  It  is  suggested 
that  the  notice  given  by  Mr.  Cornell* s  counsel  to  the  other  parties 
litigant  to  produce  these  depositions  before  a  commissioner  for 
inspection  and  examination  by  his  counsel,  and  the  offer  by  Mr. 
Perry  to  have  witnesses  again  before  the  commissioner,  to  be 
cross-examined  by  Mr.  Cornell* s  counsel,  and  his  refusal  to 
cross-examine  them  when  produced,  was  equivalent  to  a  waiver 
of  notice. 

I  am  not,  however,  of  that  opinion.     Mr.  Cornell  had  a  right 

to  be  present  at  the  direct  examination-in-chief  But  it  is  said 
that  the  Commissioner  of  Patents  has  received  these  depositions 
in  evidence ;  and  as  he  decided  in  favor  of  Mr.  Cornell,  he  cannot 
appeal  upon  that  ground.  But  the  Commissioner  in  his  judg- 
ment says  it  is  unnecessary  to  decide  the  question  raised  in  refer- 
ence to  the  admissibility  of  the  evidence,  as  its  rejection  would 
not  vary  the  result.  It  is  plain,  therefore,  that  he  did  not  decide 
that  question.  There  is  no  evidence  that  Mr.  Cornell  or  his 
counsel  has  ever  agreed  to  admit  these  depositions  as  evidence 
against  him.     They  must  therefore  be  rejected. 

Mr.  Keller,  the  agent  of  the  defeated  applicant,  objects  to  my 
hearing  any  argument  by  an  officer  or  counsel  of  the  Patent  Office. 
Heretofore  it  has  been  usual  for  some  officer  of  the  Patent  Office 
to  attend  the  hearings  before  the  judge  upon  appeals  from  the 
judgment  of  the  Commissioner,  and  no  objection  to  that  course 
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has  been  taken  until  this  time.  The  officer  who  attends  is  not 
considered  as  counsel  for  the  Commissioner  or  for  the  office,  and 
I  should  think  he  could  not  with  propriety  be  considered  as  an 
advocate  of  either  of  the  parties  litigant.  I  have  heretofore  con- 
sidered him  a3  attending  for  the  purpose  of  explaining  the  decision 
of  the  Commissioner,  and  not  as  arguing  the  cause  of  either  of  the 
litigants.  He  can  only  appear  as  an  officer  of  the  Department ; 
as  such,  I  shall  always  be  willing  to  avail  myself  of  his  assi.stance 
in  the  investigation  of  the  truth. 


Chas.  M.  Keller^  for  appellant. 
E,  B,  StoughtoUy  for  appellee. 
W,  P.  N.  Fitzgerald,  for  Commissioner. 


Alonzo  D.  Perry,  Appellant, 
Samuel  G.  Cornell,  Appellee.  Interference. 

EviDKXCK  —  SAME  AS  RRFORK  COM MiSKiuNER. — Thc  judge,  iipoii  appeal,  can 
consider  only  such  evidence  as  was  properly  before  the  Commissioner. 

Deposition  taken  without  notice. — Depositions  taken  in  an  interference 
without  notice  to  a  party,  as  depositions  taken  before  he  became  a  party 
to  the  case,  are  not  evidence  against  him,  and  cannot  be  considered  by 
the  judge  upon  appeal. 

Evidence — CROsa-sxAMiNATioN  waives  objection. — When  a  party  to  the  case, 
otherwise  an  incompetent  witness,  is  produced  to  prove  the  loss  of  original 
drawings  and  sketches,  and  is  cross-examined  at  large,  his  answers  are 
Iherebv  made  evidence  for  himself. 

Rkdvction  to  practice — NOT  REQi'iRED — BRINGING  INTO  iTSE. — Reducing  to 
practice  differs  from  bringing  into  use.  There  is  no  law  requiring  the 
applicant  to  reduce  his  invention  to  actual  use  before  he  can  obtain  a 
patent. 

RKorcTioN  TO  PRACTICE  DEFINED. — An  iuveutor  has  reduced  his  invention  to 
practice  when  he  has  so  described  it  upon  paper,  with  such  drawings  or 
motiel  as  will  enable  any  person  skilled  in  the  art  to   make  and  use  the 
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same;  but  he  is  not  obliged  to  furnish  drawings  or  model  until  be  makes 
his  application. 

Reasonable  diliobnck — section  15  of  the  act  ok  1836  does  not  apply  to 
APPLICANT. — Nor  is  it  necessary  that  the  first  inventor  should  use 
"reasonable  diligence  in  adopting  and  perfecting  his  invention."  The 
fifteenth  section  of  the  act  of  1836,  providing  that  the  defendant  may 
^how,  in  order  to  vacate  a  patent  already  granted^  that  it  was  surrep- 
titiously obtained  for  an  invention  which  was  being  diligently  prose- 
cuted by  another,  does  not  apply  to  the  case  of  contending  applicants. 

No  diligence  required — ABANDONMENT. — Before  a  patent  is  granted  to  any 
one  for  an  invention,  there  is  no  law  that  requires  the  inventor  to  disclose 
his  invention  within  any  limited  time.  There  is  no  limitation  of  his  right 
to  obtain  a  patent,  unless  the  lapse  of  time  be  sufficient  to  show  an  abau- 
donnient  of  the  invention. 

InTERFEREXOE     FROCEEDINUS DECI8I0N8    OP    THE     COURTS    DO    NOT    APPLY. — The 

cases  cited  from  the  books  are  all  ca.ses  in  law  or  in  equity  in  actions  for 
violation  of  patents  already  granted.  The  proceedings  before  the  (^)ni- 
missioner  are  initiatory.  The  question  is  whether  the  patent  shall  be 
granted,  not  whether  it  shall  be  vacated ;  and  a  ])atent  may  be  grunted 
upon  less  evidence  than  would  be  required  to  sustain  or  amend  it. 

(Before  Cranch.  Ch.  J.,  District  of  Columbia,  July,  1847.) 

Statement  of  the  Case. 

The  facts  are  stated  in  the  opinion. 

The  Cofnmissioner. 

Cornell  is  not  debarred  from  obtaining  a  patent  by  rea.son  of 
the  fact  that  he  did  not  reduce  the  invention  to  practice  until  after 
the  other  parties  had  built  their  machines.  It  is  sufficient  for  the 
present  purpose  to  state  the  law  as  understood  by  the  Office,  and 
show  its  application  to  the  facts  presented  in  the  testimony.  It 
appears  by  the  testimony  that  Cornell  described  the  machine  fully 
to  a  practical  mechanic,  so  that  he  perfectly  understood  it  ;  that 
he  repeatedly  made  working  drawings  representing  the  machine 
in  so  clear  a  manner  that  the  mechanic  was  able  to  make  drafts 
and  estimates  of  its  cost,  and  absolutely  did  both  without  the 
assistance  of  Cornell.  In  a  word,  Cornell  made  the  invention  as 
clearly  understood  as  if  the  machine  had  been  built  and  put  into 
operation.  The  principal  merit  of  the  invention  in  this  case  was 
in  the  conception  of  the  idea,  and  not,  as  in  many  cases,  in  de- 
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vising  means  for  carrying  it  out.  After  the  principle  was  sug- 
gested, any  competent  mechanic  could  build  the  machine  without 
inventing  or  contriving  any  devices,  but  by  merely  the  exercise  of 
his  trade  or  art  as  previously  applied  to  machinery  for  the  same 
purpose.  It  appears,  therefore,  that  Cornell  had  done  all  that  an 
inventor,  as  such,  could  do,  and  nothing  remains  to  complete  the 
machine  but  the  labor  of  the  mechanic,  which  certainly  cannot  be 
confounded  with  invention.  The  greater  number  of  inventions 
daily  patented  have  never  been  reduced  to  practice,  and  the  Office 
holds  that  invention  may  be  as  distinct  from  reduction  to  practice 
as  it  is  from  the  sale  of  a  machine. 

There  is  always  a  line  of  demarkation  between  the  province  of 
the  inventor  and  that  of  the  mechanic;  and  although  the  boundary 
is  not  always  obvious,  in  the  present  case  it  is  sufficiently  so,  and 
it  is  urged  that  Cornell  covered  the  whole  ground  appropriated 
to  the  inventor,  and  that  he  left  nothing  undone,  except  what 
belongs  to  the  capitalist.  There  is  nothing  whatever  to  militate 
against  this  position,  except  the  dictum  that  **  he  who  first  reduces 
the  invention  to  practice  is  the  first  inventor" — a  dictum  which, 
though  often  quoted  and  reiterated,  was  not  applicable  to  nor 
borne  out  by  the  case  in  which  it  was  first  pronounced,  nor  by 
any  of  the  cases  in  which  it  has  subsequently  been  repeated,  and 
which,  in  the  broad  terms  in  which  it  was  announced,  is  not,  and 
never  has  been,  the  law.  If  by  reduction  to  practice  is  meant 
rendering  a  principle  practicable  or  useful  in  a  new  way,  and 
clearly  pointing  out  the  way  in  which  it  may  thus  be  made  useful, 
so  that  any  competent  mechanic  can  avail  himself  of  it,  then  and 
in  that  sense  an  invention  must  be  reduced  to  practice.  Neither 
the  statutes  nor  the  decisions  of  the  courts  require  that  a  machine 
should  be  built  or  used  as  a  part  of  the  invention,  and  before  the 
party  can  be  considered  an  inventor. 

The  explanation  here  given  of  the  proper  reduction  to  practice 
is  the  only  one  which  will  reconcile  the  decisions  and  make  them 
conform  to  the  statutes  respecting  patent  rights. 

Cranch,  J. 

There  were  four  conflicting  applications  for  a  patent  for  the 
improvement : 

ist.   By  John  Robertson,  on  the  9th  of  September,  1846. 
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2d.    By  Alonzo  D.  Perry,  on  the  6th  of  October,  1846. 

3d.    By  Stephen  Parks,  Jr.,  on  the  12th  of  November,  1846;  and 

4th.  By  Samuel  G.  Cornell,  on  the  21st  of  December,  1846. 

Before  the  application  of  Samuel  G.  Cornell,  and  while  the  liti- 
g^ation  was  going  on  between  the  other  three  applicants,  the 
depositions  of  twenty-one  witnesses  had  been  taken  on  the  part  of 
those  applicants,  respectively,  and,  of  course,  without  notice  to 
Mr.  Cornell,  who  had  not  then  made  his  application.  These 
depositions  were  returned  to  the  Commissioner  of  Patents,  and 
objected  to  by  Mr.  Cornell's  counsel  for  want  of  notice. 

The  Commissioner,  without  deciding  upon  the  question  of 
admissibility  of  the  evidence  as  to  Mr.  Cornell,  awarded  to  him 
the  priority  of  invention,  saying:  **The  decision  of  the  question 
raised  in  reference  to  the  admissibility  of  testimony  is  unnecessary 
to  decide ;  its  rejection  would  not  vary  the  result ;  the  testimony 
is  therefore  received,  and  priority  of  invention  awarded  to  Samuel 
G.  Cornell  March  24th,  1847.** 

From  this  decision  Mr.  Perry  has  appealed,  and  his  reasons  of 
appeal  are,  in  effect — 

1st.  That  the  evidence  does  not  show  that  Mr.  Cornell  was  the 
first  to  conceive  the  idea  of  a  machine  such  as  he  now  claims,  but 
that  the  plan  proved  to  have  been  so  conceived  is  essentially  dif- 
ferent and  mechanically  inferior  to  the  one  claimed  and  now 
awarded  to  him  by  the  Commissioner. 

2d.  That  the  evidence  on  which  the  decision  in  favor  of  Mr. 
Cornell  is  based  is  contradictory,  and  insufficient  to  establish  his 
claim  even  to  the  conception  of  the  idea  of  the  principle  or  mode 
of  operation  of  the  machine  now  sought  to  be  patented;  but,  on 
the  contrary,  shows  that  the  plan  said  to  have  been  conceived 
was  entirely  different ;  and 

3d.  That  if  he  did  conceive  the  idea  of  the  principle  or  mode  of 
operation  of  a  machine  substantially  similar  to  the  one  now  claimed, 
and  did  describe  to  the  witness  such  a  machine  prior  to  the  date 
of  invention  claimed  by  the  applicant  (Perry),  yet  it  was  merely  an 
intellectual  invention,  based  on  theory,  and  not  an  invention  in 
the  meaning  of  the  law. 

The  Commissioner  has  laid  before  me  '  *  the  original  papers  and 
evidence  in  the  case,  together  with  the  grounds  of  his  decision, 
fully  set  forth  in  writing,  touching  all  the  points  involved  by  the 
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reasons  of  appeal,"  to  which  my  revision  must  be  confined,  as 
provided  in  the  eleventh  section  of  the  act  of  March  3d,  1839, 
chapter  88,  pamphlet  edition,  pages  75  and  76. 

The  grounds  of  the  decision  of  the  Commissioner,  as  set  forth 
in  writing,  are,  in  substance — 

"That  it  is  proved  by  the  testimony  of  William  Frost,  and  con- 
firmed by  that  of  Benjamin  Peck,  that  the  said  Cornell  invented 
the  machine  in  dispute  as  early  as  the  summer  of  1843  5  ^"^  there 
is  no  testimony  that  tends  to  show  that  either  of  the  other  parties 
invented  it  until  a  considerable  time  afterwards.*'  That  **it  ap- 
pears by  the  testimony  of  Frost  that  Cornell  described  the  inven- 
tion to  him  fully,  so  that  he  perfectly  understood  it ;  that  he  re- 
peatedly made  draughts  representing  it  in  so  clear  a  manner  that 
the  said  Frost  was  able  to  make  draughts  and  estimates  of  cost, 
and  absolutely  did  make  both  with  the  assistance  of  Cornell.** 
That  "Cornell  made  the  invention  as  clearly  understood  as  if  the 
machine  had  been  built  and  in  operation."  It  appears,  therefore, 
that  he  had  done  all  that  an  inventor  as  such  could  do,  and  nothing 
remained  to  complete  the  machine  but  the  labor  of  the  mechanic, 
which  cannot  be  confounded  with  invention."  The  greater 
number  of  inventions  daily  patented  have  never  been  reduced  to 
practice . 

In  the  grounds  of  his  decision  the  Commissioner  controverts 
the  dictum  found  in  some  of  the  books,  that  *'he  who  first  re- 
duces an  invention  to  practice  is  the  first  inventor" — a  dictum 
which,  he  says,  "although  often  quoted  and  reiterated,  was  not 
applicable  to  nor  borne  out  by  the  case  in  which  it  was  first 
pronounced,  nor  by  any  of  the  cases  in  which  it  has  subsequently 
been  repeated,  and  which,  in  the  broad  terms  in  which  it  is 
announced,  is  not,  and  never  has  been,  the  law.  If  by  reduction 
to  practice  is  meant  rendering  a  principle  practicable  or  useful  in 
a  new  way,  and  clearly  pointing  out  the  manner  in  which  it  may  be 
thus  made  useful,  so  that  any  competent  mechanic  can  avail  him- 
self of  it,  then,  and  in  that  sense,  an  invention  must  be  reduced  to 
practice;"  but  ** neither  the  statutes  nor  the  decisions  of  the 
courts  require  that  a  machine  should  be  built  and  used  as  a  part 
of  the  invention  before  the  party  can  be  considered  an  in- 
ventor, but  that  the  sense  above  alluded  to  is  the  sense  in  which 
the  courts  have  used  the  phrase  'reduction  to  practice,*  **  and  the 
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only  sense  which  will  reconcile  the  ''decisions  and  make  them 
conform  to  the  statutes  regulating  patent  rights." 

The  other  two  applicants — Mr.  Robertson  and  Mr.  Parks — 
have  not  appealed;  so  that  the  contest  is  now  between  Mr.  Perry 
and  Mr.  Cornell  only. 

It  is  admitted  that  a  great  and  valuable  improvement  has  been 
made  in  the  old  machine  for  making  lead  pipe  ;  and  the  princi- 
pal, if  not  the  only,  point  involved  in  the  reasons  of  appeal  is  the 
question  *' which,  or  whether  either,  of  these  two  applicants  is  en- 
titled to  receive  the  patent  prayed  for  ; "  and  this  is  to  be  decided 
by  the  evidence  produced  befgre  the  Commissioner.  The  twenty - 
one  depositions  taken  in  the  conflict  between  Robertson,  Perry, 
and  Parks,  being  taken  without  notice  to  Cornell,  are  not  evidence 
against  him,  and  therefore  cannot  be  considered  by  the  judge 
up)on  appeal.  The  only  evidence  which  he  can  consider  is  that 
which  is  contained  in  the  depositions  of  William  Frost  and  Ben- 
jamin Peck  and  in  the  cross-examination  of  Mr.  Cornell  himself 
by  the  counsel  of  Mr.  Perry. 

The  question,  then,  is,  whether  the  machine  described  by  Mr. 
Cornell  to  those  two  witnesses  is  substantially  the  same  as  that 
for  which  he  asks  a  patent. 

The  improvement  consists  in  the  great  diminution  of  the  fric- 
tion of  the  machine,  by  which  the  same  effect  is  produced  by  a 
power  much  less  than  that  which  was  necessary  to  work  the  old 
machine. 

As  the  question  is  merely  priority  of  invention,  it  is  not  neces- 
^ry  to  describe  the  particular  alterations  of  the  old  machine 
which  constitute  the  improvement.  It  is,  however,  necessary  to 
examine  the  testimony  to  see  whether  the  improvement  which 
Mr.  Cornell  described  to  the  witness  is  substantially  the  same  as 
that  for  which  he  now  claims  a  patent. 

It  appears  by  the  deposition  of  Mr.  William  Frost,  the 
principal  witness,  and  who  seems  to  have  testified  fairly  and  in- 
telligently, that  Mr.  Cornell,  in  June  or  July,  1843,  described  to  the 
witness  a  plan  for  a  machine  for  making  lead  pipe  different  from 
any  machine  for  that  purpose  then  in  use  ;  and  that  he  intended 
to  use  a  hollow  ram  with  an  aperture  in  the  bottom  coming  out  at 
the  side  of  the  ram  ;  that  he  intended  to  place  a  die  on  the  top  of 
the  ram,  then  to  have  a  mandril  pass  through  the  top  of  the  cyl- 
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inder  long  enough  to  pass  through  the  interior  of  the  die,  leaving 
a  space  between  the  mandril  and  the  die  for  the  lead  pipe  to 
pass  through  when  the  ram  was  forced  up  against  the  lead, 
making  the  pipe  from  that  portion  of  the  lead  which  was  first 
acted  upon  by  the  top  of  the  ram  being  pressed  against  it ;  his  object 
being,  as  he  stated  it,  to  avoid  the  immense  friction  that  was  pro- 
duced by  driving  so  large  a  mass  of  lead  before  the  ram  out 
through  the  aperture,  as  used  in  many  other  machines  then  in 
use  ;  that  he  (Mr.  Cornell)  exhibited  to  the  witness  a  sketch  or 
drawing  of  his  plan,  and  the  witness  then  prepared  and  produced 
a  drawing  of  Mr.  Cornell's  plan,  as  he  then  drew  and  described 
it,  which  is  annexed  to  his  deposition,  and  marked  **A;'* 
that  about  a  fortnight  afterward  the  witness  had  a  further  con- 
versation with  Mr.  Cornell  in  relation  to  his  said  plan  for  a  pipe- 
machine  in  Mr.  Cornell's  office  in  New  York ;  that  he  then  stated 
to  the  witness  and  described  the  manner  in  which  he  intended  to 
construct  a  pipe-machine  for  the  purpose  of  passing  the  lead 
through  the  interior  of  the  ram  and  forming  a  movable  mandril 
in  connection  with  the  hollow  ram,  and  for  forming  the  pipe  at  the 
point  on  which  the  ram  pressed  against  the  lead  ;  that  Mr.  Cornell 
made  a  sketch  of  such  machine,  a  copy  of  which  this  witness  has 
made,  thinking  it  might  be  called  for,  and  to  explain  the  arrange- 
ment which  he  then  described.  Mr.  Cornell  said  he  intended  to 
make  such  a  machine.  The  counsel  for  Mr.  Perry  objected  to 
the  introduction  of  the  copy  of  Mr.  Cornell's  sketch  unless  the 
loss  of  the  original  should  first  be  proved.  After  the  proof  of 
the  loss  of  the  original,  the  witness  produced  and  filed  his  copy, 
which  is  annexed  to  the  deposition,  and  marked  **  B." 

It  further  appears  by  the  testimony  of  the  witness  William  Frost 
that  the  sketch  or  drawing  "  B  "  differs  from  the  sketch  or  drawing 
"A"  in  having  two  cross-heads  and  two  rods  to  connect  them 
together  ;  also  an  upper  movable  mandril,  which  was  connected  to 
the  upper  cross-head  and  kept  in  its  proper  position  by  means  of 
a  stand  or  frame,  which  was  secured  to  the  lead  cylinder,  the  lower 
cross  being  secured  to  the  ram  rising  from  the  hydraulic  cylinder  ; 
the  upper  mandril  or  ram,  he  stated,  might  be  hollow  or  solid, 
for  the  purpose  of  holding  either  the  short  mandril  or  die  ;  that 
these  drawings  do  not  exhibit  the  nuts,  bolts,  or  screws,  or  the 
manner  in  which  the  different  parts  are  guided  or  secured  to 
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each  other,  but  merely  the  arrangement  of  the  raised  dies  and 
mandrils  to  each  other,  and  as  he  designed  to  place  them  for  the 
purpose  of  manufacturing  lead  or  other  pipe ;  that  the  leading 
essential  feature  of  those  two  plans,  which  distinguished  them 
from  machines  previously  known  for  the  purpose  of  making  lead 
pipe,  is  the  hollow  ram  and  the  die  placed  on  the  top  of  it,  and 
the  forming  of  the  pipe  on  the  head  of  that  ram  from  the  point 
where  it  presses  against  the  lead,  and  the  passing  of  the  pipe  when 
so  formed  in  the  interior  of  the  ram  ;  that  the  second  plan  drawn 
and  described  to  this  witness  contained  this  essential  feature  or  dif- 
ference, with  the  addition  of  the  parts  which  are  before  described ; 
that  from  the  drawings  and  descriptions  so  m^lde  by  Mr.  Cornell 
to  this  witness  he  could  make  and  construct  machines  for  making 
pipe  upon  those  plans;  that  the  drawing  marked  Exhibit  "B" 
shows  the  relations  of  the  rams  to  each  other,  of  the  die,  of  the 
short  mandril,  of  the  cross-heads,  and  the  rods  which  connect  them 
together,  as  also  the  lead  cylinder,  the  cast-iron  stand  or  frame, 
the  hydraulic  cylinder,  and  a  portion  of  the  ram  rising  therefrom, 
as  also  the  columns  for  connecting  the  hydraulic  and  lead  cylin- 
ders together ;  it  also  shows  the  upper  hollow  ram,  as  also  the 
lower  hollow  ram,  with  the  apertures  through  the  ram.  It  does 
not  describe  the  manner  in  which  the  different  parts  are  secured 
to  each  other,  but  simply  the  arrangement  described  by  Mr.  Cor- 
nell in  New  York.  The  witness  says  he  is  not  aware  that  Mr. 
Cornell  ever  built  a  machine  with  the  improvements  which  he 
described  to  the  witness.  He  further  testified  that  Mr.  Cornell,  at 
different  times,  showed  him  at  least  half  a  dozen  drawings  like 
Exhibit  "  B,"  on  separate  and  distinct  pieces  of  paper ;  also  two  in 
Connecticut  and  two  in  Brooklyn  ;  also  two  like  Exhibit  "A  " — 
one  of  them  on  board  of  the  steamboat  * '  Croton, ' '  in  June  or  July, 
1843,  and  the  other  at  his  fectory  in  Glenville,  Connecticut ;  that 
in  the  fall  of  1844  ^^  made,  at  the  request  of  Mr.  Cornell,  an 
estimate  of  the  cost  of  such  a  machine  as  that  described  in  Ex- 
hibit **B/' 

The  witness  Benjamin  Peck  testified  that  in  June,  1843,  before 
Mr.  Cornell  had  applied  for  a  patent  for  his  invention  of  an 
improvement  in  the  machine  for  the  manufacture  of  lead  pipe,  he 
communicated  to  this  witness  his  plan  for  the  construction  thereof; 
that  he  stated  that  the  die  was  to  be  attached  to  the  end  of  the 
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ram,  the  ram  to  be  hollow,  the  pipe  to  form  at  the  end  of  the  ram, 
and  pass  down  through  the  hollow  ram ;  that  the  object  was  to 
prevent  friction  ;  the  core  was  to  pass  through  the  cylinder,  the 
end  of  it  to  be  inserted  in  the  die,  the  die  and  mandril  to  move 
together ;  that  the  mandril  forms  the  inside  of  the  pipe ;  it  is 
sometimes  called  the  core ;  the  pipe  is  formed  over  the  mandril 
or  core  ;  the  hollow  ram  and  the  movable  mandril  were  to  move 
together  by  force  of  an  hydraulic  press  ;  that  Mr.  Frost  was  present 
at  this  communication. 

This  witness  states  that  the  machine  for  which  Mr.  Cornell 
seeks  a  patent  contains,  among  other  things,  the  lead  cylinder,  the 
ram,  the  die,  and  the  core-rod  or  mandril.  That  the  construction 
of  this  machine  differs  from  that  of  the  old  machine  which  was 
worked  by  Parks  in  this:  the  die  is  placed  at  the  head  of  the  ram; 
in  the  old  one  at  the  top  of  the  cylinder.  In  this  the  pipe  forms  at 
the  head  of  the  ram;  in  the  old  one  at  the  top  of  the  cylinder. 
That  the  s^dvantage  of  this  over  the  old  one  is,  that  in  the  old  one 
the  whole  body  of  lead  from  the  body  to  the  top  of  the  cylinder 
was  required  to  move  in  a  body  in  order  to  form  the  pipe  at  the 
top  of  the  cylinder,  whereas  in  this  improvement  the  main  body 
of  lead  is  not  required  to  move,  because  the  pipe  forms  at  the 
head  of  the  ram  immediately  after  the  pressure  is  put  on,  and 
passes  out  through  the  ram.  That  about  two  months  ago  (No- 
vember, 1846)  Mr.  Cornell  showed  this  witness  a  pencil  sketch  of 
his  improvement,  saying  that  that  was  his  plan  for  the  machine 
for  which  he  was  about  to  get  a  patent  and  to  have  a  model  made 
of  it.  That  sketch  did  not  show  the  hollow  ram.  That  when 
Mr.  Cornell  showed  to  this  witness  that  sketch,  hp  said  that  was  a 
sketch  of  his  invention,  which  he  had  before  disclosed  to  this 
witness,  and  that  there  was  a  die  at  the  head  of  the  ram,  and  that 
the  ram  was  hollow.  That  on  the  sketch  he  saw  he  could  not 
say  whether  the  ram  was  hollow  or  not;  he  thinks  there  was  no 
hydraulic  press  on  that  sketch  ;  there  was  a  lead  cylinder  and  a 
mandril,  core,  or  ram;  the  end  of  the  core  or  mandril  extended 
out  of  the  top  of  the  cylinder,  and  down  to  the  head  of  the  ram, 
or  near  to  it.  This  witness  was  sure  there  was  a  representation 
of  a  ram ;  one  end  of  the  ram  was  placed  near  the  cylinder,  the 
other  below.  He  thinks  that  no  part  of  the  ram,  as  represented 
in  the  sketch,  entered  the  lead  cylinder.     That  the  ram  of  the 
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lead-cylinder,  as  represented  in  the  sketch,  was  a  round  piece  of 
iron.  This  witness  only  saw  the  sketch  for  a  few  minutes,  and 
handed  it  back  to  Mr.  Cornell. 

Being  asked,  in  cross-examination,  to  describe  the  frame-work 
of  the  machine  as  it  appeared  on  the  said  sketch,  he  says  there 
was  a  mark  across  the  top,  which  he  supposed  represented  a  piece, 
and  one  straight  line  down  each  side ;  the  core  was  in  the  centre 
of  the  cylinder;  one  end  projected  at  the  top,  and  came  down 
near  the  bottom  cylinder;  there  was  a  piece  across  the  top.  He 
does  not  recollect  seeing  the  die.  He  does  not  know  by  whom 
the  sketch  was  made.  This,  he  says,  was  a  rough  and,  to  all 
appearances,  an  imperfect,  sketch. 

Mr.  Cornell,  the  appellee,  having  been  affirmed  and  examined 
as  to  the  loss  of  the  two  original  drawings  or  sketches,  of  which 
the  witness  (Mr.  Frost)  testified  that  the  exhibits  "  A  *'  and  "  B  " 
are  copies  made  by  him,  was  cross-examined  by  the  counsel  of 
Mr.  Perry  at  large,  as  if  he  (Mr.  Cornell)  were  a  competent 
witness-in-chief,  thereby  making  the  answer  of  Mr.  Cornell  evi- 
dence for  himself. 

Upon  that  cross-examination  he  stated  that  he  had  a  distinct 
recollection  of  making  a  sketch,  and  has  no  doubt  it  was  at  the 
time  referred  to  by  Mr.  Frost ;  thinks  it  was  made  on  foolscap 
paper  with  a  lead  pencil,  but  it  might  have  been  with  ink  ;  it 
was  made  in  the  office  at  his  .works  (in  Connecticut) ;  presumes 
it  was  at  the  time  Mr.  Frost  speaks  of;  they  had  many  conversa- 
tions on  the  subject.  He  showed  the  drawings  to  Mr.  Peck,  and 
he  thinks  to  Mr.  Parks,  who  was  at  work  for  him.  He  affirms, 
positively,  that  he  showed  them  to  Mr.  Peck  and  Mr.  Frost.  He 
does  not  wish  to  identify  any  particular  drawings.  He  made  a 
number  at  different  times,  and  had  frequent  conversations  with 
Mr.  Peck  and  Mr.  Frost  on  the  subject.  He  is  not  certain 
whether  he  mentioned  it  first  to  Mr.  Frost  or  Mr.  Peck ;  the  first 
time  to  Mr.  Peck  was,  no  doubt,  in  his  works  in  Connecticut,  in 
June,  1843  ;  he  cannot  recollect  when  the  first  time  he  mentioned 
it  to  Mr.  Frost,  but  it  was  either  in  June  or  July,  1843  ;  he  thinks 
it  was  early  in  June.  He  has  none  of  his  drawings  at  present. 
The  first  drawing  showed  the  appearance  of  a  lead  cylinder, 
the  ram  at  the  mouth  of  the  cylinder,  which  ram  should  be  hol- 
low ;  a  die,  to  be  placed  in  the  head  of  the  ram  ;  the  pipe  should 
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form  at  the  head  of  the  ram  as  the  ram  rose  by  any  power  that 
might  be  applied  to  it,  and  pass  out  through  the  bottom  of  the 
ram  ;  the  mandril  or  core,  to  form  the  calibre  of  the  pipe,  should 
come  from  the  head  of  the  cylinder. 

From  comparing  this  evidence  with  Mr.  Cornell's  specification, 
it  will  be  seen  that  the  invention  therein  described  is  substantially, 
if  not  exactly,  that  for  which  he  now  claims  a  patent.  That  it  is  a 
great  improvement  is  admitted ;  and  the  only  question  is,  Who  is 
entitled  to  the  priority  of  invention  ?  There  being  no  evidence 
that  any  other  person  invented  it,  Mr.  Cornell  must  be  adjudged 
to  be  the  first  inventor.  But  it  is  said  that  Mr.  Cornell  is  not 
entitled  to  a  patent  because  he  has  never  reduced  the  invention 
to  practice.  But  reducing  to  practice  differs  from  bringing  into 
use.  There  is  no  law  requiring  the  applicant  to  reduce  his  inven- 
tion to  actual  use  before  he  can  obtain  a  patent.  On  the  contrary, 
the  use  of  the  invention  before  obtaining  a  patent  is  one  of  the 
reasons  for  refusing  it.  An  inventor  has  reduced  his  invention 
to  practice  when  he  has  so  described  it  on  paper,  with  such  draw- 
ings or  model,  as  to  enable  any  person  skilled  in  the  art  to  make 
and  use  the  same.  He  must  show  that  it  is  practicable,  and  the 
manner  in  which  it  may  be  used.  But  it  is  not  necessary  that  he 
should  do  this  until  he  has  perfected  his  invention  and  is  ready 
to  apply  for  a  patent.  He  may  have  conceived  the  idea  years 
ago,  but  is  not  obliged  to  furnish  drawings  or  model  until  he 
makes  his  application.  In  the  present  case,  the  specification  and 
drawings  and  model  have  been  filed,  showing  the  invention  to  be 
practicable  and  the  manner  in  which  it  can  be  used. 

It  is  suggested  that  Mr.  Cornell  has  not  used  "reasonable 
diligence  in  adapting  and  perfecting"  his  invention,  having 
done  nothing  from  the  spring  of  1843  to  the  winter  of  1846, 
and  therefore  has  lost  the  benefit  of  his  priority  of  invention. 
That  clause  of  the  section  is  only  applicable  to  the  case  of 
a  patent  surreptitiously  or  unjustly  obtained  while  the  first 
inventor  was  using  reasonable  diligence  in  adapting  and  perfect- 
ing his  invention — not  to  tlie  case  of  conflicting  applicants  before 
any  patent  is  granted.  •  It  is  one  of  the  pleas  which  the  defendant, 
who  is  a  supposed  violator  of  the  surreptitious  patent,  may  plead ; 
and  if  pleaded,  it  may  be  necessary  for  the  defendant  to  show,  in 
order  to  vacate  the  patent,  that  he  was  using  reasonable  diligence, 
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&c.,  when  the  patent  was  obtained.  But  before  a  patent  is 
granted  to  any  one  for  the  invention,  there  is  no  law  that  requires 
the  first  inventor  to  disclose  his  invention  within  any  limited  time 
before  application  for  a  patent ;  and  there  is  no  limitation,  unless 
the  lapse  of  time  be  sufficient  to  show  an  abandonment  of  the 
invention,  which  is  a  question  for  the  jury  and  not  for  the  Com- 
missioner ;  nor  does  the  priority  of  application  for  a  patent 
decide  the  priority  of  invention. 

It  should  be  borne  in  mind  that  the  cases  cited  from  the  books 
are  all  cases  at  law  or  in  equity  in  actions  for  violations  of  patents 
already  granted.  The  proceedings  before  the  Commissioner  of 
Patents  are  initiatory.  The  question  is  * '  whether  the  patent 
shall  be  granted" — not  ** whether  it  shall  be  vacated;*'  and  a 
patent  may  be  granted  or  refused  upon  less  evidence  than  would 
be  required  to  sustain  or  amend  it. 

Upon  all  points  made  in  this  case,  I  refer  to  the  opinion  in  the 
case  of  appeal  of  Hildreth  v.  Heath,  filed  in  the  Patent  Office  on 
the  15th  of  October,  1841.     {^Ante,  p.  12.) 

Upon  consideration  of  the  whole  case,  I  am  of  opinion  that 
Samuel  G.  Cornell  is  the  first  inventor  of  the  improvement  in 
the  machine  for  making  lead  pipe,  as  claimed  in  his  specification, 
and  that  the  decision  of  the  Commissioner  of  Patents  awarding 
the  priority  of  invention  to  the  said  Samuel  G.  Cornell  be,  and 
the  same  is  hereby,  affirmed,  and  that  he  is  entitled  to  receive  a 
patent  as  prayed  for. 

Chas.  M.  Keller  and  J,  J.  Greenough^  for  appellant. 

E.  B.  Stougktofi,  for  appellee. 

IV,  P.  N.  Fitzgerald,  for  Commissioner. 
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William  Atkinson,  Appellant, 

vs. 
William  Boardman,  Appellee.     Interference. 

Okkunality  of  invention — FIRST  MACHINE — PRESUMPTIONS. — In  the  absence 
of  all  evidence  to  the  contrary,  the  presumption  is  that  the  person  who 
constructed  the  first  machine  is-  the  real  inventor;  and  where  another 
person  claims  to  be  the  author  of  such  machine,  the  burden  of  proof  rests 
on  him  to  show,  not  merely  that  he  suggested  the  abstract  idea  of  the 
machine,  but  that  he  invented  the  improvements  which  entitle  it  to  a 
patent. 

Sm — DISTINCTION     BETWEEN     BUG0B8TI0N    AND     DISCLOSURE    OF     INVENTION, — ^OnC 

person  may  have  suggested  to  another  the  idea  of  some  new  machine,  and 
yet  that  other  person  may  be  the  inventor  of  that  peculiar  combination  of 
mechanical  principles  which  is  the  real  invention. 
Evidence — declarations  of  parties  inadmissible.— The  declarations  of  the 
parties  to  an  interference  in  their  own  behalf  and  in  the  absence  of  each 
other,  incompetent  evidence  for  any  other  purpose  than  to  show  when  or 
what  they  have  respectively  claimed  to  have  invented. 

(Before  Cranch,  Ch.  J.,*  District  of  Columbia,  October,  1847.) 

Ckas.  M.  Keller^  for  Atkinson. 

1.  The  Commissioner  has  no  authority  in  deciding  an  interfer- 
ence to  refer  to  caveats,  letters  alleged  to  have  been  filed  in  the 
Patent  Office,  or  generally  to  the  files  and  entries  in  the  Patent 
Office  which  have  not  been  introduced  in  evidence  by  the  parties. 

2.  The  fact  that  Boardman,  in  carrying  out  the  invention  of 
Atkinson,  was  the  first  to  make  a  machine  embodying  the 
invention,  does  not  place  the  burden  of  proof  upon  Atkinson. 
The  invention  is  his  who  first  conceives  of  and  discovers  the 
thought  or  idea  which  is  the  essence  of  the  invention  ;  and  if  the 
inventor  is  not  a  worker  with  tools,  he  is  at  liberty  to  employ 
skilled  mechanics  to  carry  his  invention  into  effect.  (Bloxon  v. 
Elsee,  Hindmarch  on  Patents,  23,  25,  31,  445.)  The  fact  that 
the  inventor  does  employ,  and  is  often  compelled  so  to  employ, 
mechanics  in  building  his  inventions  does  not,  and  should  not  in 
reason,  create  2l  prima-facie  case  against  him. 
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Cranch,  J. 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  in  a  case  of  conflicting  applications  for  certain  improve- 
ments in  the  construction  of  steam-pumps. 

It  appears  by  the  files  in  the  Patent  Office  that  on  the  4th  of 
December,  1843,  William  Boardman,  Jr.,  filed  his  application  for 
his  invention  * '  of  a  new  and  improved  portable  steam-pumping 
engine  for  relieving  stranded  vessels,  and  for  other  purposes  ; '  * 
which  application  was  rejected  by  the  then  Commissioner  of 
Patents  on  the  20th  of  February,  1844.  It  does  not  appear  upon 
what  grounds  that  application  was  rejected,  but  it  is  suggested 
that  the  matter  as  then  presented  was  not  patentable,  but  that 
certain  improvements  have  been  since  invented  and  made  by 
which  the  matter  has  become  patentable ;  and  the  Commissioner 
has  decided  that  the  applicant — William  Boardman,  Jr. — is  enti- 
tled to  a  patent.  It  is  unnecessary  to  ascertain  what  those  im- 
provements were,  as  this  is  a  case  of  conflicting  applications  for 
a  patent  for  the  same  thing.  The  question  is  not,  now,  who 
invented  the  matter  upon  which  the  first  application  of  Mr.  Board- 
man  was  founded,  but  who  is  the  inventor  of  the  improvements 
which  have  made  the  matter  patentable.  That  such  improve- 
ments have  been  made,  is  admitted  by  both  parties  and  by  the 
Commissioner. 

I  do  not  find  any  evidence  that  Mr.  Atkinson,  after  the  rejection 
of  Mr.  Boardman' s  first  application  on  the  20th  of  February,  1844, 
invented  any  patentable  improvement  upon  the  pump.  It  appears 
by  all  the  evidence  that  Mr.  Boardman  constructed  the  pump 
and  all  the  improvements.  In  the  absence  of  all  evidence  to  the 
contrary,  the  presumption,  therefore,  is  that  he  was  also  the  in- 
ventor ;  and  the  burden  of  proof  is  thrown  upon  Mr.  Atkinson 
to  show,  not  merely  that  he  first  suggested  to  Mr.  Boardman  the 
abstract  idea  of  a  steam-pump — (for  steam-pumps  had  been  in 
common  use  for  many  years) — but  that  he  invented  the  improve- 
ments which  entitled  it  to  a  patent.  To  rebut  this  inference  Mr. 
Atkinson  produces  the  depo.sition  of  Josiah  L.. Hale,  who  says: 
'*Not  long  after  the  loss  of  the  ship  'Sheffield,'  in  November  or 
December,  1843,  I  met  Mr.  Atkinson  and  Mr.  Boardman  in  the 
Merchants'  Exchange ;  and  knowing  that  some  alienation  of  feel- 
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ing  existed  between  them,  and  being  anxious  that  they  should  be 
friends,  I  said  to  Mr.  Boardman,  *  Why  don*t  you  and  Mr.  Atkin- 
son settle  your  difficulties,'  or  words  equivalent.  He  (Boardman) 
made  a  reply  having  reference  to  a  little  paragraph  which  had 
about  that  time  appeared  in  one  of  the  papers  respecting  the 
pump  in  question, — meaning,  no  doubt,  the  paragraph  which 
appeared  in  the  Journal  of  Commerce  of  the  25th  of  November, 
1843,  which  gave  to  Mr.  Atkinson  the  whole  credit  of  the  inven- 
tion of  the  pump.  He  (Boardman)  spoke  with  some  warmth, 
but  respectfully.  The  deponent  replied,  I  had  always  supposed 
Mr.  Atkinson  was  the  inventor;  he  (Boardman)  said  he  was,  I 
again  say  he  was ;  he  (Boardman)  used  these  words  or  w^ords 
equally  strong.  I  (deponent)  replied,  **so  I  always  supposed." 
After  those  strong  expressions,  Mr.  Boardman  said  that  it  was 
the  combination  which  made  the  steam-pump.  Always  sup- 
posing that  Mr.  Atkinson  was  the  inventor,  I  feel  certain  I  could 
never  have  conveyed  any  other  idea  to  any  person  that  he  was 
not  the  inventor.'' 

Taking  the  whole  testimony  of  Mr.  Josiah  L.  Hale  together, 
it  seems  strange  that  Mr.  Boardman,  while  expressing  indignation 
at  the  paragraph  which  gave  to  Mr.  Atkinson  the  whole  credit 
for  the  invention  of  the  pump,  should  have  admitted  that  he  was 
the  inventor  in  the  technical  sense  of  the  word.  He  might  have 
admitted  that  Mr.  Atkinson  suggested  the  idea  of  having  a  steam- 
pump,  as  testified  by  Mr.  Flanders,  and  yet  he  (Boardman)  might 
be  the  inventor  of  the  peculiar  combination  of  mechanical  prin- 
ciples which  entitled  it  to  a  patent.  Mr.  Hale  says  that  Mr. 
Boardman  told  him  **that  it  was  the  combination  which  made 
the  steam-pump."  There  is  no  evidence  that  that  combination 
was  suggested  to  him  by  Mr.  Atkinson. 

I  do  not  perceive  in  the  testimony  any  further  evidence  in  sup- 
port of  Mr.  Atkinson's  claim  to  be  the  inventor  of  any  of  the 
patentable  improvements  in  the  portable  steam-pump. 

I  have  not  considered  the  declarations  of  the  parties  in  their 
own  favor  in  the  absence  of  each  other  as  competent  evidence 
in  this  cause  for  any  purpose  but  to  ascertain  when  and  what  they 
have  respectively  claimed  to  have  invented. 

There  is  no  evidence  that  Mr.  Boardman  was  in  the  employ- 
ment and  pay  of  Mr.  Atkinson  at  the  time  of  the  supposed  inven- 
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tion,  or  at  the  time  of  the  construction  of  the  improvements  which 
rendered  it  a  patentable  invention,  or  at  any  previous  time.  On 
the  contrary,  it  appears  in  the  testimony  of  Mr.  Carmen  that 
before  the  first  application  for  a  patent  in  December,  1843,  Mr. 
Boardman  built  four  of  these  pumps  for  the  Board  of  Under- 
writers, who  paid  him  for  the  construction  thereof,  and  that  this 
was  done  without  the  interference  or  agency,  but  with  the  knowl- 
edge, of  Mr.  Boardman. 

There  does  not  appear  to  be  any  evidence  that  Mr.  Atkinson, 
either  before  or  after  the  rejection  of  Mr.  Boardman* s  application 
for  a  patent  for  the  pump,  gave  Mr.  Boardman  any  instructions 
in  relation  to  the  particular  combination  of  mechanical  principles 
which  is  understood  to  be  the  jground  of  his  present  application 
for  a  patent,  nor  any  model  or  drawings  by  which  to  construct  the 
pump ;  nor  does  there  appear  to  be  any  evidence  that  he  paid 
Boardman  or  any  other  person  for  constructing  it,  or  that  the 
underwriters  had  any  authority  from  Mr.  Atkinson  to  use  those 
pumps  which  had  been  built  for  them  by  Mr.  Boardman. 

The  deposition  of  Mr.  Josiah  L.  Hale  was  taken  in  New  York 
ten  days  after  Mr.  Boardman's  (Sr.)  deposition  had  been  taken 
in  Nashville,  N.  H.,  and  may  have  been  taken  with  a  view  to 
rebut  it.  Mr.  Boardman  testified  that  between  the  spring  of  184 1 
and  the  fall  of  1842  Mr.  Atkinson  told  him  that  William  (his  son) 
had  invented  a  steam-pump  at  his  (Atkinson's)  request,  and  that 
he  had  requested  him  to  give  his  attention  to  getting  up  a  steam - 
pump — a  portable  pump  to  be  used  about  wrecked  vessels.  That 
Atkinson  asked  him  if  he  had  seen  the  model  of  the  pump 
invented  by  William.  He  and  this  witness  replied  that  it  was 
shown  to  him  by  Carmen.  That  in  none  of  the  conversations 
which  he  had  with  Mr.  Atkinson  did  he  ever  pretend  or  intimate 
that  he  was  the  inventor  of  the  pump  or  of  any  part  of  it ;  but,  on 
the  contrary,  had  always  stated  that  William  (his  son)  was  the 
inventor.  That  in  September,  1842,  Mr.  Hale,  speaking  of  Will- 
iam Boardman,  Jr.,  said  he  had  recently  invented  a  steam-pump 
which  they  thought  highly  of,  and  he  should  use  his  influence  to 
have  the  insurance  company  adopt  it  and  to  have  one  built,  and 
that  he  intended  William  should  make  money  out  of  it. 

Mrs.  Boardman,  mother  of  the  appellee,  says  that  in  the  sum- 
mer of  1842  Mr.  Atkinson,  speaking  of  her  son  William,  told  her 
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that  he  had  been  inventing  a  new  pump — ^a  steam -pump — ^to  raise 
ships  from  the  ocean ;  that  he  thought  William  would  do  some- 
thing great  with  it ;  that  he  would  assist  him ;  that  in  the  next 
season  Mr.  Atkinson  was  again  at  their  house  in  Nashville.  He 
said  William  was  getting  along  finely  with  his  pump,  and  expressed 
his  opinion  that  it  would  be  very  valuable  to  him  ;  that  in  neither 
of  those  conversations  did  Mr.  Atkinson  intimate  that  he  had 
invented  any  part  of  the  said  pump  ;  that  he  expressed  himself  as 
grateful  for  favors  he  had  received  from  her  husband,  and  was 
glad  to  have  some  opportunities  to  make  a  return  by  assisting 
her  son. 

Mr.  Jeremiah  J.  Dickson  says  that  some  time  between  June  or 
September,  1842,  he  was  present  at  the  exhibition  of  a  steam- 
pump  in  Pearl  street  at  the  request  of  Mr.  Atkinson;  that  two  or 
three  of  the  board  of  underwriters  were  there,  and  he  thinks  Mr. 
Boardman  was  there  also.  He  understood  from  Mr.  Atkinson 
that  Mr.  Boardman  was  the  inventor  of  the  pump;  that  Mr. 
Atkinson  was  to  find  the  funds,  and  that  they  were  to  be  partners 
in  the  concern,  and  that  he  always  thought  they  were  partners 
until  one  or  two  years  ago,  when  he  learned  there  had  been  some 
misunderstanding  between  them. 

Horace  Prior  testifies  that  he  received  from  Mr.  Boardman 
compensation  for  the  use  of  the  room  in  which  the  pump  was 
exhibited. 

Mr.  Orlando  Burnett  proves  the  publication  of  the  offensive 
paragraph  which  seems  to  have  caused  the  misunderstanding 
between  Boardman  and  Atkinson,  by  attributing  the  whole  inven- 
tion to  Mr.  Atkinson.  This  paragraph,  a  copy  of  which  is  annexed 
to  Mr.  Burnett's  deposition,  appeared  in  Xh^  Journal  of  Commace 
of  the  25th  of  November,  1843.  This  seems  to  have  excited  Mr. 
Boardman,  and  on  the  4th  of  December  following  he  filed  his 
petition  for  a  patent. 

William  H etcher  testifies  that  William  Boardman,  Jr.,  employed 
him  to  make  the  patterns  for  the  pump,  and  paid  him  for  making 
them.  Mr.  Boardman  showed  him  a  sketch  which  gave  him  the 
idea  so  that  he  could  commence.  He  never  had  any  communi- 
cation with  Mr.  Atkinson,  and  did  not  know  him  till  the  day  of 
taking  his  deposition.  This  witness  made  a  casting  of  the  pump 
pattern.     Mr.  Boardman  made  an  alteration  in  the  angle  of  the 
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discharge  nozzle.  About  the  ist  of  June,  1842,  he  took  to  Mr. 
Boardman  a  boiler  for  the  purpose  of  trying  the  model,  which  was 
then  complete.  The  boiler  was  of  iron.  The  pumps  were  cast  in 
Browning's  foundry. 

Cyrus  Currin,  of  the  firm  of  Davis,  Currin  &  Co.,  machinists  at 
Newark,  New  Jersey,  testifies  that  they  made  five  of  these  steam - 
pumps  for  Mr.  Boardman,  and  were  paid  for  them  by  the  New 
York  underwriters,  Mr.  Boardman  having  testified  to  the  accuracy 
of  the  accounts ;  that  he  directed  the  building  of  them  and  drafted 
them.  The  order  for  the  first  pump  was  given  about  the  middle  of 
March,  and  completed  the  middle  of  May,  1843.  Mr.  Atkinson 
was  never  in  the  shop  during  the  building  of  these  pumps  to  the 
knowledge  of  this  witness,  and  gave  no  instructions  about  the 
building  of  them.  He  (Mr.  Atkinson)  has  been  in  the  shop  since 
they  were  removed.  He  came  and  said  he  wanted  an  engine  built 
with  a  pump  attached  to  it.  He  gave  no  drawings,  but  asked 
this  witness'  opinion  as  to  the  size,  &c. ;  thinks  he  asked  if  Mr. 
Boardman's  patterns  were  there.  We  answered,  "  No,  they  are 
in  New  York."  He  then  asked  the  witness  if  he  could  build  him 
a  pump  the  same  as  they  had  built  for  Boardman ;  thinks  it  was 
in  the  fall  of  1841  that  Boardman  first  told  him  he  contemplated 
building  a  pump  for  wrecking  purposes  ;  thinks  it  was  in  the 
middle  of  the  fall.  He  first  saw  the  model  of  the  steam -pump 
completed  in  the  spring  or  summer  of  1842.  He  saw  Atkinson  at 
the  place  where  he  saw  the  model.  Mr.  Atkinson  did  not  at  the 
time  claim  to  be  the  inventor  of  the  pump,  or  say  anything  to 
lead  this  witness  to  think  that  he  was  the  inventor ;  nor  did  he  say 
or  do  anything  which  gave  this  witness  to  understand  that  he  did 
not  recognize  Mr.  Boardman  at  that  time  as  the  inventor.  Mr. 
Atkinson  said  nothing  about  it.  Mr.  Boardman  showed  him  the 
whole,  and  explained  it  to  him. 

Mr.  Julius  Von  Schmidt,  a  machinist  in  Washington,  D.  C,  tes- 
tified that  he  was  applied  to  to  make  a  model  for  Mr.  Atkinson 
**a  year  ago  last  winter"  (his  deposition  was  taken  in  1847).  Mr. 
Atkinson  showed  him  a  model  and  drawing  in  Doctor  Jones' 
office,  and  wished  him  to  make  him  such  a  model,  which  he  did 
with  some  small  variations ;  saw  the  same  model  in  the  Patent 
Office  about  three  months  ago;  the  name  of  William  Boardman, 
Jr.,  was  upon  it ;  he  made  a  sketch  of  it  at  Doctor  Jones'  office ; 
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he  has  seen  at  the  Patent  Office  the  model  he  made  for  Mr. 
Atkinson.  Mr.  Atkinson  did  not  give  him  any  idea  of  the  prin- 
ciple or  construction  of  the  pump  before  he  took  him  to  Doctor 
Jones'  office ;  he  called  the  model  at  Doctor  Jones'  office  his 
model ;  he  did  not  examine  the  drawing  particularly ;  he  only 
took  a  glance  at  it ;  Doctor  Jones  held  it  in  his  hands  and  took 
it  away  immediately,  and  told  him  he  could  sketch  better  from 
the  model.  Upon  a  careful  consideration  and  comparison  of  the 
evidence  on  both  sides,  I  am  of  opinion  that  the  preponderance 
is  greatly  in  favor  of  William  Boardman,  Jr.,  as  the  inventor  of 
the  improvement  in  the  steam  pump  for  which  he  has  now  applied 
for  a  patent ;  and  I  do  therefore  affirm  the  decision  of  the  honor- 
able Commissioner  of  Patents  in  this  cause. 

Keller  &  Greenough^  for  the  appellant. 
Z,  C,  Robbins^  for  the  appellee. 


In  Re  Edwin  Janney.     Appeal  from  Refusal  to  Grant 

Patent. 

Decision  of  former  commihhioner — rkkusal  to  rehear  not  appealable. — The 
refusal  by  one  Commissioner  to  rehear  a  case  decided  by  his  predecessor 
is  not  a  ground  of  appeal  to  the  judge.  The  acts  of  1836  and  1839  only 
give  an  appeal  from  the  refusal  of  the  Commissioner  to  issue  a  patent. 

No  LIMITATION  OF  APPEAL. — SemblCj  that  the  applicant  might  still  appeal  from 
the  decision  of  the  former  Commissioner,  there  being  in  the  act  no  limita- 
tion of  time  as  to  the  appeal. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  December,  1847.) 

y.  /.  Greenough  for  the  appellant. 

1.  There  is  and  can  be  but  one  Commissioner  of  Patents,  and 
the  rule  of  action  should  be  the  same  whether  an  application  is 
brought  up  for  consideration  under  the  same  or  a  different  in- 
cumbent of  the  office. 

2.  The  Commissioner  does  not  pretend  to  extend  the  rule  stated 
by  him  to  his  final  action  in  cases  that  have  been  presented  since 
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he  filled  the  office,  and  in  fact,  some  of  those  have  been  repeatedly 
rejected  and  re-examined,  as  the  records  of  the  office  will  show. 

3.  The  law  does  not  make  two,  three,  or  any  given  number  of 
rejections  conclusive  against  an  applicant's  right,  and  it  is  not 
therefore  within  the  power  of  the  Commissioner  to  establish  such 
a  rule  of  practice  A  rule  of  the  office,  not  recognized  by  the 
statute,  that  curtails  the  right  of  an  applicant  is  in  contravention 
of  the  whole  spirit  and  letter  of  the  patent  law. 

4.  The  position  taken  by  the  Commissioner  that  he  has  not 
decided  this  case,  and  that  hence  no  appeal  can  be  taken,  is  clearly 
erroneous.  The  Commissioner,  by  affirming,  adopts  the  decision 
of  his  predecessor ;  otherwise  the  applicant's  rights  fall  to  the 
ground  if  the  former  incumbent  has  twice  made  an  erroneous 
decision  in  his  case.  For  this  reason  the  rule  announced  by  the 
Commissioner  is  not  a  reasonable  rule. 

5.  The  opinions  of  the  Attorney-General,  referred  to  by  the 
Commissioner  in  support  of  his  rule — to  the  effect  that  financial 
officers  of  the  executive  are  bound  by  the  actions  of  their  prede- 
cessors— are  not  applicable  to  the  Patent  Office,  established  under 
a  special  clause  of  the  Consti^tion,  by  acts  which  place  its  de- 
cisions directly  under  the  supervision  of  the  chief  justice  of  the 
District.    No  rule  of  the  executive  can  curtail  that  jurisdiction. 

6.  This  appeal  brings  up  the  question  of  the  validity  of  the  rule 
and  the  whole  merits  of  the  appellant's  application. 

7.  The  remedy  proposed  by  the  Commissioner,  viz.,  to  file  a 
new  application,  thereby  levies  a  fine  of  ten  dollars  upon  the  appli- 
cant, and  by  merely  extending  the  operation  of  the  rule  the 
Commissioner  might  levy  a  tax  of  ten  dollars  upon  every  appli- 
cation which  has  been  twice  or  once  rejected,  for  if  he  may 
establish  the  one  rule  he  may  the  other. 

8.  The  case  presents  an  entirely  different  question  from  that 
decided  in  case  of  Pomeroy  v.  Connison. 

From  the  Commissioner's  Answer. 

I.  I  declined  to  entertain  the  request  to  again  take  up  and 
examine  the  application,  on  the  ground  that  it  had  been  solemnly 
adjudicated  and  settled  by  my  predecessor.  The  principle  upon 
which  I  determined  to  settle  the  practice  of  the  Patent  Office  in 
such  cases  is,  that  when  it  shall  satisfactorily  appear  that  my 
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predecessor  had  upon  mature  and  serious  consideration  decided 
upon  the  merits  of  an  application  for  a  patent  adversely  to  the 
claim  of  the  applicant,  the  decision  should  not  be  disturbed,  and 
the  question  should  be  considered  as  finally  settled.  And  as  a 
general  rule  of  evidence  in  such  cases,  I  further  determined  that 
the  proof  of  such  final  decision  should  be  two  rejections  of  the 
same  case.  Of  course  any  other  proof  sufficient  to  show  the  fact 
would  be  equally  satisfactory. 

2.  The  only  matter  decided  (if  it  can  be  called  a  decision)  is, 
that  I  will  not  take  up  and  reopen  the  application  for  any 
purpose  whatever.  I  have  made  no  decisions  on  the  merits  of 
the  case,  i,  e, ,  whether  or  not  the  applicant  is  entitled  to  a  patent 
as  originally  claimed  by  him  nor  as  set  forth  in  his  proposed  new 
claim,  which  has  never  been  properly  before  me  for  decision. 

3.  This  official  act,  from  which  this  appeal  has  been  taken,  is 
not  a  judicial  but  an  executive  act.  It  is  not  an  act  of  which  the 
honorable  chief  justice  has  jurisdiction,  but  it  is  an  act  for  which 
I  am  only  amenable  to  the  supreme  executive  power  of  the 
Government.  The  appeal  must  not  be  dismissed  for  want  of  juris- 
diction. «. 

4.  The  right  to  establish  reasonable  rules  of  practice,  not 
inconsistent  with  law,  to  regulate  and  facilitate  the  transaction 
of  business  is  incident  to  every  court  and  public  officer.  The 
reasonableness  of  the  rule  laid  down  by  me  in  this  case  is  appar- 
ent when  it  is  considered  that  without  some  such  rule  rejected 
applications  would  never  be  considered  as  finally  settled,  and 
would  be  liable  to  be  brought  up  for  reconsideration  at  any  time, 
however  remote  in  time,  to  the  great  and  continued  prejudice  of 
the  regular  business  of  the  office. 

5.  Assuming,  however,  that  the  court  has  jurisdiction,  J^et, 
according  to  the  practice  of  the  executive  officers  and  of  other 
departments  of  the  Government,  which  have  been  decided  by 
several  Attorneys-General  to  be  in  conformity  with  the  true 
intent  and  meaning  of  the  Constitution,  the  Commissioner  is 
right  in  refusing  to  re-examine  applications  which  have  been 
solemnly  adjudicated  and  settled  by  his  predecessor.  (2  Op. 
Att'ys-Gen.,  8  ;  3  Op.  Att'ys-Gen.,  i.) 

6.  Other  grounds  failing,  the  appeal  must  be  dismissed  for  the 
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reason  that  no  patent  has  been  refused  Mr.  Janney.    (Pomeroy  v, 
Connison,  anie^  p.  41.)  .      • 

7.   The  applicant's  remedy  is  by  filing  a  new  application. 

Cranch,  J. 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents,  in  the  following  words,  contained  in  a  letter  from  him 
to  Mr.  Janney,  dated  Patent  Office,  October  28th,  1847  : 

'*SlR  :  It  appears  by  the  records  of  this  office  that  your  appli- 
cation for  letters-patent  for  alleged  improvement  in  machinery  for 
sawing  stones  was  examined  and  rejected,  for  reasons  assignied,  on 
the  3d  of  August,  1843;  th^^  on  the  7th  of  September  following 
the  case  was  reconsidered,  and  the  decision  was  again  revised  and 
affirmed.  All  these  actions  took  place  under  the  administration 
of  the  late  Commissioner  Ellsworth.  Under  these  circumstances 
the  decision  heretofore  made  cannot  be  disturbed,  and  your  appli- 
cation must  stand  rejected.     Respectfully  yours, 

"Edmund  Burke. 

"Edward Janney,  Esq., 

"Care  J.  J.  Greenough,  Washington,  D.  C* 

The  last  application  for  a  patent  was  made  on  the  27th  of  Octo- 
ber, 1847,  some  small  amendment  having  been  made  in  the 
specification  not  affecting  the  merits  of  the  claim,  so  that  it  was, 
in  effect,  an  application  to  the  present  Commissioner  to  revise 
and  revoke  the  two  decisions  made  by  Mr.  Ellsworth,  the  for- 
mer Commissioner.  His  refusal  so  to  revise  and  revoke  these 
decisions  is  not  a  ground  of  appeal  under  the  acts  of  1836  and 
1839.  The  act  of  1839  gives  the  right  of  appeal  to  the  judge 
only  in  cases  where  an  appeal  was  by  the  previous  act  allowed 
from  the  decision  of  the  Commissioner  to  a  Board  of  Examiners, 
and  then  only  when  a  patent  was  refused.  In  the  present  case 
he  has  not  refused  a  patent.  He  decides  only  that  he  will  not 
examine  the  merits  of  the  claim,  which  has  been  twice  rejected 
after  a  full  examination  by  his  predecessor  in  office.  This  refusal 
was  not  a  ground  for  appeal  to  Examiners  under  the  seventh 
section  of  the  act  of  1836,  and  therefore  is  not  a  ground  of  appeal 
to  the  judge. 

Having  no  jurisdiction  of  such  an  appeal,  it  is  not  for  me  to 
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say  whether  the  refusal  under  the  circumstances  of  the  case  was 
right  or  wrong.  There  is  no  limit  of  time  as  to  the  appeal,  and  I 
do  not  perceive  any  reason  why  Mr.  Janney  may  not  now  appeal 
from  the  decision  of  Mr.  Ellsworth,  and  have  the  merits  of  his 
invention  decided.  I  understand  the  merits  of  both  applications 
are  alike.  Having  no  jurisdiction  of  this  appeal,  I  suppose  it 
must  be  considered  as  dismissed. 

y.  J.  Greefiougky  for  appellant. 

W.  P.  N,  Fiizgcraldy  for  Commissioner. 


Alexander  Bain,  Appellant, 

vs. 
S.  F.  B.  Morse,  Appellee.     Interference. 

Priority  ok  invention  —  implies  interferknce — commissioner  and  judge 
HAVE  JL'RiHDicTiON. — The  qucstion  of  priority  of  right  or  invention  neces- 
sarily implies  interference.  If  there  is  no  interference  between  the  parties 
no  question  of  priority  can  arise.  Both  the  Commissioner  in  the  premises 
and  the  judge  upon  appeal  must  pass  upon  the  question  of  interference  as 
preliminary  to  and  as  giving  them  jurisdiction  of  the  question  of  priority. 

Notice  of  ixterferk';ce  not  conclcsive  —  still  vcestion  for  final  hear- 
ing.— In  notifying  the  parties  to  appear  before  him  in  accordance  with  the 
provisions  of  the  eighth  section  of  the  act,  the  Commissioner  decides 
pro  hoc  vice,  and  for  that  purpose  only,  that  an  interference  e.xists.  Upon 
the  hearing  he  decides  finally  whether  or  not  an  interference  in  fact  exists. 
From  that  decision  either  party  may  appeal  to  the  judge. 

JiRisnicTioN  of  jcrxjE — reasons  of  appeal. — By  limiting  the  jurisdiction  of 
the  judge  to  the  points  involved  in  the  reasons  of  appeal,  the  law  has 
aftirmed  it  to  that  extent. 

Sl'BJECT     of     INTERFEKENCE — MIST     BE     PATENTABLE —AND     CLAIMED     BY     BOTH 

PARTIES. — The  interference  mentioned  in  the  eighth  section  of  the  act  of 
\H'Mi  must  be  an  interference  with  respect  to  patentable  matters,  and  the 
claims  of  the  applicants  must  be  limited  to  the  matter  specifically  set  forth 
in  their  respective  specifications,  and  what  is  not  thus  claimed  may,  for 
the  purpose  of  this  preliminary  inquiry,  be  considered  disclaimed. 
Sm — Sm — APPEAL  TO  jiDtJE. — I'pou  appeal  to  the  judge  in  an  iuterference,  the 
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question  is,  does  the  appellant  claim  a  patent  for  any  matter  now  patent- 
able for  which  the  other  party  claims  a  patent. 

Old  and  new  devices  in  combination — must  co-operate. — When  an  appar- 
atus is  made  up  of  new  and  old  devices  the  inventor  is  not  bound  to  take 
his  patent  for  the  new  elements  or  devices  by  themselves.  He  is  at  liberty 
to  ask  for  a  patent  for  a  limited  use  of  those  new  matters,  to  wit,  in 
combination  with  the  old,  if  the  devices  all  co-operate  to  form  a  new 
combination. 

Sm — elements  of  combination  separately  patentable. — A  new  combination 
is  none  the  less  patentable  that  certain  elements  or  parts  thereof  are  new 
and  patentable  by  themselves. 

Form  and  STRVCTrRB  B88KNTIa.l  in  machines. — When  the  application  is  for  a 
combination  of  machinery  and  materials,  form  and  structure  become  sub- 
stance. They  are  the  essence  of  the  invention ;  and  if  changes  in  these 
respects  enable  the  operator  to  do  the  work  in  a  better  manner,  or  with 
more  ease  or  at  less  expense,  or  in  less  time,  they  are  all  improvements 
for  which  the  inventor  may  have  a  patent. 

Claims  of  bain  and  morse  do  not  interfere. — It  appearing  from  a  consid- 
eration of  the  state  of  the  art  that  the  specifications  and  claims  of  Bain 
and  Morse,  respectively,  must  be  construed  as  limited  to  the  combination 
of  elements  therein  set  forth,  and  that  there  is  an  important  difference  in 
the  form  and  structure  of  the  devices  constituting  these  combinations,  and 
that  the  claim  of  Bain  is  further  limited  to  the  use  of  the  invention  in 
combination  with  certain  old  devices  not  included  in  Morse's  apparatus: 
Heldj  That  no  interference  in  fact  exists  between  the  respective  applica- 
tions, and  that  each  party  is  entitled  to  a  patent  for  the  matter  claimed 
by  him. 

Principle  or  effect  not  patentable — There  cannot  be  a  patent  for  a  principle 
nor  for  the  application  of  a  principle,  nor  for  an  effect.  Two  persons  may 
use  the  same  principle  and  produce  the  same  effect  by  different  means 
without  interference  or  infringement,  and  each  would  be  entitled  to  a 
patent  for  his  own  invention. 

(Before  Cranch,  Cb.  J.,  District  of  Columbia,  March,  1849.) 

Statement  of  the  Case. 

The  applications  in  this  case  (afterwards  patents  to  Morse 
6420,  May  ist,  1849,  and  to  Bain  6328,  April  17th,  1849)  pur- 
ported to  disclose  a  new  system  of  telegraphy,  which  consisted 
in  producing  marks  or  discolorations  on  paper  **  chemically  pre- 
pared" by  the  direct  action  of  the  galvanic  current,  and  without 
the  intervention  of  magnets  or  other  intermediate  devices.  The 
inventions  of  both  parties  proceeded  upon  the  theory  that  the 
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passage  of  a  galvanic  current  through  paper  or  other  suitable 
material  previously  treated  with  any  one  of  a  variety  of  chemical 
solutions,  as  iodide  of  tin,  sulphate  of  iron,  acetate  of  lead,  iodide 
of  potassium,  &c.,  will  produce  discolorations  or  marks  corre- 
sponding in  number  and  length  with  the  pulsations  of  the  current. 
The  apparatus  of  Morse,  as  illustrated  in  the  subjoined  cut,  was 
quite  simple. 


The  operator  at  the  sending  station  produces  the  alternating 
currents  corresponding  to  the  dots  and  dashes  of  the  Morse 
alphabet  by  the  ordinary  Morse  key  K.  At  the  receiving  station 
the  prepared  strip  6  is  drawn  by  a  register  R  between  a  metallic 
cylinder  or  drum  a  mounted  upon  a  suitable  standard,  and  a  thin- 
edged  platinum  wheel  r,  held  in  contact  with  the  strip  by  a  metal 
spring  mounted  upon  a  metal  standard  6.  The  direction  of  the 
current  is  indicated  by  the  arrows.  The  passage  of  the  altern- 
ating currents  from  the  platinum  roller  to  the  cylinder  or  drum 
through  the  strip  produces  the  discolorations  or  marks  which 
form  the  message. 

Bain's  invention  was  designed  to  transmit  a  message  through 
one  machine  by  a  single  operation  to  any  number  of  distant 
stations.  The  transmitting  and  receiving  \vires  are  combined  in 
a  single  apparatus,  one  of  which  is  placed  at  each  station.  The 
circuits  are  changed  to  transmit  or  receive  at  pleasure.     Hg.  i 
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is  a  plan  view,  showing  the  general  arrangements  only.     Fig.  2 
shows  the  devices  for  transmitting  to  a  number  of  stations. 


The  message  is  prepared  or  '*  composed ''  in  permanent  form 
by  providing  a  slip  of  paper  with  perforations  corresponding  in 
length  and  arrangement  with  a  predetermined  system  of  signs  or 
characters.  This  sending-slip  2  is  wound  upon  a  suitable  roller 
I,  and  is  caused  to  pass  between  a  transmitting-roUer  d^  and  a 
comb  or  brush  36,  which  are  normally  in  circuit.  The  non-con- 
ducting slip  interrupts  the  flow  of  the  current,  except  at  such  times 
as  the  perforations  therein  permit  the  brush  to  contact  with  the 
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roller.  By  passing  this  slip  between  a  number  of  transmitting- 
rollers  80  and  brushes  81  (Fig.  2),  in  separate  circuits,  but  arranged 
in  line  in  one  machine,  the  message  can  be  simultaneously  trans- 
mitted to  an  indefinite  number  of  stations.  The  receiving  devices 
are  shown  in  the  centre  of  Fig.  i.  The  prepared  paper  in  the 
form  of  sheets  is  wrapped  around  cylinders  or  drums  M  (one  of 
which  is  shown),  either  of  which  can  be  used  while  the  other  is 
being  prepared.  Steel  slips  or  tongues  e*  on  the  cylinder  take 
into  a  screw-thread  e^  on  the  fixed-shaft  e^.  When  the  cylinders 
are  revolved  at  a  regulated  speed  by  the  cord  51  and  the  pulley 
^'*  they  are  caused  to  traverse  across  the  machine  under  the 
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Stylus  or  contact  point  62,  whereby  the  marks  or  discolorations 
are  disposed  in  a  regular  spiral  around  the  cylinder,  and  the  mes- 
sage is  read  in  lines  from  left  to  right  in  the  ordinary  manner  of 
writing  or  printing  when  the  sheet  is  unwound. 

H.  H,  Gillety  for  Mr.  Bain. 

1.  Morse  has  not  filed  sufficient  drawings  nor  deposited  a  suffi- 
cient model  of  his  invention,  nor  has  he  described  it  in  such  full, 
clear,  and  explicit  terms  as  to  enable  a  person  skilled  in  chemistry, 
electricity,  and  mechanics  to  construct  and  use  the  same  to  trans- 
mit intelhgence.  A  local  circuit  only  is  shown;  no  centre  con- 
nections are  shown,  nor  any  means  of  operating  over  long  dis- 
tances. No  mode  of  preparing  the  paper  chemically  is  described 
which  is  adequate  to  produce  the  results  claimed.  No  telegraphic 
or  other  machinist  can  produce  an  instrument  that  will  operate  as 
and  to  the  extent  which  Morse  claims,  and  no  chemist  can  produce 
the  results  he  describes  by  complying  with  the  specification.  No 
evidence  on  this  point  was  produced  before  the  Commissioner  or 
is  now  before  the  judge.  The  reviewing  tribunal  is  without  any 
guide,  except  personally  to  read  the  specification  and  claim,  and 
to  examine  the  model  and  drawing  of  Morse's  application,  and 
determine  whether  by  following  the  directions  contained  therein 
anything  useful  or  important  can  be  produced.  The  Commis- 
sioner and  examiners  may  be  called  by  either  party  to  testify 
under  oath  **  in  explanation  of  the  principles  of  the  machine  or 
other  thing"  for  which  a  patent  is  asked,  but  they  cannot  state 
facts  or  give  opinions  on  other  subjects.  Bain  denied  the  practica- 
bility of  Morse*  s  invention  before  the  Commissioner,  and  offered 
to  go  into  proof  upon  that  subject  before  the  final  hearing.  The 
utility  of  his  own  invention  was  not  denied.  Under  these  circum- 
stances, there  was  error  in  the  decision  of  the  Commissioner  in 
not  ruling  against  Morse's  claim;  and  the  proper  mode  of  cor- 
recting that  error  is  to  open  the  case  for  the  production  of  full 
testimony  on  both  sides. 

2.  There  is  in  fact  no  real  and  substantial  interference  between 
the  two  applications.  The  underlying  principles  common  to  both 
machines  are  old,  as  admitted  by  the  Commissioner.  The  single 
circuit,  the  signs,  and  the  use  of  chemically-prepared  paper  are 
separately  old,  and  the  invention  of  each  party  is  restricted  to  his 
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awn  particular  combination  and  arrangement  of  devices  by  which 
:hese  common  principles  are  carried  into  effect  Bain  uses  chemi- 
:al  agents  and  the  long  telegraphic  circuit,  the  earth  making  part 
>f  it,  in  a  particular  manner  to  produce  the  consequences  which 
le  describes.  From  a  comparison  of  the  .drawings  and  models  it 
ivill  be  apparent  that  the  machines  differ  in  form  and  substance. 
Morse's  machine  is  incompetent  to  produce  the  effects  described 
3y  Bain,  if  susceptible  at  all  of  practical  use.  It  is  denied  that 
my  operative  machine  could  be  produced  by  following  the  direc- 
:ions  of  those  specifications.  In  a  case  of  this  kind  proof  should 
>e  resorted  to. 

3.  The  Commissioner  erred  in  allowing  Morse  to  go  into  proof 
)f  his  invention  prior  to  his  caveat  and  application,  and  at  the 
iame  time  refusing  to  allow  Bain  to  make  proof  of  his  discovery 
)efore  the  date  of  his  English  patent  of  1846.  Unless  the  statute 
:reates  a  difference  in  clear  terms,  the  parties  stand  upon  an  equal 
boting  before  the  Patent  Office  in  all  respects.  The  sixth  section 
>f  the  act  of  1836  removes  the  previous  disabilities  of  foreigners, 
ind  declares  that  all  persons  may  obtain  patents  under  the  circum- 
itances  and  conditions  therein  named.  The  ninth  section,  it  is 
rue,  raises  a  distinction  between  foreigners  and  citizens  with  re- 
ipect  to  the  payment  of  fees,  requiring  a  citizen  to  pay  $30,  and 
I  subject  of  Great  Britain  $500,  and  other  foreigners  $300.  The 
juestion  is  whether  a  foreigner,  having  paid  the  requisite  fee,  is  to 
)e  permitted  to  substantiate  his  right  to  a  patent  conferred  upon 
lim  in  terms  by  the  sixth  section,  by  showing,  upon  an  issue  of 
>riority  properly  joined,  when  he  in  fact  made  the  invention.  No 
laim  in  the  statute  in  terms  makes  this  distinction  between  citizens 
iud  foreigners,  whether  they  are  prosecuting  their  cases  ex  parte 
>r  in  interference.  The  seventh  section,  to  which  reference  is 
nade,  relates  exclusively  to  the  ex-parte  examination  of  an  appli- 
ation.  It  provides  that  the  Commissioner  shall  in  all  cases  issue 
patent  if  it  shall  not  appear,  among  other  things,  "that  the  same 
invention]  had  been  inventetl  or  discovered  by  any  other  person 
ti  this  country  prior  to  the  alleged  invention  thereof  by  the  appli- 
ant."  This  claim  does  not  prohibit  the  foreign  inventor  from 
howing  the  date  of  his  invention  and  obtaining  a  patent,  but 
irovides  that  such  prior  discovery,  if  not  patented  or  described, 
/ill  not  prevent  the  American  inventor  from  also  obtaining  a 


1849]  Bain  v.  Mors£.  97 


Argument  for  the  appellee. 

patent  for  the  same.  Nor  does  the  proviso  of  the  fifteenth  section 
of  the  act  furnish  any  rule  governing  the  issuance  of  patents.  The 
proviso  in  question  declares  that  no  patent,  in  a  suit  brought 
thereon,  shall  be  held  to  be  void  on  account  of  the  invention,  or 
any  part  thereof,  having  been  before  known  or  issued  in  any  for- 
eign country.  It  does  not  appear,  however,  that  in  such  a  case 
the  plaintiff  could  recover.  By  the  enabling  clause  of  the  section 
judgment  will  be  rendered  for  the  defendant,  with  costs,  if  it  shall 
appear,  among  other  things,  that  the  patentee  was  not  the  first 
and  original  discoverer  of  the  thing  patented,  while  the  later 
American  inventor  cannot  recover  against  a  prior  foreign  in- 
ventor ;  so  there  is  nothing  in  the  section  to  prevent  the  prior 
foreign  inventor  from  sustaining  his  patent  against  all  subsequent 
inventors. 

The  eighth  section,  establishing  and  regulating  interferences, 
makes  no  exception  against  the  foreign  inventor. 

Mr.  Amos  Kendall^  for  Morse, 

1.  The  only  question  submitted  for  decision  in  case  of  conflict- 
ing claims  for  patents  is  "  priority  of  invention."  (Statute  of  1836, 
sec.  8;  Statute  of  1839,  sec.  11.) 

2.  The  appeal  in  such  controversies  must  be  decided  in  a 
summary  way  on  the  evidence  produced  before  the  Commis- 
sioner.    (Statute  of  1839,  sec.  11.) 

3.  The  chief  justice  has  no  authority  to  receive  additional 
testimony,  except  that  of  the  Commissioner  or  examiners  of  the 
Patent  Office,  and  that  only  ' '  in  explanation  of  the  principles  of 
the  machine ;  (Act  of  1839,  sec.  1 1 ;)  nor  has  he  authority  to  return 
the  case  to  the  Patent  Office  for  the  purpose  of  taking  additional 
testimony. 

4.  All  the  allegations  and  arguments  of  the  other  side,  there- 
fore, involving  the  questions  of  utility,  novelty,  and  patenta- 
bility are  irrelevant  and  aside  from  the  point  at  issue. 

5.  The  contention  by  Bain  that  there  is  no  conflict  between 
hi3  claims  and  those  of  Morse  is  an  admission  that  Morse  is 
entitled  to  all  he  claims.  In  this  view,  Bain  should  disclaim  all 
that  Morse  claims,  and  go  his  way. 

6.  But  there  is  an  interference.  Bain's  third  claim  probably 
interferes  with  Morse's  first  claim.     If  granted,  Bain  could  do  all 
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that  Mr.  Morse  claims  an  exclusive  right  to  do!  He  could  write 
Mr.  Morse's  characters  precisely  as  Morse  does ;  and  therein 
consists  the  interference. 

7.  Coming  to  the  question  of  priority  of  invention,  Morse  was 
the  first  man  in  Christendom,  so  far  as  we  are  advised,  who  con- 
ceived the  idea  of  a  telegraph  by  the  chemical  action  of  the 
electric  fluid.  In  his  application  he  swears  that  he  conceived  the 
idea  in  1832,  and  the  affidavits  filed  show  that  he  was  experi- 
menting upon  the  idea  at  that  time.  This  was  before  Davy,  Bain, 
or  any  other  European  inventor,  so  far  as  we  are  informed,  had 
considered  the  subject.  In  1846,  as  shown  by  the  affidavit  of  his 
son,  he  had  matured  an  instrument;  in  June,  1847,  he  filed  his 
caveat,  and  in  January,  1848,  applied  for  a  patent.  By  that  time 
he  was  cut  out,  like  all  other  inventors,  from  claiming  the  general 
principles  of  the  apparatus  by  Davy's  patent,  dated  July,  1838, 
and  enrolled  January,  1839,  which  disclosed  the  use  of  several 
circuits  for  marking  parallel  series  of  signs  or  discolorations,  and 
by  Bain's  patent  of  1843,  for  copying  surfaces  by  the  use  of  a 
single  circuit  of  conductors, 

8.  Can  a  foreign  inventor  go  behind  his  foreign  patent  to  prove 
priority  of  invention?  Mr.  Bain  says  he  can.  The  Patent  Office 
and  the  Attorney-General  say  he  cannot.  It  is  said  that  the  citizen 
and  an  alien,  neither  having  a  patent  abroad,  stand  on  the  same 
footing  with  respect  to  application  for  patent  in  this  country,  and 
have  the  same  latitude  in  proving  priority  of  invention.  It  is 
sufficient  to  say  that  this  is  not  the  state  of  facts  before  the  court. 
In  this  case  the  alien  has  a  foreign  patent,  and  the  question  is, 
Can  he  go  behind  that  patent.  The  privilege  is  claimed  for  Mr. 
Bain  for  the  purpose  of  putting  him  on  an  equality  with  Mr.  Morse. 
It  is  singular  that  Mr.  Bain  does  not  perceive  that  the  privilege 
he  claims  is  not  allowed  to  American  citizens .  If  Mr.  Morse  had 
applied  for  a  patent  the  same  day  that  Mr.  Bain  did  he  could  not 
have  obtained  one,  because  Mr.  Bain  had  a  patent  for  the  same 
thing  in  England.  The  Patent  Office  could  not  allow  him  to  go 
behind  Bain's  foreign  patent  to  prove  priority ;  yet  it  is  main- 
tained that  Bain  himself  is  subject  to  no  such  limitation.  Aliens 
are  those  to  be  preferred  to  citizens.  It  is  only  when  the  appli- 
cation for  a  patent  has  been  made  here  before  the  date  of  the 
foreign  patent  that  the  citizen  is  permitted  to  go  behind  that  patent 
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to  prove  priority  of  invention.*  If  Mr.  Bain  had  made  an  appli- 
cation here  before  he  took  out  his  patent  in  England,  he  also  could 
have  gone  behind  that  patent  to  prove  priority.  In  point  of  fact; 
therefore,  the  law  and  the  decisions  of  the  Patent  Office  place 
the  foreigner  and  citizen  upon  precisely  the  same  footing  in  these 
respects ;  and  the  reason  Bain  cannot  go  behind  his  foreign  patent 
is  because  he  made  no  application  for  a  patent  here  until  after  he 
got  one  there. 

9.  The  Commissioner  of  Patents  is  arraigned  for  deciding  that  in 
the  eye  of  the  American  law  the  specification  forms  a  part  of  the 
English  patent,  and  that  the  date  of  enrollment,  and  not  the  date 
of  sealing,  is  the  true  date  of  such  a  patent.  He  might  have  gone 
further,  and  stated  that,  in  the  eye  of  the  English  law,  the  specifi- 
cation is  part  and  parcel  of  the  patent.  (Hindmarch  on  Patents. ) 
Every  patent  issued  in  England  is  an  incomplete  instrument  until 
the  specification  be  enrolled;  and  if  it  be  not  completed  by  enroll- 
ment within  six  months,  the  inchoate  grant  becomes  absolutely 
void.  Specifications  in  England  sometimes  embrace  inventions 
not  thought  of  when  the  patent  was  sealed.  It  cannot  be  sup- 
posed that  an  invention  so  made  or  incorporated  into  the  English 
patent  would  bar  an  American  discoverer  whose  invention  was 
subsequent  to  the  sealing  of  the  patent,  but  prior  to  the  invention 
of  the  Ei^lishman  and  the  sealing  of  his  caveat.  Such  a  state  of 
the  law  would  open  the  door  to  great  frauds. 

It  is  not  necessary  for  Morse  to  describe  fully  or  at  all  the  chemi- 
cal solutions  used  by  him.  Their  capacity  to  make  marks  by  the 
action  of  electricity  was  well  known,  and  is  not  here  claimed.  It 
is  well-settled  law  that  a  patentee  need  not  describe  in  his  speci- 
fication things  used  by  him  which  are  well  known,  and  also  that 
a  specification  which,  instead  of  describing  a  well-known  thing, 
refers  to  a  description  given  in  a  prior  patent,  is  good. 

The  following  extracts  are  t^ken  from  the  reasons  of  the  Com- 
missioner in  support  of  his  decision  : 

The  decision  implied  that  the  invention  [regarding  the  claims 
of  both  parties  as  the  same]  was  new,  original,  useful,  and  there- 
fore patentable.  It  implied,  also,  that  the  materials  and  mech- 
anism, and  the  modus  operandi^  as  set  forth  by  both  parties,  were 

♦See,  however,  Bartholemew  v.  Sawyer,  1  Fish.,  516,  and  later  cases. 
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adequate  to  the  results  claimed,  and  that  the  specifications, 
drawings,  and  models  of  both  parties  were  in  substance  sufficient 
to  enable  the  undersigned  to  understand  and  comprehend  the 
invention,  as  well  as  persons  skilled  in  the  particular  art  to  which 
it  relates.  All  these  questions  were  preliminaries  to  the  question 
of  interference,  and  are  not,  therefore,  in  the  opinion  of  the  under- 
signed, involved  in  this  appeal.  The  only  question  involved  in 
the  interference  declared  to  exist  between  the  claims  of  the  two 
parties  is  the  priority,  according  to  the  patent  law  of  the  United 
States,  of  their  respective  inventions  of  the  matters  claimed  by 
each  of  them  as  new  and  original.     *     *     * 

The  undersigned  has  decided  that  the  drawings,  models, 
and  specifications  were  sufficient  in  both  applications  before  he 
adjudged  the  interference. 

The  sufficiency  of  the  models,  drawings,  and  specifications 
is  a  question,  so  far  as  it  affects  the  issue  of  a  patent,  which  is 
reserved  alone  for  the  Commissioner.  He  determines  it  upon 
the  evidence  submitted  by  the  party  making  the  application. 
That  evidence  is  the  model,  drawings,  and  specifications.  The 
law  has  made  no  provision  for  trying  the  question  in  any  other 
way.  It  has  made  no  provision  to  allow  any  party  or  person  to 
come  in  and  offer  testimony  to  show  the  insufficiency  of  the 
models,  6cc. ,  of  an  applicant  for  a  patent.  There  is  no  mode 
pointed  out  by  law  for  trying  the  question.     *     *     * 

It  is  proper  to  remark,  further,  that  Bain  offered  no  evidence  to 
the  Commissioner  of  the  insufficiency  of  Morse's  model,  &c.  He 
merely  alleged  in  argument  that  they  were  not  sufficient.  The 
Commissioner,  therefore,  had  no  other  evidence  before  him  than 
the  model,  &c.,  and  upon  that  evidence  he  decided  that  they 
were  sufficient.  As  no  question  as  to  the  admissibility  or  inad- 
missibility of  evidence  on  this  point  came  before  the  Commis- 
sioner, it  is  not  a  proper  matter  to  bring  before  your  honor  on 
this  appeal.     (See  section  ii  of  act  approved  March  3d,  1839.) 

The  said  Bain  alleges,  as  his  second  reason  for  the  reversal  of 
the  decision  of  the  undersigned,  that  "there  is  in  fact  no  real  and 
substantial  interference  between  the  two  applications." 

The  reply  to  this  reason  is  substantially  set  forth  above  in  the 
answer  by  the  undersigned  to  the  first  reason  for  the  reversal  of 
his  decision. 
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But,  in  further  reply,  the  undersigned  states  that,  m  support  of 
the  proposition  contained  in  his  second  point,  the  said  B&in  j^up- 
poses  a  case  in  which  the  same  ends,  being  attained  by  different', 
means,  would  not  justify  an  interference. 

It  is  admitted  that  some  of  the  features  of  Bain*s  invention  differ 
from  any  found  in  Morse's ;  and  Bain's  claims  to  these  particulars 
constitute  no  part  of  the  interference  between  the  two  contestants ; 
nor  is  a  patent  for  those  parts  refused. 

But,  as  has  been  before  stated,  the  principal  claims  in  the  two 
applications  were  identical  in  substance,  and  it  was  upon  them 
that  the  interference  was  declared.  Parties,  however,  may  come 
in  direct  conflict  in  their  claims,  though  each  may  use  different 
means  to  attain  the  same  ends.     Such  cases  often  occur. 

Suppose,  for  instance,  said  Bain  and  Morse  both  used  a  chem- 
ically-prepared paper  upon  which  to  make  telegraphic  signs,  and 
that  each  of  them  described  paper  prepared  with  such  chemicals 
as  they  preferred  to  use,  both  differing  as  to  the  kind  of  chemical 
material  adopted,  and  neither  laying  any  special  claim  to  their 
own  chemicals  for  this  purpose,  but  both  claiming  broadly  the 
use  of  chemically-prepared  paper  for  making  these  marks  as 
telegraphic  signs, — can  it  be  doubted  in  such  a  case  that  an  inter- 
ference exists ;  that  the  claims,  and  in  fact  the  inventions,  are 
identical? — for  neither  party  will  limit  his  invention  to  the  use  of  a 
special  kind  of  paper.  Indeed  this  would  be  obviously  futile. 
It  is  plain,  then,  that  some  of  the  means  may  differ,  and  yet  the 
inventions,  in  all  patentable  particulars  and  claims,  be  the  same. 
If  either  party  should  attach  any  value  to  the  special  points  of 
difference,  he  should  lay  separate  claims  to  them.  The  interfer- 
ence in  the  present  case  was  declared  only  upon  those  claims 
actually  conflicting,  and  the  parties  so  notified. 

The  objection  by  Bain  that  Morse's  invention  was  impracti- 
cable, because  he  did  not  describe  a  long  telegraphic  circuit,  or 
the  use  of  the  earth  as  a  part  of  the  circuit,  must  be  regarded  as 
a  cavil.  All  inventions  for  telegraphing  by  galvanism  are  of 
necessity  made  upon  the  supposition  of  a  long  circuit,  though  the 
experimental  trials  may  be  made  through  only  a  few  feet  of  wire. 
A  long  telegraphic  circuit  has  no  special  signification  in  this  case, 
and  neither  party  claims  a  long  or  a  short  circuit  or  using  the 
earth  as  a  part  of  the  circuit.     The  earth  has  been  used  as  a  part 
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of.  th'^^circuit  in  Morse's  telegraph  since  its  first  establishment. 

.  O^.kingte  circuit,  however,  has  a  special  meaning  and  importance 

.•MVi'\)oth  their  present  inventions.     It  is  plainly  demonstrable,  in 

.  *  fact  it  must  necessarily  follow,  that  a  plan  of  operations  which 

will  work  successfully  in  a  small  room  will  work  equally  well 

upon  the  most  extensive  scale,  provided  the  galvanic  force  be 

increased  in  the  proper  proportion  to  the  increase  of  the  extent 

of  the  circuit.     *    *    * 

The  said  Bain,  as  the  third  ground  of  appeal  from  the  decis- 
ion of  the  undersigned,  alleges  **that  the  Commissioner  should 
have  declared  the  true  date  of  Bain's  patent  to  be  the  one  appear- 
ing on  its  face,  to  wit,  December  12th,  1846,  which  was  before 
Morse's  application  or  caveat." 

In  order  that  your  honor  may  fully  understand  the  nature  of 
the  decision  of  the  undersigned  upon  this  point,  and  therefore  be 
better  enabled  to  judge  of  its  correctness,  he  will  proceed  briefly 
to  state  its  nature  and  the  grounds  on  which  it  was  made. 

•The  decision,  in  short,  was,  that  in  cases  affecting  the  rights 
of  other  persons  claiming  priority  or  originality  of  invention,  the 
true  date  of  the  English  patent  is  the  day  of  the  enrollment  of  the 
specification,  and  not  the  day  of  the  sealing  of  the  patent.  The 
grounds  of  the  decision  are  to  be  found  in  the  following  facts  and 
considerations : 

The  English  patent  law  provides  that  the  inventor  may  file  in 
the  appropriate  office  the  title  of  his  invention,  describing  it  briefly, 
and  have  his  patent  sealed  ;  he  is  then  allowed  four  months,  if 
he  does  not  intend  to  procure  a  patent  in  Scotland,  or  six  months 
if  he  does  so  intend,  to  enroll  in  the  appropriate  office  a  full  and 
complete  description  of  his  invention,  technically  called  a  specifi- 
cation, duly  executed  under  hand  and  seal,  when  his  right  to  the 
exclusive  privilege  which  the  patent  secures  becomes  perfect,  and 
absolute. 

Until  this  full  and  complete  description  or  specification  is 
enrolled,  the  public  are  not  advised  of  the  particular  nature  of  the 
invention  of  which  he  claims  to  be  the  author.  This  information 
he  is  bound  to  give,  by  the  enrollment  of  his  specification  within 
the  four  or  six  months,  as  the  case  may  be,  or  his  patent  becomes 
void. 

Until  this  enrollment  of  his  specification,  the  patent  is  an  im- 
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perfect  or  inchoate  instrument,  liable  to  be  defeated  by  the  non- 
performance, within  the  time  specified,  of  the  condition  on  which  it 
was  granted.  It  is  not  a  perfect,  complete,  and  absolute  instru- 
ment until  this  condition  is  performed.  Therefore,  until  the 
inventor  has  enrolled  his  specification,  it  may  in  truth  be  said, 
notwithstanding  his  patent  has  been  sealed,  that  his  invention 
has  not  been  patented. 

Such,  in  substance,  are  the  provisions  of  the  English  law  with 
regard  to  the  patenting  of  inventions.  (See  Hindmarch  on  Pat- 
ents, pp.  7o»  7i»  i57»  and  158.) 

The  law  and  practice  of  this  country  are  different.  Here  it  is 
required  that  the  model,  drawings,  and  specification  shall  be  filed, 
the  invention  examined,  the  patent  recorded  on  the  records  of  the 
Patent  Office,  and  the  specification  enrolled  on  parchment  and 
annexed  to  the  patent  before  the  instrument  is  sealed.  In  short, 
it  is  required  to  be  a  full,  complete,  and  unconditioned  instru- 
ment before  it  is  delivered  to  the  patentee.  His  title  to  his  inven- 
tion is  absolute  the  moment  his  patent  is  sealed  and  signed  by 
the  proper  officers.  Our  law  knows  no  such  thing  as  a  condi- 
tional patent,  liable  to  be  confirmed  or  defeated  by  the  perform- 
ance or  non-performance  of  some  proviso  or  condition  expressed 
in  it.  Its  issue  implies  every  requisite  which  is  necessary  to  make 
it  a  valid  and  unconditional  instrument,  conveying  to  the  patentee 
an  absolute  tide  to  the  invention  which  it  describes. 

And  in  accordance  with  this  view  of  the  subject,  our  law,  when 
it  speaks  of  an  invention  as  having  been  ' '  patented ' '  in  this  or  a 
foreign  country,  implies  that  such  foreign  patent  is  perfect  and 
complete,  and  not  one  liable  to  be  defeated  by  the  non-perform- 
ance of  a  condition  expressed  in  it. 

Section  7  of  the  act  of  July  4th,  1836,  makes  it  the  duty  of 
the  Commissioner  to  grant  a  patent  to  the  applicant,  provided 
his  indention  has  not  been  **  patented"  or  described  in  any  publi- 
cation in  this  or  any  foreign  country.  Now,  how  is  it  possible  for 
the  Commissioner  to  know  what  has  been  patented  in  a  foreign 
country  if  such  foreign  patent  does  not  contain  a  full  description 
(or  specification)  of  the  thing  patented?  Suppose,  when  Mr. 
Morse  made  his  application  for  a  patent  for  his  invention,  some 
English  work  had  contained  the  general  statement  that  Mr.  Bain 
had  had  a  [>atent  sealed  on  a  particular  day  for  an  electro-chem- 
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ical  telegraph  ;  how  is  the  American  Commissioner  to  know  from 
that  general  description  what  that  invention  of  Mr.  Bain  is,  and 
whether  or  not  it  is  the  same  which  is  claimed  by  Morse?  The 
thing  is  impossible  ;  and  such  impossibility  shows  conclusively  the 
correctness  of  the  construction  which  the  undersigned  has  put  on 
the  word  *  *  patented ' '  in  our  law. 

Therefore  it  cannot  be  said,  in  the  meaning  of  the  American- 
law,  that  an  invention  has  been  patented  in  England,  or  anywhere 
else,  until  every  condition  necessary  to  make  such  patent  com- 
plete and  absolute  has  been  complied  with  by  the  patentee  ;  and, 
therefore,  the  true  date  of  an  English  patent,  when  it  comes  in 
conflict  with  the  rights  of  the  American  inventor,  must  be  the  day 
on  which  it  became  a  complete,  perfect,  and  unconditional  instru- 
ment 

And  this  construction  finds  an  analogy  in  the  well-known  prin- 
ciples of  common  law  relating  to  the  dates  of  deeds  and  other 
instruments  of  writing.  An  instrument  in  writing  under  seal  does 
not  become  a  deed  until  it  is  delivered,  and  the  day  of  its  delivery 
is  its  true  date.  It  may  even  be  an  impossible  date — for  instance, 
the  30th  of  February ;  yet  if  it  was  in  fact  executed  on  the  first 
day  of  January,  that  would  be  its  true  date  for  all  legal  purposes. 

Deeds  are  also  conditional,  subject  to  be  confirmed  or  de- 
feated by  the  performance  or  non- performance  of  some  stipulated 
act  between  the  parties.  It  may  depend  also  upon  some  event  or 
contingency,  which  may  confirm  or  defeat  it.  In  all  which  cases 
it  is  an  incomplete  or  imperfect  instrument  until  the  performance 
of  the  act  or  the  happening  of  the  event  upon  which  its  validity 
depends,  and  then  it  becomes  an  absolute  and  unconditional 
instrument,  or  a  nullity. 

These  views  seem  so  conclusive  upon  the  mind  of  the  under- 
signed that  he  does  not  deem  it  necessary  to  consider  the  question 
further,  nor  to  follow  the  learned  counsel  for  Mr.  Bain  through 
the  ingenious  and  elaborate  argument  which  he  has  presented  in 
support  of  his  position,  much  of  which  might  be  very  pertinent 
were  the  question  pending  before  an  English  tribunal,  under  the 
laws  of  England,  but  is  not  pertinent  before  an  American  tribunal 
and  under  the  laws  of  the  United  States. 

The  undersigned  respectfully  refers  your  honor  to  his  decision 


1849]  Bain  v.  Morse.  105 

The  Commis8ioner*8  answer. 

in  this  case  for  the  precise  nature  of  his  adjudication  on  this  point, 
and  the  reasons  in  favor  of  the  same. 

It  is  proper  to  remark  that  our  law  makes  provision  for  ante- 
dating patents  in  certain  cases ;  but  a  patent  cannot  bear  date 
before  the  day  on  which  the  application  was  filed  in  the  Patent 
Office. 

The  undersigned  deems  it  proper  to  notice  here  an  authority 
cited  by  the  learned  counsel  for  Mr.  Bain,  which  he  deems  con- 
clusive ;  which  authority  is  found  in  an  abstract  of  the  English 
patent  law  prepared  by  an  English  solicitor  of  patents  for  the 
undersigned,  and  published  in  his  annual  report  to  Congress  for 
1847,  page  790.  The  correctness  of  that  abstract  is  not  affirmed 
by  the  undersigned,  nor  does  he  believe  that  it  is  a  correct  state- 
ment of  the  English  law.  He  relies,  rather,  upon  Hindmarch,  an 
English  author  of  high  repute,  before  cited,  for  a  correct  state- 
ment of  the  English  law  on  this  point  and  its  construction  by  the 
English  courts  of  justice. 

The  said  Bain  assigns  as  his  fourth  reason  why  the  decision 
of  the  undersigned  should  be  reversed  *  *  that  the  Commissioner 
erred  in  allowing  Morse  to  go  into  proof  of  his  invention  prior  to 
his  caveat  and  application,  and  at  the  same  time  refusing  to  allow 
Bain  to  make  proof  of  his  discovery  before  the  date  of  the  English 
patent  of  1846.*' 

The  correctness  of  the  decision  of  the  undersigned  to  which 
this  exception  is  taken  depends  upon  the  question  whether  or 
not  our  law  makes  a  distinction  between  the  rights  of  an  Ameri- 
can applicant  and  a  foreign  applicant,  as  affected  by  a  question 
of  priority  or  originality.  And  on  this  point  the  undersigned 
can  add  but  little,  if  anything,  to  the  force  of  the  cogent  and 
luminous  opinion  of  the  Attorney -General,  to  whom  the  question 
was  submitted ;  which  opinion  accompanies  the  appeal,  and  to 
.  which  your  honor  is  respectfully  referred. 

On  reference  to  the  seventh  section  of  the  act  of  1836,  it  will 
be  seen  that  there  are  two  grounds  on  which  the  Commissioner 
is  bound  to  refuse  a  patent  to  the  applicant,  viz. :  First,  if  the  thing 
sought  to  be  patented  has  first  been  *  *  invented  or  discovered  by 
any  other  person  in  this  country;'*  and  second,  if  it  has  been 
"patented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country.'' 
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If  the  thing  has  been  invented  by  any  other  person  in  this 
country,  but  not  described,  the  Commissioner  is  bound  to  refuse 
a  patent.  But  he  is  not  bound  to  refuse  a  patent  if  it  has  been 
invented  in  some  foreign  country,  but  not  *  *  patented  or  described 
in  some  printed  publicationin  this  or  some  foreign  country.  * '  The 
principle  that  seems  to  be  plainly  laid  down  by  our  law  with 
regard  to  the  matter  is,  that  in  a  contest  for  priority  between  two 
persons  claiming  to  have  invented  the  same  thing  in  this  country 
priority  as  well  as  originality  must  be  proven.  But  in  a  contest 
between  a  person  who  has  made  the  invention  in  this  country  and 
one  who  has  invented  the  same  thing  in  another  country,  origi- 
nality in  the  American  inventor  is  sufficient  ground  for  awarding 
the  patent  to  him,  although  the  invention  of  the  other  may  have 
in  fact  been  prior  in  point  of  time  in  a  foreign  country. 

This  distinction  is  obvious  and  palpable,  and  is  intended  to 
protect  the  person  who  invents  a  thing  in  this  country  from  being 
defeated  in  his  rights  by  proof  of  the  invention  of  the  same  thing 
in  a  foreign  country,  if  such  invention  has  not  been  patented  or 
described  as  our  law  requires. 

The  fifteenth  section  of  the  act  of  1836  recognizes  this  dis- 
tinction in  defining  the  ground  and  mode  of  defense  in  suits  for 
infringement. 

When  there  is  no  foreign  claimant  of  the  same  invention,  there 
can  be  no  doubt  as  to  the  right  of  the  American  inventor,  whether 
on  an  application  for  a  patent  or  in  a  suit  for  infringement.  In 
the  one  case  the  American  Commissioner  would  be  bound  to  grant 
the  patent  to  the  American  inventor,  the  latter  conforming  to  the 
provisions  of  the  law  with  regard  to  the  mode  of  making  the 
application,  notwithstanding  the  thing  claimed  as  new  had  been 
*  *  invented  and  discovered  * '  in  a  foreign  country,  but  had  not  been 
'  *  patented  or  described  in  some  printed  publication  in  this  or  some 
foreign  country.*'  And  in  an  action  of  infringement,  the  defense 
that  the  thing  in  dispute  had  been  * '  invented '  *  in  some  foreign 
country,  but  not  "patented  or  described,"  &c.,  would  have  to  be 
ruled  out  for  the  same  reason.  In  both  instances  originality,  and 
not  priority,  is  a  sufficient  ground  to  sustain  the  claim  of  the 
American  inventor. 

To  make  the  case  more  obvious,  suppose  Morse  had  made 
his  application  for  a  patent  for  his  improvement  in  the  telegraph 
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before  Bain  had  applied  and  before  he  had  actually  had  his 
invention  patented  in  England.  If  Bain's  invention  had  not  been 
*' described,*'  &c.,  the  American  Commissioner  would  be  bound 
to  grant  a  patent  to  Morse,  although  Bain  had  in  fact  invented 
his  telegraph  before  Morse  had  invented  his.  And  suppose,  fur- 
ther, that  some  person  had  infringed  Morse's  patent  before  Bain 
had  patented  his  invention  in  this  country,  and  an  action  had 
been  brought  by  Morse  for  the  recovery  of  damages  for  such 
infringement ;  would  it  be  pretended  for  a  moment  that  the  fact 
that  Bain's  invention  was  prior  in  point  of  time  to  Morse's  would 
be  a  bar  to  the  recovery  of  damages  by  Morse  ?  The  provisions 
of  the  fifteenth  section  of  the  act  of  1836  precludes  such  defense 
in  express  terms. 

And  if  the  doctrine  of  the  learned  counsel  for  Bain  is  correct, 
would  it  not  operate  as  a  virtual  repeal  of  the  fifteenth  section,  so 
for  as  it  relates  to  this  subject?  In  all  cases  where  a  discovery  has 
been  kept  a  secret  in  a  foreign  country,  and  should  afterwards  be 
discovered  and  patented  by  some  person  in  this  country,  all  that 
the  infiinger  of  the  American  patent  would  have  to  do  would  be 
to  hunt  up  the  foreign  inventor,  procure  a  patent  in  his  name  in 
this  country,  and  plead  it  in  bar  to  the  further  prosecution  of  the 
action,  or  produce  it  in  evidence,  and  clearly  show  that  the  plain- 
tiff had  no  cause  of  action.  The  American  Congress  intended  no 
such  absurdity  when  it  enacted  the  provisions  of  the  fifteenth 
section  of  the  act  of  1836. 

Now  the  Attorney-General,  after  taking  a  similar  view  of  the 
question  which  the  undersigned  has  submitted,  very  pertinently 
remarks  that  the  American  Commissioner  cannot  be  required  to 
grant  a  patent  which  the  courts  of  justice  in  this  country  would 
be  bound  to  set  aside. 

The  learned  counsel  for  Mr.  Bain  has,  while  arguing  his  fourth 
point,  much  to  say  with  regard  to  natural  right  and  the  rights  of 
foreigners. 

It  is  not  proposed  by  the  undersigned  to  go  into  any  meta- 
physical disquisition  upon  natural  rights,  nor  how  much  all  rights 
of  property  depend  upon  positive  law.  He  would  simply  remark, 
in  reply  to  the  learned  counsel,  that  foreigners  have  no  rights  in 
other  sovereignties  than  that  in  which  they  are  born,  except  what 
has  been  expressly  conceded  to  them  by  the  sovereign  power  of  the 
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countries  to  which  they  may  go.  They  cannot  even  enter  the 
limits  of  a  foreign  jurisdiction  except  J^y  permission,  express  or 
implied,  of  the  sovereign  power.  They  have  no  legal  privileges 
in  the  country  to  which  they  go  except  what  are  expressly  granted 
to  them.  And  all  privileges  which  they  are  permitted  to  enjoy 
are  granted  as  matters  of  favor  and  not  of  right.  (See  Vattel, 
chap.  7,  sec.  94,  and  following  sections,  and  chap.  8.)  But  the 
right  of  the  American  inventor  is  recognized  by  the  Constitution. 
(See  art.  i,  sec.  8.) 

The  right  may  be  extended  to  the  foreigner,  and  it  may  be 
granted  to  him  conditionally  or  in  a  qualified  manner,  or  it  may 
be  absolutely  refused ;  and  this  upon  the  general  principles  of 
national  law  which  regulates  the  comity  and  courtesies  of  nations 
in  their  intercourse  with  each  other.  And  the  legislation  of  Con- 
gress has  been  in  accordance  with  this  view  of  the  subject.  By 
the  act  of  December  21st,  1793,  only  citizens  of  the  United  States 
were  permitted  to  take  out  patents.  By  the  act  of  April  17th,  1800, 
the  privilege  was  extended  to  aliens  having  resided  two  years  in 
the  United  States.  By  the  act  of  July  13th,  1832,  the  privilege 
was  extended  to  aliens  resident  who  had  declared  their  intention 
to  become  citizens.  The  privilege  was  further  modified  with 
regard  to  aliens  by  the  act  of  July  4th,  1836. 

The  right  of  the  foreigner  to  take  out  a  patent  in  this  country 
for  an  invention  or  discovery  made  by  him  is  precisely  what  our 
law  defines  it  to  be,  and  no  more.  Our  statutes  are  construed 
according  to  their  true  intent  and  meaning  so  far  as  they  affect 
the  rights  of  foreigners,  but  they  are  to  have  no  forced  construc- 
tion for  the  benefit  of  aliens,  because  the  latter  have  no  constitu- 
tional rights  here  further  than  has  been  expressly  conceded  to 
them  by  the  sovereign  power  of  the  Union. 

Without  following  the  learned  counsel  of  Mr.  Bain  through 
the  various  steps  of  his  elaborate  argument  on  this  point,  much  of 
which  is  inappropriate  and  irrelevant,  and  based  upon  a  false 
assumption  of  facts,  the  undersigned  again  respectfully  refers  your 
honor  to  the  able  and  conclusive  opinion  of  the  Attorney-General 
herewith  submitted,  which  in  his  view  covers  the  whole  of  the 
question. 

That  the  Commissioner  would  be  obliged  to  issue  a  patent  to 
'*  the  inventor,'*  (as  is  so  earnestly  insisted  upon,)  if  a  foreigner, 
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to  the  exclusion  of  the  American  inventor,  whose  invention  was 
subsequent,  might  be  true  if  the  foreigner  had  made  his  invention 
''in  this  country/*  Bain  having  made  his  abroad,  does  not  come 
within  the  purview  of  our  statute,  even  if  his  invention  in  point  of 
fact  was  prior  to  Morse* 5.     *     *     ♦ 

The  learned  counsel  contends  that  the  undersigned  should 
have  refused  a  patent  to  Morse  on  the  ground  that  his  invention 
was  not  of  ** practical  utility."  The  **  practical  utility"  of  an 
invention  is  seldom  determined  at  the  Patent  Office.  The  term 
"utility"  has  received  from  the  courts  a  legal  interpretation. 
According  to  that  interpretation,  it  means  any  degree  of  utility ; 
not  that  it  shall  be  more  useful  than  others. 

By  the  term  ** useful  inventions"  in  the  patent  act  of  the 
United  States  is  meant  an  invention  that  may  be  applied  to  a 
beneficial  use  in  society,  in  contradistinction  to  an  invention 
which  is  injurious  to, public  morals,  the  health,  or  the  good  order 
of  society.  (Bedford  v.  Hunt  et  a/.,  i  Mason,  302;  Kneass  v, 
Schuylkill  Bank,  4  Wash.,  9.) 

It  is  not  necessary  that  the  invention  should  be  of  such 
general  utility  as  to  supersede  all  other  inventions  previously  in 
practice  to  accomplish  the  same  purpose  ;  (Ibid,  i  Mason,  302  ;) 
nor  is  it  important  that  its  practical  utility  should  even  be 
limited,  for  the  law  does  not  look  to  the  degree  of  utility. 
(Ibid.) 

Acting  in  conformity  to  the  spirit  of  the  authorities  above 
cited,  the  question  of  utility,  any  further  than  it  concerns  the 
public  morals,  the  health,  and  good  order  of  society,  is  not  one 
which  is  particularly  inquired  into  by  the  Commissioner  of 
Patents  in  determining  the  patentability  of  an  invention.  Indeed 
in  some  cases  it  would  be  impossible  for  him  to  decide  whether 
or  not  a  machine  was  practically  useful.  That,  generally,  must 
be  ascertained  by  actual  experiment,  which  it  would  be  impossible 
for  the  Commissioner  of  Patents  in  most  cases  to  make. 

Therefore  the  general  rule  adopted  by  the  Patent  Office 
with  regard  to  inventions  is  to  decide  upon  the  novelty,  priority, 
and  originality,  and  leave  the  question  of  utility  to  the  public 
and  the  courts  of  justice  to  settle. 

But,  as  before  remarked,  (in  answer  to  Bain's  first  reason,) 
this  question  of  utility  was  not  raised  by  the  interference.     It  was 
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a  point  settled  by  the  undersigned  before  he  ascertained  that  the 
claims  of  the  respective  parties  did  interfere.  He  decided  that 
the  inventions  of  both  were  useful  and  patentable  before  he 
declared  the  interference.  In  deciding  that  both  claims  were 
substantially  the  same,  he  decided  that  both  inventions  were 
useful,  and  he  decided  upon  similar  testimony,  viz.,  the  models, 
drawings,  and  descriptions  of  the  two  parties. 

He  did  not,  as  is  .  alleged,  decide  expressly  that  Bain's  in- 
vention was  useful.  The  question  was  never  raised.  And  with 
regard  to  Morse's,  he  had  decided  that  it  was  useful  before  Bain 
had  contended  that  it  was  not. 

But  it  is  respectfully  submitted  that  the  question  of  utility 
cannot  be  raised  by  any  second  party  on  the  issue  of  a  patent. 
The  law  points  out  no  mode  for  testing  in  the  Patent  Office  the 
practicability  of  an  invention,  except  by  the  examination  of  the 
specifications,  drawings,  and  model.  It  has  provided  no  way  to 
take  testimony  touching  that  question.  In  short,  prior  to  the 
issue  of  a  patent,  it  is  a  question  reserved  for  the  Commissioner 
alone,  to  be  determined  on  the  case  before  him.  If  he  doubts,  he 
may  require  experiments  to  satisfy  him.  If  he  does  not  doubt, 
nobody  else  has  a  right  to  raise  the  question  nor  to  contest  the 
issue  of  the  patent  on  that  ground,  and  he  is  bound  to  grant  it. 

With  these  views,  hastily  put  together,  the  undersigned  sub- 
mits the  various  questions  raised  by  the  learned  counsel  of  Bain 
to  the  enlightened  consideration  and  decision  of  your  honor. 

All  which  is  respectfully  submitted. 

Edmund  Burke, 
Commissioner  of  Patents, 

For  convenience  of  reference,  the  opinion  of  the  Attorney- 
General  upon  the  question  of  law  presented  in  this  case  is  given 
in  full : 

Sir  :  I  have  the  honor  to  reply  to  your  letter  submitting  an 
inquiry  propounded  by  the  Commissioner  of  Patents,  whether  a 
foreign  patentee  can  go  behind  the  date  of  his  foreign  patent  and 
prove  the  actual  date  of  his  invention,  in  order  to  defeat  the  right 
of  an  American  inventor,  there  having  been  no  previous  descrip- 
tion of  the  invention  in  any  printed  publication ;  or,  in  other 
words,  whether  the  fact  of  an  invention  or  discovery  abroad, 
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which  had  not  been  patented  nor  described  in  any  printed  publi- 
cation, will  defeat  a  patent  to  an  original  inventor,  who  has  invented 
or  discovered  the  same  thing  in  this  country. 

The  answer  to  be  given  to  this  inquiry  depends  upon  the  act 
of  Congress  of  July  4th,  1836,  when  the  patent  laws  of  the  United 
States  underwent  a  revision,  and  several  important  provisions 
were  for  the  first  time  introduced. 

By  the  sixth  section  it  is  enacted  "  that  any  person  or  persons 
having  discovered  pr  invented  any  new  and  useful  art,  machine, 
manufacture,  or  composition  of  matter,  or  any  new  and  useful 
improvement  on  any  art,  machine,  manufacture,  or  composition 
of  matter  not  known  or  used  by  others  before  his  or  their  discovery 
or  invention  thereof,  and  not,  at  the  time  of  his  application  for  a 
patent,  in  public  use  or  on  sale  with  his  consent  or  allowance  as 
the  inventor  or  discoverer,  and  shall  desire  to  obtain  an  exclusive 
property  therein,  may  make  application  in  writing  to  the  Com- 
missioner of  Patents,  expressing  such  desire,  and  the  Commis- 
sioner, on  due  proceedings  had,  may  grant  a  patent  therefor.  * ' 

The  same  section  provides  that  ''  the  applicant  shall  also  make 
oath  or  affirmation  that  he  does  verily  believe  that  he  is  the  origi- 
nal and  first  inventor  or  discoverer  of  the  art,  machine,  compo- 
sition, or  improvement  for  which  he  solicits  a  patent,  and  that  he 
does  not  know  or  believe  that  the  same  was  ever  before  known 
or  used,  and  also  of  what  country  he  is  a  citizen. ' ' 

Thus  far  the  law  is  left  substantially  as  it  stood  before,  and, 
if  not  accompanied  by  any  new  provisions,  would  be  controlled 
by  previous  adjudications,  founded  in  a  considerable  degree  upon 
enactments  now  become  obsolete.  But  the  seventh  section  intro- 
duces a  new  rule,  which  seems  to  be  decisive  of  the  question  under 
consideration.  It  declares  ''that  on  the  filing  of  any  such  appli- 
cation, description,  and  specification,  and  the  payment  of  the 
duty  hereinafter  provided,  the  Commissioner  shall  make,  or  cause 
to  be  made,  an  examination  of  the  alleged  new  invention  or  dis- 
covery ;  and  if,  on  any  such  examination,  it  shall  not  appear  to 
the  Commissioner  that  the  same  had  been  invented  or  discovered 
by  any  other  person  in  this  country  prior  to  the  alleged  invention 
or  discovery  thereof  by  the  applicant,  or  that  it  had  been  patented 
or  described  in  any  printed  publication  in  this  or  any  foreign 
country,  or  had  been  in  public  use  or  on  sale,  with  the  applicant's 
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consent  or  allowance,  prior  to  the  application,  if  the  Commissioner 
shall  deem  it  to  be  sufficiently  useful  and  important,  it  shall  be 
his  duty  to  issue  a  patent  therefor. '  *  The  rule  here  prescribed  to 
the  Commissioner  is  afterguards  reaffirmed  and  carried  out  in  the 
form  of  a  proviso  in  the  fifteenth  section,  prescribing  a  rule  of 
adjudication,  namely :  *  *  That  whenever  it  shall  satisfactorily  appear 
that  the  patentee,  at  the  time  of  making  his  application,  believed 
himself  to  be  the  first  inventor  or  discoverer  of  the  thing  patented, 
the  same  shall  not  be  held  to  be  void  on  account  of  the  invention 
or  discovery,  or  any  part  thereof,  having  been  before  known  or 
used  in  any  foreign  country,  it  not  appearing  that  the  same,  or 
any  substantial  part  thereof,  had  been  before  patented  or  described 
in  any  printed  publication. '  *  While,  therefore,  the  seventh  section 
declares  that  a  patent  shall  issue  to  the  inventor  (all  other  con- 
ditions being  complied  with)  if  the  thing  proposed  to  be  secured 
had  not  *  *  been  invented  or  discovered  by  any  other  person  in  this 
country, '  *  the  proviso  of  the  fifteenth  section  enacts  that  the  patent 
shall  not  be  held  void  (all  other  conditions  being  complied  with) 
*'  on  account  of  the  invention  or  discovery,  or  any  part  thereof, 
having  been  before  known  or  used  in  any  foreign  country.*' 

These  provisions  introduce  an  important  modification  of  the 
law  of  patents,  designed  to  protect  the  American  inventor  against 
the  injustice  of  being  thrown  out  of  the  fruits  of  his  ingenuity  by 
the  existence  of  a  secret  invention  or  discovery  abroad — that  is  to 
say,  one  not  patented,  and  not  described  in  any  printed  publica- 
tion. It  is  well  known  that  such  secrets  of  trade  exist  in  great 
numbers,  and  are  designedly  withheld  from  the  public  ;  and  when, 
therefore,  the  American  inventor  has  been  so  fortunate  as  to  invent 
or  discover  the  same  thing,  he  is  as  great  a  public  benefeictor  as 
if  the  secret  did  not  exist  in  any  foreign  country.  And  it  was  the 
intention  of  Congress  to  secure  to  him  his  rightful  property  in  the 
result,  and  not  permit  it  to  be  defeated  by  the  foreign  inventor 
coming  forward  afterwards  either  for  a  patent  or  without  a  patent. 
There  is  no  more  reasonable  or  just  foundation  or  title  of  property 
than  that  which  has  been  so  imperfectly  secured  by  law  in  the 
products  of  mind  ;  and  it  is  to  be  regarded  as  the  presumed  inten- 
tion of  the  legislature  effectually  to  secure  it  in  every  case  where 
the  reason  of  the  law  will  apply  and  the  language  used  will  admit 
of  a  favorable  interpretation.     In  the  present  case  the  intention  is 
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clear,  and  the  language  explicit  and  unequivocal,  leaving  no  room 
for  construction.  The  proviso,  without  the  aid  of  the  sixth  sec- 
tion, furnishes  a  clear  rule  of  adjudication,  by  which  the  rights  of 
parties  are  ascertained;  and  it  is  impossible  that  an  executive 
officer  should  regard  that  as  an  objection  to  the  grant  of  a  patent 
which  the  courts  of  law  are  bound  to  overrule  as  unavailable. 
The  objection,  therefore,  which  is  now  presented — that  an  original 
bona-fide  inventor  in  this  country,  who  verily  believed  himself 
the  original  and  first  inventor  or  discoverer  at  the  time  of  his  appli- 
cation, and  did  not  know  or  believe  that  his  invention  or  discovery 
was  ever  before  known  or  used ;  and  when,  in  fact,  it.  had  not 
been  before  invented  or  discovered  by  any  other  person  in  this 
country,  and  had  not  itself,  or  any  substantial  part  of  it,  been 
before  patented  or  described  in  any  printed  publication  in  any 
country ;  that  the  American  inventor,  in  such  a  case,  is  not  entitled 
to  a  patent  for  his  discovery,  because  it  had  been  before  known 
or  used  in  a  foreign  country, — is  directly  opposed  to  the  intent,  the 
policy,  and  express  words  of  the  act  of  Congress,  and  is  without 
any  legal  foundation. 

In  such  a  case  the  American  inventor  is,  in  contemplation 
of  law  under  the  provisions  of  the  act  of  Congress,  the  original 
and  first  inventor.  The  fact  that  an  invention  not  patented,  and 
not  described  in  any  printed  publication,  has  been  before  known 
or  used  in  any  foreign  country,  is  rendered  immaterial,  except  so 
far  as  it  may  have  come  to  the  knowledge  of  the  applicant,  and 
may  thus  conflict  with  the  oath  or  affirmation  which  he  is  required 
to  take,  or  with  his  claims  as  an  original  inventor.  If  he  is  an 
original  inventor,  and  is  in  a  condition  to  take  the  oath  or  affirma- 
tion prescribed,  then  the  act  removes  the  supposed  objection  out 
of  die  way,  requires  the  Commissioner  to  issue  the  patent,  the 
courts  to  declare  it  valid,  and  establishes  the  American  right,  to 
the  exclusion  of  the  foreign  discovery,  which  has  not,  in  either 
mode  indicated  by  the  act  of  Congress,  been  communicated  to 
the  public. 

I  have  the  honor  to  be,  very  respectfully,  sir,  your  obedient 

servant, 

Isaac  Toucey. 
Hon.  James  Buchanan, 

Secretary  of  Stale, 
8 
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Cranch,  J. 

The  Commissioner,  upon  hearing,  decided  that  Mr.  Bain's 
claim  interfered  with  Mr.  Morse's,  and  that  Mr.  Morse  was  the 
first  inventor,  and  rejected  the  claim  of  Mr.  Bain.  From  this 
decision  Mr.  Bain  has  appealed. 

It  is  contended  by  the  counsel  of  Mr.  Morse  that  the  judge,  upon 
appeal,  has  no  jurisdiction  of  the  question  of  interference ;  that  an 
appeal  is  given  solely  upon  the  question  of  priority  of  invention ; 
that  upon  the  question  of  interference  the  decision  of  the  Com- 
missioner is  conclusive.  Whether  it  be  thus  conclusive,  then,  is 
the  first  question  to  be  decided. 

By  the  act  of  1836,  chapter  357,  section  7,  it  is  enacted  that  "if 
the  specification  and  claim  shall  not  have  been  so  modified  as,  in 
the  opinion  of  the  Commissioner  shall  entitle  the  applicant  to  a 
patent,  he  may,  on  an  appeal  and  upon  request  in  writing,  have 
the  decision  of  a  board  of  examiners,  to  be  composed  of  three,  &c. ; 
and  on  examination  and  consideration  of  the  matter  by  such  board, 
it  shall  be  in  their  power,  or  of  a  majority  of  them,  to  revise  the 
decision  of  the  Commissioner,  either  in  whole  or  in  part;  and 
their  opinion  being  certified  to  the  Commissioner,  he  shall  be 
governed  thereby  in  the  further  proceedings  to  be  had  on  such 
application.*' 

This  section  is  applicable  to  cases  where  there  is  no  conflicting 
applicant,  and  shows  that  the  legislature,  by  saying  "if  in  the 
opinion  of  the  Commissioner,"  &c.,  did  not  intend  to  make  that 
opinion  conclusive.  On  the  contrary,  it  provides  "that  the 
board  shall  be  furnished  with  a  certificate  in  writing  of  the  opinion 
and  decision  of  the  Commissioner,  stating  the  particular  grounds 
of  his  objection,  and  the  part  or  parts  of  the  invention  which  he 
considers  as  not  entitled  to  be  patented  ;  and  that  the  said  board 
shall  give  reasonable  notice  to  the  applicant,  as  well  as  to  the 
counsel,  of  the  time  and  place  of  their  meeting,"  &c.  All  these 
provisions  were  evidently  intended  to  enable  the  board  of  exam- 
iners to  revise  the  opinion  and  decision  of  the  Commissioner,  and 
show  that  his  opinion  was  not  to  be  conclusive. 

By  the  eighth  section  of  the  same  act  (1836)  it  is  enacted 
*  *  That  whenever  an  application  shall  be  made  for  a  patent  which, 
in  the  opinion  of  the  Commissioner,  might  interfere  with  any 
other  patent  for  which  an  application  may  be  pending,  or  with 
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any  unexpired  patent  which  shall  have  been  granted,  it  shall  be 
the  duty  of  the  Commissioner  to  give  notice  thereof  to  such  appli- 
cants or  patentees,  as  the  case  may  be ;  and  if  either  shall  be 
dissatisfied  with  the  decision  of  the  Commissioner  on  the  question 
of  priority  of  right  or  invention  on  a  hearing  thereof,  he  may 
appeal  from  such  decision  on  the  like  terms  and  conditions  as  are 
provided  in  the  preceding  section  of  this  act ;  and  the  like  pro- 
ceedings shall  be  had  to  determine  which,  or  whether  either,  of 
the  applicants  is  entitled  to  receive  a  patent  as  prayed  for.'* 

The  question  of  priority  of  right  or  invention  necessarily  implies 
interference.  The  Commissioner,  before  he  could  decide  the 
question  of  priority,  must  have  decided  that  of  interference,  for 
without  interference  there  can  be  no  question  of  priority.  Before 
1  can  have  jurisdiction  of  the  question  of  priority,  I  must  be  satis- 
fied that  there  is  an  interference  ;  and  I  must  decide  the  question 
of  jurisdiction,  as  well  as  any  other  question  which  arises  in  the 
cause. 

The  opinion  of  the  Commissioner  (mentioned  in  the  eighth 
section,  that  interference  exists)  only  justifies  him  in  giving tiotice 
thereof  to  the  other  applicant  and  appointing  a  day  to  hear  the 
parties  upon  that  question.  He  decides  it  ov^y  pro  hoc  vice,  and 
for  that  purpose  only.  Upon  the  hearing,  he  is  to  decide ;  and 
from  that  decision,  if  either  shall  be  dissatisfied  with  it  on  the 
question  of  priority,  including  that  of  interference,  he  may  appeal ; 
and  upon  such  appeal,  as  I  understand  the  law,  the  judge,  in 
case  of  real  interference,  may  **  determine  which,  or  whether 
either,  of  the  applicants  is  entitled  to  receive  a  patent  as  prayed 
for."  The  scope  thus  given  to  the  judge  is  broad  enough  to 
include  the  question  of  interference,  as  well  as  that  of  priority,  if 
it  should  arise. 

By  the  act  of  1839,  chapter  88,  section  11,  it  is  enacted  "That 
in  all  cases  where  an  appeal  is  now  allowed  by  law  from  the  decision 
of  the  Commissioner  of  Patents  to  a  board  of  examiners,  provided 
for  in  the  seventh  section  of  the  act  to  which  this  is  additional, 
the  party,  instead  thereof,  shall  have  a  right  to  appeal  to  the  chief 
justice  of  the  District  Court  of  the  United  States  for  the  District 
of  Columbia  by  giving  notice  thereof  to  the  Commissioner  and 
filing  in  the  Patent  Office,  within  such  time  as  the  Commissioner 
shall  appoint,  his  reasons  of  appeal  specifically  set  forth  in  writing, 
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and  also  paying  into  the  Patent  Office,  to  the  credit  of  the  patent 
funds,  the  sum  of  twenty-five  dollars.  And  it  shall  be  the  duty  of 
the  said  chief  justice,  on  petition,  to  hear  and  determine  all  such 
appeals,  and  to  revise  such  decisions,  in  a  summary  way,  upon 
the  evidence  adduced  before  the  Commissioner,  at  such  early 
and  convenient  time  as  he  may  appoint,  first  notifying  the  Com- 
missioner of  the  time  and  place  of  hearing,  whose  duty  it  shall  be 
to  give  notice  thereof  to  all  parties  who  appear  to  be  interested 
therein  in  such  manner  as  the  said  judge  shall  prescribe.  The 
Commissioner  shall  also  lay  before  the  said  judge  all  the  original 
papers  and  evidence  in  the  case,  together  with  the  grounds  of  his 
decision,  fully  set  forth  in  writing,  touching  all  the  points  involved 
by  the  reasons  of  appeal ;  to  which  the  decision  shall  be  confined." 

One  of  the  reasons  of  appeal  in  this  case  is  that  there  is  no  real 
and  substantial  interference  between  the  two  applications.  The 
question  of  interference,  therefore,  is  involved  by  the  reasons  of 
appeal,  and  must  be  decided  by  the  judge.  By  limiting  the 
jurisdiction  of  the  judge  to  the  points  involved  by  the  reasons  of 
appeals,  the  legislature  has  affirmed  it  to  that  extent. 

The  interference  mentioned  in  the  eighth  section  of  the  act  of 
1836  must  be  an  interference  in  respect  to  patentable  matters ; 
and  the  claims  of  the  applicants  must  be  limited  to  the  matters 
specifically  set  forth  as  their  respective  inventions  ;  and  what  is  not 
thus  claimed  may,  for  the  purpose  of  this  preliminary  inquiry,  be 
considered  as  disclaimed. 

The  question,  then,  is.  Does  Mr.  Bain  claim  a  patent  for  any 
matter  now  patentable  for  which  Mr.  Morse  claims  a  patent  ?  To 
answer  this  question  it  is  necessary  to  ascertain  for  what  patent- 
able matter  Mr.  Morse  now  claims  a  patent.  In  his  specification 
filed  January  20th,  1848,  he  says  : 

'  *  What  I  claim  as  my  own  invention  and  improvement  is  the 
use  of  a  single  circuit  of  conductors  for  the  marking  of  my  tele- 
graphic signs,  already  patented,  for  numerals,  letters,  words,  and 
sentences,  by  means  of  the  decomposing,  coloring,  or  bleach ing^ 
effects  of  electricity  acting  upon  any  known  salts  that  leave  a 
mark,  as  the  result  of  the  said  decomposition,  upon  paper,  cloth, 
metal,  or  other  convenient  and  known  markable  material.  I  also 
claim  the  invention  of  the  machinery,  as  herein  described,  for  the 
purpose  of  applying  the  decomposing,   coloring,  or  bleaching 
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effects  of  electricity  acting  upon  known  salts,   as  hereinbefore 
described." 

The  Commissioner  in  his  written  decision  in  this  case  says  : 

**Such  use  of  a  single  circuit'*  [i.  e,y  to  produce  marks  upon 
chemically-prepared  paper]  *  *  is  not  the  point  at  issue  ;  nor  is  this 
claimed  by  either  party.  Said  Morse  claims  using  a  single  circuit 
of  conductors  for  a  certain  purpose  or  in  a  certain  way,  viz.,  to 
mark  his  telegraphic  signs,  and  also  claims  the  machinery  by 
which  he  accomplishes  this  purpose.  Said  Bain  does  not  specific- 
ally mention  in  his  claim  using  a  single  circuit,  though  this  must 
be  considered  as  an  essential  part  of  his  invention  and  claim,  and 
is  necessarily  involved  in  the  final  clause  of  his  claim,  to  wit: 
*  So  that  in  either  case  these  form  the  received  communication, 
substantially  in  the  manner  and  with  the  effects  described  and 
shown.*  '* 

The  Commissioner  proceeds : 

**The  third  clause  of  the  claim  of  said  Bain,  with  which  the 
two  claims  of  said  Morse  interfere,  is  as  follows,  to  wit : 

*  *  *  Third.  The  application  of  any  suitable  chemically-prepared 
paper,  without  regard  to  the  chemical  ingredients  used  for  such  a 
purp)ose,  to  receive  and  record  signs  forming  such  communica- 
tions, such  signs  being  made  by  the  pulsations  of  an  electric  cur- 
rent or  currents  transmitted  from  a  distant  station,  said  current 
operating  directly  and  without  the  intervention  of  any  secondary 
current  or  mechanical  contrivance,  through  a  suitable  metal-mark- 
ing style  that  is  in  continuous  contact  with  the  receiving  paper, 
thereby  making  marks  thereon,  which  marks  correspond  with 
groups  of  perforations  in  the  paper  composing  the  transmitted 
communication,  or  may  be  given  by  the  pulsations  from  the  spring 
45  and  the  block  46 ;  so  that  in  either  case  these  form  the  received 
communication,  substantially  in  the  manner  and  with  the  effects 
described  and  shown,  including  any  merely  practical  variations, 
analogies,  and  equivalents  in  the  means  employed  and  the  effects 
produced  thereby.*  ** 

The  Commissioner  in  his  written  decision  says  : 

*  *  The  invention,  it  will  be  seen  by  reference  to  the  specifica- 
tions of  the  parties  respectively,  does  not  consist  in  the  use  of 
the  electric  current  to  make  marks  upon  chemically- prepared 
paper,  nor  making  marks  through  a  single  line  of  conductors ; 
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nor  could  a  claim  to  either  of  these  devices  have  been  entertained 
as  patentable,  as  they  have  been  long  known." 

Again,  it  is  said  by  the  counsel  of  Mr.  Morse : 

**It  is  admitted  that  neither  could  patent  the  battery,  the 
circuit,  the  prepared  paper,  or  the  marking  by  the  electro- 
chemical process.  It  was  only  a  new  combination  of  the  several 
parts,  so  as  to  produce  a  new  result,  or  an  old  result  in  a  better 
manner,  that  either  could  patent. 

Again,  the  Commissioner  in  his  "reasons  of  decision*'  says  : 

"  It  is  true,  as  Mr.  Bain  asserts,  that  no  one  can  monopolize 
the  use  of  air,  fire,  or  water,  but  it  is  equally  true  that  any  one  can 
monopolize  the  use  of  air,  fire,  or  water  upon  certain  principles 
of  operation  which  he  may  have  invented  or  discovered ;  and 
this  is  precisely  what  the  respective  claimants  in  this  case 
demanded  as  their  right,  and  which  gave  rise  to  the  interference, 
viz.,  each  claimed  the  right  to  use,  and  exclude  others  from 
using,  galvanic  power  to  mark  certain  signs  [which  signs  have 
already  been  patented  by  said  Morse]  upon  chemically-  prepared 
paper  through  a  single  circuit  of  conductors. 

*'A  single  circuit  of  conductors  consisting  either  wholly  of  wire, 
or  in  part  of  wire  and  part  of  earth,  for  telegraphic  purposes  was 
not  new. 

* '  The  signs  or  signals  to  be  marked  were  not  new,  the  same 
having  been  before  patented  by  said  Morse;  and  chemically- 
prepared  paper  for  receiving  telegraphic  signs  by  galvanism  was 
not  new,  the  same  having  been  patented  in  England  in  1836  by 
Mr.  E.  Davy  (7719  of  1836).  Moreover,  the  use  of  a  single 
telegraphic  circuit  for  making  the  aforesaid  signs  upon  paper 
was  not  new,  the  same  having  been  before  patented  by  said 
Morse. 

**  Neither  party  claimed  any  one  or  any  two  of  the  above 
elemental  features.  The  invention  of  each  was  made  up  of 
the  three  combined,  and  the  advantages  claimed  to  have  been 
discovered  by  each  in  these  combined  operations  were  identical." 

There  is  nothing,  then,  now  patentable  in  the  Morse  claim, 
left  to  be  interfered  with,  except  his  claim  of  a  patent  for  his 
invention  of  the  machinery  described  in  his  specification  or 
for  his  combination  of  machinery  and  materials  as  described 
therein.     The  claim  of  each  applicant,  therefore,  is  reduced  to 
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the  claim  for  the  combination  of  machinery  and  materials  which 
he  has  invented,  and  does  not  include  any  of  the  matters  claimed 
in  his  specification  which  are  not  now  patentable. 

These  combinations  seem  to  me  to  be  far  from  identical.  Mr. 
Bain  includes  in  his  combination  the  use  of  the  perforated  paper 
for  composing  the  communication  and  of  the  style  which  passes 
the  electric  current  through  the  perforator  and  the  machinery  for 
transmitting  the  same  communication  to  several  different  places 
at  the  same  time.  It  is  said  that  the  style  is  not  new ;  but  he  makes 
it  an  ingredient  in  his  combination — and  in  that  respect  his  com- 
bination differs  from  that  of  Mr.  Morse,  and  it  is  a  very  important 
item — in  connection  with  the  perforated  paper.  He  includes  in  his 
combination  new  patentable  matter  with  old  matter  not  patentable, 
and  thereby  makes  a  new  patentable  combination.  This  new  matter 
thus  introduced  into  the  combination  is  admitted  to  be  patentable 
in  itself  without  combination  with  the  old  unpatentable  matter, 
and,  indeed,  it  seems  to  be  a  great  improvement  in  the  trans- 
mission of  telegraphic  information.  But  it  is  said  that  Mr.  Bain 
is  only  authorized  to  obtain  a  separate  patent  for  these  inventions, 
and  cannot  claim  a  patent  for  his  new  combination  of  the  old  and 
new  together.  If,  however,  his  new  combination  of  old  materials 
be  patentable,  which  must  be  admitted,  or  it  would  not  interfere 
with  Mr.  Morse's  claim,  it  seems  to  be  not  the  less  patentable 
because  it  includes  the  new  matter  in  connection  with  the  old. 
The  old  matter  may  not  in  itself  be  patentable,  but  joined  to 
the  new  matter  a  combination  may  be  formed  which  may  be 
patented.  He  is  not  obliged  to  take  separate  patents  for  each 
new  patentable  matter.  He  does  not  now  ask  for  them.  He  may 
be  willing  to  ask  only  for  a  limited  use  of  those  new  matters,  to  wit, 
in  combination,  and  not  for  an  exclusive  use  of  them  for  every 
purpose  to  which  they  may  be  applicable.  Mr.  Godson  (Godson 
on  Patents,  p.  .63)  says  : 

'  *  A  combination  of  old  materials,  when  in  consequence  thereof 
a  new  effect  is  produced,  may  be  the  subject  of  a  patent.  This 
effect  may  consist  either  in  the  production  of  a  new  article,  or  in 
making  an  old  one  in  a  better  manner  or  at  a  cheaper  rate.  This 
manufacture  may  be  made  of  different  substances  mingled  to- 
gether, or  of  different  machines  formed  into  one,  or  of  the  arrange- 
ment of  many  old  combinations.      Each   distinct  part  of  the 
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manufacture  may  have  been  in  common  use,  and  every  principle 
upon  which  it  is  founded  may  have  been  long  known,  and  yet 
the  manufacture  may  be  the  proper  subject  for  a  patent.  It  is  not 
for  those  parts  and  principles,  but  for  the  new  and  useful  com- 
pound or  thing  thus  produced  by  combination,  that  the  grant  is 
made.  It  is  for  combining  and  using  things  before  known  with 
something  then  invented,  so  as  to  produce  an  effect  which  was 
never  before  attained.'* 

The  counsel  for  Mr.  Morse  in  argument  said  :  *  *  It  is  obvious, 
and  is  admitted  by  our  adversaries,  that  Morse's  instrument  is  a 
very  different  thing  in  form  and  structure  from  Bain's."  But 
form  and  structure  are  very  important  matters  in  machinery ;  and 
if  they  enable  the  operator  to  do  the  work  in  a  better  manner, 
or  with  more  ease  or  less  expense,  or  in  less  time,  it  is  no  interfer- 
ence, but  it  is  an  improvement  for  which  the  inventor  may  have 
a  patent. 

When  the  application  is  for  a  patent  for  a  combination  *  of 
machinery  and  materials,  form  and  structure  become  substance. 
They  are  the  essence  of  the  invention  ;  and  an  admission  that 
Morse's  instrument  is  a  very  different  thing  in  its  form  and  struc- 
ture from  Bain's,  is  an  admission  of  a  fact  which  is  prima-facie 
evidence,  at  least,  that  there  is  no  interference  between  the  t^-o, 
and  throws  the  burden  of  proof  upon  the  other  side.  There  was 
no  evidence  laid  before  the  Commissioner  of  Patents  upon  the 
question  of  interference ;  so  that  he  must  have  adjudged  the  inter- 
ference upon  a  comparison  of  the  two  specifications,  possibly 
without  considering  that  the  only  patent  either  could  obtain  would 
be  a  patent  for  his  own  combination — ^all  the  materials  of  which 
Mr.  Morse's  combination  consists  being  old  and  not  now  patent- 
able. 

The  question  is  not  now  whether  the  claims  of  Mr.  Bain  and 
Mr.  Morse  interfere  as  to  matter  not  now  patentable,  but  whether 
they  interfere  as  to  matter  now  patentable  ;  and  the  only  matter 
now  patentable  in  Mr.  Morse's  specification  is  his  own  combina- 
tion of  machinery  and  materials.  That  combination  constitutes 
his  machine,  and  his  machine  is  admitted  to  be  a  very  different 
thing  in  its  form  and  structure  from  Mr.  Bain's.  Form  and 
structure  constitute  the  identity  of  machinery.  The  combination 
consists  in  form  and  structure,  and  the  patent,  if  issued,  will,  I 
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presume,  be  issued  for  the  form  and  structure  of  the.  instrument. 
It  being  admitted  that  the  form  and  structure  of  Mr.  Bain's 
instrument  is  very  different  from  Morse's,  there  can  be  no  inter- 
ference in  that  respect.  And  if  form  and  structure  constitute  the 
identity  of  machinery,  there  is  no  interference  in  the  two  instru- 
ments ;  and  if  the  instruments  are  the  combinations,  or  the  result 
of  the  combinations,  for  which  patents  are  now  claimed,  there  is 
no  interference  in  the  two  instruments  in  regard  to  any  matter 
now  patentable. 

But  it  is  not  necessary  to  rely  alone  upon  the  admission  of  Mr. 
Morse's  counsel  to  show  that  there  is  a  great  difference  between 
the  machines  used  by  the  contending  applicants  to  effect  the 
objects,  t.  e.,  the  rapid  transmission  of  intelligence  by  the  power 
of  the  electric  current.  Any  one  who  will  compare  the  two  speci- 
fications and  drawings  and  models  will  at  once  perceive  that 
difference. 

A  patentable  improvement  is  not  an  interference.  The  Com- 
missioner in  his  written  decision  says :  *  *  It  appears  from  the 
records  of  the  Office  that  the  application  by  said  Alexander  Bain, 
subject  of  Great  Britain,  was  made  April  i8th,  1848 ;  and  upon 
examination  of  his  claim  it  was  found  that  the  before-mentioned 
claim  could  be  admitted  to  patent,  no  invention  of  a  like  character 
appearing  in  the  public  records  of  the  Office  nor  in  any  printed 
publication.  Prior,  however,  to  the  final  issue  of  the  case,  the 
secret  archives  were  consulted,  and  it  was  found  that  an  appli- 
cation filed  by  Samuel  F.  B.  Morse  January  20th,  1848,  had  been 
there  deposited,  in  compliance  with  provisions  of  the  law,  which 
presented  claims  conflicting  with  those  before  mentioned  set  up 
by  said  Bain. ' '  This  shows  that  but  for  the  supposed  interfering 
claim  of  Morse  Mr.  Bain  was  entitled  to  his  patent ;  and  if  there 
be  no  interference  in  respect  to  patentable  matter,  he  is  still  entitled 
to  a  patent  for  his  own  combination. 

But  the  counsel  for  Mr.  Morse  say :  * '  There  is  an  interference  in 
that  Bain's  third  claim  palpably  covers  the  whole  of  Mr.  Morse's 
first  claim,  and,  if  granted,  Bain  could  do  all  that  Morse  claims  an 
exclusive  right  to  do.  He  could  write  Morse's  characters  pre- 
cisely as  Morse  does ;  and  that  therein  consists  the  interference. ' ' 
But  the  only  matter  now  patentable  and  claimed  in  Mr.  Morse's 
specification  is  his  peculiar  combination  of  materials  and  ma- 
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chinery  as  therein  described.  All  the  materials  used  in  the  com- 
bination are  old,  and  he  will  not  under  his  patent  be  entitled  to 
the  exclusive  use  of  any  of  them  separately,  or  in  any  other  com- 
bination than  that  which  he  has  described  in  his  specification. 
There  cannot  be  a  patent  for  a  principle,  nor  for  the  application 
of  a  principle,  nor  for  an  effect.  Two  persons  may  use  the  same 
principle,  and  produce  the  same  effect  by  different  means,  without 
interference  or  infringement,  and  each  would  be  entitled  to  a 
patent  for  his  own  invention.  (Godson,  pp.  63,  68,  74.)  So  in 
the  present  case,  although  the  power  used  by  both  applicants  is 
the  same,  and  the  subject  the  same,  yet,  as  the  effect  is  produced 
by  means  which  appear  to  me  so  different  as  to  prevent  an  inter- 
ference, the  question  of  priority  of  invention  does  not  arise.  It  is 
not,  therefore,  a  case  under  the  eighth  section  of  the  act  of  1836, 
but  under  the  seventh  section  of  the  same  act ;  so  that  each  of  the 
applicants  may  have  a  patent  for  the  combination  which  he  has 
invented  and  claimed  and  described  in  his  specification,  provided 
he  shall  have  complied  with  all  the  requisites  of  the  law  to  entitle 
him  to  a  patent. 

If  this  were  a  doubtful  question  I  should  think  it  my  duty  to 
render  the  same  judgment,  so  as  to  give  Mr.  Bain  the  same  right 
to  have  the  validity  of  his  patent  tested  by  the  ordinary  tribunals 
of  the  country  which  Mr.  Morse  would  enjoy  as  to  his  patent, 
and,  finally,  to  obtain  the  judgment  of  the  Supreme  Court  of  the 
United  States  upon  it.  For  if  the  Commissioner  and  the  judges 
should  reject  Mr.  Bain's  application  for  a  patent,  the  decision 
would  be  final  and  conclusive  against  him  unless  he  could  obtain 
relief  by  a  bill  in  equity  under  the  tenth  section  of  the  act  of  1836 
and  the  tenth  section  of  the  act  of  1839,  which  it  is  said  is  doubtful. 

I  am  therefore  of  opinion,  and  so  decide,  that  there  is  no  inter- 
ference in  relation  to  any  matter  (contained  in  their  respective 
specifications)  now  patentable,  and  therefore  that  Samuel  F.  B. 
Morse  is  entitled  to  a  patent  for  the  combination  which  he  has 
invented,  claimed,  and  described  in  his  specification,  drawings, 
and  model,  and  that  Alexander  Bain  is  entitled  to  a  patent  for 
the  combination  which  he  has  invented,  claimed,  and  described  in 
his  specification,  drawing,  and  model,  provided  they  shall  respect- 
ively have  complied  with  all  the  requisites  of  the  law  to  entitle 
them  to  their  respective  patents.     I  deem  it  unnecessary,  there- 
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fore,  to  decide  upon  any  other  points  involved  by  the  reasons  of 
appeal. 

J^.  H.  GilUt,  for  Bain. 

Amos  Kendall  and  Alexander  H.  Lawrence,  for  Morse. 


In  Re  J.  A.  Winslow.      Appeal  from  refusal  to  grant 

Patent. 

JuBiaDicTioN  OF  JUDGE. — By  the  eleventh  section  of  the  act  of  1839,  in  case  of  an 
appeal  from  the  decision  of  the  Commissioner  rejecting  an  application  for 
a  patent,  the  revision  of  the  judge  is  confined  to  ^^  the  points  involved  in 
the  reasons  of  appeal "  filed  in  the  office. 

Vaocb  and  indefinite  reasons  of  appeal. — Where  an  application  is  rejected 
for  lack  of  novelty,  assignments  of  error  that  the  <'  decision  was  in  oppo- 
sition to  a  clear  apprehension  of  the  merits  of  the  case,"  and  '*  incon- 
sistent with  the  precedents,"  are  too  vague  and  indefinite. 

GoMPABAnvB  MERIT  IMMATERIAL— OPINIONS  OF  EXPERTS. — The  Opinion  of  ex- 
perts respecting  the  practical  merits  of  the  applicants  machine  as  com- 
pared with  the  reference  cited  does  not  affect  the  question  of  novelty. 

(Before  Grancu,  Gh.  J.,  District  of  Columbia,  March,  1850.) 

Cranch,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  reject- 
ing the  application  of  Lieutenant  J.  A.  Winslow  for  an  alleged 
improvement  in  marine  camels. 

The  appellant  in  his  specification,  after  describing  his  camel, 
ivhich  he  calls  a  **  camel  steam  tug,"  says,  ** claims  to  a  patent*' — 

**  First.  For  the  peculiar  model  in  which  two  camels  are  con- 
nected together,  described  as  above,  and  intended  for  transport- 
ing ships,  &c. 

''Secondly.  For  the  application,  in  combination,  of  letting 
water  into  the  camels  for  sinking  the  machine  and  submerging 
the  propellers  when  there  is  no  ship  on  the  ways,  which,  for 
want  of  such  ballast,  would  interrupt  the  means  of  locomotion. 
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"Thirdly.  For  the  application,  in  combination,  of  water- 
tight compartments,  to  prevent  the  ill  effects  which  would  arise 
from  so  large  a  body  of  water  rushing  backward  and  forward  in 
a  swell  at  sea,  and  also  for  controlling  the  water  in  these  com- 
partments to  assist  in  preserving  the  trim  of  the  machine,  or  an 
equal  draught  forward  and  aft. 

**  Fourthly.  For  the  application,  in  combination,  of  balanc- 
ing, by  putting  the  heavy  machinery  forward  to  counteract  the 
effect  of  want  of  buoyant  power  in  the  stern  part  of  the  machine.' ' 

These,  I  suppose,  were  intended  to  designate  the  particular 
improvements  for  which  he  desires  a  patent. 

There  is  no  date  to  Mr.  Winslow' s  specification ;  but  as  it  was 
sworn  to  on  the  17th  of  July,  1849,  that  may  be  considered  as 
the  date  of  his  application  for  the  patent. 

On  the  31st  of  August,  1849,  the  Commissioner  of  Patents 
rejected  his  application,  and  communicated  his  decision  to  Mr. 
Winslow  in  a  letter  of  that  date,  marked  No.  2  ;  and  as  the  Com- 
missioner, in  stating  the  grounds  of  his  decision,  has  referred  to 
that  letter,  it  seems  necessary  here  to  insert  it : 

* '  Upon  examination  of  your  claims  to  letters-patent  for  alleged 
improvements  in  camels,  it  appears  that  your  invention  has  been 
in  all  essentials  anticipated,  which  fact  prevents,  under  the  law, 
the  issue  of  letters- patent  to  you.  In  an  application  for  letters- 
patent  filed  by  Henry  M.  Shreve,  December,  1839,  to  which  you 
are  referred,  may  be  found  described  the  two  camels  united  by  a 
platform  upon  which  the  ship  is  sustained,  having  their  outer 
sides  converging  so  as  to  form  a  bow,  and  also  provided  with 
compartments  or  sections  in  the  body  of  the  same  in  order  that 
they  may  be  balanced ;  and  likewise  with  the  means  of  propulsion 
by  steam.  Mr.  Shreve  in  his  specification  declares  the  purport 
of  his  invention  to  consist  in  floating  large  vessels  over  shoals  or 
bars.  The  sole  difference  between  your  machine  and  his  consists 
in  the  position  of  the  machinery,  and  this  fact  is  not  patentable 
when  it  is  considered  that  both  docks  are  furnished  with  means 
amply  sufiicient  to  equalize  their  draught  of  water  of  either  stem 
or  stern. 

*  *  A  certificate  as  to  the  utility  of  your  invention  has  been  for- 
warded by  you,  which  renders  .it  proper  to  observe  that  the 
rejection  of  this  case  by  the  office  does  not  in  any  way  depend 
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upon  or  is  influenced  by  considerations  of  the  practical  merit  of 
the  contrivance.  All  that  this  office  has  to  decide  upon  is  the 
novelty  of  the  contrivance  and  the  fact  that  it  is  not  pernicious. 

*  *  For  terms  of  appeal  or  withdrawal,  you  are  referred  to  the 
enclosed  circular.*' 

On  the  29th  of  December,  1849,  Mr.  Winslow,  through  the 
Office,  presented  his  petition  of  appeal  from  the  decision  of  the 
Commissioner,  and  filed  his  reasons  of  appeal,  viz. : 

"  First.  That  it  is  alleged  that  the  decision  is  in  opposition  to 
a  clear  apprehension  of  the  merits  of  the  case. 

*' Secondly.  That  the  decision  is  Inconsistent,  as  opposed  in 
affirmation  to  precedents  which  have  governed  such  cases. 

"Thirdly.  That  the  decision  is  adverse  to  the  opinion  of 
skillful  and  competent  men,  &c. 

These  reasons  of  appeal  are  followed  by  a  long  argument  as  to 
the  comparative  merits  of  the  two  camels,  viz.,  Mr.  Shreve*s  and 
Mr.  Winslow's,  and  an  attempt  to  show  that  Mr.  Shreve's  would 
not  answer  the  purpose  and  that  Mr.  Winslow's  would. 

In  February,  1850,  before  the  day  appointed  by  the  judge  for 
the  hearing  of  the  appeal,  the  Commissioner  of  Patents  filed  in 
the  Office  '*the  grounds  of  his  decision  fully  set  forth  in  writing,*' 
as  required  by  the  eleventh  section  of  the  act  of  the  3d  of  March, 
1839,  as  follows,  viz.: 

[The  Commissioner's  decision  is  omitted.] 

By  the  act  of  Congress  of  the  3d  of  March,  1839,  section  11,  in 
the  case  of  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  rejecting  an  application  for  a  patent,  the  revision  of  the 
judge  is  confined  to  ''the  points  involved  by  the  reasons  of  appeal  ** 
filed  in  the  Office.  It  is  necessary,  therefore,  to  ascertain  the 
points  so  involved. 

The  first  reason  of  appeal  is  *  *  that  the  decision  is  in  opposition 
to  a  clear  apprehension  of  the  merits  of  the  case.** 

This  reason  is  certainly  vague  and  indefinite,  and  I  do  not  per- 
ceive that  it  involves  any  point  aflfecting  the  decision  of  the  Com- 
missioner. 

The  second  reason  of  appeal  is  **  that  the  decision  is  inconsistent 
as  opposed  in  affirmation  to  precedents  which  have  governed 
such  cases.** 

This  reason  is  also  vague  and  indefinite,  and  I  cannot  see  that 
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it  involves  any  point  applicable  to  the  decision  of  the  Commis- 
sioner in  this  case. 

The  third  reason  of  appeal  is  **that  the  decision  is  adverse  to 
the  opinion  of  skillful  and  competent  men,  &c. 

The  residue  of  the  paper  filed,  and  headed  *  *  reasons  of  an 
appeal, '  *  &c. ,  is  occupied  principally  in  a  description  of  the  object 
and  importance  of  the  machine,  and  of  the  comparative  merit  of 
the  camels  of  Shreve  and  that  for  which  Mr.  Winslow  asks  a 
patent. 

The  Commissioner's  decision  is  founded  upon  the  want  of 
novelty  in  Mr.  Winslow* s  machine,  and  not  upon  its  comparative 
merit.  None  of  the  reasons  of  appeal  filed  in  the  Office  involves 
any  question  of  the  relative  merits  of  the  two  machines. 

The  opinion  of  naval  constructors  respecting  those  merits  can- 
not affect  the  question  of  novelty,  and  none  of  the  reasons  of 
appeal  involve  that  question.  It  is  therefore  not  within  my 
cognizance,  which,  as  before  stated,  is  confined  to  the  points 
involved  in  the  reasons  of  appeal. 

I  am  therefore  of  opinion  that  the  reasons  of  appeal  filed  in  the 
Office  are  not  sufficient  to  justify  a  reversal  of  the  decision  of  the 
Commissioner  of  Patents,  that  the  said  reasons  must  be  over- 
ruled and  the  said  decision  be  affirmed. 


In  Re  Herrick  Aiken.    Appeal  from  refusal  to  grant 

Patent. 

Rbasonh  op  appeal — suPFiciSNCY  OF. — It  is  immaterial  what  reasons  the  Com- 
missioner assigns  for  his  decision.  His  reasons  may  be  insufficient,  and 
yet  the  decision  may  be  correct.  Such  insufficient  reasons  are  no  ground 
for  revising  his  decision. 

Anticipation — novblty — comparative  utility. — Upon  the  sufficiency  of  refer- 
ences, the  question  is  not  whether  the  applicant's  invention  is  more  useful 
than  others,  but  whether  it  is  new  and  sufficiently  useful  to  justify  a 
patent. 

Board  of  examiners — duties  of  the  examiners. — The  examiners  in  the  Patent 
Office  are  the  assistants  of  the  Commissioner  in  the  discharge  of  his  duties, 
but  the  Commissioner  cannot  transfer  to  them,  or  any  of  them,  his  own 
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power  to  decide.  The  examination  of  the  alleged  invention  required  by 
the  seventh  section  of  the  law  of  1836  may  be  made  by  the  Commissioner 
alone,  or  with  the  aid  of  such  examiners  as  he  may  assign  for  that  pur- 
pose, but  be  cannot  constitute  them  a  "  board  of  examiners,"  known  to 
the  law  as  such. 
Sm — 8KCTI0N  12  OF  THB  ACT  OF  1839. — The  provisions  of  the  act  of  1836  relating 
to  a  board  of  examiners  were  repealed  by  the  f^elflh  section  of  the  act  of 
1839. 

(Before  Cbanch,  Ch.  J.,  District  of  Columbia,  1850.) 

Cranch,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  the  application  of  the  appellant  for  letters-patent  for 
improvements  in  submarine  propellers. 

The  supervision  of  the  judge  is  limited  to  the  points  involved 
by  the  reasons  of  appeal. 

The  following  are  the  reasons  of  appeal  filed  in  the  Patent  Office: 

*'i.  The  reasons  assigned  by  the  Commissioner  for  rejecting 
my  application  are  irrelevant  to  the  subject-matter  under  con- 
sideration, and  therefore  do  not  apply,  and  cannot  be  properly 
construed  to  meet  the  points  in  the  case. 

**2.  The  Commissioner  erred  in  declaring  that  the  patent 
granted  to  James  Montgomery,  August  7th,  1847,  was  a  bar  to 
my  application. 

*  *  3.  The  Commissioner  erred  in  declaring  that  the  rejected 
application  filed  by  Perry  G.  Gardner  was  a  bar  to  my  applica- 
tion. 

*'4.  The  Commissioner  erred  in  declaring  that  the  rejected 
application  filed  by  John  Finley  was  a  bar  to  my  application. 

"5.  The  Commissioner  erred  in  judging  of  the  uses,  advan- 
tages, and  effects  of  the  radical  divisions  in  the  cylinders  placed 
in  front  and  rear  of  the  propeller,  screw,  or  wheel  operating  in 
the  centre  cylinder. 

**6.  The  Commissioner  erred  in  declaring  that  the  patent 
granted  to  Thomas  Reiley,  January,  1842,  was  a  bar  to  my  claims 
for  the  radical  divisions  in  the  cylinders. 

"7.  The  Commissioner  erred"  in  declaring  in  his  letter  of  re- 
jection of  the  27th  of  February,  1850,  that  the  rejected  application 
filed  by  John  Finley  in  1838  was  a  bar  to  my  application. 

**  8.  The  Commissioner  has  not  referred  to  any  propeller  made 
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in  the  same  way  and  manner,  nor  to  any  propeller  proposii^ 
the  same  combination  of  the  several  parts,  nor  that  is  composed 
of  so  few  pieces,  or  that  is  so  little  liable  to  get  out  of  order, 
or  that  has  the  same  action  upon  the  water,  or  that  produces  the 
same  effect,  or  will  propel  a  ship  or  other  vessel  so  fast  with  ihe 
same  amount  of  power  applied,  or  that  will  propel  a  ship  across 
the  ocean  in  so  short  a  time.  Neither  has  the  Commissioner 
referred  me  to  any  submerged  propeller  professing  identity, 
similarity,  or  interference  with  my  invention ;  consequently  hiis 
references  are  irrelevant,  and  do  not  apply  to  the  subject-matter 
under  consideration,  and  therefore  his  decision  is  contrary  to 
law,  and  I  therefore  pray  your  honor  to  reverse  it," 

The  first  reason  of  appeal  is  "that  the  reasons  assigned  by  the 
Commissioner  for  rejecting  the  application  are  irrelevant  to  the 
subject-matter  under  consideration,  and  therefore  do  not  apply." 
They  are  therefore  no  ground  for  reversing  the  decision  of  the 
.  Commissioner.  The  supervision  of  the  judge  is  confined  to  the 
points  involved  by  the  reasons  of  appeal.  In  this  reason  of 
appeal  no  point  material  to  the  case  is  involved.  It  is  immaterial 
what  reasons  the  Commissioner  assigned  for  his  decision.  His 
reasons  might  be  insuflficient,  and  yet  the  decision  be  correct. 
Such  insuiBcient  reasons  are  no  ground  to  reverse  his  decision. 

The  second  reason  of  appeal  is  "that  the  Commissioner  erred 
in  declaring  that  the  patent  granted  to  James  Montgomery, 
August  7th,  1847,  was  a  bar  to  the  appellant's  application."  No 
such  declaration  or  decision  was  made  by  the  Commissioner,  and 
there  is  no  such  ground  for  reversing  his  decision. 

The  same  answer  may  be  made  to  the  third,  fourth,  fifth,  sixth, 
and  seventh  reasons  of  appeal. 

The  eighth  reason  of  appeal  does  not  involve  any  point 
material  to  the  issue  in  this  case. 

Mr.  Aiken's  propeller  may  possess  all  the  benefits,  advantages, 
and  superiority  which  he  claims  for  it,  and  yet  the  decision  of 

e  Commissioner  rejecting  his  application  may  be  correct. 

The  question  is  not  whether  Mr.  Aiken's  invention  is  more 

leful  than  that  of  others,  but  whether  it  is  new  and  sufficiently 

leful  to  justify  a  patent ;  and  that  point  is  not  involved  by  any 

■  the  reasons  of  appeal. 
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The  decision  of  the  Commissioner,  therefore,  in  this  case  is 
affirmed. 

The  Commissioner,  is  stating  the  grounds  of  his  decision  to 
the  judge,  in  writing,  in  Jufy,  1850,  refers  to  his  own  letter  to  the 
applicant,  dated  February  27th,  1850,  in  which  the  Commissioner 
savs: 

"Your  claims  to  letters-patent  for  alleged  novelties  in  a  sub- 
merged propeller  have  been  submitted  to  a  board  of  examiners, 
who  have  decided  unanimously  that  they  present  nothing  essen- 
tially new  or  patentable,  and  confirm  the  former  decision  of  this 
Office  respecting  the  same. ' ' 

As  this  may  tend  to  mislead  the  public  as  to  the  powers  of 
the  examiners  in  the  Patent  Office,  I  deem  it  proper  to  say  that 
I  have  no  knowledge  of  any  legal  board  of  examiners  in  the 
Patent  Office  having  power  or  authority  to  affirm  or  reverse  the 
decisions  of  the  Commissioner  of  Patents.  The  powers  and 
authority  of  the  board  of  examiners  provided  for  in  the  seventh 
section  of  the  act  of  July  4th,  1836,  were  transferred  to  the  judge 
by  the  eleventh  section  of  the  act  of  March  3d,  1839  J  ^^^  so 
much  of  the  act  of  1836  as  provided  for  a  board  of  examiners  is 
repealed  by  the  twelfth  section  of  the  act  of  March  3d,  1839.  By 
the  seventh  section  of  the  act  of  1836,  upon  the  filing  of  an  appli- 
cation, &c.,  the  Commissioner  is  to  make,  or  cause  to  be  made, 
All  examination  of  the  alleged  new  invention,  &c.  This  exami- 
nation may  be  made  by  the  Commissioner  alone  or  with  the  aid 
of  such  examiners  as  he  may  assign  for  that  business ;  but  he 
cannot  transfer  to  them,  or  any  of  them,  his  own  power  to  decide. 
He  cannot  constitute  them  a  board  of  examiners,  known  in  law 
as  such.  They  are  but  the  assistants  of  the  Commissioner  in  the 
discharge  of  his  duties. 

Z  C.  Robbins,  for  the  appellant. 
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In  Re  Herrick  Aiken.    Appeal  from  refusal  to  grant 

Patent. 

Commissioner's  answer — reply  thereto. — No  reply  to  the  grounds  of  the 
Commissioner's  decision  can  be  admitted  before  the  judge  upon  appeal, 
nor  can  such  reply  be  filed  in  the  Patent  Office  to  be  recorded  with  the 
proceedings. 

Sm — ^PROCEEDINGS  IN  THE  oppicB  SUSPENDED. —  Aftcf  the  Commissioner  has  laid 
before  the  judge  the  papers  and  evidence  in  the  case,  together  with  the 
grounds  of  his  decision,  the  case  is  no  longer  before  the  Commissioner. 
Nothing  further  can  be  done  in  the  case  in  the  Patent  Office  until  the 
decision  of  the  judge  and  his  proceedings  shall  be  certified  to  the  Com- 
missioner. 

Reasons  op  appeal — must  assign  error  in  decision. — The  insufficiency  of  the 
Commissioner's  reasons  is  not  of  itself  evidence  that  his  decision  was  wrong, 
and  is  not,  therefore,  a  good  '<  reason  of  appeal." 

''  Useful  and  important  '' — degree  immaterial. — The  degree  of  usefulness  or 
importance  to  be  exhibited  by  the  alleged  invention  is  not  defined  by  the 
statute  (act  of  1836),  nor  is  the  degree  material  if  the  invention  does  not 
interfere  with  any  prior  right  or  claim,  and  is  in  itself  innocent.  If  good 
may  be  the  result  of  granting  a  patent,  and  evil  cannot  be,  the  patent 
should  be  allowed,  especially  as  it  is  doubtful  whether  a  rejected  applicant 
has  any  means  of  having  his  right  to  a  patent  brought  before  a  court  of 
law  to  be  tried  by  a  jury. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  July,  1850.) 

Cranch,  J. 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  rejecting  the  claim  of  the  appellant  for  letters-patent  for 
an  improvement  in  car-wheels  for  railroads. 

After  this  cause  was  brought  before  the  judge  by  petition  of 
appeal,  and  after  the  Commissioner  of  Patents  had,  on  the  day 
assigned  for  the  hearing  of  the  appeal,  laid  *' before  him  all  the 
original  papers  and  evidence  in  the  case,  together  with  the  grounds 
of  his  decision  fully  set  forth  in  writing  touching  all  the  points 
involved  by  the  reasons  of  appeal,"  Mr.  Dennis,  in  behalf  of  Mr. 
Aiken,  offered  to  file  a  written  argument  in  reply  to  the  Commis- 
sioner's ** grounds  of  his  decision,"  but  the  judge  refused  to 
permit  it  to  be  filed.  The  grounds  of  the  Commissioner's  decision 
and  the  reasons  of  appeal,  which  are  to  be  set  forth  in  writing, 
are  to  be  confined  to  the  points  involved  by  the  reasons  of  appeal, 
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to  which  points  the  hearing  and  the  decision  of  the  judge  are  to 
be  confined.  No  reply  to  the  grounds  of  the  Commissioner's 
decision  is  contemplated  by  the  statute.  There  must  be  a  finis 
litiufn  somewhere ;  and  this  seems  to  be  implied  here,  as  the 
statute  does  not  authorize  any  further  proceeding,  except  the 
final  decision  of  the  judge.  No  reply  can  be  admitted  to  the 
grounds  of  the  Commissioner's  decision  laid  before  the  judge, 
and  no  reply  can  be  permitted  to  be  filed  in  the  Office  to  be 
recorded  with  the  proceedings. 

The  last  official  act  of  the  Commissioner  in  the  cause  is  to  * '  lay 
before  the  judge  all  the  original  papers  and  evidence  in  the  case, 
together  with  the  grounds  of  his  decbion,  fully  set  forth  in  writing, 
touching  all  the  points  involved  by  the  reasons  of  appeal."  The 
case  is  no  longer  before  the  Commissioner.  The  applicant  has 
no  legal  right  to  reply  to  those  grounds.  They  are  before  the 
judge,  and  not  before  the  Commissioner.  The  litigation  is  closed 
as  between  the  appellant  and  the  Office.*  Nothing  further  can  be 
done  in  the  case  in  the  Office  until  the  decision  of  the  judge  and 
his  proceedings  shall  be  certified  to  the  Commissioner. 

The  appellant  filed  in  the  Office  the  following  reasons  of  appeal : 

"  I.  The  reasons  assigned  by  the  Commissioner  for  rejecting 
my  application  are  irrelevant  to  the  subject-matter  under  con- 
sideration, and  therefore  do  not  apply,  and  cannot  be  properly 
construed  to  meet  the  points  in  the  case. 

**2.  The  Commissioner  erred  in  declaring  that  the  patent 
granted  to  J.  H.  Rodgers  in  February,  1836,  was  a  bar  to  my 
application. 

*  *  3.  The  Commissioner  erred  in  declaring  that  the  patent 
granted  to  William  Creed  in  February,  1843,  was  a  bar  to  my 
application. 

"4,  The  Commissioner  erred  in  declaring  that  the  rejected 
application  of  Jacob  Newhanny  was  a  bar  to  my  application. 

*  *  5.  The  Commissioner  erred  in  declaring  the  rejected  appli- 
cation filed  by  Simeon  Bedford  was  a  bar  to  my  application. 

* '  6.  The  Commissioner  erred  in  declaring  the  rejected  applica- 
tion of  William  Compton  was  a  bar  to  my  application. 

"7.  The  Commissioner  erred  in  declaring  the  patent  granted 
to  James  Stimpson  was  a  bar  to  my  application. 

"8.  The  Commissioner  erred  in  declaring  that  the  various 
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devices  which  are  combined  in  my  wheel — which  devices  he 
acknowledges  were  not  all  to  be  found  in  any  one  wheel,  (see  his 
letter  of  rejection,  March  5th,  1850,)  which  several  devices  com- 
bined constitute  the  superiority  of  my  wheel  over  all  others — ^was 
not  the  subject  of  letters-patent.  And  he  further  erred  in  declar- 
ing that  those  devices,  claimed  in  combination,  present  nothing 
which  the  law  recognizes  as  a  (patentable)  combination,  but 
merely  as  substitutions  of  well-known  devices.    (See  same  letter.) 

* '  9.  The  Commissioner  has  not  referred  me  to  any  wrought- 
iron  car- wheels,  nor  to  any  other  wheel  the  several  parts  of  which 
possess  the  same  advantages  in  the  form  and  shape  of  the 
respective  parts  composing  it,  nor  to  any  wheel  which  has  the 
several  parts  put  together  in  the  same  way  and  manner,  nor  to 
any  wheel  possessing  equal  strength  in  proportion  to  its  weight.' ' 

I.  The  first  reason  of  appeal  is  **that  the  reasons  assigned  by 
the  Commissioner  for  rejecting  the  application  are  irrelevant,  and 
do  not  apply.'* 

But  the  reasons  given  by  the  Commissioner  may  be  insufficient 
or  irrelevant,  and  yet  the  decision  may  be  correct.  The  insuffi- 
ciency of  the  Commissioner's  reasons  is  not,  in  itself,  evidence 
that  his  decision  was  wrong,  and  consequently  is  no  ground  for 
reversing  it.  This  answer  is  also  applicable  to  the  second,  third, 
fourth,  fifth,  sixth,  and  seventh  reasons  of  appeal.  It  is  also  a 
sufficient  answer  as  to  these  reasons  to  say  that  there  were  no 
such  decisions  made  by  the  Commissioner. 

8.  The  eighth  reason  of  appeal  is  "that  the  Commissioner 
erred  in  declaring  that  the  various  devices  which  are  combined 
in  my  wheel — which  devices  he  acknowledges  are  not  all  to  be 
found  in  any  one  wheel,  (see  his  letter  of  rejection,  March  5th, 
1850,)  which  several  devices  combined  constitute  the  superiority 
of  my  wheel  over  all  others — was  not  the  subject  of  letters-patent. 
And  he  fiirther  erred  in  declaring  that  those  devices,  claimed  in 
combination,  present  nothing  which  the  law  recognizes  as  a  (pat- 
entable) combination,  but  merely  as  substitutions  of  well-known 
devices." 

By  the  seventh  section  of  the  act  of  July  4th,  1836,  it  is  enacted 
that  on  the  filing  of  any  such  application,  description,  and  speci- 
fication, and  the  payment  of  the  duty,  the  Commisioner  shall 
make,  or  cause  to  be  made,  an  examination  of  the  alleged  new 
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invention  or  discovery ;  * '  and  if  on  any  such  examination  it  shall 
not  appear  to  the  Commissioner  that  the  same  had  been  invented 
or  discovered  by  any  other  person  in  this  country  prior  to  the 
alleged  invention  or  discovery  thereof  by  the  applicant,  or  that 
it  had  been  patented,  or  described  in  any  printed  publication  in 
this  or  any  foreign  country,  or  had  been  in  public  use  or  on  sale 
with  the  applicant's  consent  or  .allowance  prior  to  the  application, 
if  the  Commissioner  shall  deem  it  to  be  sufficiently  useful  and 
important,  it  shall  be  his  duty  to  issue  a  patent  therefor. " 

It  did  not  appear  upon  the  examination  that  the  matter  for 
which  the  patent  was  claimed  by  the  applicant  had  been  invented 
or  discovered  by  any  other  person  in  this  country  prior  to  the 
alleged  invention  or  discovery  thereof  by  the  applicant,  nor  that 
it  had  been  patented,  or  described  in  any  printed  publication  in 
this  or  any  foreign  country,  or  had  been  in  public  use  or  on  sale 
with  the  applicant's  consent  or  allowance  prior  to  the  application. 
The  decision  of  the  Commissioner,  therefore,  rejecting  Mr.  Aiken's 
application  must  rest  only  upon  the  Commissioner's  opinion  that 
the  invention  was  not  '  *  sufficiently  useful  and  important. ' ' 

The  degree  of  usefulness  or  importance  is  not  described  or 
limited  by  the  statute,  nor  is  it  material  if  it  interferes  with  no 
prior  right  or  claim,  and  is  in  itself  innocent.  If  good  may  be 
the  result  of  granting  a  patent,  and  evil  cannot,  I  should  think  it ' 
ought  to  be  granted,  especially  as  it  is  doubtful  whether  a  rejected 
applicant  has  any  means  of  having  his  right  to  the  patent  brought 
before  a  court  of  law  to  be  tried  by  a  jury.  The  decision  of  the 
judge  upon  appeal  rejecting  the  application  would  seem  to  be 
conclusive. 

Upon  examination  of  Mr.  Aiken's  specification,  models,  and 
drawings,  it  seems  to  me  that  the  combination  for  which  he  asks 
a  patent,  and  which  in  his  specification  he  describes  as  follows, 
viz. ,  *  *  the  combination  of  the  rim  £  with  the  arms  D  at  the  ends 
of  the  spokes  C  by  means  of  the  inner  flange  /^and  bevel  ^',"  is 
new  and  sufficiently  useful,  and  that,  as  there  is  no  interference, 
he  is  entitled  to  a  patent  therefor. 

This  decision  renders  it  unnecessary  to  say  anything  respecting 
the  ninth  reason  of  appeal. 

T.  Dennis,  for  the  appellant. 

Senator  M,  Narris,  of  counsel. 
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In  Re  Matthew  A.  Crooker.    Appeal  from  refusal  to 

GRANT  Patent. 

New  oath — not  required  on  appeal. — Au  applicant  is  not  required  to  file  a 
new  oath,  after  being  finally  rejected,  to  enable  him  to  appeal. 

8m — ERRORS  AND  MISTAKES  IN  SPBciFiCATiONS. — The  new  oath  referred  to  in 
the  seventh  section  of  the  act  of  1836  is  to  be  taken  only  when  the  appli- 
cant persists  in  his  application,  after  having  been  informed  by  the  Com- 
missioner of  the  errors  and  defects  of  his  specification.  This  happens 
before  his  claim  is  finally  rejected. 

Reasons  op  appeal. — An  objection  to  the  opinion  of  the  Commissioner  in 
regard  to  the  sufficiency  of  a  reference  is  not  a  good  reason  of  appeal. 
Whatever  may  have  been  his  opinion,  his  decision  may  have  been  correct. 

Error  in  judgment,  not  in  reasoning. — The  reasons  of  appeal  must  show 
that  the  decision  of  the  Commissioner  was  wrong,  and  not  merely  that  he 
was  mistaken  in  his  reasoning. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  July,  1850.) 

Cranch,  J . 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  re- 
jecting the  application  of  Matthew  A.  Crooker  for  letters-patent 
for  an  improvement  in  oscillating  propellers,  by  arranging  **the 
fulcrum  beam  C  with  reference  to  each  of  the  beams  B  B  and 
uprights  D  D  over  the  guards  of  the  boat,  supported  and  com- 
bined in  the  manner  set  forth. '  * 

The  decision  of  the  Commissioner  was  communicated  by  the 
Commissioner  to  the  applicant  in  a  letter  dated  February  19th, 
1850,  as  follows : 

**SiR  :  Your  claims  to  letters-patent  for  alleged  improvements 
in  propellers  have  been  examined,  and,  I  regret  to  state,  are  dis- 
allowed. You  will  find  in  Hebert  on  the  Steam  Engine,  page 
482,  an  illustration  of  the  same  devices  presented  by  you,  with  the 
exception  of  the  uprights,  which,  although  not  there  shown,  it  is 
very  evident  must  have  been  used  to  give  support  to  the  fulcrum 
of  the  beams. 

The  first  reason  of  appeal  is  that  in  all  the  original  evidence 
before  the  Commissioner  there  was  no  device  nor  arrangement 
at  all  similar  to  that  contained  and  defined  in  the  claim  of  the 
specification'in  the  application  of  the  said  Crooker. 

The  second  reason  of  appeal  is  that  his  claim  was  *  *  for  the 
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arrangement  of  the  Rilcrum  beam  C\  with  reference  to  each  of  the 
beams  B  and  upright  Dy  extended  over  the  guard  of  the  boat,  in 
the  manner  and  for  the  purposes  set  forth. ' '  And  in  Hebert  on 
the  Steam-engine,  page  482,  to  which  said  Commissioner  refers, 
and  on  which  he  grounds  his  decision  of  rejection,  there  is  no 
fulcrum  beam  at  all  and  no  upright  at  all." 

The  third  reason  of  appeal  is  *  *  that  the  Commissioner  in  reject- 
ing the  application  did  reject  it  because  it  seemed  to  him  evident 
that  the  arrangement  of  the  fulcrum  beam,  and  the  support  for  it, 
as  described  by  said  Crooker  in  said  application,  was  intended  to 
be  used  by  Hebert  in  page  482  referred  to.  The  said  Crooker 
denies  that  it  is  evident  that  said  Hebert  intended  to  use  such 
arrangement  for  supporting  his  fulcrum  beam  and  combining  it 
with  the  other  machinery  as  described  and  defined  in  the  said 
claim  of  the  said  Crooker.*' 

The  fourth  reason  of  appeal  is  **that  the  suppositions  or 
imaginations  by  the  Commissioner  as  to  what  was  *  evidently  the 
intention*  of  *  Hebert  on  the  Steam-engine,'  is  not  a  good  and 
legal  reason  for  rejecting  the  application  of  said  Crooker. ' ' 

The  Commissioner,  in  the  grounds  of  his  decision  laid  before 
the  judge,  seems  to  thinlt  that  after  an  application  has  been 
rejected,  and  the  applicant  has  taken  an  appeal,  the  applicant 
must  make  oath  anew  under  the  seventh  section  of  the  act  of  1836; 
but  by  that  section  the  oath  anew  is  to  be  taken  only  when  the 
applicant  persists  in  his  application  after  having  been  informed 
by  the  Commissioner  of  the  errors  or  defects  of  his  specification. 
This  happens  before  his  claim  is  rejected.  When  finally  rejected, 
no  new  oath  is  necessary  to  enable  him  to  appeal. 

The  first  reason  of  appeal  is  that  there  was  no  evidence  of  any 
device  or  arrangement  like  those  of  the  applicant.  In  order  to 
sustain  the  decision  of  the  Commissioner,  it  was  not  necessary  that 
there  should  be  any  such  evidence.  He  might  have  had  other 
grounds  for  rejecting  the  application.  This  is  therefore  no  ground 
for  revering  the  decision  of  the  Commissioner. 

The  second  reason  of  appeal  is,  in  effect,  that  there  was  no 
fulcrum  in  the  propeller  described  in  Hebert,  p.  482,  and  therefore 
the  invention  was  not  like  Crooker' s.  It  might  not  be  like 
Crocker's,  and  yet  the  decision  rejecting  the  application  may  be 
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correct.  But  the  Commissioner,  in  the  grounds  of  his  decision, 
has,  I  think,  shown  the  machines  to  be  substantially  alike. 

The  third  reason  of  appeal  is  merely  an  objection  to  the  opinion 
of  the  Commissioner.  Whatever  may  have  been  his  opinion  on 
that  point,  the  decision  may  be  correct,  and  the  opinion  is  no 
ground  for  reversing  it. 

The  fourth  reason  of  appeal  involves  no  point  which  would 
justify  a  reversal  of  the  decision  of  the  Commissioner. 

I  am  therefore  of  opinion,  and  so  decide,  that  the  decision  of 
the  Commissioner  rejecting  the  application  of  the  said  Mattliew 
A.  Crooker  is  correct  and  ought  to  be,  and  is,  affirmed. 

John  Bulloch^  for  appellant. 


Arnold  Jillson,  Appellant, 

vs, 

Olney  Winsor,  .Appellee.     Interference. 

Reason's  op  appial — dkcision  cunfinid  thereto. — The  refusal  of  the  Commis- 
sioner to  receive  as  evidence  certain  certificates  of  manufacturers  and 
others  not  having  been  assigned  as  error  in  the  reasons  of  appeal,  cannot 
be  considered  as  such  by  the  judge  upon  appeal. 

Evidence — certificate  under  oath. — Certificates  not  under  oath  in  due 
form  of  law,  cannot  be  received  as  evidence  in  an  interference  proceeding. 

Evidence — drawings  without  testimony  no  evidence. — A  drawing  in  au 
account-book  in  the  possession  of  one  of  the  parties  to  the  interference  not 
of  itself  evidence  that  the  invention  therein  shown  was  the  invention  of 
such  party,  and  not  taken  as  evidence  of  the  existence  of  the  invention  at 
the  date  of  the  surrounding  entries  in  the  book,  in  the  absence  of  corrobo- 
rating circumstances  or  the  positive  testimony  of  witnesses. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  July,  1850.) 

Cranch,  J. 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  rejecting  the  application  of  Arnold  Jillson  for  a  patent 
for  an  improvement  in  weavers'  temples,  because  it  would  inter- 
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fere  with  the  claim  of  Olney  Winsor  for  a  patent  for  the  same 
invention. 

The  decision  of  the  Commissioner  was  in  these  words : 

*  *  Upon  the  hearing  of  this  case,  it  appears  by  the  testimony  of 
two  witnesses  that  the  said  Winsor  invented  the  temple  in  ques- 
tion at  least  as  early  as  the  winter  or  spring  of  1847,  and  it  does 
not  appear  by  the  testimony  adduced  the  said  Jillson  made  the 
same  invention  earlier  than  the  winter  df  1848. 

"  Priority  of  invention  is  therefore  decided  in  favor  of  the  said 
Olney  Winsor.'' 

After  the  amendment  of  the  specification,  the  only  point  in- 
volved by  the  reasons  of  appeal  is  Jhe  question  of  priority  of 
invention. 

The  appellant  contends  that  certain  certificates  of  manufacturers 
should  be  received  as  evidence  in  the  cause,  but  the  refusal  of 
the  Commissioner  to  receive  them  is  not  alleged  as  a  reason  of 
appeal  filed  in  the  Patent  Office,  and  cannot  now  be  received  as 
such ;  and  if  they  had  b«en  so  alleged,  they  were  properly  rejected, 
because  not  on  oath  in  due  form  of  law.  The  question  of  priority, 
therefore,  is  the  only  point  in  the  reasons  of  appeal,  and  it  is  the 
only  question  decided  by  the  Commissioner. 

Mr.  Winsor,  in  support  of  his  claim  to  priority  of  invention, 
produces  his  ledger — a  book  of  accounts — upon  a  blank  leaf  of 
which  (page  258)  is  found  a  drawing  of  an  instrument  called  a 
weavers'  temple,  exactiy  like  that  which  Mr.  Jillson  claims  to 
have  invented  in  June,  1848.  On  the  preceding  page,  viz.,  page 
257,  on  the  same  sheet,  is  an  account  against  Seth  Scott — the  only 
entry  in  which,  on  the  debit  side,  is  dated  "  1842,  March  loth," 
written  with  blue  ink,  and  on  the  creditors'  side,  **  March  28th." 
At  the  top  of  the  page  ( 258)  containing  the  drawing  are  the  words 
"  Providence,  August  loth,  1845,"  i"  black  ink.  The  page  (259) 
is  quite  blank,  but  ruled  with  red  ink,  as  all  the  other  pages  in 
the  book  are.  On  the  next  page  (260)  is  an  account  against 
Whipple  &  Willmarch,  commencing  1846,  August  24th,  and 
running  on  to  December  25th,  1846. 

There  are  no  entries  in  the  book  (except  the  words  **  Provi- 
dence, August  loth,  1845,"  on  the  top  of  page  258)  between 
March  28th,  1842,  and  August  24th,  1846.  This  is  accounted 
for  by  the  fact,  as  testified  by  B.  F.  Kendall,  that  Mr.  Winsor 
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failed  in  business  in  1842,  and  did  not  get  into  business  again  till 
1846,  when  he  went  into  the  machine  business  with  Albert  G. 
Coffin,  and  continued  to  work  with  him  until  1848,  when  the 
connection  was  dissolved. 

I.  Mr.  Albert  G.  Coffin  testified  that  in  1846  he  saw  the  draft 
on  Mr.  Winsor's  book  ;  and  the  plan  now  shown  is  that  which 
Mr.  Winsor  showed  him  in  1846.  He  believes  it  was  in  1846, 
second  month,  that  Mr.  Winsor  came  to  work  with  this  witness ; 
that  the  charges  made  in  the  book  were  made  at  or  about  the 
time  they  bear  date,  commencing  August  24th,  1846;  the  last 
charge  was  made  January  25th,  1848. 

Being  required  to  stat^  the  exact  time  when  Mr.  Winsor 
showed  him  this  draft  of  a  temple,  he  said,  **  I  cannot  be  positive 
of  the  day  when  he  showed  it  to  me;  I  think  it  was  in  the 
second  month  of  1846 ;  I  cannot  be  positive  of  the  day — not  to 
certify  to  it." 

Being  asked  when  Mr.  Winsor  first  showed  him  the  model  in 
the  book,  and  where  was  it,  he  says,  **  First  at  the  house  ;  I  think 
in  the  second  month  of  1846  ;  I  won't  be  positive  as  to  the  date 
of  the  month  ;  afterwards  at  the  shop."  He  does  not  know  when 
Winsor  first  manufactured  any  temples  from  this  model.  He 
dissolved  business  with  Winsor  in  1848,  **  somewhere  along  in 
July  or  August" — can't  tell  the  date.  Between  the  time  when 
he  showed  the  witness  the  draft  and  the  dissolution  of  their 
connection  Winsor  did  not  manufacture  any  of  these  temples — 
witness  never  saw  one  in  operation.  After  dissolving  business 
with  Coffin,  Winsor  worked  some,  making  temples,  at  a  small 
shop  in  Providence.  Can't  tell  what  kind  of  temples  he  made. 
He  made  temples  of  various  kinds,  some  of  this  kind.  Witness 
first  saw  one  of  this  kind  manufactured  by  him  about  the  ist  of 
April,  1849.  He  said  he  was  selling  temples,  but  not  of  this 
kind.  There  are  many  different  kinds.  He  had  some  of  this 
kind  in  his  shop.     Does  not  know  that  he  sold  any. 

Mr.  Winsor  usually  kept  the  book  at  his  house.  The  slate 
was  taken  to  his  house,  where  the  entries  were  made  from  the 
slate.  He  saw  the  book  about  the  time  the  partnership  was 
dissolved — about  July  or  August,  1848;  does  not  know  that 
Winsor  made  any  before  April,  1849. 
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Benjamin  F.  Kendall  testifies  that  he  has  not  sold  any  of  these 
temples. 

It  was  the  last  of  February  or  first  of  March,  1849,  that  witness 
first  heard  that  Jillson  had  a  temple  like  that  claimed  by  Winsor. 
On  his  return  from  Providence  he  told  Mr.  Winsor  what  he  had 
heard  about  the  Woonsocket  temple,  and  explained  it  to  him. 
He  (Mr.  Winsor)  said  it  was  not  a  new  principle,  and  claimed  it 
as  his  own  invention,  and  exhibited  to  this  witness  a  drawing  in 
a  (>ook,  &c.  Winsor  was  making  temples,  but  not  of  this  kind  ; 
witness  had  seen  none  of  them ;  witness  had  never  seen  the 
drawing  before.  He  was  interested  conjointly  with  Winsor  in 
two  temples — Priest's  temple  and  Harris*  temple.  Witness  had 
been  concerned  with  Winsor  about  six  months,  but  Winsor  had 
never  communicated  to  him  any  knowledge  of  the  temple  in 
controversy.  He  manufactured  some  of  these  temples  about  the 
I  St  of  April,  1849.  That  was  the  first  the  witness  knew  of  it. 
He  paid  no  attention  to  the  manufacture  of  temples  ;  he  has  no 
interest  in  this  matter.  The  temples  were  put  on  the  looms  first 
at  Lowell  in  April  or  May,  1849. 

3.  Oliver  Hunt  worked  for  Olney  Winsor  and  A.  G.  Coffin  in 
1847,  and  during  that  time  saw  a  drawing  to  the  effect  of  that 
shown  to  him,  on  the  same  principle  ;  could  not  say  he  saw  it  in 
the  book  shown  to  him.  The  drawing  he  saw  was  made  by  Olney 
Winsor.  The  book  he  saw  it  in  looked  like  the  one  shown  him, 
and  the  drawing  was  similar  to  this ;  apparently  it  is  the  same 
book.  The  principle  of  it  was  explained  to  those  in  the  shop  at 
the  time.  The  plan  was  then  chalked  out  on  the  floor  and  ex- 
plained. A  day  or  two  afterwards  he  showed  this  drawing  to 
the  witness  in  the  book  at  his  house.  Never  saw  a  model  of  this 
made  at  that  time  or  about  that  time.  The  time  he  saw  this  was 
the  latter  part  of  April  or  first  of  May,  1847.  He  fixes  the  time 
in  May,  1847,  by  the  time  he  went  there  to  work.  He  worked 
for  Winsor  and  Coffin  over  a  year.  Winsor  showed  him  this 
drawing  about  two  months,  he  should  think,  after  he  went  there  ; 
it  was  the  latter  part  of  April  or  first  of  May  ;  he  cannot  fix  the 
day.  He  knows  it  was  then,  because  he  was  talking  with  Mr. 
Joseph  Winsor,  the  man  he  is  now  working  for,  about  going  to 
work  on  some  harness  machines,  but  he  did  not  go  to  work  for 
him  until  July  last  (1849).     The  drawing  was  shown  to  witness 


140  JiLLSON    V.  WiNSOR.  [Ju^y? 


Opinion  of  the  court. 


in  1847.  He  knows  that  this  took  place  at  the  time  he  had  talked 
with  Joseph  Winsor,  because  he  had  seen  him  in  town  a  day  or 
two  before  the  drawing  was  shown  to  him  ;  it  was  shown  to  him 
in  Coffin  and  Winsor' s  shop  in  "Central  Falls."  The  witness 
does  not  know  of  Mr.  Winsor' s  making  any  temples  of  this  kind, 
but  knows  that  he  had  two  or  three  pairs  in  his  shop,  and  there 
might  have  been  more. 

This  is  the  substance  of  the  evidence  adduced  by  Mr.  Winsor 
in  support  of  his  priority  of  invention  of  the  temple  in  question. 

Mr.  Jillson  does  not  claim  to  have  invented  it  before  June,  1848. 

The  only  evidence  that  Mr.  Winsor  ever  invented  this  temple 
is  the  fact  that  an  exact  drawing  of  it  is  found  upon  page  258  of  a 
book  of  accounts  belonging  to  Mr.  Winsor,  which  does  not  appear 
to  have  been  in  use  by  him  from  March  28th,  1842,  (the  last  pre- 
ceding entry,)  and  the  24th  of  August,  1846,  (the  next  succeeding 
entry,)  on  page  260,  and  the  fact  that  that  drawing  in  the  book  was 
shown  by  Mr.  Winsor  to  Albert  G.  Coffin  in  the  year  1846,  and  to. 
Oliver  Hunt  about  the  ist  of  May,  1847. 

It  is  true  that  the  witness  Hunt,  in  speaking  of  the  time  when 
he  saw  the  drawing  in  the  book,  says  the  drawing  he  saw  was 
made  by  Mr.  Winsor ;  but  it  is  evident  that  his  attention  was  not 
drawn  to  the  question  who  made  the  drawing,  but  to  the  ques- 
tion when  it  was  made.  He  seems  to  have  taken  it  for  granted 
that  it  was  made  by  Mr.  Winsor  because  it  was  in  his  book  :  and 
his  assertion  that  the  drawing  was  made  by  Mr.  Winsor  seems  to 
be  only  an  inference  drawn  by  him  from  the  fact  that  it  is  found 
in  his  book.  There  is,  therefore,  no  direct  and  positive  evidence 
that  Mr.  Winsor  ever  invented  the  temple  in  question ;  certainly 
not  before  the  year  1849.  There  is  no  evidence  that  he  made  any 
such  temple  before  that  time.  If  he  had  made  and  perfected  such 
an  invention  in  1846,  it  is  not  to  be  believed  that  he  should  have 
kept  it  secret  until  1849,  and  made  no  use  of  it.  The  witnesses 
Coffin  and  Hunt,  who  say  they  saw  the  drawing  in  the  book  in 
1846  and  1847,  may  have  been  mistaken  as  to  the  year,  and  they 
do  not  speak  with  certainty  of  the  date. 

Upon  a  close  examination  of  the  drawing  in  the  book,  and  com- 
paring it  with  the  temple  which  Winsor  borrowed  of  Jillson  in  the 
name  of  Harris,  I  am  quite  satisfied  that  the  greater  part  of  the 
drawing  was  made  from  that  temple  by  placing  it  upon  the  leaf 
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and  drawing  the  outline  from  the  temple  itself  with  a  pen  ;  and  as 
that  temple  was  not  made  until  the  year  1849,  the  drawing  could 
not  have  been  seen  in  1846  and  1847. 

There  is  no  evidence  that  Mr.  Winsor  made  any  such  temple 
until  1849. 

On  the  contrary,  Mr.  Tourtellot,  superintendent  of  the  Albion 
Company  Mills,  testifies  that  in  April,  1849,  Mr.  Winsor  offered 
to  sell  him  a  temple — not  one  like  those  invented  by  Jillson.  He 
asked  the  witness  if  he  knew  a  better  ;  witness  described  to  him 
one  of  Jillson*  s,  and  told  him  he  could  see  one  at  the  Clinton  Mills, 
Woonsocket,  but  he  (Winsor)  seemed  to  doubt  whether  it  was 
better  than  his.  This  evidence  shows  that  at  that  time  he  was 
ignorant  of  the  temple  invented  by  Jillson. 

Ira  Lee  testifies  that  in  April,  1849,  M*".  Winsor  came  into  the 
Clinton  Machine  Shop,  at  Woonsocket.  Mr.  Jillson,  who  was 
employed  as  master  mechanic  at  the  Clinton  Mills,  was  in  the 
shop.  Mr.  Winsor  inquired  if  there  was  a  new  kind  of  temple, 
and  if  it  was  a  good  kind.  The  witness  and  Mr.  Jillson  explained 
it  to  him.  He  wanted  to  get  a  pair  that  night,  but  concluded  to 
wait  till  the  morning.  They  took  him  to  be  a  manufacturer.  He 
did  not  say  it  was  new,  but  rather  seemed  to  think  he  had  never 
seen  such  a  kind  before,  thus  again  showing  his  ignorance  of 
Jillson's  invention. 

Cyrus  Harris,  superintendent  of  Doctor  Harris'  Mills,  testifies 
that  in  April,  1849,  Winsor  came  to  the  mills  and  said  he  had  a 
temple  he  wanted  him  to  try.  It  was  a  new  temple  he  had  found 
at  Woonsocket,  got  up  by  one  Jillson.  He  wanted  the  witness  to 
take  the  temples  and  try  them,  if  he  would,  and  send  them  home 
to  Woonsocket.  As  he  had  obtained  them  in  the  name  of  the 
witness,  he  wished  him  to  take  them  and  send  them  home  in  his 
name  to  Mr.  Jillson  or  to  Lippet  &  Jillson.  That  the  temple 
now  shown  to  the  witness  is  the  same,  or  of  the  same  kind,  as  the 
one  he  showed  to  him,  and  which  he  said  he  obtained  from  Jillson  ; 
that  Winsor  stated  to  the  witness  that  the  reason  why  he  used  the 
name  of  Mr.  Harris  was  that  he  thought  the  temple  was  the  best 
he  had  seen,  and  that  he  could  not  get  it  in  any  other  way.  This 
witness  further  testified  that  Winsor  told  him  that  he  had  taken  a 
model  from  the  temple  which  he  had  borrowed  of  Jillson  in  the 
name  of  this  witness. 
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Charles  T.  Martin,  in  a  deposition  taken  on  the  part  of  Mr. 
Winsor,  testifies  that  in  April,  1849,  at  the  request  of  Mr.  Winsor, 
he  tried  to  get  a  pair  of  the  temples  made  by  Mr.  Jilkon,  and  went 
with  him  parfway  to  Clinton  Mills  ;  that  Mr.  Winsor  went  in,  and 
witness  waited  under  the  railroad  bridge.  When  Mr.  Winsor 
came  out  he  had  what  witness  supposed  was  a  pair  of  temples, 
and  asked  witness  to  be  with  him  as  a  witness  of  the  time  and  the 
kind  of  temple  he  obtained  of  Mr.  Jillson. 

That  Mr.  Jillson  invented  the  temple  in  question  is  abundantly 
proved  by  the  testimony  of  the  following  witne.sses  : 

1 .  Dudley  Reach,  who  testifies  that  he  first  knew  of  Mr.  Jillson's 
claim  of  an  improvement  in  weavers'  templesin  May  or  June,  1848; 
that  he  used  to  go  into  the  shop  about  that  time,  and  saw  him 
frequently  at  work  on  those  temples. 

2.  Lorenzo  B.  Jillson,  who  testifies  that  he  knows  of  Arnold 
Jillson's  having  invented  an  improvement  in  weavers'  temples, 
and  having  applied  for  a  patent  thereon  ;  thinks  he  first  knew  of 
this  improvement  in  June,  1848,  and  first  saw  them  in  use  the  last 
of  June,  1848,  in  Clinton  Mill,  in  Woonsocket ;  that  he  saw  Jillson 
making  one.  Being  asked  what  is  the  improvement  invented  by 
Jillson  in  weavers'  temples,  and  in  what  does  it  differ  ft^om  other 
temples,  he  says:  "All  other  jaw-temples  which  I  ever  saw  have 
a  device  for  opening  and  closing  the  jaw  ;  these  do  not,  but  work 
by  the  action  of  the  cloth. ' ' 

3.  Gardner  Smith  says  he  was  present  when  Jillson  was  making 
improvements  in  weavers'  temples,  and  did  the  blacksmith ing  for 
them  in  June,  1848 ;  that  he  saw  the  improved  temple  made  by 
Jillson  in  operation  on  trial,  by  way  of  experiment,  in  June,  1848, 
in  the  machine-shop  of  the  Clinton  Mill ;  that  this  improvement 
obviates  the  necessity  of  any  spring  whatever ;  the  gravitation 
of  the  jaw  is  its  motive  power,  and  is  unlike  all  others  to  his 
knowledge. 

4.  Robert  Hilton  worked  in  the  weave-shop  in  the  Clinton  Mill, 
in  Woonsocket,  from  1843  to  1849,  except  twelve  or  thirteen 
months  ;  had  charge  of  the  weave-shop  and  tried  the  temples,  and 
made  all  the  experiments  with  them,  and  they  were  the  first  he 
had  ever  heard  or  seen  of  the  kind.  It  was  about  two  years  ag^o 
(February,  1848  )  since  they  were  first  applied  to  looms  in  Woon- 
socket.    He  never  saw  them  applied  in  any  other  place. 
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5.  Mr.  Tourtellot  first  heard  of  the  invention  late  in  the  fall  or 
winter  of  1848. 

6.  Ira  Lee,  in  April,  1849,  was  at  work  in  the  machine-shop 
at  Woonsocket  upon  temples  invented  by  Mr.  Jillson. 

7.  Cyrus  Harris  says  that  Winsor  came  to  the  mills  in  April, 
1849,  ^^^  said  he  had  a  new  temple  he  wanted  him  to  try ;  he 
found  it  at  Woonsocket ;  it  was  got  up  by  one  Jillson. 

Upon  consideration  of  the  whole  evidence,  I  am  satisfied  that 
the  applicant,  Olney  Winsor,  was  not,  and  that  the  said  Arnold 
Gillson  was,  the  first  inventor  of  the  improvement  in  weavers' 
temples,  which  is  now  the  subject  of  controversy  in  this  case, 
and  that  the  decision  of  the  Commissioner  of  Patents  rejecting 
the  application  of  the  said  Arnold  Jillson  and  awarding  the 
priority  of  invention  in  favor  of  the  said  Olney  Winsor  ought  to 
be,  and  the  same  is  hereby,  reversed. 

IV,  P.  Elliot^  for  appellant. 

« 

y.  Dennis,  Jr.,  for  appellee. 


Moses  M.  Matthews,  Appellant, 

vs, 
Horace  D.  Wade,  Appellee.     Interference. 

Reasons  of  appeal — when  once  filed,  must  be  heard  and  decided. — The 
filing  of  the  reasons  of  appeal  is  a  proceeding  in  the  Office  over  which 
the  judge  has  no  control.  If  the  Commissioner  has  received  and  filed  the 
reasons  of  appeal,  the  judge  cannot  order  him  to  strike  them  out.  They 
must  be  heard  and  decided ;  and  when  brought  before  him  on  appeal,  if 
they  are  not  valid,  he  will  overrule  them. 

Jurisdiction  of  the  commissioner — control  over  the  procbedinuh  in  the 
OFFICE. — The  proceedings  in  the  Office  arc  all  under  the  superintendence 
and  control  of  the  Commissioner,  who  acts  immediately  under  the  law. 
and  who  is  uncontrolled  in  the  discharge  of  the  duties  of  his  office,  except 
so  far  as  an  appeal  is  expressly  given  by  law. 

Valid  reason  of  appeal. — No  reason  of  appeal  can  be  regarded  as  valid  which 
would  not  justify  the  Commissioner  in  refusing  the  patent. 
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Rehearing — within  commissioner's  discretion. — The  Commissioner,  in  the 
exercise  of  his  discretionary  power,  may  set  aside  his  own  decision  in  an 
interference  proceeding  and  rehear  the  parties  thereto.  It  is  an  act  over 
which  the  judge  has  no  control  nor  jurisdiction,  and  cannot  form  a  valid 
ground  of  appeal. 

Continuous  application — application  ikstantly  renewed — foreign  p.\t- 
ENT. — Where  an  application  was  withdrawn,  but  was  instantly  renewed  in 
the  same  words :  Held^  That  there  was  a  continuous  application,  and  that 
the  application  would  not  be  affected  by  a  foreign  patent  taken  out  by  a 
subsequent  inventor  intervening  the  first  and  second  application. 

Foreign  patent — must  be  prior  to  invention. — Semble,  that  a  foreign  patent, 
to  bar  the  domestic  applicant,  must  have  been  issued  before  the  date  of  the 
domestic  invention. 

Preliminary  questions — appeals — utility  and  operativensss  questions  for 
THE  commissioner. — The  practicability  and  usefulness  of  the  invention, 
and  the  reducing  of  it  to  practice,  are  matters  for  the  consideration  and 
within  the  discretion  of  the  Commissioner,  and  cannot  be  made  the  sub- 
ject of  appeal.  Nothing  preliminary  to  the  issuing  of  the  patent  is  a  valid 
ground  of  appeal,  unless  made  so  by  the  law. 

Priority  of  invention — nature  of  the  issue. — Upon  the  issue  of  priority  of 
invention,  the  question  is  not  whether  one  of  the  parties  obtained  better 
results  than  the  other,  but  rather  which  of  the  parties  first  invented  or 
discovered  the  subject-matter  in  controversy. 

Power  of  commissioner  continues  up  to  issuance  of  patent. — The  power 
vested  in  the  Commissioner  to  examine  and  determine  the  right  of  an 
applicant  to  a  patent  continues  until  the  patent  actually  issues,  and  is  not 
exhausted  by  any  pielimiuary  or  intervening  opinion  he  may  form — as  a 
decision  in  an  interference  case — which  does  not  result  in  the  grant  of  a 
patent.  It  is  his  duty  to  be  satisfied  at  the  moment  of  issuing  the  patent 
of  the  existence  of  all  the  conditions  necessary,  under  the  seventh  section 
of  the  act  of  1836,  to  a  valid  grant. 

Sm — Commissioner  may  rehear  the  parties. — The  Commissioner  may,  there- 
fore, rehear  the  parties  to  an  interference  upon  the  same  question  and 
revise  his  former  decision  in  the  case. 

(Before  Cranch,  Ch.  J.,  District  of  Columbia,  September,  1850.) 


Statement  of  the  Case. 


Appeal  from  the  decision  of  the  Commissioner  awarding 
priority  of  invention  to  Moses  M.  Matthews  in  respect  of  the 
'  *  application  of  and  substitution  of  rosin  for  linseed  and  other 
oils  in  the  manufacture  of  printing  ink. ' ' 

A  previous  interference  between  the  same  parties  was  decided 
by  the  then  Commissioner,  the  Hon.  Edmund  Burke,  in  favor 
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of  Wade,  upon  the  record,  no  evidence  having  been  adduced  by 
either  party  to  support  the  issue.  A  decree  was  made  finally 
rejecting  the  application  of  said  Matthews,  and  ordering  a  patent 
to  issue  to  Wade  unless  appeal  should  be  taken  from  said  decision 
within  a  time  limited.  Before  the  expiration  of  the  limit  of  appeal 
it  was  represented  to  the  Commissioner  that  material  testimony 
had  been  taken  in  the  case,  but  had  failed  to  reach  the  Office 
in  time  to  be  considered  upon  the  hearing,  and  the  defeated  party 
was  informed  in  a  personal  interview  with  the  Commissioner  that 
by  withdrawing  his  application  and  filing  a  new  one  an  inter- 
ference might'  be  declared,  and  a  day  of  hearing  appointed. 
Matthews  therefore  withdrew  his  application,  received  back  his 
deposit,  and  filed  a  new  application  in  the  same  words.  A 
new  interference  was  then  declared ;  but  upon  the  day  of  hearing 
Wade  appeared  by  his  counsel  before  the  Commissioner,  and 
raised  a  question  of  law  as  a  bar  to  further  proceedings  before 
the  Commissioner,  denying  his  power  to  review  his  own  decisions. 
The  proceedings  in  the  case  were  then  suspended,  and  the  law 
question  was  referred  to  the  Attorney-General  of  the  United 
States  for  his  opinion.  The  opinion  of  the  Attorney-General, 
the  Hon.  Reverdy  Johnson,  sustaining  the  action  of  the  Commis- 
sioner, is  here  inserted  in  full  for  convenient  reference  in  con- 
nection with  the  case. 

Opinion  of  the  Attorney-  General, 

I  have  carefully  considered  the  questions  submitted  to  me  in 
the  case  of  Wade  v.  Matthews,  conflicting  claimants  for  a  patent 
for  applying  rosin  oil  in  the  manufacture  of  printers'  ink. 

The  facts  are  these  : 

In  1848  Wade  applied  for  a  patent,  but  before  it  was  issued  the 
like  application  was  made  by  Matthews.  An  interference  was  then 
duly  declared  and  notice  given  to  the  parties  as  in  such  case 
required.  Neither  party  being  present  on  the  day  fixed  for  the 
hearing,  and  no  evidence  received,  the  then  Commissioner  (Mr. 
Burke)  decided  the  priority  of  invention  in  favor  of  Wade,  be- 
cause of  the  priority  of  his  application ;  and  notice  was  given  to 
Matthews  that  unless  he  appealed  from  the  decision  by  a  limited 
day  a  patent  would  be  issued  accordingly.  An  appeal  was  not 
10 
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taken ;  but  before  the  time  limited  for  taking  it  Matthews  withdrew 
his  application,  received  back  his  deposit  of  twenty  dollars,  and 
filed  a  new  application  in  the  words  of  the  first.  The  Commis- 
sioner declared  an  interference,  and  gave  notice  to  the  parties,  as 
in  the  case  of  original  interference.  Wade  insists  that  the  decis- 
ion of  the  Commissioner  upon  the  former  application  is  a  bar  to 
the  present,  and  that  he  has  a  right  to  a  patent. 

Your  first  inquiry  is,  '  *  Can  the  unsuccessful  party,  under  the 
circumstances,  withdraw  his  application  and  refile  it,  and  the 
*     *     *     Commissioner  declare  an  interference  ? 

A  proper  answer  to  this  question  depends  altogether,  I  think, 
upon  the  construction  of  the  seventh  and  eighth  sections  of  the 
act  of  July  4th,  1836,  "to  promote  the  progress  of  useful  arts,'* 
&c.     (5  Stats,  at  Large,  177. ) 

There  are  no  other  provisions  affecting  it.  If  by  these  the 
entire  authority  vested  in  the  Commissioner  is  executed  when  he 
decides  in  a  case  of  interference  in  favor  of  either  party,  and  his 
duty,  therefore,  in  the  issuing  of  a  patent  is  but  ministerial,  then 
the  course  pursued  in  this  instance  in  declaring  a  second  inter- 
ference as  between  the  same  parties  was  illegal,  and  Wade  is 
entitled  to  his  patent.  It  is  certainly  true  that  a  special  authority 
once  fully  exercised  is  exhausted ;  and  it  is  equally  true  that  it 
can  only  be  exercised  in  the  way  prescribed.  It  is  also  clear,  as 
a  general  rule,  that  in  such  jurisdictions  powers  not  delegated  are 
not  to  be  implied  ;  but  it  is  equally  clear  that  where  not  expressly 
prohibited,  they  may  be  implied  if  necessary  to  the  discharge  of  a 
power  which  is  delegated.  No  authorities  are  cited  for  these 
propositions,  as  they  are  familiar  and  perfectly  well  settled. 
What,  then,  are  the  powers  in  a  case  like  the  present  of  the 
Commissioner,  and  when  are  they  fully  exhausted? 

The  power  to  issue  a  patent  is  under  the  seventh  section  of  the 
act  of  1836,  and  it  is  only  authorized  to  issue  when,  *'  upon  exam- 
ination, it  shall  appear  to  him"  that  the  same  had  not  been  in- 
vented or  discovered  by  any  other  person  in  this  country  prior 
to  the  alleged  invention  or  discovery  thereof  by  the  applicant,  or 
that  it  had  not  been  patented  or  described  in  any  printed  publi- 
cation in  this  or  any  foreign  country,  or  had  not  been  in  public 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prior  to 
the  application. 
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Being  satisfied  as  to  these  several  facts,  and  also  satisfied  that 
the  invention  is  sufSciendy  usefiil  and  important,  it  then,  and  only 
then,  becomes  his  duty  to  issue  a  patent. 

Under  this  provision  it  is  manifest  that  the  whole  subject  rests 
in  the  judgment  of  the  Commissioner  until  the  patent  is  actually 
granted.  It  is  that  grant  which  finally  decides  the  question  sub- 
mitted to  him  ;  and  by  the  plain  words  of  the  law  his  authority  to 
make  the  gr£int  depends  upon  his  being  satisfied,  at  the  moment 
he  does  make  it,  upon  each  one  of  the  points  made  by  the  law 
necessary  to  the  validity  of  the  application.  The  remainder  of 
the  section  only  provides  a  mode  in  which,  when  the  decision  is 
against  the  applicant,  he  may  have  it  reviewed  by  another  tribu- 
nal, being  by  that  act  a  board  of  examiners,  and  now,  under 
the  eleventh  section  of  the  act  of  the  3d  of  March,  1839,  (5  Stats, 
at  Large,  353,)  the  chief  judge  of  the  District  of  Columbia. 

As  far  as  this  section  of  the  act  of  1836  is  concerned,  it  is  clear 
that  the  authority  of  the  Commissioner  is  not  only  not  exhausted 
by  any  preliminary  or  intervening  opinion  he  may  form  on  the 
question  of  title  to  patent  before  he  issues  the  patent,  but  that  his 
duty  is  not  performed,  and,  on  the  contrary,  is  violated,  if  at  the 
time  he  issues  it  he  is  not  satisfied  upon  the  facts  necessary  under 
the  law  to  the  validity  of  the  claim. 

Let  us  now  see  if  in  this  respect  there  is  any  difference  be- 
tween the  seventh  and  eighth  sections  of  the  act.  I  think  not. 
In  the  eighth,  as  well  as  in  the  seventh,  in  my  opinion,  the  power 
of  the  Commissioner  is  not  extinguished  and  the  matter  put 
beyond  his  reach  by  anything  to  be  done  by  him  short  of  the 
issuing  of  the  patent. 

The  proceeding  in  the  present  case  was  had  under  the  eighth 
section.  That  section  provides  that  when  an  application  for  a 
patent  is  made  which  in  the  opinion  of  the  Commissioner  would 
interfere  with  any  other  patent  for  which  an  application  may  be 
pending,  or  with  any  unexpired  patent  which  shall  have  been 
granted,  it  shall  be  the  duty  of  the  Commissioner  to  give  notice 
thereof  to  such  applicants  or  patentees,  as  the  case  may  be ;  and  if 
either  shall  be  dissatisfied  with  the  decision  of  the  Commissioner 
on  the  question  of  priority  of  right  or  of  invention,  on  a  hearing 
thereof  he  may  appeal  from  such  decision  on  the  like  terms  and 
conditions  as  are  provided  in  the  preceding  section  ;  and  the  like 


148  Matthews  v.  Wade.  [September, 


Opinion  of  the  Attornej^General. 


L 


proceedings  shall  be  had  to  determine  which,  or  whether  either,  of 
the  applicants  is  entitled  to  receive  a  patent  as  prayed  for. 

It  will  be  seen  that  this  provision,  as  far  as  the  act  of  the  Com- 
missioner is  concerned,  refers  to  but  one  of  the  grounds  upon 
which  he  is  to  be  satisfied  under  the  seventh  section,  and  that  but 
partly  ;  that  is  to  say,  the  ground  of  priority  of  invention  between 
the  applicant  and  any  other  applicant  whose  application  is  pend- 
ing, or  any  unexpired  patent,  although  other  conditions  required 
by  the  prior  section  are  here  omitted.  Was  it,  then,  the  purpose 
of  this  section  to  limit  the  authority  of  the  Commissioner,  or 
rather  to  limit  his  duty  as  that  was  prescribed  by  the  previous 
section  ?  Under  that  I  think  it  is  clear  that  at  the  moment  of 
issuing  the  patent  his  authority  exists  in  full  force,  and  his  duty 
in  equal  force,  to  patent  or  not,  as  he  may  be  satisfied  of  the  title. 
Does  this  latter  section  authorize  him  to  issue  a  patent  to  one 
who  he  not  only  is  not  satisfied  is  entitled  to  it,  but  who  he  may 
be  satisfied  is  not  entitled  to  it  ?     I  think  not. 

The  title  to  patent  depends  on  the  seventh  section.     Its  pro- 
visions must  be  found  to  give  it ;  and  up  to  the  period  when, 
under  these,  the  Commissioner  is   empowered,  it   is  made  his 
duty,  to  decide  for  or  against  the  application.    He  must  have  like 
authority,  and  it  must  be  equally  his  duty  to  decide  under  the 
eighth  section.     If  this  was  not  the  case,  this  result  would  follow  : 
that  the  act  in  one  section  would  make  the  claim  depend  upon 
the  judgment  of  the  Commissioner  at  the  time  of  issuing  the 
patent,  and  in  the  other,  though  the  reason  was  precisely  the 
same,  would  make  it  wholly  independent  of  what  might  at  that 
time  be  his  opinion.     The  act,  I  think,  is  not  liable  to  such  an 
objection.      The   two   sections   are   to   be   considered   together, 
although  they  look,  in  part,  to  different  states  of  things.     In 
connection  with  the  application,  they  look  to  the  same  end — the 
granting  a  patent  only  to  the  party  entitled  to  it  under  the  act. 
The  latter  is  not  to  be  construed  to  repeal  that  part  of  the  former 
which  does  not  only  not  empower  the  Commissioner  to  issue  the 
patent  unless  he  is  satisfied  upon  each  of  the  conditions  upon 
which  it  makes  the  claim  to  rest,  but,  on  the  contrary,  makes  it 
his  duty,  unless  so  satisfied,  to  refuse  it.     But  what  places  this 
view  beyond' doubt  is  that  the  eighth  section  contains  no  author- 
ity to  issue  a  patent  at  all.     It  contains  no  provision  which,  in 
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words  or  by  implication,  can  be  construed  to  give  the  power. 
The  patent,  then,  is  issued  under  the  authority  of  the  seventh 
section,  and  can  only  go  to  him  who,  at  the  time  it  is  issued,  the 
Commissioner  is  satisfied  is  entitled  to  it  under  the  terms  of  the 
section.  These,  as  already  stated,  so  far  from  authorizing  him 
to  grant  when  he  is  not  satisfied  as  to  priority  of  invention,  pro- 
hibit his  granting  it. 

The  whole  object  of  the  eighth  section  was  to  have  the  appli- 
cant and  another  applicant  or  patentee  holding  an  unexpired 
grant  for  the  same  invention,  as  to  priority  of  invention  between 
themselves,  as  one  of  the  means  of  satisfying  the  Commissioner 
upon  one  of  the  points  specified  in  the  previous  section.  But  it  was 
not  its  purpose  to  limit  his  authority  as  to  time  nor  to  change 
his  duty,  as  these  were  regulated  by  that  section.  They  continue, 
as  I  think,  to  govern  both,  and  are  not  performed,  so  as  to  put 
the  subject  beyond  his  control,  until  the  patent  is  actually  granted ; 
nor  do  I  see  that  the  inconvenience  or  injustice  supposed  by  the 
counsel  of  Wade  to  result  from  this  construction  will  ensue.  It 
is  thought  that  by  allowing  the  course  adopted  in  this  instance 
the  controversy  could  never  be  brought  to  a  close.  But  this  is 
not  so.  The  Commissioner  has  control  of  the  whole  matter. 
When  satisfied  of  the  title,  he  will  issue  the  patent ;  and  it  is  his 
duty  to  issue  it.  The  permission  to  withdraw  an  application  in 
such  case  will  be  granted  or  not,  as  the  Commissioner  may  be 
satisfied  or  not.  It  is  no  answer  to  this  to  say  that  it  leaves  the 
right  of  parties  to  depend  upon  the  discretion  of  the  officer,  and 
not  upon  the  law.  His  discretion  is  not  a  loose  and  undefined 
one,  which  he  may  use  in  each  case  merely  as  he  wills  or  desires. 
It  is  a  legal  discretion,  or  rather  a  judgment,  founded  upon  the 
law,  and  duly  to  be  exercised  where,  in  his  opinion,  the  law 
demands  it.  This  demand  is  made  when  the  Commissioner  is 
called  upon  to  issue  a  patent  to  an  applicant  who  he  is  either 
satisfied  is  not  entitled  to  it  or  doubts  as  to  the  title  under  the 
only  section  of  tke  law  which  gives  him  authority  to  issue  it — 
the  seventh  section. 

But  the  delay  and  inconvenience  suggested  might  be  the  con- 
sequence, in  some  cases  the  injustice,  which  might  result  to  the 
true  inventor  or  to  the  public  from  the  opposite  construction, 
commends  this  to  adoption.     Whilst  in  a  spirit  of  true  policy 
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the  act  carries  out  the  constitutional  provision  for  the  promotion 
of  the  *' progress  of  science  and  useful  arts,  by  securing  for 
limited  times  to  authors  and  inventors  the  exclusive  right  to  their 
respective  writings  and  discoveries,"  it  at  the  same  time  guards 
the  public  against  abuse,  by  requiring  the  Commissioner  at  the 
very  last  moment  to  be  satisfied  that  he  is  securing  the  real 
author  or  inventor  the  exclusive  right  to  his  own  discovery,  and 
not  sanctioning  an  invalid  or  fictitious  claim,  and  thereby  furnish- 
ing the  means  of  annoying  and  injuring  the  public.  I  have  no 
doubt,  therefore,  that  the  Commissioner,  in  the  present  instance 
Mr.  Burke,  had  authority  to  receive  the  second  application  of 
Matthews,  and  that  it  was  his  duty  so  to  do  under  the  circum- 
stances, and  that  the  opinion  he  gave  upon  the  former  applica- 
tion, no  patent  having  issued  to  Wade,  is  not  a  bar  to  such  a 
proceeding. 

I  decline  for  the  present  answering  the  second  question,  so  far 
as  it  is  not  covered  by  this  opinion,  as  it  is  not  called  for  by  the 
present  case  ;  but  if  you  think  that  an  answer  is  required  for  the 
proper  execution  of  the  duties  of  the  Commissioner,  I  will  give 
it  at  a  moment  of  more  leisure  than  I  now  have. 

Reverdv  Johnson. 


Upon  the  receipt  of  this  opinion  at  the  Patent  Office,  the  Hon. 
Thomas  Ewbank,  who  had  in  the  meantime  become  Commis- 
sioner of  Patents,  appointed  a  new  day  of  hearing  upon  the  testi- 
mony already  taken,  both  parties  having  stipulated  to  that  effect. 
Before  the  day  of  hearing,  Wade  moved  for  a  further  postpone- 
ment of  the  day  of  hearing,  to  enable  him  to  take  new  testimony, 
accompanying  the  same  with  affidavits  of  the  witnesses  to  be  called, 
setting  forth  the  facts  expected  to  be  proved.     This  motion  was 
denied  by  the  Commissioner,  upon  the  ground  that  the  proposed 
testimony,  if  admitted,  would  not  materially  affect  the  decision. 
Final  decision  was  had  in  due  course  upon  the  merits  of  the  con- 
troversy, awarding  priority  of  invention  to  the#  said  Matthews  ; 
and  thereupon  the  present  appeal  was  taken  to  the  judge,  praying 
him  to  reverse  the  said  decision  of  the  Commissioner  and  all  other 
acts  of  the  Office,  down  to  the  granting  of  letters-patent  to  the 
said  Wade,  and  assigning  ten  reasons  of  appeal,  as  follows  : 

I.  That  the  Commissioner  of  Patents  having,  on  the  15th  of 
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February,  1849,  decided  a  question  of  interference  previously 
declared  between  the  claims  of  Wade  and  Matthews  to  a  patent 
for  the  manufacture  of  printers'  ink  by  the  use  of  rosin  oil,  and 
having  given  notice  thereof  to  the  parties  that  unless  Matthews 
appealed  by  the  loth  day  of  April  then  next  a  patent  would  be 
granted  to  the  said  Wade,  and  there  having  been  no  such  appeal, 
the  Commissioner's  power  over  the  subject  was  spent,  and  the 
decbion  could  not  be  reconsidered  or  renewed  by  him,  and  he 
therefore  had  no  power  to  act  in  the  present  case. 

2.  That  the  Commissioner  was  unauthorized  by  law  to  allow 
Matthews,  after  the  question  of  interference  was  decided  against 
him,  to  withdraw  the  application  and  receive  back  any  portion  of 
his  deposit. 

3.  The  question  of  interference  in  this  case  having  been  declared 
in  favor  of  Wade,  it  is  res  adjudicata  between  the  parties,  and  it 
is  final  and  binding  upon  them  both,  and  can  only  be  reversed 
upon  appeal  to  the  chief  justice,  or  by  a  proceeding  in  a  court  of 
equity  of  the  United  States. 

4.  The  Commissioner  having  acted  upon  and  rejected  Matthews' 
application,  had  no  power  to  receive  and  act  upon  it  again.  His 
authority  to  act  upon  it  having  been  once  executed,  was  spent 
and  gone,  and  he  could  not  execute  that  power  a  second  time. 

5.  If  the  Commissioner  had  power  to  grant  a  rehearing  in  his 
discretion,  he  could  not  lawfully  do  So  without  allowing  the  party 
in  whose  favor  the  decree  had  been  made  to  be  heard  on  the 
question. 

6.  The  Commissioner  erred  in  not  granting  the  postponement 
asked  for  by  Wade. 

7.  A  patent  having  been  lawfully  decreed  to  Wade,  which 
decree  has  never  been  annulled  or  vacated  or  appealed  from, 
and  having  been  challenged  to  this  proceeding  as  a  patentee,  the 
law  requires,  and  it  is  the  duty  of,  the  Commissioner  to  issue  one 
to  him,  as  previously  decreed. 

8.  The  Commissioner  is  forbidden  by  law  to  issue  a  patent  to 
Matthews,  because  it  is  clearly  and  indisputably  proved,  and  not 
contradicted  or  denied,  that  a  patent  was  issued  for  this  same 
invention  in  England  in  July,  1848,  and  in  France  in  August  of 
the  same  year — ^both  more  than  six  months  before  Matthews 
made  his  present  application. 
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9.  The  inventions  of  Wade  and  Matthews  are  not  identical, 
and  Matthews'  is  not  one  which  he  can  use,  nor  is  it  one  which 
he  has  reduced  and  put  in  practice,  or  which  is  useful. 

10.  The  evidence  clearly  shows  that  Wade,  and  not  Matthews, 
is  the  first  inventor  of  the  improvement  claimed,  and  the  Com- 
missioner should  have  so  decided  ;  and  for  that  reason  his  decision 
should  be  reversed. 

At  the  hearing,  counsel  for  Matthews  moved  to  strike  the  first 
eight  and  latter  part  of  the  ninth  reasons  of  appeal  from  the  record, 
upon  the  ground  that  they  involved  questions  not  within  the  juris- 
diction of  the  judge.  The  judge  being  in  doubt  as  to  his  power 
to  strike  reasons  of  appeal  from  the  record,  directed  argument  to 
proceed  upon  the  entire  case,  reserving  his  decision  upon  the 
motion  until  the  final  decision  of  the  case. 

The  Commissioner  in  Reply. 

The  questions  raised  in  the  first,  fourth,  and  seventh  reasons  of 
appeal  were  involved  in  the  opinion  of  the  Attorney-General ;  and 
as  that  officer  is  provided  to  advise  and  give  opinion  in  all  legal 
questions  that  may  arise  in  the  executive  departments  of  the 
Government,  the  questions  are  not  properly  before  the  court. 
There  are  two  prominent  acts  of  the  Commissioner  which  fre- 
quently occur  in  the  discharge  of  his  official  duties  :  the  one  is 
called  the  rejection  of  an  application,  and  the  other  a  decision 
on  an  interference — each  of  equal  importance  to  the  parties 
interested,  and  neither  necessarily  final  nor  decisive  of  the  issue 
of  a  patent.  It  is  in  accordance  with  this  view  that  the  practice 
of  the  Office,  established  at  the  reorganization  in  1836,  has  been 
steadily  maintained  to  the  present  time.  So  far  as  the  importance 
or  the  responsibility  of  the  act  extends,  the  review  of  an  ordinary 
rejected  application  and  that  of  a  decision  upon  an  interference 
are  regarded  as  the  same ;  each  is  a  decision  upon  the  testimony 
then  before  the  Office;  and  should  anything  then  occur  to  arrest 
the  execution  of  the  judgment — as  the  filing  of  a  caveat  by  another 
inventor,  the  arrival  of  a  foreign  journal  announcing  that  the 
invention  was  patented  abroad  before  the  filing  of  the  domestic 
application,  or  the  filing  of  an  application  by  another  inventor — 
the  Commissioner  considers  himself  bound  by  the  spirit,  if  not  by 
the  letter,  of  the  law  to  review  or  reverse  his  decision  according  to 
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the  testimony,  whether  the  case  be  an  ordinary  rejected  appli- 
cation or  the  decision  on  an  interference.  The  former  of  these 
is  almost  of  daily  occurrence,  while  the  latter  is  not  without 
precedent. 

The  noted  case  of  interference  between  Coleman  Cobum  and 
a  German  by  the  name  of  Ferdinand  Stark,  in  the  Eolian  attach- 
ment to  the  piano-forte,  is  a  case  in  point.  The  following  is  the 
history  of  the  case : 

In  1845  Coburn  and  Coleman  each  applied  for  a  patent.  An 
interference  was  declared  between  the  inventions,  and  decided  in 
favor  of  Coburn.  But  before  the  patent  was  issued,  Stark  applied 
for  a  patent  for  the  same  invention,  and  an  interference  was  de- 
clared between  the  invention  of  Coburn  and  that  of  Stark,  and 
the  latter,  by  being  permitted  to  go  behind  the  printed  publica- 
tions of  the  day,  by  taking  testimony  in  a  foreign  country,  was 
declared  to  be  the  first  inventor.  But  the  counsel  for  Coburn 
(the  Hon.  Senator  Berrien)  submitted  to  the  Commissioner  that 
an  error  had  been  committed  in  allowing  the  foreigner  to  go 
behind  the  printed  publications,  by  taking  testimony  in  a  foreign 
country ;  the  Commissioner  re-examined  the  subject  in  connection 
with  the  seventh  section  of  the  act  approved  July  4th,  1836,  and 
became  satisfied  that  he  had  before  interpreted  the  act  errone- 
ously. A  new  day  of  hearing  was  appointed,  and  a  new  decision 
was  made  reversing  the  former,  and  the  patent  was  finally  granted 
to  Cobum  on  the  ist  of  February,  1847. 

As  to  the  fifth  and  sixth  reasons  of  appeal,  the  act  of  1839,  sec- 
tion 12,  provides  that  the  Commissioner  shall  have  power  to 
make  all  such  regulations  in  respect  to  the  taking  of  evidence  to 
be  used  in  contested  cases  before  him  as  shall  be  just  and  reason- 
able ;  and  as  this  subject  is  intrusted  to  the  discretion  of  the  Com- 
missioner, it  follows  that  the  law  will  not  disturb  him  in  the  exercise 
of  his  duties,  so  long  as  his  rules  of  practice  are  neither  unjust 
nor  unreasonable. 

With  respect  to  the  eighth  reason  of  appeal,  the  evidence  ad- 
duced in  the  decision  shows  that  Matthews  used  the  invention  in 
November,  1846,  or  about  a  year  and  three-quarters  before  the 
foreign  patents  alluded  to  were  issued. 

The  ninth  and  tenth  reasons  of  appeal  are  inconsistent  with 
each  other  and  with  the  other  reasons  of  appeal.    As  to  the  ninth, 
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the  claims  show  for  themselves  that  the  inventions  of  the  two 
parties  are  identical,  the  concluding  part  of  Matthews'  claim  not 
affecting  its  scope.  The  tenth  reason  presents  the  principal  ques- 
tion before  the  judge. 

R,  H,  Gillety  for  the  appellant. 

1.  There  is  no  statute  giving  the  judge  a  power  to  order  any 
of  the  reasons  of  appeal,  which  have  been  filed  in  the  Office  in 
accordance  to  law,  to  be  stricken  out.  If  they  are  not  valid 
reasons,  the  judge  in  his  final  judgment  upon  the  whole  case  will 
overrule  them,  but  they  must  be  heard  and  considered. 

2.  The  judge  has  jurisdiction  of  all  questions  which  arise  in  the 
case.  (Bain  v.  Morse,  antey  p.  90.)  Under  the  eighth  section  of 
the  act  of  July  4th,  1836,  the  jurisdiction  of  the  board  was  not 
limited  in  anything.  That  section  of  the  law  gave  them  ample 
authority  to  review  the  decisions  of  the  Commissioner  made  under 
the  seventh  section.  Whatever  he  might  decide  under  it  the 
board  might  examine.  They  were  not  confined  to  the  third  or 
fourth  points;  they  could  consider  and  reverse  the  whole.  If 
their  power  stood  on  the  seventh  section  alone,  the  jurisdiction 
would  be  ample ;  but  under  the  eighth  section,  the  authority  given 
was  still  broader.  By  the  eighth  section  it  is  enacted  that  if  either 
of  the  conflicting  applicants  should  be  "  dissatisfied  with  the 
decision  of  the  Commissioner  on  the  question  of  priority  of  right 
or  invention,  on  a  hearing  thereof  he  may  appeal  from  such 
decision  on  the  like  terms  and  conditions  as  are  provided  in  the 
preceding  section  of  this  act,  and  the  like  proceedings  shall  be 
had  to  determine  which,  or  whether  either,  of  the  applicants  is 
entitled  to  receive  a  patent  as  prayed  for. ' '  By  that  act  the  board 
of  examiners  had  perfect  jurisdiction  over  the  whole  question. 
They  might  decide  whether  either  of  the  contesting  applicants  is 
entitled  to  the  patent,  or  which  of  them,  or  declare  that  neither 
of  them  shall  have  it.  The  judge  stands  precisely  in  the  place  of 
the  board  of  examiners,  and  can  do  all  that  they  could  do.  He 
has  therefore  a  right  to  inquire  into  everything  going  to  show 
whether  Matthews  or  Wade  is  in  this  case  entitled  to  the  patent, 
or  whether  it  can  lawfully  be  granted  to  either.  The  jurisdiction 
of  the  judge  extends  over  the  whole  case — not  only  to  the  ques- 
tion who  was  the  first  inventor  or  true  inventor,  but  every  other 
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question  which  touches  the  title  of  either  party  to  the  patent.  If 
there  is  such  a  limitation  as  is  contended  for,  it  equally  excludes 
any  decision  on  the  question  of  interference  ;  that  question,  under 
the  statute,  stands  on  the  same  ground  as  all  others. 

3.  The  rules  of  the  Patent  Office  are  not  binding  on  the  judge. 
The  question  whether  an  application  for  a  patent  can  be  with- 
drawn and  a  new  one  put  in  is  not  a  question  exclusively  for  the 
Commissioner.  He  has  no  such  discretion.  A  judge,  after  pro- 
nouncing judgment,  cannot  refuse  to  tax  the  costs  and  sign  the 
roll  on  his  mere  personal  discretion.  There  is  not  a  word  in  the 
statute  about  discretion.  It  is  this  alleged  discretion  which  has 
cast  a  cloud  over  this  entire  case. 

The  supervision  of  the  judge  is  not  confined  to  the  testimony 
in  the  case.  The  act  directs  the  Commissioner  in  a  case  of 
appeal  to  send  up  everything  in  the  case,  that  the  judge  may 
consider  it.  The  eleventh  section  of  the  act  of  1839  says  **that 
the  Commissioner  shall  also  lay  before  the  judge  all  the  original 
papers  and  evidence  in  the  case,  together  with  the  grounds  of 
his  decision,  fully  set  forth  in  writing,  touching  all  the  points 
involved  by  the  reasons  of  appeal,  to  which  the  revision  shall  be 
confined."  The  language  shows  that  the  judge  is  to  review  all 
that  has  been  before  the  Commissioner.  If  he  was  to  be  confined 
to  the  evidence  alone,  why  was  the  Commissioner  required  to 
send  all  the  rest  of  the  papers? 

Mr,  Edmund  Burke,  for  appellee. 

I.  The  first,  second,  third,  fourth,  fifth,  sixth,  seventh,  eighth, 
and  the  latter  part  of  the  ninth  reasons  of  appeal  embody  matter 
not  within  the  jurisdiction  of  the  judge  sitting  as  a  court  of  appeal 
from  the  Commissioner  of  Patents.  The  jurisdiction  of  the 
judge  is  limited  by  the  eleventh  section  of  the  act  of  March  3d, 
1839,  by  which  he  is  substituted  for  the  board  of  examiners 
provided  for  in  the  seventh  and  eighth  sections  of  the  act  of 
July  4th,  1836.  The  act  of  1836  confined  the  jurisdiction  of  the 
board  of  examiners  to  the  particular  grounds  on  which  the 
Commissioner  refused  the  patent.  It  gave  the  board  no  author- 
ity to  inquire  into  any  of  his  previous  acts,  nor  to  supervise  the 
rules  and  regulations  of  the  Patent  Office  or  the  usages  and 
customs  prevailing  in  that  Office  in  regard  to  the  mode  of  trans- 
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acting  its  business.  The  grounds  upon  which  the  Commissioner 
was  authorized  to  refuse  a  patent  were — first,  want  of  novelty ; 
second,  abandonment  to  the  public  by  sale  or  allowing  its  use ; 
third,  want  of  utility  or  importance ;  fourth,  want  of  a  sufficient 
specification.  These  are  the  four  grounds  on  which  the  Commis- 
sioner was  authorized  to  refuse  a  patent;  and  it  was  to  these  points 
alone  that  the  revision  of  the  board  of  examiners  was  confined. 
They  had  no  authority  whatever  to  inquire  into  the  matter.  They 
could  not  inquire  whether  the  proceedings  before  the  Commis- 
sioner had  been  informal  and  incorrect ;  whether  a  duty  of  $30  had 
been  paid;  whether  a  model  had  been  duly  deposited  in  the  Office 
or  duplicate  drawings  been  filed ;  or  whether  the  application  had 
been  before  made,  and  rejected,  withdrawn,  or  renewed.  On  the 
contrary,  their  power  was  confined  to  the  particular  grounds  of  his 
decision,  as  stated  by  the  law  itself.  And,  therefore,  inasmuch 
as  the  same  jurisdiction,  and  that  only  which  the  board  of  exam- 
iners possessed,  was  transferred  by  the  eleventh  section  of  the 
act  of  March  3d,  1839,  to  the  judge,  he  cannot  embrace  in  his 
review  of  the  decision  of  the  Commissioner  any  other  matters 
than  those  which  were  legally  cognizable  by  the  said  board. 

2.  The  eighth  section  of  the  act  of  July  4th,  1836,  provides,  in 
the  event  of  a  conflict  of  inventions,  for  the  proceeding  called 
interference,  and  it  gave  the  right  of  appeal  from  the  decision  of 
the  Commissioner  to  the  board  of  examiners  constituted  by  the 
eighth  section  of  that  act,  to  which  right  the  judge  succeeded  by 
the  eleventh  section  of  the  act  of  1839.  This  jurisdiction,  therefore, 
like  that  of  the  board,  is  confined  to  the  question  of  priority  of  right 
or  invention.  He  cannot  go  back  to  the  question,  and  inquire 
into  the  correctness  of  the  proceeding  prior  to  his  declaration  of 
interference,  nor  can  he  inquire  into  the  mere  practice  of  this 
Office,  nor  its  rules,  regulations,  usages,  and  customs,  or  whether 
the  Commissioner  has  improperly,  and  not  for  good  reason,  refused 
a  postponement  or  continuance  of  the  hearing.  If  the  judge 
were  to  assume  this  power,  he  would  then  in  fact  constitute  him- 
self the  Commissioner  of  Patents,  and  the  latter  would  in  fact 
occupy  the  position  of,  and  possess  no  more  power  than,  a  clerk 
under  the  judge.  Congress  in  giving  him  jurisdiction  over  the 
decisions  of  the  Commissioner  in  certain  specified  cases,  which 
must  be  his  alternate  and  not  his  interlocutory  decisions,  never 
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contemplated  giving  him  unlimited  power  over  the  acts  of  the 
Commissioner. 

3.  It  is  true  that  the  judge  in  some  of  his  former  opinions 
intimates  that  his  power  extends  to  all  the  points  involved  in  the 
reasons  of  appeal ;  but  in  these  cases  the  question  of  jurisdiction 
was  not  expressly  raised.  The  reasons  required  to  be  filed  must 
relate  exclusively  to  the  particular  matter  appealed  from  and 
involved  in  the  Commissioner's  decision.  He  cannot  inquire  into 
the  mere  ministerial  acts  of  the  Commissioner.  The  board  of 
examiners  had  no  jurisdiction  in  such  cases,  and  the  Commissioner 
can  have  none.  (Woodworth  v.  Stone,  3  Story,  749 ;  Whittemore 
V.  Cutter,  I  Gall.,  429  ;  Ex -parte  Janney,  aniey  p.  86.) 

4.  If  the  jurisdiction  of  the  judge  were  coextensive  with  the 
''reasons  of  appeal,"  all  matters  whatsoever  might  be  brought 
within  its  embrace.  The  party  appealing  must  thus  compel  the 
judge  to  inquire  into  and  decide  the  question  whether  the  ex- 
aminer who  examined  the  case  had  been  duly  appointed  by  the 
Commissioner,  and  qualified  by  taking  the  oath  required  by  law, 
or  whether  the  Commissioner  himself  was  duly  appointed  and 
commissioned,  or  even  whether  the  President  of  the  United  States, 
from  whom  the  Commissioner  holds  his  commission,  was  duly 
elected  and  qualified  according  to  the  Constitution. 

5.  If,  as  assumed  in  the  first  four  reasons  of  appeal,  the  judicial 
pK)wer  of  the  Commissioner  was  exhausted  by  the  first  decision, 
and  the  matter  is  now  res  adjudicata,  the  remedy  is  not  by  appeal, 
but  by  mandamus  to  compel  the  Commissioner  to  exercise  the 
ministerial  duty  of  issuing  the  patent,  or  by  impeachment  for 
malfeasance.  So,  if  the  Commissioner  were  about  to  issue  a  pat- 
ent unlawfully  for  an  invention  patented  abroad  more  than  six 
months  before  filing  the  application  in  this  country,  the  remedy 
is  not  by  appeal,  but  by  injunction. 

6.  The  questions  of  utility  and  reduction  to  practice  were 
decided  by  the  Commissioner  before  the  question  of  interference 
was  raised,  and  are  not  before  the  judge. 

7.  With  regard  to  the  fifth  reason,  the  law  gives  no  right  to  a 
party  to  be  heard  upon  a  motion  to  rehear.  It  is  a  matter  entirely 
within  the  discretion  of  the  Commissioner,  for  reasons  satisfactory 
to  himself,  to  determine  that  the  ends  of  justice  require  a  rehearing. 

8.  With  regard  to  the  sixth  reason,  it  is  well  established  that  a 
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superior  tribunal  in  proceedings  at  law  has  no  p>ower  on  appeal 
to  reverse  the  decision  of  the  inferior  tribunal  on  a  motion  for  a 
continuance  arising  under  its  own  rules  of  practice. 

9.  Finally,  the  matter  set  forth  in  the  reasons  of  appeal,  above 
objected  to,  have  not  been  appealed  from,  and  are  not  properly 
before  the  judge.  The  only  matter  appealed  from  is  the  decision 
of  the  Commissioner  on  the  question  of  interference  and  novelty 
of  invention,  and  others  cannot  be  brought  before  the  judge  in 
this  proceeding  by  way  of  assignment  of  errors. 

10.  The  identity  and  priority  of  invention  involved  in  the  ninth 
and  tenth  reasons  of  appeal  are  admitted  to  be  proper  and  legiti- 
mate subjects  of  inquiry  in  this  proceeding. 

Cranch,  J. 

The  first  question  is  upon  the  motion  of  the  appellee  to  order  a 
certain  portion  of  the  reasons  of  appeal  which  had  been  filed  in 
the  Office  to  be  stricken  out.  The  filing  of  the  reasons  of  appeal 
is  a  proceeding  in  the  Office  over  which  the  judge  has  no  control. 
The  proceedings  in  the  Office  are  all  under  the  superintendence 
and  control  of  the  Commissioner,  who  is  uncontrolled  in  the  dis- 
charge of  the  duties  of  his  office,  except  so  far  as  an  appeal  is 
expressly  given  by  law.  No  reason  of  appeal  can  be  considered 
as  valid  which  would  not  justify  the  Commissioner  in  refusing  the 
patent.  If  the  Commissioner  has  received  and  filed  the  reasons 
of  appeal,  the  judge  cannot  order  him  to  strike  them  out.  They 
wait  to  be  heard  and  decided  ;  and  when  brought  before  him  upon 
appeal,  if  they  are  not  valid,  he  will  overrule  them. 

The  first  reason  of  appeal  is,  in  substance,  that  the  Commis- 
sioner, by  deciding  the  question  of  interference  in  favor  of  Wade, 
and  giving  notice  thereof  to  the  parties,  had  spent  all  his  power 
over  the  subject,  and  therefore  had  no  power  to  act  in  the  present 
case.  This  reason  of  appeal  is  answered  by  the  opinion  of  the 
Attorney- General,  in  which  I  fully  concur.  The  same  answer 
may  be  given  to  the  second,  third,  fourth,  fifth,  sixth,  and  seventh 
reasons  of  appeal.  They  were  matters  within  the  discretion  of  the 
Commissioner,  and  over  which  the  judge  had  no  control — no 
jurisdiction — these  matters  not  having  been  made  the  subject  of 
appeal  nor  valid  grounds  of  appeal.  As  to  the  eighth  reason  of 
appeal,  I  doubt  whether  the  English  and  French  patents  obtained 
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by  Wade,  or  for  his  benefit,  even  if  obtained  more  than  six  months 
before  Matthews'  application,  would  be  good  cause  for  reversing 
the  decision  of  the  Commissioner  in  favor  of  Matthews  if  he  was 
the  first  inventor ;  but  it  appears  by  the  proceedings  in  the  Ofllice 
that  the  first  application  of  Matthews  was  on  the  12th  of  May, 
1848;  the  English  patent  obtained  by  Wade  was  in  July,  1848; 
and  although  Matthews*  first  application  was  withdrawn,  yet  it 
was  instantly  renewed  in  the  same  words,  and  must  be  considered 
as  a  continued  application  ;  so  that  six  months  had  not  expired 
after  the  English  and  French  patents  were  issued  before  Matthews* 
application.  But  it  seems  that  the  foreign  patents  must  be  issued 
before  the  American  discovery. 

As  to  so  much  of  the  ninth  reason  of  appeal  as  regards  the 
practicability  and  usefulness  of  the  invention,  and  the  reducing  of 
it  to  practice,  these  were  matters  for  the  consideration  and  within 
the  discretion  of  the  Commissioner  until  the  patent  should  be 
finally  issued,  and  are  not  made  the  subject  of  appeal.  Nothing 
preliminary  to  the  issuing  of  the  patent  i^  a  valid  ground  of  appeal, 
unless  made  so  by  the  law.  The  said  first  clause  of  the  ninth 
reason  of  appeal  and  the  tenth  reason  of  appeal  are  proper  sub- 
jects of  appeal,  and  involve  the  merits  of  the  case.  The  said  first 
clause  of  the  ninth  reason  denies  the  identity  of  the  inventions,  and 
the  tenth  avers  that  the  evidence  shows  that  Wade,  and  not 
Matthews,  is  the  first  inventor  of  the  improvement  claimed. 

The  identity  of  invention  is  admitted  by  all  the  previous  pro- 
ceedings in  the  case,  and  particularly  by  the  agreement  of 
Matthews  and  Wade  of  the  12th  of  April,  1849,  to  use  the  testi- 
mony already  taken.     (Exhibit  "  C.**) 

There  is  nothing  left,  therefore,  but  the  question  of  priority  of 
invention  involved  in  the  tenth  reason  of  appeal,  and  this  plea 
depends  upon  the  evidence. 

The  question  is  not  whether  Wade  made  a  better  printing  ink 
than  that  made  by  Matthews,  but  is,  which  of  them  first  invented 
or  discovered  the  application  and  substitution  of  rosin  oil  for 
linseed  and  all  other  oils  in  the  manufacture  of  printing  ink. 
The  evidence  is  voluminous  and  intricate,  and  in  some  respects 
contradictory,  and  the  question  of  priority  of  invention  must  of 
necessity  be  decided  upon  consideration  of  all  the  evidence 
*' produced  before  the  Commissioner."     The  evidence  is  all  in 
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writing,  and  it  cannot  be  necessary  that  I  should  point  out  any 
part  of  it  as  the  particular  ground  of  my  decision.  Upon  a 
careful  consideration  of  the  whole  of  that  evidence,  I  am  of 
opinion,  and  so  decide,  that  Thomas  M.  Matthews  is  the  first 
inventor  and  discoverer  of  the  application  and  substitution  of 
rosin  oil  for  linseed  and  other  oils  in  the  manufacture  of  printing 
ink,  and  therefore  "is  entitled  to  have  a  patent  as  prayed  for." 

R,  H,  Gillety  for  appellant. 

Edmund  Burke^  for  appellee. 


Stephen  P.  Ruggles,  Appellant, 

vs, 
James  Young,  Appellee.     Interference. 

Lnterperewck — QUESTION  AT  ISSUE. — A  questioD  raised  iu  connection  with  ho 
application  not  in  interference  cannot  be  considered  by  the  judge  upon 
appeal. 

Sm — EVIDENCE. — Whether  the  decision  of  the  Commissioner  is  correct  or 
erroneous,  must  appear  from  the  proofs  and  evidence  which  have  been 
acted  on  in  the  trial  before  the  Commissioner. 

Evidence — estoppel. — Where  a  person  stands  by.  and  bears  another  person 
describe  a  certain  invention  or  improvement  as  his  own,  without  asserting 
any  claim  to  the  invention,  and  at  thp  same  time  seeking  further  inform- 
ation of  the  same,  the  inference  will  be  warranted  that  the  principles  of 
such  invention  were  not  at  that  time  known  to  him. 

Printing-press — equivalents. — In  a  printing-press,  an  eccentric  shaft  or  pin, 
passing  through  or  behind  the  platen,  for  the  purpose  of  regulating  the 
distance  between  the  platen  and  the  bed,  is  not  the  equivalent  of  an 
eccentric  shaft  which  passes  through  the  platen  and  crank  arms,  baring 
a  handle  on  the  extreme  end,  the  effect  of  which  is  to  lengthen  or  shorten 
the  crank-arms,  and  so  throw  off  or  on  the  impression  during  the  operation 
of  the  machine. 

(Before  Morsell,  J.,  District  of  Columbia,  February,  1853.) 
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According  to  notice  given  of  the  time  appointed  for  the  hearing 
of  the  appeal  in  this  case,  the  parties  above  named  appeared  by 
their  respective  attorneys  and  submitted  the  case  upon  the  reasons, 
report  of  the  Commissioner  of  Patents,  the  proofs,  &c.  The  peti- 
tion states  that  the  petitioner  had  invented  a  new  and  useful  im- 
provement in  printing-presses,  and  prayed  that  letters-patent 
might  be  granted  therefor. 

As  the  application,  so  far  as  respects  the  construction  of  a 
vibrating  platen,  seems  to  be  waived,  it  will  be  unnecessary  to 
take  further  notice  of  that.  In  the  third  part  of  the  description 
of  his  claim,  he  says :  '*  I  claim,  in  combination  with  the  platen, 
*  the  eccentric  shaft,  for  the  purpose  of  stopping  the  impression 
without  stopping  the  machine,  as  herein  described  and  repre- 
sented.' 

"  Fourth.  I  claim,  in  combination  with  the  platen  and  eccen- 
tric shaft,  the  lever  with  its  screw,  for  the  purpose  of  adjusting  the 
press  for  taking  a  heavy  or  light  impression,  as  fully  set  forth 
and  described,"  which  particular  description  is  as  follows :  "  Pass- 
ing through  the  platen  Z>  is  an  eccentric  shaft  P  (Fig.  2),  upon 
which  the  platen  moves,  and  the  axis  of  which  eccentric  acts  also 
as  the  axis  of  the  platen.  Upon  one  end  of  this  eccentric  shaft  P 
is  attached  a  lever  Q^  which,  upon  being  drawn  down,  also  draws 
down  the  axis  of  the  platen  sufficiently  far  to  prevent  it  from 
reaching  the  form,  by  which  device  the  impression  can  be  stopped 
without  stopping  the  press.  In  the  lever  j^  is  a  set-screw  R^  the 
end  of  which  rests  against  a  shoulder  formed  in  the  platen,  and 
by  which  the  platen  may  be  so  adjusted  as  to  admit  of  taking  a 
heavy  or  light  impression,  as  may  be  desired — the  action  of  the 
set-screw  R  and  lever  Q  being  to  raise  or  lower  the  platen  by 
turning  the  eccentric  shaft  P  forward  or  back,  as  may  be  desired. 
The  eccentric  shaft  is  here  described  as  passing  through  the 
platen.  It  may  be  arranged  behind  or  underneath  the  platen,  and 
produce  the  same  result.' ' 

Upon  an  examination  at  the  Office  it  was  declared  that  there 
was  an  interference  on  the  above-described  claim  and  a  claim  set 
up  by  James  Young,  in  these  words  : 

**  Fifth.  I  claim  the  eccentric  by  means  of  which  the  impres- 
II 
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sion  is  thrown  off,  substantially  in  the  manner  and  for  the  pur- 
poses specified,  to  wit,  the  making  and  the  mode  of  throwing  off 
the  impression,  &c.  These  levers  are  of  the  first  order, '  *  [mean- 
ing the  arms  of  the  platen]  **and  have  their  fulcrum  at  H  \n 
the  lower  cross-bar  of  the  frame.  This  fulcrum  has  an  eccentric  H, 
(see  Fig.  3,)  by  turning  which  the  impression  is  thrown  off  or  on 
at  pleasure  by  raising  or  lowering  the  position  of  the  platen,  and 
this  is  effected  by  moving  the  hand-lever  F,  shown  in  Fig.  2. 
Instead  of  the  eccentric  being  placed  at  this  point,  the  fulcrum 
may  be  permanent,  and  an  eccentric  or  inclined  plane  put  under 
the  platen  B^  an  obvious  arrangement,  that  would  be  the  equiv- 
alent of  that  described  and  represented. ' '  Of  this  declaration,  due 
notice  was  given,  a  time  appointed  for  the  trial  of  the  controversy 
between  the  parties,  and  the  case  was  regularly  tried  upon  the 
proofs  and  evidence  adduced  by  the  respective  parties,  and  a  de- 
cision was  given  in  favor  of  Young.  From  which  decision  an 
appeal  has  been  taken,  and,  as  before  stated,  the  case  is  before  me 
for  revision. 

The  reasons  for  the  appeal  are  that  he,  the  appellant,  made  the 
first  application  of  the  eccentric,  pin,  shaft,  or  movement,  for 
the  purpose  of  regulating  or  increasing  or  diminishing  the  dis- 
tance between  the  bed  and  platen  of  a  printing-press  a  long  time 
before  Mr.  Young  adopted  it ;  that  he  has  furnished  the  Commis- 
sioner of  Patents  with  abundant  legal  evidence  of  this  fact ;  that 
he  thinks  the  Commissionej-  of  Patents,  in  granting  Mr.  Young  a 
patent  for  the  use  of  the  same  thing  in  any  particular  location  on 
a  printing-press,  has  infringed  on  his  just  and  legal  rights,  and 
made  a  decision  directly  opposed  to  both  the  law  and  facts  in  the 
case ;  that  he  first  used  the  eccentric  shaft  for  increasing  and 
diminishing  the  distance  between  the  bed  and  platen  of  a  print- 
ing-press, in  connection  with  one  end  of  a  toggle  or  connecting- 
rod  or  pitman,  the  other  end  of  said  toggle  being  connected  with 
the  platen,  and  that  Mr.  Young  has  merely  placed  the  eccentric 
at  the  opposite  end  of  the  toggle  or  connecting-rod  or  pitman ; 
that  his  so  placing  it  is  in  fact  and  in  law  equivalent  to  his  plan 
or  device  ;  that  persons  most  skilled  in  mechanics  have  given  this 
as  their  opinion,  under  oath — that  if  it  is  possible  that  the  Com- 
missioner of  Patents  has  the  power  (which  he  denies)  to  grant  to 
Mr.  Young  a  patent  for  his  particular  location  of  his  (ap[>ellant's) 
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eccentric,  it  could  not  be  used  there  without  manifesdy  interfering 
with  his  rights;  that  ** throwing  off'*  or  ** throwing  on "  the  im- 
pression on  a  printing-press  are  nothing  but  technical  terms  used 
to  express  the  increasing  or  diminishing  of  the  distance  between 
the  bed  and  platen. 

The  other  parts  of  the  statement  allude  to  supposed  injustice 
done  the  appellant  in  giving  him  less  in  his  patent  of  November 
i6th,  1852,  than  he  had  a  right  to,  and  of  the  Commissioner's 
abandoning  the  ground  of  interference  in  this  case.  This  cannot 
now  be  properly  considered  as  a  part  of  this  case.  Whether  the 
decision  is  correct  or  erroneous,  mil^t  depend  upon  the  evidence 
and  proofe  which  have  been  acted  upon  in  the  trial  before  the 
Commissioner. 

The  points  on  which  the  parties  seem  to  agree  in  this  case  are 
that  the  improvements  in  the  printing-press  for  which  they  claim 
a  patent,  respectively,  are  substantially  the  same,  and  that  the 
same  are  patentable ;  that  said  improvements  consist  in  an  eccen- 
tric shaft  passing  through  or  below  the  platen,  in  combination 
therewith,  on  an  axis  common  to  both,  by  means  of  which  the 
platen  may  be  so  regulated  or  adjusted  that  whilst  in  motion  the 
impression  may  be  thrown  off  or  on  without  stopping  the  machine. 

The  simple  question,  then,  is  as  to  priority.  James  Young's 
proof  establishes  a  drawing  shown  by  him  in  the  year  1850.  The 
witnesses  on  the  part  of  Mr.  Ruggles  do  not  fix  any  precise  time 
when  they  saw  the  improvements  as  presented  by  the  model  in 
this  case.  His  petition  was  filed  on  the  26th  of  February,  1851. 
Jedidiah  Morse  says  Mr.  Ruggles  gave  him  the  plan  generally 
of  the  rotary  press  in  the  year  1849,  but  cannot  say  when  the 
plan  of  the  eccentric  shaft  or  bearing  was  first  communicated  to 
him,  but  was  in  fact  first  used  in  the  year  1850  or  1851. 

This  evidence  is  too  vague  and  uncertain.  The  testimony  of 
several  other  witnesses  has  been  added,  the  substance  of  which, 
so  far  as  is  deemed  material,  will  be  now  noticed. 

The  testimony  of  William  C.  Hibbard  consists  of  a  descrip- 
tion of  the  press  called  the  Ruggles  job-engine  and  a  compar- 
ison between  that  and  the  rotary  press.  He  says  that  as  regards 
the  method  of  adjusting  the  distance  between  the  bed  and  platen 
by  means  of  an  eccentric  journal  or  bearing,  he  considers  them 
identically  the  same  in  principle,  the  difference  consisting  only  of 
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form  and  structure ;  that  the  Ruggles  job-engine  has  the  eccen- 
tric crank-pin  with  a  connecting  rod  or  pitman  hinged  to  the 
platen,  as  already  described  by  him. 

Upon  cross-examination  he  says  that  he  had  no  knowledge  of 
Mr.  Ruggles  ever  having  used  an  eccentric  shaft  or  pin  for  a 
**  throw  off"  (except  in  the  rotary  press)  in  combination  with  a 
platen;  that  he  does  not  know  when  said  last- mentioned  press 
was  made. 

Charles  M.  Morse  states  that  it  was  made  five  years  ago — July 
2d,  1852,  time  of  taking  the  deposition. 

John  C.  Crosman  describes  more  particularly  the  contrivance 
and  its  movement  as  applicable  to  the  same  press.  He  says  the 
eccentric  shaft  or  pin  is  placed  in  a  gear-wheel  matching  into  the 
end  of  the  toggle  of  the  press,  and  turning  it  to  the  right  or 
left  increases  or  diminishes  its  distance  from  the  centre  of  the 
wheel,  and  consequently  lengthens  or  shortens  the  toggle; 
the  shaft  was  supported  by  passing  through  two  flanges,  the 
wheel  answering  for  one  of  them ;  its  form  was  eccentric ;  it  was 
made  fast  by  a  set  screw  passing  through  the  ends  of  an  arm  on 
one  end  of  it.  By  turning  to  the  right  or  left — he  means  turning 
with  and  against  the  arm — the  middle  part  of  the  shaft  or  pin 
was  made  eccentric.  This  shaft  or  pin  itself  could  turn  no 
other  way,  except  in  revolving  upon  its  axis  in  its  socket  or  bear- 
ings. He  says  the  contrivance  was  first  made  by  Mr.  Ruggles ; 
that  it  was  three  or  four  years  after  Ruggles  obtained  his  patent, 
in  the  year  1840,  when  he  first  saw  it;  it  was  on  Mr.  Ruggles* 
press,  which  might  have  been  as  late  as  the  year  1845,  but  thinks 
it  was  earlier;  it  accomplished  its  object  well,  and  has  been 
applied  to  nearly  all  his  presses — his  larger  ones — since  that  time. 

On  cross-examination  he  says  the  mode  of  throwing  off  the 
impression  was  by  moving  the  toggle  out  of  the  line  of  the  eccen- 
tric-pin ;  this  prevents  the  bed  from  rising.  The  office  of  the 
eccentric-pin  was  to  regulate  or  graduate  the  impression,  but  not 
to  throw  the  impression  off  entirely ;  that  he  does  not  know  that 
Mr.  Ruggles  ever  did  use  an  eccentric-pin  or  shaft  for  throwing 
off  the  impression  entire. 

Jedidiah  Morse  states  that  Mr.  Ruggles  originated  a  contriv- 
ance applicable  to  printing-presses  to  vary  the  degree  or  amount 
of  pressure  with  which  the  platen  and  bed  of  the  press,  with  types, 


1853.]  RuGGLEs  V.  Young.  165 

Opinion  of  the  court. 

are  brought  together ;  he  says  the  contrivance  was  a  shaft  having 
two  centrics  at  each  end,  one  at  each  end  used  for  turning  the 
journal,  and  the  two  outer  centrics  used  for  turning  the  eccentric ; 
he  first  saw  it  on  Mr.  Ruggles'  press  in  the  winter  of  1844  o** 
1845  ;  that  it  worked  well. 

On  his  cross-examination  he  says  the  mode  used  by  Mr.  Ruggles 
in  throwing  off  the  impression  entire  was  by  pulling  a  knob  or 
handle  connecting  with  the  toggle  towards  the  operator;  this 
throws  the  toggle  out  of  the  line  the  eccentric  describes. 

This  examination  appears  to  have  been  on  the  ist  of  June,  1852. 
On  the  1st  of  July,  1852,  he  was  again  examined,  on  which  last 
examination  he  gives  a  description  of  the  Ruggles*  rotary-press 
and  the  use  and  operation  of  the  eccentric-shaft  by  itself;  that  Mr. 
Ruggles  first  informed  him  of  the  plan  of  putting  an  eccentric - 
shaft  into  or  behind  the  platen  of  a  printing-press  as  early  as  the 
year  1845,  and  that  he  built  and  put  it  into  practical  operation 
the  same  year  on  a  press  of  his  invention  ;  that  Mr.  Ruggles  gave 
him  the  plan,  generally,  of  the  rotary-press  in  the  year  1849,  but 
cannot  say  when  the  plan  of  the  eccentric-shaft  or  bearing  was 
first  communicated  to  him,  but  in  fact  was  introduced  in  the  year 
1850  or  1851 ;  that  the  eccentric-movement  or  bearing  for  regulat- 
ing the  distances  between  the  bed  and  platen  was  used  by  Mr. 
Ruggles  in  the  year  1 845  on  his  press  known  as  the  Ruggles  job- 
engine.  He  then  states  what  he  terms  the  prominent  features  of 
that  press,  &c. ;  that  the  impressions  on  both  are  given  by  a 
crank  movement,  the  only  difference  being  that  on  the  rotary - 
press  there  are  two  connecting-rods  or  pitmans  which  pull  the 
platen  up  against  the  type  or  bed,  while  on  the  job-engine  there 
is  but  one  connecting-rod  or  pitman,  which  pushes  the  platen  to 
the  type  or  bed  to  give  the  impression  ;  on  the  rotary-press  the 
eccentric-shaft  or  bearing  is  introduced  and  operated  at  one  end 
of  the  two  connecting  rods  or  pitmans,  and  on  the  job-engine  press 
at  the  opposite  end,  with  one  connecting-rod  or  pitman. 

On  this  occasion  the  witness  was  not  cross-examined,  and  says 
nothing  as  to  the  job-engine  improvement  in  throwing  off  entirely ; 
but  I  suppose  that  he  does  not  mean  to  be  understood,  from  the 
terms  he  has  used,  as  expressing  the  fact  to  be  different  from 
what  he  has  said  it  was  on  that  occasion. 
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The  testimony  on  the  part  of  the  appellees  will  now  be  stated, 
or  so  much  of  the  substance  as  may  be  deemed  material : 

William  Henry  Egle  testifies  to  an  interview  which  took  place 
at  the  shop  of  James  Young  in  the  latter  part  of  January,  1851, 
between  Mr.  Ruggles  and  Mr.  Evans  and  Mr.  Young,  on  the  very 
subject  of  this  improvement,  which  was  then  shown  by  Young  to 
them  on  one  of  Mr.  Ruggles'  rotary-presses  ;  that  thereby,  with- 
out stopping  the  motion  of  the  press,  a  great  deal  of  paper  could 
be  saved  from  waste  when  laid  on  crookedly  ;  that  his  (  Young's) 
improvement  consisted  of  the  use  of  an  eccentric-shaft,  which 
passed  through  the  platen  and  crank -arms,  having  a  handle  on 
the  extreme  end  fastened  to  the  eccentric-shaft,  by  turning  which- 
the  effect  was  to  lengthen  or  shorten  the  crank-arms,  and  so  throw 
off  or  on  the  impression,  as  well  as  to  regulate  the  impresssion, 
for  which  purpose  it  was  used  and  was  readily  adapted. 

When  Mr.  Ruggles  saw  the  improvement  he  said  to  Mr. 
Young,  **  I  would  have  used  a  simple  stop-pin  to  check  it — ^that  is, 
the  eccentric — instead  of  your  check -plate  and  springs  to  check 
or  stop  it.**  Mr.  Young  then  asked  Mr.  Ruggles  whether  he  was 
aware  that  by  having  an  eccentric  through  one  crank-arm  alone 
you  cannot  throw  the  impression  off  or  on  both  sides.  Ruggles 
said,  "I  see  it  runs  all  the  way  through  the  platen."  Mr.  Young 
said,  *  *  Of  course  ;  how  else  could  the  impression  be  thrown  on  both 
sides,  or  regulated,  except  the  shaft  run  clear  through  the  platen 
from  side  to  side."  Ruggles  did  not  pretend  to  claim  it  as  his 
invention  at  all. 

Joseph  T.  Rowand  says  he  thinks,  in  September  or  October, 
1850,  Mr.  Young  showed  him  a  plan  or  drawing  of  an  improve- 
ment in  a  printing-press,  which  consisted  of  an  eccentric-shaft, 
which  passed  through  the  platen,  and  was  intended  to  throw  on  or 
off  the  impression  from  the  printing-press.  It  was  afterwards 
put  in  operation  and  applied  to  one  of  Ruggles*  printing-presses 
then  in  use  by  Young. 

Phinehas  Dow  says  that  on  the  28th  of  October,  1850,  he  made 
an  improvement  in  a  printing-press  for  throwing  off  the  impression, 
&.C. ,  describing  it  as  the  other  witnesses  have  done ;  the  plan  of 
said  improvement  was  brought  to  him  by  James  Young ;  the 
press  on  which  it  was  put  was  built  by  Mr.  Ruggles.  He  proves 
that  the  difference  in  principle  between  that  and  Mr.  Ruggles* 
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job-press  is,  that  by  the  latter  the  impression  can  be  thrown  off 
only  by  throwing  the  toggle  out  of  gear,  &c.  He  then  particularly 
describes  the  improvement  by  Mr.  Young,  consisting  of  the  eccen- 
tric-shaft in  combination  with  the  platen  and  crank -arms,  and 
proves,  also,  that  Young's  throw-off  has  this  advantage  :  that  the 
impression  can  be  thrown  off  when  the  platen  is  almost  touching 
the  type,  &c.  ;  that  in  Ruggles',  if  the  toggle  were  not  thrown 
out  of  gear  in  time,  before  the  cog-wheel  in  its  rotation  brought 
the  eccentric-pin  into  connection  with  the  toggle,  it  could  not 
prevent  the  impression  being  made. 

This  witness  was  again  examined  on  the  1st  of  July,  1852,  but 
I  can  observe  nothing  materially  variant  from  what  he  had 
already  said  on  his  first  examination. 

The  amount  of  the  testimony,  then,  on  the  part  of  the  appellant 
appears  to  be  that,  as  far  back  as  the  year  1844  or  1845,  the 
eccentric-shaft  or  pin  was  used  in  the  Ruggles  job-engine, 
through  or  behind  the  platen,  for  regulating  the  distances  between 
the  bed  and  platen  ;  that  it  was  placed  in  a  gear-wheel  matching 
into  the  end  of  the  toggle  of  the  press,  and  by  turning  it  to  the 
right  or  left,  it  increased  or  diminished  the  distance  from  the 
centre  of  the  wheel,  and  consequently  lengthened  or  shortened 
the  toggle.  And  some  of  the  witnesses  say  it  was  identically  the 
same  in  principle  with  the  rotary-press ;  but  the  testimony  also 
shows  that  in  its  operation  the  mode  of  throwing  off  the 
impression  was  by  moving  the  toggle  out  of  the  line  of  the  eccen- 
tric-pin, which  prevents  the  bed  from  rising,  and  that  the  office 
of  the  eccentric-pin  was  to  regulate  or  graduate  the  impression, 
but  not  to  throw  the  impression  off  entirely. 

On  the  other  hand,  the  testimony  shows  that  Young's  improve- 
ment consisted  of  the  use  of  an  eccentric-shaft,  which  passed 
through  the  platen  and  crank-arms,  having  a  handle  on  the  ex- 
treme end  fastened  to  the  eccentric-shaft,  by  turning  which  the 
effect  was  to  lengthen  or  shorten  the  crank-arms,  and  so  to  throw 
off  or  on  the  impression,  as  well  as  to  regulate  the  impression,  and 
that  this  can  be  effected  whilst  the  press  is  in  motion  and  the 
platen  is  almost  touching  the  type. 

The  difference  thus  shown  I  think  very  material  and  important. 
That  part  of  the  testimony,  also,  which  states  the  circumstances 
that  took  place  in  the  shop  of  Mr.  Young  in  January,    1857, 
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between  Mr.  Ruggles,  Mr.  Evans,  and  Mr.  Young,  warrants  a 
strong  inference  that  the  principles  of  Young's  improvement  had 
not  been  known  to  Mr.  Ruggles  before  that  time,  but  were  new 
to  him. 

Upon  the  most  careful  examination,  therefore,  of  this  case,  with 
the  reasons  of  appeal  and  the  evidence  applicable  to  the  issue 
between  the  parties,  I  am  of  opinion,  and  so  determine,  that  James 
Young  has  established  a  priority  of  invention  of  the  improvement 
of  the  printing-press,  consisting  of  the  eccentric-shaft,  in  combi- 
nation with  the  platen,  in  throwing  off  and  on  the  impression 
whilst  the  press  is  in  motion,  &c.,  as  before  stated,  and  that  he 
is  entitled  to  a  patent  therefor,  and  that  the  decision  of  the  Com- 
missioner of  Patents  be  affirmed. 

A.  B,  Stoughton,  for  the  appellant. 

Mr,  Baldwin^  for  the  Commissioner. 


William  H.  Burlew,  Appellant, 

vs, 
John  O'Neil,  Appellee.    Interference. 

Jurisdiction  op  the  judgb — reasons  of  appeal. — The  jurisdiction  of  tlie  judg^ 
on  appeal  is  limited  and  confined  to  the  reasons  of  appeal :  and  whatever 
weight  the  judge  may  think  is  due  to  the  arguments  of  counsel,  he  must 
disregard  them  if  not  within  the  reasons. 

Intbrpbrence — APPLICANT  AND  PATENTEE — <iUKSTio,v  AT  ISSUE. — In  au  inter- 
ference between  an  applicant  and  a  patentee,  the  only  question  of  impor- 
tance is  whether  the  applicant  is  the  first  inventor;  for  if  he  is  not,  it  is 
immaterial  to  the  case  who  is. 

Sm — Sm — ADMISSIBLE  TESTIMONY  IN  SUCH  CASE. — Testimony  taken  in  such  a  c^a^e. 
showing  that  the  patentee  made  the  invention  before  the  applicant,  is 
properly  receivable  in  evidence,  and  is  decisive  of  the  cause,  though  the 
testimony  might  at  the  same  time  disclose  valid  objections  to  the  grant  of 
a  patent  to  the  patentee  if  that  question  were  still  open  for  consideration. 

,Sm — Sm — TESTIMONY     INTUODUCBD    UNDER    A    PATENT   OP  ADDITION    (THIRTEENTH 
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scrTiON,  1836). — Testimony  taken  to  show  that  a  certain  invention 
annexed  to  a  patent  under  the  thirteenth  section  of  the  law  of  1836,  as  an 
improrement  invented  subsequent  to  the  date  of  the  patent,  was  in  fact 
invented  by  the  patentee  before  the  date  of  the  patent,  is  receivable  in 
evidence  to  show  that  an  applicant  is  not  the  inventor,  whether  or  not  the 
patentee  under  the  circumstances  named  could  sustain  his  patent. 

Fraud    IK    premature    issue  op  patent  not  COX.mDERBD  I.N  an    INTERPBRBNCe — 

<fUESTioN  FOR  JURY. — The  question  of  fraud  involved  in  the  premature 
issue  of  a  patent  to  one  of  two  conflicting  applicants,  without  notice  to 
the  other,  will  not  be  considered  by  the  judge  upon  appeal  in  an  inter- 
ference between  the  patentee  and  the  applicant.  It  must  be  tried  by  a 
jury  in  a  direct  suit  brought  for  that  purpose. 

(Before  Mobsell.  J..  District  of  Oolumbia.  March.  1853.) 

Statement  of  the  Case. 

Interference  between  an  application  and  a  patent  of  addition 
granted  under  the  provisions  of  the  act  of  1836.  Section  thirteen 
of  that  act  provided  inter  alia  that  whenever  the  original  patentee 
shall  be  desirous  of  adding  the  description  and  specification  of 
any  new  improvement  of  the  original  invention  or  discovery  which 
he  shall  have  invented  or  discovered  subsequently  to  the  date  of 
his  patent,  he  may  upon  like  proceedings,  as  in  the  case  of  origi- 
nal applications,  have  the  same  annexed  to  the  original  description 
and  specification,  the  addition  to  have  the  same  effect  as  though 
embraced  in  the  original  specification.  In  taking  his  testimony, 
the  patentee  attempted  to  show  that  the  improvement  annexed  to 
his  patent,  which  was  the  subject-matter  in  controversy,  was  in 
fact  invented  by  him  before  the  date  of  the  original  patent  and 
before  the  original  application  was  filed.  It  was  contended  by 
the  applicant  that  this  was  not  competent  evidence  to  support  the 
patent,  and  should  not,  therefore,  defeat  the  application  of  a  bona- 
fide  inventor.  The  question  thus  raised  as  to  the  legality  of  such 
a  patent  was  not,  however,  decided. 

MORSELL,  J. 

On  the  day  appointed  for  the  hearing  of  this  appeal,  of  which 
due  notice  had  been  g^ven,  the  parties  appeared  by  their  respect- 
ive counsel,  and  an  examiner  from  the  Patent  Office  was  present 
with  the  models  and  all  the  papers  and  evidence  in  the  case,  as 
required  by  law,  and  with  the  Commissioner's  decision  adverse  to 
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the  claim  of  said  appellant,  the  reasons  of  appeal,  and  the  Com- 
missioner's report.  The  parties,  by  their  said  counsel,  were 
allowed  to  file  written  arguments. 

A  more  particular  statement  of  the  case  is,  that  on  the  19th  of 
August,  1 85 1,  an  application  was  made  by  the  appellant  for  a 
patent  for  a  new  and  improved  atmospheric  churn,  for  the  churn- 
ing of  butter  from  cream.  In  his  specification  he  says  :  **  What 
I  claim  as  my  invention,  and  desire  to  have  letters-patent  for,  is 
the  mode  of  introducing  the  air  through  holes  bored  lengthwise 
through  the  partition,  with  the  perforations  or  scalloping  at  the 
bottom,  all  in  the  same  partition,  substantially  as  described  and 
represented.*' 

On  the  27th  of  August,  1851,  an  interference  was  declared 
between  that  application  and  a  patent  which  had  been  granted  to 
said  O'Neil,  the  appellee,  of  which  due  notice  was  given.  Leave 
was  given  to  the  parties  to  take  evidence,  and  the  first  Monday  in 
November,  1851,  appointed  for  the  trial.  That  trial  was  accord- 
ingly had  ;  and  on  the  4th  November,  1851,  the  Commissioner's 
decision  was  given.  The  ground  of  the  decision  was  stated  sub- 
stantially as  follows :  On  the  said  trial  or  hearing  it  appeared 
from  the  testimony  on  the  part  of  the  said  John  O'Neil  that  he 
(the  said  O'Neil)  did,  in  the  early  part  of  May,  1850,  suggest 
boring  holes  vertically  through  the  partition  of  the  churn  de- 
scribed in  the  patent  of  the  said  O'Neil  dated  the  30th  of  July, 
1850,  as  a  substitute  for  the  tin  tubes  described  in  said  patent, 
and  it  did  not  appear  from  any  evidence  adduced  on  the  part 
of  said  Burlew  that  he  had  known  or  used  the  said  device  earlier 
than  the  month  of  July,  1850 ;  therefore  he  (the  Commissioner) 
declared  that,  according  to  the  testimony  then  before  the  Office, 
the  said  John  O'Neil  was  the  first  inventor  of  the  said  device  of 
the  holes  bored  in  the  partition  of  the  said  churn  as  aforesaid. 

The  first  reason  of  appeal  was  as  follows .  "That  said  O'Neil 
is  not  entitled  to  said  invention  as  an  additional  improvement  to 
his  original  letters-patent  dated  July  30th,  1850,  because  from  the 
testimony  on  his  part  it  appears  that  he  was  the  inventor  of  it  in 
the  early  part  of  May,  1850,  which  time  is  not  only  before  or 
anterior  to  the  date  of  his  said  original  patent  to  which  it  is 
claimed  as  an  additional  or  subsequent  improvement,  but  it  is 
even  before  the  filing  of  the  application  for  the  same  in  the  Patent 
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Office.*'  The  Commissioner  in  his  report  states  as  the  reason 
for  his  decision  upon  this  point  that  the  only  question  really 
before  the  Office  was  the  right  of  Burlew  to  receive  a  patent  for 
the  improvement  claimed.  The  patent  of  O'Neil  had  already 
gone  out  with  the  improvement  added,  and  had  passed  the  juris- 
diction of  the  Office.  No  decision  of  the  Office  could  affect  the 
rights  of  the  patentee  under  it.  Furthermore,  it  appeared  to  the 
Office  on  the  day  of  hearing  by  this  very  evidence  that  the  thing 
claimed  was  known  and  used  by  O'Neil  prior  to  its  invention  by 
the  applicant,  and  that  the  said  Burlew  was  not  the  first  inventor. 

The  further  argument  on  the  part  of  the  appellant  is  that  this 
testimony  respecting  the  invention  of  O'Neil  "is  incompetent  and 
inadmissible,  in  view  of  the  fact  before  referred  to,  that  he  took  out 
a  patent  for  the  same  as  an  additional  improvement  upon  his  patent 
granted  July  30th,  1850.  In  assuming  in  the  first  reason  that  the 
testimony  on  the  part  of  O'  Neil  purports  to  show  that  he  was 
the  inventor  of  the  improvement  prior  to  the  date  of  his  original 
patent,  it  is  said  that  it  was  not  intended  to  admit  the  compe- 
tency of  the  testimony,  or  that  it  was  evidence  that  he  was  really 
the  inventor  at  that  time,  but  it  was  merely  admitted  for  the  sake 
of  argument,  to  show  the  inconsistency  of  the  testimony  adduced 
by  O'Neil  to  prove  himself  the  inventor  of  the  improvement  at 
a  time  anterior  to  the  date  of  his  original  patent.  The  invention 
was  added  to  this  patent  upon  a  representation  upon  his  part,  in 
compliance  with  the  conditions  of  the  law,  that  the  improvement 
was  a  subsequent  thought. 

The  subsequent  part  of  the  argument  is  upon  the  credibility 
of  the  witnesses,  the  weight  and  effect  of  the  testimony,  and 
the  action  of  the  Commissioner  in  issuing  the  patent  to  O'Neil 
three  days  alter  Burlew' s  application  was  filed;  whereas,  under 
the  provisions  of  the  law,  the  application  of  Burlew  ought  to  have 
been  considered  and  examined  with  reference  to  O' Neil's,  and 
an  interference  then  declared.  To  this  course  of  argument  the 
appellee's  counsel  objects,  as  not  being  within  the  reasons  of 
appeal  and  therefore  not  within  my  jurisdiction.  That  juris- 
diction is  certainly  limited  and  confined  to  the  reasons  of  appeal ; 
and  whatever  weight  the  judge  may  think  is  due  to  the  argument, 
he  must  disregard  it,  if  not  brought  within  these  reasons.  The 
provision  of  the  act  of  Congress  of  1839,  section  11,  is:    "The 


172  BuRLEW  V.  O'Neil.  [March, 


Opinion  of  the  court. 


Commissioner  shall  also  lay  before  the  said  judge  all  the  original 
papers  and  evidence  in  the  case,  together  with  the  grounds  of 
his  decision,  fully  set  forth  in  writing,  touching  all  the  points 
involved  by  the  reasons  of  appeal  to  which  the  revision  shall  be 
confined." 

What,  then,  are  the  reasons  stated?  It  is  conceded  in  the  first 
reason  of  appeal  that  from  the  testimony  submitted  in  behalf  of 
O*  Neil  it  appears  that  he  was  the  inventor  of  the  improvement  in 
the  early  part  of  May,  1850,  several  months  before  the  date  of 
Burlew's  claim ;  but  the  appellant  subsequendy  denies  the  admis- 
sibility and  competency  of  this  testimony,  upon  the  ground  that 
it  relates  to  an  invention  before  or  anterior  to  the  date  of  said 
O* Neil's  original  patent. 

The  provisions  of  the  act  of  1836,  sections  7  and  8,  on  the  sub- 
ject are  that  whenever  on  such  examination  (which  the  Com- 
missioner is  required  previously  to  the  granting  of  a  patent  to 
make)  it  shall  appear  to  the  Commissioner  that  the  applicant  was 
not  the  original  or  first  inventor  or  discoverer,  or  that  any  part  of 
that  which  is  claimed  as  new  had  before  been  invented  or  discov- 
ered or  patented  or  described  in  any  printed  publication  in  this  or 
any  foreign  country  as  aforesaid,  or  that  the  description  is  defective 
and  insufficient,  he  shall  notify,  &c.  The  residue  of  that  and  the 
eighth  section  point  out  the  mode  of  trial. 

In  the  case  of  Warner  v.  Goodyear  (a»/^,  p.  60)  the  judge 
says  :  *  *  The  only  material  point  involved  by  the  reasons  of  appeal, 
and  to  which  my  revision  must  be  limited,  is  whether  Solomon  C. 
Warner,  the  appellant,  was  the  first  inventor  of  that  combination, 
which  is  the  same  combination  for  which  Charles  Goodyear 
obtained  a  patent  on  the  9th  of  March,  1844,  upon  a  specification 
dated  July  24th,  1843,  more  than  fifteen  months  before  the  appli- 
cation of  Solomon  C.  Warner ;  for  if  he  was  not  the  first  inventor, 
it  is  immaterial  to  this  cause  who  was.*' 

This  rule  of  law  I  think  is  conclusive  of  the  question  in  this 
case  ;  for  however  available  this  objection  might  have  been  as  to 
O' Neil's  obtaining  a  patent,  it  cannot  help  the  case  of  Burlew,  as, 
notwithstanding,  he  must  appear  to  be  the  original  and  first 
inventor.  As  to  the  question  of  fraud,  this  must  be  tried  by  a 
jury. 

I  am  therefore  of  opinion,  and  do  so  decide,  that  the  Commis- 
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sionerwas  right  in  rejecting  the  application  of  William  H.  Burlew 
for  a  patent  in  this  case. 

George  R,  Westj  for  Burlew. 

P.  H,    Watson,  for  O'Neil. 


John  J.  Greenough,  Appellant, 

vs, 
Terence  Clark,  Appellee.    Interference. 

Limitation  or  right  op  appeal  — No  appeal  from  the  decision  of  the  CominiB- 
sioner  can  be  considered  unless  the  reasons  of  appeal  >^ere  filed  within  the 
specified  time. 

Limit  op  appeal  absolute — motion  to  rehear  dobs  not  extend. — After  the 
expiration  of  the  time  set  br  the  Commissioner,  under  authority  of  section 
1 1,  act  of  1839,  for  filing  the  reasons  of  appeal,  the  right  of  appeal  is  gone, 
nor  will  the  pendency  of  a  motion  to  rehear  the  case  of  itself  enlarge  the 
time  for  filing  the  reasons  of  appeal  without  a  special  order  by  the  Com- 
missioner to  that  effect. 

Petition  por  appeal — founded  on  reabonb  op  appeal. — The  filing  of  the 
reasons  of  appeal  is  essentially  the  appeal  itself.  The  judge  cannot  take 
cognizance  of  a  case  until  the  aggriered  party  presents  to  him  his  petition 
for  a  revision  on  appeal,  which  petition,  according  to  the  law,  must  be 
predicated  upon  the  reasons  of  appeal  filed  with  the  Commissioner  in  due 
form. 

Notice  of  appeal — suspends  proceedinos. — On  receiving  notice  from  the  party 
of  his  intention  to  appeal,  it  becomes  the  duty  of  the  Commissioner,  and 
his  exclusively,  to  fm  a  reasonable  time  for  filing  the  reasons ;  within  which 
time  all  further  actjon  upon  the  application  within  the  Office  is  to  be 
suspended,  and  within  which  time  the  reasons  of  appeal  must  be  filed, 
unless  for  good  cause  shown  the  Commissiouer  directs  the  time  to  be 
enlarged. 

Time  op  appeal  may  be  enlarged. — The  power  to  enlarge  the  time  for  filing 
the  reasons  of  appeal,  and  to  rehear  the  case,  remains  with  the  Commis- 
sioner not  only  until  the  patent  issues,  but  until  it  is  actually  delivered  ; 
after  which  his  power  over  the  case  is  exhausted. 

Right  of  appeal  lost. — The  time  for  filing  the  reasons  of  appeal  having  expired, 
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pending  a  motion  before  the  Commissioner  to  rehear  the  case,  the  motion 
having  been  denied  and  a  patent  issued  to  the  successful  party,  the  right 
of  appeal  is  lost. 

(Before  Morsell,  J.,  District  of  Columbia,  March.  1853.) 
MORSELL,  J. 

On  the  day  and  place  appointed  for  the  trial  of  this  case,  the 
parties  appeared  by  their  respective  counsel,  and  Mr.  Baldwin,  an 
examiner  at  the  Patent  Office,  with  the  models  and  drawings,  the 
evidence,  and  all  the  papers  relating  to  said  case,  with  the  decision 
of  the  Commissioner,  the  reasons  of  appeal,  and  the  Commis- 
sioner's report. 

Previously  to  entering  upon  the  investigation  of  the  merits  of 
the  matter  in  controversy,  the  counsel  for  the  appellee  objected 
to  the  jurisdiction  of  the  judge,  and  moved  to  dismiss  the  appeal, 
upon  the  ground  that  the  appeal  was  not  taken  and  the  reasons  of 
appeal  filed  within  the  time  limited  by  the  Commissioner.  With 
respect  to  which  the  facts  were :  On  the  19th  of  January,  1850, 
notice  was  given  to  ^he  appellant  by  the  Commissioner  that  an 
interference  was  supposed  to  exist  between  his  application  and  a 
caveat  theretofore  filed  in  the  secret  archives  at  the  instance  of 
the  appellee,  Terence  Clark.  On  the  i8th  of  April,  1850,  the 
caveator  filed  his  application  for  a  patent.  On  the  27th  of  April, 
1850,  an  interference  was  declared  between  the  two  applications, 
and  notice  of  a  day  of  hearing  was  given  to  the  parties.  The 
hearing  was  postponed  from  time  to  time  until  the  first  Monday 
in  November,  1850.  On  the  14th  of  November,  1850,  the  Com- 
missioner decided  the  question  between  the  parties.  He  says : 
*  *  Upon  examination  of  the  testimony  adduced  in  this  case,  it  is 
hereby  decided  that  Terence  Clark  is  the  first  inventor,  and  as  such 
entitled  to  a  patent. ' '  Notice  of  this  decision  was  given  to  the  par- 
ties, together  with  notice  that  if  no  appeal  was  taken  on  or  before 
the  third  Monday  in  December  then  next  a  patent  would  issue 
to  Clark.  On  the  nth  of  December,  1850,  and  within  the  time 
fixed  for  issuing  of  the  patent  to  Clark,  Greenough  made  applica- 
tion to  the  Commissioner  in  the  nature  of  a  petition  for  a  rehear- 
ing. This  application  was  pending  and  undecided  until  the  26th 
day  of  December,  1850.  No  new  limit  appears  to  have  been 
expressly  assigned,  but  the  request  was  refused  by  letter  of  the 
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26th,  same  day  as  above  stated.  On  the  15th  of  September, 
1 85 1,  before  the  patent  had  issued,  Greenough  filed  with  the  Com- 
missioner his  appeal  to  the  chief  judge  of  the  Circuit  Court  of  the 
District  of  Columbia.  On  the  8th  of  June,  1852,  letters-patent 
were  issued  to  Clark,  at  which  time  no  reasons  of  appeal 
were  filed.  In  addition  to  the  oral  remarks  that  were  made  at 
the  time  when  the  motion  was  made  in  this  case  by  the  counsel 
for  the  respective  parties,  they  have  since  furnished  me  with  their 
written  arguments,  embracing  all  that  was  before  urged,  giving 
fuller  and  more  comprehensive  views  on  the  subject.  The  order 
is — first,  by  the  counsel  in  support  of  the  jurisdiction ;  and  sec- 
ondly, by  the  answer  of  the  opposing  counsel.  I  will  briefly 
state  the  substance  of  each :  It  is  said  that  it  is  a  proceeding 
which  concerns  nobody  but  Greenough,  and  cannot  affect  the 
validity  of  any  existing  patent.  (Judge  Cranch^s  decision  in  the 
case  of  Pomeroy  v.  Connison,  anfey  p.  40. ) 

The  decision  of  the  same  judge  is  referred  t6  in  the  case  of 
Edwin  Janney  (««/^,  p.  86)  on  the  point  of  limitation  of  time  to 
appeal  and  the  practice  of  the  Office. 

The  reply  is  an  argument  upon  the  construction  of  those  parts 
of  the  acts  of  July  4th,  1836  and  1839,  which  give  the  right  of 
appeal  from  the  decision  of  the  Commissioner,  and  contends  that 
there  are  three  classes  of  cases  intended  to  be  provided  for — the 
first,  under  the  seventh  section  of  the  act  of  1836,  where  the  appli- 
cant persists  in  his  claim  for  a  patent,  and  it  is  again  rejected ; 
second,  where  the  application  interferes  with  any  other  patent  for 
which  an  application  may  be  pending,  or  with  any  unexpired 
patent  which  shall  have  been  granted  ;  this  is  under  the  eighth 
section  of  the  act  of  July  4th,  1836;  third,  in  cases  where  a 
caveat  has  been  filed  and  application  is  made  within  a  year  by 
some  other  person,  which  appears  to  interfere  with  the  caveator's 
invention. 

Although,  it  is  contended,  there  be  no  express  limit  of  time  within 
which  the  appeal  is  to  be  made  under  the  act  of  1836,  it  is  implied 
that  it  must  be  made  within  a  reasonable  time.  The  act  of  the  3d 
of  March,  1839,  section  11,  remedies  this  defect  by  expressly  pro- 
viding a  limit.  Further,  the  limitation  of  time  which  the  Commis- 
sioner is  authorized  to  make  is  not  confined  solely  to  the  filing  of 
the  reasons  of  appeal,  because,  first,  that  would  not  accomplish 
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the  object  to  be  obtained  by  the  law  ;  second,  the  appeal  might  go 
on  at  any  time,  without  any  reason  being  filed  at  all,  for  aught  that 
appears  in  the  acts  of  Congress. 

The  eleventh  section  of  the  act  of  1839  ^^^  introduces  the 
terms  "reasons  of  appeal,"  and  this  in  the  case  of  interfering 
applications.  The  correct  grammatical  construction  of  this  sec- 
tion requires  the  interpretation  that  the  limit  is  to  the  appeal  as 
well  as  to  the  time  the  reasons  are  to  be  filed.  The  copulative 
conjunction  *  *  and '  *  connects  both  clauses. 

If  Clark  is  no  party,  then  there  is  no  appeal.  The  acts  of  Con- 
gress in  no  case  of  interference  contemplate  an  appeal  without 
expressly  providing  for  it. 

The  continuance  of  the  motion  for  a  rehearing  is  no  excuse  for 
not  filing  reasons  in  time.  It  is  not  analogous  to  a  motion  for  a 
new  trial  in  a  court  of  common  law. 

The  Commissioner  had  no  authority  to  grant  a  rehearing  after 
having  once  decided  the  case.     Clark  had  no  notice  of  it. 

The  appeal,  with  the  reasons,  not  filed  until  after  another  expi- 
ration of  forty  days. 

The  decision  in  the  case  of  Pomeroy  v.  Connison  is  argued 
to  be  inapplicable,  because  the  party  appealing,  against  whom  the 
Commissigner  had  decided,  was  a  patentee,  in  which  case  the 
judge  had  no  jurisdiction,  and  of  whom  the  judge  says  a  remedy 
may  be  had  in  another  forum.  As  to  Janney's  case,  the  judge 
refused  to  entertain  jurisdiction.  It  was  not  a  case  of  inter- 
ference. 

The  question  is,  whether  the  right  to  appeal  was  not  lost  by  the 
failure  of  John  J.  Greenough  to  notify  the  Commissioner  of  his 
appeal  in  this  case,  and  to  file  his  reasons  of  appeal  on  or  before 
the  26th  day  of  December,  1850,  the  time  limited  by  the  Com- 
missioner. 

All  the  conditions  mentioned  in  the  act  of  the  3d  of  March, 
section  11,  in  the  cases  of  interference,  must  be  complied  with 
as  prerequisites  before  the  judge  can  take  jurisdiction  by  way  of 
appeal  from  the  decision  of  the  Commissioner  refusing  to  grant 
a  patent  to  the  applicant.  The  jurisdiction  which  he  can  take  is 
a  very  special,  limited  jurisdiction,  and  all  the  previous  circum- 
stances must  exist  under  which  it  is  given  before  it  can  attach ; 
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and  no  other  power  or  authority  can  be  exercised  except  that 
which  is  either  expressly  given  or  which  can  be  feirly  inferred. 

The  words  of  the  statute  are  "  that  in  all  cases  where  an  appeal 
is  now  allowed  by  law  from  the  decision  of  the  Commissioner  of 
Patents  to  the  board  of  examiners  provided  for  in  the  seventh 
section  of  the  act  to  which  this  is  additional,  the  party,  instead 
thereof,  shall  have  a  right  to  appeal  to  the  chief  justice  of  the  Dis- 
trict Court  of  the  United  States  for  the  District  of  Columbia,  by 
giving  notice  thereof  to  the  Commissioner,  and  filing  in  the  office 
of  patents,  within  such  time  as  the  Commissioner  shall  appoint, 
his  reasons  of  appeal,  specifically  set  forth  in  writing,  and  also 
paying  into  the  Patent  Office,  to  the  credit  of  the  patent  fund,  the 
sum  of  twenty-five  dollars;  and  it  shall  be  the  duty  of  said  chief 
justice,  on  petition,  to  hear  and  determine  all  such  appeals,  and' 
to  revise  such  decisions  in  a  summary  way,  on  the  evidence  pro- 
duced before  the  Commissioner,  at  such  early  and  convenient 
time  as  he  may  appoint,  first  notifying  the  Commissioner  of  the 
time  and  place  of  hearing,  whose  duty  it  shall  be  to  give  notice 
thereof  to  all  parties  who  appear  to  be  interested  therein,  in  such 
manner  as  said  judge  shall  prescribe.  The  Commissioner  shall 
also  lay  before  the  said  judge  all  the  original  papers  and  evidence 
in  the  case,  together  with  the  grounds  of  his  decision,  fully  set 
forth  in  writing,  touching  all  the  points  involved  by  the  reasons 
of  appeal,  to  which  the  revision  shall  be  confined." 

From  a  careful  examination  of  the  provisions  of  this  statute,  I 
am  satisfied  that  the  filing  the  reasons  of  appeal  must  be  considered 
as  essentially  the  appeal  itself;  that  the  judge  can  judicially  know 
nothing  of  the  case  until  the  party  aggrieved  presents  to  him  his 
petition  for  a  revision  on  appeal.  This  the  law  does  not  authorize 
the  party  to  do  until  after  the  decision  of  the  case  by  the  Com- 
missioner against  him,  after  he  has  notified  the  Commissioner  of 
his  appeal  and  after  his  reasons  of  appeal  are  filed. 

On  receiving  notice  from  the  party  of  his  intention  to  appeal, 
it  becomes  the  duty  of  the  Commissioner  to  fix  a  reasonable  time 
for  filing  the  reasons,  and  to  him  that  duty  is  exclusively  intrusted ; 
within  this  time  all  further  action  of  the  Commissioner  as  to 
g^nting  a  patent  is  to  be  suspended,  and  within  this  time  also  the 
reasons  must  be  filed,  unless,  for  good  cause  shown  to  him,  he 
directs  the  time  to  be  enlarged. 
12 
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I  think  the  power  to  enlarge  the  time  and  rehear  the  case 
remains  with  the  Commissioner  until  not  only  the  patent  issues, 
but  until  it  is  actually  delivered  ;  after  which  his  power  over  the 
case  is  exhausted.  I  think,  therefore,  he  had  a  right  to  entertain 
the  motion  in  this  case,  and  might  have  granted  an  enlargement 
of  the  time  and  a  rehearing ;  but  having  refused  so  to  do,  and  no 
reasons  having  been  filed  within  the  time  limited,  and  a  patent 
having  issued,  the  right  of  appeal  was  lost. 

Believing,  therefore,  that  I  have  no  jurisdiction  in  this  case,  the 
appeal  must  be,  and  is  hereby,  dismissed.  All  the  papers  and 
models  are  herewith  returned. 


In  Re  Hugh  H.  Fultz.     Appeal  from  refusal  to  grant 

Patent. 

Utility  or  invention — filing  affidavits  thbrbto  pending  appeal. — Pending 
the  decision  of  an  appeal  from  the  Commissioner,  an  applicant  will  be 
permitted,  on  motion,  to  procure  and  file  affidavits  of  competent  persons 
touching  the  practical  utility  and  advantages  of  his  invention. 

EviDENCK— INTRODUCING  SAME  ON  APPEAL. — Section  11  of  the  act  of  1839,  read 
in  connection  with  sections  *I  and  8  of  the  law  of  1836,  upon  which  it  is 
engrafted,  gives  to  the  applicant,  on  appeal  to  the  judge,  the  right  to 
support  his  claim  by,  and  to  be  heard  upon,  the  evidence  or  facts  deemed 
by  him  essential  to  a  just  decision,  although  not  produced  before  the 
Commissioner  at  the  hearing  before  him. 

Sm — Sm — BVIDBNCE    BEFORE   THE    COMMISSIONER — MERITS    OF    THE     CASE.— The 

restrictive  part  of  the  section  confining  the  judge  in  his  decision  to  "the 
evidence  adduced  before  the  Commissioner  "  applies  to  the  merits  of  the 
case. 

Interlocutory  order  by  judge — admitting  new  evidenoe. — If,  therefore,  a 
party  has  been  denied  the  privilege  of  submitting  proper  proofs  of  bis 
invention,  it  is  the  duty  of  the  judge,  by  reasonable  regulations  similar  to 
those  directed  by  section  12,  to  pursue  such  a  course  as  to  afford  an 
opportunity  to  the  party  to  produce  and  lay  before  him  on  the  trial  his 
proof  to  support  his  claim. 

Commissioner's  refusal  to  admit  eyidbnob,  appealable — rehearing  bbpobe 
HIM. — If  the  Commissioner  refuse  to  admit  competent  and  material  evi- 
dence offered  by  the  applicant,  the  applicant  may  assign  such  refusal  as  a 
reason  of  appeal,  and   the  Commissioner,  in  stating   the  grounds  of  his 
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decision,  is  bound  fully  to  atiswer  such  reason  and  the  judge  to  decide  it, 
and  the  judge  may  then  make  an  order  directing  the  evidence  to  be 
admitted  and  the  case  to  be  reheard  by  the  Commissioner. 

DbPOSITIOX   not   BIFORI   commission BB   IZAMINID  AS   TO   MATBBIALITT. — In  the 

decision  of  such  a  reason  of  appeal,  the  depositions  and  testimony  may 
be  considered  to  determine  their  relevancy,  materiality,  and  competency. 

Slight  ittdincb  or  invbntion  bb<2uibio. — But  slight  evidence  of  invention 
is  required  when  the  nature  of  the  invention  is  pointed  out  and  where 
proof  is  given  of  its  practical  utility. 

TisTiMONT  AS  to  UTILITY,  ooMPBTBNT.-^The  testimony  of  witnesses  is  admis- 
sible to  show  the  practical  effect  or  utility  of  an  invention. 

Oath  of  invintob  pbima-faoii  ividbnoi. — the  oath  of  the  inventor,  unop- 
posed, is  some  evidence  of  the  novelty,  invention,  and  usefulness  of  the 
improvement.  The  rule  of  law  is  that  a  patent  issuing,  grounded  upon 
the  oath  of  the  patentee,  under  such  circumstances  will  be  considered  as 
prima^facU  evidence  in  an  action  for  the  infringement  of  a  patent  right. 

Mbbb  ohanob  or  roRM  ob  pboportion — nbw  BrracT. — A  mere  change  of 
form  or  proportion  is  not  patentable ;  but  if  by  changing  the  form  or 
proportion  a  new  effect  is  produced,  it  is  not  simply  a  change  of  form  or 
proportion,  but  a  change  of  principle,  and  is  the  proper  subject  of  a  patent. 

(Before  Mobsbll,  J.,  District  of  Columbia,  March,  1853.) 

Statement  of  the  Case. 

Appeal  from  the  decision  of  the  Commissioner  finally  rejecting 
the  application  for  lack  of  patentable  novelty.  The  purported 
invention  related  to  horse-power  for  cotton  gins  and  other  agri- 
cultural appliances ;  and  the  question  was  presented  whether  a 
change  in  the  form  and  proportions  of  a  machine  is  the  proper 
subject  of  a  patent.  Applicant's  machine  did  not  differ  from 
existing  machines  in  the  nature,  number,  or  arrangement  of  its 
parts,  but  it  was  contended  that  certain  changes  in  the  relative 
size  of  the  various  parts  of  the  gearing  tended  to  reduce  the  fric- 
tion of  the  machine  to  an  appreciable  degree,  and  thereby  to 
increase  its  efficiency.  A  denial  by  the  Office  that  this  result 
was  in  fact  produced  led  to  extended  argument  on  both  sides  as 
to  the  mechanical  principles  involved.  The  applicant  submitted 
a  comparative  statement  of  the  amount  of  friction  developed  in 
the  two  machines,  respectively,  showing  the  advantages  possessed 
by  his  own  machine  in  that  respect.  The  accuracy  of  the  calcu- 
lation was  challenged,  it  being  pointed  out  in  particular  that  no 


In  Re  Fultz.  [March, 


account  had  been  Uken  in  the  estimate,  of  the  greater  friction 
likely  to  be  developed  in  applicant's  machine  owing  to  the 
increased  rapidity  of  rotation.  In  effect,  the  Office  contended 
that  the  alleged  invention  was  but  a  mere  change  in  the  form  or 
proportion  of  the  machine,  not  producing  any  new  result  further 
than  is  always  produced  when  the  proportions  of  gearing  are 
adapted  to  the  speed  required  for  the  particular  mechanical  opera- 
tion. Pending  the  decision  the  applicant  was  permitted,  on 
motion,  to  submit  affidavits  to  show  that  his  changes  in  the  pro- 
portions of  the  machine  in  fact  produced  a  useful  result. 

MORSELL,  J. 

On  the  ist  of  July,  1852,  Hugh  H.  Fultz,  of  the  State  of  Mis- 
sissippi, applied  to  the  Commissioner  of  Patents  for  letters -patent 
to  be  granted  to  him  for  a  new  and  useful  improvement  in  so 
proportioning  the  machinery  as  to  produce  the  requisite  speed 
and  force  concentrated  upon  the  working-point  to  move  a  cotton 
gin,  &c.  On  the  7th  of  July,  1852,  the  Commissioner  notified 
said  Fultz  that  his  said  claim  had  been  examined,  and  found  to 
present  nothing  new  and  patentable,  and  referred  him  to  several 
cases  in  which  letters -patent  for  horse-powers  had  been  granted 
having  precisely  the  same  arrangement  of  parts,  and  from 
which  the  machine  under  consideration  differed  only  in  the  size 
and  proportions  of  its  wheels.  The  Commissioner  proceeds  to 
state  "that  he  was  also  referred  to  the  fact,  as  established  by 
the  practice  of  the  Office  and  the  decisions  of  the  courts,  that 
a  change  in  the  relative  size  of  the  parts  of  an  old  machine  for 
the  purpose  of  obtaining  a  required  velocity  could  not  be  made 
the  subject  of  letters-patent."  The  specification  was  then  with 
drawn  from  the  Office,  the  claim  was  altered  so  as  to  read  a: 
it  now  stands  in  the  specification,  in  which  he  states :  "  My  im- 
provement consists  in  so  proportioning  the  machinery  as  to  pro- 
duce the  requisite  speed  and  force  concentrated  upon  the  work 
ing-point  to  move  a  cotton  gin,  &c.,  with  the  minimum  power,  by 
which  I  have  been  enabled  to  effect  a  saving  of  more  than  one- 
half  of  the  power  required  for  ordinary  apparatus  to  gin  cotton. 
By  the  construction,  proportion,  and  arrangement  I  have 
force  equal  to  that  expended  upon  the  prime  mover  at  the  working- 
point,  minus  the  friction,  there  being  no  loss  of  power  by  errone- 
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ous  proportion  of  parts,  as  would  be  the  case  by  any  deviation 
from  my  formula.' '     He  then  proceeds  to  give  the  particular  con- 
struction of  the  machine,  towards  the  end  of  which  he  says  :  * '  By 
this  proportion  of  parts  it  will  be  found  that  one  hundred  pounds 
force  upon  the  end  of  the  lever  will  produce  one  hundred  pounds 
force  upon  the  pinion  (Z,),  minus  the  friction ;  and  at  the  ordinary 
ascertained  travel  of  a  mule  it  will  make  over  one  hundred  and 
fifty  revolutions  with  that  force  per  minute,  or  sixty  revolutions 
of  the  band-shaft  to  one  of  the  master-wheel,  equal  to  what  is 
required  to  drive  a  gin.     This  equalizing  the  force  at  the  driving 
and  working-points  is  the  important  feature  of  my  invention." 
The  report  of  the  Commissioner  proceeds  to  say :  "  This  specifica- 
tion thus  changed  was  returned  to  the  Office  for  consideration, 
with  an  argument  by  Mr.  Fultz' s  attorney,  (No.  3,)  and  some  cal- 
culations  (No.  4)   by  Mr.  Fultz  intended  to  demonstrate   the 
superiority  of  his  machine  over  those  to  which  he  was  referred. 
The  argument  opens  with  the  following  remarks  :  *  From  your  pos- 
tulate that  all  horse-powers  throw  upon  the  working-point  all  the 
power  of  the  prime  mover,  less  the  friction,  we  beg  leave  to  dissent. 
Friction  is  but  a  single  element  of  loss,  and  a  very  minor  one,  in 
many  horse-powers,  between  the  prime  mover  and  the  working 
fK)int,  by  which  the  power  is  wasted ;  and  it  is  the  avoidance  of 
these  and  other  errors,  as  well  as  the  diminution  of  friction,  that 
we  base  the  merits  of  this  invention  upon.' "     The  Commissioner 
proceeds :  **No  effort  was  made  in  this  argument  to  show  what 
were  the  '  other  elements  of  loss,'  or  the  *  other  errors  *  spoken  of, 
or  how  such  errors  had  been  avoided ;  but  a  simple  *  dissent ' 
from  the  fact  assumed  by  the  Office  was  stated  upon  the  assump- 
tion of  the  *  easier  running '  of  the  machine  in  question. '  *    To  that 
part  of  the  letter  which  refers  to  legal  authorities  to  prove  that  if 
the  result  of  the  improvement  was  a  superiority  in  utility  over  all 
those  to  which  he  had  referred  them,  or  might  thereafter  refer 
them,  that  would  entitle  Fultz  to  a  patent,  the  Commissioner 
says :   * 'Advantages,  which  the  Office  after  the  most  careful  and 
repeated   examinations  have  not  been  able  to  discover,  should 
not  only  be  set  forth  specifically  and  plainly  by  the  applicant  in 
his  specification  or  argument,  but  be  demonstrated  and  proved 
actually  to  exist  before  precedents  and  authorities  be  adduced  to 
show  that  letters-patent  could  be  based  upon  them;  the  calcu- 
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lations  made  by  Fulu  must  fall,  because  he  has  omitted  the  most 
important  element  in  them,  viz.,  the  number  of  revolutions  in  a 
given  space  of  time ;  and  the  calculations  themselves  will  be  found 
to  be  filled  with  mistakes,  and  are  based  upon  the  fundamental 
error  that  the  friction  of  moving  machinery  is  dependent  upon  the 
amount  of  pressure  put  upon  the  wheels,  without  reference  to  the 
number  of  revolutions  made  by  the  wheels  in  a  given  space  of 
time."  This  matter,  the  Commissioner  says,  was  discussed,  in 
brief,  in  official  letter  of  July  13th,  1852,  and  was  replied  to  by 
applicant  on  the  14th.  (See  letter  No.  6.)  In  that  letter  the 
counsel  for  Fultz  says  "that  his  letter  of  the  9th  instant,  addressed 
to  the  Patent  Office  in  the  case  of  H.  H.  Fultz,  Esq.,  has  been 
misunderstood.  In  that  letter  it  was  distinctly  intimated  that 
friction  was  not  the  only  element  of  loss  of  power  in  this  case. 
If  it  was,  and  your  axiom  contained  in  your  letter  of  July  13th  is 
correct,  no  change  in  the  construction  of  the  parts  of  a  machine 
for  transmitting  power  from  the  motion  to  the  working-point 
would  make  any  ditference  or  decrease  the  effect."  To  support 
the  position,  he  says  that  the  best  authorities  he  has  been  able  to 
consult  on  the  subject  of  friction  leave  it  an  uncertain  matter, 
and  the  best  experiments  show  but  an  approximation  to  the  truth 
in  any  practical  machine.  He  refers  to  various  authorities  on  the 
subject.  Towards  the  close  of  the  last  authority  cited  by  him,  it 
is  said  "no  conjectural  calculation  should  be  relied  on  when  the 
real  loss  of  power  can  be  obtained  by  experiment." 

The  Commissioner  proceeds :  "If,  then,  the  number  of  revo- 
lutions performed  in  a  certain  specified  time  be  a  grand  essential 
in  all  calculations  concerning  moving  machinery,  the  calculations 
of  Mr.  Fultz  are  based  upon  an  entirely  erroneous  assumption, 
as  the  element  of  time,  or  rather  the  number  of  revolutions  made 
in  a  given  time,  is  excluded  from  them ;  furthermore,  this  matter 
is  not  now  involved  in  the  uncertainty  which  the  letter  No,  6 
would  lead  to  suppose.  The  recent  experiments  made  by  the 
French  Academy,  and  allowed  by  the  best  English  authorities 
to  warrant  implicit  confidence,  &c,,  have  set  the  matter  at  rest 
A  reference  is  made  to  the  '  Engineer  and  Machinist  Assistant, 
Blackie  &  Son,'  Glasgow,  1847,  page  54."  The  Commissioner 
further  states:  "Mr,  Fultz  has  been  referred  to  four-horse  pow- 
ers having  precisely  the  same  arrangement  of  wheels  with  his. 
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and  difTering  only  in  the  relative  size  and  proportions  of  the 
parts.  This  case  comes  clearly  within  the  dictum  of  Judge 
Story,  who  says  :  *  It  is  not  necessary  to  defeat  the  plaintiff's 
patent  that  a  machine  should  have  previously  existed  in  every 
respect  similar  to  his  own,  for  a  mere  change  of  former  pro(>ortions 
will  not  entitie  a  party  to  a  patent,'  (Woodcock  v.  Parker,  i 
Gall.,  437) — Mr.  Fultz  having  entirely  failed  to  demonstrate 
that  his  is  anything  more  than  a  mere  change  of  former  propor- 
tions, or  that  any  useful  result  has  been  produced  by  such  change, 
other  than  is  always  produced  when  the  relative  proportions  of 
gearing  are  adapted  to  the  speed  required  for  various  mechanical 
operations. " 

The  claim  of  Mr.  Fultz  being  thus  rejected,  he  notified  the 
Commissioner  of  his  desire  and  intention  to  appeal,  and  filed  in 
the  Office  his  reasons  of  appeal,  five  in  number : 

1.  That  the  Commissioner  in  his  refusal  to  issue  the  patent 
gives  no  reason,  but  to  the  effect  only  that  the  application  did 
not  set  forth  such  a  case  as  would  authorize  the  issuing  of  a  patent, 
whereas  the  specification  given  and  the  model  furnished  in  accord- 
ance with  the  acts  of  Congress  in  such  case  made  and  provided 
set  forth  and  demonstrated  new  and  important  results  produced 
by  a  particular  proportion  of  some  of  the  mechanical  powers  in  a 
mode  and  manner  not  before  used  or  applied. 

2.  Reason  is,  in  substance,  the  same  with  the  first. 

3.  Because  it  was  evident  from  the  specifications  and  model 
aforesaid  that  in  consequence  of  the  particular  size  and  mode  of 
the  application  of  the  different  parts  of  the  machinery  exhibited 
by  said  model  that  the  improvement  therein  was  new  and  useful 
in  a  high  degree,  producing  results  never  before  produced  or 
attained. 

4.  Because  the  novelty  claimed  is  the  specific  proportions  of 
the  machine,  whereby  a  beneficial  result  is  produced,  and  that 
result  is  due  to  the  proportions  of  the  machine. 

5.  The  Commissioner  refused  to  receive  additional  proof  of  the 
new  results  claimed  by  the  applicant  as  having  been  produced 
by  his  machine. 

The  Commissioner,  in  more  particularly  stating  the  grounds  of 
his  decision  touching  the  points  involved  by  the  reasons  of  appeal, 
says,  in  answer  to  the  first  and  second  reasons,  that  neither  the 
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]  specification  nor  the  model  set  forth  or  demonstrate  any  new  or 

i  important  result  produced  by  the  particular  proportions  used, 

I  while  the  mode  and  manner  in  which  the  mechanical  powers  are 

]  used  or  applied  are  precisely  similar  to  that  found  in  the  four 

'  machines  referred  to.     It  is  not  evident  that  the  improvements 

produced  new  and  important  and  useful  results.     To  the  third, 
.  the  oath  of  the  applicant  is  but  one  of  the  requisites  which  must  be 

complied  with  before  letters-patent  can  issue,  and  it  is  of  no  force 
except  as  a  test  of  the  honesty  of  the  belief  of  the  applicant  as 
regards  the  novelty  of  the  alleged  invention.  To  the  fourth,  the 
applicant  has  failed  to  demonstrate  that  any  beneficial  result  has 
been  produced,  and  therefore  the  change  of  proportion  is  clearly 
not  patentable.  To  the  fifth,  reference  is  made  to  letters  8  and 
9,  from  which  it  will  appear  that  the  applicant  was  informed  that 
the  Office  was  at  all  times  ready  to  receive  any  evidence  which 
he  might  see  fit  to  offer,  though  it  could  not  encourage  him  to 
offer  any  further  evidence  with  a  view  to  a  reconsideration  of 
the  case. 

After  which  the  party  (Hugh  H.  Fultz)  presented  to  me  his 
petition  for  an  appeal,  stating  in  substance  his  previous  application 
for  a  patent,  the  grounds  of  it,  and  the  refusal  of  the  Commissioner 
to  grant  the  patent ;  also  that  he  was  willing  and  very  desirous  of 
offering  the  testimony  of  highly  respectable  gentlemen,  who  had 
seen  his  machine  in  operation,  in  further  corroboration  of  the 
new  results  produced  by  his  said  machine.     Yet  the  said  Com- 
missioner refused  to  receive  the  same,  and  rejected  his  application 
for  a  patent ;  of  all  which  due  notice  was  given  to  the  Commis- 
sioner, and  of  the  time  and  place  appointed  by  me  for  the  trial, 
at  which  time  and  place  the  petitioner,  by  Mr.  Greenough,  his 
counsel,  and  Mr.  Weightman,  chief  clerk  in  the  office  of  patents, 
and  Mr.  Renwick,  the  examiner,  attended ;  and  it  appearing  that 
from  sickness  the  report  had  not  been  prepared,  the  trial  for  that 
cause  was  postponed  from  time  to  time  until  the  22d  of  September, 
when  the  petitioner,  by  his  counsel  (Mr.  Carlisle)  and  an  examiner 
on  the  part  of  the  Office,  appeared  with  the  report  of  the  Com- 
missioner and  original  papers  and  models ;  and  after  the  reading 
said  report,  on  the  motion  of  the  petitioner's  counsel  and  affidavit 
to  show  the  Commissioner's  refusal  to  receive  evidence  on  the 
part  of  Fultz,  an  order  was  made  by  me  authorizing  the  said 
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Fultz  to  take  and  file  in  this  appeal  the  testimony  of  witnesses  to 
prove  the  novelty  of  the  results  produced  by  his  alleged  invention, 
and  the  utility  diereof,  such  evidence  to  be  taken  before  any 
justice  of  the  peace  duly  authenticated  as  such,  and  to  be  filed, 
&c.,  saving  the  question  of  its  admissibility  to  the  final  decision  ; 
under  which  order  sundry  depositions  of  witnesses  were  duly  and, 
from  what  appears,  fairly  taken,  and  have  been  filed  with  me ; 
and  on  notice  given  to  the  Commissioner  of  the  party's  offer  to  use 
the  same  on  the  trial  of  this  appeal,  the  Commissioner  addressed 
the  following  note  to  me,  dated  the  i6th  of  February,  1853 : 

**Sir:  Your  note  of  the  14th  instant,  in  regard  to  the  hearing 
of  the  appeal  of  H.  H.  Fultz  on  Monday  next,  has  been  received. 
In  this  note  you  state  that  it  is  proposed  to  take  additional  testi- 
mony.   This  Office  would  beg  leave  to  call  your  attention  to  the 
following  words  in  the  act  of  March  3d,  1849 :  *On  the  evidence 
produced  before  the  Commissioner,*  and  also  to  the  orders  in 
appeals  made  by  you,  '(3)  the  appeal  will  be  tried  upon  the 
e\-idence  which  was  in  the  case  and  produced  before  the  Commis- 
sioner.' " 

The  rule  alluded  to  was  intended  to  be  in  accordance  with  the 
provisions  contained  in  the  statute  of  ^Congress  of  the  3d  of  March, 
^^391  chapter  88,  section  11,  the  proper  construction  of  which 
will  be  an  answer  to  the  objection  made  by  the  Office  to  the 
admissibility  of  the  testimony  which  has  been  offered  on  this 
occasion.    It  provides  **that  in  cases  where  an  appeal  is  now 
allowed  by  law  from  the  decision  of  the  Commissioner  of  Patents 
to  a  board  of  examiners  provided  for  in  the  seventh  section  of 
the  act  to  which  this  is  additional,  the  party,  instead  thereof,  shall 
have  a  right  to  appeal  to  the  chief  justice  of  the  District  Court 
of  the  United  States  for  the   District  of  Columbia,  by  giving 
notice  thereof  to  the  Commissioner  and  filing  in  the   Patent 
Office,  within  such  time  as  the  Comm-issioner  shall  appoint,  his 
reasons  of  appeal  specifically  set  forth  in  writing,  and  also  paying 
wito  the  Patent  Office  to  the  credit  of  the  patent  fund  the  sum  of 
twenty.five  dollars.     And  it  shall  be  the  duty  of  the  said  chief 
justice,  on  petition,  to  hear  and  determine  all  such  appeals,  and 
to  revise  such  decisions  in  a  summary  way,  on  the  evidence  pro- 
duced before  the  Commissioner,  at  such  early  and  convenient 
time  as  he  may  appoint,  first  notifying  the  Commissioner  of  the 
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specification  nor  the  model  set  forth  or  demonstrate  any  new  or 
important  result  produced  by  the  particular  proportions  used, 
while  the  mode  and  manner  in  which  the  mechanical  powers  arc 
used  or  applied  are  precisely  similar  to  that  found  in  the  four 
machines  referred  to.  It  is  not  evident  that  the  improvements 
produced  new  and  important  and  usefiil  results.  To  the  third, 
the  oath  of  the  applicant  is  but  one  of  the  requisites  which  must  be 
complied  with  before  letters -patent  can  issue,  and  it  is  of  no  force 
except  as  a  test  of  the  honesty  of  the  belief  of  the  applicant  as 
regards  the  novelty  of  the  alleged  invention.  To  the  fourth,  the 
applicant  has  failed  to  demonstrate  that  any  beneficial  result  has 
been  produced,  and  therefore  the  change  of  proportion  is  clearly 
not  patentable.  To  the  fifth,  reference  is  made  to  letters  8  and 
9,  from  which  it  will  appear  that  the  applicant  was  informed  that 
the  Office  was  at  all  times  ready  to  receive  any  evidence  which 
he  might  see  fit  to  offer,  though  it  could  not  encourage  him  to 
oflTer  any  further  evidence  with  a  view  to  a  reconsideration  of 
the  case. 

After  which  the  party  (Hugh  H.  Fultz)  presented  to  me  his 
petition  for  an  appeal,  stating  in  substance  his  previous  application 
for  a  patent,  the  grounds  of  it,  and  the  refusal  of  the  Commissioner 
to  grant  the  patent ;  also  that  he  was  willing  and  very  desirous  of 
offering  the  testimony  of  highly  respectable  gentlemen,  who  had 
seen  his  machine  in  operation,  in  further  corroboration  of  the 
new  results  produced  by  his  said  machine.  Yet  the  said  Com- 
missioner refused  to  receive  the  same,  and  rejected  his  application 
for  a  patent ;  of  all  which  due  notice  was  given  to  the  Commis- 
sioner, and  of  the  time  and  place  appointed  by  me  for  the  trial, 
at  which  time  and  place  the  petitioner,  by  Mr.  Greenough,  his 
counsel,  and  Mr,  Weightman,  chief  clerk  in  the  oifice  of  patents, 
and  Mr.  Renwick,  the  examiner,  attended ;  and  it  appearing  that 
from  sickness  the  report  had  not  been  prepared,  the  trial  for  that 
cause  was  postponed  from  time  to  time  until  the  22d  of  September, 
when  the  petitioner,  by  his  counsel  (Mr.  Carlisle)  and  an  examiner 
on  the  part  of  the  Office,  appeared  with  the  report  of  the  Com- 
missioner and  original  papers  and  models ;  and  after  the  reading 
said  rejwrt,  on  the  motion  of  the  petitioner's  counsel  and  affidavit 
to  show  the  Commissioner's  refusal  to  receive  evidence  on  the 
part  of  Fultz,  an  order  was  made  by  me  authorizing  the  said 
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Fultz  to  take  and  file  in  this  appeal  the  testimony  of  witnesses  to 
prove  the  novelty  of  the  results  produced  by  his  alleged  invention, 
and  the  utility  thereof,  such  evidence  to  be  taken  before  any 
justice  of  the  peace  duly  authenticated  as  such,  and  to  be  filed, 
&c.,  saving  the  question  of  its  admissibility  to  the  final  decision  ; 
under  which  order  sundry  depositions  of  witnesses  were  duly  and, 
from  what  appears,  fairly  taken,  and  have  been  filed  with  me ; 
and  on  notice  given  to  the  Commissioner  of  the  party's  offer  to  use 
the  same  on  the  trial  of  this  appeal,  the  Commissioner  addressed 
the  following  note  to  me,  dated  the  i6th  of  February,  1853  : 

*'Sir:  Your  note  of  the  14th  instant,  in  regard  to  the  hearing 
of  the  appeal  of  H.  H.  Fultz  on  Monday  next,  has  been  received. 
In  this  note  you  state  that  it  is  proposed  to  take  additional  testi- 
mony. This  Office  would  beg  leave  to  call  your  attention  to  the 
following  words  in  the  act  of  March  3d,  1849 :  'On  the  evidence 
produced  before  the  Commissioner,*  and  also  to  the  orders  in 
appeals  made  by  you,  '(3)  the  appeal  will  be  tried  upon  the 
evidence  which  was  in  the  case  and  produced  before  the  Commis- 


sioner.* " 


The  rule  alluded  to  was  intended  to  be  in  accordance  with  the 
provisions  contained  in  the  statute  of^Congress  of  the  3d  of  March, 
1839,  chapter  88,  section  11,  the  proper  construction  of  which 
will  be  an  answer  to  the  objection  made  by  the  Office  to  the 
admissibility  of  the  testimony  which  has  been  offered  on  this 
occasion.     It  provides  **that  in  cases  where  an  appeal  is  now 
allowed  by  law  from  the  decision  of  the  Commissioner  of  Patents 
to  a  board  of  examiners  provided  for  in  the  seventh  section  of 
the  act  to  which  this  is  additional,  the  party,  instead  thereof,  shall 
have  a  right  to  appeal  to  the  chief  justice  of  the  District  Court 
of  the  United  States  for  the   District  of  Columbia,  by  giving 
notice  thereof  to  the  Commissioner  and  filing  in  the   Patent 
Office,  within  such  time  as  the  Commissioner  shall  appoint,  his 
reasons  of  appeal  specifically  set  forth  in  writing,  and  also  paying 
into  the  Patent  Office  to  the  credit  of  the  patent  fund  the  sum  of 
twenty-five  dollars.     And  it  shall  be  the  duty  of  the  said  chief 
justice,  on  petition,  to  hear  and  determine  all  such  appeals,  and 
to  revise  such  decisions  in  a  summary  way,  on  the  evidence  pro- 
duced before  the  Commissioner,  at  such  early  and  convenient 
time  as  he  may  appoint,  first  notifying  the  Commissioner  of  the 
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time  and  place  of  hearing,  whose  duty  it  shall  be  to  give  notice 
thereof  to  all  parties  who  appear  to  be  interested  therein,  in  such 
manner  as  said  judge  shall  prescribe.  The  Commissioner  shall 
also  lay  before  the  said  judge  all  the  original  papers  and  evidence 
in  the  case,  together  with  the  grounds  of  his  decision  fully  set  forth 
in  writing,  touching  all  the  points  involved  by  the  reasons  of 
appeal,  to  which  the  revision  shall  be  confined." 

The  twelfth  section  provides  for  the  taking  of  evidence — "  that 
the  Commissioner  of  Patents  shall  have  power  to  make  all  such 
regulations  in  respect  to  the  taking  of  evidence  to  be  used  in 
contested  cases  before  him  as  may  be  just  and  reasonable.  And 
so  much  of  the  act  to  which  this  is  additional  as  provides  for  a 
board  of  examiners  is  hereby  repealed." 

Those  parts  of  the  act  of  1836  not  repealed  by  the  law  which 
I  have  just  recited,  and  which  relate  to  the  question  which  I  am 
now  considering,  are  to  be  found  in  the  seventh  and  eighth  sec- 
tions. 

The  seventh  section,  in  effect,  provides  that  on  the  presentation 
of  an  application  for  a  patent,  it  shall  be  granted  on  the  party's 
oath  required  to  be  previously  made,  unless  on  examination  by 
the  Commissioner  it  should  appear  to  him,  first,  that  the  appli- 
cant was  not  the  original  and  first  inventor  or  discoverer  thereof; 
or,  second,  that  any  part  of  that  which  is  claimed  as  new  had 
before  been  invented,  or  discovered,  or  patented,  or  described  in 
any  printed  publication  in  this  or  any  foreign  country  as  aforesaid : 
or,  third,  that  the  description  is  defective  or  insufficient,  in  which 
case  he  shall  notify  the  party,  giving  him  briefly  such  information 
and  references  as  may  be  useful  in  judging  of  the  propriety  of 
renewing  his  application,  &c.  But  if  the  applicant  shall  persist 
in  his  claim  for  a  patent,  &c. ,  he  may,  on  appeal  and  upon  request 
in  writing,  have  the  decision  of  a  board  of  examiners,  to  be  com- 
posed, &c. 

"Said  board  shall  be  furnished  with  a  certificate  in  writing  of 
the  opinion  and  decision  of  the  Commissioner,  stating  the  par- 
ticular grounds  of  liis  objection  and  the  part  or  parts  of  the 
invention  which  he  considers  as  not  entitled  to  be  patented ;  and 
the  said  board  shall  give  reasonable  notice  to  the  applicant  as 
well  as  to  the  Commissioner  of  the  time  and  place  of  their  meet- 
ing, that  they  may  have  an  opportunity  of  furnishing  them  with 
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such  ^cts  and  evidence  as  they  may  deem  necessary  to  a  just 
decision.  And  it  shall  be  the  duty  of  the  Commissioner  to  furnish 
to  the  board  of  examiners  such  information  as  he  may  possess 
relative  to  the  matter  under  their  consideration ;  and  on  exami- 
nation and.  consideration  of  the  matter  by  such  board,  it  shall  be 
in  their  power,  or  a  majority  of  them,  to  reverse  the  decision  of 
the  Commissioner  either  in  whole  or  in  part,  *  *  &c. 

The  eighth  section  makes  a  similar  provision  for  an  appeal  in 
the  case  of  interfering  applications,  thus:  '* Whenever  an  appli- 
cation shall  be  made  for  a  patent  which,  in  the  opinion  of  the 
Commissioner,  would  interfere  with  any  other  patent  for  which 
an  application  may  be  pending,  or  with  any  unexpired  patent 
which  shall  have  been  granted,  it  shall  be  the  duty  of  the  Com- 
missioner to  give  notice  thereof  to  such  applicants  or  patentees, 
as  the  case  may  be ;  and  if  either  shall  be  dissatisfied  with  the 
decision  of  the  Commissioner,  on  the  question  of  priority  of  right 
or  invention,  on  a  hearing  thereof  he  may  appeal  from  such 
decision  on  the  like  terms  and  conditions  as  are  provided  in  the 
preceding  section  of  this  act.  And  the  like  proceedings  shall  be 
had  to  determine  which,  or  whether  either,  of  the  applicants  is 
entitled  to  receive  a  patent  as  prayed  for. " 

Thus  it  appears  that  two  class  of  cases  are  provided  for  in  the 
sections  of  the  act  of  1836  just  recited — the  one  where  there  is 
no  opposing  party,  and  the  other  where  there  are  interfering 
applications.  In  each  case  the  applicant  has  a  right  equally  to 
reasonable  notice  of  the  decision  of  the  Commissioner,  in  order 
to  prepare  to  support  his  claim  and  to  be  heard  upon  the 
evidence  or  facts  deemed  necessary  by  him  or  them  to  a  just 
decision  thereof.  I  can  perceive  nothing  in  the  repealing  act  of 
1839  which  takes  away  or  impairs  that  right ;  on  the  contrary, 
every  reason  to  infer  that  it  was  intended  to  be  saved  and  secured 
to  the  fullest  extent.  The  act,  it  is  true,  abolishes  the  particular 
tribunal,  but  it  substitutes  the  chief  judge  of  the  District  Court 
of  the  United  States  for  the  District  of  Columbia  in  place  thereof. 
The  difficulty  arises  out  of  that  part  of  the  section  which  says 
**that  the  said  chief  justice  shall  hear  and  determine  all  such 
appeals,  and  revise  such  decisions  in  a  summary  way  '  on  the 
evidence  produed  before  the  Commissioner ;' ' '  but  rather  than  to 
conclude  that  there  has  been  a  castis  omissus^  every  reasonable  en- 
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deavor  must  be  used  to  reconcile  the  apparent  conflict  in  the  differ- 
ent parts  of  the  same  statute.  If,  then,  I  have  shown  (as  I  think 
I  have  done)  that  the  party  equally  in  both  classes  of  cases  is  still 
entitled  to  be  heard  upon  the  facts  and  evidence  of  his  case,  and 
the  restrictive  part  of  the  eleventh  section  confines  the  judge, 
in  trying  the  merits  of  the  case,  to  such  evidence  as  was  produced 
before  the  Commissioner,  it  follows  that  it  is  his  duty,  in  a  case 
like  the  present,  to  pursue,  by  reasonable  regulations  similar  to 
those  directed  by  the  twelfth  section,  such  a  course  as  to  afford  an 
opportunity  to  the  party  to  produce  and  lay  before  him  on  the 
trial  his  proofs  to  support  his  claim. 

If,  then,  the  law  be  as  I  have  stated  it,  the  party  has  a  right  to 
insist,  before  the  Commissioner  on  the  trial,  on  this  privilege; 
and  in  offering  competent  and  material  evidence,  if  it  is  refused, 
or  if  his  objection  to  inadmissible  or  incompetent  testimony  is 
overruled  by  the  Commissioner,  he  has  a  right  to  assign  that  as  a 
reason  of  appeal ;  and  the  Commissioner,  in  stating  the  grounds 
of  his  decision,  is  bound  fully  to  answer  such  reason  and  the  judge 
to  decide  it  on  appeal  and  afford  relief,  although  the  rule  be  as  I 
have  stated  it  when  trying  the  cause  upon  its  merits. 

In  deciding  upon  such  a  reason  of  appeal,  the  judge  must  be 
satisfied  of  the  relevancy,  materiality,  and  competency  of  the 
testimony  offered  and  refused,  which  he  could  not  be  satisfied 
of  in  the  present  case  without  permitting  the  ex-parie  deposi- 
tions to  be  taken  and  offered.  There  is  no  reason  to  believe  that 
they  have  been  unfairly  taken.  I  will  now  proceed  to  consider 
the  materiality  and  applicability  of  the  evidence  contained  in  the 
various  depositions  produced  and  offered. 

The  deposition  of  Thomas  E.  Warner  (marked  J.  S.  M..  No. 
i)  says  he  is  a  machinist.  When  in  Washington,  D.  C,  July, 
1852,  he  examined  Mr,  H.  H.  Fultz's  plan  of  a  horse-power  for 
driving  cotton-gins  or  other  machinery  ;  that  he  believes  it  a  very 
useful  and  important  improvement  in  horse-power,  requiring,  in 
the  first  place,  less  power  to  set  it  in  motion ;  second,  it  is  more 
compact,  easier  to  manage,  and  more  durable  in  every  respect, 
than  any  horse-power  that  has  ever  come  to  his  knowledge. 

This  appears  to  be  taken  before  Wm.  H.  Sparks,  Commissioner 
of  Deeds,  31st  December,  1852. 

The  paper  marked  J.  S.  M.,  2,  is  the  opinion  of  an  expert 
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and  is  an  examination  of  the  c&lculations  made  by  Fultz.  It  was 
filed  in  the  case  at  the  time  of  the  trial  before  the  Commissioner  : 
*  *  Judging  from  the  model  and  diagrams  before  me,  [the  same 
filed  in  this  case  before  the  Commissioner,]  Fultz' s  machine 
combines  correct  proportions  in  the  various  parts  constituting 
the  whole  machine.  These  parts  again  have  the  exact  propor- 
tion for  the  purpose  for  which  they  were  put  together,  performing 
the  work  intended  with  a  great  saving  of  power  without  additional 
transfer  fixtures.*'  He  subjoins  calculations  by  which  a  result  is 
shown  decidedly  in  favor  of  Fultz's  improved  machine  over  those 
of  Emmerson,  Fitzgerald,  and  Whipple. 

Maddison  McAfee  (J.  S.  M.,  3)  says  that  **he  is  familiar  with 
the  old  mode  now  in  use  of  propelling  gins ;  that  he  has  seen 
and  examined  the  above-named  power,  (commonly  called  Fultz's 
propeller,)  and  is  satisfied  that  it  is  decidedly  superior  to  any 
f)ower  he  has  ever  known  for  propelling  gins,  and,  being  a 
planter,  has  himself  purchased  one;  and  from  the  repeated  and 
anxious  inquiries  by  the  farmers,  and  the  expressed  wishes  to 
obtain  one,  he  believes  it  will  entirely  supersede  all  others.'* 

William  A.  Purdom  says  '  *  that  he  is  familiar  with  the  old 
mode  now  in  use  of  propelling  gins;  that  he  has  seen  the  power 
above  named  [Fultz's]  in  successful  operation,  and  with  two 
very  ordinary  mules  it  did  the  work  which,  with  the  old  gear- 
ing, invariably  required  at  least  four  good  mules  or  horses ;  that 
deponent  believes  it  to  be  the  most  useful  invention  of  the  kind 
that  has  ever  been  made,  and  from  the  repeated  and  anxious 
inquiries  among  the  farmers  and  their  expressed  wishes  to  pro- 
cure one,  he  believes  that  it  will  supersede  all  others." 

John  M.  West,  James  Simmes,  Samuel  Gibbons,  R.  A.  Anderson, 
John  M.  West,  Wellington  Jenkins,  D.  C.  Sharpe,  and  forty-one 
other  persons  depose  to  substantially  the  same  effect. 

There  can  be  no  doubt  that  the  testimony  stated  in  the  afore- 
going dei>ositions  would  have  been  most  material,  if  admissible 
and  applicable,  on  the  trial  before  the  Commissioner. 

I  have  already  stated  the  specifications,  and  the  grounds  of  the 
Commissioner's  decision  in  answer  to  the  reasons  of  appeal,  one 
of  which  states  that  the  letter  (9)  in  answer  to  the  application 
contained  in  appellant's  letter  (8)  shows  that  the  Office  was  at  all 
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times  ready  to  receive  any  evidence  which  he  might  see  fit  to 
offer,  "  though  it  could  not  encourage  him  to  offer  any  further 
evidence  with  a  view  to  a  reconsideration  of  the  case. ' '  If  such  an 
intimation  can  be  understood  as  giving  permission  to  offer  his 
evidence  for  the  purpose  of  a  rehearing  of  the  case  thereon,  it 
would  seem  from  his  affidavit  that  Fultz  entirely  misunderstood  it 

With  respect  to  the  principles  of  mechanical  philosophy  stated 
by  the  Commissioner,  and  which  have  been  the  ruling  influence 
in  his  decision,  the  counsel  for  Fultz,  in  his  argument,  urged 
what  he  had  before  contended  for,  "  that  friction  was  not  the  only 
element  of  loss  of  power  in  the  question  before  the  Commissioner 
before  whom  the  arguments  were  made ;  that  the  best  authorities 
on  that  subject  leave  it  an  uncertain  matter,  and  the  best  experi- 
ments show  but  an  approximation  to  the  truth  in  any  practical 
machine,  while,  upon  the  experiments  of  learned  professors,  under 
similar  circumstances,  the  weight  that  overcame  the  friction  was 
found  to  be  nearly  the  same  at  all  velocities,"  &c.  Again,  that 
"  no  conjectural  calculation  should  be  relied  on  when  the  real  loss 
of  power  can  be  obtained  by  experiment;"  that  Mr.  Fultz  had 
tried  practically,  by  actual  experiment,  the  advantages  of  his 
machine  over  others,  and  found  them  to  coincide  essentially  with 
his  calculations,"  ike.  The  argument  before  me  on  the  same  point 
insists  on  the  principle  of  the  "  loss  of  power  by  the  indirect 
application  of  the  force  from  the  prime  mover  to  the  working 
point,  and  the  loss  very  frequently  resulting,  as  in  this  case,  from 
the  previous  erroneous  proportions  of  the  machinery,"  This  loss, 
counsel  argues, has  been  saved  by  Fultz's  improvement,  and  is  the 
advantage  over  all  the  other  machines  referred  to.  And  so  with 
respect  to  the  Commissioner's  objection  to  Fultz's  calculations, 
because  of  his  disregard  of  the  time  and  number  of  the  revolu- 
tions, he  says  that  the  feet  is  otherwise ;  that  the  assumption 
throughout  those  calculations  was  a  given  number  of  revolutions 
of  the  master-wheel,  equal  in  all,  which  must  necessarily  be 
restricted  to  the  speed  at  which  the  animal  can  walk.  These  are 
constant  quantities,  and  need  not  therefore  be  brought  into  the 
account. 

In  connection  with  these  arguments  !  think  it  would  be  proper 
to  restate  a  part  of  Fultz's  description,  which  may  be  taken  as  a 
part  of  the  specification,  to  wit :  "  By  this  proportion  of  parts  it 


1853]  In  Re  Fultz.  191 


Opinion  of  the  court. 


will  be  found  that  one  hundred  pounds  force  upon  the  end  of  the 
lever  will  produce  one  hundred  pounds  force  upon  the  pinion  (/"), 
minus  the  friction,  and  at  the  ordinary  ascertained  travel  of  a 
mule  it  will  make  over  one  hundred  and  fifty  revolutions  with  that 
force  per  minute,  or  sixty  revolutions  of  the  band-shaft  to  one  of 
the  master- wheel,  equal  to  what  is  required  to  drive  a  gin.  This 
equalizing  the  force  at  the  driving  and  working  points  is  the 
important  feature  of  my  invention.*'  This,  in  connection  with 
the  specifications,  is  intended  to  show  a  new  proportion  and 
arrangement  of  the  parts  between  the  driving  and  working  points, 
which  saves  the  loss  of  power  over  the  horse- power  referred  to. 

However  forcibly  I  may  feel  myself  affected  by  the  aforegoing 
axguments,  I  wish  it  to  be  understood  that  it  is  very  far  from  my 
purpose  in  this  investigation  to  question  the  truth  of  the  principles 
of  mechanical  philosophy  stated  by  the  Commissioner  and  exam- 
iners, or  to  call  in  question  the  principle  as  settled  by  the  Office 
and  the  courts,  * '  that  a  mere  change  in  the  relative  size  of  the 
parts  of  an  old  machine  for  the  purpose  of  obtaining  a  required 
velocity  is  not  patentable.*  * 

With  respect  to  the  party's  own  oath  in  the  present  case  it  is 
unopposed  by  the  oath  of  any  other  party,  and  although  not  of 
itself  sufficient,  is  some  evidence  of  the  novelty,  invention,  and 
usefulness  of  the  improvement.  The  rule  of  law  is,  that  a  patent 
issuing,  grounded  on  the  oath  of  the  patentee,  under  such  circum- 
stances, will  be  considered  as  prima-facie  evidence  in  an  action 
for  an  infringement  of  a  patent-right.  And  this  brings  me  to  the 
consideration  of  the  answer  of  the  Commissioner  to  the  fourth 
reason  of  appeal,  in  which  he  says  :  * '  It  is  only  necessary  to  state 
that  as  the  applicant  has  failed  to  demonstrate  that  any  beneficial 
result  has  been  produced,  and  as  therefore  the  change  of  pro- 
portions is  clearly  not  patentable,  the  action  of  the  Commis- 
sioner was  fully  in  accordance  with  the  decisions  of  the  courts. '  * 

What,  therefore,  are  the  decisions  of  the  courts  in  like  cases  ? 
But  slight  evidence  of  the  invention  is  required  when  it  is  shown 
in  what  the  invention  consists,  as  has  been  done  in  this  case,  and 
where  proof  is  given  of  its  practical  utility.  This  is  a  main  and 
principal  test,  and  this  may  be  shown  by  the  testimony  of  those 
who  have  seen  the  practical  effect  or  result.     To  this  point  the 
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proof  offered  by  the  appellant  was  very  full  and  ample.  It  appears 
to  me  that  the  argument  and  authorities  presented  by  the  counsel 
for  the  appellant  are  conclusive. 

Chief  Justice  Marshall,  in  the  case  of  Davis  !>.  Palmer,  2  Brock., 
310,  says:  "It  is  not  every  change  of  form  and  proportion 
which  is  declared  to  be  no  discovery,  but  that  which  is  simply  a 
change  of  form  or  proportion,  and  nothing  more.  If  by  changing 
the  form  and  proportion  a  new  effect  is  produced,  there  is  not 
simply  a  change  of  form  and  proportion  but  a  change  of  principle 
also. " 

Curtis,  sections  14  and  15 :  "It  appears,  then,  according  to  the 
English  authorities,  that  the  amount  of  invention  may  be  estimated 
{torn  the  result,  although  not  capable  of  being  directly  estimated 
on  a  view  of  the  invention  itself" 

"The  utihty  of  the  change  is  the  best  to  be  applied  for  this 
purpose,"  &c.  "  When  a  real  utility  is  seen  to  exist,  a  sufficiency 
of  invention  may  be  presumed,  and  it  is  said  that  whenever  utility 
is  proved  to  exist  in  a  very  great  degree,  a  sufficiency  of  invention 
to  support  a  patent  must  be  presumed."  (Webster  on  the 
subject-matter,  page  30;  Webster's  Patent  Cases,  71). 

Curtis,  section  95 :  "  The  statute  also  makes  a  new  and  useliil 
improvement  of  a  machine  the  subject  of  a  patent.  A  patent  for 
improvement  of  a  machine  is  the  same  thing  as  a  patent  for  an 
improved  machine.  Improvement  applied  to  machinery  is  where 
a  specific  machine  already  exists,  and  an  addition  or  alteration  is 
made  to  produce  the  same  effects  in  better  manner,  or  some  new 
combinations  are  added  to  produce  new  effects.  In  such  cases 
the  patent  can  only  be  for  the  improvement  or  new  combination. 
The  great  question,  of  course,  when  an  alleged  invention  purports 
to  be  an  improvement  of  an  existing  machine,  is  to  ascertain 
whether  it  be  a  real  and  material  improvement  or  only  a  change 
of  form.  In  such  cases  it  is  necessary  to  ascertain,  with  as  much 
accuracy  as  the  nature  of  such  inquiries  admits,  the  boundaries 
between  what  was  known  and  used  before,  and  what  is  new  in 
the  mode  of  operation.  The  inquiry,  therefore,  must  be,  not 
whether  the  same  elements  of  motion,  or  the  same  component 
parts,  are  used,  but  whether  the  given  effect  is  produced  substan- 
tially by  the  same  mode  of  operation  and  the  same  combination 
of  powers  in   both  machines,   or  whether  some  new   element, 


1853]  Yearsley  v.  Brookfield  et  al.  19;^ 

SyllabuH. 

combination,  or  feature  has  been  added  to  the  old  machine,  which 
produces  either  the  same  effect  in  a  cheaper  or  more  expeditious 
manner,  or  an  entirely  new  effect,  or  an  effect  that  is  in  some 
material  respects  superior,  though  in  other  respects  similar,  to 
that  produced  by  the  old  machine." 
Upon  the  whole,  1  think  a  new  trial  ought  to  be  granted. 

/.  /.  Greenough  and  M,  Carlisle^  for  the  appellant. 

Examiners  Renwick  and  Parker  and  Chief  Clerk  Weighiman^ 
for  the  Commissioner. 


Pascal  Yearsley 

vs. 

Brookfieli)  and  White.     Interference. 

KviDESCl— PARTY  TO    THB    RECORD — STATUS   OP    APPLICANT. — Ad  appHCftnt  for  a 

pateot  involved  in  interference  is  writhin  the  reason  of  the  rule  which 
makes  a  party  an  incompetent  witness  in  a  cause,  although  the  interference 
proceedings  do  not,  strictly  speaking,  constitute  a  record. 

Sm — Sm — PAETY  RELEA8XD. — Such  a  party  to  an  interference  cannot  be  released 
by  an  assignment  of  his  invention  so  as  to  make  him  a  competent  witness. 

*^*— 5m — LOSS  OF  ORIGINAL  DOCUMENT. — From  a  principle  of  necessity,  however, 
the  party  i»  a  competent  witness  to  establish  the  loss  of  an  original  paper 
if  lost  out  of  his  own  custody,  and  not  destroyed  by  fraud. 

Sm— STATEMENTS  OP  PARTY  AT  TIME — BBS  QSSTA — The  Statements  and  declara- 
tions of  the  inventor  made  before  the  contest  arose,  describing  orally  or  by 
drawings  a  certain  invention,  are  admissible  in  evidence  as  part  of  the 
retyetto  to  show  that  he  knew  of  or  had  made  the  invention  at  that  time. 

Imebperence — JURISDICTION  OP  JUDGE  THEREOF. — The  judgc  is  not  precluded 
by  the  action  of  the  Commissioner  from  considering  upon  appeal  in  inter- 
ference  cases  whether  the  thing  in  controversy  is  patentable.  He  is  by 
law  directed  to  determine  in  all  such  cases  which,  or  whether  either,  of  the 
applicants  is  entitled  to  receive  a  patent  as  prayed  for. 

Novelty — invention — English  and  American  cases  contrasted. — The  differ- 
ences between  the  English  and  the  American  cases  on  the  questions  of  nov- 
elty and  invention  relate  rather  to  the  kind  and  degree  of  evidence  required^ 
According  to  the  English  cases  the  result  of  the  change  alone  may  furnish 
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coiiclufive  teal  of  [he  inveutioi 

1  ami  iioveltj.  while  the  Ameri™.  Buthor- 

Xea  lioM  that  It  must  ii|>pc«r  by 

aome  other  evirtence  than  a  mere  uis|iei- 

i>n  of  tile  result  that  the  effect' 

iraa  pro<(iireil  lij  same  neir  [.roce.<->.  ■Wyi<<: 

ontriv«nc-e,  mode,  manner  or  m 

eaiifl. 

PE<tI\<'E--SITBJICT    OF  — HOH-  !>( 

TRRMiNED. — The  naliire  of  the  invcDliuii 

1  interference  ia  lo  be  delermii 

leii  by  regarding  the  essential  priiitipici 

iimrnon  to  the  oontlk-tiiifc  inveni 

lions,  and  <li»regiirding  mere  formiil  iliflcr- 

[ii-es  and  the  siihstiliition  of  eqi 

livalenta. 

with  a  blast  to  produce  a  diffused  heal  around  the  smeltin);  potii  in  h  gh" 
furnace,  held  not  to  be  a  mere  analogous  or  double  use  of  arilhracilf  co»i 
and  a  blast,  m  previously  u9eil  to  produce  a  concentrated  heat  for  mrinu? 
purliDSes ;  but  a  sjicc  ill  cation  whirh  failed  to  particnlHriy  describe  nnil 
point  out  the  mode  of  thus  regulating  tlie  diffusion  of  the  heat,  held  to  ht 
too  vogue  and  indefinite. 
Invrxtoh  xot  a  pasty — msTmoxv  of — The  testimony  of  a  witness  lo  the 
effect  that  he  was  a  Joint  inventor  with  one  of  the  applieanLs  is  conipelFni 
evidence  aa  against  that  applicant,  though  it  would  nut,  it  seenif.  be  Hdnii^ 
aibie  in  his  own  hehnlf  if  be  were  a  party  to  the  record, 

(Het'ore  MoftSKi.r.,  J..  District  of  Columhin,  March,  iHsa,) 

MORSELL,  J. 

The  original  application  of  Yearsley  appears  to  have  l)een  filed 
on  the  iSth  of  September,  1850,  stating  his  ciaim,  with  specifica- 
tions, &c.,  but  which,  being  supposed  defective,  he  was  allowetl 
to  amend  according  to  the  application  as  stated  in  the  report 
filed  on  the  7th  of  August,  1851,  in  which  he  says  :  "What  I 
claim  as  my  invention,  and  desire  to  secure  by  letters -patent  as  a 
new  and  useful  improvement  in  the  art  of  making  glass,  is  ihf 
employment  of  anthracite  coal  in  a  glass  furnace,  substantially  in 
the  manner  and  for  the  purposes  set  forth  in  my  specification." 

He  then  de.scribes  particularly  the  methods  which  had  been 
formerly  used  and  the  difficulties  met  with  in  the  ordinary  pro- 
cess, and  says  the  improvements  and  advantages  attending  his 
invention  and  discovery  are — ^first,  anthracite  coat  may  be  used, 
giving  a  flame  which  plays  upon  the  vessels  containing  the 
fluxing  materials ;  second,  a  great  economy  in  fuel  is  effected  and 
a  much  shorter  time  is  required  for  ffuxing,  the  flame  being  of  a 
more  uniform  and  higher  temperature  and  under  greater  control 
than  in  the  ordinary  methods  ;  third,  the  glass  is  of  a  superior 
((uality  and  the  scum  sandiver  or  ."ialts  escape  very  freely  ;  fourth, 
the  great  heat  renders  the  sulphate  of  soda  as  useful  a    dux  as 
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ash  and  carbonate  of  soda ;  fifth,  the  fluxing-pots  can  be 
ited  some  distance  from  the  burning  fuel  for  the  convenience 
rking,  and  freed  from  the  cracks  called  fangs  and  fleins, 
hey  can  be  used  without  covers;  sixth,  colored  glass  may 
y  be  made,  and  the  labor  of  testing  it  much  reduced ; 
th,  and  finally,  the  manufacture  of  glass  by  this  means  will 
;  a  nuisance  in  densely-  populated  cities.  To  enable  persons 
1  ill  the  art  of  glass-making  to  understand  and  use  his 
tion  and  discovery,  he  describes  particularly  its  nature  and 
tions,  which  specifications  are  supposed  to  comprehend,  as 
jplicant's  claim  of  invention,  the  combination  of  anthracite, 
steam  or  vapor,  and  preparatory  heating. 
this  application  the  report  states  that  there  was  found  to 
ere,  in  the  recent  archives  of  the  Office,  a  caveat,  of  which  . 
;  was  given,  and  on  the  31st  of  July,  1851,  the  caveators 
?s  M.  Brookfield  and  Ephraim  V.  White)  filed  their  appli- 
I,  and  claimed  the  apphcation  of  a  blhsC  Co  an  ordinary  glass 
:e,  by  which  they  are  enabled  Co  use  anthracite  coal  in  the 
lacture  of  gl^s,  substantially  as  herein  set  forth.  This 
t  appears  to  bear  date  the  31st  of  January,  1851,  and  to 
been  filed  in  the  Office  the  4th  of  February,  1 85 1 ;  and  their 
is  stated  in  substantially  the  same  way  as  the  claim  ol 
iley.  above  recited,  as  by  reference  to  the  specification  and 
npanying  draft  will  appear.  In  the  specification  alluded  to 
iay  they  have  invented  and  discovered  a  new  and  improved 
of  manufacturing  glass  by  the  use  of  anthracite  coal  as  a 
and  referring  to  the  accompanying  drawing,  and  to  the  let- 
f  reference  marked  thereon,  they  state  that  the  nature  of  the 
tion  or  discovery  consists  in  burning  coal  instead  of  wood, 
eat  being  generated  by  the  application  of  a  blast  to  the  bum- 
oal.  They  then  describe  the  furnace.  They  say  the  con- 
ion  consists  of  an  air-chamber,  a  fire-chamber  and  furnace, 
ice  in  which  the  materials  to  be  melted  are  deposited ;  in 
rawing  it  is  a  chamber  to  receive  the  pots  for  the  manufacture 
iss,  &c.  The  report  then  states:  "The  interference  was 
red  on  the  5th  of  August,  1851,  and  a  hearing  appointed  for 
rst  Monday  of  October,  1851,  which  hearing  was  postponed 
time  to  time  until  Monday,  July  5th,  1852,  when  it  was 
for  final  hearing,  and  on  the  i  ith  of  August,  after  weighing 
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the  testimony,  priority  of  invention  was  awarded  by  the  Office  10 
Brook  field  and  White,  and  from  this  decision  the  appeal  was  taken 
and  sundry  reasons  filed."  Those  relating  to  preliminary  objec- 
tions will  be  first  considered,  viz.,  that  E.  V.  White's  deposi- 
tions are  incompetent  and  inadmissible,  and  that  the  testimony 
of  Che  witness,  stating  his  declarations,  is  also  inadmissible; 
second,  that  the  joint  invention,  as  alleged,  of  Brookfield  and 
White  ought  to  have  been  proved. 

The  Commissioner,  in  his  report,  says  that  White,  by  assigning 
all  his  interest  to  Anderson  R.  Hay  on  the  26th  of  March,  1852, 
divested  himself  of  every  interest  in  the  pending  application  that 
could,  under  any  rule  of  evidence,  have  excluded  his  testimony, 
t  iken  in  the  month  of  September,  after  the  assignment. 

First,  as  to  White's  dej>osition  to  show  the  loss  of  the  draft 
made  by  him  in  the  year  1847,  for  the  purpose  of  introducing 
secondary  evidence,  in  accordance  with  the  rule  that  the  non- 
production  of  the  original  must  be  accounted  for.  From  a  prin- 
ciple of  necessity  the  party  is  allowed  by  his  own  oath,  addressed 
to  the  court,  Co  prove  the  lact  of  a  lost  paper  if  lost  out  of  his  own 
custody  and  not  destroyed  by  fraud,  the  existence  and  details  of 
such  paper  being  proved  by  other  testimony. 

In  this  case,  although  the  evidence  is  not  sufficient  to  show  that 
it  was  destroyed  by  fraud,  as  Brookfield,  by  reason  of  his  relation- 
ship to  White  in  interest,  may  be  reasonably  supposed  to  ha\-e 
access  to  it,  it  would  have  been  more  satisiactory  if  he  had  been 
joined  with  White  in  the  deposition.  In  the  absence  of  proof, 
however,  of  his  having  the  custody  of  it,  the  objection  must  be 
overruled. 

With  respect  to  the  deposition  of  White,  taken  in  the  examina- 
tion of  him  as  a  witness  generally,  I  do  not  think  that  the  objection 
can  be  sustained  on  the  ground  of  his  liability  over  to  the  assignee. 
There  appears  to  be  no  warranty,  either  express  or  implied,  of 
indemnity.  But  the  objection  on  the  ground  of  his  being  a  party 
to  Che  proceeding  by  his  appHcaljon  for  Che  patent  at  the  time  of 
the  examination,  and  still  so,  though  perhaps  nominally — and. 
technically  speaking,  that  proceeding  cannot  be  called  a  record — 
yet  the  case  appears  to  be  within  the  reason  of  the  rule  which 
makes  a  party  incompetent,  and  therefore  the  depositiwi  cannot 
be  considered  as  legal  evidence.     The  rule  and  its  reason  will 
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>uikI  laid  down  by  die  Supreme  Court  in  12  Peters,  149. 
court  say:  "The  decision  in  i  Peters,  C.  C.  R,  301,  where 
ourt  held  that  a  party  named  on  the  record  mij^ht  be  released 
i  to  constitute  him  a  competent  witness,  has  been  cited  and 
d  on  in  the  ai^ument.  Such  a  rule  would  hold  out  to  the 
es  a  stroi^  temptation  to  perjury,  and  we  think  it  is  not  sub- 
d  either  by  principle  or  authority." 

le  next  objection  is  to  the  admissibility  of  the  evidence  as  to 
leclarations  of  Mr.  White.  The  rule,  as  stated  by  the  counsel 
-ookheldand  White,  is — "If  in  1834, 1847,  or  any  other  period, 
White)  described,  orally  or  by  drawings,  a  mode  of  using 
radte  coal  for  the  purpose  of  making  glass,  those  stave- 
s  are  acts  or  part  of  the  res  gesta,  and  show  what  he  knew 
ad  invented  at  the  time  when  made."  This  position  is 
xX,  with  this  qualification,  that  the  same  were  made  before 
:ontest  arose.  The  case  decided  by  the  Supreme  Court  in 
;ters,  448 — Philadelphia  and  Trenton  Railroad  v.  Stimpson — 
sustains  the  proposition.  No  better  evidence  from  the  nature 
e  subject  could  be  expected  or  required.  That  objection  is 
avemiled.  With  respect  to  an  objection  that  the  evidence 
not  prove  Brookfield  a  joint  inventor  with  White.  1  do  not 
L  it  can  be  considered  material  in  this  issue,  for  if  both,  or 
r,  is  shown  by  the  testimony  to  have  been  the  first  and  orig- 
□ventor^  or  inventor,  the  appellant  must  be  considered  us 
ig  failed  in  his  claim. 

lis  disposes  of  the  reasons  Nos.  i,  2,  3,  5,  6, 19,  36.  and  38. 
reasons  Nos.  13,  18,  31,  and  38,  which  involve  the  coiisidera- 
af  the  effect  which  must  be  given  to  a  supposed  variance 
Een  the  caveat  now  produced  and  the  specification  of  the 
of  July.  1851,  and  from  the  plan  actually  experimented  with, 
le  hereafter  considered,  when  the  principles  of  law  shall  have 
considered  and  stated  upon  which  the  question  of  interfer- 
must  be  governed;  and  so  also  as  to  Nos.  8,  9,  10.  12,  20, 
&,  35t  32,  38,  27,  and  23.  Nos.  14,  15,  16,  17.  21  present  the 
ion  whether  claim  of  Brookfield  and  White  for  anthracite 
1  blast  in  an  ordinary  glass  furnace  is  patentable,  beiny  de- 
of  novelty  as  a  combination,  and  that  it  is  but  an  analogous 
The  counsel  for  the  appellees  contends  that  the  judge  in 
resent  case  of  appeal  is  confined  to  the  refusal  by  the  Patent 
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Office  to  grant  letters- patent,  and  that  his  jurisdiction  does  not 
extend  beyond  this ;  by  which  I  understand  that  he  supposes 
Judge  Cranch  to  have  decided  in  the  case  of  Pomeroy  v.  Conni- 
son  (an/e  p.  40)  that  the  judge  has  no  jurisdiction  to  inquire  into 
and  decide  the  question  of  patentability.  That  was  the  case  of  an 
appeal  by  a  patentee  against  whom  the  Commissioner  had  decided, 
and  the  point  determined  by  the  judge  was  as  to  the  character 
of  the  person ;  the  judge  held  that  he  could  take  jurisdiction 
only  in  the  cases  of  applicants  for  a  patent  on  refusal,  &c.  In  the 
case  of  Bain  y,  Morse  {an(c  p.  90)  the  judge  says  that  "  upon  the 
hearing,  he  is  to  decide,  and  from  that  decision,  if  eitherShall  be 
be  dissatisfied  with  it  on  the  question  of  priority,  including  that 
of  interference,  he  may  appeal,  and  upon  such  appeal,  as  I  under- 
stand the  law,  the  judge,  in  case  of  real  interference,  may  deter- 
mine which,  or  whether  either,  of  two  applicants  is  entitled  to 
receive  a  patent  as  prayed  for."  The  question,  therefore,  as  to 
jurisdiction  is  settled  against  the  objection. 

I  have  already  stated  the  specifications  of  the  parties  and  what 
they  respectively  claim  a  patent  for,  together  with  the  description 
of  each,  embodying  the  principle  of  the  invention.  The  sixth 
section  of  the  act  of  Congress  of  1 836  provides  that  if  any  person 
or  persons  have  discovered  or  invented  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter,  or  any  new  and 
useful  improvement  on  any  art,  machine,  manufacture,  or  comijo- 
sition  of  matter  not  known  or  used  by  others  before  his  or  their 
discovery  thereof,  and  not  at  the  time  of  his  application  in  public 
use  and  sale,  on  application,  the  Commissioner  may  grant  a  pat- 
ent. Each  of  the  parties  show,  as  essential  to  their  improvement. 
the  use  of  anthracite  coal  with  a  blast,  instead  of  wood,  in  the 
manufacture  of  glass  in  a  glass  furnace.  Both  show  the  result 
produced  to  be  very  highly  useful,  a  better  article,  and  much 
cheaper ;  but  it  is  objected  on  the  part  of  the  appellants  that  the 
improvement,  as  claimed  by  Brookfield  and  White,  is  for  anthra- 
cite and  a  blast  in  an  ordinary  glass  furnace,  and  is  therefore- 
devoid  of  novelty  as  a  combination,  and  but  an  analogous  use. 
In  support  of  his  proposition,  he  states  as  an  instance  of  analogous 
use  the  case  of  Crane,  where  anthracite  coal  is  used  to  melt  iron 
from  ores  with  a  hot  blast  instead  of  a  cold,  by  which  latter  niean^ 
(a  cold  blast)  it  had  been  used  before  for  the  same  purpost.      He 
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>o  claims  Chat  it  had  been  used  in  the  mint  of  the  United  States 
melt  metals,  &c. ;  that  White  used  it  in  the  year  1834  to  forge 
es ;  that  it  had  been  in  use  to  forge  other  edge-tools  ;  and  that 
had  been  used  for  upwards  of  thirty  years  to  raise  steam  for 
lats  and  furnaces,  &c. ;  that  it  has  long  been  known  also  to  be 
caper  than  wood  for  various  purposes,  and  than  charcoal  and 
tuminous  coal  where  the  means  and  the  effect  are  the  same  but  ■ 
e  occasion  new.  He  cites  as  his  authorities  Curtis  on  Patents, 
■  76.  77,  78  :  2  Story,  100. 

The  passage  referred  to  in  Curtis  (page  23,  first  edition,  1849) 
its  upon  the  authority  of  the  law  as  laid  down  by  Judge  Story 
the  second  volume  of  his  reports,  408.  *  That  was  the  case 
a  patent  for  a  machine  in  which  it  appeared  that  the  same 
paratus  stated  in  the  claim  had  been  long  in  use,  and  applied, 
not  to  chairs,  at  least,  in  other  machines,  to  purposes  of  a 
nilar  nature.  The  Judge  says  the  machine  was  old  and  well 
lown,  and  applied  only  to  a  new  purpose.  That  does  not  make 
patentable.  The  thing  itself  which  is  patented  must  be  new, 
d  not  the  mere  application  of  it  to  a  new  purpose  or  object, 
le  next  reference  on  this  part  of  the  subject  is  to  Curtis,  pages 
,  77.  The  principle  of  law  stated  here  is  upon  the  authority  of 
>sh  I'.  Hague,  Webster's  Pal.  Cases,  207,  in  which  case  Losh  had 
ten  out  his  patent  to  use  his  wheels  on  railways.  The  case 
uws  that  a  patent  cannot  be  granted  for  the  application  of  an 
i  contrivance  to  a  new  object :  or,  in  other  words,  that  you  can- 
t  have  a  patent  for  applying  a  well-known  thing,  which  might 
applied  to  fifty  thousand  different  purposes,  to  an  operation 
lich  is  exactly  analogous  to  what  wiis  done  before.  Curtis 
ites  one  principle  to  be  thisi  "When  the  principle  is  well  known, 
the  application  consists  in  the  use  of  a  known  thing  to  produce 
)articular  effect,  the  question  will  arise  whether  the  effect  is  of 
elf  entirely  new,  or  whether  the  occasion  only  upon  which  the 
rticular  effect  is  produced  is  new.'" 

2  Story,  190,  is  the  next  reference — Howe  v.  Abbot.  This  was 
;  case  of  a  patent  for  a  new  and  useful  improvement  in  the 
plication  of  a  material  called  palm-leaf  or  brub-grass  to  the 
ififing  of  beds,  mattresses,  sofas,  cushions,  and  all  other  uses  fur 
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which  hair,  feather,  moss,  or  other  soft  and  elastic  substances  are 
used.  "The  application  of  an  old  process  to  manufacture  an 
article  to  which  it  had  never  before  been  applied  is  not  a  patent- 
able invention.  There  must  be  some  new  process  or  some  ne» 
machinery  used  to  produce  the  result."  Again,  page  194 :  "  He 
who  produces  an  old  result  by  a  new  mode  or  process  is  entitled 
to  a  patent  for  that  mode  or  process.  But  he  cannot  have  a  patent 
for  a  result  merely,  without  using  some  new  mode  or  process  10 
produce  it." 

The  counsel  for  the  appellants  adds  to  these  authorities  the 
principles  as  declared  to  be  law  in  the  letter  of  Commissioner 
Ewbank  of  the  12th  of  November,  1850,  to  Yearsley,  in  which  he 
says  in  the  last  clause  of  the  letter :  "The  remark  may  be  made 
for  your  guidance  in  the  prosecution  of  your  application,  that  any 
feature  common  in  furnaces  for  other  purposes  is  not  patentable 
in  its  new  application  to  a  glass  furnace." 

The  Commissioner  in  his  report  says:  "As  shown  by  the 
claims  of  both  parties,  the  inventions  are  substantially  the  same, 
for  the  important  feature  is  manufacturing  glass  by  the  use  of 
anthracite  coal  as  a  fuel,  with  a  blast,  and  the  details  of  neither 
invention  are  absolutely  necessary  to  the  attainment  of  the  result 
desired.  The  invention  was  deemed  new  in  its  particular  appli-' 
cation  to  this  precise  manufacture,  and  therefore  patentable.  The 
specifications,  drawings,  and  models  were  sufliciendy  clear  to 
enable  the  Office  to  form  a  correct  opinion  of  the  invention,  and 
the  decision  implied  that  the  materials  and  mechanism,  as  set 
forth  by  both  parties,  were  adequate  to  the  result  claimed.  The 
Office  decided  that  the  invention  was  patentable  because  anthra- 
cite coal  and  a  blast  had  not  been  used  in  the  manufacture  of 
glass,  and  it  was  therefore  a  new  application  of  known  substances 
to  produce  a  particular  result,  and  that  result  was  useful;  the 
result,  from  the  testimony,  was  an  important  gain  to  the  public." 

Lord  Dudley's  case,  (Web.  Pat.  Cases,  p.  28,)  Neilson's  case, 
and  Crane's  case,  were  relied  on  by  the  Office.  To  the  same 
effect  the  counsel  for  Brookfield  and  White  rely  upon  the  follow- 
ing authorities:  Curtis  on  Patents,  p.  379;  Lund  on  Patents,  p.  6  ; 
Hill  V.  Thompson,  3  Mer.,  p.  622;  Boulton  v.  Bull,  2  Black.. 
p .  487  ;  2  March. ,  p.  211;  Eng.  Com.  Law  Rep. ,  vol.  4,  p.  Jj/  ; 
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Hindmarch  on  Patents,  pp.  76,  124;  Crane  v.  Price,  i  Web.,  p. 
393 ;  4  Manning  &  Grange,  p.  680. 

Lord  Dudley's  patent  was  at  a  very  early  period — 1622.  It  was 
for  a  discovery  for  making  iron  with  sea  or  pit  coal.  So  far  as 
appears  in  the  letters-patent,  the  invention  was  simply  the  substi- 
tution of  pit  coal  for  wood  or  charcoal.  This  was  the  general 
feature  of  the  invention.  The  means  are  not  stated,  the  common 
law  only  requiring  the  inventor  to  be  in  possession  of  such  means. 
The  enrollment  of  a  specification  has  since  been  declared  an 
essential  motive  in  granting  a  patent,  and  by  statutory  pro- 
vision, both  in  England  and  this  country,  must  form  a  part  of 
the  patent.  Our  statutes  provide  *'that  before  any  inventor 
shall  receive  a  patent  for  any  such  new  invention  or  discovery,  he 
shall  deliver  a  written  description  of  his  invention  or  discovery, 
and  of  the  manner  and  process  of  making,  constructing,  and  using 
the  same,  in  such  full,  clear,  and  exact  terms,  avoiding  unneces- 
sary prolixity,  as  (o  enable  any  person  skilled  in  the  art  or  science 
to  which  it  appertains,  or  with  which  it  is  most  nearly  connected, 
to  make,  construct,  compound,  and  use  the  same,"  &c. 

Neilson's  patent  was  for  the  improved  application  of  air  to  pro- 
duce heat  in  fires,  forges,  and  furnaces  where  bellows  or  other 
apparatus   is  required.     The  specification  states  distinctly  his 
claim  and  the  modes  by  which  his  object  was  to  be  attained. 
Objections  were  raised  that   his  invention  was  the  same  with 
many  others,  as  stated   in  the  case.      The  case  is  too  long  to 
make  even  an  extract  from.      I  will  therefore  state  the  notice 
of  it  to  be  found  in  Webster  :   He  says  :    "The  object  of  these 
two  inventions,  or   the  ends  to  be  attained  by  the  inventions, 
are  clearly  distinct.     That  air  had  been  applied  in  a  heated  as 
well  as  in  its  natural  atmospheric   state   to  different  kinds  of 
fires  and  furnaces,  under  certain  circumstances  and  conditions, 
before  the  date  of  Neilson*s  patent,  is  undeniable,  but  no  practical 
success  had  attended  the  application  ;  and  the  ends  proposed  and 
nature  of  the  inventions  are  quite  distinct  from  Neilson's.     The 
real  question  would  appear  to  be,  What  is  the  principle  of  the 
invention  as  disclosed  in  and  by  the  specification  ?     For  to  sup- 
pose that  the  doing  or  using  a  thing  with  one  object  will  deprive 
the  doing  or  using  the  same  thing  with  a  different  object  of  the 
character  of  invention,  is  unreasonable.      The  omission  of  one 
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of  several  processes,  or  a  change  in  the  order  of  a  series  of  pro- 
cesses, ir\ay  give  a  new  character  to  the  thing  produced,  notwith- 
standing aU  that  was  done  was  done  before." 

In  the  case  of  Crane  v.  Price  (sufrra)  several  of  the  cases  are 
reviewed  which  have  been  referred  to  on  this  occasion.  That  was 
the  case  of  a  patent  for  an  improvement  in  the  manufacture  of 
iron,  in  which  case  it  is  stated  that  "the  plaintiff  describes  the 
object  of  his  invention  to  be  the  application  of  anthracite  or  stone 
coal  combined  with  hot-air  blast  in  the  smelting  or  manufacture  of 
iron  from  iron  stone,  mine,  or  ore,  and  states  distinctly  and  une- 
quivocally at  the  end  of  his  specification  that  he  does  not  claim  the 
use  of  a  hot-air  blast  separately  as  of  his  invention,  when  unconi- 
bined  with  the  application  of  anthracite  or  stone  coal,  nor  does 
he  claim  the  application  of  anthracite  or  stone  coat  when  uncom- 
bined  with  the  using  of  a  hot-air  blast ;  but  what  he  claims  as 
his  invention  is,  the  application  of  anthracite  or  stone  coal  and 
culm  combined  with  the  using  of  a  hot-air  blast  in  the  smelting 
and  manufacture  of  iron  from  iron  stone,  mine,  or  ore  "  (p.  40S). 
As  to  the  result,  the  evidence  showed  that  the  yield  of  the  fur- 
nace was  more,  the  nature,  properties,  and  qualities  of  the  iron 
were  better,  and  the  expense  of  making  the  iron  was  less,  than 
under  the  former  process  by  means  of  the  combination  of  the 
hot-air  blast  with  the  bituminous  coat. 

At  page  411  the  judge  says:  "Upon  the  fourth  issue,  which 
raised  no  more  than  the  usual  inquiry  whether  the  nature  of  ihu 
invention  was  sufficiently  described  in  the  specifications,  the  usual 
evidence  was  given  that  persons  of  competent  skill  and  experi- 
ence could,  by  following  the  directions,  produce  the  manufacture 
described  with  success,  and  the  evidence  was  entirely  unopposed." 

It  appears  from  the  reasoning  of  the  court  upon  the  issue  raised 
by  the  fifth  plea,  that  the  allegation  in  the  plea  would  have  t)een 
fatal  to  the  plaintiff's  recovery  but  for  the  fact  of  the  hot-air  blast 
being  used  in  combination  with  anthracite  coal  for  the  first  timt.* 
for  the  purpose  stated  in  the  pleadings.  The  court  say:  "Un- 
doubtedly, if  the  second  patent  claims  as  a  part  of  the  invention 
described  in  it  that  which  had  been  the  subject-matter  of  a  patent 
still  in  force,  it  would  be  void  on  the  double  ground  that  it  claiined 
that  which  was  not  new,  (which,  indeed,  would  equally  be  tht 
case  if  the  former  ]>atenl  had  expired,)  and  also  that  it  would  be  an 
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j^ement"  (p.  412).  The  principles  in  the  case  of  The  King 
leeler,  (2  B.  &  Aid.,  349,)  referred  to  as  authority  in  the 
oing  case,  will  be  found  to  support  the  view  I  have  expressed 
:he  proper  understanding  of  that  case.  It  was  a  patent  for  a 
r  improved  method  of  drying  and  preparing  malt.  The  judge 
first  part  of  the  case  assumes,  for  the  sake  of  argument,  that 
ivelty  and  utiUty  of  the  invention  might  have  been  estab- 
by  proof  He  gives  what  he  considers  the  meaning  of 
actures  within  the  terms  ofthe  statute  (21  Jac,  i  C.,3.)  First, 
machines  or  engines,  &c..  he  says :  "  Or  it  may,  perhaps, 
1  also  to  a  new  process  to  be  carried  on  by  known  imple- 
or  elements  acting  upon  known  substances,  and  ultimately 
cing  some  other  known  effect,  but  producing  it  in  a  cheaper 
re  expeditious  manner,  or  of  a  better  or  more  useful  kind." 
plying  his  general  principles,  he  says  :  "  This  is  a  patent  for 
ivention  of  a  method,  that  is,  of  an  engine,  instrument,  or 
I,  to  be  used  for  the  accomplishment  of  some  purpose,  or  at 
of  a  process  to  be  so  used.  The  patentee  does  not  profess 
the  inventor  of  any  engine,  instrument,  or  organ.  He  says 
.  coffee  roaster  or  a  kiln,  or  anything  by  which  the  grains 
>e  kept  in  motion  during  their  exposure  to  a  requisite  degree 
at,  may  be  used."  The  judge  proceeds  to  state  the  rule 
he  particular  means,  manner,  or  method  by  which  the  ob- 
as  to  he  effected  ought  to  be  clearly  and  fully  stated,  so  that 
me  skilled  in  the  art  might,  without  the  necessity  of  exper- 
ing,  be  enabled  to  accomplish  the  same  end  by  the  same 

(long  other  things  which  he  ought  to  have  stated  in  his 
fication,  he  says  :  "  He  does  not  say  what  heat  beyond  four 
red  degrees  of  Fahrenheit  may  be  used — a  specification 
leasts  upon  the  public  the  expense  and  labor  of  experiment, 
hat  is  undoubtedly  bad." 

the  case  of  Crane  (Web.  Pat.  Cases,  p.  409)  is  to  be  found 
to  the  effect  that  "there  are  numerous  instances  of  patents 
1  have  been  granted  where  the  invention  consisted  in  no  more 
the  use  of  things  already  known,  producing  effects  already 
■n,  but  producing  those  effects  so  as  to  be  more  economically 
neficially  enjoyed  by  the  public."  At  page  410  of  this  case 
Lidge  says  :   "The  only  question,  therefore,  that  ought  to  be 
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considered  on  the  evidence  is,  was  the  iron  produced  by  the 
combination  of  the  hot-air  blast  and  the  anthracite  a  better  or  a 
cheaper  article  than  was  before  produced  from  the  combinatiun  uf 
the  hot-air  blast  and  the  bituminous  coal,  and  was  the  combination 
described  In  the  specification  new  as  to  the  public  use  thereof  in 
England."  Our  statute  requires  that  ii  should  be  new  and  original 
with  the  inventor.  So  in  the  same  case  as  quoted  in  Curtis,  p.  S: 
"  The  Court  of  Common  Pleas  said:  '  We  are  of  opinion  thatifthe 
result  produced  by  such  a  combination  be  either  a  new  article  or 
a  better  article  or  a  cheaper  article  to  the  public  than  that  pro- 
duced before  by  the  old  method,  that  such  a  combination  is  on 
invention  or  manufacture  intended  by  the  statute,  and  may  well 
become  the  subject  of  a  patent'  "  I  have  before  said  that  the 
proper  understanding  of  the  decision  in  this  case  must  be  by 
confining  it  to  the  case  itself  I  deem  it  unnecessary  to  Uke 
particular  notice  of  the  other  cases  cited  by  the  counsel  for  the 
appellees  to  this  point. 

These  authorities  have  been  referred  to  on  the  question  involved 
in  the  reasons  of  appeal,  Nos,  14,  15,  16,  17,  and  2t,  and  by 
which  it  becomes  my  duty  to  decide  the  very  difficult  question, 
what  is  or  is  not  an  analogous  use,  or,  as  it  is  called,  a  double  use. 
It  will  be  observed  that  the  principal  matters  of  difference  between 
the  English  and  the  American  cases  on  the  subject  of  novelty 
and  invention  relate  to  the  kind  and  degree  of  evidence  by  which 
it  may  be  shown.  The  English  cases  are  supposed  to  go  to  the 
extent  of  deciding  that  the  result  alone,  when  the  effects  produced 
are  shown  to  be  more  economical,  useful,  and  beneficial  to  the 
public  in  the  manufacture  of  a  better  article,  is  of  itself  a  conclu- 
sive test  of  invention  and  novelty.  On  the  other  hand,  the  Ameri- 
can authorities  show  that  the  result  alone  will  not  be  sufficient  for 
that  purpose,  but  that  it  must  also  appear  by  some  other  evidence 
that  the  effect  was  produced  by  some  new  process,  device,  con- 
trivance, mode,  or  manner  or  means,  or  by  sonte  new  machinery ; 
also  that  a  patent  can  in  no  case  be  granted  for  an  effect  only. 
When,  however,  the  applicant  shows  such  a  result,  slight  evidence 
only  of  the  existence  of  the  novelty  and  invention  will  be  required- 
All,  however,  agree  that  as  a  previous  condition  to  the  grant- 
ing or  issuing  of  every  patent  the  applicant  must  set  forth  in  his 
specification  a  true,  full,  and  clear  account  and  description  of  his 


1853] 


Yearsley  v.  Brookfield  et  al. 


205 


I 

I 


"•■!;''• 


I- 1 


Opinion  of  the  court. 


invention,  showing  the  contrivance,  mode,  method,  manner,  or 
means  by  which  the  result  is  to  be  produced;  that  in  that  specifi- 
cation he  should  state  what  his  invention  is,  what  he  claims  to  be 
new  and  useful,  and  what  he  admits  to  be  old.  By  the  sixth 
section  of  our  statute  of  1836,  also,  it  is  provided  that  before  any 
inventor  shall  receive  a  patent  for  any  new  invention  he  shall 
deliver  a  written  description  of  his  invention  or  discovery,  and  of 
the  manner  and  process  of  making,  constructing,  using,  and 
comp>ounding  the  same,  in  such  full,  clear,  and  exact  terms, 
avoiding  unnecessary  prolixity,  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use  the 
same ;  and  in  case  of  any  machine  he  shall  fully  explain  the  prin- 
ciple and  the  several  modes  in  which  he  has  contemplated  the 
application  of  that  principle  or  character  by  which  it  may  be 
distinguished  from  other  inventions,  and  it  shall  particularly 
specify  and  point  out  the  part,  improvement,  or  combination 
which  he  claims  as  his  own  invention  or  discovery. 

And  now  to  apply  the  law  to  the  facts  of  this  case.  Is  there 
a  new  and  important  mode  of  manufetcturing  glass  by  the  use 
of  anthracite  coal  as  a  fuel  invented  by  the  applicants.  Brook- 
field  and  White,  duly  set  forth  in  their  specifications?  They 
say  "  it  is  well  known  that  anthracite  coal  has  heretofore  £aiiled 
to  produce  suitable  heat  on  account  of  the  small  amount  of  flame 
produced  thereby,  thus  not  enabling  the  heat  to  be  readily  con- 
veyed to  the  pots.  The  objection  is  obviated  in  our  improved 
mode  by  the  application  of  the  blast,  properly  regulated,  through 
the  aforesaid  pipe  9,  whence  it  passes  up  through  the  grates  c  q 
through  the  burning  coal  into  the  orchard  chamber  A,  and  sur- 
rounds the  pots,  when  it  escapes  through  the  working  holes  a  a 
or  by  chimneys.  By  this  means  the  great  amount  of  heat  engen- 
dered by  the  burning  coal  is  quickly  conveyed  to  the  melting 
pots  as  desired.  We  are  aware  that  anthracite  coal  has  been  used 
with  a  blast  in  other  processes  of  the  arts ;  but  the  application 
and  objects  attained  in  our  improved  mode  of  manufacturing 
glass  being  peculiar,  we  claim  our  invention  to  be  new  and  useful. " 
In  the  argum'ent  on  the  part  of  Brookfield  and  White,  it  is  said  : 
* '  The  blast  has  been  before  applied  to  other  furnaces  when  a 
diflfused  heat  was  not  necessary,  but  when,  on  the  contrar>',  the 
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greatest  possible  heat  in  a  confined  space,  as  for  welding,  smelt- 
ing, &c..  was  the  object.  The  invention  is  the  combination  of 
the  blast  to  an  ordinary  glass  furnace." 

If  this  peculiar  mode  were  clearly  and  sufficiently  stated  in 
the  specification,  i'.  c,  properly  regulating  the  blast  in  an  ordlnan' 
glass  furnace  so  as  to  produce  by  the  use  of  anthracite  coal  .i 
sufhciently  increased  amount  of  flame  and  a  suitably  diffused 
instead  of  the  confined  concentrated  heat,  I  should  certainly 
think  the  improvement  would  unquestionably  be  new  and  more 
than  an  analogous  use,  and,  of  course,  patentable,  in  view  of  the 
fact  that  it  is  clearly  shown  by  the  evidence  in  this  case  that  an 
important  result  is  obtained  in  the  manufacture  of  glass  of  equal, 
if  not  superior,  quality  to  that  where  wood  is  used  as  a  fuel,  and 
with  a  great  saving  of  expense,  and  therefore  greatly  to  the  public 
benefit.  But  I  feel  obliged  to  say  that  I  do  not  think  the  speci- 
fication in  this  case  amounts  to  such  a  statement,  and  that  it  i^ 
entirely  too  vague  on  that  subject  to  warrant  the  issuing  of  a 
patent  for  the  application  of  the  blast  to  the  ordinary  glass  furnace, 
by  which  anthracite  coal  may  be  used  as  a  fuel  in  the  manufacture 
of  glass.  It  is  true  it  is  stated  that  the  strength  of  the  blast  is 
regulated  by  the  sliding  valves  A  h  or  their  equivalents  ;  still  there 
is  nothing  particular  to  show  any  new  mode  of  using  the  blast  for 
the  diffusion  of  the  proper  degree  of  heat.  Suppose,  however, 
this  to  be  the  case,  it  is  not  perceived  how  the  appellant  can 
derive  to  himself  any  material  benefit.  It  still  remains  necessar}' 
that  he  should  appear  to  be  the  original  and  first  inventor  of  a 
new  and  useful  improvement  in  the  art  of  manufacturing  glass  by 
the  use  of  flame  from  an  anthracite  coal  fire,  as  claimed  by  him  in 
his  .specification.  The  reasons  of  appeal  embracing  this  part  oi 
the  .subject  will  next  be  considered. 

It  is  apparent  from  the  specification  of  the  parties  that  the 
main  principle  of  the  improvement  contended  for  by  each  of  the 
parties  is  the  manufacture  of  glass  by  the  agency  of  anthracite 
coal  with  a  blast,  instead  of  other  kinds  of  coal  more  expensive, 
to  effect  which,  they  have  adopted  combinations  of  elements,  a.-* 
I  have  stated,  in  some  respects  different,  but  in  the  great  essential 
principle  they  are  the  same,  and  that  must  be  the  test  by  which 
the  interference  is  determined.  To  which  effect,  see  Treadwell  elal. 
r.  Bladen,  4  Wash.,  706,  in  which  case  it  is  said  :   "It  seems  tome 
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guide  to  accuracy  in  making  the  distinction  is, 
It  is  the  result  to  be  obtained  by  the  dis- 
;  and  whatever  is  essential  to  that  object,  independent  of  the 
jrm  and  proportions  of  the  thing;  used  for  the  purpose, 
nerally,  if  not  universally,  be  considered  as  the  principle  of 
ention."  In  Curtis,  266,  it  is  said:  "It  is  in  relation  to 
jstion  of  substantial  identity  that  the  doctrine  of  mechan- 
uivalents  becomes  practically  applicable.  This  doctrine 
s  upon  the  truth  that  the  identity  of  purpose,  and  not  of 
■  name,  is  the  true  criterion  in  judging  of  the  similarity  or 
larity  of  two  pieces  of  mechanism."  At  27oalso;  "Where 
:ject-matter  of  the  patent  is  a  manufacture,  the  same  test 
itantial  identity  is  to  be  applied.  *  *  *  The  question 
whether  in  reality  and  in  substance  the  defendant  has 
himself  of  the  invention  of  the  patentee  in  order  to  make 
trie  or  article  which  he  has  made."  And  to  the  same 
ilso,  in  Curtis,  273:  "Whenever  the  real  subject  covered 
patent  is  the  application  of  a  principle  in  arts  or  manufac- 
le  question  on  an  infringement  will  be  as  to  the  substantial 
(■  of  the  principle  and  of  the  application  of  the  principle." 
elieved  that  these  authorities  support  the  position  as  laid 
ly  me. 

evidence  on  the  part  of  Brooktield  and  White  shows  that 
,ve  succeeded  in  manufacturing  glass  by  producing  a  good 
equal,  if  not  superior,  to  that  from  the  use  of  wood,  by  the 
mthracite  coal  with  a  blast,  with  a  much  greater  saving  of 
e  and  resulting  beneficially  to  the  public,  as  they  have 
n  their  specification,  proving  also,  I  think,  that  their  inven- 
ts prior  to  that  of  Yearsley's.  Upon  which  grounds,  I 
and  so  decide,  that  the  said  Yearsley  was  not  the  original 
St  inventor  of  said  improvement  mentioned  in  his  said 
:ation,  and  therefore  that  he  is  not  entitled  to  a  patent  as 
for  in  his  petition  to  the  Commissioner  of  Patents. 
fourteenth  and  fifteenth  reasons  of  appeal  make  it  neces- 
at  I  should  consider  the  claim  of  Jacob  Faatz  as  an  original 
)r  of  the  improvement  mentioned  in  the  specification  of 
ield  and  White.  The  Commissioner  states  that  in  the 
m  before  the  Office  Faatz  could  only  be  known  as  a  wit- 
K)n  the  question  of  priority  between  Yearsley  and  Brook- 
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field.  This  is  certainly  correct  in  one  sense,  but  I  suppose  it 
ou)fht  to  form  a  material  subject  of  consideration  in  deciding  on 
BroolcBeld  and  White's  application  for  a  patent.  In  Curtis  on  Pat- 
ents, page  loi,  the  law  is  thus  stated  :  "  It  is  necessarj'.  therefore, 
in  all  cases  that  the  subject-matter  should  be  claimed  as  the  sole 
invention  of  one  party  if  such  is  the  fact,  or  as  the  joint  invention 
oftwo  or  more  parties  if  it  was  invented  by  more  than  one."  And 
so  I  understand  the  act  of  Congress  to  be.  The  Commissioner 
says:  "And  the  testimony  does  not  show  that  he  (Faatz)  had 
formed  any  opinion  on  the  subject  of  the  invention  before  White." 
And  inanother  part  of  the  report  he  says  "that  White  had  formed 
the  opinion  in  the  year  1834."  As  to  the  subject  which  lam 
now  considering,  that  cannot  be  deemed  very  important,  as  like 
imperfect  and  impracticable  opinions  were  formed  long  before, 
in  the  year  1816,  by  a  glass  company  in  Baltimore,  and  several 
others,  as  appears  from  the  testimony  in  this  case. 

From  the  most  careful  examination  of  the  testimony,  it  appeara 
to  me  that  the  earliest  period  at  which  any  regularly  practicable 
opinions  or  principles  were  ^arrived  at  was  when  White  and 
Faatz  contributed  an  equal  part,  and  that  it  was  not  until  after 
that  time  that  the  drafts  alluded  to  in  the  testimony  were  made, 
in  accordance  with  which  joint  understanding  the  furnace  was 
erected  at  Hornsdale.  I  shall  state  parts  of  the  testimony  relating 
to  this  point  as  the  grounds  of  my  opinion.  I  shall  only  state 
the  material  parts  of  the  depositions,  from  which  I  shall  extract 
them,  and  refer  to  the  pages  of  the  book  in  which  the  whole  may 
be  seen  and  read.  Record  of  Evidence,  page  log,  shows  the 
account  which  Faatz  himself  gives  of  it.  This  would  not  be  com- 
petent evidence  in  an  application  for  a  patent  by  Faatz  for  him  in 
support  of  his  right  ;  but  under  the  circumsUinces  of  its  being 
taken  and  forming  part  of  the  evidence  in  that  record,  although 
an  objection  to  the  credit  may  be  valid,  if  he  is  sufficiently  cor- 
roborated, I  can  see  no  reason  why  it  may  not  be  used  for  the 
present  purpose.  He  states  in  substance  that  he  had  formed 
the  idea  previously  to  the  year  1846  that  he  could  make  good 
glass  profitably  by  using  anthracite  coal  for  fuel,  with  the  aid  of  a 
blast,  and  that  the  plan  of  the  first  melting  furnace  which  he  built 
in  the  glass  fectory  now  in  the  possession  of  James  M.  Brookfield 
was  devised  and  adopted  by  him  so  as  to  enable  him  to  melt  glass 
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I  by  the  use  of  anthracite  coal  as  a  fuel,  with  the  aid  of  a 

This  answer  was  made  to  an  interrogatory  of  Yearsley's 
■1.  The  witness  then  states  and  describes  particularly  how 
iO  adapted.  He  proceeds  to  state  unfortunate  circumstances, 
so  reduced  him  to  poverty  that  he  was  unable  to  proceed 
lis  plan.  This,  I  think,  will  be  found  to  be  the  earliest 
:o  bring  the  idea,  which  afterwards  in  a  more  complete  form 
ded  sowell,  into  practice.  (Quotations  from  the  testimony 
litted.J 

tz  may  be  charged  with  laches  because  he  has  not  prosecuted 
in ;  but  the  loss  of  means  brought  on  him  by  the  misfortunes 

it  is  stated  in  the  evidence  he  sustained,  and  the  reason 
1  to  believe,  from  the  assurance  of  Mr.  White,  that  when  he 
.  in  the  business  he  should  be  a  joint  sharer,  I  think  a  suffi- 
xcuse  and  save  his  rights.     My  conclusion  from  the  evidence 

he  must  be  considered  as  a  joint  inventor  with  Mr.  While, 
lat  the  Commissioner,  in  acting  upon  his  (White's)  applica- 
nust  be  governed  by  the  rule  of  law  which  I  have  before 

on  this  brar^ch  of  the  subject.  And  for  the  reasons  before 
,  I  am  of  opinron,  and  I  do  so  decide,  that  neither  of  the  said 
s — Pascal  Yearsley  nor  the  said  Brookfield  and  White — are 
^  to  the  patents  for  said  invention  as  prayed  by  them.* 

1  S.  McCuUche  and  James  Wm.  McCnIsche,  for  appellant. 


E  patent  whs  imbspcjiientlj  ir 
ignteof  F««tz  anii  White,  in 
WHS  joint  inventor  witli  Wliili 
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New    England    Screw   Company,    Assignee    of    Cum-en 
Whipple,  Appellant, 


Thomas  J-  Sloan,  Appellee.    Interference. 

TlHTIUONV — BEST    IVllXVCE UACHISIS    TRBH8ILVEB PAROL    EVIUBNCE. — rpoi 

HI)  issue  of  priority  of  invriition  iq  Kn  interference  proceeiling.  it  \f  nnl 
true  thnt  the  mnclilDoe  themselves  are  the  best  evidence,  nnd  must  be  pm. 
linced  or  their  absence  satisfnctorily  accounted  for  before  parol  lestlmonv 
ran  be  admitted  to  prove  their  character  and  conslrnclion,  and  that  nthrr- 
wiae  the  parol  teatiniony  in  inadmisBible, 

DeliIV  in  KiLlNn  ARciiiHENTH. — An  argument  not  Rled  within  the  time  liniilrd. 
and  for  thai  reason  objetlpd  to,  may  be  received  if  a  reasonable  excuse  i? 
offered  in  explanation  of  the  delay. 

Hearsay  rvidrncb. — Testitnony  to  the  effect  that  the  witness  had  been  in- 
formed that  a  machine  had  lieen  made  and  used  at  some  former  time,  if 
rot  evidence. 

Kv[DEiiCK — wiTNESSKS  NOT  CALLED. — The  fact  that  an  inventor  has  not  pro- 
duced as  witnesses  in  his  behalf  the  workmen  in  the  same  shop,  who  miglil 
be  supposed  to  be  most  familiar  with  his  invention,  does  not  raise  a  prr- 
sumption  against  him  in  a  ca?c  where  by  publicity  he  might  hare  depri veil 
.   himself  of  the  benefit  of  his  invention. 

witness  should  qualify  as  nn  expert  to  testify  to  the  fact  and  dale  of  an 
invention,  if  his  knowledge  and  memory  are  sufficient  to  enable  liim  lt> 
truly  relate  the  facta  on  the  subject  which  he  had  heard  and  4G«n, 


POINTS. — The  presumption  is  that  a  witness  u 
until   the  contrary  is   shown.     Contradiction 
immaterial  points,  not  proceeding  from  corrupt  mollres, 
destroy  his  testimony. 

Sh— Sm— TEST  [HON  Y  0HOS91.Y  tupRoBABtE.— The  rule  of  law  i 
witness  stands  wholly  nninipencheil  by  e 
ought  to  be  given  to  his  tesliniony,  unless  it  is  so  grossly  improbable  «> 
to  show  that  he  is  not  to  be  trusted. 

Philosophccal  spbchlation— redvctiok  to  practice. —Where  the  invention  i* 
not  of  a  mere  philasophical  speculation,  abstraction,  or  theory,  butnf  noDie- 
thing  corporeal,  something  to  be  manufactured,  the  applicant  need  not 
show  that  he  has  reduced  his  invention  to  practice  otherwise  than  bv 
filing  his  specification  and  furnishing  drawings  and  a  model,  as  Te(|uire<J 
by  the  statute,  where  the  nature  of  the  case  admits  of  drawings  or  ol  » 
representation  by  model. 

(Defore  Mossull,  J.,  District  of  Uolumbia,  .\pril,  1853.) 
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en  Whipple,  after  giving  a  description  in  his  specification 
construction  and  operation  of  his  improvement,  and  refer- 
I  the  drawings  as  making  a  part  of  the  speciRcation,  says  : 
t  I  claim  as  my  invention,  and  desire  to  secure  by  letters- 
,  is  the  mode  of  pointing  the  blank  in  the  threading  machine 
^arate  tool  or  cutter,  thereby  pointing  the  blank  and  cut- 
le  thread  with  separate  tools  or  cutters,  and  finishing  a 
i  screw  from  the  blank  at  one  operation,  substantially  as 
)ed."  This  application  bears  date  the  20th  of  April,  1852. 
mas  J.  Sloan,  in  his  specification,  which  describes  his  inven- 
lly,  says:  "What  I  do  claim  as  my  invention  is  combining 
>rganized  machine  a  cutter  and  its  appendages,  operated 
ntially  as  specified,  for  forming  the  point  on  screw-blanks, 
;:ified,  with  the  chaser  or  cuner,  which  cuts  the  thread  over 
ink  and  pointed  part  thereof  down  to  the  point,  substan- 
is  specified."  This  application  appears  to  bear  date  on  the 
ay  of  December,  1851  (afterwards  patent  No,  9688,  April 
■853)- 

m  the  descriptions  and  claims  the  specifications  appear  to 
stantialiy  for  the  same  invention. 

notice  being  given  of  the  interference,  the  respective  parties, 
the  rules  of  the  Patent  Office,  had  the  depositions  of  their 
ses  duly  taken  and  sent  to  the  Commissioner  of  Patents, 
ippointed  the  17th  day  of  June,  1852,  for  the  ti"ial  of  the 
wtween  the  said  parties ;  and  upon  the  hearing  thereof,  and 
isideration  of  the  testimony  adduced,  priority  of  invention 
ecided  in  favor  of  Thomas  J.  Sloan;  from  which  decision 
ullen  Whipple  appealed,  and  filed  his  reasons  of  appeal— 
ST.  Because  it  appears  from  the  testimony  of  Sloan's  own 
5  that  he  never  succeeded  in  making  a  practically  useful 
ne,  with  a  pointing  and  chasing  or  threading  cutter  com- 

OND.  Because  it  is  not  in  proof  that  he  ever  succeeded  in 
ng  a  pointing  cutter,  so  as  even  to  point  a  single  screw- 
;  or,  in  other  words,  he  never  succeeded  in  producing  a 
ne  which  combined  the  functions  of  pointing  and  chasing 
eading  the  blank. 
iRD.  Because  the  testimony  was  too  vague  and  indefinite 
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and  contradictory  to  be  received'  as  evidence  to  prove  said  (acts, 
while  experts,  who  had  a  knowledge  of  the  facts,  might  and  ought 
to  have  been  called  upon  to  testify. 

Fourth.  That  as  to  the  character  and  construction  of  the 
machines,  the  machines  themselves  are  the  best  evidence,  and 
ought  to  have  been  produced,  or  their  absence  satisfactorily 
accounted  for.  and  that  the  parol  evidence  was  inadmissible. 

I  do  not  think  this  principle  correct  on  the  issue  then  trj'ing 
between  the  parties. 

Fifth.  Because  there  is  no  legal  evidence  sufficient  to  prove 
that  Sloan  ever  made  the  invention — the  subject-matter  in  dispute. 

Sixth.  Because  the  fact  that  Sloan  patented,  at  various  times 
between  the  years  1846  and  1853,  the  several  improvements  in 
screw  machinery  which  he  had  so  far  perfected  as  to  deem  wor- 
thy of  a  patent,  proves  that  he  deemed  the  attempt  to  combine 
the  pointer  and  chaser  an  abortion  until  after  Whipple  demon- 
strated its  practicability. 

Seventh.  Because  it  is  proven  that  Whipple  made  the  said 
invention  in  April,  1849;  and  as  soon  thereafter  as  time  and 
opportunity  would  permit,  viz.,  in  December,  1851,  he  completed 
a  machine  embodying  said  invention,  which  worked  successfully 
and  satisfactorily  in  the  opinion  of  the  most  competent  experts, 
and  has  continued  so  to  work,  as  those  experts  testify. 

Eighth.  Because,  although  it  is  fully  in  proof  that  in  Decem- 
ber, 1851,  Whipple  had  applied  his  invention  and  reduced  it  to 
practice,  and  put  it  in  full  operation,  no  machine  has  been  pro- 
duced on  the  part  of  Sloan  of  a  date  prior  to  December,  1851. 
effecting  the  same  or  similar  result,  nor  has  the  deficiency  been 
supplied  by  any  oral  proof  that  such  ever  did  exist. 

The  report  briefly  states  the  substance  of  the  evidence  on  the 
part  of  Sloan  and  Whipple.  That  which  is  stated  in  the  depo- 
sition of  Leggett,  on  the  part  of  Sloan,  seems  to  be  principally 
relied  on  by  the  Commissioner  as  the  proof  to  sustain  his  decision 
in  favor  of  Sloan  as  the  first  inventor,  fixing  his  invention  in  the 
year  1846,  whilst  that  of  Whipple  is  not  shown  by  his  proo&  to 
be  earlier  than  the  year  1849  (July).  In  his  answer  to  the  rea- 
sons of  appeal  the  Commissioner  says  :  ' '  The  law  does  not  regard 
him  as  the  inventor  who  first  constructs  a  machine  and  puts  it 
into  successful  operation,  but  awards  the  invention  to  him  who 
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reasonably  sets  forth  or  exhibits  his  invention,  even  though  it  be 
not  so  shown  or  constructed  as  to  be  in  operation.*' 

With  respect  to  the  evidence,  he  says  that  it  does  not  show  that 
Sloan  did  not  put  the  invention  into  successful  operation.  On  the 
contrary,  it  shows  that  he  reduced  the  invention  to  practice  in 
1847,  and  at  that  time  had  in  operation  about  thirteen  machines, 
which  were  continued  in  use  for  about  three  months,  &c.  The 
objection  on  the  part  of  Whipple  that  the  invention  did  not  belong 
to  Sloan  because  he  did  not  produce  some  other  and  stronger 
evidence  than  that  which  has  been  placed  before  the  Office,  was 
not  sufficient,  because  various  circumstances  may  have  operated 
against  his  doing  soj  which  ought  not  to  be  assumed  as  reasons 
against  his  claim.  It  is  in  proof  that  his  pecuniary  condition  was 
one  of  embarrassment,  which  is  a  very  good  reason  why  he  did 
not  continue  his  machines  in  operation.  Then  the  machines, 
though  successful,  had  certain  difficulties  in  the  way  of  feeding 
when  both  cutters  were  used ;  they  also  needed  changes  in  the 
feeding  part,  &c. 

The  Commissioner  further  says,  with  respect  to  Sloan's  not 
applying  for  and  obtaining  a  patent  upon  this  invention  as  early 
as  1846  or  1847,  when  he  was  obtaining  patents  upon  other  im- 
provements in  machines  for  making  screws,  that  this  should  not  be 
urged  against  him.  Many  reasons  might  have  operated,  such  as 
p>ecuniary  embarrassment,  &c.  The  liberal  construction  applied 
to  Whipple's  circumstances  by  his  counsel  in  his  seventh  reason  of 
appeal,  if  extended  to  Sloan's  circumstances,  will  greatly  lessen 
the  force  of  the  arguments  made  against  Sloan.  In  that  seventh 
reason  it  is  admitted  that  Whipple  let  his  invention  sleep  from 
1849  to  1 85 1.  Why  should  not  Whipple,  then,  be  obliged  to 
show  stronger  testimony  in  his  behalf  on  this  point  as  well  as 
Sloan  ? 

According  to  notice  previously  given  of  the  time  and  place  of 
hearing  before  me,  the  parties  by  their  counsel  appeared,  and  an 
examiner  from  the  Patent  Office,  who  laid  before  me  all  the  orig- 
inal papers  and  evidence  in  the  case,  together  with  the  grounds 
of  the  Commissioner's  decision,  set  forth  in  writing,  touching  the 
points  involved  by  the  reasons  of  appeal. 

The  said  parties  were  allowed  to  file  their  arguments  in  writing, 
according  to  the  established  rules.     The  argument  for  the  ap- 
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pellee  was  not  filed  within  the  time  limited,  and  was  for  that 
reason  objected  to.  But  upon  being  satisfied  of  the  reasonable- 
ness of  the  excuse  for  failing  to  do  so,  the  objection  is  overruled 
and  the  ai^ument  received. 

As  before  stated,  the  two  inventions  for  which  patents  are 
claimed  are  the  same  substantially,  and  it  is  admitted  that  both 
are  patentable  inventions.  The  question  to  be  decided  is  that  of 
priority  of  invention,  and  that  will  depend  upon  the  evidence. 

Cullen  Whipple's  witnesses  prove  that  about  July,  1849,  the 
invention  alluded  to  in  his  specification  was  described  to  Thomas 
P.  Hunt  and  to  Mr.  Packard  in  March  or  April,  1849.  It  was 
shown  upon  a  slate,  and  the  machine  itself  was  erected  and  pet- 
fected  in  December,  1851.  The  question  is  whether  he  or  Thomas 
J,  Sloan  is  the  first  inventor,  as  above  mentioned. 

[A  resumfi  of  the  testimony  follows.] 

What  effect,  then,  ought  to  be  given  to  the  aforegoing  testi- 
mony ?  If  Leggett  is  worthy  of  credit,  it  will  be  difficult  to  resist 
the  conclusion  that  Sloan  was  the  first  inventor  of  the  improvement 
which  is  the  subject  of  controversy.  He  proves  that  in  the  year 
1846  he  had  a  knowledge  thereof,  derived  from  Sloan,  which  he 
states  very  clearly  and  distinctly  as  follows  :  He  invented  a 
machine  for  pointing  and  threading  wood-screws,  which  he 
describes  to  be  "a  combination  of  the  two  functions  of  pointing 
and  threading  with  the  same  machine."  The  blank  was  reduced 
to  a  point  and  the  thread  cut  by  seperate  cutters.  The  model 
marked  Exhibit  "A,"  shown  to  him,  represents  the  said  inven- 
tion ;  and  this  was  in  the  month  of  June  or  July,  1847.  The 
machines  worked  successfully.  , 

The  weight  of  this  testimony  is  supposed  to  be  destroyed,  first, 
because  the  witness  himself  declares  that  he  had  but  little  acquaint- 
ance with  machinery,  and  that  he  could  not  go  into  technicalities. 
&c. ;  but  he  also  says  that  at  the  time  he  received  the  communica- 
tion from  Sloan  he  had,  then,  three  or  four  years'  acquaintance 
with  machinery.  I  suppose  counsel  means  that  the  witness  had 
acquired  this  information  after  he  first  went  to  hve  with  Sloan, 
which  was  in  the  year  1843;  and  further,  that  as  there  were  a 
number  of  workmen  in  the  shop  of  Sloan  at  this  time  who  were 
acquainted  with  machinery,  and  none  of  whom  were  called  as 
r  any  reason  for  not  doing  it  furnished,  the  law  would 
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raise  an  unfavorable  presumption  against  him.  If  this  had  hap- 
pened in  an  ordinary  case  the  argument,  perhaps,  might  have 
been  more  correct;  but  this  is  a' case  where,  by  publicity,  the 
party  might  have  deprived  himself  of  the  benefit  he  was  seeking 
as  the  first  inventor ;  and  though  the  witness  was  no  expert,  his 
knowledge  and  memory  might  be  sufficient  to  enable  him  truly  to 
relate  the  facts  on  the  subject  which  he  had  heard  and  seen. 

Next,  as  to  the  contradictions  and  inconsistencies  in  the  testi- 
mony, there  are  such  apparently,  it  is  true,  but  it  does  not  appear 
that  they  proceeded  from  corrupt  motives.  The  presumption  is 
that  a  witness  on  oath  testifies  honestly,  until  the  contrary  is 
shown.  These  circumstances  may  lessen,  but  not  entirely  destroy, 
his  testimony — the  rule  of  law  being  that  where  a  witness  stands 
wholly  unimpeached  by  any  extrinsic  circumstances,  credit  ought 
to  be  given  to  his  testimony,  unless  it  be  so  grossly  improbable 
as  to  show  that  he  is  not  to  be  trusted.  His  testimony,  too,  is 
corroborated  in  several  material  parts  from  other  sources.  As  to 
the  fact  of  Sloan  being  an  inventor  of  the  improvement,  it  appears 
from  his  specification  filed  in  1851 ;  and  as  to  the  principles  being 
practicable,  this  is  clear  from  successful  experiments  which  have 
been  made  with  machines  subsequently  used,  embodying  in  sub- 
stance the  same  principle.  The  witness  Parfitt  also  corroborates 
him  in  several  material  parts. 

As  to  the  last  ground  of  argument  on  the  subject  of  reducing 
the  principle  of  the  invention  to  a  practical  or  useful  result,  I 
think  the  rule  as  laid  down  by  Judge  Cranch  may  be  considered 
as  correct:  "That  where  the  invention  is  not  of  a  mere  philo- 
sophical speculation,  abstraction,  or  theory,  but  of  something 
corporeal — something  to  be  manufactured — the  applicant  need 
not  show  that  he  has  reduced  his  invention  to  practice  otherwise 
than  by  filing  his  specification  and  furnishing  drawings  and  a 
model,  as  required  by  the  statute,  where  the  nature  of  the  case 
admits  of  drawings  or  of  a  representation  by  model.  '*    ( Ante,) 

In  this  case  Sloan  appears  to  have  been  making  efforts  to  per- 
fect his  machine,  and  as  yet  I  do  not  think  he  can  be  said  to  have 
forfeited  his  right  by  laches. 

I  think,  therefore,  and  do  so  decide,  that  Cullen  Whipple  is  not 
the   original  first  inventor  of  the  said  improvement,   but  that 
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Thomas  J.  Sloan  is,  and  that  the  decision  of  the  Commissioner 
of  Patents  ought  to  be,  and  is  hereby,  approved. 


Watson  (fr"  RewwUk,  for  the  appellant. 
Chas.  M.  Keller,  for  the  appellee. 


William  Cressler,  Appellant, 


Daniel  Clster,  Appellee.     Interference. 

PBTKNcy  or  WITNK88 — [NTRBESt  IN  THE  SUIT. — Wlieu  11  questioii  Lg  rajidl 
B8  to  tlie  cotnpetenuy  of  a  witness  on  tbe  grouail  of  intereat,  the  usual 
test  is  to  consider  whether  the  wiine»s  will  be  effected  by  tbe  cTcnl  of  the 
suit;  that  is,  whether  he  hus  an  interCRt,  legal  or  eijuitable,  (if  real.) 
which  will  be  secured  or  continued  tu  him  la  the  event  of  success,  or  lo<l 
in  tlie  event  of  the  defeat,  of  Ibe  piirij-  in  Hliose  favor  he  is  called  »s  a 
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licensee  has  an  intere^tt  in  the  issuance  of  a  patent  to  his  assignor  or 
licensor  a«  again:)!  a  rival  claimant. 
Ihpltid  LtCKNSK  sitKrioiiNT  TO  EXCLUDE  wiTNiss. — Whcre  »  person  look  in 
aisigntnent  under  an  impression  that  a  certain  improvenient  upon  Ihc 
urigiual  iiiveutiun  waii  iucluilcd  in  the  patent,  and  he  used  such  imprort- 
ment  with  the  consent  and  permission  of  the  patentee:  Htld^  That  he  bul 
an  implied  license  from  tbe  patentee  to  continue  tbe  use  of  said  improrc- 
ment,  which  would  discontinue  upon  the  issuance  of  a  patent  lo  anollicr 
inventor,  and  that  be  was  an  Incompetent  witness  for  bis.  licensor  in  au 
interference  proceeding. 

{Kefore  Mor»elt.,  J..  District  of  Columbia,  .April,  ISSrt.) 
MORSELL,  J. 

The  Commissioner's  decision  is  dated  the  loth  of  December, 
1851,  and  states  that "  whereas,  upon  the  appointed  day  of  hearing, 
of  which  due  notice  had  been  given  to  the  parties,  it  appeared 
upon  the  testimony  of  James  Campbell  that  Daniel  Custer,  one 
of  the  parties  in  this  interference,  described  to  the  said  witness  in 
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SylUbus, 

I  put  some  of  their  improvements  into  my  drills,  I  got  them  off 
their  patterns  to  try  them.  I  got  off  their  tubes  a  couple  of  sets. 
I  also  got  them  wheels  off  their  patterns.  The  fact  is,  I  got  all 
the  castings  off  their  patterns.  I  used  the  wheel  marked  //'from 
July,  1850,  with  Mr.  Jenkins'  permission  and  with  Custer's  per- 
mission. I  supposed  that  the  wheel  H  was  patented  when  1 
bought  the  right  from  Israel"  (agent  of  Daniel  Custer), 

Although,  as  I  said  before,  it  does  not  appear  from  the  &ce  of 
the  assignment  that  the  witness  bought  the  improvement,  yet  he 
seems  to  have  understood  that  the  use  of  it  formed  a  part  of  the 
consideration ;  and  the  use  of  it,  with  the  consent  and  permission 
of  Custer,  creates  an  equitable  right.  If,  then,  Custer  succeeds 
in  defeating  Cressler  in  this  case,  the  witness  certainly  had  a  right 
to  expect  that  the  use  would  be  continued  to  him.  On  the  other 
hand,  if  Cressler  succeeded,  the  right  would  be  withdrawn. 

1  am  of  opinion;  therefore,  and  do  so  decide,  that  the  said 
James  Campbell  was  an  interested  and  incompetent  witness,  and 
that  his  testimony  ought  to  be  rejected, 

A.  B.  StoughtOH,  for  the  appellant. 


Patrick  O'Reillv,  Appellant, 


Charles   E.  Smith,  Assignee   ok  J.  Dutton  Steele,  Ap- 
pellee.    Interference. 

time  ol'tftking  tealimuny  ia  aa  inlerference  pruceeiliiig  in  the  Paten  l  Office, 
the  uindavits  alioald  i>lAtt;  the  nnnies,  roni|ieteiii'.v,  and  materjalil;  or  the 
wiltiessec  to  be  exnniiiieil. 

t.ion  is  wholly  within  the  iligtretion  of  ihc  Commisaioner,  and  will  not  Ue 
reviewcil  upon  appeal  to  the  uoiirt. 

KviDINCE— TKSTIHOMV  OP  PARTV  WnO  HAS  AiHIONED  ei8  INTKRIBT. — Whil«  the 
iiatiiml  itilereat  which  an  inventor  may  l>e  sup[iosed  to  retain  in  his 
invention,  after  he  has  i>aned  with  nil  pecuniary  interest  in  the  ume,  will 
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not  render  him  an  incompetent  witness  for  his  assignee  in  an  interference 
with  a  rival  inventor,  the  circumstance  should  be  allowed  due  weight  in 
considering  the  credit  to  be  given  to  his  testimony. 

InTERFIRENCI — BRIDOK  RAILS — DIFFKRKNCK    OF   TBI  DKVICKB. — TwO  inventions 

are  not  necessarily  the  same  because  they  have  a  common  purpose.  »So  an 
interference  held  to  have  been  improperly  declared,  it  appearing  that  the 
I'ommon  purpose  of  strengthening  bridge  rails  at  the  joints  was  effected 
in  one  case  by  using  a  two-part  rail  and  sliding  the  upper  part  upon  the 
lower,  the  two  parts  thus  reciprocally  breaking  joint  and  supporting  each 
other  throughout  their  length,  while,  in  the  other  ease,  a  short  additional 
piece  of  splice-plate  was  fitted  in  a  similar  manner  to  and  placed  beneath 
the  adjoining  ends  of  the  rails,  which  were  otherwise  unaltered,  and  ex- 
tended a  short  distance  only  from  the  joint  in  either  direction. 

Before  Morskll,  J.,  District  of  Columbia,  April.  1853.) 
MORSELL,  J. 

Patrick  O'Reilly  filed  his  appli^tion  on  the  17th  of  April, 
1 85 1  (afterwards  patent  No.  9703;  see  Patent  Office  Report, 
1853,  vol.  I.  p.  188,  for  diagram).  His  specification  applicable  to 
thb  issue  states  in  substance  that  his  improvement  consists  in 
dividing  the  ordinary  ** bridge"  rail,  or  other  rail  having  a  flanged 
base,  by  a  longitudinal  division  or  joint,  (parallel,  or  nearly  so,  to 
the  top  of  the  flanges  and  the  arch,  and  to  the  sides  which 
join  the  arch  and  flanges,)  into  two  layers,  plates,  or  half  rails  of 
nearly  equal  thickness  and  weight.  By  sliding  the  upper  plate 
or  layer  over  the  under  one  until  the  end  of  one  is  opposite  the 
middle  of  the  other,  and  then  riveting  or  otherwise  fastening  them 
together  in  this  position,  they  will  reciprocally  break  joint  with 
and  support  each  other,  and  thus  give  greatly  increased  stiffness 
and  strength  to  the  track.  The  specification  sets  forth  the  advan- 
tages of  this  construction,  the  saving  of  metal,  in  reducing  the 
expense  of  repairing,  and  the  increased  usefulness  of  the  device. 

He  claims  as  his  invention  the  divided  or  double-plate  rail,  as 
described,  composed  of  a  flanged  arch  or  bridge-rail  of  the  usual 
form,  and  about  half  the  usual  thickness  and  weight,  with  another 
rail  of  similar  external  form,  thickness,  and  weight,  on  which  it 
rides,  the  under  side  of  the  arch  of  the  upper  rail  or  rider  forming 
a  groove  to  fit  over  and  rest  upon  the  arch  or  tongue  of  the  lower 
rail ;  the  flanges  of  the  upper  rail  resting  upon  and  fitting  those 
of  the  under  rail,  and  the  spike-holes  of  the  two  corresponding,  so 
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that  the  same  bolts  or  spikes  will  secure  them  firmly  together 
and  to  the  foundation.  The  compound  rail  thus  formed  and  pro- 
portioned has  a  double  bridge  and  a  double  base,  the  two  portionn 
of  which  reciprocally  support  and  strengthen  each  other.  He 
also  claims  the  method  described  of  strengthening  the  joints  of 
the  ordinary  bridge-rail  while  leaving  its  middle,  of  adequaie 
strength,  by  moving  a  longitudinal  section  of  its  inside,  equal  to 
about  half  the  weight  of  the  rail,  half  its  length  endwise,  so  as  to 
break  joint  with  the  outside ;  or,  again  constructing  the  rail  in 
two  parts  to  correspond  in  form  and  position  with  the  two  parts 
of  the  device  before  described,  whereby  the  joints  of  the  upper 
rail  are  rendered  as  capable  of  supporting  the  load  as  its  middle, 
and  the  whole  made  stronger,  with  a  given  quantity  of  material, 
than  by  any  mode  of  construction  before  known. 

The  application  which  was  held  to  show  a  prior  invention  of 
the  same  improvement,  and  with  which  O'Reilly's  application 
interferes,  was  filed  by  the  said  J.  Dutton  Steele,  and  was  sworn 
to  on  the  27th  day  of  July,  1852,  by  him,  (afterwards  patent  No. 
J704 — see  Patent  Office  Report,  1853,  vol.  i,  p.  188,  for  diagram). 
It  prays  in  the  usual  form  that  letters -patent  may  be  granted  lo 
him.  The  assignment  was  made  on  the  27th  of  July,  1852,  and 
was  recorded  in  the  Patent  Office  on  the  9th  of  August,  1852. 

Steele  in  his  specification  states,  in  substance,  that  he  has 
invented  certain  new  and  important  improvements  in  rails  for 
railroads,  which  he  terms  the  "bridge-rail  and  splice-plates." 
He  says:  "The  nature  of  my  invention  consists  in  making  a 
rail  of  two  parts,  and  which  is  composed  of  a  flanged  bridge  or 
V-shaped  rail  of  the  usual  form,  resting  on  an  interior  rail  orsplice- 
piate  of  similar  external  form,  the  under  side  of  the  arch  of  the 
exterior  rail  forming  a  groove  to  fit  over  the  arch  or  tongue  of 
the  splice-plate,  and  the  flanges  of  the  one  resting  upon  the 
flanges  of  the  other,  said  flanges  being  fastened  together  with 
rivets,  as  shown  in  the  drawings,  or  otherwise,  as  may  hereafter 
be  found  the  most  desirable.  This  rail  has  a  double  bridge  and 
double  base  so  far  as  the  interior  rail  or  splice-plate  extends. " 
The  invention  is  intended  to  obviate  the  yielding  of  the  rail  at 
the  joints  and  the  consequent  "jumping"  of  the  cars  when  run- 
ning at  high  velocities  ;  and  it  is  intended  to  be  so  arranged  and 
proportioned  as  to  make,  as  nearly  as  possible,  a  continuous  rail 
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of  uniform  strength  and  stiffness,  and  at  the  same  time  to  so  effect- 
ually secure  the  rails  in  their  places  that  they  will  not  lose  their 
correct  juxtaposition  at  the  joints.  It  is  stated  that  this  end  will 
be  attained  more  economically  by  using  the  interior  rail  simply 
as  a  splice-plate,  of  sufficient  length  to  bear  upon  three  sills  or 
cross-ties  directly  under  and  adjacent  to  the  joint  of  the  exterior 
rail,  thus  perfectly  breaking  and  securing  the  joint,  and  also  by 
making  the  tongue  or  arch  of  the  splice-plate  solid  and  of  such 
height  as  experience  may  show  to  be  necessary  to  secure  to  the 
rail-tracks  uniform  stiffness  and  strength  throughout  their  length. 
Again,  the  applicant  says:  *'It  is  obvious  that  this  form  of 
double  rail  may  be  varied  from  the  two  herein  described  and 
represented  without  departing  from  the  general  principle,  and 
that  the  under  rail  may  be  used  simply  as  a  splice-plate,  as  above 
described,  or  it  may  be  extended  to  the  full  length  of  the  exterior 
rail,  and  made  to  break  joint  with  it,  as  may  hereafter  be  found 
the  most  desirable,  without  departing  from  the  general  principle 
here  laid  down."  The  specification  concludes  with  the  following 
claim:  **What  I  claim  herein,  and  desire  to  secure  by  letters- 
patent,  is  the  construction  of  a  rail  in  two  parts,  and  which  is 
composed  of  a  flai^e-shaped  or  bridge-rail  of  usual  form,  with 
another  rail  or  splice-plate  of  similar  external  form  on  which  it 
ride^ — the  under  side  of  the  arch  of  the  upper  rail  forming  a 
groove  to  fit  over  the  arch  or  tongue  of  the  lower  rail  or  splice- 
plate,  and  the  flanges  of  the  one  overlaying  and  resting  upon  the 
flanges  of  the  other  ;  and  the  flanges  may  be  riveted  together,  or 
the  spikes  or  bolts  fastening  the  rail  at  large  to  their  bearings 
may  be  made  to  pass  through  the  said  flanges,  and  thus  perform 
the  double  office  of  fastening  them  together  and  to  their  bearing  ; 
and  the  interior  rail  may  have  a  solid  or  hollow  tongue  or  rib, 
and  it  may  have  a  length  sufficient  to  give  it  a  bearing  on  three 
sills  or  cross-ties  directly  under  and  adjacent  to  the  joint ;  or  it 
may  be  equal  in  length  to  the  upper  or  main  rail  and  break -joints 
with  it,  as  may  hereafter  be  found  the  most  desirable.  * ' 

On  the  day  this  paper- writing  bears  date  it  appears  that  J. 
Dutton  Steele,  for  the  consideration  therein  stated,  assigned  all 
his  claim  in  the  invention  to  Charles  E.  Smith.     On  the  9th  of 
August  following,  the  application  was  filed  in  the  Patent  Office, 
with  the  accompanying  drawings,  but  without  any  models,  the 
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box  containing  which  was  not  opened  until  the  i8th  of  December 
following — nearly  four  months  after  an  interference  had  been 
declared,  and  about  two  months  after  the  expiration  of  the  time 
appointed  for  hearing  the  issue  between  the  parties,  and  nearly  a 
month  after  the  decision  against  the  appellant  was  made.  The 
application  being  ao  filed,  the  interference  above  alluded  to  was 
declared,  the  parties  notified,  and  the  day  of  hearing  appointed 
for  the  second  Monday  in  February,  1852  ;  a  few  days  previous 
to  the  expiration  of  which  time  a  motion  was  made  by  the  counsel 
for  O'Reilly,  grounded  on  his  affidavit,  to  the  Commissioner,  for 
an  enlargement  of  the  time,  stating  his  failure  to  obtain  the  attend- 
ance of  his  witnesses  within  the  time  appointed,  although  he  had 
made  reasonable  efforts  to  that  end.  This  motion  was  refused. 
and  the  issue  was  tried  on  the  testimony  taken  by  the  appellee, 
and  without  any  testimony  on  the  part  of  the  appellant.  On  the 
20th  of  November,  1852,  the  Commissioner,  in  declaring  his 
opinion,  says:  "This  case  came  up  for  hearing  on  the  second 
Monday  of  October,  1852,  the  day  appointed  for  that  purpose; 
and  from  the  testimony  then  duly  on  file  in  the  Office  it  is  con- 
sidered that  J .  Dutton  Steele  is  the  prior  inventor  of  the  improve- 
ments in  controversy."  From  this  decision  the  present  appeal 
was  taken.  The  reasons  assigned  for  the  appeal  are,  first,  thai 
the  appellee  neither  filed  a  model,  specification,  nor  drawing  of 
tht  invention  in  the  Patent  Office  with  his  application  for  a  patent, 
and  therefore  could  not  have  an  application  pending  with  which 
an  interference  with  said  O'Reilly's  could  legally  exist ;  second, 
that  they  are  not  the  same  invention — to  show  which  a  very  par- 
ticular comparison  is  made  between  the  two  ;  third,  that  appellee's 
rail  and  O'Reilly's  differ  essentially  in  the  form,  proportion,  and 
arrangement  of  their  parts,  which  include  every  point  in  which 
iron  rails  can  differ  from  each  other — the  inventions  are  distinct 
and  independent ;  fourth,  that  the  Commissioner  refused  to  grant 
an  extension  of  the  time  for  taking  of  testimony,  when  by  the 
rules  and  practice  of  the  Patent  Otfice  he  should  have  done  so  : 
fifth,  that  the  Commissioner  gave  a  liberal,  instead  of  a  strict, 
construction  to  Steele's  testimony  in  his  own  favor,  and,  further, 
gave  an  erroneous  construction  to  the  Franklin  Institute  letter, 
where  he  decides  that  the  paragraph  respecting  the  extension  of 
the  height  of  the  rib  of  the  splice-plate  means  the  adapting  and 
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fitting  of  it  to  the  under  surface  of  the  arch  of  the  rail,  as  in  the 
case  of  O'Reilly's  rail. 

In  the  first  part  of  the  Commissioner's  report,  in  answer  to  the 
aforegoing  reasons,  he  gives  a  brief  historical  account  of  the  pro- 
ceedings in  the  case,  all  of  which,  so  far  as  they  are  material, 
have  now  been  recited.  He  proceeds  to  give  an  analysis  of  the 
testimony,  showing  the  grounds  upon  which  he  based  his  action. 
He  finds  upon  the  testimony  that  Steele  made  his  invention  in 
1848  of  a  bridge-rail  with  splice-plate ;  that  a  model  (Exhibit "  O  ") 
was  made  in  the  month  of  September  of  the  same  year,  from 
which  a  model  (Exhibit  **D")  was  made  under  the  direction  of 
Steele  in  the  same  year,  a  section  of  which  shows  the  space  at  the 
top ;  that  the  first  of  these  models  remained  in  the  office  of  the 
Philadelphia  and  Reading  Railroad  Company,  while  the  other 
was  sent  to  the  Franklin  Institute,  with  a  letter,  on  the  14th  of 
October,  1849,  which  letter  states  that  the  splice-plate  may  be 
extended;  that  the  expediency  was  considered  at  that  time  of 
adopting  either  a  continuous  compound  bridge-rail  or  a  contin- 
uous compound  double-base  bridge-rail  (Exhibit  **B").  The 
Commissioner  further  states  that  Steele  had  no  interest  in  the 
patent ;  that  he  had  made  a  proper  legal  assignment  to  Charles 
E.  Smith  ;  that  O'Reilly  introduced  no  testimony  to  show  priority 
of  invention  ;  that  the  drawings  and  Steele's  testimony  show  that 
the  following  forms  were  contemplated  by  Steele,  t\  ^.,  the  lower 
rail,  solid  or  hollow,  and  of  varying  height,  either  leaving  a  space 
or  touching  at  the  top,  the  extension  of  this  rail  or  splicing-plate 
in  length,  so  as  to  make  a  continuous  break -joint  double  rail. 
Only  one  of  these  forms — that  is,  the  hollow  rib — is  claimed  by 
O'  Reilly  as  his  invention.  The  Commissioner  proceeds  to  give 
a  more  particular  answer  to  the  reasons  of  appeal. 

He  answers  to  the  first  that  the  files  of  the  Office,  now  before 
the  judge,  show  that  the  requisitions  of  the  law  were  complied 
with. 

To  the  second,  that  the  testimony  shows  that  among  the  various 
forms  proposed  by  Steele  there  is  one  identical  with  that  of 
0*Reilly's.  The  fitting  of  the  upper  rail  closely  upon  the  lower 
was  the  first  form  of  Steele's  invention,  and  the  other  form — not 
fitting  closely — was  preferred  on  account  of  the  greater  ease  of  the 
manufacture. 
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To  the  third,  that  it  merely  reiterates  the  second  with  respect 
to  the  part  in  which  the  reason  states  that  "O'Reilly  has  made 
a  new  rail,  and  that  Steele  has  added  to  the  old  rail  a  splice -plate," 
the  Commissioner  answers  "that  O'Reilly's  new  rail  is  a  double 
rail,  and  so  is  Steele's  in  one  of  its  forms,  and  there  is  no  difference 
between  them." 

To  the  fourth — as  to  the  extension  of  time — "thai  the  rules 
and  practice  of  the  Patent  Office  were  strictly  adhered  to." 

To  the  fifth,  that  Steele  had  no  interest,  and  therefore  that  his  tes- 
timony could  not  be  in  his  own  favor.  That  the  interpretation  of  the 
Franklin  Institute  letter  was  not  wrong,  is  shown  by  the  first  model 
of  Steele,  which  does  closely  fit  it  at  the  top,  and  thereby  shows  his 
invention.  In  this  letter  Steele  states  not  only  that  the  splice- 
plate  may  be  extended  the  full  length  of  the  rail,  and  a  two-pari 
break -joint  rail  thus  made  more  economically  in  its  proportions, 
possibly,  than  the  model  now  presented,  but  also  that  its  vertical 
strength  may  be  increased  by  increasing  the  height  of  the  rib. 
There  can  be  no  doubt  that  under  this,  at  that  time,  he  miglii 
have  constructed  precisely  such  a  rail  as  O'Reilly's. 

The  substance  of  the  testimony  alluded  to  in  the  aforegoinj; 
report  is  first,  that  of  Solomon  Stout. 

[Statement  of  the  testimony  by  the  Commissioner  is  omitted.] 

The  various  questions  raised  by  the  reasons  of  appeal  made  it 
necessary  for  nie  to  make  a  full  statement-  of  the  case  as  laid 
before  me  by  the  Commissioner,  according  to  law,  and  upon 
which  the  respective  parties,  on  due  notice  of  the  time  of  hear- 
ing being  given,  have  offered  their  arguments  in  writing,  and 
upon  a  full  and  careful  examination  of  all  which,  I  have  come  to 
the  conclusions  which  I  will  now  proceed  to  state  : 

With  respect  to  the  first  reason  of  appeal,  the  Commissioner 
states  that  the  requisites  of  the  law  were  complied  with.  Asa 
decision  of  this  question  either  way  would  not  affect  the  opinion 
upon  the  merits  which  will  be  given  in  this  case,  it  is  not  deemeti 
necessary  to  take  further  notice  of  it. 

The  fourth  reason  of  appeal  is  because  of  the  refusal  to  grant 
a  postponement.  The  affidavit  offered  to  that  end  is  entirely 
insufficient,  in  that  it  does  not  slate  the  names,  competency,  or 
materiality  of  the  witnesses,  and,  furthermore,  the  whole  subject  is 
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within  the  discretion  of  the  Commissioner,  and  it  ought  to  be 
presumed  that  it  was  soundly  exercised. 

The  fifth  reason  of  appeal  is  on  the  subject  of  Mr.  Steele's  testi- 
mony and  the  full  credit  which  was  given  to  it.  Although  Mr. 
Steele  may  not  be  a  regular  party  to  this  proceeding,  or  affected 
by  pecuniary  interest  or  advantage  to  render  him  incompetent, 
yet,  from  the  relation  in  which  he  stands  to  the  subject  in  contro- 
versy, he  must  in  the  nature  of  things  be  supposed  to  view  most 
favorably  the  success  of  Mr.  Smith  and  his  side  of  the  question, 
and  to  feel  no  small  degree  of  prejudice  towards  the  other  side. 
The  objection  will  be  allowed  its  due  weight  when  the  testimony 
is  considered. 

The  third  reason,  and  the  latter  part  of  the  one  already  partly 
considered,  are  upon  the  subject  of  the  differences  between  the 
invention  of  O'Reilly  and  that  of  Smith,  assignee  of  Steele,  in 
which  there  is  a  particular  comparison  made  between  the  two. 
On  this  subject  I  have  already  stated  the  Commissioner's  answer 
and  his  illustrations,  to  show  that  one  of  the  four  forms  of  Steele's 
rail  is  identical  with  the  one  for  which  O'  Reilly  is  applying  for  a 
patent  in  this  case.  It  is  supposed  that  the  testimony  shows  that 
these  rails  were  made  by  Steele  prior  to  that  invented  by  O'Reilly. 

Being  about  to  consider  the  force  and  weight  of  the  testimony, 
I  desire  to  say  that  very  great  deference  is  certainly  due  to  the 
learned  decisions  of  the  Commissioner,  made  with  his  discrimi- 
nating mind  and  judgment,  in  discovering,  in  all  their  bearings,  the 
analogy,  or  the  want  of  it,  between  inventions  presented  to  his 
view  by  different  inventors ;  and  I  shall  always,  whenever  occa- 
sion offers,  consistently  with  my  duty,  most  cheerfully  render  that 
respect;  and  it  would  be  with  much  more  hesitation  that  I 
bring  myself  to  think  there  is  error  in  this  case,  if  it  had  not 
been  a  matter  in  which  I  supposed  the  Commissioner  might 
have  misapprehended  some  of  the  legal  principles  by  which  the 
testimony  is  to  be  governed  and  applied. 

It  is  certainly  true  that  the  great  purpose  of  both  parties  was 
to  give  sufficient  strength  to  the  rail  at  its  weakest  part — /'.  e. ,  the 
joints.  Both  parties  have  invented  improved  means  which  are 
supposed  to  be  adequate  for  the  purpose.  Are  these  means  sub- 
stantially the  same?     That  is  the  first  question.     It  is  probable 
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that  the  specification  of  Smith,  assignee  of  Steele,  is.  in  some  of  iis 
terms,  broad  enough  to  cover  some  of  the  forms  of  O'  Reiliy's 
invention ;  and  it  has  been  argued  by  counsel  that  such  is  the 
case,  and  that  the  identity  is  already  established.  This,  hoH- 
ever,  is  not  conclusive.  It  is  true  that  the  usual  oath  required 
by  law  to  the  specification  has  been  made — that  Mr.  Steele  was  the 
first  inventor,  and  the  Commissioner  has  so  decided  ;  but  the  like 
oath  is  attached  to  the  specification  of  O'Reilly,  so  that  there  is 
oath  against  oath,  and  the  question  must  depend  entirely  upon 
the  evidence  taken  under  the  rules  and  authority  of  the  Com- 
missioner. 

In  order  to  understand  the  force  and  application  of  the  evidence 
as  applicable  to  O'Reilly's  invention,  it  will  be  proper  to  keep 
that  invention  immediately  under  the  eye.  He  claims,  as  before 
stated,  that  his  improvement  consists  of  a  continuous,  double- 
bridge  rail.  In  particularly  describing  its  features,  he  says  ihe 
improvement  consists  in  dividing  the  ordinary  bridge,  by  a  longi- 
tudinal division,  into  two  parts,  plates,  or  layers,  of  nearly  equal 
thickness  and  weight,  and  sliding  the  upper  one  over  the  under 
one  until  the  end  of  one  is  at  the  middle  of  the  other,  in  which 
position  they  are  riveted  together,  the  two  parts  thus  reciprocally 
breaking  joint  and  supporting  each  other  by  a  new  arrangement 
and  disposition  of  the  .same  material.  The  ordinary  rail  is  strength- 
ened by  a  new  and  improved  disposition  of  its  parts,  thus  increas- 
ing its  strength  without  increasing  the  quantity  of  metal  employed 
in  its  construction,  and  augmenting  its  strength  and  value  in  the 
same  manner  that  bars  of  iron  are  increased  in  strength  and  value 
by  refinement.  The  rail  has  no  need  of  extraneous  support.  The 
forms,  proportions,  and  arrangement  of  a  common  rail  are  changed 
without  addition,  bringing  the  superabundant  strength  of  the 
middle  to  the  support  of  the  end  of  the  rail,  yet  leaving  that  mid- 
dle at  the  highest  standard  of  efficiency.  The  inventor,  in  other 
words,  divides  the  mass  of  iron  sufficient  for  a  common  rail  into 
two  nearly  equal  parts  ;  one  of  these  he  forms  into  the  outside  layer 
or  division  of  his  rail,  and  the  other  into  the  inner  part :  he  brings 
a  portion  of  the  middle  to  the  ends  ;  he  increases  the  width  and 
height  of  the  groove  or  arch  of  the  bridge-rail  by  removing  half 
the  thickness  of  the  metal  from  the  concave  or  inside.  There  are 
some  other  features  not  material  here  to  notice.     His  construction 
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of  the  rail  involves,  of  necessity,  the  close  fitting  of  the  top  of  the 
under  part  against  the  under  side  of  the  upper  part,  because  the 
arch  of  the  upper  part  rail,  being  divested  of  all  surplus  material 
throughout,  requires  the  support  of  the  lower  rail  as  much  in  the 
middle  as  at  the  ends.  There  are  further  differences  in  the  saving 
of  material,  in  construction,  and  repair  in  favor  of  O'Reilly's 
invention. 

The  substance  of  the  testimony  on  the  part  of  the  appellee  is, 
that  the  models  C  and  D  were  made  by  the  machinist  for  Mr. 
Steele — in  the  year  1848  one  of  them,  and  the  other  in  the  same 
or  the  next  year — ^and  that  Exhibit  **F"  was  put  into  one. 

Mr.  Steele  himself  testifies  that  the  model  C  was  invented  by 
him  in  September,  1848 ;  that  it  was  a  splice-plate,  bearing  upon 
three  sills,  with  the  rib  of  the  splice-plate  equal  in  height  to  the 
interior  groove  of  the  rail.  The  object  of  the  splice-plate  is  to 
give  the  rail  increased  stiffness  at  the  joint,  and  to  make  a  track 
as  nearly  as  practicable  of  uniform  stiffness.  In  1848  or  1849  he 
improved  that  plan  by  changing  it,  as  shown  in  model  D;  it 
differs  fi-om  the  first  model  in  the  respect  that  the  rib  of  the  splice- 
rail  does  not  extend  up  to  the  top  of  the  groove  of  the  rail ;  this 
simplifies  the  manufacture  of  the  rail  and  splice  ;  it  also  differs  in 
haring  the  flanges  of  the  rail  and  splice-plate  riveted  together. 
During  the  progress  of  his  invention,  the  subject  of  extending 
the  splice-plate  to  the  full  length  of  the  rail  was  considered  ;  but 
the  object  being  to  obtain  the  best  result  with  the  smallest  expendi- 
ture of  money,  the  splice-plate,  extending  over  only  three  bearings 
adjacent  to  the  joint  of  the  rail,  was  preferred.     *     *     * 

And  now,  supposing  Mr.  Steele,  in  giving  his  testimony,  to 
have  been  perfectly  indifferent,  what  is  its  value,  and  what  effect 
ought  to  be  given  to  it,,  in  sustaining  this  issue  on  the  part  of  the 
appellee  ? 

In  all  the  various  plans  and  forms  which  Mr.  Steele  has  thought 
of  or  devised,  he  has  never  omitted  to  make  the  improvement 
principally,  if  not  wholly,  to  consist  of  the  splice-plate  at  the  joint 
of  the  raib,  by  means  of  additional  material.  To  use  his  own 
language,  **  there  was  added  a  splice-plate  upon  three  sills,  or 
to  be  extended  over  three  bearings  adjacent  to  the  joint  of  the 
rail,  with  a  rib  along  its  upper  surface  at  the  ends  of  the  bridge- 
rail." 
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That,  certainly,  is  the  great  principle  of  his  invenrion.  Changes 
in  the  form  of  his  rail  appear  from  time  to  time,  in  the  course  of 
maturing  his  design,  to  have  been  made ;  but  under  no  form  has 
he  ever  omitted  to  have  the  splice-plate  as  the  prominent  leading 
feature.  This,  then,  is  the  first  substantial  difference  belueen 
the  two  inventions :  O'  Reilly's  invention  has  no  such  joints,  and. 
of  course,  no  occasion  for  a  spUce-plate,  and  therefore  entirely 
saves  the  additional  material  and  expense  without  increasing 
the  weight  or  size  of  the  structure. 

According  to  Mr.  Steele's  construction,  with  the  exception  jusi 
stated,  the  whole  of  the  rail  is  the  same  as  that  in  common  use. 
The  middle  and  arch  of  the  rail  are  not  changed  in  material  or 
strength,  but  are  both  left  as  they  were  before  the  invention. 
They  must  be  strong  enough  of  themselves  without  additional 
support.  I  can  see  nothing  to  satisfy  me  that  Steele  ever  invented 
the  two-part  rail,  or,  if  he  did  invent  anything  of  the  kind,  it  did 
not  correspond  to  any  feature  in  O'Reilly's  invention.  It  would 
be  doing  great  injustice,  I  think,  to  Mr.  Steele  to  suppose  thai 
he  could,  according  to  his  plan,  as  I  understand  it,  think  that  the 
splice-plate  might  advantageously  be  extended  the  whole  extent 
of  the  rail  for  the  purpose  of  performing  the  duty  of  an  under  rail; 
that  would  be  to  strengthen  a  part  that  had  already  sufficient 
strength,  if  not  too  much,  by  adding  additional  costly  material. 
It  is  true,  he  says,  in  describing  one  of  his  forms  of  rail,  that  the 
rib  of  the  splice-plate  was  equal  in  height  to  the  interior  groove 
of  the  rail ;  but  this  form  of  his  invention  was  not  devised  with 
any  view,  or  in  accordance  with  any  principle  conceived  by  him, 
to  support  the  arch  or  crown  throughout.  It  would  have  proved 
entirely  insufficient  for  that  purpose.  Even  this  in  a  short  time 
after  was  changed  and  abandoned  in  the  progress  of  perfecting 
his  invention,  and  the  rib  of  the  splice-plate  made  shorter,  so  that 
it  did  not  extend  to  the  top  of  the  groove.  Now,  these  are  abo 
radical  features  entirely  different  from  O'Reilly's  invention,  for 
the  great  matter  of  O'Reilly's  improvement  consists  in  making 
the  rib  on  the  lower  part  exactly  lit  the  under  side  of  the  upper 
part,  and  in  extending  the  under  part  with  its  rib  the  whole  length 
of  the  rail.  These  are  surely  features  entirely  foreign  to  any  that 
can  be  found  in  Mr.  Steele's.  The  rib  must  exactly  fit,  crown 
and  sides,  or  the  structure  would  be  crushed.     The  under  side 
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pve  full  and  perfect  support  to  the  upper,  or  the  invention 

ling. 

link,  therefore,  it  is  dear  that  although   Mr.  Steele,  in  the 

:  of  maturing  his  invention,  from  time  lo  time  thought  of, 

ered,  and  spoke  of  various  other  additions  or  contrivances, 

abandoned  them  all,  and  adopted  only  the  one  described 
own  words :  ' '  But  my  object  being  to  obtain  the  best  result 
lie  smallest  expenditure  of  money,  the  splice-plate  extending 
mly  three  bearings,  adjacent  to  the  joint  of  the  rail,  was 
red."  This  is  then  the  only  invention  with  which  that  of 
lly's  could  be  said  to  interfere  in  this  issue.  I  am  decidedly 
lion,  and  do  so  adjudge,  that  there  is  no  interference  in  the 

of  the  said  applicants  in  relation  to  the  matters  contained 
r  respective  specifications,  and  that  the  said  Patrick  O'Reilly 
tied  to  a  patent  for  his  said  improved  invention  of  rails  for 
ids,  as  stated  in  his  specification. 

/son  &  Rcnwkk,  for  the  appellant. 


Moses  Marshall,  Appellant, 


HN  Mee,  Appellee  (two  cahrs.)     Interference. 

■T  or  ISVENTION— WRST  TO  CO-fCilVK— RKASONABLB     UCtHiKStK,— Hu  wt.O 

il  conceiTes  of  an  invention,  and  uses  reasonable  diligence  in  perfeclinK 
:  3«mF,  nnd  does  perfect  it,  is  entitled  t«  the  patent  as  agaitistan  inventor 
o  wHB  later  to  conceive  but  first  to  reduce  the  invention  to  practice. 
[:e— cRKiHT  or  niTKEGS — IHMATIRIAL  uiBTAKi.— A  mi^lnke  by  a  witness 
i.D  immnleriai  tact  ouglil  uol  U)  discredit  liim.  The  maxim  faltat  in 
t/altui  in  oinnibunin\\  applies  where  there  is  a  willful,  corrupt  faliiebood 
oat  particular  amounting  tu  (wrjury. 

ioTeator  lias  conceived  or  the  improvement  and  its  principle,  and  is 
ng  reasonable  diligence  to  ]i«rfect  the  mechanical  details,  be  will  not 
deprired  of  liiii  juitent  by  the  Tact  that  another,  during  tbe  ci 
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of  the  mocbine,  goggeeled  a  merely  auxiliEiry  and  mechanical  devke  u 
ImproTe  its  operation,  nol  requiring  the  eiereiee  of  inveution,  and  capable 
or  being  made  and  applied  by  anj  skilirut  macbiniat, 

(Before  Duhlop,  J.,  District  of  Columbia,  April,  1853.) 

DUNLOP,  J. 

On  the  i7lh  of  May.  1851,  John  Mee  filed  in  the  Patent  Office 
his  application  fora  patent  forhis  invention  ofan  improved  knitting- 
loom,  and  on  the  24th  of  May,  1851,  his  application  for  a  palenl 
for  his  invention  of  an  improved  warp-knit  fabric  (afterwards 
patents  Nos,  9718,  9719). 

The  Commissioner  being  of  opinion  that  the  patents  thus  applied 
for  would  interfere  with  patent  for  similar  inventions  sought  by 
Moses  Marshall,  gave  notice  thereof  to  the  parties  ;  and  upon  a 
hearing  before  him,  decided  that  John  Mee  was  the  original  and 
first  inventor  in  both  cases,  and  entitled  to  patents  therefor. 

From  this  decision  Mr.  Marshall  has  appealed,  and  the  question 
is  now  submitted  to  me  by  the  parties  upon  written  argument 

Both  cases  have  been  heard  together  by  consent.  The  Com- 
missioner has  furnished  a  certificate  in  writing  of  his  opinion  and 
decision,  and  the  reasons  in  support  of  it,  and  Mr.  Marshall  Was 
filed  his  reasons  of  appeal,  with  the  written  arguments  of  his 
counsel.  The  cases  were  finally  submitted  to  me  on  Saturday, 
the  26th  of  March,  1853. 

There  are  two  reasons  of  appeal  in  each  case;  the  first  of  which 
in  each  case  has  been  abandoned  by  the  appellant,  leaving  only 
the  second  reason  of  appeal  in  each  case,  which  in  substance  is 
that  Marshall,  and  not  Mee,  was  the  original  and  first  inventor, 
in  the  sense  of  the  patent  laws,  of  the  improvement  in  each  case 
as  to  the  loom.  The  specifications,  drawings,  and  models  of  the 
two  parties  show  that  the  machines  are  identical  in  those  parts 
upon  which  their  interfering  claims  are  founded.  The  counsel  of 
Mr,  Marshall,  "for  the  purjioses  of  his  argument,  assumes  that 
the  two  machines  and  the  two  fabrics  are  identical,"  Those 
parts  embrace  only  the  double-thread  guides  and  two  sets  of 
needles  and  their  relative  motion  in  respect  to  each  other. 

Both  machines  have  two  sets  of  thread-guides  and  two  sets 
of  needle-bars  whose  movements  are  the  same.  As  one  set  of 
needle-bars  is  raised  for  the  purpose  of  being  acted  on  by  the 
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ts  of  thread -guides,  the  other  set  is  covered :  and  as  the 
I  set  of  needle-bars  is  raised  to  receive  the  thread  from 
ead-guides.  the  first  set  is  depressed.  The  movement  of 
thread-guides  in  forming  the  loops  around  the  needles  is 
ne  in  both  machines,  and  each  is  capable  of  hke  variation 
;r  to  change  the  width  of  the  ribs  in  the  fobric  manufac- 

Pepper  loom,  on  which  this  is  an  improvement,  had  one 
and  two  needle-bars.  The  two  needle-bars  were  bolted  so 
perate  together. 

principle  of  improvement  admitted  to  be  valuable  and 
ible,  as  I  understand  it,  is  the  application  to  this  Pepper 
if  two  separate  guide-bars  or  thread -guides  in  combination 
vo  separate  and  independent  needle-bars,  one  working  at  a 
ind  the  guide-bars  reversing  each  other, 
iming  Mr.  Mee  and  Mr.  Marshall  to  be  both  original  in- 
5  of  the  improvement  on  the  Pepper  loom — Mee  the  first 
:eive  and  describe  it,  and  Marshall  the  hrst  to  embody  it 
Drking  machine  ;  Mee  using  reasonable  diligence  to  perfect 
.ention  and  to  reduce  it  £0  practice,  and  .succeeding  in 
M  after  Marshall,  but  before  a  patent  was  granted  to  either — 
re  their  rights,  and  to  which  of  them  should  the  Commis- 
award  the  patent  ? 

*  contended  by  the  learned  counsel  for  Marshall  that 
all,  under  such  circumstances,  has  the  right ;  that  although 
;  first  to  conceive,  still,  if  he  first  reduced  the  conception  to 
e  and  use,  he  is  the  first  inventor,  in  the  sense  of  the 
laws,  and  that  Mee  must  be  excluded.  The  language  of 
^ment  is,  that  "in  the  race  of  diligence  between  rival 
srs,  he  'who  first  perfects  his  invention  and  reduces  it  to 
e'  is  entitled  to  a  patent."  It  will  not  be  contended  that 
shall  surreptitiously  obtained  a  knowledge  of  Mee's  inven- 
id  applied  for  a  patent,  that  he  would  be  entitled,  because 
lid  not  be  the  first  or  even  an  original  inventor.  But  sup- 
im  to  have  been  an  original  contriver  of  the  thing  claimed, 
t  to  have  surreptitiously  obtained  a  knowledge  of  it  from 
r,  then  he  can  only  be  defeated  by  Mee's  showing  that  he 
eviously  conceived  the  idea,  and  that  he  had  also  carried 
a  into  practical  operation  ;"  that  is  to  say,  in  other  words, 
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that  Mee  had  not  only  first  conceived  the  idea,  but  had  also  first 
reduced  it  to  practice. 

The  case  of  Reed  z:  Cutter,  i  Story,  591,  is  cited  to  sustain 
this  position  ;  but  a  reference  to  that  case  shows  that  the  doctrine 
laid  down  by  Judge  Story  is  the  reverse  of  the  position  maintained 
by  the  counsel.  Judge  Story,  in  delivering  his  opinion  in  thai 
case,  at  page  599,  uses  this  language :  "  The  passage  cited  from 
Mr.  Phillips'  work  on  patents,  in  the  sense  in  which  I  understand 
it,  is  perfectly  accurate.  He  there  expressly  states  '  that  the 
party  claiming  a  patent  must  be  the  original  and  first  inventor, 
and  that  his  right  to  a  patent  will  not  be  defeated  by  proof  that 
another  person  had  anticipated  him  in  making  the  invention, 
"unless  such  person  was  using  reasonable  diligence  in  adopting 
and  perfecting  the  same."  '  These  latter  words  are  copied  from 
the  fifteenth  section  of  the  act  of  1836,  and  constitute  a  qualifica- 
tion of  the  preceding  language  of  that  section ;  so  that  an  inventor 
who  has  first  actually  perfected  his  invention  will  not  be  deemed 
to  have  surreptitiously  or  unjustly  obtained  a  patent  for  that 
which  was  in  fact  first  invented  by  another,  unless  the  latter  wa.'^ 
at  the  time  using  reasonable  diligence  in  adapting  and  perfecting 
the  same.  And  this  I  take  to  be  clearly  law ;  for  he  is  the  first 
inventor  in  the  sense  of  the  act,  and  entitled  to  a  patent  for  his 
invention,  who  has  first  perfected  and  adapted  the  same  to  use; 
and  until  the  invention  is  so  perfected  and  adapted  to  use.  it  is 
not  patentable.  An  imperfect  and  incomplete  invention  resting 
in  mere  theory,  or  in  intellectual  notion,  or  in  uncertain  experi- 
ments, and  not  actually  reduced  to  practice,  and  embodied  in 
some  distinct  machinery,  apparatus,  manufacture,  or  composition 
of  matter,  is  not,  and  indeed  cannot  be,  patentable  under  our 
patent  laws,  since  it  is  utterly  impossible  under  such  circum- 
stances to  comply  with  the  fundamental  requisites  of  these  acts. 
In  a  race  of  diligence  between  two  independent  inventors  he 
who  first  reduces  his  invention  to  a  fixed,  positive,  and  practical' 
form  would  seem  to  be  entitled  to  a  priority  of  right  to  a  patent 
therefor.  The  clause  of  the  section  now  under  consideration  seems 
to  qualify  that  right  by  providing  that  in  such  cases  he  who  invents 
first  shall  have  the  prior  right  if  he  is  using  reasonable  diligence 
in  adapting  and  perfecting  the  same,  although  the  second  inventor 
has  in  fact  first  perfected  the  same  and  reduced  the  same  to  prac- 
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tice  in  a  positive  form.  It  thus  gives  full  effect  to  the  well-known 
maxim,  that  he  has  the  better  right  who  is  prior  in  point  of  time, 
namely,  in  making  the  discovery  or  invention.  But  if,  as  the 
argument  of  the  learned  counsel  insists,  the  text  of  Mr.  Phillips 
means  to  affirm  (what  I  think  it  does  not)  that  he  who  is  the  orig- 
inal and  first  inventor  of  an  invention  so  perfected  and  reduced 
to  practice  will  be  deprived  of  his  right  to  a  patent  in  favor  of  a 
second  and  subsequent  inventor,  simply  because  the  first  inven- 
tion was  not  then  known  or  used  by  other  persons  than  the 
inventor,  or  not  known  or  used  to  such  an  extent  as  to  give  the 
public  a  full  knowledge  of  its  existence,  I  cannot  agree  to  the 
doctrine,  for,  in  my  judgment,  our  patent  laws  justify  no  such 
construction. '  * 

The  same  law  is  laid  down  by  Judge  Cranch  in  the  cases  of 
Heath  v.  Hildreth  (ante,  p.  12)  and  Perry  v.  Cornell  (ante,  p.  66). 

The  case  of  Bedford  v.  Hunt,  i  Mason,  302,  decided  by  Judge 
Story  in  1 817,  is  explained  and  modified  by  the  case  of  Reed  v. 
Cutter,  which  was  decided  by  the  same  judge  in  1841. 

There  is  no  proof  that  Marshall  conceived  the  idea  of  the 
improvement  on  the  Pepper  loom  before  November,  1850,  while 
the  witnesses  Davis,  Wallis,  John  Pepper,  and  others  testify  that 
Mee  had  conceived  and  described  it  in  1849  and  early  in  1850, 
months  before  Marshall,  and  had  in  fact  knit  the  fabric. 

John  Pepper,  in  his  answer  to  the  sixth  interrogatory,  says  Mee 
so  described  the  extra  guide-bar  that  he  (Pepper)  could  have  put 
it  on  the  loom  if  he  had  chosen  to  do  so. 

Mee  never  abandoned  his  conception  or  failed  in  the  use  of 
reasonable  diligence  to  perfect  and  adapt  it  to  use.  It  was  known 
early  in  1851  to  the  Cranes  and  J.  Pepper  that  he  was  engaged  in 
preparing  his  model,  and  his  applications  for  patents  for  the  ma- 
chine and  fabric  were  filed  in  the  Patent  Office  on  the  17th  and 
24th  of  May,  1 85 1. 

Marshall  and  Mee*s  machines  are  admitted  on  both  sides  to  be 
identical  in  principle,  and  the  fabric,  the  product  of  them,  the 
same. 

It  seems  to  me,  therefore,  wholly  immaterial,  upon  the  authority 
of  Reed  v.  Cutter,  above  cited,  whether  Marshall  first  reduced  the 
improvement  to  use  in  a  working  machine  or  not.  If  Mee  first 
conceived  it,  and  used  reasonable  diligence  to  perfect  it,  and  did 
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perfect  it,  though  subsequent  to  Marshall,  he  is  entitled  to  the 
patents  claimed  by  him,  even  if  Marshall  was  an  original  subse- 
quent inventor,  first  perfecting  and  reducing  the  invention  to  use. 

But  upon  the  proof  1  do  not  think  Mr.  Marshall  was  an  orig- 
inal inventor. 

If  Mee's  witnesses  are  to  be  credited — confirmed,  as  I  think,  to 
some  extent,  by  Harmon — Marshall  is  in  no  sense  an  original 
inventor,  as  he  borrowed  his  ideas  of  the  improvement  from  Mee. 
The  testimony  of  Wallis  in  his  answers  to  the  seventh,  eighth, 
and  thirteenth  interrogatories -in -chief  is  full  to  this  point.  So  is 
the  answer  of  Samuel  Adams  to  the  third  interrogatory. 

Wallis.  in  his  answers  to  the  seventh,  eighth,  and  thirteenth 
interrogatories-in-chief,  says:     *     *     * 

The  force  of  this  evidence  is  felt ;  and  it  is  attempted  to  dis- 
credit him,  first,  by  the  testimony  of  Crane,  who  denies  that  he 
was  present  or  even  heard  such  conversation.  If  Crane  were  a 
competent  witness,  the  testimony  of  the  two  would  be  balanced. 
Even  if  Crane  was  not  present,  it  would  only  show  that  Wallis 
was  mistaken  in  an  immaterial  fact.  Whether  Crane  was  present 
or  not,  does  not  alter  the  other  facts  testified  to.  A  mistake  by 
a  witness  in  an  immaterial  fact  ought  not  to  discredit  him.  The 
mAx'im/aisus  in  unofahus  in  omnibus  does  not  apply.  That  can 
only  apply  where  there  is  willful  corrupt  falsehood  in  one  particu- 
lar, amounting  to  perjury  :  in  which  case  all  the  other  testimony 
of  the  witness  is  to  be  rejected.  It  has  no  application  lo  a  case  of 
mistake.  The  most  honest  witness  may  not  be  found  correct  in 
some  particulars;  and  if  those  particulars  are  immaterial,  they 
should  not  discredit  him  in  material  matters.  But  Crane,  for  the 
reasons  hereinafter  given,  is  himself  disquahfied  as  interested  ;  so 
that  Wallis  is,  in  law,  uncontradicted. 

The  learned  counsel  for  Marshall  next  ingeniously  endeavors 
to  destroy  the  force  of  this  evidence  by  arguisig  that  the  conver- 
sation occurred  before  November,  1850,  when  the  new-improved 
loom  was  commenced  by  Marshall,  and  that  it  must  have  related 
to  some  other  loom — to  a  then  "late-improved  loom." 

The  conclusive  answer  to  this  suggestion  of  counsel  is,  that 
Wallis,  in  the  beginning  of  his  answer  to  the  seventh  interrogiv- 
tory,  says :  "  1  heard  something  about  an  improvement  that  could 
be  made  on  the  Pepper  loom."     It  did  not  relate  to  what  had 
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been  done  or  was  then  doing  oh  an  improved  loom,  but  to  what 
could  be  done.  No  person  can  read  the  evidence  without  so 
understanding  the  witness,  according  to  the  natural  import  of  his 
words,  or  being  satisfied  that  Mr.  Marshall  must  have  so  under- 
stood him. 

But  Wallis  is  not  alone  and  unsupported  in  bringing  home  to 
Mr.  Marshall  the  knowledge  of  Mee*s  conceptions  for  improving 
the  Pepper  loom  in  the  identical  particulars  in  which  it  was  after- 
wards improved.  Adams  corroborates  him  in  his  answer  to  the 
third  interrogatory  of  his  deposition.  John  Pepper,  in  his  answer 
to  the  twelfth  interrogatory,  corroborates  him.  John  Pepper 
says  :  "Jasper  Crane  wrote  that  the  invention  was  none  of  mine, 
but  that  it  belonged  to  John  Mee.  The  invention  I  mean  is  the 
new  ribbed  loom  with  the  double  guide-bars.'*  Jasper  Crane 
was  then  a  partner  of  Marshall,  and  Marshall  is  bound  by  his 
admissions.  These  three  witnesses  are  unassailed  in  general 
reputation  for  veracity,  and  there  is  nothing  in  their  testimony  in 
the  record  to  justify  me  in  concluding  that  they  have  not  spoken 
the  truth. 

Next,  as  to  the  witnesses  examined  on  the  part  of  Mr.  Marshall, 
the  Messrs.  Crane  (J.  G.  and  Hosea)  are  not  in  law  competent 
witnesses,  being  interested.  It  is  proved  by  John  Pepper,  and 
admitted  by  them,  that  they  were  each  interested  one-third  with 
Marshall  in  the  machine  built  by  him  at  Lowell  and  in  the  pat- 
ents he  expected  to  obtain  for  the  improvement  on  the  Pepper 
loom  and  the  fabric  made  by  it.  Though  they  say  they  sold  out 
about  a  month  before  they  testified,  J.  G.  Crane  on  his  cross- 
examination,  in  answer  to  the  fifty-second  interrogatory,  says : 
**  I  am  informed  and  believe  that  in  case  the  machine  is  success- 
ful in  a  pecuniary  view,  part  of  the  proceeds  are  to  be  applied  to 
the  payment  of  certain  debts  due  from  me  and  my  brother  to 
Aldritch  &  Tyne." 

The  money  value  of  the  machine  depends  upon  Marshall's 
getting  a  patent  for  it.  J.  G.  Crane  says,  in  his  answer  to  the 
forty -seventh  cross-interrogatory,  **  Aldritch  &  Tyne  were  sub- 
stituted in  our  place,  and  they  have  now  the  interest  that  we  had.' ' 
For  the  interest,  then,  they  were  to  pay  the  debts  referred  to. 

The  last  cross-interrogatory  put  to  Hosea  Crane  is  in  these 
words :  **  Do  you  not  expect  any  benefit  to  result  to  you  pecuni- 
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arily  in  case  Marshall  succeeds  in  g'etting  a  patent  for  this  loom?" 
His  answer  is,  "  I  may  or  may  not."  He  does  not  venture  to 
deny  his  interest,  and  he  thus  disqualilies  himself. 

As  to  the  testimony  of  Harmon.  The  fifteenth  interrogatory, 
put  to  him  on  his  examination- in-chief  by  Mr.  Marshall's  attorney, 
is  in  these  words:  "So  far  as  you  know,  who  claimed  to  be  the 
inventor  of  the  improved  machine?"  Answer.  "  Marshall,  aslar 
as  I  know  anything  about  it.  I  can't  say  I  am  right  about  that, 
after  all,  because  after  awhile  I  knew  there  was  another  one  claim- 
ing to  have  a  part  in  it.  It  was  but  little  1  knew  about  it  any 
way;  what  I  knew  I  got  from  talk  about  the  shop." 

Harmon  does  not  say  who  that  other  one  was  who  claimed 
part  of  the  improvement,  but  he  no  doubt  meant  Mee,  because, 
in  answer  ti^  a  cross- interrogatory  specifically  to  this  point,  he 
admits  that  Mee  did  set  up  a  claim  to  the  invention.  The  thirty- 
third  cross-interrogatory  is  in  these  words:  "  Did  you  ever  hear 
Mee  claim  an  interest  in  this  improved  loom?"  His  answer  is. 
"I  don't  recollect  anything  definite  about  it  through  Mee;  only 
by  some  incidental  talk  about  it.  In  regard  to  Mee,  as  I  recol- 
lect now  in  some  conversation,  he  said  that  he  had  something  to 
do  with  this,  and  that  they  were  not  willing  to  pay  him  for  it,  or 
something  of  that  kind." 

Upon  the  testimony  of  Mr.  Marshall's  own  witness  ( Harmon), 
then,  so  much  relied  on  by  his  counsel,  what  becomes  of  their 
argument  that  Mee  could  not  be  the  inventor  of  the  improvement 
because  he  stood  by  and  saw  Marshall  spending  his  time  and 
labor  in  perfecting  the  improvement  without  any  assertion  of 
right  in  himself? 

What  becomes  of  the  charges  of  bad  faith  to  his  employers  (the 
Cranes),  in  suffering  them  to  expend  their  money  upon  the  under- 
standing I  hat  Marshall  was  the  inventor?  It  can  hardly  be  thought 
that  Marshall  did  not  know  what  was  talked  of  in  his  own  shop, 
or  knew  less  than  his  own  witness  (Harmon).  Besides,  the  wit- 
nesses on  the  part  of  Mee  before  referred  to  fully  prove  Mar- 
shall's knowledge  of  Mee's  claim,  and  also  that  the  Messrs.  Crane 
knew  it. 

The  Cranes  "were  not  willing  to  pay  Mee."  They  may  have 
concluded  he  wa,s  loo  poor  to  perfect  his  improvement,  which 
seems  to  have  been  attended  with  considerable  expense ;  and  as 
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lall  agreed  to  take  them  in  as  joint  partners  m  the  machine 

atent,  it  was  more  to  their  interest  to  employ  Marshall  than 

.0  construct  the  machine. 

Mee's  witnesses  are  to  be  believed,  there  can  be  no  doubt 

he  Cranes  and  Marshall  were  well  aware  that  Mee  claimed 

ivention  as  his  own. 

s  certainly  of  great  weight  that  their  statements  on  this  point 

>  some  extent  confirmed  by  Harmon,  Mr.  Marshall's  own 

;at  reliance  is  placed  by  Marshall's  counsel  on  the  evidence 
trmon  in  relation  to  the  cams.  These  cams,  they  say,  were 
::ted  by  Marshall  after  a  failure  by  Mee,  and  without  them 
lachine  was  imperfect  and  made  defective  work,  and  the 
tion  was  not  reduced  to  practice  so  as  to  be  patentable, 
he  canis  were  of  the  essence  of  the  invention,  and  constituted 
inciple,  it  is  strange,  as  testified  by  Harmon,  that  Mee  should 
been  intrusted  by  Marshall  (the  inventor)  with  the  super- 
I  of  their  construction.  Harmon  says  that  the  cams,  as  made 
ee's  order,  failed  to  make  a  perfect  ribbed  fabric,  and  that 
*aid  "the  defect  could  not  be  remedied."  Harmon  admits, 
ver,  that  Mee  on  the  same  day,  four  or  five  hours  after,  s;iid 
:ou!d  remedy  the  defect." 

rshall  suggested  the  proper  alterations  in  the  cams,  and 
the  machine  performed  its  office  and  made  a  perfect  ribbed 

am  the  explanations  made  to  me  on  the  hearing  by  the  exam- 
I  do  not  understand  that  the  cams  form  any  part  of  the  prin- 
of  the  improved  Pepper  loom.  That  principle  consists  in 
pplication  to  the  old  Pepper  loom  of  a  double  set  of  needle- 
working  separately  and  independently,  one  set  of  needle- 
being  up  while  the  other  set  is  down,  in  combination  with  a 
le  set  of  guide-bars  or  thread-guides  reversing  each  other. 
ecams  form  no  part  of  the  principle  of  the  improvement; 
lerely  auxiliary;  a  mechanical  device  requiring  no  invention, 
lapable  of  being  made  and  appjied  by  any  skillful  machinist. 
It  was  true,  therefore,  that  Marshall  had  first  perfected  this 
anical  device,  and  thereby  caused  the  machine  first  to  make 
lerfect  fabric,  still,  if  Mee  first  conceived  the  improvement 
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and  its  principle,  and  was  using  reasonable  diligence  to  perfect  the 
mechanical  details,  he  cannot  be  deprived  of  his  patents. 

He  did  perfect  his  model  in  a  reasonable  time.  No  such  delay 
occurred  as  to  amount  to  abandonment  of  his  right.  His  appli- 
cation to  the  Patent  Office  was  previous  to  Marshall's.  No 
patent  in  fact  has  yet  been  granted  to  anybody ;  and  if  he  is 
the  first  original  inventor,  and  has  now  reduced  his  invention 
to  practice,  he  must  prevail  over  any  subsequent  original  inventor 
reducing  it  to  use  before  him,  and  a  fortiori  over  Mr.  Marshall. 
not  an  original  inventor  at  all,  but  borrowing  his  ideas  of  the 
improvement  fi-om  Mee, 

The  patents  for  the  loom  and  for  the  fabric,  the  fruit  of  the 
loom,  must  therefore  be  awarded  to  the  assignees  of  John  Mee, 
unless  some  person  other  than  Marshall  can  show  a  better  right. 
John  Pepper  asserts  that  the  double  needle-bars,  working  inde- 
pendently, was  his  original  idea ;  but  all  the  other  evidence  shows 
it  to  be  Mee's  ;  and  Pepper  has  entered  no  caveat,  nor  set  up  any 
adverse  claim  in  the  Patent  Office,  nor  alleged  that  he  made 
known  his  invention  to  Mee,  and  he  is  self- con  eluded. 

Upon  the  whole,  therefore,  I  am  of  opinion,  and  do  no*  this 
2oth  of  April,  1853,  order  and  adjudge,  that  the  decision  of  the 
Commissioner  of  Patents  of  the  I2th  of  January,  1852,  in  favor  of 
Mee,  Rourke,  and  McKennon,  assignees  of  John  Mee,  in  the  cases 
of  improvements  in  the  knitting-loom  and  knit  fabric,  be,  and  the 
same  is  hereby,  affirmed. 


CvRiis  H.  MrCoRMicK,  Appellant, 


Rums    L.   Howard,  Assignee  of  William    F.   Ketchu 
Appellee.     Interference. 


II  It  I'cirmer  interlcreni.'c  muy  he  rrnd  tkt  the  trial  when  the  subjrct-inalitr 
,1  ixKiie  in  the  former  cnae  wns  the  dnme  mx)  the  fMrlies  In  hiliTf^i. 
"signora  of  tlie  pnlirp  right,  were   the  snme,  50   IhnI   the   fwrly  »piinil 
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lom  llie  ile|ioHition  18  otteKd   liHS  hnd   full  opportunltj  lo  vroiis- examine 

I. — It  would  be  unnecesiarilj  opjireBaire  to  reqaire  the  party,  merely  to 
itifr   Ibrm.   tn   tnkc   Ilia   teatimony  over   flgain,   or  well   aa   uaeieasly 

>Li — DHaDcoisBrnL  xxpiBiHiKTg — BiDDCTioH  TO  PBACtici. — A  mere 
ncipie  or  idea,  until  it  aasumes  a  practical  form,  ia  not  patentable ;  anil 
long  courae  of  mere  fruitteas  experiments  lo  reduce  the  princii>le  to 
iclii-e  would  not  prevent  a  subsequent  original  inventor  wbo  hail 
rfecled  his  invention  witlioul  knowleitgc  of  tlie  prior  invention  from 
taining  a  patent. 

FABLI  DlLlOfRCI— tPrtCT  Of.— Dn  the  Other  hand,  nheu  a  prior  inventor 
s  been  using  reasonable  diligenee  to  perfect  and  adapt  the  invention  tii 
irtiee.all  his  rights  will  be  preaerved  and  protected,  although  hin  succesa 
ly  not  have  been  perfect. 

INVIKTOB — BKPOBt  ILL  OTBBBS. — The  expreasion  in  our  atatute  mean*' 
it  the  patentee  muat  have  been  the  inventor  first  in  point  of  time  before 

BL— FilLUBE  TO  APPLV.— The  fact  that  an  alleged  inventor  negleited  to 
ply  for  a  patent,  although  he  knew  that  other  persons  bad  filed  applica- 
liona  for  the  same  invention,  brings  him  within  the  reaaon  of  the  rule 
tt  when  a  man  hn»  been  ailent  when  in  conscience  he  ought  to  have 
»lien  he  will  be  ilebarred  from  sjicaking  when  conscience  requires  him 

VoRBiLL,  J.,  District  of  Columbia,  May,  IR5;i.) 
lELL,  J.      '• 

:  application  was  made  on  the  7th  of  November,  1851.  In 
[>ecification  the  applicant  states  the  improvement  more 
ularly  to  be  for  combining  with  the  cutting  apparatus  at  its 
md  end  a  slide  or  raking-board,  forming  with  said  cutting 
atus  an  angle  less  than  a  right  angle,  by  means  of  which 
jt  grass  is  drawn  outwards  from  the  standing  grass,  by 
I  a  pathway  is  obtained  between  the  standing  and  cut  grass 
e  driving-wheel  to  pass  on  the  ground  on  the  return  tri]) 
■  machine,  as  well  as  to  prevent  the  cut  grass  from  getting 
D  fingers,  and  thereby  clogging  the  sickle.  His  claim  is  for 
ining  with  the  cutting  apparatus  a  raking-board,  forming 
he  .said  cutting  apparatus  an  angle  less  than  a  right  angle, 
intially  as  and  for  the  purpose  specified.  According  to  the 
nent  of  the  Commissioner,  there  were  at  the  time  pending 
rations  before  him  for  patents  for  the  same  invention,  one  by 
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Henry  Green,  made  in  the  month  of  August,  1851,  and  another 
on  the  part  of  Riifus  L.  Howard,  appellee,  as  assignee  of  George 
Sheffer,  made  in  the  month  ol  October  in  the  same  year.  An 
interference  was  declared  between  the  parties,  and  the  13th  of 
May,  1852,  was  appointed  for  the  day  of  hearing.  On  the  loth 
of  January,  1850,  the  above-named  William  F.  Ketchum  assigned 
to  Rufus  L.  Howard  all  the  improvements  he  might  thereafter 
make  to  his  mowing-machine,  which  as.signment  referred  back  to 
the  original  deed  for  its  consideration.  This  assignment  was  nol 
recorded  within  three  months,  and  he  gave  another  assignment, 
dated  February  7th,  1852,  to  renew  the  same  whilst  the  issue  wa.' 
still  depending  between  the  said  original  parties.  On  February 
7th,  1852,  after  notice  given  to  H.  Green,  George  Sheffer,  and 
Rufus  L.  Howard,  Cyrus  McCormick  took  his  testimony  in  the 
case  and  had  the  same  forwarded  to  the  Patent  Office. 

On  the  27th  of  February,  1852,  the  said  Ketchum,  assignor 
to  the  said  Rufus  L.  Howard,  filed  his  petition  and  specification 
for  a  patent  for  an  invention  which  the  Commissioner  states  to 
be  the  same  as  that  claimed  by  McCormick  in  his  specification. 
He  states  that  his  object  is  to  clear  the  track  by  removing  the  cut 
grass  from  the  standing  stubble — turning  it  out  of  the  way ;  that 
he  has  experimented  several  years  with  contrivances  essentially 
the  same ;  that  the  contrivance  he  then  had  in  use  operates  with 
perfect  .satis^ction.  This  consists  of  a  raking-board  combined 
■  with  the  rack-piece  by  a  joint  or  hinge,  at  an  angle  less  than  a 
right  angle.  The  scraper  or  raking-board,  as  it  trails  along  on 
the  ground  after  and  in  the  wake  of  the  cutters,  has  the  effect  10 
remove  the  cut  grass  from  the  standing  stubble  by  rolling  and 
turning  it  in  towards  the  machine,  out  of  the  way,  leaving  a 
clear  track  for  the  heel  of  the  rack-piece  to  move  in  on  the  return 
swath.  It  also  keeps  the  loose  cut  grass  from  choking  or  clog- 
ging and  retarding  the  proper  action  of  the  cutters.  On  the  2d 
of  March,  1852,  Howard,  assignee  of  Sheffer,  by  his  attorney, 
requested  that  Sheffer's  application  might  be  rejected /iro forma : 
and  on  the  ist  of  April,  1852,  Howard  himself  made  a  like  re- 
quest, and  the  Commissioner  accordingly  directed  the  same  to  In- 
done.  On  the  ist  of  March,  1852,  the  Commissioner  declareii 
an  interference  between  the  claim  of  Howard,  assignee  of  Ketchum 
and  McCormick,  and  Green,  and  appointed  the  second  Monday  in 
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0th)  for  a  hearing.  Notice  was  given  accordingly,  and  c 
h  of  May,  1852,  priority  was  declared  in  favor  of  McCo: 

On  the  18th  day  of  the  same  month  and  year  a  decisic 
ide  declaring  priority  in  favor  of  W.  F,  Ketchum,  in  ti 
ng  terms ; 

hereas,  upon  the  appointed  day  of  hearing,  of  which  di 
had  been  given  to  the  parties,  and  upon  a  careful  examin; 

the  testimony  and  arguments  tiled  in  the  case,  it  appeal 

undersigned  that  priority  of  invention  of  the  side-shiel 
■learer  or  scraper  claimed  is  due  to  the  said  W,  F.  Ketchun 
lerefore  hereby  declared  to  be  the  first  inventor  thereof 
n  this  decision  McCormiclc  took  the  present  appteal,  an 

the  Office,  within  the  time  directed  by  the  Commissione 
sons  of  appeal. 

lis  first  reason  he  says  that  said  Ketchum  testifies  in  h 
;half  that  he  never  succeeded  in  perfecting  the  instrumei 

0  bring  it  into  public  use  until  more  than  a  year  afler 
en  perfected  and  introduced  into  public  and  successful  us 

1  McCormiclc ;  second,  that  it  is  not  in  proof  that  Ketchui 
onstructed  a  harvester  with  a  track-clearer  that  worke 
ifully,  or  that  it  was  more  than  mere  experiment ;  thin 
e  the  parol  testimony  on  which  Ketchum  relies  to  sho 
;  had  invented  a  track-clearer  is  too  vague  and  indefinite  I 
;ived  as  evidence,  while,  as  Ketchum  testifies,  the  devici 
;lves,  with  which  he  experimented,  which  are  the  be 
ce,  are  in  existence,  and  might  and  ought  to  have  be« 
:ed  ;  fourth,  because  said  Howard,  being  the  owner  of  sai 
jm's  and  Sheffer's  rights,  by  electing  to  claim  under  Sheffi 
prior  inventor,  virtually  disclaimed  priority  of  invention  ft 
am,  and,  having  been  defeated  under  Sheffer,  it  is  m 
tent  for  him  to  disavow  his  former  acts  and  claim  undi 
um ;  fifth,  a  mere  general  allegation  that  from  the  test 
McCormick,  and  not  Ketchum,  is  the  prior  inventor, 
first  part  of  the  Commissioner's  report  states  particular! 
}ceedings  in  the  case,  which  I  have  already  recited,  logethi 
ime  additional  iacts  obtained  from  the  original  papers  sei 
h  the  appeal.  It  states  as  a  reason  for  not  admitting  Mi 
ck's  testimony  (taken  ina  former  case)  in  evidence  on  tl 
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trial  of  the  case  that  the  same  is  offered  in  a  case  not  between 
the  same  parties  nor  upon  the  same  subject-matter.  This  objec- 
tion is  insisted  upon  by  the  counsel  for  the  appellee.  As  this  is 
a  prehminary  question,  I  have  supposed  it  would  be  proper  to 
determine  it  at  this  point.  The  general  principle,  as  stated  by 
the  Commissioner,  is  admitted  to  be  true ;  but  the  reason  of  the 
rule  sustaining  such  an  objection  is  that  it  would  not  be  mutual, 
and  that  an  opportunity  to  cross-examine  the  witness  would  not 
be  afforded  to  the  party.  Now,  in  the  present  case,  the  real  and 
only  party  in  interest  was  the  assignee,  who  was  the  same  person 
in  both  cases,  and  the  subject-matter  was  the  same  invention,  and 
an  opportunity  was  allowed  him  to  cross-examine  the  witnesses. 
The  law,  as  laid  down  in  Greenleaf  on  Evidence,  is  in  the  case  of 
depositions  taken.  It  is  generally  deemed  sufficient,  if  the  matters 
in  issue  were  the  same  in  both  cases,  and  the  party  against  whom 
the  deposition  is  offered  had  full  power  to  cross-examine  the 
witness.  In  this  case  it  would  be  unnecessarily  oppressive  to 
require  the  party,  merely  to  gratify  form,  to  lake  his  testimony 
over  again,  as  well  as  uselessly  expensive.  The  objection  is. 
therefore,  overruled. 

The  report,  in  further  answering  the  reasons  of  appeal,  is  con- 
fined to  the  testimony  on  the  part  of  the  appellee,  the  effect  of 
which  the  Commissioner  thinks  amounts  to  proof  that  the  inven- 
tion by  Ketchum  was  as  early  as  the  year  1846.  and  that  it  is  the 
same  in  substance  as  that  for  which  McCormick  claims  a  patent 
in  this  case,  whose  invention  was  in  the  year  1849 ;  that  the  testi- 
mony sufficiently  shows,  according  to  established  legal  principles, 
that  said  invention  was  reduced  to  practice ;  that  the  decision 
was  founded  mainly  on  the  testimony  of  Colligan,  confirmed  by 
Field,  the  substance  of  which  he  states ;  that  the  decision  would 
have  been  the  same  if  McCormick's  testimony  had  been  adniitted 
into  the  case  and  considered  ;  that  the  apparent  inconsistencies  in 
Ketchum's  testimony  may  be  reconciled;  that  the  word  "instru- 
ment" is  not  the  word  used  by  Ketchum,  Field,  or  Colligan  when 
speaking  of  imperfections  ;  the  language  refers  to  the  machine  as 
a  whole,  as  in  the  instances  of  breaking  a  cutter-bar,  &c.  As  to 
the  reason  defining  in  what  a  patentable  invention  consists,  he 
refers  to  the  law  as  laid  down  by  Judge  Cranch  in  the  case  of 
Perry  v.  Cornell  {ante, p.  66)  ;  and  as  to  Howard's  being  estopped 
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to  disavow  his  claim  under  Scheffer,  and  set  it  up  under  Ketchum, 
he  says  a  man  who  purchases  under  a  bad  title  has  surely  a 
right  to  cure  the  defect  by  purchasing  and  setting  up  a  better 
title. 

On  the  day  appointed  for  the  hearing,  according  to  notice  given, 
the  parties  appeared  by  their  respective  counsel ;  and  the  Com- 
missioner having  laid  before  the  judge  the  grounds  of  his  decis- 
ion in  writing,  with  the  original  papers  and  the  evidence  in  the 
cause,  and  the  arguments  of  the  counsel  on  each  side  being  sub- 
mitted, it  appears  that  there  is  no  dispute  as  to  the  invention  for 
which  a  patent  is  asked  being  patentable ;  the  questions  are 
whether  the  inventions  are  the  same;  if  so,  whether  the  appel- 
lant, according  to  the  principles  of  patent  law,  is  the  first  and 
original  inventor.  I  think  it  must  be  considered  clear  from 
McCormick's  testimony  that  in  the  month  of  August,  1849,  ^^ 
was  the  inventor  of  the  improvements  as  described  by  him  in  his 
specification;  that  he  reduced  it  to  practical  use  with  success  in 
combination  with  his  mowing-machine,  and  that  he  has  continued 
to  succeed  in  the  use  of  it ;  that  according  to  the  testimony  of  the 
examiner  it  differs  from  all  others,  in  having  the  double  inclina- 
tion of  the  board  in  connection  with  its  peculiar  shape,  enabling 
it,  among  other  things,  to  perform  the  precise  function  of  the 
crooked  stick  in  Scheffer' s  instrument.  Does  it  interfere  with 
Ketchum' s  improvement,  under  which  the  appellee  claims?  The 
Commissioner  in  his.  report  says  they  are  substantially  the  same, 
and  that  Ketchum  is  the  prior  inventor.  This  must  depend  upon 
the  evidence  on  the  part  of  the  appellee  and  the  facts  and  circum- 
stances in  the  case,  taken  in  connection  with  it.  I  will  state  the 
substance  of  it : 

Ketchum  (the  assignor)  in  his  deposition  states  that  he  made 
an  improvement,  known  as  the  side-shield  or  scraper,  to  his 
mowing-machine  he  thinks  in  the  year  1846.  The  angle  was 
eighteen  or  twenty  degrees.  It  was  made  of  iron.  After  that 
he  made  the  scraper  of  wood — board — ^attached  by  a  hinge.  He 
thinks  he  used  the  board  in  this  manner  in  1847,  1848,  and  1849. 
He  has  seen  the  drawing  representing  Mr.  McCormick's  and 
Green's  devices,  and  he  considers  them  the  same  in  principle  as 
his.  He  is  and  has  been  a  practical  machinist  for  twenty-  five 
years.     Schedule  '*A"  was  shown  to  him.     This,  he  said,  repre- 
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sents  his  scraper.  B  represents  the  sheet-iron  scraper  better  than 
the  one  he  made  of  board.  It  is  about  two  years  since  he  per- 
fected his  machine.  Hesays;  "It  is  within  that  time."  Hewas 
experimenting  from  1846  up  to  within  a  year,  with  a  view  10 
perfecting  his  machine.  His  machine  was  so  imperfect  in  other 
respects  that  it  was  impossible  to  tell  whether  the  device  of  the 
track-clearer  or  scraper  was  going  to  answer  the  purpose  when 
his  machine  worked  well.  It  answered  the  purpose  The  greai 
difficulty  with  the  machine  was  that  it  choked  or  clogged  up. 
Another  difficulty  was  that  the  proportions  were  not  sufficient 
in  strength.  That  he  was  laboring  to  overcome  all  these  difficul- 
ties. He  cannot  say  that  he  ever  had  the  machine  on  sale  as 
perfect  as  it  has  been  since.  It  has  been  exhibited  at  Stale  faire: 
at  one  State  fair  with  this  improvement.  This  scraper  was  on 
the  machine  at  the  State  fair  in  Rochester  last  year  f  1850).  The 
machine  has  been  exhibited  at  four  State  fairs;  the  improvement 
at  none  except  at  Rochester  last  year;  he  had  seen  it  to  be 
necessary  to  have  some  device  for  clearing  away  the  grass.  He 
says:  "I  have  considered  thi^  improvement  the  thing  to  answer 
the  purpose." 

He  was  cross-examined  by  Mr.  Green's  counsel,  and  testified 
that  he  made  the  assignment  to  Howard  the  toth  Februan.', 
1852:  was  not  then  aware  of  the  improvement  of  Green  or  any 
other  person;  was  not  positive  but  that  he  began  to  experiment 
in  1845  in  the  use  of  this  device.  He  made  the  improvement  as 
it  appears  in  the  schedule  or  drawing  "B"  in  June,  1846,  He 
does  not  know  when  he  attached  the  bottom  board ;  thinks  he 
discovered  the  angle  of  eighteen  or  twenty  degrees  immediately 
upon  the  experiments.  He  used  the  machine  with  that  device  in 
1846,  but  is  not  positive  about  the  bottom  board.  This  improve- 
ment of  itself  is  not  sufficient  to  overcome  every  difficulty.  The 
cutter-bar  was  too  weak  at  first,  and  prevented  the  machine  from 
working  well. 

He  was  further  cross-examined  by  McCormick's  counsel,  and 
testified  that  a  machine  was  built  in  1839  or  1840  by  his  instruc- 
tions. It  had  not  the  side-shield  or  scraper  as  in  schedule  "•^■" 
He  had  no  device  attached  to  it  similar  to  that  in  the  diagram  in 
1839  and  1840.  He  used  it  in  the  harvest  of  1836 :  no  one  be- 
sides himself  used  this  in  1 846  ;  others  saw  it  work  ;  the  machine 
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worked  so  littie  at  that  time  that  he  could  not  tell  whether  the 
machine  was  effectual  or  not,  2.  e, ,  the  whole  machine  combined  ; 
it  was  the  sheet-iron  **6"  he  used  in  the  machine  of  1846;  the 
angle  of  the  scraper  was  inside  or  less  than  a  right  angle ;  he  did 
not  consider  this  a  perfect  machine.  After  the  harvest  of  1846  he 
could  not  use  it  on  account  of  the  defects  in  all  parts  of  the  ma- 
chine; he  could  not  tell  from  the  experiments  in  1846  whether 
the  scraper  was  going  to  answer  the  purpose  or  not.  He  exper- 
imented in  1847  with  the  same  machine;  he  is  not  positive ;  they 
were  made  openly;  machine  of  1847  had  upon  it  a  scraper  sim- 
ilar to  the  one  in  schedule  *  '^  /  "  he  thinks  it  had  a  bottom  board 
attached,  but  is  not  certain;  he  thinks  he  used  the  machine  in 
1846  and  1847  without  the  scraper  in  some  of  the  trials ;  the  exper- 
iments in  the  fall  of  1848  were  on  the  same  principles  as  the 
former  ones;  in  his  improvements  in  1848  he  strengthened  the 
machine  somewhat ;  there  was  no  great  change,  chiefly  in  strength  ; 
the  machines  of  1846  and  1847  were  broken  up  and  scattered  ;  does 
not  know  what  becaine  of  the  scraper  ;  he  left  the  machine  on 
the  Dibble  farm,  where  the  experiments  were  made  ;  he  does  not 
know  what  became  of  the  machine  of  1848  ;  he  thinks  Mr.  Hawes, 
his  partner,  took  a  couple  of  the  machines  of  1848  out  west ;  it 
was  in  July,  1848,  he  used  the  machine  with  the  side-shield  or 
scraper,  as  represented  in  the  diagram  at  Fig.  '*^,*'  and  some 
with  the  portion  marked  '*^,"  off;  the  bottom  board  was  of  no 
benefit ;  Hawes  took  the  machines  out  west,  partly  made  by  wit- 
ness and  partly  by  himself;  at  the  time  Mr.  Hawes  went  west  the 
scraper  was  not,  in  his  opinion,  in  a  state  of  perfection  ;  Hawes 
took  away  machines ;  he  does  not  know  what  he  did  with  them  ; 
he  experimented  at  different  times  in  1 849,  but  does  not  recollect 
whether  he  made  the  experiments  with  the  same  machine  of  1848  ; 
he  thinks  he  did  ;  there  were  some  alterations  made,  but  he  does 
not  recollect  that  he  made  any  change  in  the  scraper ;  the  exper- 
iments of  1849  made  the  machine  a  little  better  than  it  was  before  ; 
in  1849  his  experiments  were  made  in  Genesee  county,  at  or  near 
Batavia,  in  the  presence  of  Joseph  C.  Field,  Rufus  L.  Howard, 
Judge  Soper,  and  George  W.  Allen  ;  the  machines  he  used  in  1849 
were  all  in  his  possession  ;  in  the  harvest  of  1849  ^^  ^i^  "o^  think 
the  machine  a  perfect  one ;  these  machines  all  had  the  s*craper 
attached  in  1849 ;  he  sold  out  to  Mr.  Howard;  in  August  he  sug- 
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gested  to  him  improvements,  and  since  the  sale  has  assisted  him 
with  his  advice;  he  sold  to  him  all  the  improvements  he  had  made 
or  used  or  might  thereafter  make  ;  he  does  not  recollect  seeing 
any  of  the  machines  in  uSe  in  the  harvest  of  1850 ;  he  thinks  Mr. 
Harvey  Deul  used  one ;  he  does  not  know  that  any  were  used  in 
that  year  with  the  scraper ;  in  1851  he  suggested  to  Mr.  Howard 
as  an  improvement  the  method  of  bracing  the  machine  from  the 
shoe  to  the  frame  with  a  bar,  also  a  heavy  timber  parallel  with 
the  cutter  and  above  the  ground  ;  he  thinks  there  was  some  im- 
provement made  that  year  in  the  scraper,  but  not  by  witness.  It 
appears  that  this  last  improvement  in  the  scraper  was  made  by  C. 
Sheffer.  He  knew  of  this.  In  February,  1852,  Sheffer,  Green, 
and  McCormick  were  present,  and  parties  at  an  examination  of 
improvements,  &c.  It  was  a  few  days  before  the  trial  when  he 
first  knew  of  Sheffer's  improvement.  Some  months  before  the 
examination  he  told  Howard,  when  he  first  showed  him  Sheffer's 
improvement,  that  the  principle  was  the  same  with  his,  with  the 
exception  of  the  stick.  When  he  saw  the  stick  operate,  he  thought 
it  an  improvement.  That  was  in  the  harvest  of  1851.  He  told 
Sheffer  in  August  or  September,  1851,  that  the  board  set  up  on 
an  angle  was  his.  He  heard  that  Sheffer  had  applied  for  a  patent. 
He  told  Howard  the  same  that  he  had  told  Sheffer,  that  Sheffer 
could  not  get  a  patent  if  he  (witness)  opposed  it.  He  told  Sheffer 
in  February  that  he  was  going  to  apply  for  a  patent  for  the 
scraper,  but  Sheffer  still  persisted  in  it.  Mr.  Howard  told  him 
at  some  time,  he  does  not  recollect  when,  that  he  was  the  assignei- 
of  Sheffer,  and  that  Sheffer  was  the  inventor,  and  that  he  was  goin^' 
to  apply  for  a  patent ;  he  did  not  object  to  Howard  applying  for 
a  patent  for  Sheffer's  invention ;  he  knew  that  he  had  applied  or 
was  going  to  apply  for  Sheffer's  invention,  and  he  knew  the  resuli 
of  Sheffer's  application ;  he  knew  there  was  an  interference  de- 
clared, and  knew  at  the  time  of  the  examination  that  the  point 
turned  upon  the  priority  of  invention  between  McCormick,  Shef- 
fer, and  Green ;  he  did  not  think  the  invention  perfect :  the 
scraper  that  Howard  makes  is  substantially  the  same  as  that  of 
1846  and  1849 ;  he  thought  the  machines  he  had  sold  were  per- 
fect, but  trial  proved  them  defective ;  he  exhibited  the  machine 
witli  the  scraper  attached  at  Rochester  in  1851 ;  the  sanie  kind  of 
scraper  that  Howard  now  makes,  or  nearly  so,  he  used  in  the 
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field  with  the  scraper  attached,  he  thinks,  in  1847.    Witness  pro- 
ceeds to  state  the  dates  of  his  patent,  the  sale  to  Howard,  and  the 
two  assignments,  one  of  July  5th,  1851,  the  second  of  February 
27th,  1852.     The   consideration   for  both   assignments   referred 
back  to  the  original  $1,000.     Up  to  the  time  of  his  sale  to  Mr. 
Howard  he  did  not  have  the  machine  with  the  scraper  annexed 
on  sale.    All  his  machines  which  have  been  built  before  his  sale  to 
Mr.  Howard  have  been  built  for  experiment.    The  reason  why  he 
did  not  get  his  improvement  patented  sooner  was  because  he  was 
not  able. 
[A  resum6  of  other  depositions  to  the  same  effect  follows.] 
In  coming  to  a  decision  upon  the  effect  and  weight  of  the  testi- 
mony, it  is  proper  to  state  that  I  think  there  is  much  justness 
and  force  in  the  able  arguments  of  the  counsel  on  the  part  of  the 
appellants  in  this  case  in  the  views  they  have  taken  of  the  circum- 
stances and  facts  appearing  in  the  case  from  the  proceedings  and 
the  testimony  of  Ketchum  relating  to  the  conduct  of  Howard 
and  Ketchum.     The  strange  inconsistency  and  contrivance  on 
the  part  of  Howard  with  respect  to  the  assignments,  and  the 
imposition  practiced  on  the  Government  by  him,  together  with 
the  indifference  and  neglect  on  the  part  of  Ketchum  to  apply  for 
a  patent,  with  the  knowledge  he  possessed,  that  others  had  been 
applying  for  the  same  invention,  and  his  consent  and  approbation 
that  Howard  should  apply  under  the  assignment  of  Sheffer — his 
conduct  and  silence  under  such  circumstances  bring  him  within 
the  reason  of  the  rule  that  where  a  man  has  been  silent  when  in 
conscience  he  ought  to  have  spoken  he  will  be  debarred  from 
speaking  when  conscience  requires  him  to  be  silent.     These  and 
other  circumstances  certainly  tend  to  militate  against  the  practical 
reality  of  Ketchum' s  invention  and  against  the  fairness  of  the 
claim  for  a  patent  on  the  part  of  Howard.     I  do  not  understand 
the  decision  of  the   Commissioner,  however,  as   going  to   the 
extent  of  declaring  the  appellee  to  be  entitled  to  a  patent.     The 
question  of  unfairness  and  imposition  is  not,  therefore,  directly 
before  me  on  this  appeal.     On  the  other  part  of  the  subject  the 
rule  has  been  correctly  stated,  that  a  mere  principle  or  idea,  until 
it  becomes  properly  and  practically  clothed,  is  not  patentable. 
And  it  may  also  be  stated  that  a  long  course  of  mere  fruitless 
experiments  to  reduce  the  principle  to  practice  would  not  be 
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sufficient  to  prevent  a  subsequent  original  inventor,  who  had 
perfected  his  invention  without  knowledge  of  the  prior  invention. 
from  his  right  to  a  patent ;  but,  on  the  other  hand,  where  a  prior 
inventor  has  been  using  reasonable  diligence  to  perfect  and  adapt 
the  invention  to  practical  use,  his  right  will  be  preserved  and 
protected,  although  his  success  may  not  have  been  perfect. 
"The  expression  in  our  statute  means  that  the  patentee  must 
have  been  the  inventor  first  in  point  of  time  before  all  others. " 
With  these  these  principles  to  guide  me,  I  feel  obliged  to  come 
to  the  same  conclusion  with  the  Commissioner  of  Patents,  that, 
even  putting  out  of  the  case  Ketchum's  testimony  (unless  I  could 
bring  myself  to  believe  the  other  two  witnesses  perjured),  that 
Ketchum's  invention  and  McCormick's  are  substantially  the 
same  —  I  mean  the  principle  is  the  same,  though  there  is  a 
difference  in  having  the  double  inclination  of  the  board — and  that 
Ketchum,  assignor  to  Rufus  L.  Howard,  is  the  prior  inventor,  and 
I  do  so  decide,  there  being  also  siAficient  evidence  to  show  prac- 
tical use.* 

P.  H.  Watson,  for  appellant. 

W.  P.  N.  Fitzgerald,  for  appellee. 


In  Re  Samuel  Seelv,  Applicant.    Appeal  from  refl'sal 
TO  GRANT  Patent. 

COMMISmONBK   AND    KXAHINERS    BXAHINID    UNDIB  OATH. Taking  ihfi  MCtiODS  of 

the  acts  of  lS3(i  and  1839,  relating  to  appeale  from  the  decision  of  Ihc 
CommieaioDer.  togetlier,  it  19  evident  that  tbe  judge  succeeded  to  Ibe  poviT 
formerly  conferred  upon  the  board  of  cxarainerB  to  require  the  Cororois- 
sioiier  and  the  eiamiuers  in  the  Patent  Office  to  fnrnish  such  informmion 
as  tbey  might  possess  i-eliitive  to  tbe  matter  under  consi deration,  and  mi 
hM;  tbat  an  eiaminer  might  be  interrogate!]  under  oalh  as  to  the  pecuiinr 
nature  and  features  of  the  invention  in  dispute. 

*The   patent  was  subse'iuentty   issued    V>   RufHls   L.  Howard,  assignee  of 
William  i\  Ketchum,  No.  971(7,  May  17th,  1853. 


In  Re  Seely. 

0|iinion  of  Hie  court. 


>ENCi  IN  si'PPOBT  UP.— Where  aii 
plicsDt  has  complied  with  ail  the  formal  requirements  of  the  law  by 
Ir  filing  his  application,  and  it  is  not  found  upon  examination  that  the 
rention  is  subject  to  any  of  the  objections  mentioned  iu  the  law  as  fatal 
the  grant  of  a  patent,  it  is  not  competent  fur  the  CommiSBioner  to  raijuire 
ditional  evidence  as  to  the  practical  result  nf  the  inTCiition. 

invenliou  accompanying  Ihe  application  is  ynma-fadt  evidence  that  the 
centioii  therein  eet  forth  has  been  made,  and  none  of  the  patent  laws 
ve  ever  rei|uired  that  tlie  invention  should   have  been  in  use  or  reduced 

actual  practice  before  the  issuing  of  the  |iatent  otherwise  than  by 
rnighing  n  model,  drawing,  and  ilescrlpllon  of  llie  invention  as  required 


[ivuL'a. — The  queslion  whether  tbe  invention  ia  sufficiently  useful  and 
iportant  does  not  refer  to  its  degree  of  utility  as  compared  with  other 
>ention»  of  tbe  same  kind,  but  rather  to  its  purpose,  as  whether,  being 
pabic  of  use,  it  is  destined  for  some  benefldal  purpose,  or  is  merely 
tolous,  insignificant,  or  mischievous  lo  society. 

[ON I'SE  OF    OLO    DIVICRH — NEW   itNU    BENKP1(?[AL   EFFECT. —  A  paleutalllc 

■ention  may  consist  of  the  use  of  an  old  thing  in  a  known  manner,  to 
oduce  effects  already  known,  when  the  result  is  new  and  better  in  the 
use  that  the  effects  are  more  economically  or  beneficially  enjoyed  by  the 
iblic. 

HE-KILN— NEW  coHNiN ATTON.- ThuH  the  application  for  the  firct  time 
a  lime-kiln  of  a  blast  fan,  or  of  both  blast  and  suclion  fan?,  or  of  an 
rangement  whereby  the  heating  of  tbe  boiler  of  the  blowing  engine  i^ 
ecled  by  the  same  furnace  that  heats  the  kiln,  held  to  be  ]>atentable 
veationE,  it  appearing  that  if  these  features  should  operate  in  the  manner 
scribed  they  would  effect  a  considerable  saving  of  fuel. 

MoBSELL,  J.,  District  of  Columbia,  May,  lH.>:t.) 


i  application  under  consideration  in  this  decision  becunie 
t  No.  9736  May  17th,  1853.  For  diagram,  sec  Patent  Office 
rt  1853,  vol.  I,  page  203. 

ELL,  J. 

s  is  a  case  where  there  was  no  opposing  party,  and  in 
the  decision  rests  only  upon  the  examination  of  the  Com- 
iner  under  the  seventh  section  of  the  act  of  1836,  as  thereby 
ularly  required   of  him   in   the  cases  therein   mentioned. 
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His  decision  was  made  the  J4th  of  January,  1853,  in  which  he 
says,  addressing  himself  to  the  appellant :  "In  the  matter  of  your 
alleged  improvement  in  lime-kilns,  I  have  to  state  in  relation  to 
the  first  claim  that  if  the  draft  of  a  lime-kiln  becomes  too  weak  in 
consequence  of  extending  the  height  of  a  kiln  for  the  purpose  of 
economizing  heat,  the  application  of  any  well-known  means  of 
increasing  the  draft  is  obvious,  and  cannot  be  considered  a  new 
and  patentable  invention.  The  use  of  two  blowers — one  a  suction 
blower  and  the  other  a  forcing  blower — in  order  that  one  may  be 
used  when  it  would  be  inconvenient  or  impracticable  to  use  the 
other,  is  considered  a  matter  of  common  right  as  obvious  as  that 
of  choosing  between  the  two  that  which  may  be  most  convenient, 
and  not  a  thing  which  can  be  deemed  in  a  patentable  sense  a 
combination.  In  reference  to  the  third  claim — that  of  heating  the 
boilers  of  the  engine  by  the  same  fire  that  heats  the  kiln — 3  like 
device  may  be  found  in  those  furnaces  in  which  the  waste  heat  is 
applied  to  heat  the  boiler  of  the  blowing  engine,  which  possesses 
the  same  power  of  self-adjustment,  if  such  a  power  be  a  practi- 
cable thing  in  either  case  in  accommodating  the  production  of 
steam  to  the  blast  required." 

There  were  two  reasons  of  appeal.  The  first,  very  nearly  in 
the  language  of  the  clause  of  the  act  of  Congress  just  referred  to. 
which  limits  the  examination  of  the  Commissioner  to  matters 
therein  expressed,  and  the  second  reason  is  in  the  terms  of  the 
part  of  the  section  which  requires  the  Commissioner  to  notify  the 
applicant  of  his  refusal,  giving  him  briefly  such  information  and 
references  as  may  be  useful,  &c. 

The  Commissioner  answers  the  first  reason  by  saying  that  what 
it  states  is  a  mere  truism,  because  an  appeal  from  a  refusal  of  a 
patent  must  always  be  for  that  reason.  Nothing  more  can  be 
said  specially  in  reply.  And  he  refers  to  annexed  copies  of  letters 
of  the  9th  and  nth  of  February  last,  communicating  to  Mr.  Seely 
the  reasons  why  the  Office  differs  from  the  opinion  expressed  in 
the  first  reason.  The  substance  of  the  letter  of  the  9th  statei^ 
that  the  only  things  assumed  as  known  devices  in  the  official  de- 
cision of  the  24th  ultimo  upon  the  first  claim  in  the  case  of  the  lime- 
kiln are,  first,  making  the  kiln  high  and  feeding  the  limestone  in  at 
the  top,  for  the  purpose  of  economizing  heat ;  and  second,  the  use 
of  a  fan  or  other  mechanical  blower  as  the  means  of  increasing 
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the  strength  of  a  draft.  These  two  devices  are  so  generally 
known  that  the  Office  does  not  consider  a  special  reference  to 
either  of  them  necessary,  so  long  as  the  increased  addition  to  the 
height  of  the  kiln  and  keeping  up  a  sufficient  draft  involves  only 
the  matter  of  carrying  the  economy  of  heat,  and  other  advantages 
known  to  belong  to  the  increase  of  height,  to  a  greater  extent. 
The  application  of  a  known  means  of  strengthening  the  draft  to 
this  particular  case  is  deemed  unpatentable.  On  the  second  claim 
the  only  things  assumed  to  be  known,  are,  first,  the  forcing 
blower ;  second,  the  suction  blower.  As  it  is  not  pretended  that 
either  of  these  is  new,  a  reference  is  not  necessary.  The  Office 
intended  to  be  understood  as  giving  its  opinion  upon  the  patent- 
ability, in  view  of  those  two  things  being  known,  of  using  both 
upon  one  lime-kiln  for  the  purpose  specified.  In  regard  to  the 
third  claim,  and  the  thing  mentioned  as  an  equivalent,  the  Office 
has  not  unqualifiedly  stated  that  the  latter  does  act  in  practice  as 
a  self- regulator.  On  the  contrary,  serious  doubts  are  entertained, 
as  intimated  in  the  letter  of  the  24th  ultimo,  whether  either  one 
will  so  act  in  practice.  If  not,  then  the  device  in  either  case  con- 
sists simply  in  not  building  a  separate  fire  for  the  engine-boiler, 
but  putting  it  where  it  may  take  its  heat  from  the  main  fire,  and 
the  two  things  will  be  considered  as  equivalent  until  satisfactory 
evidence  is  placed  on  file  that  the  one  claimed  has  been  actually 
made  practically  to  perform  the  self-regulating  function  claimed 
for  it. 

The  letter  of  the  nth,  as  to  the  first  two  claims,  adds  nothing. 
As  to  the  third,  the  only  additional  thing  is  that  the  decision 
of  the  Office  extends  so  far  as  this,  that  in  the  absence  of  the 
evidence  of  fact  that  the  thing  does  perform  that  function  (that  is, 
whether  the  principle  has  been  or  can  be  made  susceptible  of 
sufficiently  definite  and  constant  relations  in  quantity  to  serve  in 
practice  as  the  means  of  such  a  self-regulation  of  the  apparatus  as 
is  claimed  for  it)  a  patent  ought  not  to  be  granted  for  heating  the 
steam-boiler  over  the  kiln  fire  instead  of  a  separate  one. 

On  the  day  and  place  appointed  by  previous  notice  for  the 
hearing,  the  appellant  appeared  by  his  counsel  and  Mr.  Lane,  an 
examiner  from  the  Patent  Office,  the  Commissioner  having  laid 
before  me  the  original   papers  in  the  case,  together  with  the 
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grounds  of  his  decision  touching  the  points  involved  by  th<; 
reasons  of  appeal. 

Upon  the  application  of  the  counsel  for  the  appellant,  Mr. 
Lane  was  sworn  by  the  judge,  according  to  the  provisions  of 
the  statute,  for  the  purpose  of  being  examined  in  explanation 
of  the  principles  of  the  invention  for  which  the  patent  was 
prayed.  Objections  on  the  part  of  the  Office  were  made  to 
answering  the  seventh  interrogatory  and  the  tweiiih  as  not  being 
embraced  within  the  rule  provided  by  the  statute.  The  object 
of  both  questions  was  to  obtain  information  on  the  subject  of  the 
peculiar  nature  and  features  of  the  invention  forming  the  very 
subject  of  the  issue,  and  essential  to  the  right  claimed,  and  which 
it  was  thought  had  not  been  sufficiently  set  forth  in  the  report. 
In  the  seventh  section  of  the  act  of  1836,  giving  the  party  a  right 
of  appeal  to  a  board  of  examiners  from  the  decision  of  the 
Commissioner,  it  is  made  the  duty  of  the  Commissioner  to 
furnish  to  the  board  of  examiners  not  only  a  certificate  in  writing 
of  his  opinion  and  decision,  stating  the  particular  grounds  of  his 
objections,  and  the  part  or  parts  of  the  invention  which  he  con- 
siders as  not  entitled  to  be  patented,  but  also  such  information  as 
he  may  possess  relative  to  the  matter  under  their  consideration. 
By  the  act  of  1839,  chapter  88,  this  board  was  abolished,  and 
instead  thereof  the  appeal  was  authorized  to  be  made  to  tliL' 
chief  judge  of  the  District  Court  for  the  District  of  Columbia, 
the  eleventh  section  of  which  statute  provides  "that  at  ihc 
request  of  any  party  interested,  or  at  the  desire  of  the  judge,  the 
Commissioner  and  the  examiners  in  the  Patent  Office  may  be 
examined  under  oath  in  explanation  of  the  principles  of  the 
machine  or  other  thing  for  which  a  patent  in  such  case  is  prayed 
for."  It  is  supposed,  without  the  necessity  of  entering  on  any 
particular  course  of  reasoning  on  the  subject,  that  it  must  appear 
clear  that  the  judge  succeeded  to  the  same  authority  that  the 
board  possessed  to  require  of  the  Commissioner  and  examiners 
like  information  and  to  the  full  extent,  and  that  the  two  laws, 
taken  together  in  their  provisions  on  this  subject,  authorized  the 
examination  according  to  said  interrogatories.  The  objections 
must  therefore  be  considered  overruled. 

This  examiner  stated  that,  so  far  as  he  knew,  there  never  had 
been  a  blast  used  in  a  iime-kiln  before  this ;  that  the  principle  of 
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the  combination  of  the  two  blowers,  so  far  as  he  knew,  had  never 
been  used  in  any  other  lime-kiln.  And  so  with  respect  to  the 
feature  of  generating  heat  and  flame  in  the  same'  furnace  for  the 
purpose  of  calcining  the  limestone,  and  for  the  steam-boiler  for 
the  blowing  apparatus,  in  the  sense  that  it  is  in  no  other  lime- 
kiln ;  also  that  other  features  of  the  invention,  so  far  as  related 
to  lime-kilns,  were  new,  and  that  if  the  practical  results  would  be 
as  stated  it  would  save  considerable  fuel,  which  is  one  of  the 
most  considerable  items  of  expense.  This  is  believed  to  be  the 
substance.  (The  paper  containing  the  statement  referred  to  is 
sent  herewith.) 

I  proceed  now  to  consider  the  reasons  of  appeal ;  and  their 
connection  is  such  that  they  may  both  be  considered  together. 
They  involve  the  construction  of  the  seventh  section  of  the  act 
of  Congress  of  1836,  as  to  the  extent  of  the  jurisdiction  of  the 
Commissioner  in  requiring  additional  evidence  in  this  case  to 
sustain  the  claim  of  the  appellant  to  have  a  patent  for  his  inven- 
tion, the  terms  of  the  law  declaring  the  previous  requisites,  on  a 
compliance  with  which  the  party  is  entitled ;  and  those  condi- 
tions in  which,  if  the  applicant's  case  falls,  he  will  not  be  entitled, 
are  so  explicit  as  to  need  no  other  interpreter  than  itself,  and  need 
not  be  here  stated. 

It  appears  to  be  admitted  that  the  application,  specification, 
drawings,  models,  and  oath  have  all  been  made  according  to  the 
requirements  of  the  law,  and  it  also  appears  that  this  is  not  a 
case  of  interference. 

The  invention  claimed  is  a  new  and  useful  process,  so  arranged 
and  adapted,  in  combination  with  the  kiln  for  calcining  limestone, 
as  to  prove  greatly  beneficial  to  the  public  and  more  economical, 
by  great  saving  of  expense  in  the  cost  of  fuel,  and  producing  a 
much  better  and  superior  article  of  lime. 

The  Commissioner  in  his  report  does  not  say  in  terms  that  he 
has  discovered  in  the  course  of  his  examination  any  evidence  that 
the  invention,  as  stated  in  its  combination,  falls  within  any  of  the 
conditions  mentioned  in  the  law  as  a  sufficient  ground  to  justify  a 
rejection;  but  he  intimates  that  the  parts  (separated)  are  old, 
well-known  things,  and  have  been  used  in  other  applications ; 
and  though  considered  as  combined  in  the  intended  application 
in  a  lime-kiln,  there  is  no  evidence  of  what  the  practical  result 
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would  be.  This,  I  think,  is  not  meeting  the  proposition  as  to  its 
practical  result.  To  entitle  the  party  to  a  patent,  I  consider  it  as 
settled  law  that  (to  use  the  language  of  Judge  Cranch)  "none  of 
the  patent  laws  have  ever  required  that  the  invention  should  be 
in  use  or  reduced  to  actual  practice  before  the  issuing  of  the  pat- 
ent otherwise  than  by  a  model,  drawings,  and  a  specification 
containing  a  written  description  of  the  invention,  and  of  the  man- 
ner of  making,  constructing,  and  using  the  same,  in  such  full. 
clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art 
to  which  it  appertains  to  make,  construct,  and  use  the  same." 
(Heath  v.  Hildreth,  anie,  p.  12.)  To  these  facts  the  party  appli- 
cant is  required  to  make  oath  of  the  truth  ;  and  such,  in  a  case  of 
this  kind,  is  esteemed  prima-facie  evidence.  ' '  Mr,  Justice  Sion' 
has  held  that  this  oath  on  a  trial  is  evidence  in  the  cause  of  3 
prima-facie  character,  and  that  it  is  the  foundation  of  the  onus 
probandi  thrown  upon  the  defendant."     (Curtis,  sec.  30.) 

In  such  a  state  of  things,  if  the  Commissioner  shall  deem  it 
sufficiently  useful  and  important,  it  is  his  duty  to  issue  a  patent 
therefor,  as  to  which  latter  matter  Cgrtis  (sec.  28)  says;  "The 
subject-matter  of  a  patent  must  not  be  injurious  or  mischievous 
to  society,  or  frivolous  or  insignificant."  Again:  "It  must  be 
capable  of  use  for  some  beneficial  purpose ;  but  when  this  is  the 
case,  the  degree  of  utility,  whether  larger  or  smaller,  is  not  a  sub- 
ject for  consideration  in  determining  whether  the  invention  will 
support  a  patent." 

Nor  is  this  rule  of  evidence  at  all  unreasonable.  The  proceed- 
ing before  the  Commissioner  is  an  initiatory  proceeding,  and. 
from  the  nature  of  the  subject,  not  unlike  the  practice  in  the 
incipient  stages  of  many  other  allowed  cases. 

With  respect  to  the  passage  quoted  by  the  Commissioner  from 
Curtis,  section  401,  on  the  subject  of  the  use  of  old  things  in 
combination,  the  second  branch  of  the  very  same  paragraph 
shows  a  full  explanation  of  the  rule.  The  part  quoted  is  where 
the  rule  was  intended  to  apply  in  a  case  where  the  new  use  was 
only  so  far  as  the  occasion  was  concerned ;  but  he  says  imme- 
diately after,  "or,  on  the  other  hand,  the  claim  may  be  for  the 
use  of  a  known  thing,  in  a  known  manner,  to  produce  etfects 
already  known,  but  producing  those  effects  so  as  to  be  more 
economically  or  beneficially  enjoyed  by  the  public,  which  the  la^v 
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s  is  a  patentable  subject."  The  result  in  this  case  was  new 
•etter.  But  if  further  evidence  were  necessary,  I  think  the 
iner  has  fully  supplied  it. 

M  the  whole,  I  think  there  was  error  in  the  decision  of  the 
lissioner  refusing  to  grant  the  patent  in  this  case,  and  I  do 
ride,  and  direct  that  the  same  be  reversed  and  that  a  patent 
inted  as  prayed. 

I/.  IVatsem,  for  the  appellant. 

Lane,  for  Commissioner. 


E   Hamilton   L.  Smith.     Appeal   from   refusal  to 
GRANT  Patent. 

iocs  r»B — N»w  rB». — A  mere  analogoua  use  ia  not  pBtenlable;  but 
len  a  new  or  imprDved  manuracture  is  prodiiceil  by  new  rontriTanrea, 
nbinatione.  or  arrangements,  a  new  principle  maybe  conaliluleil,  anil 
:  application  or  practice  olold  things  will  of  course  be  new  also. 
E  or  MAMUFACTL'HE — PATENTAB[LiTv. — -In  judging  whether  Uiere  is  an 
proved  result  in  an  article  of  matiufaclure,  the  usual  test  is  whether  the 
■duction  or  the  article  is  aa  good  at  a  cheaper  rate,  or  better  in  c|Uality 
the  same  rale,  or  with  both  of  these  consequences  partially  combined, 
r  or  [NVENTioN. — It  is  DO  objection  that  s  combination  appears  to  be 
iple,  aod  the  Invention  not  very  great,  if  it  be  not  frivolous  and  foolish. 
riLE — CAHE  STATED. — k  blauk  book  or  letter  file  prepared  for  imme- 
l1*  use,  by  coaling  the  margins  of  the  leaves  with  Builahle  adhesive 
;paratioDa  at  the  time  of  manufacture,  is  not  aotipipaled  by  the  prai'lii^e 
pafting  scraps  or  letters  in  a  blank  book  not  previously  prepared,  nor 
ihe  use  of  adhesive  paper. 

)loR<<ELL,  J.,  District  of  Columbia,  Hay,  IH53.) 

Statement  of  the  Case. 

;  application  under  consideration  in  this  case  afterwards 
as  patent  9776,  June  7th,  1853.  See  Patent  Office  Re- 
'853.  vol.  I,  page  221. 
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On  the  23d  of  November,  1850,  the  appellant  made  his  appli- 
cation for  letters -patent  for  an  improvement  in  paper  or  letter-files, 
with  his  specification,  drawing,  &c.  This  specification  «as 
amended  as  now  presented  in  the  form  required  by  law.  It  state 
that  he  had  invented  a  new  and  useful  article  of  manufacture,  to 
wit,  a  paper-file,  giving  a  description  thereof,  in  which  he  states 
that  his  letter-file  consists  of  a  series  of  narrow  leaves  which  may 
be  numbered  and  are  bound  together  in  the  form  of  a  book. 
The  outer  margins  of  the  narrow  leaves  are  coated  on  one  side 
with  a  glutinous  or  adhesive  preparation,  common  glue,  or  a 
solution  of  gum  arabic,  for  example,  in  such  manner  that  by 
simply  moistening  the  glue  and  applying  the  margins  of  letlen; 
thereto  they  are  secured  permanently  to  the  leaves  in  the  order 
in  which  they  have  been  respectively  applied.  As  the  boards 
or  sides  of  the  book  are  of  sufficient  size  to  cover  ordinary  letters 
when  unfolded,  the  latter,  when  filed,  are  protected  from  injury, 
and  can  be  conveniently  referred  to  as  the  pages  of  a  book.  He 
states,  also,  that  he  had  bound  up  a  blank  indes  with  prepared 
leaves. 

The  argument  before  the  Commissioner  was,  in  substance,  that 
he  merely  claimed  the  exclusive  right  to  manufacture  and  sell 
files  with  prepared  adhesive  leaves,  which  he  contended  was  a 
new  and  useful  discovery  in  the  connection  as  stated  in  the  speci- 
fication, upon  the  ground  that  the  paste  or  adhesive  matter  could 
be  applied  to  the  leaves  before  the  files  had  left  the  hands  of  the 
manufacturer  mucli  more  cheaply  and  conveniently  than  it  could 
be  applied  while  the  files  were  in  use ;  and,  by  such  means,  those 
who  should  use  the  file  would  be  saved  both  cost  and  trouble  in 
the  preparation  of  the  leaves,  and  in  addition  would  be  enabled  10 
put  up  letters  with  far  greater  facility  than  they  could  be  put  up 
in  any  other  file  heretofore  known ;  that  Smith  liad,  therefore, 
produced  a  new  article  of  trade  and  an  improvement  upon  all 
others,  enabling  the  user  to  file  letters  at  less  cost  and  with 
greater  facility  and  con\'enience  than  could  be  done  before. 

The  Commissioner,  after  having  examined  into  and  considered 
the  subject  of  the  application,  refused  to  grant  the  patent,  and 
rejected  said  application  upon  the  ground  that  the  letter-folder 
was   found  and  admitted, to  be  old,  with  the  exception  of  the 
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adhesive  preparation  upon  the  leaf  margins ;  and  this  preparation 
was  also  admitted  to  be  old,  and  used  in  a  similar  manner  for 
other  purposes.  The  appellant  having  stated  to  the  Commis- 
sioner that  he  was  under  a  misapprehension  as  to  the  extent  of 
his  admissions,  the  Commissioner,  in  a  letter  of  the  19th  of  Feb- 
ruary, 1851,  to  said  Smith,  says:  '*It  has  not  at  any  time  been 
admitted  or  asserted  that  a  letter-file  with  *  prepared  adhesive 
leaves*  has  been  known  before,  and  the  official  letter  of  yesterday 
[containing  that  part  of  the  report]  will  not  admit  of  that  con- 
struction." And  from  another  part  of  the  Commissioner's  report 
contained  in  his  letter  of  July  i6th,  1851,  it  appears  that  the 
analogous  use  alluded  to  by  him  is  thus  stated :  *  *  The  letters 
have  usually  been  attached  to  the  marginal  leaves  of  such  letter- 
folders  by  the  common  and  well-known  devices  of  stitching  and 
fastening  with  wafers,  paste,  gum,  &c.  It  is  also  an  old  and 
well-known  device  to  prepare  adhesive  paper  so  that  the  paper 
may  always  be  ready  for  use  by  merely  wetting  its  surface,  &c. 
The  Commissioner  concludes  that  it  is  a  clear  case  of  the  substi- 
tution of  one  well-known  mode  of  attachment  in  a  letter-folder 
for  another,  and  as  such  unpatentable. '  * 

The  reasons  of  appeal  to  which  the  report  is  intended  to  be  an 
answer  are,  substantially,  first,  that  the  references  given  by  the 
Office  for  refusing  a  patent  were  not  applicable,  separately  or 
altogether,  to  his  invention,  and  would  not  be  used  for  the  same 
purpose ;  second,  that  the  case  did  not  come  within  any  of  the 
conditions  of  the  seventh  section  of  the  act  of  Congress  of  July 
the  4th,  1836,  which  authorize  its  rejection.  Upon  this  state  of  • 
the  case,  together  with  all  the  original  papers,  the  appeal  is 
brought  before  me ;  and  on  the  day  and  place  appointed  for  the 
hearing  the  appellant  appeared  by  his  counsel,  and  an  examiner 
on  the  part  of  the  Office.  A  written  argument  was  received  from 
the  appellant's  counsel,  to  which  no  other  reply  was  given. 

The  argument  relies  on  the  oath  of  the  party  himself  as  prima- 
fade  evidence  that  he  is  the  first  and  original  inventor  or  dis- 
coverer of  the  said  improvement  for  which  he  solicits  a  patent. 
It  is  contended  that  the  Commissioner  sums  up  by  admitting  that 
it  does  not  appear  that  the  precise  combination  of  parts  for  such 
a  purpose  had   been  used  before.     The  applicant  states  more 
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explicitly  the  combination  of  which  his  improvement  forms  a  part ; 
that  it  is  composed  of  a  back  like  the  back  of  a  book ;  of  aseriesof 
narrow  leaves  bound  into  this  back,  which  are  each  coated  on  one 
side  with  some  material  which,  on  the  application  of  moisture, will 
instantly  soften  and  become  sufficiently  adhesive  to  join  or  cemeni 
to  the  coated  margin  a  letter  or  other  paper  that  may  be  applied 
to  it — in  other  words,  the  cement,  the  marginal  leaves,  and  the 
back,  to  bind  them.  These  constitute  a  definite  and  precise  com- 
bination of  three  things. 

The  peculiar  excellence  and  advantage  of  this  improved  mode, 
in  the  facilities  attending  it,  the  saving  of  cost,  and  otherwise, 
make  it  of  sufficient  utility  and  benefit  to  business  men  and  the 
public  to  comply  with  the  requisite  of  the  statute  in  that  respect ; 
and  it  is  not,  and  cannot  be,  denied  that  in  the  combination  with 
which  it  is  connected  it  is  certainly  distinguishable  from  every- 
thing of  the  kind  that  ever  was  known  before,  and  is  new  in  that 
combination. 

Analogous  use  and  small  amount  of  invention  seems  to  be  the 
ground  upon  which  the  decision  of  the  Commissioner  is  placed. 

There  is  some  reason  to  believe  that  the  Commissioner  has  in 
some  measure  misapprehended  the  rule  of  law  on  this  subject, 
from  the  application  of  which  he  has  made  of  it  to  this  case.  The 
rule,  as  I  understand  it,  is,  that  a  mere  analogous  use  is  not  patent- 
able ;  but  where  a  new  or  improved  manulacture  is  produced  by 
new  contrivances,  combinations,  or  arrangements,  a  new  principle 
may  be  constituted,  and  the  application  or  practice  of  old  things 
will  of  course  be  new  also  in  the  result.  The  usual  test  is  whether 
the  production  of  the  article  is  as  good  in  quality  at  a  cheaper 
rate,  or  better  in  quality  at  the  same  rate,  or  with  both  these  con- 
sequences partially  combined ;  and  so  is  the  like  principle  in 
mechanism.  It  is  true  the  combination  appears  to  be  simple  and 
the  invention  not  very  great,  but  that  is  not  a  sufficient  objection 
if  the  invention  be  not  frivolous  and  foolish. 

I  do  not  think  it  will  be  necessary  to  refer  to  authorities  for 
these  principles,  as  I  suppose  the  mention  of  the  principles  uill 
be  enough  to  bring  them  to  the  recollection  of  the  learned  Com- 
missioner. One  only  will  I  refer  to,  to  be  found  in  3  Wash.,  p- 
196.  In  that  case  the  patent  was  for  the  application  of  bells  to 
tire-engines,  to  be  mug  by  the  motion  of  the  carriage,  for  the 
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ise  of  alarms  or  notice,  instead  of  manual  action.  Here 
was  the  use  of  old  things ;  and  the  arrangement  or  con- 
ce,  the  invention,  which  was  determined  to  be  patentable, 
ited  in  the  modus  operandi — the  motion  of  the  engine  instead 
cct  manual  action.  It  was  thought  also  sufficiently  useful. 
this  case  for  the  principle  of  it.  In  this  case  the  whole 
ration  is  ready  as  soon  as  it  leaves  the  hands  of  the  mann- 
er, at  much  less  expense,  and  very  beneficial  to  the  public 
article  of  trade,  especially  to  business  men. 
m  therefore  of  opinion  that  the  Commissioner  erred  in 
ng  to  grant  the  patent  in  this  case,  and  that  the  said  decision 
L  to  be,  and  is  hereby,  reversed. 


H.  Walson,  for  the  appellant. 


E  S.  S.  Jewett  and  F.  H.  Root,  Applicants.    Appeal 

FROM    refusal   TO   GRANT    PATENT. 


hen  Hn  applicstlon  for  a  patent  is  rejeclcil.  the  npplicnnt  is  entitled  to 
(ice  ihereuf,  nnd  to  be  furnished  with  such  inrormittioa  nntl  refervaees 
may  be  useful  in  judging  of  the  propriety  of  renewing  his  applicstioD 
Altering  his  apecificHtion  ;  anil  it  would  be  a  aiil»:liintiAl  deniAl  of  this 
;ht  for  the  judge,  upon  appeal,  to  rest  an  adrers*  decision  upon  references 
the  RTGt  time  presented  in  the  Com  mission  er's  answer  to  the  reasons  of 

I — CASK  KiMANDED. — When  the  CommiasioDer'g  answer  virtually  aban- 
ned  the  reference  originally  referred  to  and  relied  upon,  references  then 
the  firat  time  presented,  the  decision  overruled  and  rnse  remanded. 

UOKSRLL,  J.,  District  of  Colombia,  May,  1853.) 
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application  under  consideration  in  this  case  afterwards 
as  patent  No.  9780,  June  14th,  1852.  (For  diagram,  see 
,  Office  Report,  1853.  vol.  i,  page  223.) 
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MORSELL,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  refus- 
ing to  grant  a  patent  for  alleged  improvements  in  stoves,  which 
consisted  in  attaching  sHding-door^  to  stoves  or  grates  instead  of 
the  more  common  stove-door  opening  on  a  hinge.  The  appel- 
lants claim  that  their  improvement  involves  a  combination  of 
three  things.  The  first  is  the  fire-place  or  furnace;  the  second 
is  a  horizontally  sliding-door  to  close  the  front  of  the  fire-place : 
and  the  third  is  a  recess  in  one  or  both  of  the  door-jambs,  com- 
pletely separated  from  the  fire-place,  so  as  to  prevent  smoke  and 
flame  from  circulating  through  it ;  which  recess  is  adapted  to  the 
reception  of  the  door,  and  the  door  is  fitted  to  shde  into  it,  and 
when  in,  will  be  concealed  from  view  on  the  outside  and  protected 
from  the  smoke  and  flame  on  the  inside,  so  that  when  within  the 
recess  the  outside  of  the  doors  will  not  be  liable  to  become 
smoked ;  consequently,  when  drawn  out,  no  part  of  the  surface 
exposed  to  view  will  be  rendered  offensive  by  smoke  and  soot. 
In  stating  the  usefulness  and  advantages  of  their  improvements, 
they  say :  ' '  This  construction  and  arrangement  of  the  parts  con- 
fines the  soot  to  the  inner  side  of  the  door  and  keeps  that  always 
concealed  from  view  and  out  of  the  way,  so  as  to  avoid  soiling 
the  garments  of  those  who  approach  the  doors  to  open  or  shut 
them  ;  while  the  sliding-doors  and  recesses  possess  these  advan- 
tages, that  they  also  avoid  the  rush  of  smoke  and  flame  into  the 
apartment  that  attends  the  sudden  opening  of  hinged  doors. 

The  Commissioner  in  his  report  states  that  the  invention  was 
sufliciently  described  in  the  specification,  illustrated  in  the  draw- 
ings, and  shown  in  the  models.  It  does  not  appear  to  have  been 
a  case  of  interference  or  opposition,  but  to  have  been  decided  on 
the  ground  of  want  of  novelty,  and  for  that  reason  rejected. 
The  report  states  that  on  the  7th  of  July,  1851,  the  application 
was  examined  and  rejected  on  that  ground,  and  a  reference  was 
given  for  an  example  of  a  sliding-door  to  the  rejected  application 
of  C.  Hitzelberger.  On  the  9th  of  the  same  month  a  reconsider- 
ation of  this  decision  was  requested,  for  the  reason  that  the  refer 
ence  given  was  to  a  sliding-door  for  a  dwelling-house  or  stone 
front,  which  ought  not  to  bar  the  applicant  from  receiving  a  pat- 
ent for  a  sliding-door  as  applied,  because  the  results  in  the  latter 
were  widely  different.     On  the  nth  of  the  same  month  the  applj- 
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1  was  again  rejected,  and  a  new  reference  was  given  to  the 
;ed  application  of  W.  C.  Hibbard.  It  was  contended  that 
evices  of  the  two  are  not  analogous,  because  of  the  radical 
ence  of  function  which  they  are  appointed,  respectively,  to 
rm;  from  which  decision  this  appeal  was  taken.  The  sub- 
e  of  the  reasons  of  appeal  are  correctly  stated  in  the  report. 
the  day  and  place  appointed  for  hearing  the  appeal  the 
lants  appeared  by  their  counsel,  and  an  examiner  on  the  part 
;  Office,  who  laid  before  the  judge  the  grounds  of  the  Com- 
iner's  decision  in  writing,  with  the  original  papers  and  the 
ncc  in  the  cause,  as  already  in  part  alluded  to. 
e  report  further  states  "that  in  one  of  the  early  modihca- 
of  the  stove  which  still  bears  his  name  Doctor  Franklin 
iuced  vertical  sliding-doors  for  regulating  the  draft  and  for 
ity  against  the  falling  of  brands  or  coals  out  upon  the  floor 

ain,  "that  on  the  22d  of  April,  1835,  a  patent  wasgranted  to 
gall,  in  which  he  claims  as  his  invention  the  application  of 
sntally  sliding-doors  to  stoves  and  grates  of  all  descriptions. ' ' 
sse  latter  references  having  been  made  for  the  first  time  at 
rial  of  the  appeal  before  the  judge,  were  objected  to  by  the 
lants  upon  the  ground  of  surprise.  And  it  has  been  urged 
argument  that,  if  an  opportunity  had  been  afforded  them, 
could  have  shown  a  radical  and  substantial  difference 
en  their  improvement  and  that  contained  in  Ingall's  patent, 
ich  latter  the  open  door  is,  and  only  can  be,  partially  con- 
1,  as  the  plate  behind  which  it  is  pushed  is  only  about  half 
n  width.  In  the  feature  of  concealing  the  door  this  stove, 
bre,  furnishes  no  answer  to  the  appellants'  claim.  Further, 
cess  to  receive  the  door  and  insulate  it  from  the  fire  does  not 
r  in  Ingall's  stove ;  consequently  his  stove  only  embraces 
f  the  three  elements  of  the  appellants'  combination — the 
[■door  and  the  fire-place,  but  not  the  recess  for  concealing 
rotecting  the  door  ;  this  nowhere  appears  in  connection  with 
iding-door  and  fire-place  prior  to  the  invention  of  the 
ants.  They  claim  the  right  to  have  had  an  opportunity  also 
sd  them  of  so  amending  or  altering  their  specification  as  to 
ce  only  that  part  of  the  invention  or  discovery  not  within 
itent  of  Ingali. 
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It  appears  from  the  report  of  the  Commissioner  that  upon 
refusal  ofthe  Office  ofa  patent  to  Beard  he  withdrew  his  said  appli- 
cation, in  which  rejection  he  b  informed  "  that  a  propeller  with  the 
curved  wings  referred  to  was  then  in  the  Office,  and  that  it  was 
rejected  as  unpatentable  in  the  spring  of  1844."  Again,  on  the 
27th  of  September,  1845.  the  Commissioner  states  to  him  "the 
opinion  was  expressed  that  the  flange  could  not  be  claimed." 

Tyson's  application  for  a  patent  in  this  case  was  made  in  the 
year  1850.  In  his  specification  he  says :  ' '  Having  thus  described 
my  propeller,  what  I  claim  therein  as  new  and  desire  to  secure 
by  letters- patent  are  the  blades  constructed  with  lips  or  rims  which 
are  sections  of  a  cylinder  concentric  with  the  axis  on  which  the 
propeller  rotates,  as  herein  specified.  The  object  for  which  this 
propeller  is  designed  is  the  propulsion  of  vessels  ;  but  it  is  believed 
to  be  peculiarly  fitted  for  canal  navigation,  as  the  rims  of  the 
blades,  by  retaining  the  water,  prevent  it  from  moving  laterally 
from  the  propeller- shaft,  and  thus  prevent  the  production  of  waves, 
which  would  act  injuriously  upon  the  banks.  Upon  examination 
it  was  at  first  supposed  that  this  claim  was  the  same  as  that  of 
H oil ings worth's  propeller,  which  had  been  rejected  as  unpatent- 
able. On  further  examination  the  Commissioner,  by  his  letter  of 
the  nth  of  November,  1852,  informed  Mr.  Tyson  that  his  claim 
was  again  rejected  ;  and  he  was  additionally  referred  to  an  appli- 
cation of  Mr.  E.  Beard,  withdrawn  in  August,  1846,  wherein  is 
described  and  represented  the  cylindrical  flange  applied  to  either 
or  both  sides  of  the  helical  blades. 

On  the  30th  of  October,  1852,  the  Commissioner  addressed  a 
letter  to  Mr.  Beard,  stating  that  since  the  rejection  of  his  appU- 
cation  for  alleged  improvements  in  propellers  an  application  for 
the  same  contrivance  has  been  filed  by  Mr.  William  F.  Tyson,  of 
Orwigsburgh,  Schuylkill  County,  Pennsylvania. 

"After  some  correspondence  Mr.  Tyson  was  rejected  upon  your 
propeller.  He  now  proposes  to  prove  that  he  invented  the  exterior 
flanges,  which  are  portions  of  a  cylinder  whose  axis  is  the  same  as 
that  of  the  propeller-shaft,  prior  to  the  date  of  your  invention 
thereof.  If  he  succeeds  in  his  purpose,  the  Office  will  be  obliged 
to  grant  him  a  patent,  as  it  has  not,  afler  diligent  search,  been  able 
to  find  flanges  of  the  same  shape,  and  as  it  now  believes  that  such 
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shape  produces  useful  effects,  differing  from  those  produced  by 
other  shapes  of  flange. 

"  Mr.  Tyson  has  been  ordered  to  notify  you  of  the  time  and 
place  of  taking  the  testimony,  so  that  you  may  appear,  &c.  (See 
rules,  &c.)  You  also  are  at  liberty  to  take  testimony  under 
notice  to  Mr.  Tyson.  Such  testimony,  if  taken,  must  be  received 
by  this  Office  prior  to  the  first  Monday  in  February,  1853  J  ^^^  ^^ 
you  thereby  prove  that  you  invented  before  Tyson,  of  which  fact 
the  Office  judges,  you  will  be  given  notice  thereof;  you  may 
renew  your  application,  and  obtain  a  patent  for  your  flange,  if  you 
in  addition  prove  that  you  invented  prior  to  the  invention  of  the 
same  thing  by  James  Rankin,  Jr.,  of  Detroit,  Michigan,  who  has 
now  before  the  Office  a  pending  application  describing  the  same 
form  of  flange,  your  testimony  must  therefore  be  taken  under 
notice  to  Rankin.*' 

In  this  letter  it  will  be  observed  that  the  Commissioner  states  the 
contrivance  to  be  the  same  in  Beard's  specification  of  claim  as  in 
that  of  Tyson's  ;  whether  in  all  its  material  features  or  not,  he  does 
not  say.     In  alluding  to  the  peculiar  form  of  the  flanges  in  Tyson's 
specification,  which  is  a  section  of  a  cylinder  concentric  with  the 
axis  on  which  the  propeller  rotates,  he  says,  after  diligent  search 
he  has  not  been  able  to  find  flanges  of  the  same  shape,  and  that 
said  shape  produces  useful  effects  differing  from  those  produced 
by  other  shapes  of  flanges ;   from  which  it  would  certainly  appear 
that  he  thought  the  peculiar  form  or  shape  of  Tyson's  flange  a 
very  important  and  material  feature.     It  is  to  be  clearly  inferred 
that  he  thought  the  invention  new,  useful,  and  patentable ;  per- 
haps he  might  think  it  especially  so  as  designed  and  fitted  for 
canal  navigation. 

The  parties  were  authorized  to  take  testimony  according  to  the 
rules  of  the  Patent  Office  to  show  which  was  the  prior  invention. 
From  what  I  have  above  said,  it  is  but  reasonable  to  suppose 
that  the  Commissioner  did  not  mean  to  say  that  the  issue, 
"whether  there  was  or  not  a  substantial  difference  in  the  two 
inventions,"  was  not  also  to  be  understood  as  a  necessary  part 
of  the  proof  to  be  offered. 

The  witnesses  on  the  part  of  Tyson  prove  his  invention  as 
far  back  as  the  19th  of  October,  1844.     This,  Rankin  seems  to 
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admit,  is  prior  to  his  claim ;  so  there  only  remains  to  oppose 
Tyson,  Beard's  invention. 

The  depositions  of  several  witnesses  were  taken  on  the  part 
of  Mr.  Beard,  the  first  of  whom  proves  that  Beard  suggested  tlie 
idea  of  the  flange  for  preventing  the  water  from  passing  off  of  the 
blades,  and  for  making  it  pass  off  more  in  the  direction  of  the 
wake  of  the  screw-propeller  in  December,  1840.  The  nexl 
witness  proves  that  in  July,  1844,  the  said  Beard  made  the 
portion  of  the  pattern  of  a  screw-propeller  marked  Exhibit  "A," 
then  produced  and  shown  to  him,  and  to  be  forwarded  to  Wash- 
ington with  the  witness'  deposition  ;  that  he  assisted  him  in 
making  it.  The  peculiarity  of  this  model  or  pattern  of  a  propel- 
ler consisted  in  its  having  attached  to  the  outer  rim  or  peripherj' 
of  its  arms  or  blades  a  flange  projecting  at  right  angles  from  both 
sides  the  plane  or  surface  of  the  blade  or  arm,  and  resembling  tn 
form  the  tread  of  a  cast-iron  rail  car-wheel.  The  object  of  this 
flange  or  rim  was  to  prevent  the  water  passing  off  the  extremity 
of  the  blades  and  to  give  the  water  a  direction  aft  in  passing 
from  the  propeller  when  in  motion.  "After  the  pattern  marked 
Exhibit  'A'  had  been  made  about  a  month,  I  saw  the  cast-iron 
model  here  present,  marked  Exhibit  '  B ; '  it  was  then  on  board 
a  steamboat  then  lying  at  a  wharf  in  Boston  harbor.  This  was 
the  latter  part  of  July.  1844,  or  the  early  part  of  August.  He 
says  he  knows  this  date,  from  the  fact  that  he  was  then  employed 
on  said  boat  as  cook.  The  cast-iron  model  has  the  flange  like 
the  wooden  model  'A.'  "  The  depositions  of  the  other  witnesses 
are  to  the  same  effect. 

On  the  first  Monday  of  February,  1853,  according  to  previous 
notice,  the  case  was  tried  before  the  Commissioner,  who  says; 
"The  testimony  submitted  by  the  parties  having  been  fully  con- 
sidered, it  is  hereby  decided  that  the  interference  be  dissolved, 
the  evidence  showing  that  Ebenezer  Beard  is  the  prior  inventor." 
From  which  decision  this  appeal  has  been  prosecuted. 

The  first  reason  of  appeal  states  that  priority  of  invention  of 
the  improvement  claimed  by  the  said  William  F.Tyson  "of  a 
flange  on  the  outer  ends  of  the  blades  of  propellers  whose  position 
and  form  coincide  with  a  spiral  section  of  the  periphery  of  the 
figure  described  by  the  rotation  of  the  ends  of  said  blades  ought 
not   to   have   been   adjudged  by  the  Commissioner  to   Beard, 
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because  it  is  not  in  proof,  or  pretended,  that  the  said  Beard  at 
any  time,  even  to  this  day,  ever  invented  such  flanges." 

The  second  and  third  reasons  are  the  same  in  substance  with 
the  first — "that  Tyson's  is  a  different  contrivance  from  that  which 
Beard  claims." 

The  fourth  reason  is  **  because  the  form  of  the  flanges  of  the 
blades  of  the  propeller  claimed  by  said  Tyson,  and  which  consti- 
tute the  essence  and  only  subject-matter  of  Tyson's  invention. 
Beard  neither  proves  he  has  invented  nor  claims  that  he  has.' ' 

The  Commissioner  in  his  answer  to  these  reasons  states  that 
it  was  upon  the  broad  ground  *  *  that  the  evidence  showed  that 
priority  of  invention  was  in  favor  of  Beard  that  the  decision  was 
so  made. 

According  to  previous  notice  given  of  the  time  and  place  of 
hearing  the  appeal,  the  appellant  by  his  counsel  and  an  examiner 
on  the  part  of  the  Office  appeared,  and  all  the  papers,  with  the 
models  and  evidence  and  the  reasons  of  appeal  and  the  report  of 
the  Commissioner,  were  produced  and  laid  before  the  judge,  as 
required  by  law.  On  which  trial,  at  the  request  of  the  appellant  by 
his  counsel,  the  said  officer  so  appearing  on  the  part  of  the  Office 
was  examined  on  oath  in  explanation  of  the  principles  of  the 
invention  and  models  for  which  a  patent  is  prayed  for.  The 
examiner  in  substance  says  to  the  seventh  and  eighth  interrog- 
atories **that  the  inner  surface  of  the  flanges  of  the  blades  of 
Tyson's  propeller,  he  supposes,  will  be  admitted  to  be  concentric 
with  the  axis  in  which  they  rotate,  and  that  the  water  thrown  out 
by  the  blades  of  said  propeller,  he  supposes,  it  will  be  admitted 
will  be  deflected  by  the  flange  considerably,  and  the  formation  of 
a  lateral  wave  greatly  prevented. ' ' 

To  the  eleventh  interrogatory  he  says,  as  he  understands  from 
Tyson's  specification,  his  propeller  is  designed  by  him  for  canal 
propulsion. 

In  his  answer  to  the  twelfth  interrogatory,  after  stating  that  he 
had  not  an  opportunity  of  examining  all  the  propellers  in  the 
model  rooms  of  the  Office,  he  says  :  *  *  I  do  not  recollect  of  any 
propeller  having  flanges  to  the  blades  where  the  inner  surfaces  of 
the  flanges  are  concentric  with  the  axis  in  which  they  rotate, 
except  Tyson's,  unless  one  of  the  models  of  Beard's  rejected 
application  deposited  in  the  office  of  the  judge  (where  the  cause 
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was  heard  by  the  judge)  shows  such  flanges;  and  with  respect 
to  them,  I  have  not  a  definite  recollection."  (They  have  been 
carefully  examined  since,  and  found  that  they  do  not  show  such 
flanges  as  above  described. ) 

To  the  fourteenth  interrogatory  he  says  Beard's  models  do  not 
all  show  the  flange  placed  in  the  same  relative  position  to  the 
blade,  nor  do  they  all  show  precisely  the  same  direction  of  inner 
sudace  of  the  flange.  No  one  of  them,  probably,  would  give  the 
same  deflection  to  the  water  as  Tyson's,  nor  tend  so  greatly  to 
lessen  the  formation  of  the  lateral  wave."  There  were  ftirther 
answers  made  by  this  examiner  to  other  interrogatories,  to  which 
I  refer,  and  proceed  to  state  the  answers  of  Mr.  Examiner  Peale 
made  on  the  same  subject  at  my  request.  On  examining  critically 
the  various  models  hereinbefore  alluded  to,  he  says,  in  answer  to 
the  seventh  question:  "The  flanges  on  the  blades  of  Tyson's 
propeller  are  so  formed  that  their  inner  surfaces  are  concentric 
with  the  axis  on  which  they  rotate." 

To  the  eighth:  "Water  thrown  out  radially  by  the  rotation 
of  the  blades  will  be  arrested  on  striking  the  inner  surfaces  of  the 
flanges  at  right  angles  to  the  radii  or  blades,  which  thus  tend 
to  prevent  the  formation  of  a  lateral  wave." 

To  the  fourteenth  he  says  :  "  The  inner  surfaces  of  the  flanges 
in  Beard's  propeller  slope  outwards  from  the  radial  line  at  an 
inclination  of  at  least  ten  degrees  ;  consequently  water  thrown  out 
radially  by  the  rotation  of  the  blades  will  be  deflected  an  equal 
number  of  degrees  backwards,  which  will  lessen,  but  not  destroy, 
the  lateral  wave." 

To  the  fifteenth  he  says:  "The  flanges  of  Tyson's  propeller 
being  parallel  with  or  in  the  line  of  circumference,  are  at  less  than 
a  right  angle  with  the  radial  line,  and  incline  inwards  about  ten 
degrees.  The  inside  of  Beard's  flanges  slope  outwards  about  ten 
degrees.  Thus  the  first  (Tyson's)  may  be  said  to  form  an  acute 
angle  with  the  blade,  while  the  latter  (Beard's)  forms  an  obtuse 
angle  with  the  blade." 

To  a  supplementary  question — "  Is  the  difference  between  the 
flanges  of  Tyson's  and  Beard's  propeller -blades  so  substantial  and 
important  as  clearly  to  distinguish  them  and  to  constitute  the 
subject-matter  of  letters-patent?" — hesays:  "Ifthe  object  of  Beard 
in  constructing  the  flange  to  his  propeller- blade  was  to  prevent 
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;ral  wave  in  canal  navigation — which  appears  to  be  the  object 
d  at  by  Tyson — the  difference  of  construction  would  not  be 
■table  ;  but  if  Beard  aimed  only  at  the  propulsion  of  a  sea  or 
boat,  and  disregarded  the  lateral  wave,  while  Tyson  had  in 

the  prevention  of  the  lateral  wave  only,  the  difference,  in 
'pinion,  is  sufficient  to  authorize  the  issue  of  letters-patent — 
bject  of  the  invention,  as  well  as  the  specific  construction  of 
ipparatus  in  each  case,  being  different,  although  bearing  a 

resemblance  to  each  other ;  but  as   I  have  not  read  the 
fications  of  either  of  the  parties,  I  am  not  prepared  to  say 
their  objects  were  as  I  have  supposed." 
hat,  then,  is  the  proper  effect  which  ought  to  be  given  to  the 
mony? 

le  witnesses  on  the  part  of  Tyson  establish  his  invention,  as 
d  and  claimed  by  him  in  his  specification,  to  have  been 
ivered  in  October,  1844  ;  those  on  the  part  of  Beard  prove 
D  have  been  at  an  earlier  period.  In  their  testimony  to  show 
>articular  description  of  the  invention  they  refer  to  the  models 

and  "  B,"  from  which  some  inaccuracy  in  what  they  state  is 
irent.  The  models  must,  I  suppose,  be  preferred  in  ascer- 
ng  the  true  shape  and  form  of  his  flanges.  This  proof  may 
ifhcient,  perhaps,  to  support  his  claim  for  a  patent.  On  this 
t,  however,  1  do  not  deem  it  necessary  in  determining  this 
•  to  decide.  What  I  am  to  consider  is,  whether  there  is  an 
ference,  according  to  the  principles  of  patent  law.  between 
jn's  invention  and  that  of  Beard's;  because  if  there  is  not, 

there  is  no  such  priority  as  ought  to  prevent  Tyson  from 
inii^  his  patent  as  prayed,  by  which  principles  there  must  exist 
tantially  an  identity;  and  this  being  in  the  case  of  a  machine, 
todus  operandi  may  be  looked  to  as  a  test.  In  the  application 
le  facts  it  will  not  be  improper  to  notice  what  is  said  by 
missioner  Ewbank  in  his  letter  addressed  to  Beard.  In  that 
-  he  seems  to  consider  the  peculiar  shape  of  Tyson's  flange  as 
rial  and  important,  and  I  think  very  correctly.  He  says 
the  one  attached  to  Tyson's  propeller  was  unlike  any  thing 
he  had  been  able  to  discover  after  a  diligent  .search  in  the 
e  ;  and  that  he  believed  it  would  produce  useful  effects, 
-ing  from  those  produced  by  other  shapes  of  flanges.  On  a 
cular  examination  and  comparison  of  the  different  models  in 
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the  two  cases,  although  in  some  respects  they  were  found  to  be 
alike,  in  others  they  were  found  materially  different — the  inven- 
tion of  the  one  fitted  and  suited  for  canal  navigation,  for  which  ii 
was  intended,  and  the  other  only  for  sea  or  river  navigation.  !ntk 
one  the  flanges  stand  parallel  to  the  circumference  of  their  circle 
of  rotation,  and  form  an  acute  angle  with  the  blade;  the  others 
stand  across  the  circle  of  rotation,  forming  an  obtuse  angle  uith 
the  blade.  The  one  arrests  the  radial  motion  of  the  water  and 
prevents  the  lateral  wave,  whilst  the  other,  by  deflecting,  lessens ii; 
the  inside  of  the  flanges  of  the  one  sloping  outwards  about  ten 
degrees,  and  forming  an  obtuse  angle  with  the  blade,  and  the 
other  being  parallel  with  or  in  the  line  of  circumference  ai  less 
than  a  right  angle  with  the  radial  line,  and  inclining  inwards  about 
ten  degrees,  as  I  have  before  partly  said. 

Such  appear  to  me  to  be  the  differences  between  the  two 
inventions,  and  which  I  consider  very  material  and  essential,  and 
sufficient  to  show  that  they  are  not  so  identical  as  to  sustain  the 
issue  of  interference  and  the  priority  involved  in  it,  and  to  justify 
the  decision  on  that  issue  in  favor  of  Mr.  Beard. 

I  have  been  greatly  assisted  in  this  investigation  by  the  able 
and  lucid  statements  made  by  the  two  examiners  from  the  Office 
in  their  answers  made  to  the  interrogatories  put  them  on  this 
occasion,  whose  answers  will  be  herewith  sent,  and  which  upon 
examination  will  be  found  fully  to  justify  the  conclusion  to  which 
I  have  arrived. 

I  am  therefore  of  opinion,  and  do  so  decide,  that  the  said 
decision  in  favor  of  Mr.  Beard  is  erroneous,  and  ought  to  be 
reversed,  and  that  a  patent  ought  to  issue  to  Mr.  Tyson  for  his 
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Examiners  Peak  and  Everett,  for  the  Commissioner. 
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<E   William    P.  Maule,     Appeal    from    refusal   to 
GRANT  Patent. 


,  claim  for  A  composition  o(  mntler — a  meMllic  pAint — poesesaing  no  new 
igredicnt  or  qunlily  in  itself,  and  obtained  by  well-known  nielhoils  of 
reolment  from  a  refuse  or  waale  niBterial  whicli  was  known  lo  contnin 
lie  elements  of  the  composition  in  suitable  proportions,  is  not  rendered 
Htenlable  by  tbe  fncl  that  the  applicant  was  the  first  to  utilize  the  wasle 
1  that  manner. 

re  HOBSILL,  J.,  District  of  Columbia,  June,  1853.) 
SELL,  J. 

le  original  application  was  filed  on  the  15th  of  December, 
.  and  withdrawn,  and  the  return  fee  paid  to  him.  On  the 
of  March,  1852,  the  same  party  filed  another  appHcation  for 
lent  for  the  same  refuse  material,  to  be  treated  in  the  same 
and  for  the  same  purpose.  This  application  was  inclosed 
sent  on  to  the  Office  in  a  letter  from  Mr,  Maule's  counsel 
ing  date  on  the  nth  of  March,  1852,  in  which  letter  he  says  : 
e  invention  is  a  valuable  one.     The  paint  is  manufactured  at 

little  cost,  being  produced  from  an  article  which  has  hereto- 
been  considered  of  no  value,  and  yet  it  is  of  very  superior 
ity  for  the  purpose  intended — for  forming  an  almost  purely 
illic  coating,  very  hard  and  durable.  It  has  already  been 
nsively  used,  and  is  very  highly  recommended,"  In  a  sub- 
ent  letter  he  incloses  a  printed  paper  dated  loth  of  February, 
,  from  which  it  appears  by  the  certificates  of  sundry  persons 
previously  to  that  time,  and  previously  to  the  application  of 
13th  of  March  just  stated,  the  article  for  the  invention  of 
h  the  patent  was  prayed  had  been  publicly  bought  and  sold 

the  knowledge  and  consent  of  Mr,  Maule.  The  provision  in 
statute 'of  1836  authorizing  the  party  to  withdraw  his  applica- 
is  in  these  words  :   "In  every  such  case,  if  the  applicant  shall 

to  withdraw  his  application  relinquishing  his  claim  to  the 
el,  he  shall  be  entided  to  receive  back  twenty  dollars — part  of 
luty  required  by  this  act — on  filing  a  notice  in  writing  of  such 
ion  in  the  Patent  Office,  a  copy  of  which,  certified  by  the  Com- 
ioner,  shall  be  a  sufficient  warrant  to  the  Treasurer  for  paying 
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back  lo  the  said  applicant  the  said  sum  of  twenty  dollars." 
(Section  7.)  Whether  under  such  circumstances  a  statutorv' 
objection  existed  at  the  time  of  filing  the  second  application  to 
the  claim  for  a  patent,  I  express  no  opinion,  no  such  objection 
having  been  raised. 

It  appears  from  the  papers  in  the  cause  that  another  applica- 
tion, dated  the  loth  of  September,  1852,  was  presented  to  the 
Office  by  the  appellant,  in  which  he  says :  "  I  have  invented  a 
new  and  improved  metallic  paint,"  And  he  proceeds  to  give  a 
full  and  particular  description  thereof,  at  the  close  of  which  he 
says :  "  What  I  do  claim  as  my  invention,  and  desire  to  secure 
by  letters -pa  tent,  is  the  before -described  paint  manufactured  from 
the  insoluble  metallic  residuum  or  refuse  which  remains  after  the 
extraction  of  the  soluble  parts  in  the  manufacture  of  the  chromale 
of  potash  or  soda  from  chromic  iron  ore." 

This  application  was  examined  and  rejected  by  the  Commis- 
sioner upon  the  ground  that  the  alleged  invention  was  not  patent- 
able for  the  want  of  novelty;  and  upon  notice  given  an  appeal 
was  taken  from  the  said  decision  and  refusal  to  grant  the  patenl 
as  aforesaid.  The  reasons  for  which  said  appeal  were  duly  filed, 
and  the  substance  of  which  are — 

First.  The  application  is  not  for  making  paint  out  of  the 
oxides,  &c.,  of  iron,  but  from  the  residuum  from  the  mamifacture 
of  bi-chromatc  of  potash,  which  is  a  substance  of  a  distinctive 
character  well  known  in  the  arts,  and  is  to  be  considered  without 
reference  to  the  elements  of  its  composition. 

Second.  The  discovery  of  the  peculiar  properties  of  this 
substance,  which  render  it  capable  of  being  manufactured  into  a 
most  valuable  paint,  and  its  application  to  that  purpose  by  the 
process  of  cleansing  and  manufacture  pointed  out  in  the  specifi- 
cation, constitute  a  patentable  invention  under  the  sixth  section 
of  the  act  of  Congress  of  July  4th,  1852. 

Third.  Though  these  properties  were  due  entirely  t6  the  oxide 
of  iron  which  the  substance  contains,  and  which  have  been  known 
to  be  applicable  to  the  same  purpose,  yet  the  discovery  of  these 
ingredients  existing  in  this  refuse  material  in  such  combinations 
and  proportions  as  to  render  it  useful  to  mankind  in  the  manner 
now  applied  by  Mr.  Maule.  together  with  the  manner  of  prepara- 
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tion  pointed  out  for  rendering  it  capable  of  use,  are  patentable,  a 
new  and  important  result  in  the  arts  being  produced  thereby. 

Fourth.  Though  the  amount  of  novelty  or  invention  was 
small,  yet  this  discovery  is  patentable  on  account  of  its  great 
utility.  The  manufacture  of  the  residuum  into  paint,  in  connec- 
tion with  the  manufacture  of  bi-chromate  of  potash,  is,  therefore, 
a  great  improvement  of  the  trade.  The  'paint  yields  a  large 
profit. 

The  Commissioner,  in  order  to  show  the  absence  of  patentable 
invention,  in  answer  to  the  reasons  of  appeal,  makes  a  comparative 
analysis  between  what  the  appellant  states  the  ingredients  of  the 
residuum  to  be  and  what  is  stated  in  the  books  of  the  composition 
of  chromic  iron,  from  which  the  conclusion  is  deduced  that  iron 
rust  or  oxide  of  iron  must  give  the  leading  character  to  the 
material,  and  the  residue  will  be  red  or  brown,  according  as  the 
roasting  has  been  more  or  less  skillfully  conducted. 

"Mar's  colors"  are  referred  to,  in  which  are  to  be  seen  various 
paints  prepared  from  the  oxide  of  iron,  mixed  with  other  bodies, 
and  of  similar  colors. 

To  the  second  reason,  to  show  that  appellant  was  not  the  first 
to  discover  that  this  refuse  is  capable  of  being  pulverized,  washed, 
dried,  and  mixed  with  oils  to  form  a  paint,  he  says  there  is  but 
one  operation  common  to  all  these  substances  by  which  each  is 
converted  to  a  paint,  namely,  washing  (when  necessary),  drying, 
pulverizing,  and  mixing  with  oil.  This  process,  therefore,  is  not 
new.  As  to  the  washing,  the  books  direct  that  the  chromate  of 
potash  shall  be  lixiviated  with  water  to  save  all  of  its  salts. 

Third,  that  as  to  the  discovery  of  the  ingredients  existing  in 
this  refuse  mineral  in  such  proportions  as  to  render  it  useful  and 
give  it  value,  and  to  produce  a  new  and  important  result  in  the 
arts,  the  same  was  no  new  discovery  by  the  appellant.  The 
books  give  the  analysis  of  this  ore,  and  show  how  to  find  out  the 
exact  composition  ;  and  so  also  with  respect  to  the  process.  Mr. 
Maule  has  added  substantially  nothing  to  the  knowledge  of  the 
chemical  arts  that  was  not  known  before. 

As  to  the  difference  in  the  expense,  the  red  oxide  of  iron  is  one 
of  the  most  abundant  and  most  easily  pulverized  (next  to  the 
ochres)  of  all  earthly  minerals,  and  is  known  under  the  name 
18 


}? 


^ 


f 


I 

^ 


»    f 


274  In  Re  Maule.  [June, 

Opinion  of  Che  court. 

of  bog-iron — hematite.  This  makes  a  paint  equal  to  any  iron 
paint,  of  a  strong  reddish-brown  color,  and  it  is  very  abundant 
And  so  as  to  the  hematites  and  other  ores  of  iron. 

To  the  fourth,  Mr,  Maule's  paint  has  no  title  to  claim  on  the 
score  of  utility.  It  has  not  been  shown  to  be  better  than  any 
other  ore  or  mineral.  No  invention  has  been  proved.  The  mere 
repetition  of  this  well-known  process  on  any  mineral  or  other 
matter,  whether  new  or  old,  does  not  constitute  a  patentable 
mvention. 

On  the  day  and  place  appointed  for  the  hearing  said  appeal, 
according  to  previous  notice  duly  given,  an  examiner  from  the 
Office  appeared,  and,  as  required  of  the  Commissioner  by  law. 
the  said  reasons  of  appeal  and  all  the  original  papers  in  the  case, 
together  with  the  grounds  of  said  Commissioner's  decision,  fully 
set  forth  in  writing,  touching  all  the  points  involved  by  tlie  rea- 
sons of  appeal,  were  laid  before  me  ;  and  the  said  appellant  filed 
his  arguments  in  writing  in  support  of  his  claim. 

It  will  therefore  appear  that  the  appellant  states  his  claim  to  a 
patent  to  be  for  a  metallic  paint.  The  invention,  he  says, 
consists  in  making  paint  from  the  refuse  insoluble  matter  which 
remains  after  the  extraction  of  the  soluble  parts  in  the  manufac- 
ture of  chromate  of  potash  from  chromic  iron  ore;  that  this 
article  has  hitherto  been  considered  as  of  no  value  in  the  principal 
establishments  for  the  manufacture  of  the  bi-chromate  of  potash 
in  this  country  and  in  Europe ;  it  is  thrown  out  as  a  valueless 
commodity.  The  appellant  has  discovered  that  it  is  a  valuable 
article  for  paint,  when  properly  prepared,  and  has  practically 
applied  it  to  that  purpose,  by  which  about  fifteen  per  cent,  profit 
is  gained  in  the  manufacture  of  bi-chromate  of  potash  and  the 
public  supplied  with  a  valuable  paint  at  a  very  cheap  rate. 

The  rejection  by  the  Commissioner  appears  to  have  been  upon 
the  ground  that  there  was  no  new  composition  of  matter,  no  nev 
process,  but  one  substantially  formed  of  old  ingredients,  and  by 
an  old  process,  and,  therefore,  that  there  was  no  patentable 
invention. 

I  do  not  understand  from  the  argument  in  reply  that  anything 
is  claimed  because  of  any  new  ingredient  in  the  refuse  composi- 
tion, or  because  of  the  process  out  of  and  by  which  the  paint  is 
manufactured,  but  that  it  is  contended  that  the  paint  itself  is  a 
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jid  useful  composition  of  matter  and  a  patentable  invention 
factured  from  said  worthless  residuum,  and  that  he  pretends 

claim  whatever  in  connection  with  the  manufacture  of  the 
late  of  potash ;  that  his  invention  begins  where  that  process 
ioff". 

is  manulkcture,  however,  thus  claimed  to  be  a  new  compost- 
ind  a  patentable  invention,  has  no  feature  in  !l  that  can 
itute  a  new  invention,  unless  its  being  manufactured  out  of 
kid  residuum  makes  it  so. 

is  contended  that  it  is  within  the  provisions  of  the  act  of 
ressof  July,  1836,  section  6,  which  says  "that  any  person 
rsons  having  discovered  or  invented  any  new  and  useful 
lachine,  manufacture,  or  composition  of  matter,  or  any  new 
useful  improvement  on  any  art,  machine,  manulacture,  or 
osition  of  matter  not  known  or  used  by  others  before  his  or 
discovery  or  invention  thereof,  and  not  at  the  time  of  his 
cation  for  a  patent  in  public  use  or  on  sale  with  his  consent 
lowance  as  the  inventor  or  discoverer,  and  shall  desire  to 
n  an  exclusive  property  therein,  may  make  application  in 
ig  to  the  Commissioner  of  Patents  expressing  such  desire ; 
the  Commissioner,  on  due  proceedings  had,  may  grant  a 
It  therefor," 

the  construction  of  this  part  of  the  statute  as  it  regards  this 
of  subjects,  I  suppose  the  test  to  be  that  the  combination  or 
as  of  compounding  it  must  be  new. 

e  cases  of  The  King  v.  Arkwright  (z  Ba.  &  Aid.)  and  Crane 
cited  for  the  purpose  of  supporting  the  principles  that  wher- 
there  is  sufficient  utility  to  render  any  discovery  better  or 

valuable  to  the  community,  or  to  those  engaged  in  the  par- 
r  trade,  there  is  a  sufficiency  of  invention  to  support  a  pat- 
that  a  patent  may  be  granted  for  the  use  of  things  already 
n,  and  producing  etfects  already  known,  and  acting  in  a 
er  already  known,  provided  those  effects  be  produced  so  as 

more  economically  or  beneficially  enjoyed  by  the  public. 
I,  if  there  be  anything  material  or  new  which  is  an  improve- 
of  the  trade,  that  will  be  sufficient  to  support  a  patent, 
ne's  case,  one  of  those  which  is  referred  to  for  these  prin- 

is  amongst  the  most  modem  English  cases  upon  the  sub- 
nd  in  which  most,  if  not  all,  of  the  previous  decisions  on 
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these  points  were  reviewed.  That  case  is  decided  with  a  vien  ti 
the  construction  of  the  British  Statute  of  Monopolies,  according  ti 
the  construction  given  to  which,  it  must  be  considered  as  les 
restrictive  than  the  terms  contained  in  our  statute.  There  ari 
certainly  dicta  to  be  found  in  that  and  other  English  cases  goinj 
to  the  extent  with  respect  to  the  beneficiary  and  economical  resul 
contended  for  in  the  argument  in  this  case.  But  it  will  be  foum 
by  a  critical  examination  of  the  facts  in  the  case  that  there  Ha; 
enough  in  the  case  to  warrant  the  decision  without  going  to  tin 
extent  of  those  dicta  ;  that  is,  there  was  a  new  and  material  fealun 
in  the  combination — that  of  the  hot-air  blast — which  had  neve 
been  used  in  that  particular  combination  before.  This,  togeihe 
with  the  result,  was  a  sufficient  invention. 

The  argument,  also,  is  that  the  objection  of  double  use  does  no 
apply  ;  that  in  this  case  it  is  not  the  double  use  of  a  thing  befori 
known,  but  the  production  of  a  new  article  from  a  subsianci 
which,  though  already  known,  was  not  known  to  have  any  use  a 
all ;  that  it  is  of  no  consequence  that  some,  or  even  the  princiiwl 
ingredients  in  the  new  article  thus  produced  have  been  used  fo 
the  same  purpose  before,  if  the  composition  claimed  be  new  in  it; 
particular  combination,  proportions,  or  manner  of  being  produced 
and  otherwise  patentable  And  for  this  Byam  v.  Goodwin,  3  Sum 
ner,  314,  315,  is  relied  on. 

In  that  case  it  will  be  found,  as  correctly  stated  in  Curtis,  (ha 
the  patent  claimed  as  the  invention  of  the  party  a  new  and  uselVi 
improvement  in  the  making  of  friction  matches  by  means  ol  : 
new  compound;  and  it  was  said  that  the  ingredients  had  beei 
used  before  in  the  making  of  matches.  The  court  said  thai  ili' 
true  question  was  whether  the  materials  had  been  used  before  ii 
the  same  combination,  and  if  not,  that  the  combination  was  >mI 
enlable.  But  in  this  case  the  compound  out  of  which  the  pain 
was  manufactured  or  made  had  no  new  ingredients  in  il,  unles 
its  being  said  to  be  a  residuum  would  supply  that  deficiency :  am 
I  cannot  agree  that  it  would. 

In  2  Story's  Reports,  190.  193,  the  rule  of  law  laid  down  is  tha 
you  cannot  have  a  patent  for  a  result  merely  without  using  som 
new  mode  or  jirocess  to  produce  it. 

Again,  it  must  be  admitted  that  if  new  at  all,  it  was  only  si 
because  of  the  occasion  ;  and  the  rule  is  that  if  the  occasion  onl; 
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is  new,  that  is,  produced  by  old  agents  and  by  an  old  mode,  it  is 
not  patentable.  And  so  the  Supreme  Court  of.  the  United  States 
in  a  very  recent  case  have  decided  that  a  patent  is  not  good  for 
an  effect  or  the  result  of  a  certain  process  merely. 

There  is  still  another  case,  of  Steiner  v.  Heald,  in  2  Car.  &  K. , 
1022.     I  have  not  had  it  in  my  power  to  obtain  the  book  in  which 
the  case  is  reported,  but  will  state  the  notice  of  it  in  Lund  on 
Letters- Patent,  18.     The  invention  patented  was  for  extracting 
from  spent  madder  a  certain  coloring  matter  used  in  dyeing,  and 
known  by  the  name  of  *  *  garancine. ' '    The  opinion  is  a  very  long 
one.     I  can  therefore  state  such   parts  only  as  will  show  the 
reasoning  and  opinion  of  the  court:  **A  person  discovers  a  pro- 
cess by  which  he  can  get  from  fresh  madder  a  large  quantity  of 
an  article,  which  I  must  now  take  to  be  well  known,  called  *  gar- 
ancine.'    Somebody  applies  precisely  that  same  process  to  mad- 
der that  has  been  merely  boiled.     There  is  no  magic  in  a  name 
or  in  any  language  that  could  be  used .     The  boiling  of  madder 
gets  out  only  some  of  it ;  this  process  gets  out  the  rest  of  it.    And 
in  my  opinion,  in  point  of  law,  if  the  matter  is  reduced  to  that, 
you  cannot  take  out  a  patent  fojr  using  a  perfectly -known  process 
to  get  the  residue  of  an  article  from  a  material  which  is  known  to 
furnish  it,  the  process  being  one  by  which  you  could  get,  in  the 
first  instance,  more  or  the  whole  of  the  article;  and  by  your  use  of 
the  process  you  merely  get  the  residue  which  the  common  pro- 
cess left  behind." 

Again,  at  page  22,  the  judge  says:  "There  is  no  magic  in 
calling  this  spent  madder.  It  is  madder  that  has  undergone  a 
process  by  which  the  whole  virtues  are  not  extracted.  It  appears 
to  me  that  it  is  precisely  the  same  as  if  you  applied  a  process  to 
grapes  already  imperfectly  squeezed,  by  which  you  squeezed  a 
litde  more  juice  out  of  them  than  was  formerly  done.  I  do  not 
think  you  could  have  a  patent  for  that,  for  see  what  it  would  lead 
to:  If  a  person  in  manufacturing  districts  where  they  extract 
metal  from  certain  ores  were  to  find  that  by  applying  a  process 
to  an  ore  you  could  get  ten  per  cent,  more  of  the  metal,  and  it 
then  became  worth  working  the  refuse  that  might  stand  around 
in  heaps,  covering  "many  acres,  possibly,  it  would  be  just  worth 
while  to  work  that  over  again  by  the  new  process.  I  am  clearly 
of  opinion  that  no  stranger  could  step  in  and  say,  *  Now,  I  will 
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have  a  patent  for  using  your  process  which  you  have  given  to 
the  public.  I  will  have  a  patent  for  using  it  to  this  old  nibbiiili, 
because  it  may  yield  some  ore.'     I  do  not  think  that  would  do. " 

I  have  referred  to  and  cited  this  case  for  the  principles  settled 
by  it,  which  I  think  are  applicable  to  the  case  before  me. 

Upon  the  best  consideration,  therefore,  which  i  have  been  able 
to  give  this  case,  the  conclusion  to  which  I  have  arrived  is  that 
the  decision  of  the  Commissioner  is  right  and  correct,  and  I  do 
hereby  affirm  the  same. 


Thos.  H.  Speakman,  for  the  appellant. 


In  Re  Enos  Boughton.     Appeal  from  refusal  to  grant 
Patent. 

KN  AS  A  WHOLK.— When  a  part  of  an  ap|>]i»Dl'f 
n  correspondence  witb  tlie  Office  is  used,  the  ntiole  of  the 
cole m porn neouB  statement  should  be  received,  the  part  which  openilef 
for  him  ns  well  as  that  which  makes  ngaiust  him. 

CoMiiiBiTloN  OK  OLD  BLKMKNT3. — There  may  be  a  patent  for  a  new  combinalion 
of  macbiue»  to  produce  a  cerlAia  effect  or  efTects,  whether  the  machiDK 
constituting  (hat  conibinHtion  be  new  or  old.  In  such  case  the  thing  jat- 
ented  ia  not  the  separate  macliines,  but  the  combinalion  alone. 

Sh — IN  PABT  OLD. — Uiidcf  a  patent  for  a  combination,  ji roof  that  the  maihiuc 
or  any  part  of  tlie  structure  existed  before  forms  no  ohjection  to  the  pat- 
ent, unless  the  combination  had  existed  before,  for  the  reason  thst  ihr 
patent  is  limited  lo  the  combination. 

Principle  of  mackjxe. — The  true  legal  meaning  of  the  principle  ofa  machine 
with  reference  to  the  patL'nt  act  Is  the  peculiar  etruclure  ur  cnDititucni 
]iarts  of  such  machine.  The  principles  of  two  machines  maj  be  ifrv 
different,  though  their  external  structures  may  have  great  similaritt, 

Weeo  ctiTTKR — NKW  <'OHB[NAT[ON. — A  Combination  may  be  new,  although  ilf 
elemenL<i.  separately  considered,  are  old.  Thus,  where  (he  cutting-shear  oi 
blade  of  a  weed-cutting  plow  was  old,  and  the  mechanism  by  which  ii  wa^ 
raised  and  lowered  has  been  before  used  to  perform  the  same  office  fur 
cultivator  teeth,  and  in  other  connections:  HeU,  That  a  claim  lo  ih' 
combination  of  the  share  and  its  controlling  mechanism  was  patentable. 

(Before  Mobsbli,.  J.,  District  of  Columbia,  January,  1854.) 
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MORSELL,  J. 

On  the  day  appointed  for  the  trial,  by  previous  notice  duly 
given,  the  examiner  on  the  part  of  the  Office  appeared  and  laid 
before  the  judge  the  grounds  of  the  Commissioner's  decision,  in 
writing,  with  the  original  papers  and  correspondence  filed  in  the 
cause.  The  appellant  did  not  appear,  nor  did  any  one  on  his 
behalf.  The  notice  was  renewed,  and  still  no  one  appeared  on 
the  part  of  the  appellant.  The  subject  will  therefore  be  con- 
sidered without  further  delay. 

It  appears  from  the  papers  that  this  is  one  of  that  class  of  cases 
provided  for  in  the  seventh  section  of  the  act  of  July  4th,  1836,  in 
that  part  of  the  section  which  begins  thus:  '*  But  whenever  on 
such  examination  it  shall  appear  to  the  Commissioner  that  the 
applicant  was  not  the  original  and  first  inventor  or  discoverer 
thereof,  or  that  any  part  of  that  which  is  claimed  as  new  had 
been  before  invented  or  discovered  or  patented  or  described  in 
any  printed  publication  in  this  or  any  foreign  country  as  aforesaid, 
or  that  the  description  is  defective  and  insufficient,  he  shall  notify 
the  applicant  thereof,  giving  him  briefly  such  information  and 
references  as  may  bfe  useful  in  judging  of  the  propriety  of  renew- 
ing his  application  or  of  altering  his  specification  to  embrace  only 
that  part  of  the  invention  or  discovery  which  is  new.** 

Acting  under  this  part  of  the  law,  and  on  the  claim  of  the 
appellant  as  first  stated  in  his  specification,  the  Commissioner,  on 
the  5th  of  November,  1850,  in  a  letter  addressed  to  said  Enos 
Boughton,  says :  '  *  The  claim  of  your  application  for  a  patent  for 
a  'thistle-digger'  has  been  duly  considered,  and  I  regret  to  say 
you  have  been  anticipated  in  your  invention.  The  devices  for 
raising  and  depressing  the  instrument  you  will  find  substantially 
the  same  as  yours  in  the  wheel-cultivator  of  Samuel  Ide,  rejected 
June  i2th,  1849.  The  device  of  your  cutting-blades  you  will  find 
in  the  bog-cutter  of  J.  D.  Filkins,  patented  January  9th,  1849." 

On  the  19th  of  November,  1850,  the  appellant  modified  his 
claim  according  to  the  form  that  it  is  now  found  in  his  specifica- 
tion, that  is  to  say:  "I  do  not  claim  any  part  of  the  raising  and 
depressing  device,  nor  do  I  claim  the  knife  or  the  wheels  sepa- 
rately ;  but  what  I  do  claim  is  the  combination  of  the  knife  with 
the  wheels,  for  the  purpose  of  cutting  up  the  ground  and  destroy- 
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ing  thistles  or  any  other  obnoxious  weeds,  plants,  or  grasses 
growing  therein," 

The  result  of  the  action  of  the  Commissioner  on  the  case  as 
then  presented  was  communicated  by  him  to  the  appellant  in  a 
letter  of  the  25th  of  November,  1850,  in  these  words:  "The  new- 
claim  of  your  application  for  a  patent  for  a  thistle -digger,  pre- 
sented for  reconsideration  of  the  application  of  the  19th  instant, 
has  been  carefully  examined,  and  I  am  sorry  to  say  it  does  not 
appear  to  present  any  patentable  feature,  and  the  Office  must 
decide  as  it  did  at  first.  You  make  the  claim  rest  on  the  combi- 
nation of  the  cutting-knives  with  the  wheel.  Now,  as  wheels 
have  been  long  and  generally  known  in  the  application  to  plows, 
horse-hoes,  seed -planters,  harrows,  and  cultivators  of  all  kinds, 
machines  for  excavating  roads  and  canals,  for  digging  potatoes, 
&c.,  it  is  not  regarded  as  patentable  to  apply  wheels  to  digging- 
machines  used  in  the  same  way  as  in  cases  above  mentioned,  even 
if  it  could  be  shown  that  they  had  never  before  been  used  for 
such  purpose."  During  the  pendency  before  the  Commissionera 
considerable  corrcspontience,  in  the  character  of  statement  of 
facts  and  argument  relating  to  the  nature  of  the  claim  and  the 
operation  of  the  machine,  took  place  between  Boughton  and  him, 
which  has  been  filed  in  and  made  a  part  of  the  case;  at  the  close 
of  which  the  Commissioner,  still  adhering  to  his  decision,  as 
before  stated,  the  appellant  renewed  the  oath  as  re<juired  by  law, 
and  appealed  therefrom,  tiling  sundry  reasons  of  appeal.  Tht 
specification,  besides  stating  the  claim  as  just  mentioned,  states 
particularly  the  nature  of  it,  and  his  invention  to  consist  in  running 
the  knife  in  nearly  a  flat  position  at  any  required  depth  under 
ground,  and  thereby  cutting  up  and  loosening  the  soil. 

The  machine  in  all  its  parts  is  therein  also  particularly 
described. 

It  is  admitted  by  the  Office  that  the  form  and  character  of  the 
machine  is  sufficiently  shown  in  the  drawing  and  model  which 
accompany  the  specification. 

The  reasons  of  appeal,  though  informally  drawn  up,  seem  in 
substance  intended  to  embrace  the  amount  of  what  the  appellant 
had  urged  in  his  correspondence  with  the  Office,  as  before  alludetl 
to.  The  most  material  matters  thereof  arer  First,  that  his  inven- 
tion consists  in  a  combination  of  the  wheels  and  knives  for  the 
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pose  of  cutting  up  the  ground  and  destroying  thistles ;  that 
1  new  and  useful ;  that  the  Office  has  not  shown  that  there 

any  such  combination  in  existence,  and  that  the  usefultiess 
he  machine  has  never  been  called  in  question.  Second  and 
d,  that  the  references  given  by  the  Office  are  irrelevant  and 
atisfactory,  his  claim  being  neither  upon  the  knife  nor  wheels, 
ividually,  but  the  combination  of  the  two ;  that  as  to  Filkins' 
:hine,  the  knife  is  gauged  by  a  sled  hitched  forward  of  it  and 
Lied  by  handles  behind,  for  proof  of  which  reference  is  made 
'ilkins'  model  and  claim  ;  and  that  as  to  the  knife  in  Pretty- 
I's  machine,  which  is  supposed  to  be  like  his,  he  says  the 
ice  seems  to  be  wandering  from  the  claim  for  a  combination. 
;  fourth,  fifth,  and  sixth  relate  to  the  ground  of  objection 
en  by  the  Office,  that  the  wheels  perform  no  new  office,  but 
the  same  thing  they  do  in  the  plow,  cultivator,  and  seed- 
iter,  namely,  they  guage  the  depth.  The  ap[>ellant  says : 
ow,  they  perform  another  and  equally  important  office  with 

gauging  the  depth  :  They  prevent  the  knife  from  sliding  side- 
fs  around  a  hard  place,  which,  from  its  very  shape,  it  would 
if  it  were  not  for  the  wheels.  Now,  the  plow  does  not  depend 
in   the  wheels  for   this;  and   the  cultivator  or  seed-planter 

slip  over  a  hard  place  whether  they  have  wheels  or  not." 
;  seventh  is,  that  there  is  no  such  machine  as  his  in  its 
■ration  and  effect ;  that  the  combining  the  knife  with  thewheels 
essarily  causes  each  to  perform  a  different  office  from  what  it 
I  done  before,  and  forming,  by  means  of  the  combination,  a 
:hine  which  performs  the  office  of  cultivating  the  soil  or  cutting 
.ties  in  a  more  easy,  rapid,  and  effectual,  and,  in  all  respects, 
Eiier  manner,  than  can  be  done  without  such  combination, 
"he  two  replies  to  these  reasons  appear  to  be  the  same  in  sub- 
ice.  The  first  part  states  an  historical  account  of  the  case  in 
first  stages,  which  I  have  already  taken  some  notice  of  The 
ort  notices  and  comments  particularly  on  the  letter  of  the  27th 
y,  1 851,  from  Boughton  to  the  Commissioner  of  Patents.  Thus, 
Boughton's  reply  of  the  27th  May,  1851,  he  says,  respecting 

functions  of  the  wheels  in  his  machine,  that  they  not  only 
ige  the  depth,  but  they  also  prevent  the  side-wise  motion  of  the 
fe.  "  From  the  shape  of  the  knife  it  would  run  around  a  hard 
:e  if  it  were  not  for  the  wheels."     "The  only  reply  to  that 
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which  needs  to  be  made  is  that  the  wheels  will,  in  cases  referred 
to  by  Che  Office,  perform  the  same  functions  as  Mr.  Boughton  . 
claims  for  the  wheels  of  his  machine.  They  will  in  all  cases 
prevent  any  tendency  to  a  side  movement,  and  just  as  much  in 
one  case  as  in  the  other;  and  hence,  as  before  stated,  the  wheels 
in  this  machine  perform  no  new  functions,  and  hence  there  is  no 
patentable  combination  in  the  case." 

In  his  reply  to  the  third  reason  the  Commissioner  says:  "The 
function  of  the  wheels  is  nothing  more  nor  less  than  guiding  the 
cutter-blade  in  its  depth  and  preventing  any  tendency  in  the 
same  to  a  side  movement ;  and  the  sled-runners  in  Filkins'  cutter 
do  the  same  thing  and  in  the  same  way.  If  the  wheels  prevent 
the  cutting-blade  from  descending  below  a  certain  depth,  the  sled 
of  Filkins  does  the  same  thing  equally  well.  If  the  wheels  pre- 
vent the  cutting-blade  from  slipping  from  side  to  side,  as  in 
running  around  hard  clay  spots,  the  sled-runners  would  do  the 
same  thing  in  the  same  way,  but  much  more  effectually,  because 
th6y  would  cover  a  greater  length  fore  and  aft,  and  have  a  firmer 
hold  upon  the  ground  than  wheels  could  possibly  have.  Now,  it 
is  a  rule  of  practice  long  ago  established  in  the  Patent  Office,  and 
sustained  by  the  courts,  that  where  two  devices  are  capable  each 
of  doing  the  same  thing,  and  in  substantially  the  same  way,  they 
must  be  equivalents  of  each  other,  and  when  one  has  been  used 
the  other  is  not  patentable."  Again:  "But  it  is  not  admitted 
that  such  use  of  the  wheels  [as  by  Houghton's  machine]  is  a  new- 
use,  for  they  have  done  the  same  service  with  plows  and  culti- 
vators of  almost  all  kinds  from  time  long  past." 

The  initiatory  evidence  upon  which  the  Commissioner  acted  in 
forming  his  opinion  as  first  declared  was  upon  a  comparison  of 
the  appellant's  machine  with  those  of  Ides,  Filkins,  and  Pretty- 
man,  before  the  final  decision  was  declared ;  and  whilst  the 
subject  was  still  kept  open,  he  submitted  to  a  correspondence  on 
the  subject  with  Boughton,  and  which,  as  before  stated,  has  been 
laid  before  me  as  forming  a  part  of  the  case  for  my  decision.  It 
may  therefore  be  proper  to  bring  into  review  the  most  material 
parts  of  it,  where  facts  are  stated  and  have  been  acted  upon,  and 
not  denied  ;  and  also  to  give  the  appellant  the  benefit  of  the  rule 
that  where  a  part  of  the  statement  is  used,  the  whole  of  the  cotem- 
poraneous  statement  should  be  received,  the  part  which  operates 
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him  as  well  as  that  which  makes  against  him.     Such,  it  is 
ieved,  will  be  the  proper  rules  of  evidence  on  the  occasion. 
ie  states  that  the  construction  of  his  machine  is  totally  differ- 

from  that  of  Filkins  or  any  other,  both  in  the  operation  and 
ct ;  that  none  has  been  shown  by  the  Office  to  be  like  it  in  its 
nbination ;  that  from  a  summer's  use  of  one  he  had  tilled  fifty 
es  of  land — "hard-clay,  Canada -thistle  land" — in  a  superior 
ler  to  what  he  ever  saw  the  same  land  before,  with  tittle  more 
n  half  the  labor  and  team  theretofore  bestowed,  and  was  ena- 
d  to  go  about  four  times  over  with  the  same  labor  that  would 
required  to  plough  once ;  that  it  is  eminently  useful ;  that  the 
j-cutter  is  no  such  kind  of  tool,  and  no  such  use  was  contem- 
ted  by  the  inventor;  that  it  is  gauged  by  a  sled  hitched 
ward  of  it,  and  by  handles  held  by  hand  behind,  and  not  a 
eel  about  it,  and  contrived  for  the  purpose  of  running  on  the 
I  of  the  ground;  and  he  refers  for  proof  to  the  claim  of 
kins ;  that  the  cutters  in  Prettyman's  machine,  even  if  resem- 
ig  his,  are  different  in  the  combination ;  that  the  allegation  or 
ection  "that  the  wheels  perform  no  new  office"  is  partly  true 
1  partly  not ;  that  it  is  true  they  gauge  the  depth,  but  they 
0  prevent  the  sideway  motion  of  the  knife;  that  from  the 
pe  of  the  knife  it  would  run  around  a  hard  place  if  it  was 

for  the  wheels  ;  the  plow  does  not  depend  upon  the  wheels 

this  ;  and  the  same  is  the  case  with  the  cultivator  and  seed- 
nter,  from  the  very  defects  in  their  operation  under  wheels  for 
;  purpose,  for  they  will  slip  over  hard  places  whether  with 
eels  or  not ;  that  in  his  combination  a  machine  is  found  which 
forms  a  new  office,  or  an  old  office  in  a  different  manner  from 
other  machines,  and  in  a  manner  which  for  hard  soil  is  much 
ter  than  any  other  method,  and  this  is  novelty  ;  that  there  is 
machine  which  performs  the  office  of  tilling  the  soil  in  the 
le  manner. 

ilkins,  in  stating  the  nature  of  his  invention,  says:  "Itcon- 
5  in  arranging  in  a  proper  frame-work  a  set  of  horizontal 
:1  knives,  which  are  drawn  along  the  surface  of  the  ground, 

cut  or  shave  off  what  are  termed  bogs  from  marshy  places, 
s  leaving  a  clear  surface,  and  also  in  attaching  the  middle 
m  of  the  aforesaid  frame  to  the  rear  end  of  a  sled,  the  front 
nclined  parts  of  the  runners  being  provided  with  steel  knives, 
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SO  that,  as  the  machine  is  drawn  along  by  the  team,  when  the 
runners  come  in  contact  with  a  bog,  the  knives  will  split  it,  and 
yet  keep  the  machine  level  and  steady."  He  states,  also,  that 
the  machine  is  guided  by  handles  in  the  rear  attached  to  a  beam. 
The  Commissioner  supposes  that  the  claim  in  this  case  is  sub- 
ject to  the  objection  of  "the  want  of  novelty,"  because  merely 
analogous  to  the  machines  referred  to,  and  to  some  others  not 
particularly  referred  to,  and  because  of  a  double  use.  He  states 
the  rule  of  practice  established  in  the  Patent  Office  and  sustained 
by  the  courts  to  be  that  where  two  devices  are  capable  each  of 
doing  the  same  thing,  and  in  substantially  the  same  way,  they 
must  be  equivalents  of  each  other ;  and  when  one  has  been  used, 
the  other  is  not  patentable.  And  again  :  "  But  it  is  not  admitted 
that  such  use  of  the  wheels  [as  by  Houghton's  machine]  is  a  new 
use;  for  they  have  done  the  same  service  with  plows  and  culti- 
vators of  almost  all  kinds  from  time  long  pasL"  The  principles 
as  stated  by  the  Commissioner  must  be  admitted.  The  only 
(jucstion  is  whether  they  are,  according  to  principles  of  patent 
law,  applicable  to  the  present  case.  The  rule  on  the  subject  of 
mechanical  equivalents,  in  other  words,  is  that  "  the  identity  of 
purpose,  and  not  of  form  or  name,  is  the  true  criterion  in  judging 
of  the  similarity  or  dissimilarity  of  two  pieces  of  mechanism ; "  or 
"  whether  one  thing  is  a  mechanical  equivalent  for  another,  is  a 
matter  of  fact  to  be  judged  of  on  the  testimony  of  experts  or  on 
an  inspection  of  the  machines  ;  and,  in  the  language  of  the  books, 
it  is  an  inference  to  be  drawn  from  all  the  circumstances  of  the 
case,  by  attending  to  the  consideration  whether  the  contrivance 
used  by  the  one  party  is  used  for  the  same  purpose,  performs  the 
same  duties,  or  is  applicable  to  the  same  cAject  as  the  contrivance 
used  by  the  other  party."  It  is  sometimes  very  difficult  to  draw 
the  hne  between  what  is  form  and  what  is  substance.  Supposing 
the  rule  as  laid  down  to  be  applicable,  and  that  is  to  be  the  test, 
will  the  claim  of  the  appellant  fall  unfavorably  within  it?  The 
form  and  contrivance  and  the  operation  of  the  machine  are  differ- 
ent from  that  of  those  referred  to  : — as  to  the  first,  in  the  wheel 
and  axle,  and  the  peculiar  fastenings  and  contrivances  attached 
thereto,  the  latter  being  the  sled  and  runners.  Can  this  be  said 
to  be  an  equivalent?  It  may  be  very  sufficient  for  the  purpose 
Mr.  Filkins  intended  it  for,  as  before  alluded  to,  and  as  expressed 
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in  his  specification — that  of  operating  on  the  surface  of  the  soft, 
marshy  ground,  and  splitting  the  bogs — but  very  inadequate  and 
inappropriate  for  working  under  the  ground  at  any  required 
depth,  and  sufficiently  tilling  it,  especially  in  hard,  clayey,  canada- 
thistle  earth ;  and  in  preventing  the  sideways  motion  of  the 
knives — all  this  is  the  purpose,  object,  and  effect  which  Boughton^s 
machine  is  contrived  and  intended  for.  It  is  also  stated  to  be  a 
great  labor-saving  machine.  Are  not  these  substantial  and  useful 
differences  in  construction,  object,  operation,  and  effect?  And  so 
as  to  the  other  machines,  plows,  &c.  But  it  seems  to  me  that 
in  adopting  that  rule  the  learned  Commissioner  has  not  sufficiently 
adverted  to  the  nature  and  character  of  the  claim  of  the  appel- 
lant. He  does  not  claim  for  a  new  machine,  or  for  any  new  and 
improved  parts  of  a  machine,  for  any  new  functions  of  the  wheels 
or  knives  individually,  or  for  any  new  combinations  of  particular 
parts  of  existing  machinery  or  machines,  but  for  the  union  of  all, 
by  which  a  new  and  useful  combination  is  produced.  And  he 
contends  that  it  has  not  been  made  to  appear  that  there  ever 
was  such  a  combination  before. 

I  will  now  proceed  to  state  some  of  the  principles  established 
by  adjudged  cases,  which  I  think  are  applicable  to  and  ought  to 
rule  in  the  decision  which  I  am  about  to  make.  Curtis,  ist 
edition,  1844,  page  82,  says  :  **  There  may  be  a  patent  for  a  new 
combination  of  machines  to  produce  certain  effects,  whether  the 
machines  constituting  the  combination  be  new  or  old.  In  such 
cases  the  thing  patented  is  not  the  separate  machines,  but  the 
combination.'*  For  which  is  cited  Barrett  v.  Hall,  i  Mason,  474 ; 
Parr  v.  Litde,  3  Wash.,  196,  506.  In  the  case  reported  in  16 
Peters,  340,  (Prouty  v.  Ruggles,)  Chief  Justice  Taney,  in  deliv- 
ering the  opinion  of  the  court,  says :  **The  patent  is  for  a  com- 
bination, and  the  improvements  consist  in  arranging  different 
portions  of  the  plow  and  combining  them  together  in  the  manner 
stated  in  the  specification,  for  the  purpose  of  producing  a  certain 
effect.  None  of  the  parts  referred  to  are  new,  and  none  are 
claimed  as  new,  nor  is  any  portion  of  the  combination  less  than 
the  whole  claimed  as  new,  or  stated  to  produce  any  given  result. 
The  end  in  view  is  proposed  to  be  accomplished  by  the  union  of 
all,  arranged  and  combined  together  in  the  manner  described.'* 
This  invention  is  not  intended  to  be  the  case  of  improvement  of 
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any  existing  machine.  If  it  were,  then  the  question  would  be, 
whether  it  is  a  real  or  material  improvement,  or  only  a  change 
of  form. 

In  Moody  v.  Fiskeeia/.,  2  Mason,  115,  117,  Judge  Story,  in 
delivering  the  court's  opinion,  and  speaking  of  the  claim  for  a 
combination  only,  says  :  "In  such  a  case,  proof  that  the  machines 
or  any  part  of  their  structure  existed  before  forms  no  objectioB 
to  the  patent,  unless  the  combination  has  existed  before,  for  the 
reason  that  the  invention  is  limited  to  the  combination." 

Inlhecaseof  Barrett  z'.  Hall,  1  Mason,  470,  the  same  judge  says; 
"The  true  legal  meaning  of  the  principle  ofa  machine  with  refer- 
ence to  the  patent  act  is  the  peculiar  structure  or  constituent  parts 
of  such  machine."  Again:  "The  principles  oftwo  machines  may 
be  very  different,  although  their  external  structure  may  have  great 
similarity  in  many  respects.  It  would  be  exceedingly  difficult  to 
contend  that  a  machine  which  raised  water  by  a  lever  was  the 
same  in  principle  with  a  machine  which  raised  it  by  a  screw,  a 
pulley,  or  a  wedge,  whatever  in  other  respects  might  be  the  sim- 
ilarity of  the  apparatus." 

These  authorities  might  be  added  to,  by  stating  or  referring  to 
many  others,  but  it  is  deemed  unnecessary. 

Upon  the  whole,  therefore,  I  think  there  are  substantial  differ- 
ences between  Houghton's  claim  for  a  combination  in  his  machine 
and  those  referred  to  by  the  Commissioner,  in  form,  power,  way, 
and  principle,  and  that  the  decision  of  the  Commis.sioner  is  erro- 
neous, and  ought  to  be  reversed,  and  the  same  is  hereby  reversed ; 
and  !  do  hereby  determine  that  Enos  Boughton  is  entitled  to  a 
patent  as  prayed  for. 


In  Re  Wanton  Rouse.     Appeal  from  refusal  to  grant 
Patent. 

FlklNQ   A    BKCOND    APPLICATION    AFTER    INTKHFIRIKCG— 8TATDH   OF.— The   fillDg 

of  A  spconil  applirntion  bj'  the  defeatiMl  party  to  an  interferctice  is  in  tltttl 
no  cllorl  to  hnre  the  clcrlsion  reviewed  mid  r^Tcracd  iifioii  a  n>hearing  ar 
new  trial  o(  the  Rrst  cnse;   nnd  from  the  rerusnl  of  the  Comniissioner  lo 
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decl&re  ±  new  iaterTereoce  thereoo  between  Ihe  same  parties  no  appeal 
lies  to  the  judge. 

iiiniNG — N(w  THtiLti — HOT  iPPiiLABLi. — Hotions  to  rehear  in  chnncerf 
and  for  pew  trials  al  law  are  motions  addressed  to  Ihe  discretion  of  the 
i^ourt,  from  the  refusal  to  grant  which  there  lies  no  appeal. 

TiON  8,  ACT  or  ia:l6,  OOKBTBOID.— There  is  nothing  in  section  8  of  the  act 
of  1B3G  which  makes  it  imperative  upon  the  Commissioner  to  declare  as 
many  interferences  between  the  same  parties  as  the  defeated  part;'  maj 
seek  by  filing  sDccessive  applicationa.  The  worde  of  the  law  are  satisfied 
by  giving   one   trial   between   the  same  parties  upon   the  same  lubject- 

E  TBUL  OMLT  B1  LAW  AH  A  RtoHT  OF  cAUBB.— One  full,  fair,  and  impartial 
trial  between  the  same  parlies  and  for  the  same  matter  of  controversy  is 
111!  that  any  citizen  can  claim  under  this  statute  or  any  other  law  known 
or  practiced  by  the  courts  of  this  country, 

not  been  had,  the  remedy  is  by  rehearing  or  new  trial,  or  some  equivalent 
)iroceeding  in  the  tribunal  when  the  first  trial  took  place.  The  sound 
discretion  of  that  tribunal  most  be  invoked  ;  and  from  its  refusal  to  inter- 
fere there  is  no  appeal. 

-powKR  or  COHHIBSIOMIE. — The  Commissioner  of  Patents,  up  to  the  moment 
of  issuing  tbe  patent,  has  the  discretion  to  rehear  a  case  before  decided  by 
him,  and  ought  to  do  so  until  his  mind  is  convinced  that  the  patent  is  to 
issue  to  the  true  inventor. 

-Sm. — His  discretion  ought   to  be  governed   by  the  rules  of  law ;  and    I 
know  no  better  guide  for  him  than  the  rules  and  principles  applicable  in 
courts  of  justice  in  cases  of  rehcarings  and  new  trials, 
present  case  distinguished  from  Matthews  v.  Wade  (ante  p.  143). 

ore  Ddiclop,  J.,  District  of  Columbia,  February,  1854.) 
NLOP,  }. 

n  the  matter  of  the  appeal  of  Wanton  Rouse  from  the  decision 
Jie  Commissioner  of  Patents  of  the  17th  May,  1852,  refusing 
ieclare  a  second  interference  between  said  Rouse  and  George 
Dodge,  and  to  grant  a  patent  to  said  Rouse  for  alleged 
irovements  in  machinces  for  spinning  cotton, 
'he  identity  of  the  invention  and  its  patentable  character  were 

disputed  In  the  cases  of  interference  between  Rouse  and 
nbrill  and  Rouse  and  Dodge. 

'he  whole  controversy  between  said  parties  in  both  cases  was, 
)  was  the  first  inventor, 
"he  interference  between  Rouse  and  Gambrill,  after  due  notice 

a  hearing,  was  decided  by  the  Commissioner  on  the  first 
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Monday  of  August,  1851,  in  favor  of  Rouse,  and  the  third 
Monday  of  September  limited  for  Gambrill's  appeal.  No  appeal 
was  taken  by  Gambrill;  and  on  the  17th  September.  1851,  an 
interference  was  declared  by  the  Commissioner  between  Rousc 
and  George  H.  Dodge.  After  notice  and  a  hearing  between  said 
last- mentioned  parties,  on  the  first  Monday  of  December,  1851, 
priority  of  invention  was  awarded  by  the  Commis-sioner  in  favor 
of  Dodge,  and  the  limit  of  appeal  to  Rouse  fixed  for  the  fourth 
Monday  of  December,  1851.  Rouse  prosecuted  no  appeal,  but 
sought  relief  in  equity  in  the  Circuit  Court  of  this  District,  whtre 
his  bill  in  equity  was  dismissed  on  demurrer  as  to  Commis- 
sioner Ewbank.  Rouse  thereupon  abandoned  his  original  pro- 
ceeding against  Dodge,  and  on  the  8th  May,  1852,  without  the 
leave  of  the  Commissioner,  made  a  new  application.  Upon  this 
appliqation  the  Commissioner  refused  to  declare  a  new  interfer- 
ence, for  the  reasons  stated  in  his  decision  of  date  the  17th  May, 
1852.  From  this  refusal  this  appeal  is  taken,  which  I  am  now  10 
decide.  The  merits  of  the  first  controversy  between  Rouse 
and  Dodge  are  not  before  me.  No  appeal  was  taken  by  Rouse 
from  the  decision  of  the  Commissioner  of  the  first  Monday  of 
December,  1851,  and  I  cannot  now  review  it. 

The  last  application  of  the  8th  of  May,  1852,  is  in  substance 
and  effect  an  effort  by  Rouse  to  have  that  decision  reviewed  and 
reversed  by  the  Commissioner  upon  a  rehearing  or  new  trial 
of  the  first  case,  and  the  refusal  of  the  Commissioner  on  the  17th 
of  May,  1852,  to  rehear  or  retry  that  case  upon  the  old  and  add! 
tional  proofs,  is  the  only  question  presented  to  me  open  to  mj 
decision  upon  the  six  reasons  of  appeal. 

Is  this  refusal  of  the  Commissioner  ground  of  error  for  which 
he  may  be  reversed  on  appeal? 

Motions  to  rehear  in  chancery  and  for  new  trials  at  law  art 
motions  addressed  to  the  discretion  of  the  court,  from  the  refusa' 
to  grant  which  there  is  no  appeal.  In  relation  to  new  trials,  tht 
principle  is  so  familiar  I  need  cite  no  authority.  As  to  rehear 
ings  in  chancery,  I  refer  to  14th  Howard's  Supreme  Court  Re 
ports,  page  2,  the  case  of  Wytie  v.  Coxe.  Chief  Justice  Taney  it 
that  case  says  emphatically :  "  In  relation  to  the  order,  it  is  jilair 
no  appeal  will  lie  from  the  refusal  of  a  motion  to  open  the  dccrei 
and  grant  a  rehearing.    The  decision  of  such  a  motion  rests  ir 
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the  sound  discretion  of  the  court  below,  and  no  appeal  will  lie 
from  it." 

The  learned  counsel  for  Rouse  insists  that  this  second  applica- 
tion is  neither  a  motion  to  rehear  nor  for  a  new  trial,  but  is  a 
second  trial  between  the  same  parties,  on  the  same  issues  and  for 
the  same  subject-matter,  secured  to  him  by  the  sixth  section  of 
the  act  of  the  4th  of  July,  1836.  He  also  insists  that  his  right  to 
it  rests  on  judicial  authority  and  the  practice  of  the  Office. 

1st.  As  to  the  statutes,  the  words  of  the  eighth  section  relied 
on  are,  * '  That  whenever  an  application  shall  be  made  for  a  pat- 
ent which  in  the  opinion  of  the  Commissioner  would  interfere 
with  any  other  patent  for  which  an  application  may  be  pending, 
or  with  any  unexpired  patent  which  shall  have  been  granted,  it 
shall  be  the  duty  of  the  Commissioner  to  give  notice  thereof  to 
such  applicants  or  patentees,  as  the  case  may  be;  and  if  either  shall 
be  dissatisfied  with  the  decision  of  the  Commissioner  on  the  ques- 
tion of  priority  of  right  or  invention  on  a  hearing  thereof,  he  may 
appeal  from  such  decision,*'  &c. 

Under  this  statute  the  counsel  for  Rouse  contends  that  '  *  the 
duty  upon  the  Commissioner  is  imperative'*  to  declare  as  many 
interferences  and  to  grant  as  many  hearings  between  the  same 
parties  uf>on  the  same  issues  as  the  applicant  may  seek  after 
adverse  decisions  on  his  claims.  "  There  is  no  exception  what- 
ever ;  none  covering  the  case  of  a  former  decision  of  an  inter- 
ference. *  * 

This  construction  is  surely  untenable,  and  cannot  be  main- 
tained. The  words  of  the  statute  are  satisfied  by  giving  to  the 
applicant  one  trial  between  the  same  parties  upon  the  same  sub- 
ject-matter. '  The  construction  set  up  is  unreasonable ;  and  with 
an  obstinate  applicant  who  would  not  appeal,  the  statute  could 
not  be  executed.  The  time  of  the  Commissioner  would  be  con- 
sumed in  interminable  hearings,  and  the  first  inventor  never  reap 
the  reward  of  his  genius  and  labors  in  the  grant  of  a  patent. 
Such  a  construction  is  against  the  analogies  of  the  law.  One  full 
and  fair  and  impartial  trial  between  the  same  parties  and  for  the 
same  matter  of  controversy  is  all  that  any  citizen  can  claim  under 
this  statute  or  any  other  law  known  and  practiced  by  the  courts 
of  this  country.     If  from  surprise  or  accident  or  fraud  or  new- 
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discovered  proof,  or  any  other  legal  cause,  a  fair  and  full  trial  has 
not  been  had,  the  remedy  is  by  rehearing  or  new  trial,  or  some 
equivalent  prodteding  in  the  tribunal  where  the  first  trial  took 
place.  The  sound  discretion  of  that  tribunal  must  be  invoked, 
and  from  its  refusal  to  interpose  there  is  no  appeal. 

The  counsel  of  Rouse  also  rests  his  right  to  the  second  trial 
upon  judicial  authority  and  the  practice  of  the  Patent  Offi(».  He 
relies  upon  the  opinion  of  Attorney -General  Johnson,  concurred 
in  by  Judge  Cranch,  in  the  case  of  Matthews  v.  Wade  {antf. 
P-  I43J- 

Wade  and  Matthews  were  conflicting  claimants  for  a  patent  for 
applying  rosin  oil  in  the  manufacture  of  printing-ink.  The  facLs 
were  these :  In  1848  Wade  applied  for  a  patent,  but  before  it  was 
issued  a  like  application  was  made  by  Matthews.  An  interfer- 
ence was  declared  and  notice  given  the  parties,  as  required  in  such 
cases.  Neither  party  being  present  on  the  day  fixed,  and  no  evi- 
dence received,  the  then  Commissioner,  Mr.  Burke,  decided  the  pri- 
ority of  invention  in  favor  of  Wade,  because  of  the  priority  of  his 
application,  and  notice  was  given  Matthews  that  unless  he  ap- 
pealed from  the  decision  by  a  limited  day  a  patent  would  be 
issued  accordingly.  An  appeal  was  not  taken,  but  before  the 
time  limited  for  taking  it  Matthews  withdrew  his  application, 
received  back  his  deposit,  and,  with  the  leave  of  the  Commis- 
sioner, filed  a  new  application  in  the  words  of  the  first.  Upon 
this  application  a  second  interference,  in  the  discretion  of  the 
Commissioner,  was  declared,  and  upon  trial,  after  notice,  prioritj- 
of  invention  was  awarded  to  Matthews.  Upon  appeal,  the  former 
trial  was  set  up  by  Wade  as  a  bar,  but  overruled  by  Judge 
Cranch,  who  concurred  with  Attorney -General  Johnson,  and 
affirmed  the  Commissioner. 

The  material  difference  between  the  case  of  Matthews  v. 
Wade  and  the  case  now  before  me  is,  that  in  the  former  cast 
the  Commissioner  of  Patents,  in  the  exercise  of  his  discretion, 
thought  it  right  that  Matthews,  whose  first  application  had  beer 
tried  in  the  absence  of  his  testimony — the  proof  being  on  the  way, 
but  not  having  reached  Washington  in  time  for  the  trial — shouK 
have  another  hearing ;  and  he  allowed  it  to  him  in  the  form  o 
permitting  a  withdrawal  of  the  first  and  the  filing  a  second  appli 
cation,  equivalent  in  effect  to  a  rehearing  or  retrial  of  the  firs 
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application.  In  the  present  case  the  Commissioner,  in  the 
exercise  of  his  discretionary  power,  refused  to  Rouse  the  with- 
drawal of  the  first  and  the  filing  his  second  application,  and 
refused  to  declare  a  new  interference  between  him  and  Dodge, 
and  in  effect  reftised  to  give  him  another  hearing. 

Attorney-  General  Johnson  plainly  lays  it  down  in  his  opinion 
that  the  granting  a  new  application  and  declaring  a  new  interfer- 
ence after  a  prior  decision  between  the  same  parties  on  the  same 
matter  in  controversy  is  entirely  subject  to  the  control  and  legal 
discretion  of  the  Commissioner ;  and  Chief  Justice  Cranch  con- 
curs with  him.  The  Attorney-  General  says  :  "  Nor  do  I  see  that 
the  inconvenience  or  injustice  supposed  by  the  counsel  of  Wade 
to  result  from  this  construction  will  ensue.  It  is  thought  that  by 
allowing  the  course  adopted  in  this  instance  tfie  controversy  can 
never  be  brought  to  a  close.  But  this  is  not  so.  The  Commis- 
sioner has  control  of  the  whole  matter.  When  satisfied  of  the 
title,  he  will  issue  the  patent ;  and  it  is  his  duty  to  issue  it.  The 
permission  to  withdraw  an  application  in  such  case  will  be 
granted  or  not  as  the  Commissioner  may  be  satisfied  or  not.  It 
is  no  answer  to  this  to  say  that  it  leaves  the  rights  of  parties  to 
depend  upon  the  discretion  of  the  officer,  and  not  upon  the  law. 
His  discretion  is  not  a  loose  and  undefined  one,  which  he  may 
use  in  each  case  merely  as  he  wills  or  desires.  It  is  a  legal 
discretion,  or  rather  a  judgment  founded  upon  the  law,  and  only 
to  be  exercised  where  the  law  demands  it.** 

These  views  of  the  Attorney- General,  agreed  to  by  Chief 
Justice  Cranch,  are  in  entire  harmony  with  those  herein  expressed 
by  me.  In  a  contest  as  to  priority  of  invention  I  agree  with  the 
Attorney- General  and  Mr.  Ewbank,  following  his  opinion,  that 
the  Commissioner  of  Patents,  up  to  the  moment  of  issuing  the 
patent,  has  the  discretion  to  rehear  a  case  before  decided  by 
him,  and  ought  to  do  so  till  his  mind  is  convinced  as  to  the  true 
inventor,  to  whom  alone  the  patent  ought  to  be  issued.  But  when 
he  is  «o  satisfied,  and  in  his  discretion  refuses  a  new  application, 
or  to  declare  a  new  interference,  or  to  grant  a  rehearing,  no 
appeal  lies  from  that  refusal. 

His  discretion  ought  to  be  governed  by  the  rules  of  law.  And 
I  know  no  better  guide  for  him  than  the  rules  and  principles 
applicable   in  courts  of  justice  in  cases  of  rehearing  and  new 
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trials.     In  the  exercise  of  that  discretion  he  cannot  be  controlle- 
by  appeal. 

Upon  the  whole,  I  am  satisfied  that  the  case  presented  to  m 
on  this  appeal  is  not  subject  to  review  or  reversal  by  me,  and 
therefore  order  and  adjudge  the  appeal  of  Wanton  Rouse  to  b 
dismissed  for  the  want  of  jurisdiction. 

/  Dennis,  Jr.,  and  R.  H.  Gillel,  for  the  appellant. 


John  Stephenson,  Appellant, 


William  Hoyt,  Appellee.     Interference. 

ence  proceeding  t,  patentee  is  not  reatricted  in  his  proofs  to  tlic  eii' 
point  of  iriTenlion  covereil  lij  hie  pnCent  that  is  clnimed  therein,  if  I 
prove  to  be  the  prior  inventor  of  snjthing  cUiiueri  by  the  (i|iplicmil.  ll 
Commissioner  may  eel  upon  such  information,  and  his  decision  ibtrri 
mnj  be  reviewed  by  the  judge  upon  appeal.  The  question  is  not  the  ssn 
as  in  a  suit  for  the  infringetncnl  of  the  patent. 

HiTTBB  SHOWN  IN  PBios  PATiNT — imoT  OF. — A  Subsequent  inventor  mi 
hare  a  patent  for  matters  included  in  a  jirior  patent,  but  not  particular 
specified  and  claimed  therein,  if  be  be  an  independent  iavcntor.  and  ll 
invention  was  not  porfectcd,  but  was  abandoned  by  the  patentee. 

DiTi  OF  mviNTiON — DKiwiNd. — An  invention  may  date  from  the  lime 
drawing  was  randc  disclosing  the  same. 

Intibfihinci — QUESTION  STlTtD. — In  BR  interference  the  question  is  n 
whether  one  invention  is  better  iu  some  respects  than  the  other,  b 
whether  there  is  a  substantial  interference  in  the  principle  of  llir  i> 
inventions. 

ciple  when  ihey  produce  the  same  result  by  substantially  the  same  ni" 
of  operation — as  protecting  the  rear  step  of  an  omnibus  by  a  shield  nioi  ii 
with  the  door — notwithsluuding  the  form  of  the  devices  and  their  nio 
of  attachment  may  be  dilTerent. 
Sm — TlBTmoNT  OP  KXFBBTB. — The  testimony  of  practical  jiersons  versed  in  i 
art  to  which  the  invention  relates  may  be  considered  in  judging  uf  i 
substantial  identity  of  the  inventions. 

(Before  Morbbll.,  J.,  District  of  Columbia,  March,  \ii>i.) 
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MoRSELL,J. 

On  the  25th  October,  1852,  the  appellant,  John  Stephenson, 
presented  his  petition  to  the  Commissioner  for  a  patent  for  his 
invention  of  a  new  and  improved  step  for  omnibuses.  In  his 
accompanying  specification  he  states  that  * '  the  nature  of  his 
invention  is  to  make  a  more  safe,  comfortable,  cleanly,  and  elegant 
step  than  those  now  in  use,  and,  in  combination  with  the  shield, 
secure  the  step  from  improper  use ;  that  the  independent  boxed 
and  shielded  step  is  in  two  parts/'  He  proceeds  to  give  a 
particular  description  of  said  parts  according  to  his  drawings  and 
model,  and  then  says :  '*  These  parts  united  form  the  boxed  step 

A,  which  is  usually  attached  by  the  legs  N  Nio  the  tail-block  of 
the  carriage  parts,  but  may  be  fastened  to  the  body  at  or  near 
the  door-sill."  Then  he  particularly  describes  the  shield,  which 
is  attached  to  the  lower  part  of  the  door  in  such  manner  as  to 
form  the  outer  covering  to  the  boxed  step,  thus  shielding  the 
steps  from  use  when  the  door  is  closed.  Again  he  says :  "What 
I  claim,  and  desire  to  secure  by  letters-patent,  is  the  independent 
boxed  omnibus  step,  in  combination  with  the  shield,  in  form  and 
construction  substantially  as  described. ' ' 

A  similar  application  in  some  respects  was  made  by  Thomas 
Coles,  who  was  one  of  the  parties  in  this  controversy  before  the 
Commissioner ;  but  as  he  has  since  abandoned  his  claim,  he  will 
be  considered  as  no  party  to  this  appeal,  and  as  out  of  the  case. 

As  to  William  H.  Hoyt,  the  appellee,  right  is  derived  to  him 
under  a  patent  issued  the  27th  May,  1851,  (No,  81 19,)  for  his 
invention  of  a  new  and  useful  improvement  in  omnibus  steps.  In 
his  specification  he  particularly  describes  the  construction  of  it, 
and  refers  to  the  accompanying  drawings  as  part  thereof.  He 
states  that  the  nature  of  his  improvement  consists  in  having  a  rear 
portion  of  the  body  of  an  omnibus  project  downwards  sufficiently 
to  form  a  step,  said  step  being  covered  by  the  door  when  closed, 
by  which  arrangement  the  accidents  daily  occurring  in  consequence 
of  persons  standing  upon  the  steps  of  omnibuses  as  at  present 
constructed  are  entirely  prevented.  He  further  says  :  '*  What  I 
claim  as  new,  and  desire  to  secure  by  letters-patent,  is  the  manner 
of  constructing  the  step  as  described,  viz. ,  by  having  a  portion, 

B,  of  the  body  of  the  omnibus  projecting  downwards  a  suitable 
distance,  the  bottom  of  said  projection  B  forming  the  step  C,  and 
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so  arranged  as  to  be  perfectly  covered  and  protected  by  the  door 
D,  when  closed,  substantially  as  described." 

The  Commissioner  being  of  opinion  that  the  patent  thus  applied 
for  by  the  appellant  would  interfere  with  the  said  unexpired  pat- 
ent of  said  William  H.  Hoyt,  refused  to  grant  the  same.  And  for 
the  purpose  of  trying  the  issues  between  the  parties  a  day  was 
appointed,  and  the  parties  allowed  to  take  testimony  accordingly; 
and  which  being  duly  taken  and  laid  before  the  Commissioner, 
together  with  the  arguments  of  the  parties  by  their  counsel,  on 
the  26th  of  September,  1853,  the  Commissioner  says:  "This 
cause  came  up  for  hearing  on  the  1 2th  instant ;  and  on  careful  con- 
sideration of  the  testimony  duly  taken  and  transmitted  by  the 
three  parties  aforesaid,  I  do  decide,  in  accordance  with  the  reasons 
given  in  my  opinion  filed  this  day,  that  W.  H.  Hoyt  is  the  prior 
inventor  of  the  covered  omnibus  step."  From  this  decision  and 
consequent  refusal  Mr.  Stephenson  hath  appealed  and  filed  his 
reasons,  with  a  petition  that  it  may  be  heard  and  determined. 

The  first  and  fifth  reasons  may  be  considered  in  substance  as 
embracing  the  same  matter — that  the  Commissioner  erred  in 
deciding  that  it  appeared  from  the  testimony  that  the  independ- 
ent boxed  and  shielded  omnibus  step  was  not  a  new  and  useful 
invention,  so  essentially  differing  from  that  conveyed  by  the  patent 
of  Hoyt  as  to  entitle  Stephenson  to  letters -patent  for  the  same. 

The  second,  because  he  decided  that  Hoyt  was  legally  to  be 
regarded  as  the  original  inventor  of  the  covered  or  protected 
omnibus  step. 

Third,  because  he  decided  that  Hoyt's  delay  in  applying  for  a 
patent  until  1851  did  not  operate  as  an  abandonment  of  his  alleged 
invention. 

Fourth,  because  he  decided  that  the  invention  of  Hoyt  and 
Stephenson  sought  to  effect  the  same  result  by  the  same  means. 

The  sixth  and  last  is  a  general  reason  as  to  the  facts  proved, 
and  his  conclusions  of  law  from  those  facts.  The  grounds  of  the 
Commissioner's  decision,  which  he  is  required  by  the  eleventh 
section  of  the  act  of  March  3d,  1839,  fully  to  set  forth  in  writing, 
touching  all  the  points  involved  by  the  reasons  of  appeal,  (and  to 
which  the  revision  must  be  confined,)  the  Commissioner  states 
are  to  be  found  in  the  opinion  and  reasons  before  alluded  to  filed 
on  the  said  26th  of  September,  1853,  in  which  he  says:  "The 
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main  object  sought  to  be  accomplished  in  all  these  cases  is  the 
construction  of  a  covered  omnibus  step  so  arranged  that  the 
opening  of  the  door  removes  the  covering.  This  object  is  attained 
in  each  case  by  means  almost  identical  in  their  general  character. 
If  Hoyt  was  the  prior  inventor,  he  must  be  so  declared,  and  his 
patent  will  still  cover  just  what  he  invented,  and  no  more.  The 
evidence  shows  that  Ho)rt  conceived  the  idea  in  1846;  that  he 
marked  it  out  with  chalk  on  a  board  and  drew  a  plan  on  paper ; 
and  the  witnesses  state  that  the  plan  was  sufficiently  described  to 
enable  a  workman  to  construct  what  was  there  represented.  This 
date  is  long  prior  to  that  fixed  for  the  inventions  of  Cole  or 
Stephenson.  *  *  *  It  is  not  necessary  to  have  actually  con- 
structed a  machine  in  order  to  give  a  date  to  the  time  of  inven- 
tion. A  drawing  that  sufficiently  embodies  the  entire  idea  is 
enough  for  this  purpose/' 

The  Commissioner  says  his  only  doubt  is  as  to  the  presump- 
tion of  abandonment  arising  from  the  lapse  of  time  between  the 
date  of  his  invention  and  his  application  for  the  patent ;  but  is 
satisfied  from  the  circumstances  proved  that  such  a  conclusion 
would  not  be  warranted  in  this  case.  The  circumstances  are  that 
Hoyt  was  a  workman  for  Kipp  &  Brown ;  that  when  he  made  his 
invention  he  proposed  to  them  to  try  it  on  their  omnibuses,  which 
they  promised  to  do  as  soon  as  they  should  have  any  new  ones 
constructed ;  that  before  this  event  occurred  their  establishment 
was  burned  down,  and  that  as  soon  as  they  were  in  a  condition  to 
construct  a  new  omnibus  they  made  them  with  this  device,  and 
Hoyt  about  the  same  time  applied  for  a  patent.  The  conclusion 
to  which  he  coipes  is  that  these  circumstances  are  sufficient  to 
rebut  the  conclusion  of  any  abandonment  on  the  part  of  Hoyt  of 
the  design  to  apply  his  invention  to  use ;  and  he  therefore  was 
of  the  opinion  that  Hoyt  must  be  regarded  as  the  prior  inventor 
of  the  covered  omnibus  step. 

Notice  of  the  time  and  place  of  hearing  having  been  given,  the 
Commissioner,  according  to  law,  laid  before  me  all  the  original 
papers  and  evidence  in  the  case,  together  with  the  grounds  of  his 
decision,  set  forth  in  writing,  touching  the  points  involved  by  the 
reasons  of  appeal ;  and  the  case  has  been  submitted  to  me  upon 
written  arguments.  The  order  of  the  argument  in  reply  to  the 
report  of  the  Commissioner  has  been  much  the  same  with  that  of 
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the  reasons.  With  respect  to  the  construction  of  the  patent  and 
specification,  and  the  rule  of  law  by  which  the  interference  in  this 
case  is  to  be  tested,  the  Commissioner  has  said:  "IfHoytwas 
the  prior  inventor  he  must  be  so  declared,  and  his  patent  will  still 
cover  just  what  he  invented,  and  no  more."  The  position  of  the 
appellant's  counsel  is  that  the  nature  and  extent  of  invention  of 
Hoyt  is  to  be  determined  from  the  specification  and  claim  upon 
which  his  patent  is  founded — "not  what  Hoyt's  idea  was  when 
he  made  his  first  drawing,  or  what  kind  of  step  and  cover  he 
now  makes  and  uses,  but  what  his  patent  actually  secures  to  him." 
This  rule,  I  think,  is  too  broadly  laid  down  as  applicable  to  this 
case.  The  sixth  and  eighth  sections  of  the  act  of  Congress  of 
1836,  chapter  357,  must  be  taken  together  in  construction,  by 
which  the  applicant  for  a  patent  to  entitle  himself  (and  before  the 
Commissioner  can  be  authorized  to  issue  the  patent)  must  appear 
to  be  the  original  and  first  inventor  or  discoverer,  and  it  must 
appear  that  no  part  of  that  which  is  claimed  as  new  had  before 
been  invented,  discovered  or  patented,  &c. ;  and  upon  appeal  by 
an  applicant  it  may  be  determined  whether  he  is  or  is  not  entitled 
to  a  patent ;  and  of  course  this  becomes  the  duty  of  the  appellate 
tribunal. 

It  is  true  under  particular  circumstances  a  subsequent  inventor 
may  be  entitled  to  a  patent,  and  perhaps  for  any  part  not  clearly 
described  in  the  patent  and  specification  of  the  first  and  original 
inventor ;  but  it  can  only  be  so  where  the  subsequent  invefttor 
believes  himself  to  have  been  the  first  and  original  inventor,  and 
where  he  had  no  knowledge  of  the  original  invention — where  no 
such  public  use  was  made  of  it  that  such  knowledge  was  attain- 
able, or  where  such  part  had  not  been  perfected  and  was  aban- 
doned. To  support  his  position  the  appellant  refers  to  Le  Roy  : . 
Tatham,  14  How.,  176.  In  this  case  the  court  say:  "But  we 
must  look  to  the  claim  of  ihe  invention  stated  in  their  application 
by  the  patentees."  And  again:  "The  patentees  have  founded 
their  claim  on  this  specification,  and  they  can  neither  modify  nor 
abandon  it,  in  whole  or  in  part.  The  combination  of  the  machinery 
is  claimed,  through  which  the  new  property  of  lead  was  developed, 
as  a  part  of  the  process  in  the  structure  of  the  pipes.  But  the 
jury  were  instructed  'that  the  originality  of  the  invention  did  not 
consist  in  the  novelty  of  the  machinery,  but  in  bringing  a  newly- 
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discovered  principle  into  practical  application.'  **  This  was  the 
case  for  an  infringement  of  a  patent.  In  such  a  case  the  plaintiff 
could  only  recover  for  a  violation  of  that  which  he  had  an  exclusive 
right  to,  and  that  could  be  nothing  more  than  his  patent  and  spec- 
ification covered  in  plain,  clear  terms.  But  I  have  endeavored 
to  show  that  the  question  in  this  case  is  entirely  different,  and, 
therefore,  the  decision  is  inapplicable. 

What,  then,  are  the  circumstances  as  to  this  point  ?     Brown, 

one  of  the  witnesses,  proves  that  Hoyt  explained  his  plan  of  a 

protecting  omnibus  step  to  him,  in  the  presence  of  Runyon  and 

Kipp,  in  November  or  December,  1846,  and  at  the  same  time 

made  a  drawing  of  it  both  on  board  and  on  paper.     The  original 

drawing  or  paper  was  shown  and  recollected  and  sworn  to  by  the 

witness,  but  it  has  since  been  lost  by  the  Commissioner.^   The 

protected  step  described  by  Hoyt  in    1846  was   like   the   one 

described  in   Hoyt's   patent,  subsequendy  attached  to  witness' 

omnibus  by  direction  of  Hoyt.     He  well  understood  it,  and  could 

have  made  one  from  the  drawing.    He  intended  to  have  put  them 

on  his  new  omnibuses,  but  was  burnt  out ;  and  the  first  of  the  Hoyt 

steps  which  were  applied  to  their  omnibuses  was  in  1850.    He  used 

twenty-five  or  thirty.     Kipp,  another  witness,  proves  the  same 

facts,  and  that  in  the  year  1846 -'47  Hoyt  urged  that  his  step 

should  be  put  on  the  omnibus  of  Kipp  &  Brown,  and  that  it 

would  have  been  so  done,  but  that  they  were  burnt  out.     Des- 

camp,  another  witness,  says  that  Glandat,  of  Philadelphia,  had 

Hoyt's  step  on  forty- four  or  forty-five  omnibuses. 

Mr.  Stephenson  and  Hoyt  were  residents  of  the  same  place. 
Under  such  circumstances,  it  will  not,  I  think,  be  too  much  to 
say  that  a  sufficient  opportunity  was  afforded  to  Mr.  Stephenson 
to  attain  a  knowledge  of  the  claim  of  Hoyt  for  his  plan  of  a  pro- 
tected omnibus  step.  The  first  witness  proves,  also,  that  at  the 
same  time — that  is,  in  December,  1846 — said  Hoyt  made  a  draw- 
ing of  it  both  on  a  board  and  on  paper.  This,  on  well-settled 
principles  of  patent  law,  must  be  considered  as  sufficiently  reduc- 
ing the  invention  to  practice. 

On  a  comparison  between  the  two  inventions  as  described  in 
the  respective  specifications,  and  unaided  by  the  testimony  of  the 
witnesses,  there  certainly  appears  in  the  forms  of  the  contrivances 
considerable  differences  and  improvements,  the  structure  of  the 
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one  being  a  component  part  of  the  body  of  the  omnibus  and  the 
consequent  arrangement  for  the  step,  and  the  other  a  separate 
and  independent  step,  until  connected  with  the  omnibus  by  being 
attached  to  it.  That  this  latter  is  a  better  and  improved  mode  of 
accomplishing  the  object  in  many  respects,  I  strongly  incline  to 
think ;  but  this  may  be  the  case,  and  still  it  may  be  a  substantial 
interference  with  the  principle  of  Hoyt's  invention,  though  much 
more  imperfect  in  its  embodiment.  .  Whatever  that  prindfJe  is, 
he  has  certainly  a  right  to  be  protected  in  the  enjoyment  of  it, 
after  it  has  become  secured  to  him  by  patent.  And  as  has  been 
before  seen,  it  is  important  in  the  decision  of  the  questions  in- 
volved that  the  appellant,  to  entitle  himself  to  a  patent,  should 
appear  to  be  the  first  original  inventor,  according  to  the  principles 
of  patent  law  as  to  the  proper  tests. 

The  object  and  end  to  be  attained  appear  to  have  been  the 
same,  i.  e. ,  to  secure  the  step,  in  combination  with  the  shield  when 
the  door  was  shut,  from  improper  use  by  the  intrusion  of  bo>'s 
standing  upon  it  and  the  preservation  of  passengers  from  mod. 
This  was  to  be  effected,  though  in  a  somewhat  different  way,  yet 
by  substantially  the  same  kind  of  operation,  i.  e.,  a  shield  arrai^ed 
with  the  lower  part  of  the  door,  to  operate,  when  shut,  to  form  a 
covering  for  the  step,  which  forms  a  component  part  of  the  rear 
body  of  the  omnibus  or  is  connected  to  it  by  being  attached  to 
the  same  part.  To  effect  this  result  appears  to  me  to  have  been 
the  great  and  principal  aim  of  both.  What,  therefore,  according 
to  authorities  on  the  subject  of  patent  law,  was  the  principle?" 

Judge  Washington,  in  the  case  of  Gray  v.  James,  i  Robb.,  i», 
stating  what  he  considers  to  be  the  test  of  the  principle  of  a 
machine,  says:  "What  constitutes  a  difference  in  principle 
between  two  machines  is  frequently  a  question  of  difficulty,  more 
especially  if  the  difference  in  form  is  considerable  and  the  machin- 
ery complicated.  But  we  think  it  may  be  safely  laid  down  as  a 
general  rule  that  when  the  machines  are  substantially  the  same, 
and  operate  in  the  same  manner  to  produce  the  same  result,  they 
must  be  in  principle  the  same.  I  say  substantially,  in  order  lo 
exclude  all  formal  difference.  And  when  I  speak  of  the  same 
result,  I  must  be  understood  as  meaning  the  same  kind  of  result, 
though  it  may  differ  in  extent ;  so  that  the  result  b  the  same, 
according  to  this  definition,  whether  the  one  produces  more  nails, 
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for  instance,  in  a  given  space  of  time  than  the  other,  if  the  opera- 
tion is  to  make  naib/'  So  also,  Bovell  v,  Thorne,  Dav.  Pat. 
Case,  361-405 :  **  It  will  be  the  same  in  substance  if  the  principle 
be  the  same  in  effect,  though  the  form  of  the  machine  be  differ- 
ent." Many  more  authorities  to  the  same  point  might  be  stated. 
I  shall  think  one  more  enough. 

Curtis  (section  224)  says :  *  *  If  the  change  introduced  by  the 
defendant  constitutes  a  mechanical  equivalent  in  reference  to  the 
means  used  by  the  patentee,  and,  besides  being  such  an  equivalent, 
accomplishes  some  other  advantage  beyond  the  effect  or  purpose 
accomplished  by  the  patentee,  it  will  still  be  an  infringement  as 
it  respects  what  is  covered  by  the  patent,  although  the  further 
advantage  be  a  patentable  subject  as  an  improvement  upon  the 
former  invention." 

With  respect  to  the  extent  of  the  protection  in  his  exclusive 
property,  Alderson  (Baron)  said  (Webs.  Pat.  Cas.,  144-146): 
**The  difficulty  that  will  press  on  you  [the  jury],  and  to  which 
your  attention  will  be  called  in  the  present  case,  is  this :  You 
can  take  out  a  patent  for  a  principle,  coupled  with  the  mode  of 
carrying  the  principle  into  effect,  provided  you  have  not  only 
discovered  the  principle,  but  invented  some  mode  of  carrying 
it  into  effect.  But  then  you  must  start  with  having  invented 
some  mode  of  carrying  the  principle  into  effect.  If  you  have 
done  that,  you  are  entitled  to  protect  yourself  from  all  other 
modes  of  carrying  the  same  principle  into  effect,"  &c.  The  rule 
of  law  is  perhaps  more  accurately  stated  by  Judge  Washington 
in  the  nail  manufacturing  case  just  before  referred  to,  in  which 
he  says  **the  patent  is  for  an  improvement  in  the  art  of  making 
nails  by  means  of  a  machine  which  cuts  and  heads  the  nails  at 
one  operation.  It  is  therefore  not  the  grant  of  an  abstract 
principle,"  &c.  With  these  principles  and  tests,  I  will  proceed  to 
consider  the  two  inventions  in  connection  with  the  testimony. 

The  amount  of  the  testimony,  as  stated  by  the  witnesses  on  the 
part  of  the  appellant,  must,  I  think,  be  considered  as  proving  that 
the  box  step  and  protector  of  the  Stephenson  invention  is  sep- 
arate and  independent  of  the  omnibus  body,  and  may  be  put  on 
or  taken  off  at  pleasure,  as  stated  in  the  specification ;  and  when 
put  on,  it  is  done  by  attaching  it  thereto  ;  that  it  possesses  supe- 
rior advantages  over  the  Hoyt  step;  that  the  Hoyt  step  itself  is 
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a  component  part  of  the  body  of  the  omnibus,  and  not  an  inde- 
pendent thing ;  that  they  were  found  in  practical  use  to  be  very 
imperfect  (they  weakened  the  back  of  the  body  and  required  the 
rear  carriage  part  to  be  carried  ahead);  that  omnibuses  which 
had  been  used  with  these  steps  required  much  more  time  and 
expense  to  repair  them  and  to  apply  them  to  the  ordinary  omni- 
buses. There  was  evidence,  also,  tending  to  prove  that  alterations 
had  been  made  by  Hoyt  himself  and  others  in  his  steps  in  some 
measure  to  resemble  the  Stephenson  step,  on  account  of  the 
imperfections  found  in  the  practical  use  of  the  Hoyt  step,  accord- 
ing to  the  original  plan ;  that  by  Hoyt's  mode  a  good  deal  of 
room  was  taken  away  by  cuttii^  the  piece  out  of  the  bottom  side 
to  make  a  step. 

As  to  the  testimony  on  the  part  of  the  appellee,  Brown — a  wit- 
ness before  alluded  to — a  builder  and  repairer  of  coaches  for 
twenty-seven  years — in  addition  to  what  has  already  been  stated 
of  his  testimony,  says  the  protected  step  described  by  Hoyt  in 
1846  was  like  the  one  described  in  Hoyt's  patent ;  he  says  it  is 
the  best  in  use;  that  the  cutting  out  for  the  step  does  not  weaken 
the  body  of  the  omnibus  nor  require  a  new  door  to  apply  it  to 
old  omnibuses ;  the  Hoyt  step  and  the  so-called  Stephenson  step 
can  both  be  applied  to  the  same  omnibus ;  Hoyt's  form  is  best ; 
the  drawing  of  Hoyt's  letters -patent  represents  accurately  the  step 
and  protection  which  Hoyt  explained  and  drew  out  in  1846;  he 
considers  all  the  different  forms  in  use  as  Hoyt's  or  bordering  on 
Hoyt's  step. 

John  M.  Runyon,  a  coach-maker,  whose  testimony  has  also 
been  partly  stated,  corroborates  Brown.  He  says  that  he  has 
often  made  the  step  since  it  was  shown  to  him  in  1846,  and  as 
early  as  1849  or  1850 ;  Hoyt's  is  the  best  form  of  protected  steps 
now  in  use;  they  have  worn  well ;  both  the  Hoyt  step  and  the 
Stephenson  form  of  it  can  be  applied  to  the  same  omnibuses ;  the 
Stephenson  form  would  be  the  most  expensive ;  the  principle  is 
the  same  in  all  the  covered  steps ;  they  all  agree  in  the  essential 
parts;  Hoyt's  can  be  applied  to  old  omnibuses  without  making 
new  doors,  and  does  not  weaken  the  body. 

Kipp,  a  coach-maker,  as  far  as  he  goes,  is  substantially  the 
s;ime  with  the  other  two. 

James  Foster,  a  coach-maker,  has  applied  the  Hoyt  step  ;  says 
that  it  does  not  weaken  the  body,  is  most  convenient,  and  wears 
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It  as  well;  it  is  about  three  days'  work  to  make, and  apply 
:ps  like  Hoyt's. 

Francis  Descamp.  The  testimony  also  of  this  witness  has  been 
rtly  stated.  In  addition  he  says  :  "Hoyt's  form  is  bettertban 
ephenson's  ;  his  step  is  very  strong  ;  they  have  been  well  t'rfad.- 

the  forty-four  or  forty -five  omnibuses  of  Glandat ;  those  that.-; 
Te  put  on  firet  well  are  there  still." 

The  testimony  of  one  of  the  appellant's  witnesses,  George 
elding,  who  is  stated  to  be  a  coach-maker  and  machinist,  in 
rte  respects  corroborates  what  is  said  by  the  aforenamed  wit- 
sses  of  the  appellee,  as  it  respects  the  nature  of  the  differences 
tween  the  two  machines,  [Kirtaking  of  form  in  the  embodiment 
Lher  than  substance  as  to  their  principle. 
On  a  very  careful  examination  and  comparison  of  the  testimony 

the  different  sides  of  the  controversy  in  this  case,  which  I  have 
deavored'to  make,  I  find  it  is  true  that  there  are  considerable 
ferences  in  the  statements  of  the  witnesses,  but  they  are  chiefly 
to  the  Stephenson  step  being  the  most  perfect  form  in  which 
i  idea  or  original  principle  has  been  clothed,  consisting  in  the 
nous  advantages  stated  by  them,  rather  than  in  the  principle 
elf  in  the  more  imperfect  form  in  which  it  has  been  presented 

Hoyt,  the  appellee.  His  witnesses,  if  they  are  to  be  believed, 
Dve  that  even  as  to  this  point  the  facts  are  not  so,  and  that  the 
ayt  step  is  to  be  preferred.  Beyond  this  they  say,  expressly 
d  positively,  that  the  principle  in  both  inventions  is  the  same ; 
It  there  is  no  essential  difference.     These  witnesses  are  stated 

be  experienced  machinists  and  coach-makers,  skilled  in  this 
ry  branch  of  business.  Their  opinions  and  judgment,  therefore, 
ist  be  allowed  due  weight,  and  I  think  gives  the  preponder- 
ce  in  favor  of  Hoyt. 

As  before  noticed,  the  evidence  very  clearly  shows  that  Hoyt's 
d  invention  was  several  years  prior  to  that  of  Stephenson. 
Upon  full  consideration,  therefore,  of  the  whole  case,  I  am  of 
inion  that  the  said  William  H.  Hoyt  was  the  prior  inventor  of 
!  said  improved  omnibus  step  and  cover  as  in  his  specification 
iescribcd,  and  that  the  said  invention  of  the  independent  boxed 
d  shielded  step,  for  which  the  said  Stephenson  asks  a  patent, 
es  interfere  with  said  Hoyt's  invention,  and  that  the  said  de- 
ion  of  the  Commissioner  of  Patents  be,  and  the  same  is  hereby, 
irmed. 
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James  R.  Nichols,  Appellant, 


Elbridge  Harris,  Appellee,     Interference. 

PHoriRLY  FILED. — An  nflidaTit  nlnting;  to  the  meriU  of  a,cut 
Dot  laid  before  the  Commissioner  cannot  be  considered  by  the  judj^  on 
appeal. 

Sk — COLI.ATIRAL  [»BOB. — Where  an  ndidnTit  vas  fjlcd  bj  cdunael  on  a  collatcnl 
matter,  showing  sn  infonnalitj  in  taking  the  testimony  in  the  case,  anil 
where  the  hcta  concerning  the  alleged  informalit;  were  stated  bj  the 
magistrate  in  his  return  and  noticed  by  the  Commissioner:  fftid,  That 
it  should  be  considered. 

Thtihomv  or  wifi  iNADiiiagiBLE, — The  wife  of  an  applicant  for  a  patent  is  ui 
incompetent  witness  for  him  in  an  interference  proceeding. 

EvioiNCt — rARTiAL  B^iAHtNATtoN. — Where  a  witness  hud  Rxed  the  date  of  thr 
invention  by  reference  to  a  device  of  his  own  invention,  it  is  compelent 
for  the  other  side,  on  cross-examination,  to  call  out  a  full  description  t>F 
the  desice  and  when  made,  with  a  view  of  showing  that  the  witness  was 
mistaken  in  his  dates. 

Sm — LATiTDOi  ON  CHoaa.»:!AiiiNAi[ON. — Nor  was  it  necessary  for  counsel  to 
state  that  the  purpose  of  the  eiamination  was  to  affect  the  credit  of  thf 
witness,  as  that  would  defeat  its  very  object.  Uuch  greater  latitude  i^ 
allowed  on  cross-eTamination  than  In  direct. 

Sh — PLiA  or  DIBCLOSINO  PRivATi  ArFAiRS, —  Where  a  witness  on  direct  exami- 
nation has  voluntarily  referred  to  his  own  afTairs  in  connection  with  the 
history  of  the  invention,  he  cannot  on  cross-examination  refuse  to  divulgt 
the  full  particulars  ol  the  same  on  the  gronnd  that  it  will  expose  his  private 
business. 

REaniATlOMB  FOR  TAEINO  TESTIHONY— "  JDBT  AND  REASONABLE."— By  the  twelfth 

section  of  the  act  of  1  ^9  the  Commissioner  is  nnthoriEed  to  establish  surli 
regulations  in  respect  to  the  taking  of  evidence  as  shall  be  just  and  rea- 
sonable ;  and  to  understand  what  the  Legislature  meant  by  just  and  rea- 
sonable in  this  connection  it  must  be  supposed  that  they  had  in  mind  the 
established  principles  and  precedents  in  like  cases. 
Su — Sm — MAGISTRATE,  OF  COUNSEL. — Neither  npon  principle  nor  authority  i^  ^t 
just  or  reasonable  that  the  evidence  taken  in  a  contested  proceeding  in  the 
Patent  Office  should  be  taken  before  a  magistrate  who  is  of  counsel  for  one 
of  the  parties  ;  and  depositions  so  taken  held  to  he  legally  incompetent  and 
inadmissible  evidence  in  the  case. 

(Before  MoRSEtL,  J.,  District  of  Columbia,  May,  1854.) 
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'he  Commissioner  having  declared  and  decided  the  interference, 
1  notified  the  parties  thereof  on  the  15th  of  November, 
i3,  appointed  the  iirst  Monday  in  January  then  next  for  a 
iring,  in  conformity  with  the  provisions  of  the  act  of  July  the 
,  1836,  and  directed  that  the  testimony  must  be  in  conformity 
h  the  rules  therein  inclosed,  under  the  oath  or  affirmation  of 
sons  who  were  not  interested  in  the  question  at  issue,  &c., 
ich  rules  were  established  by  the  Commissioner  of  Patents  by 
hority  of  the  twelfth  section  of  the  act  of  3d  March,  1839,  by 
ich  it  is  enacted  "that  the  Commissioner  of  Patents  shall  have 
ver  to  make  all  such  regulations  in  respect  to  the  taking  of 
dence  to  be  used  in  contested  cases  before  him  as  may  be  just 
I  reasonable. ' ' 

rhe  third  rule  is  in  these  words ;  ' '  That  before  the  deposition 
a  witness  or  witnesses  be  taken  by  either  party,  notice  shall 
given  to  the  opposite  party  of  the  time  and  place  when  and 
ere  such  deposition  or  depositions  will  be  taken  ;  so  that  the 
>osite  party,  either  in  person  or  by  attorney,  shall  have  full 
lortunity  to  cross-examine  the  witness  or  witnesses ;  and  such 
ice  shall,  with  proof  of  service  of  the  same,  be  attached  to  the 
losition  or  depositions  whether  the  party  cross-examine  or 
;  and  such  notice  shall  be  given  in  sufficient  time  for  the 
)earance  of  the  opposite  party  and  for  the  transmission  of  the 
dence  to  the  Patent  Office  before  the  day  of  hearing. ' '  (Ante, 
'9-) 

rhe  depositions  on  the  part  of  the  appellee  appear  to  have 
n  taken,  after  notice  given,  before  a  justice  of  the  peace 
bin  and  for  the  county  of  Suffolk,  Commonwealth  of  Massa- 
isetts — he  certifies  himself  to  be  such — and  that  the  witnesses 
;ed  in  his  return  were  duly  sworn  by  him  to  testify  the  truth, 
I  that  they  were  examined  on  written  interrogatories,  and 
ir  testimony  taken  in  writing  by  him  as  therein  written,  and 
efiilly  read  by  him  to  the  deponents,  and  subscribed  by  them 
his  presence  to  be  used,  &c.;  that  Nichols,  by  his  attorney, 
G.  Hubbard,  Esq.,  attended  the  taking  said  depositions.  He 
:es,  also,  that  after  all  the  depositions  were  taken  and  signed, 
I  proceedings  closed,  Mr,  G.  G.  Hubbard  desired  the  magistrate 
itate  that  he  was  a  partner  of  Mr.  H.  F.  Smith. 
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Gardiner  G.  Hubbard,  who  acted  as  attorney  for  Nichols,  the 
appellant,  states,  in  an  affidavit  made  by  him  before  a  justice  of 
the  peace,  that  as  counsel  for  James  R.  Nichols  he  was  present 
at  the  examination  of  the  several  witnessses  examined  on  the 
part  of  Elbridge  Harris,  as  mentioned  in  the  proceeding  just 
alluded  to ;  that  he  had  no  prior  acquaintance  with  either  the 
counsel  for  said  Harris  or  the  magistrate  !n  whose  name  the 
summons  was  issued ;  that  in  going  to  the  office  of  the  magistrate 
he  found  it  the  same  with  the  office  of  the  counsel ;  that  it 
occurred  to  him  at  once  that  they  might  be  partners ;  but,  think- 
ing he  might  be  mistaken,  as  he  had  never  before  in  his  practice 
known  of  anything  of  the  kind,  he  made  no  inquiries,  but  went 
on  with  the  examination  until  they  came  to  the  examination  of 
John  Newell,  He  proposed  an  interrogatory  to  said  Newell,  to 
which  he  declined  answering.  The  point  was  then  argued,  and 
the  magistrate  decided  that  he  must  answer  it.  The  witness  still 
refused,  and  advised  with  his  counsel,  who  informed  him  that  he 
was  not  bound  to  answer  the  interrogatory,  when  the  magis- 
trate, without  giving  any  reason,  changed  his  decision,  and 
decided  that  the  witness  was  not  bound  to  answer  the  question. 
Whereupon  he  (the  affiant)  asked  him  if  he  were  not  the  partner 
of  Mr,  Smith,  and  of  counsel  for  Mr.  Harris  ;  and  he  replied  that 
he  was ;  that  said  affiant  then  objected  to  all  the  evidence,  and 
particularly  that  of  Newell,  and  declined  going  on  any  furthei 
with  the  examination  before  a  magistrate  who  was  judge  and  also 
counsel;  that  he  requested  the  magistrate  to  enter  these  facts  in 
his  return  at  length,  &c.  This  affidavit  was  not  laid  before  the 
Commissioner,  and  therefore,  if  it  were  upon  the  merits  of  the 
issue  tried  before  him,  could  not  be  noticed  by  the  judge  on  the 
appeal ;  but  as  it  relates  to  a  mere  collateral  matter  respecting 
the  execution  of  the  duty  in  taking  the  testimony,  and  the  fact  is 
stated  by  the  magistrate,  and  noticed  by  the  Commissioner  in  hif 
answer  to  one  of  the  reasons  of  appeal,  I  have  thought  it  oughl 
to  be  considered. 

On  the  hearing  of  the  parties,  according  to  the  notice  given 
before  the  Commissioner,  on  the  evidence  so  taken,  (except  thai 
of  Mr.  Harris,  which  was  rejected  as  inadmissible, )  and  on  tht 
24th  of  January  the  decision  of  the  Office  was  pronounced,  award 
ing  priority  of  invention  to  Harris ;  from  which  decision  Nichob 
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ealed,  and  upon  which  the  case  is  before  me.  And  according 
lue  notice  of  the  time  and  place  of  hearing  given  by  me,  the 
nmissioner  has  laid  before  me  the  grounds  of  his  decision  in 
;ing,  in  answer  of  the  reasons  of  appeal  filed  by  the  appellant, 
sther  with  said  reasons  and  the  original  papers  and  evidence 
he  cause. 

'he  respective  parties  appeared  by  their  counsel  and  submitted 
case  upon  their  written  arguments. 

'arious  reasons  of  appeal  were  filed — some  to  the  admissibility 
others  relatit^  to  the  merits  of  the  question  in  issue.  It  is 
purpose  to  consider  those  of  the  first  description.  They  are 
second,  fifth,  and  sixth. 

'he  second  is  an  objection  to  the  wife  of  Mr.  Harris,  the  ap- 
ee.  as  a  witness  on  his  behalf.  This  objection  was  overruled 
the  justice  but  sustained  by  the  Commissioner,  and  very  prop- 
',  I  think. 

'he  sixth  is  because  the  magistrate  refused  to  compel  John 
veil,  one  of  the  witnesses  offered  by  said  Harris,  to  answer 
:ain  interrogatories  propounded  to  him  by  the  counsel  of  said 
hots,  although  he  at  first  ordered  him  to  answer  the  same,  as 
appear  by  his  return. 

"he  interrogatory  alluded  to  was  in  these  words :  "Did  the 
p  you  showed  to  Mr.  Harris  have  a  wire-gauze  tube  silvered? 
"he  witness  had  been  called  on  the  part  of  Mr.  Harris,  and 
viously  answered  the  fifth  and  sixth  interrogatories  on  the 
^ct  examination. 

he  fifth  is:  "  Please  state  the  earliest  time,  if  you  can  fix  upon 
time  earlier  than  the  19th  of  May,  1852,  at  which  you  had 
knowledge  of  such  invention  by  Mr.  Harris."  He  answered: 
do  not  think  I  can  tell  any  day  in  particular  before  the  19th 
lay;  1  had  conversations  with  him  in  April;  I  showed  him 
of  my  lamps,  and  that  led  to  the  conversation. ' ' 
he  sixth  interrogatory :  ' '  State  what  was  said  in  that  conver- 
an,  and  state  what  Mr.  Harris  at  that  time  claimed  as  his  dis- 
er>',  and  the  description  which  he  gave  you  of  it."  Witness 
vered :  "  Mr.  Harris  remarked  to  me  that  my  glass  lamp  was 
,  except  as  to  the  liability  to  fracture  ;  he  said  his  was  to  have 
etallic  lining,  but  I  cannot  say  that  I  fully  comprehended  his 
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meaning  :  the  manner  in  which  he  intended  to  apply  it  to  lh< 
lamp  I  did  not  fully  comprehend  at  the  time." 

The  counsel  for  Nichols  contends  that  in  these  answers  iln 
witness  gives  a  date  and  fixes  it  by  reference  to  his  lamp,  whict 
he  then  showed  Mr.  Harris,  and  which  was  the  origin  of  the  con 
versation.  He  (the  counsel)  claimed  to  show  what  particula 
lamp  Newell  referred  to,  and  then  to  examine  him  as  to  the  ttnn 
when  he  first  invented  that  lamp,  which  the  counsel  believed  wa' 
not  until  the  close  of  1852  or  the  beginning  of  1853  ;  and  henci 
if  that  were  the  lamp  meant  by  him,  he  must  have  made  a  mistat 
as  to  time  of  nearly  a  year.  He  also  states  some  other  parts  0 
the  examination,  particularly  the  witness'  answer  to  the  first  cross 
interrogatory  and  the  date  of  the  patent  referred  to,  which  shoi 
the  witness'  mistake  about  the  time  and  the  relevancy  of  ih 
questions. 

In  answer  to  the  objection  thus  involved  in  the  sixth  reason  c 
appeal,  the Commi.ssioner  says:  "The sixth  reason,  at  most,  coud 
affect  the  testimony  of  Newell  alone ;  and  in  relation  to  him  th 
magistrate  exercised  a  discretion  which  the  undersigned  saw  n 
reason  to  take  exception  to.  The  question  related  to  the  privai 
business  of  the-  witness  ;  and  if  intended  to  affect  his  credit, 
should  have  been  so  stated  by  the  counsel  so  propounding  i' 
The  magistrate  states  as  his  reason  that  the  answer  thereto  woul 
expose  the  secrets  of  the  witness'  trade  and  business. 

With  respect  to  its  being  incumbent  on  the  counsel,  "if  ir 
tended  to  affect  the  witness'  credit,  to  have  so  stated  it,"  it  shoul 
be  remembered  that  it  was  on  cross-examination  that  the  intei 
rogatory  was  put,  in  which  it  is  the  practice  to  allow  muc 
greater  indulgence,  and  that  to  have  stated  his  purpose  woul 
have  defeated  his  object ;  and  more  especially  should  it  have  be* 
allowed,  as  the  witness  showed  himself  to  be  an  unfair,  suspidoi 
witness  by  his  answer  to  the  first  direct  interrogatorj'. 

With  respect  to  the  protection  claimed  for  the  witness — th. 
the  answer  would  expose  his  private  affairs — if  this  were  evt 
conceded  to  be  his  right  under  some  circumstances,  yet  as  I 
had,  in  answer  to  an  interrogatory  put  to  him  on  his  dire 
examination,  voluntarily  referred  to  the  lamp,  and  given  a  [xirti 
description,  I  think  the  objection  came  too  late. 

The  fifth  reason  is,  because  all  the  evidence  in  behalf  of  Han 
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nadmissible,  having  been  taken  by  a  magistrate  who  was  a 
tner  of  the  counsel  of  tiarris,  as  will  appear  by  his  return.  To 
the  Commissioner  answers  that  ' '  the  relation  found  to  subsist 
ween  the  magistrate  before  whom  the  testimony  was  taken  and 
counsel  of  Harris  was  not  alone  a  legal  ground  for  rejecting 
evidence.  The  Office  is  aware  of  no  rules  of  law  or  practice 
t  would,  in  the  absence  of  a  direct  charge  of  error  in  the 
ceedings,  make  the  relations  subsisting  between  these  parties  a 
per  reason  for  excluding  evidence  in  a  case  where  the  magis- 
e  was  shown  to  have  no  other  interest.  How  far  it  might 
ct  the  credibility  of  the  witnesses,  the  judge  would  determine  ; 
h  the  Commissioner,  it  had  no  weight." 
'he  authority  to  take  the  testimony  was  under  the  rules  of  the 
ice  for  taking  and  transmitting  evidence,  &c. ;  particularly 
ler  the  third  rule,  which  is,  as  before  stated,  "  that  before  the 
osition  of  a  witness  or  witnesses  be  taken  by  either  party  notice 
uld  be  given  to  the  opposite  party  of  the  time  and  place 
m  and  where  such  deposition  or  depositions  will  be  taken,  so 
t  the-  opposite  party,  either  in  person  or  by  attorney,  shall 
e  fiill  opportunity  to  cross-examine  the  witness  or  witnesses  ; 
such  notice  shall,  with  proof  of  service  of  the  same,  be  attached 
he  deposition  or  depositions,  whether  the  party  cross-examine 
lot ;  and  such  notice  shall  be  given  in  sufficient  time  for  the 
earance  of  the  opposite  party  and  for  the  transmission  of  the 
lence  to  the  Patent  Office  before  the  day  of  hearing." 
'here  is  no  express  specific  provision  in  this  or  in  either  of  the 
s  established  by  the  Office  against  the  counsel  or  attorney  of 
er  of  the  parties  acting  under  said  third  rule;  and  it  may  be 
',  as  the  learned  Commissioner  has  supposed,  that  there  is  none 
1  expressly  declared  in  any  of  the  rules  of  law  on  patent  sub- 
5 ;  but  I  think  it  will  appear  that  on  principle  and  on  prece- 
t  in  analogous  cases  the  settled  law  is  that  such  a  relation  does 
ier  the  person  incompetent  to  dischai^e  such  a  trust.  The 
lority  to  make  rules  and  regulations  on  the  subject  is  derived 
le  Commissioner,  as  also  before  stated,  under  the  twelfth  sec- 
of  the  act  of  March  3d,  1839,  by  which  it  is  enacted  "that 
Commissioner  of  Patents  shall  have  power  to  make  all  such 
ilations  in  respect  to  the  taking  of  evidence  to  be  used  in  con- 
h1  cases  before  him  as  may  be  just  and  reasonable."     To 


Nichols  v,  Harris.  [Maj 


understand  what  the  Legislature  meant  by  just  and  reasonabi 
in  this  connection,  it  must  be  supposed  they  had  in  their  mindik 
established  principles  and  precedents  in  like  cases. 

Upon  principle,  every  party  has  a  right  to  expect  in  the  admit 
istration  of  justice  that  his  cause  shall  be  fully  and  impartial! 
examined  and  tried.  The  examination  and  testimony  of  witn«s» 
forms  a  most  essential  part  of  that  trial ;  and  to  that  end  the  jud)| 
or  functionary  who  conducts  the  proceeding  as  such  must  be  in 
condition  to  be  entirely  indifferent  between  the  parties.  Can  ih 
be  the  case  where  the  officer  is  also  the  retained  counsel  in  the  casi 
with  all  the  usual  sympathies  and  desires  and  biases  in  favor  < 
his  client's  cause,  and  selected  by  him  for  the  purpose?  TV 
magistrate  who  acted  in  this  case  under  the  delegated  power  < 
the  Commissioner  who  was  to  try  the  cause  shared  with  him  ' 
this  most  important  part  of  the  preparation  for  the  trial  the  jiid 
cial  power.  Could  any  rule,  therefore,  which  would  authori; 
such  a  person  to  examine  and  take  the  testimony  be  just  an 
reasonable,  within  the  requirements  of  the  statute? 

Upon  authority,  the  principles  which  are  thought  applicable  « 
be  drawn  from  other  cases  of  trial  where  a  similar  mode  of  ta' 
ing  evidence  is  practiced.  It  seems  to  have  been  received  in 
the  practice  of  the  common-law  courts,  by  analogy  from  i1 
Chancery  Court,  and  by  that  court  from  the  rules  of  the  civil  la' 
I.  c,  the  commission  to  take  depositions,  at  the  instance  of  tl 
parties,  to  certain  persons  named  by  them,  with  power,  Ac. 
will  be  unnecessary  for  the  present  purpose  to  state  the  particul 
details  of  the  proceeding,  one  of  which,  however,  required  tl 
closing  of  the  commission  and  transmitting  the  whole  procee 
Ing,  with  almost  the  same  authenticity  as  that  established  by  ti 
Patent  Office.  1  proceed  to  show  who  were  deemed  eligible 
act  in  that  capacity. 

In  Harr.  Ch.  Pr.,  vol.  i,  pages  440  and  441,  it  is  stated :  "  T 
common  exceptions  to  a  commissioner  are :  First,  that  he  is 
kindred,  allied  to  the  party  for  whom  he  is  named  ;  second,  tl 
he  is  master  to  the  party — his  landlord  or  partner ;  third,  tt 
he  hath  a  suit  at  law  with  the  party  adverse  to  him.  for  whom 
is  named  commissioner,  or  is  of  counsel,  or  is  attorney  or  sol 
itor  or  follower  of  the  cause  on  one  side  ;  fourth,  that  the  pai 


4-]  Nichols  v.  Harris.  309 

Opinion  of  tbc  court 

idebted  to  him,  or  any  other  apparent  cause  of  partiality  or 
ng  with  either  side," 

lo.also,  fromtheprovisionsofthejudiciary  system  of  the  United 
tes,  1789,  chapter  zo,  section  30,  describing  what  shall  be  the 
ie  of  proof  in  all  the  courts  of  the  United  States,  &c, : 
/hen  the  testimony  of  any  person  shall  be  necessary  in  any 
1  cause  depending  in  any  district  in  any  court  of  the  United 
tes  who  shall  live  at  a  greater  distance  from  the  place  of  trial 
1  one  hundred  miles,  or  is  bound  on  a  voyage  to  sea,  or  is 
ut  to  go  out  of  the  United  States  or  out  of  such  district,  and 

greater  distance  from  the  place  of  trial  than  as  aforesaid  be- 
■  the  time  of  trial,  or  is  ancient  or  very  infirm,  the  deposition 
iuch  person  may  be  taken  de  bene  esse  before  any  justice  or 
je  of  any  of  the  courts  of  the  United  States  or  before  any 
ncellor,justice,  or  judge  of  a  Supreraeor  Superior  Court,  mayor, 
:hief  magistrate  of  a  city  or  judge  of  a  County  Court  or  Court 
Common  Pleas  of  any  of  the  United  States,  not  being  of  coun- 
ar  attorney  to  either  of  the  parties  or  interested  in  the  event 
he  caiise,"  &e. 

;  (nay  be  observed  that  the  being  of  counsel  or  attorney  to 
er  of  the  parties  is  placed  in  the  same  category  with  being 
rested  in  the  event  of  the  cause. 

might  add  what  has  been  the  practice  under  the  laws  of 
■yland  and  Virginia  in  their  courts,  and  the  invariable  practice 

rule  of  the  Circuit  Court  of  this  District,  sanctioned  and 
med  by  the  Supreme  Court  of  the  United  States ;  but  I  think 
ve  shown  enough  to  make  it  clear  that  the  magistrate  by 
m  the  examinations  were  made  and  by  whom  the  depositions 
i  taken  was  legally  incompetent  for  the  purpose,  and  of  course 

the  depositions  must  be  considered  as  inadmissible  evidence 
le  case. 

5  the  decision  of  the  Commissioner  was  grounded  thereon,  it 
roneous,  and  must  be  annulled,  reversed,  and  set  aside  ;  and 
>  so  hereby  determine  and  decide,  and  that  he  do  further 
:eed  in  said  cause  according  to  law. 

'ubbard  &'  Pinkerion  and  Page  &  Co.,  for  the  appellant. 
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John  K.  Bowen,  Assignee  of  John  S.  Kingsley,  Appellant, 


Julius  Herriet,  Appellee.     Interference. 

Right  op  iIppial — patrntik. — In  an  iiitcrrcrcii(:e  proceeUlng  a,  palculec  in  nc 
rigbt  of  H[>)>eiil  fruiii  an  lulvi-rse  decision  of  the  CummlsBLuiier. 

Sk — Sh — BFFECT  or  «iw  APPLICATION. — W litre  ft  [jBlPntcc  involved  in  iiiitr 
ference  filed  n  new  application  for  merely  substitute  or  equirnlent  nienni 
for  currying  the  invention  diBcloaeil  in  bis  patent  into  effect,  sod  thi 
application  wag  also  included  iu  the  interrercDcc  :  Held,  That  be  had  n< 
independent  status  aa  an  applicant,  and  that  an  apjieal  hy  him  froni  ihi 
adverse  decision  of  the  Commisaioner  was  virtually  an  appeal  by  a  iialciiuc 

EquivALiNTB — NKW  PATXNT  TUBRiroft. — A  patent  covers  all  equivalent  modi' 
of  carrying  the  invention  into  effect,  although  they  arc  not  8pecifi<aill; 
described  in  the  specification,  and  the  patentee  is  not  entitled  lo  a  ne> 
patent  for  those  equivalent  modes. 

COHPOBITION  or  HATTEU — iqUITALIMT  INORIDIINTa— HEW  APPLICATIDM. — Wber 

the  patent  was  for  a  composition  of  loatter  consisting  of  gutta-percbi 
oiide  of  iron,  and  oxide  of  antimony  in  described  proivrtions,  whiiji  "' 
shown  by  the  (eslimouy  to  be  the  prererrcd  form  of  the  invention ;  HtU 
That  the  patentee  could  not  proaeonle  a  new  application  for  a  compiuitio 
in  which  the  oxides  of  iron  and  antimony  were  replaced  by  a  variety  i 
substances  which  operated  in  the  same  mnuner,  but  with  less  succes.<,  an 
were  at  best  but  equivalents  of  the  iugredienta  named  in  the  patent. 
Case  of  Pomeroy  v.  Connison  (anle,  p.  4U)  cited  nnd  approved. 

(Before  MoRBKLL,  J.,  District  of  Columbia,  September,  tSS4.) 

Morsell,  J. 

On  the  i6th  of  April,  1852,  Julius  Herriet  made  his  applicatio 
for  a  patent,  which  was  so  modilietl  afterwards  as  to  present  h 
claim  in  the  form  in  which  it  now  is.  In  his  specitication  he  say; 
"What  I  claim  as  my  invention,  and  desire  to  secure  letter 
patent  for,  is  making  moulds  and  plates  for  printing  characters  ( 
figures  of  gutta-percha  or  India  rubber,  compounded  with  son 
other  substance  or  substances,  substantially  such  as  describe) 
which  shall  give  to  the  compound  the  required  hardness  and  stil 
ness,  and  not  destroy  its  plasticity  when  in  a  heated  state,  sul 
stanlially  as  described."  He  says  his  invention  consists  in  pn 
ducing  printing-plates  and  moulds  of  a  preparation  or  compour 
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'hich  gfutta-percha  or  India  rubber  constitutes  the  chief  ingre- 
it,  which  preparation  or  compeund  shall  be  sufficiently  plastic 
;n  heated  to  admit  of  moulding  or  embossing  by  pressure  to 
n  a  mould  from  a  form  of  types,  which  can  then  be  distrib- 
i ;  and  the  printing -plate  or  plates  thus  formed  by  the  mould 
noulds,  when  produced  and  cold,  will  be  sufficiently  hard  to 
sent  sharp  lines  and  angles  and  to  resist  the  required  pressure 
practical  and  economical  purposes,  and  when  worn  out  admit 
)eing  worked  over  again  by  being  reheated.  He  says  as  to 
composition  :  "  I  take  by  weight  three  parts  of  gutta-percha 
three  parts  of  India  rubber  or  caoutchouc,  and  three  parts 
nely-pulverized  graphite  or  soap-stone,  or  plaster  of  Paris,  or 
)ride  of  lime,  or  per-oxide  of  manganese,  or  other  equivalent, 
by  grinding  or  otherwise  in  a  heated  state  mix  them  together 
n  the  manufacture  of  the  usual  compounds  of  gutta-percha 
ndia  rubber." 

>uring  the  pendency  of  this  application,  that  is  to  say,  on  the 
of  January,  1853,  a  patent  for  a  composition  of  matter  con- 
ng  of  gutta-percha,  oxide  of  iron,  and  oxide  of  antimony  had 
1  granted  to  John  L.  Kingsley,  On  the  5th  of  February, 
3,  the  Commissioner  in  his  letter  directed  to  Herriet  states: 
patent  was  granted  to  John  L.  Kingsley  in  the  early  part  of 
lary,  1853,  for  the  use  of  a  composition  which,  as  far  as  can 
ascertained  from  your  specitication  and  modified  amended 
n,  is  the  equivalent  of  yours ;  or,  to  say  the  least,  it  performs 
hat  you  claim  to  do.  Now,  unless  you  are  enabled  to  point 
something  specific  which  you  have  done  that  was  not  done  by 
Kingsley,  this  reference  must  stand  as  a  bar  to  the  grant  of 
r  claim.  If  you  regard  the  point  of  the  invention  in  the  two 
s  as  the  same,  but  dispute  the  priority,  then  you  will  of  course 
for  the  declaration  of  interference, " 

t  the  request  of  the  parties  an  interference  was  declared  be- 
:n  Herriet's  application  and  Kingley's  patent  on  the  23d  of 
,  1 853,  and  a  hearing  was  appointed  for  the  5th  of  September, 
;,  under  which  authority  testimony  was  taken  and  filed  by 
net.  On  which  5th  of  September,  the  day  set  for  the  hear- 
Kingsley  filed  a  new  application  for  a  gutta-percha  compo- 
n  for  stereotyping,  which  in  substance  states  his  claim  to  be 
ing  a  composition  or  compositions  that  can  be  hardened  at 
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will  or  made  soft  when  required  without  deterioration,  using  the 
natural  or  uncured  gums,  gutta-percha,  or  caoutchouc  or  India  rub- 
ber as  a  basis  for  his  compositions,  and  combining  therewith  any 
and  all  foreign  or  other  substances  which  will  render  a  composi- 
tion wholly  or  partially  rigid  when  required  for  use,  that  is,  when 
used  for  moulds  or  for  plates  for  stereotype  purposes,  and  the 
adaptation  of  these  plates  to  printing  for  all  stereographic  or  let- 
ter-press printing.  The  particular  description  of  foreign  sub- 
stances particularizes  a  great  number,  embracing  metals,  stones, 
alkaline  earths,  hard  gums,  resin,  and  glue ;  after  which  he  says : 
"One  of  these  compounds  being  as  follows,  viz.:  Mix  one  part  of 
per-oxide  of  antimony  with  nine  parts  of  per-oxide  of  iron,  both 
being  in  the  form  of  impalpable  powder,  and  these  I  grind  into 
gutta-percha,  in  the  proportion  of  one  pound  of  gum  to  one  pound 
of  the  mixed  powder,  the  same  being  ground  together  in  the 
ordinary  way  of  mixing  the  gums  for  use,  by  grinding  the  same 
between  two  rollers  of  different  running  speeds," 

Under  these  circumstances,  the  day  of  hearing  was  postponed 
to  the  first  Monday  in  October,  A  new  interference,  embracing 
Kingsley's  new  application  and  a  patent  of  Leonardo  Westbrook 
of  July  19th,  1853,  the  application  of  T.  N.  Dickenson,  and  thai 
of  Herriet,  was  ordered  for  the  first  Monday  in  October.  Oi 
the  loth  of  December,  1853,  the  case  was  finally  decided  by  thi 
Commissioner  on  the  whole  of  the  testimony  taken  in  the  inter 
ference  between  said  parlies  Herriet — Kingsley,  Dickenson,  are 
Westbrook,  He  says,  after  the  most  careful  consideration  0 
the  testimony  in  this  case,  Juhus  Herriet  is  found  to  be  the  firs 
inventor  of  the  subject-matter  of  the  present  interference.  Th 
reasons  are  more  fully  stated  in  a  paper  on  file.  A  patent  wil 
therefore  be  issued  to  the  said  Herriet  unless  some  of  the  othe 
parties  appeal  from  this  decision  within  thirty  days  from  thi 
date. 

Dickenson  had  withdrawn  his  application,  and  no  appeal  wa 
prosecuted  by  Westbrook  ;  so  that  the  only  part  of  the  case  noi 
before  me  is  that  which  was  between  Kingsley,  assignor  « 
Bowen,  and  Herriet. 

It  is  apparent  on  the  face  of  these  proceedings  that  the  subjet 
which  claims  the  first  consideration  is  that  which  is  connecte 
with  my  jurisdiction;  that  is,  whether  the  essential  part  of  tt 
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le  between  these  two  parties  on  which  the  decision  just  recited 
grounded  was  not  the  same  with  the  subject-matter  of  the 
ent  granted  to  King;sley  in  January,  1853,  alluded   to  in  the 
t  interference  declared. 
•"or  the  purpose  of  a  comparison,  let  the  facts  be  noticed  in 

last  branch  of  his  specification  filed  in  this  case,  in  which  he 
ticularly  states  the  foreign  substances  of  which  his  composition 
Misted.  He  says;  "Mix  one  part  of  per-oxide  of  antimony 
h  nine  parts  of  per -oxide  of  iron,  both  being  in  the  form  of 
aalpable  powder,  and  these  I  grind  into  gutta-percha,  in  the 
)portion  of  one  pound  of  gum  to  one  pound  of  the  mixed 
ivder,  the  same  being  ground  together  in  the  ordinary  way  of 
dng  the  gums  for  use,"  &c. 

n  the  other  part  of  his  specification  he  claims  for  his  compo- 
on  a  great  number  of  other  foreign  substances ;  but,  as  he 
iself  says,  the  oxides  were  the  best  for  the  purpose  of  the 

n  the  testimony  taken  in  this  case  since  he  filed  his  schedule 
says  that  he  had  been  experimenting  for  a  number  of  years 

to  the  year  1849  to  discover  a  suitable  composition  with 
:ta-percha  for  plate  and  moulds  for  stereotyping  purposes,  and 
nd  the  materials  did  not  sufficiently  harden  the  gum  ;  that  he 
1  previously  experimented  with  India  rubber,  but  found  that 

so  hard  as  gutta-percha.  After  stating  particularly  a  great 
liber  of  such  foreign  substances  used  byjiim  in  each  of  said 
Lrsi845,  1846,  1847,  1848,  and  1849,  he  says  in  this  last  year 
tried,  in  a  compound  with  gutta-percha,  the  oxides  of  iron  and 
iniony,  which  he  found  to  answer  best  and  to  harden  better 
n  any  other  composition  which  he  had  made.  To  use  his 
1  language,  he  says:  "As  I  mix  per-oxide  of  iron  and  anii- 
ny,  they  form  a  chemical  combination  with  the  gum,  and 
der  it  much  harder  than  any  other  substance  that  1  have  been 
i  to  find.  My  composition  made  of  those  materials  is  as  hard 
ropper;  it  is  very  much  harder  than  gutta-percha." 
iuch,  then,  being  the  facts  on  the  part  of  the  appellant,  1  think 
innot  be  mistaken  in  the  deduction  that  in  the  estimation  of 
,  Kingsley  the  two  foreign  agents — oxide  of  iron  and  antimony, 
ti  gutta-percha  chemically  combining  in  the  composition — were, 
lot  the  only  sufficient  foreign  substances,  greatly  the  best. 
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It  is  true  Herriet  contends,  and  has  offered  proof  for  the  pur- 
pose of  showing,  that  a  mixture  of  graphite  or  the  other  sub- 
stances, as  stated  in  his  specification,  in  composition  with  gutta- 
percha, are,  or  would  be,  sufficient ;  but  it  is  not  proved  or  pre- 
tended that  they  are  the  best  or  better  for  the  purpose  or  more 
than  equivalent  to  those  stated  in  Kingsley's  patent.  If.  then, 
there  be  no  doubt  that  the  required  consistency  and  hardness  of 
gutta-percha  or  the  other  gum  for  stereotyping  purposes  have  been 
discovered  by  Kingsley  to  have  been  perfectly  effected  by  the 
process  or  application  of  the  foreign  agents  mentioned  in  his 
patent,  (and  I  think  there  can  be  none,)  then  what  is  the  rule  of 
patent  law  ?  Curtis  says :  ' '  Where  the  invention  or  subject-matter 
is  the  process  of  making  a  particular  thing,  which  may  or  may 
not  be  made  by  more  than  one  process,  the  inquiry  will  be  whether 
it  has  been  made  by  the  use  of  the  process  covered  by  the 
patent." 

In  section  145  he  says:  "It  is  therefore  essential  that  the 
specification  should  describe  some  practical  mode  of  carrying  the 
principle  into  effect,  and  then  the  subject-matter  wilt  be  patent- 
able, because  it  will  be,  not  the  principle  itself,  but  the  mode  of 
carrying  it  into  effect  ;  and  on  the  question  of  infringement  it  will 
be  for  the  jury  to  say  whether  another  njode  of  carrjing  it  into 
effect  is  not  a  colorable  imitation  of  the  mode  invented  by  the 
patentee." 

In  section  146  he  states  the  rule  to  be,  that  although  the  spec- 
ification, after  having  described  the  application  of  the  principle 
by  some  contrivance  or  arrangement  of  matter,  omitted  to  claim 
all  the  other  forms  of  apparatus  or  modifications  by  which  the 
principle  might  be  applied  beneficially.  Yet  the  patent  does  cover 
all  these  without  particular  description,  by  covering  the  applica- 
tion of  the  principle.  Again,  section  229  (same  book),  it  is  laid 
down  "  that  wherever  the  real  subject  covered  by  the  patent  is 
the  application  of  a  principle  in  arts  or  manufactures,  the  question 
on  an  infringement  will  be  as  to  the  substantial  identity  of  the 
principleandof  the  application  of  the  principle  ;  and  consequently 
the  means,  machinery,  forms,  or  modifications  of  matter  made 
use  of  will  be  material  only  so  far  as  they  affect  the  identity  of 
the  application." 

It  must  therefore  satisfactorily  appear  that,  according  to  the 
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lies  of  law  applicable  to  the  aforegoing  facts,  the  change,  if  any, 
lade  in  the  invention  aforesaid  by  the  composition  formed  by 
le  application  of  any  of  the  other  different  kinds  of  foreign  sub- 
ances  did  not  materially  vary  the  identity  of  them,  but  must 
e  considered  as  a  mere  substitute  ;  and  therefore  the  issue  tried 
i  between  these  parties  was  essentially  that  formed  under,  the 
ret  original  declaration  of  interference  and  the  appeal  virtu- 
11  y  by  a  patentee. 
F"or  the  foregoing  reasons,  and  upon  the  authority  of  ihe  de- 
isiiin  in  the  case  of  Pomeroy  v.  Connison,  decided  by  Judge 
ranch  in  the  year  1842,  [ante  p.  40,)  to  which  I  particularly  refer, 
ly  opinion  is  that  1  have  no  jurisdiction  of  the  appeal  of  Bowen, 
Lssignee  of  Kingsley,  v.  Herriet,  and  shall,  with  this  opinion, 
eturn  the  papers,  specimens,  &c.,  lo  the  Patent  Office, 

W.  P.  N.  Fitzgerald,  for  the  appellant. 

Chas.  M.  Keller,  for  the  appellee. 


John  E.  Burrows,  Appellant, 

Samuel  Wetherill,  Appellee,     Interference. 

Samuel  F.Jones 

vs. 

Same.     Interference.     (Two  Cases'.) 

NOT  concLi-HivK.— Tlie  Titct  thnt  it  JB  Cbc  unit'orm  practice  of  Die  OtHce 
nevi^r  \o  riiise  ihe  issue  of  interference  until  after  Che  imtentnbility  ut  aii 
inventiuD,  wliicli  la  9up]H>Bed  lu  be  a  previous  and  preliminary  point,  bas 
been  favorablj  settled  in  tlie  mind  of  ibe  Commiasioner,  docs  not  raist  a 
liresumption  of  patentability  wbich  ia  conclusive  in  the  further  proceedings 
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Sk — Sh. — The  judge  upoD  appeal  baa  jurisdictiOQ  of  lb«  quellioa  of  pslcnt- 
ftbllity  of  the  invenlioa,  and  maj  reverse  the  deciuoD  of  the  ComraiKaiDctr 

PRIRiqUISItlH   TO   A.   PITIHT — IFPLlClTtON    DULV    PILID — BIDDCTION    TO    PUC- 

TICK. — ^Where  an  inventor  has  complied  with  tbe  provisioDa  of  tbe  Ibv  by 
duly  Sling  all  applicatioa  ::Iearly  shoning  and  deacribing  Ihe  Dalun  aiiil 
operalioD  or  the  iaveation  by  specification  and  drawiogs  verilied  by  onth, 
he  baa  reduced  tbe  principle  of  the  invention  to  practice  for  tbe  purpoM 
of  obtaining  a  patent ;  and  if  the  invention  ia  patentable,  he  is  entitled  to 
the  grant  of  a  patent  therefor. 

IHB.— It  ia  essential  that  the  improvement  (in  case  of  a  machine),  sa  lie. 
scrilied  in  the  specification,  shall,  as  a  matter  of  fact,  be  capable  of  uperetisE 
in  tbe  manner  described;  and  it  will  be  suflideDt  evidence  of  this  fact  if  it 
shall  appear  in  the  course  of  testimony  taken  in  an  interference  proceeding 
that  the  invention  bas  been  successful  in  tbe  hands  of  others,  although  tbe 
applicant  himself,  having  a  mistaken  idea  of  the  capacity  of  the  machine, 
has  failed  to  obtain  snccesaful  rcaults. 
I 


EFPICT. — The  moat  important  part  of  an  invention  may  consist  in  tbe  con- 
ception of  the  original  idea,  in  the  discovery  of  the  principle  in  science,  or 
of  tbe  law  of  Nature,  stated  in  the  patent,  anil  little  or  no  pains  may  bate 
been  taken  in  working  out  the  beat  uianner  of  practically  applying  thai 
principle  to  the  purpose  aet  forth  in  the  patent.  Still,  if  the  principle  is  , 
slated  to  be  applicable  to  any  apecial  purpoae,  ao  as  to  produce  any  rrsuli 
previously  known  in  the  vay  and  for  the  purpose  described,  tbe  patrnl 

son  had  devised  a  new  machine — as  a  lurnuce  for  manufacturing  wbili; 
oiido  of  zinc — hut,  having  adopted  an  erroneous  plan  for  using  tbe  Sam* — 
mixing  the  ore  and  fuel  in  improper  prupnrtione — has  failed  to  produce 
gooil  reaulta,  another  person  with  a  full  knowledge  of  this  fact,  who  shiii 
then  diecover  and  apply  the  proper  method  of  using  the  machine,  is  nut 
entitled  to  n  patent  for  such  machine.  It  woald  be  giving  lo  him  Xiu 
whole  invention  for  Ihe  merit  of  discovering  a  subordinate  part  of  lh( 

— Sh — coiiP*E*Tivi;  utility— cahblk  or  usi — If  an  inventor  by  the  dint 
of  bia  own  genius  and  discovery  has  found  out  a  new  and  appropriate 
manner  of  operating  an  old  machine  to  produce  a  new  reanlt  he  is  entitled 
U>  a  patent  therefor,  but  he  is  not  entitled  to  claim  tbe  machine  itself. 
Where  the  invention  is  a  machine  or  aubatanlial  thing,  which  bas  been 
com])leted  so  as  to  be  capable  of  use,  It  is  not  essential  to  tbe  validity  ol 
the  claim  that  the  success  of  the  means  made  use  of  should  be  compleie.ur 
that  the  thing  invented  should  supersede  anything  else  used  for  the  same 
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Before  HoMCLL,  J.,  Diitrict  of  Columbia,  June,  1854.) 

Statement  of  the  Case. 

The  patent  issued  to  John  E.  Burrows,  No.  13,416,  August  14th, 
855.  (For  diagram,  see  Patent  Office  Report,  1855,  vol,  2,  page 
01.) 

ifORSELL,  J. 

The  application  of  Burrows  Is  dated  the  20th  of  October, 
853,  and  states  that  he  has  invented  a  certain  new  and  useful 
Limace  for  manufacturing  white  oxide  of  zinc  from  the  ores 
if  zinc  and  franklinite.  In  his  accompanying  specihcation 
le  describes  particularly  the  nature  of  his  invention  and  the 
arnace  for  the  manufacturing  thereof  and  the  mode  of  opera- 
ion,  and  then  says:  "What  I  claim,  therefore,  is  the  manu- 
icture  of  white  oxide  of  zinc  from  ores  of  zinc  or  franklinite, 
prepared  substantially  as  above  set  forth,  by  means  of  a  furnace 
laying  perforated  grate-bars  and  air-chambers  underneath  them, 
n  which  hot  or  cold  blasts  of  air  are  forced  to  unite  with  the 
sjnited  mass  of  fuel  in  a  diffused  state,  by  passing  through  the 
lerforations  of  the  grate-bars  to  liberate  the  zinc  in  the  form  of 
apor,  in  manner  of  construction  and  mode  of  operation  substan- 
ially  asset  forth." 

On  the  29th  of  April,  1853,  an  interference  was  declared  be- 
weensaid  Burrows  and  said  Samuel  Wetherill.  Wetherilt'sappli- 
ation  for  a  patent  was  filed  on  the  20th  of  December,  1852.  His 
letition  is  dated  the  4th  of  November,  1852,  and  states  that  he 
,ad  invented  an  improvement  in  the  process  of  producing  white 
xide  of  zinc  and  in  the  furnace  therefor.  And  he  gives  a  descrip- 
ion  thereof  in  his  accompanying  specification.  He  states  the 
bject  of  his  invention  to  be  "mainly  to  economize  fuel  and  the 
ost  of  repairs  and  renewing  the  mufflers  or  retorts  and  working 
f  all,  or  nearly  all,  the  zinc."  He  states  that  the  nature  of  his 
ivention,  in  the  process  of  working  the  ores  of  zinc  for  produc- 
Tg  the  white  oxide,  consists  in  the  direct  application  of  lire  to 
lie  ore,  in  combination  with  a  blast  of  atmospheric  air ;  that  his 


Burrows  v.  Wetherill.  [June. 


invention  also  consists  in  constructing  the  furnace  for  the  appli- 
cation of  his  improved  process  of  working  ihc  ores  of  zinc  for 
the  production  of  the  white  oxide  of  zinc  by  the  direct  action  of 
fire,  by  making  the  bottom  of  said  fiimace  of  perforated  plaies 
or  bars,  the  said  perforations  being  sufficiently  small  to  prevent 
the  ore  and  coal  from  dropping  through,  and  sufficiently  numer- 
ous to  diffuse  the  blast  of  air  from  any  appropriate  blower 
through  the  entire  charge  of  ore  and  coat,  the  said  perforated 
bottom  being  combined  with  an  aperture  in  the  rear  governed  by 
a  damper,  to  permit  the  escape  of  smoke  and  gasses  in  the  begin- 
ning of  the  process,  and  with  an  aperture  in  the  roof,  also  gov- 
erned by  a  suitable  damper,  and  leading  to  the  chamber  for  the 
collection  of  the  white  oxide  of  zinc.  He  states  his  claim  for  the 
process  and  the  furnace  with  a  perforated  bottom  substantially  as 
just  stated.  Upon  a  trial  of  the  issue  between  these  two  parties, 
and  on  consideration  of  the  evidence  of  the  parties,  respectively, 
laid  before  the  Commissioner  on  the  5th  day  of  April,  1853,  he 
states  his  decision  in  these  words:  "For  reasons  stated  in  the 
opinion  this  day  filed,  it  is  hereby  decided  that  Burrows  and 
Wetherill  are  joint  inventors,  and  that  neither  is  entitled  to  a 
patent  separately  ;  that  there  is  no  interference  in  the  claims  of 
the  two  parties  so  far  as  those  claims  are  founded  on  the  inven- 
tions of  the  respective  claimants,  but  that  a  joint  patent  should 
be  granted  if  a  proper  application  be  made," 

The  reasons  given  by  the  Commissioner  were :  First,  thai 
Burrows  used  the  same  sort  of  furnace  which  he  had  before  seen 
in  use  in  burning  iron  pyrites,  and  that  Wetherill's  furnace  is  the 
same  substantially  as  Burrows' — that  therefore  neither  of  them 
are  entitled  to  a  patent  for  anything  further  than  for  a  process  of 
making  white  oxide  of  zinc  ;  second,  that  Burrows  was  the  first 
to  attempt  to  make  white  oxide  of  zinc  in  that  furnace  direct  from 
the  ore  :  third,  that  his  first  experiments  were  directed  to  effecting 
that  object  without  intermingling  coal  with  the  ore,  and  that  such 
was  the  state  of  his  experiments  at  the  time  of  the  agreement  with 
Jones  on  March  i8th,  1851:  fourth,  that  he  afterwards  mixed 
coal  with  the  ore,  but  that  this  was  not  successful,  as  the  whole 
slagged;  fifth,  that  there  is  no  evidence  that  Burrows  has  ever  to 
this  day  been  fairly  successful  in  his  experiments  in  this  respect; 
sixth,  that  Wetherill  was  present  at  the  experiments  of  Burrows. 
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d  got  his  ideas  from  that  source,  but  that  he  has  perfected  the 
ocess  so  as  to  make  the  experiment  successful  and  valuable, 
The  Commissioner  adds:  "Burrows  is  not  entitled  to  a  patent 
'  two  reasons :  First,  the  application  being  for  a  patent  for  a 
ocess,  he  has  not  shown  the  precise  process  pursued,  so  that 
y  person  could  make  the  zinc  paint  from  his  directions;  and 
rondly,  he  has  not  shown  that  he  has  ever  been  successful  to 
is  day.  There  are  equally  great  objections  to  granting  a  patent 
Wetherill.  He  only  carried  out  the  experiments  which  he  had 
:n  Burrows  making,  and  prosecuted  them  to  final  success." 
At  this  stage  of  the  proceeding  the  other  party,  (Samuel  T, 
nes,)onthe  12th  day  of  August,  1853,  presented  his  application 
■  a  patent,  which  the  Commissioner  decided  interfered  with  the 
jilications  of  Burrows  and  of  Wetherill,  and  the  day  of  hearing 
pointed,  and  the  parties  were  all  allowed  further  to  examine 
tnesses  and  produce  their  testimony.  On  the  14th  of  December, 
53,  the  said  cases  were  tried  and  determined  upon  the  proofs, 
len  the  following  decision  was  made:  "Interference  between 
irrows,  Wetherill,  and  Jones.  After  a  careful  examination  of 
;  testimony  and  arguments  of  counsel,  priority  of  invention  is 
reby  awarded  to  Samuel  Wetherill.  A  patent  will  therefore  be 
owed  him  unless  an  appeal  is  taken  from  this  decision  within 
irty  days  from  this  date,  and  notice  will  be  sent  to  the  parties 
lordingly." 

Samuel  T.  Jones'  petition  to  be  allowed  to  file  his  caveat  on  the 
bject  of  separating  zinc  in  the  form- of  white  oxide  by  the  direct 
tion  of  heat  either  in  a  blast  or  draft  furnace,  along  with  fuel,  is 
ted  the  I5lh  of  July,  1848,  and  was  filed  on  the  day  of  , 
4  .  His  application  for  a  patent  is  dated  on  the  2d  day  of 
igust,  1853,  for  the  invention  of  certain  new  and  useful  improve- 
:nts  in  the  roasting  and  reduction  of  ores  of  zinc  and  other  ores 
substances  containing  gaseous  or  volatile  matter.  In  describing 
;  nature  of  his  invention  he  says:  "  My  invention  relates  to  ihe 
)re  economical  and  effectual  extraction  of  the  volatile  matters 
im  the  ore  or  other  substance  by  means  of  its  direct  contact  or 
mixture  with  the  fuel,  by  whose  combustion  its  reduction  is 
ected.  It  consists  in  roasting  said  ore  or  substance  in  contact 
admixed  with  the  fuel,  and,  when  necessary,  with  the  Hux  alsoi 
on  a  broad  or  extended  grate-bottom  or  other  hearth  of  such 
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construction  as  to  admit  a  diffused  draft  of  atmospheric  air  through 
the  whole  mass,  whereby  a  perfect  combustion  of  the  fiiel  is 
effected,  and  a  greater  amount  than  is  usual  of  the  heat  generated 
by  the  said  combustion  is  rendered  available  for  the  reduction  of 
the  ore  or  substance  by  reason  of  such  heat  being  diffused 
throughout  the  entire  quantity.  My  invention  relates,  further- 
more, to  the  construction  of  the  grate  or  hearth  upon  which  the 
roasting  of  the  ore  or  substance  is  effected.  It  is  obvious  thai 
upon  a  grate  of  ordinary  construction  there  might  be  much 
danger  of  the  loss  of  a  portion  of  the  ore  or  substance  by  its  run- 
ning or  escaping  between  the  grate-bars.  To  obviate  this,  I  have 
constructed  the  grate  or  hearth  of  one  or  more  series  of  bars  or 
slabs  of  suitable  material,  so  arranged  that  the  several  bars  or 
slabs  overlap  and  underlap  each  other  in  such  a  way  that  the 
passages  for  the  draft  are  lateral,  and  thus  do  not  readily  allou- 
either  the  fuel  or  the  ore  or  substance  to  drop  through." 

Then  follows  a  full  description  of  the  apparatus  and  mode  of 
operation,  and  what  he  claims  as  his  invention,  which  is  the  same 
in  substance  as  already  Stated. 

From  these  decisions  the  said  Jones  and  Burrows  have  respert- 
ively  appealed,  and  have  duly  filed  their  respective  reasons  ol 
appeal. 

Burrows  has  filed  twenty-four  reasons,  which  I  think  in  sub- 
stance are — 

I  and  2.  That  the  Commissioner  had  not  jurisdiction  to  decide 
the  matter  of  abandonment. 

3,  4i  5-  6,  and  7  are  generally  that  the  Commissioner  erred  in 
those  points  in  which  he  decided  uniavorably  to  Burrows  as  to 
the  invention  and  discovery. 

8,  9,  and  10.  That  Burrows  had  failed  in  his  experiment  to  show 
patentability  both  as  to  evidence  and  law. 

11,12,  13,  and  14.  In  deciding  that  Wetherill  was  entitled  to  a 
patent  for  any  part  of  his  claim,  either  upon  principles  of  law  or 
upon  the  evidence, 

15,  16,  18,  and  20.  For  reversing  his  first  decision,  because 
there  were  no  new  facts  or  circumstances  to  warrant  it ;  that  Bur- 
rows' invention  was  proved  to  be  prior  in  date  to  that  of  Weih- 
erill's,  f>eing  as  early  as  the  spring  of  1851.      He  was  proved  lo 
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the  Rrst  inventor  of  apparatus  and  process  to  produce  white 

ideofzinc. 

19.  That  Wetherill  derived  his  knowledge  of  his  invention  from 

■ing  Burrows'  experimehts. 

21  and  22.  That  the  declarations  of  Wetherill  were  not  evi- 

ice,  or,  if  so,  did  not  prove  the  abandonment. 

!3  and  24.  Generally,  that  the  decision  was  contrary  to  the  law 

i  evidence ;  that  Wetherill  added  nothing  to  the  invention. 

rUe  reasons  filed  by  Samuel  T.  Jones  are — 

,  2,  3,  and   4   are   general,  because   a    patent   has    not   been 

irded  to  him,  and  that  the  decision  is  contrary  to  law  and 

dence. 

;  and  6.  That  his  counsel  in  1848  fully  and  clearly  described 

invention,  and  which  he  sustained  by  proof  to  have  been  in 

.8 ;  and  that  in  1849  a  written  description  was  made  of  his  dis- 

ery,  substantially  in  all' respects  as  described  in  the  several 

ilications  in  the  above  matter. 

.  That  although  the  evidence  on  the  part  of  Jones  was  clear 

I  uncontradicted,  that  he  first  used  said  furnace  for  making 

dc  of  zinc  by  placing  the  ore  directly  in  contact  with  the  fuel, 

I  mingling  the  ore  and  fuel  in  the  furnace,  yet  his  prior  right 

he  discovery  is  rejected. 

.   Because  the  evidence  does  not  show  that  Wetherill  invented 

liscovered  any  part  of  the  method  claimed,  but  had  merely 

^n  that  of  Jones  and  put  it  into  practice. 

is  general. 
D.  Because  the  Commissioner  decides  that  non-use  by  Jones 
lis  discovery  was  an  abandonment,  which  affects  his  right  to  a 

he  Commissioner's  reasons  for  his  final  decision  between 
the  parties  is  dated  the  14th  of  December,  1853,  the  sub- 
ce  of  which  I  will  endeavor  to  state.  He  recites  that  as 
i-een  Burrows  and  Wetherill,  the  case  upon  the  evidence  then 
nitted  to  him  had  been  considered,  and  the  decision  and 
ons  of  that  decision  stated ;  that  as  between  them  some  new 
(  and  circumstances  have  been  brought  out  which  would  aid 
ixing  priority  ;  that  the  same  difficulty  as  to  Burrows  still 
ted  as  did  on  the  former  trial ;  that  he  had  never  shown  that 
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he  had  ever  been  successful,  and  no  course  was  pointed  out  in 
the  testimony  by  which  the  causes  of  his  want  of  success  could 
be  now  avoided;  and  no  sufficient  directions  can  now  be  gotter 
from  Burrows'  testimony  for  successfully  making  white  oxide  ol 
zinc ;  and  that  he  (Burrows)  has  now  left  the  country.  He 
recites  the  circumstances  which  stood  in  the  way  of  awarding  a 
patent  to  Wetherill  on  the  former  occasion,  as  the  fact  sworn  tc 
by  Pepper,  that  he  (Wetherill)  had  offered  Burrows  the  expense 
if  the  latter  would  take  the  proper  steps  for  securing  a  pateni 
and  give  him  (Wetherill)  one-eighth  part  of  the  interest  therein. 
This  amounted  to  an  admission  of  Wetherill  that  Burrows  had 
then  carried  his  discoveries  very  nearly,  if  not  quite,  to  the  poini 
of  patentability.  The  Commissioner  says:  "But  I  am  now  o 
the  opinion  that  Burrows  had  not  carried  his  invention  to  the 
point  of  patentability.  In  the  hrst  place,  his  experiments  wen 
founded  in  error ;  in  the  second  place,  the  fact  that  a  seconc 
opportunity  was  given  to  him  (Burrows)  to  supply  the  defects  o 
his  former  testimony  without  any  favorable  result  adds  to  tht 
presumption  against  him ;  while  the  fact  of  his  being  in  Caiifomii 
or  Australia  renders  it  probable  that  he  has  abandoned  hu 
supposed  discovery ;  finally,  it  appears  from  the  testimony  o 
Isaac  W.  Barnum  that  Wetherill  had  stated  that  Burrows  couU 
not  succeed,  and  that  when  he  was  satisfied,  and  abandoned  hi; 
undertaking,  he  (Wetherill)  would  make  something  out  of  it 
These  statements,  being  called  out  by  the  counsel  for  Burrows 
were  legal,  and  admissible  in  evidence  as  against  Burrows.  Hi 
experiments,  therefore,  will  not  stand  in  the  way  of  Wetherill" 
patent,  they  having  failed  ;  and  in  that  view  of  the  case  Wetheri! 
might  avail  himself  rightfully  of  the  result  of  such  experiment 
even  if  those  experiments  first  suggested  to  him  (Wetherill)  th' 
very  discovery  which  he  afterwards  made." 

With  respect  to  Jones,  the  Commissioner  says:  "There  is  ni 
doubt  of  Jones  having  first  used  a  furnace  similar  to  that  finall 
adopted  by  Wetherill  for  the  purpose  of  making  oxide  of  lin 
directly  from  the  ore.  His  original  purpose  was  not  to  make  zin 
paint,  but  to  facilitate  the  manufacture  of  the  metallic  zinc  itself.' 
He  refers  to  Jones'  communication  to  the  Office.  The  Coninii? 
sioner  further  says:  "After  a  careful  examination  of  the  test! 
mony,  there  does  not  seem  any  good  reason  to  conclude  that  h 
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n  £iirly  be  considered  as  having  made  the  substantial  discovery 
lich  is  the  subject-matter  of  the  present  controversy.  True,  he 
ay  in  some  instances  have  succeeded  in  obtaining  the  white 
:ide  of  zinc  in  an  imperfect  state  directly  from  the  ore  by  means 
a  furnace  very  similar  to  that  finally  used  by  WetheritI;  but 
11  he  was  not  successful.  He  never  discovered  the  precise 
ode  or  process  by  which  the  reduction  of  the  ores  should  take 
ace  without  the  slagging,  which  is  wholly  incompatible  with 
ly  idea  of  success.  The  testimony  clearly  shows  that  Jones 
garded  the  experiment  as  a  iailure,  and  this  after  he  had  ceased 
perimenting  on  that  subject.  The  fiirnaces  after  many  trials 
^re  abandoned,  and  other  modes  of  manning  the  zinc  ores 
;re  adopted.  Although  Jones,  therefore,  approached  very  near 
is  discovery,  I  see  no  reason  to  conclude  that  he  ever  feirly 
tained  it,  and  1  am  therefore  compelled  to  conclude  that  Weth- 
ill  was  the  prior  inventor  within  the  fair  meaning  of  the  law," 
The  Commissioner  has  laid  before  me  the  original  papers  and 
idence  in  the  cases,  together  with  the  grounds  of  his  decisions ; 
d  the  respective  parties  have  submitted  their  cases  to  me  on 
eir  arguments  in  writing,  in  considering  which,  the  case  of  the 
ierference  between  Burrows  and  Wetherill  will  be  first  examined. 
That  the  controversy  may  be  better  understood,  it  will  be 
oper  to  state  the  real  issue  between  these  two  parties ;  and  as 
:  parties  must  be  confined  to  that  which  is  contained  within 
^ir  specifications,  they  must  be  looked  to  in  the  outset  of  this 
.-estigation. 

As  it  has  already  been  stated.  Burrows  claims  to  have  invented 
)ew  and  useful  improvement  in  furnaces  for  the  manufacture  of 
lite  oxide  of  zinc  from  ores  of  zinc  and  franklinite,  the  nature 
which  invention  consists  in  combining  with  a  furnace  made  of 
ck,  iron,  or  other  suitable  material  a  series  of  perforated  grate- 
rs, and  an  air-chamber  underneath  having  a  force  air-pipe 
erted  in  one  side  of  it  for  the  purpose  of  forcing  a  blast  of  air 
o  the  closed  air-chamber  to  support  the  combustion  of  the 
bonaceous  material  mixed  with  the  ores  of  zinc  on  the  perfo- 
ed  grate-bars,  in  consequence  of  the  air  being  more  evenly 
fused  throughout  the  ores  by  passing  through  the  perforations 
the  grate-bars. 
3n  the  part  of  the  appellant  (Burrows),  his  counsel  suppose 
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that,  according  to  his  said  specification,  his  claim  is  to  be  consid- 
ered as  for  the  perforated  bottom  to  be  used  in  connection  with 
the  other  parts  contained  in  his  description,  and  not  as  for  a  par- 
ticular process,  and  that  that  only  is  new  and  patentable ;  thai 
everything  else  in  the  claims  of  either  of  the  parties  was  substan- 
tially known  before.  They  refer  to  the  testimony  in  the  cause 
for  the  proof  of  the  fact. 

On  the  part  of  the  appellee,  his  counsel  denies  the  position,  as 
stated  by  the  counsel  for  the  appellant,  "that  the  perforated 
bottom  in  a  furnace  is  new  for  the  process  of  reducing  oxide  ol 
ore  by  direct  contact  with  the  fuel  in  the  abstract,  and  that  it  Is 
not  patentable,  but  it  only  becomes  patentable  when  coupled  v\i\\ 
the  mode  of  application,  which  brings  into  action  the  multitude 
of  small  jets  of  air,  producing  a  multitude  of  reducing  flames  act- 
ing upon  the  ore  properly  admixed  with  coal,  and  in  a  charge  so 
proportioned  to  the  blast  supplied  as  to  effect,  first,  the  ignition 
of  the  fire ;  second,  the  decomposition  of  the  ore  by  combining 
its  oxygen  with  the  carbon  of  the  fire ;  and  third,  the  recombina- 
tion of  the  zinc  from  the  ore  by  the  excess  of  air  supplied  by  the 
blast;  that  the  admission  of  the  appellant's  counsel  that  the  perfo- 
rated bottom  is  new  is  sufficient  to  establish  the  novelty  of  the 
entire  process;  not  that  the  novelty  is  simply  in  the  perforated 
bottom,  but  that  in  the  absence  of  the  perforated  bottom  the  pro- 
cess could  not  have  practical  existence."  This  is  what  is  claimed 
for  the  invention  of  the  appellee.  It  does  not,  therefore,  deny, 
but  admits,  that  the  perforated  bottom  is  an  essential  part  of  the 
invention  of  the  process  in  question,  and  also,  it  may  be  ob- 
served, that  many  of  the  incidents  in  the  modus  operandi  of  Bur- 
rows' invention,  as  stated  in  his  specification,  are  substantially  the 
same.  How  far  the  exceptions,  with  respect  to  the  proportions 
of  coat  and  ore  in  the  charge,  &c.,  are  material  will  be  hereafter 
considered. 

The  patentability  of  the  supposed  invention  of  Burrows,  as  he 
claims  it,  is  the  point  (on  the  merits)  which  will  be  first  consid- 
ered ;  before  doing  which  I  will  notice  that  it  has  been  stated  a.-; 
the  practice  of  the  Office  heretofore  never  to  raise  the  issue  of 
interference,  as  in  this  case,  until  after  the  patentability,  which  wa.' 
supposed  to  be  the  previous  and  prehminary  point,  was  favorably 
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;ttled  IQ  the  mind  of  the  Commissioner.  I  do  not  suppose,  how 
r-er,  that  there  is  anything  conclusive  in  this. 

It  has  also  been  objected  on  this  occasion  that  the  judge  on 
lis  issue  has  no  jurisdiction  to  consider  the  patentability  of  the 
ivention  in  opposition  to  the  decision  of  the  Commissioner. 
his  question  has  been  repeatedly  decided  otherwise,  and  there- 
ire  must  be  so  considered  settled. 

The  subject  is  the  manufacture  of  the  white  oxide  of  zinc  from 
le  ores  of  zinc — from  the  native  red  oxide  or  franklinite — by 
II  improvement  which  effects  a  great  saving  in  the  articles  of 
lel  and  ore.  According  to  what  I  have  been  enabled  to  gather 
om  the  reasons  given  by  the  Commissioner  for  his  decisions,  he 
ppears  to  have  labored  under  a  misapprehension  in  supposing 
urrows'  claim  was  for  a  process.  It  has  already  been  stated 
hat  Burrows'  counsel  contend  it  really  is.  and  also  what  it 
apears  to  be  from  the  specification. 

The  questions  involved  in  the  issue  seem  to  be,  first,  Does  the 
/idence  show  that  Burrows  was  the  first  and  original  inventor  of 
le  perforated  grate-bar  or  plate-bottom,  as  before  stated  ?  There 
«ms  to  be  no  dispute  as  to  the  time — that  it  was  in  the  spring  of 
i5i.  He  laid  before  the  Commissioner  the  testimony  of  several 
itnesses.  His  principal  witness  was  William  Pepper.  He  was 
Djected  to  as  an  interested  witness,  but  the  objection  does  not 
>pear  to  have  been  sustained,  and  there  can  be  no  question, 
erefore,  of  that  kind  before  me,  I  will  endeavor  to  state  the 
nount  of  his  testimony. 

[A  resume  of  the  depositions  follows.] 

From  the  aforegoing  statement,  there  appears  to  be  a  consider- 
>le  conflict  in  the  testimony  relating  to  the  two  principal  facts 
>on  which  the  parties  have  rested  their  claims :  First,  as  to  the 
ventoT  of  the  improved  construction  of  the  furnace  by  the  per- 
ra ted  grate-bars  ;  second,  as  to  the  mode  or  process  of  operation. 
1  this  last  point  1  am  satisfied  from  the  proof  that  Burrows 
iginally  expected  and  designed  that  by  means  of  this  new  con- 
vance  or  change  in  the  apparatus  (the  perforated  grate-bar)  he 
)uld  be  able  to  effect  a  great  saving  of  fuel  and  ore  in  the  pro- 
iCtion  of  the  white  oxide  of  zinc  by  the  combustion  of  the  ore 
elf,  and  with  only  the  partial  aid  of  fuel,  and  that  such  an  idea 
IS  fallacious;  that  the  result  of  his  experimental  operations  were 
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very  imperiect,  and,  on  the  other  hand,  that  the  process  and 
operations  of  Mr.  Wetherill  were  attended  with  the  most  perfect 
and  complete  success. 

On  the  first  point  of  the  evidence,  as  above  stated,  there  is 
more  difficulty,  although  from  the  relation  in  which  many  of  the 
witnesses  stood  it  is  probable  they  might  have  felt  in  some  measure 
unduly  biased ;  yet  their  general  character  for  veracity  wa^ 
unimpeached,  and  they  appear  to  have  been  sufficiently  intelligent 
to  have  understood  the  subject  about  which  they  testified.  What, 
then,  were  their  opportunities  of  knowing,  and  other  circumstances, 
to  enable  me  to  say  on  which  side  is  the  preponderancy?  To 
none  of  the  witnesses  on  the  side  of  Mr.  Wetherill  did  Burrows 
originally  communicate  his  principle  or  plan.  It  is  doubtful 
whether  any  of  them  ever  particularly  examined  the  interior  of 
the  furnace  so  as  to  be  able  to  say  precisely  what  was  the  con- 
struction of  the  grate.  This,  I  think,  may  be  inferred  from  what 
was  said  by  Mr.  Bartl^tt,  the  principal  witness  on  that  side.  On 
the  side  of  Burrows,  Pepper,  his  principal  witness,  on  request  for 
that  purpose,  waited  on  him,  and  received  from  him  a  full  com- 
munication of  the  original  idea  or  principle,  and  assisted  in  draw- 
ing a  diagram  or  diagrams  and  constructing  a  furnace  for  the 
embodiment  of  his  invention,  which  I  understand  is  substantially 
the  sanie  as  that  described  in  his  specification.  This  certainly  is 
a  powerful  circumstance  in  corroborating  and  giving  weight  to 
what  he  has  said.  Further,  the  proposition  from  Mr.  Wetherill, 
who  had  seen  the  experiments  of  Burrows,  to  defray  the  expense 
in  making  application  for  a  patent  if  he  (Burrows)  would  give 
him  the  one-eighth  of  an  interest  therein,  and  also  from  the 
remarks  made  by  him  to  several  of  the  witnesses,  that  he  could 
make  something  of  it,  it  may  be  fairly  inferred  that  he  knew  what 
the  invention  was,  and  wished  to  become  a  part  owner  thereof. 
This  testimony  also  is  strengthened  by  some  of  the  other  witnesses 
on  the  part  of  Burrows.  The  time  also  is  stated  to  be  in  the 
spring  of  1851  as  the  date  of  the  invention,  and  that  of  Mr. 
Weiherill's  some  time  afterwards. 

I  feel,  therefore,  bound  to  conclude  from  the  evidence  as 
between  these  two  parties  that  Burrows  must  be  considered  the 
prior  inventor  of  the  improved  perforated  grate-bars  in  the  fur- 
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nace  for  the  manufacture  pf  the  white  oxide  of  zinc,  as  particularly 
described  in  his  specification. 

Is  it  a  patentable  invention  as  so  described  ?  To  be  so  it  must 
appear  to  be  within  the  provisions  of  the  act  of  1836,  section  2. 
The  first  part  of  the  section  is  a  general  provision  for  the  discov- 
ery or  invention  of  any  new  and  useful  art,  machine,  manufacture, 
or  composition  of  matter,  or  any  new  and  useful  improvement  on 
any  art,  machine,  manufacture,  or  composition  of  matter  not 
known  or  used  by  others,  but  requires  a  specification  in  writing 
thereof,  and  of  the  manner  and  process  of  making,  constructing, 
using,  and  compounding  the  same  in  such  full,  clear,  and  exact 
terms,  avoiding  unnecessary  prolixity,  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains  or  with  which 
it  is  most  nearly  connected,  to  make,  construct,  and  use  the  same  ; 
and  in  case  of  any  machine,  further,  the  inventor  shall  fully 
explain  the  principle  and  the  several  modes  in  which  he  has 
contemplated  the  application  of  that  principle  or  character  by 
which  it  may  be  distinguished  from  other  inventions ;  and  shall 
particularly  specify  and  point  out  the  part,  improvement,  or  com- 
bination which  he  claims  as  his  own  invention  or  discovery  ;  and 
shall  also  file  drawings  and  models,  the  whole  to  be  upon  the 
oath  of  the  party. 

These  provisions  of  the  statute  seem  to  have  been  strictly  com- 
plied with,  as  before  stated.  The  petition  was  accompanied  with  a 
specification,  on  the  oath  of  the  party,  setting  forth  the  particular 
improvement  in  the  furnace,  its  modus  operandi  in  the  particular 
combination  and  application  to  that  manufacture,  and  the  great 
saving  thereby  effected  in  the  fuel  and  ore.  This,  then,  according 
to  the  well-settled  rule  of  law,  was  reducing  the  principle  of 
invention  to  practice ;  and  if  new  and  useful,  and  the  first,  would 
be  sufficient  to  authorize  the  granting  of  a  patent  therefor. 

I  suppose,  however,  that  it  was  essential  in  fact  that  the 
improvement  as  described  in  the  specification  was  capable  in  its 
operation  to  produce  the  said  manufacture,  and  that  if  the  appel- 
lant must  be  confined  as  to  the  evidence  of  such  sufficiency  to 
the  experimental  operations  made  by  him,  as  stated  in  the  testi- 
mony, that  he  has  not  shown  that  said  invention  was  patentable. 
But  I  cannot  think  that  there  is  any  such  conclusiveness  in  the 
rule,  but  that  it  was  fully  competent  to  offer  any  other  evidence 
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of  the  successful  operation  of  his  invention.  I  think  the  inven- 
tion was  complete  as  soon  as  it  was  capable  of  successful  opera- 
tion. I  cannot  perceive  a  good  reason  why,  if  Wetherill  might 
tise  as  an  indispensable  part  of  his  invention  of  a  successful 
process  the  perforated  grate-bars  claimed  by  Burrows  as  his 
invention,  Burrows  might  not  avail  himself  of  Wetherill's  suc- 
cessful process  as  evidence  of  its  being  fully  capable  of  the 
production  of  said  manufacture.  Writers  on  patent  law  say  the 
main  merit,  the  most  important  part  of  the  invention,  may  consist 
in  the  conception  of  the  original  idea  in  the  discovery  of  tht 
principle  in  science  or  of  the  law  of  Nature  stated  in  the  patent 
and  little  or  no  pains  may  have  been  taken  in  working  out  the 
best  manner  and  mode  of  the  application  of  the  principle  to  tht 
purpose  set  forth  in  the  patent ;  but  still,  if  the  principle  is  statc<i 
to  be  applicable  to  any  special  purpose,  so  as  to  produce  any 
result  previously  unknown  in  the  way  and  for  the  purpost 
described,  the  patent  is  good. 

In  this  connection,  also,  I  will  state  a  part  of  the  opinion  o 
the  court  as  stated  by  Chief  Justice  Taney  in  the  case  of  Gaylei 
et  al.  V.  Wilder.  He  saysr  "We  do  not  understand  the  Circuit 
Court  to  have  said  that  the  omission  of  Conner  to  try  the  value 
of  his  safe  by  proper  test  would  deprive  it  of  its  priority,  nor  his 
omission  to  bring  it  into  public  use.  He  might  have  omittec 
both,  and  also  abandoned  its  use,  and  been  ignorant  of  the  extern 
of  its  value;  yet  if  it  was  the  same  with  Fitzgerald's,  the  lattci 
would  not  upon  such  grounds  be  entitled  to  a  patent,  providec 
Conner's  safe  and  its  mode  of  construction  were  still  in  tht 
memory  of  Conner  before  they  were  recalled  by  Fitzgerald'; 
patent. ' ' 

And  if  such  evidence  may  stilt  be  resorted  to  by  Burrows 
notwithstanding  his  unsuccessful  experiments,  then  the  adaptatioi 
of  the  improved  furnace  by  Burrows,  and  its  entire  sufficiency 
is  fully  made  out  in  the  proof. 

And  now  more  particularly  as  to  the  prior  right  of  Mr.  Weth 
erill.  as  decided  in  his  favor  by  the  Commissioner.  He  says  it 
the  reasons  for  his  first  opinion  that  although  Burrows  had  se 
forth  the  mode,  yet,  that  while  he  was  pursuing  that  very  course 
his  efforts  were  unsuccessful  from  the  slagging  of  the  ore,  Thi; 
he  says  was  doubtless  owing  to  the  fact  that  the  proportions  o 
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;  and  coal  were  not  correctly  ascertained,  or  from  some  other 
iect  in  the  mode  of  operation.  With  respect  to  Wetherill,  he 
rs:  " There  are  equally  great  objections  to  granting  a  patent 
Wetherill ;  he  only  carried  out  the  experiments  which  he  had 
in  Burrows  making,  and  prosecuted  them  to  final  success.  In 
t,  there  is  strictly  no  interference  in  the  two  discoveries,  as 
jwn  by  the  testimony.  Burrows  began  what  Wetherill  corn- 
led  ;  where  the  first  left  off  the  latter  commenced ;  neither 
de  the  invention  complete;  both  together  have  devised  and 
ried  out  the  entire  process." 

In  his  reasons  for  his  second  opinion  he  says,  among  other 
ngs,  that  the  same  objection  to  Burrows'  claim  still  existed, 
i  that  Burrows  had  left  the  country ;  that  he  was  then  of  the 
inion  that  Burrows  had  not  carried  his  invention  to  the  point 
[Kitentability.  In  the  first  place,  his  experiments  were  founded 
;rror ;  and  although  he  who  unexpectedly  makes  a  discovery, 
ling  the  principle,  is  just  as  much  entitled  to  a  patent  as  though 
had  been  guided  by  calculations  founded  on  the  most  unerring 
nciples  of  science,  yet,  if  groping  in  the  dark  he  fails  to  find 
t  which  he  seeks,  even  although  he  should  stumble  over  it, 

contiguity  to  the  object  of  his  search  is  not  lo  be  regarded 
:he  same  light  as  though  all  his  movements  had  been  guided 

intelligence,  and  his  failure  to  obtain  complete  success  was 
ributable  to  other  causes  than  want  of  knowledge. 
fhe  ComiiHssioner  says  in  the  second  place  that  he  had  not 
iplied  the  defects  of  his  former  testimony;  and  his  being  in  Cal- 

nia  or  Australia,  rendered  it  probable  that  he  had  abandoned 

supposed  discovery.  And,  finally,  he  refers  to  the  testimony 
Isaac  Barnum  and  others,  of  the  declarations  of  Wetherill,  to 

same  point  of  abandonment. 

rhe  Commissioner  proceeds:  "If,  then.  Burrows  failed  to 
ke  a  patentable  invention,  no  matter  how  near  he  came  to  it, 
I  no  matter  what  was  the  cause  of  his  failure,  his  experiments 
I  not  stand  in  the  way  of  Wetherill's  patent :  and  it  matters 
,  in  this  view  of  the  case,  whether  Wetherill  availed  himself  of 

result  of  the  experiments  made  by  Burrows,  nor  even  whether 
■se  experiments  first  suggested  to  him  (Wetherill)  the  very 
covery  which  he  afterwards  made.  He  who  finally  really 
kes  the  actual  discovery  is  entitled  to  the  patent." 


Burrows  v,  Wetherii.i,. 


In  the  view  I  am  about  to  take  of  this  branch  of  the  case,  it 
will  not  be  necessary  again  to  state  the  principles  which  I  have 
supposed  would  show  that  Burrows'  invention  must  be  considered 
as  complete,  notwithstanding  his  unsuccessful  experiments ;  and 
that  as  to  abandonment,  in  the  sense  which  it  is  to  be  taken  in 
this  connection,  it  has  no  application.  The  proposition  which  is 
contended  for  by  Wetherill's  counsel,  and  sanctioned  by  the  decis- 
ion of  the  Commissioner,  and  which  is  vital  to  his  claim,  is  that, 
although  Burrows  had  brought  his  invention  almost  to  the  poini 
of  patentability,  and  that  Wetherill  knew  of  such — his  imperfect 
invention  and  of  his  experiments  which  failed — and  that  he  aban- 
doned them,  that  he  (Wetherill)  had  a  right  to  perfect  said 
invention  as  an  essential  part  of  his  (Wetherill's)  invented  pro- 
cess for  the  purpose  of  said  manufacture,  and  to  have  a  pateni 
therefor.  The  principle  of  this  proposition  I  think  would  bt 
unjust  in  this  case.  It  would  be  giving  to  Wetherill  for  the  meril 
of  discovering  a  subordinate  part  of  the  invention  the  value  oftht 
whole,  though  the  original  idea  or  principle  and  embodimeni 
thereof  was  certainly  with  Burrows.  If  Wetherili,  by  the  dint  oi 
his  own  genius  and  discovery,  has  found  out  a  new  and  apprO' 
priate  process  which  can  be  profitably  used  in  this  manufacture, 
let  him  have  a  patent  for  it ;  but,  in  the  language  of  an  emineni 
patent -law  judge,  "he  has  no  right  whatever  to  take  (if  I  may 
say  so)  a  leaf  out  of  his  neighbor's  book ;  he  must  be  content  \< 
rest  upon  his  own  skill."  I  do  not  desire  that  this  importani 
principle  should  be  considered  as  resting  on  my  authority  alone. 
It  is  the  same  that  is  established  by  the  decision  in  the  case  oi 
Minter  v.  Mower,  6  Adol.  &  EH.  Rep.,  735.  That  case  was  foi 
an  infringement,  and  submitted  upon  the  facts  to  the  jury.  The 
words  of  the  jury  are  :  ' '  We  are  of  opinion  that  Brown  was  th( 
inventor  of  the  machine,  and  found  out  the  principle  but  not  tht 
practical  purpose  to  which  it  is  now  applied  ;  we  think  that  Min' 
ter,  the  plaintiff,  made  that  discovery."  The  judge  says:  "  Now, 
it  was  perfectly  clear  upon  the  evidence  that  this  description  ap- 
plies to  Brown's  chair,  though  that  was  incumbered  with  somt: 
additional  machinery.  The  specification,  therefore,  claimed  mori 
than  the  plaintiff  had  invented." 

Again:  "His  claim  is  not  for  an  improvement  upon  Brown's 
leverage,  but  for  a  leverage  so  described  that  the  descriptior 
comprehended  Brown's.     We  are  therefore  of  opinion  that  the 
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patent  cannot  be  sustained/'  I  think  that  it  is  probable  that 
the  error  which  has  been  fallen  into  on  this  point  of  the  case 
has  arisen  from  an  undue  weight  which  may  have  been  given  to 
the  English  decisions,  particulady  that  of  Galloway  v,  Bladen, 
Webs.  Pat  Cas.,  521-526,  in  which  Sir  N.  C.  Tindall,  C.  J., 
states  in  effect  that  if  the  original  inventor  rested  in  experiment 
only,  and  had  not  attained  the  object  for  which  the  patent  was 
taken  out,  mere  experiment,  afterwards  supposed  by  the  parties  to 
be  fruitless,  and  abandoned  because  they  had  not  brought  it  to  a 
complete  result,  that  will  not  prevent  a  more  successful  competitor 
who  may  avail  himself,  as  far  as  his  predecessors  have  gone,  of 
their  discoveries,  and  add  the  last  link  of  improvement  in  bring- 
ing it  to  perfection.  Now,  I  do  not  think  this  case  applicable, 
because  the  thing  itself  in  the  case  now  before  me  was  the 
improvement  by  the  perforated  grate-bars.  If  so,  it  was  complete, 
so  as  to  be  capable  of  use ;  and  being  the  case  of  a  machine,  the 
law  as  stated  in  the  books  is,  that  it  is  not  essential  to  the  validity 
of  the  claim  that  the  success  of  the  means  made  use  of  should 
be  complete,  or  that  the  thing  invented  should  supersede  anything 
else  used  for  the  same  purpose,  because  the  law  looks  only  to  the 
fact  that  the  invention  is  capable  of  the  use. 

Again,  if  it  is  supposed  that  that  decision,  and  the  other  de- 
cisions on  that  point,  mean  that  such  would  be  the  right  of  the 
successful  competitor,  whether  he  did  or  did  not  know  of  the 
part  which  his  predecessor  had  invented,  I  am  satisfied  our  statute 
of  1836,  before  alluded  to,  will  not  authorize  any  such  construction. 
The  applicant  is  required  to  make  oath  or  affirmation  that  he 
does  verily  believe  that  he  is  the  original  and  first  inventor,  and 
that  he  does  not  know  or  believe  that  the  same  was  ever  before 
known.  How  could  he  swear  so  if  he  knew  that  his  predecessor 
had  brought  a  part  of  the  invention  which  he  claims  almost  to 
the  point  of  patentability  ?  The  court,  in  the  case  of  Gayler  et  aL  v. 
Wilder,  before  alluded  to  by  me,  say:  **  If  Fitzgerald  made  his 
discovery  by  his  own  efforts,  without  any  knowledge  of  Conner, 
he  invented  an  improvement  that  was  then  new  and  at  that  time 
unknown."  Judge  Patterson,  also,  in  the  case  of  Strutt,  (Jones  v, 
Pearce,  Webs.  Pat.  Cas.,  123,)  in  his  charge  to  the  jury,  says: 
"  If  you  are  of  opinion  that  Mr.  Strutt' s  was  an  experiment,  and 
that  he  found  it  did  not  answer,  and  ceased  to  use  it  altogether, 
and  abandoned  it  as  useless,  and  nobody  followed  it  up,  and  that 
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the  plaintilT's  invention,  which  came  afterwards,  was  his  owi 
invention,  and  remedied  the  defects,  if  I  may  say  so,  although  ht 
knew  nothing  of  Mr,  Strutt's  wheel,  he  remedied  the  defects  o 
Mr.  Strutt's  wheel,  then  there  is  no  reason  for  saying  the  plaintilT'; 
patent  is  not  good.  Itdependsentirely  upon  what  is  youropinioi] 
upon  the  evidence  with  respect  to  that." 

Gibbs,  Ch.  J.,  in  the  case  of  Brown,  in  his  charge  to  the  jury, 
says:  "Now,  I  wish  to  have  what  I  state  upon  this  subject 
observed  by  the  counsel  on  both  sides,  that  they  may  be  aware 
how  I  put  it.  If  a  combination  of  those  parts  existed  before;  if  a 
combination  of  a  certain  number  of  these  parts  existed  up  to  a 
given  point  before,  and  Mr.  Brown's  invention  sprung  from  thai 
point,  and  added  other  combinations  to  it,  then  E  think  the  speci- 
fication stating  the  whole  machine  as  his  invention  is  bad.  If.  or 
the  other  hand,  you  think  he  has  the  merit  of  inventing  the  com- 
bination of  all  the  parts  from  the  beginning,  then  I  think  the 
specification  is  good,  and  that  he  is  entitled  to  your  verdict." 

This,  therefore,  is  the  conclusion  to  which  I  feel  myself  obliged 
to  come — that  as  between  Burrows  and  Wetherill  the  priority  o 
invention  ought  to  be  awarded  to  Burrows,  and  that  Wetherill  i; 
not  entitled  to  a  patent  upon  his  present  application ;  and  I  d< 
accordingly  so  decide  and  determine. 

As  between  Burrows  and  Jones,  there  having  been  no  decisioi 
by  the  Commissioner,  there  is,  of  course,  no  such  case  before  mi 
on  appeal. 


George  A.  Whipple,  Appellant, 


James  Renton,  Appellee.     Interference. 

IsTBRFKHKNCB — iPPBAL  Bv  PATKNTIK   DiHUiSBiD. — All  appenl  in  an  iiiterfcrtnc 
by  a  patentee  from  a  dei-ision  of  the  Coram LBaioner,  riot  referring  or  rtjfcl 
iiig,  but  gmtiting,  the  uppliottion,  dismissed  for  want  of  jurisilii:ti[>n  o 
nntliorLtj. 
Pameroj  v.  Conniaon  (anle,  p.  40)  cited  and  npproveil. 

(Before  Horhell,  J.,  District  of  Ooiumbia,  September,  1B54.) 
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IRSELL.J. 

Dn  the  asd  of  December,  1853.  James  Renton  filed  an  applica- 
1  in  the  Patent  Office  for  letters-patent  for  an  improvement  in 
naces  for  making  iron  direct  from  the  ore,  which  was  declared 
nierfere  with  a  patent  granted  to  the  said  Geoi^e  A.  Whipple 
the  loth  of  May,  1 853 :  and  for  the  trial  of  the  issue  so  formed 

parties  were  allowed  to  take  their  testimony,  which  being 
le,  and  the  said  matter  fully  heard,  the  Commissioner  on  the 

of  June,  1854,  awarded  priority  of  invention  to  the  said  James 
nton ;  from  which  said  decision  the  said  George  A.  Whipple 
h  appealed  and  filed  his  reasons  of  appeal. 
rhe  Commissioner  has  laid  before  me  the  grounds  of  his  decis- 

in  writing,  with  the  original  ■  papers  and  the  evidence  in  the 
fse ;  and  a  time  and  place  having  been  appointed  for  the  hear- 

of  said  appeal,  the  party  appellant  by  his  counsel  filed  his 
[ument  in  writing  in  reply  to  a  motion  to  dismiss  the  appeal 
the  want  of  jurisdiction  made  by  the  counsel  for  the  appellee ; 
1  the  said  case  was  thereupon  submitted. 
Phis,  as  before  said,  is  an  appeal  by  a  patentee  from  a  decision 
the  Commissioner,  not  refusing  or  rejecting,  but  granting,  the 
plication  for  letters- patent. 

i  have  carefully  examined  and  considered  the  argument  made 
support  of  the  jurisdiction.  The  point  being  the  same  which 
s  decided  by  Judge  Cranch  in  the  year  1842  in  the  case  of 
meroy  v.  Connison  {ante,  p.  40),  on  very  full  consideration,  and 
lowed  by  me  since,  I  fee!  that  I  ought  to  consider  the  point 
settled,  and  am  therefore  of  opinion  that  I  have  no  jurisdiction 
this  case,  and  order  and  direct  the  said  appeal  to  be  dismissed ; 
i  the  same  is  hereby  so  certified  by  me  to  the  Commissioner, 
i  I  shall  herewith  return  the  papers  to  the  Patent  Office. 

J.  J.  Greenough,  for  the  appellant. 


Hopkins  v.  Barnhm.  [September, 


Lansing  E.  Hopkins,  Appellant, 


Daniel  Barnum,  Appellee.     Interference. 

Jurisdiction  or  judoi — appial  by  patintei. — The  judge  has  no  juriadklioc 
in  va»e  at  an  appeal  taken  bj  a  patnatee  from  a  decisioo  of  the  Gomnlj- 
sioner,  not  refuaing  or  rejecting,  but  granting,  the  application  for  leiurs- 

(Before  Mohsill,  J.,  District  of  GoIumbi«,  September,  1B54.) 
MORSELL.J. 

On  the  23d  of  December,  1853,  Daniel  Barnum  filed  an  appli- 
cation in  the  Patent  Office  for  letters -patent  for  improvements  in 
making  hat-bodies,  which  was  declared  to  interfere  with  a  pateni 
granted  to  the  said  Lansing  E.  Hopkins  in  December,  1S51,  »ii 
for  the  trial  of  the  issue  so  formed.  The  parties  were  allowed  tc 
take  their  testimony,  which  being  done,  and  the  said  matter  full) 
heard,  the  Commissioner  on  the  i6th  of  May,  1854,  awarded 
priority  of  invention  to  the  said  Daniel  Barnum  ;  from  which  said 
decision  the  said  Lansing  E.  Hopkins  hath  appealed  and  liled  his 
reasons  of  appeal. 

The  Commissioner  has  laid  before  the  judge  the  groundsel 
his  decision  in  writing,  with  the  original  papers  and  the  evidence 
in  the  cause;  and  a  time  and  place  being  appointed  for  the 
hearing  of  said  appeal,  the  parties  by  their  counsel  filed  their 
respective  arguments  in  writing,  and  submitted  the  case. 

The  appellee's  counsel  objected  to  the  jurisdiction  of  the  judge, 
being,  as  before  said,  an  appeal  by  a  patentee  from  a  decision  ot 
the  Commissioner,  not  refusing  or  rejecting,  but  granting,  the 
application  for  letters -patent. 

The  arguments  on  each  side  on  this  point  have  been  read  and 
considered. 

The  point  being  the  same  which  was  decided  by  Judge  Cranch 
in  the  year  1842  in  the  case  of  Pomeroy  v.  Connison  (ante  p.  ^o). 
on  very  full  consideration,  and  ever  since  followed  by  me,  I  fee' 
that  I  ought  to  consider  the  point  as  settled ;  and  am  therefore 
of  opinion  that  I  have  no  jurisdiction  in  this  case ;  and  which  I 
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hereby  certify  to  the  Honorable  Commissioner,  and  shall  return 
;  papers  to  the  Patent  Office,  together  with  this  my  order  that 
;  said  appeal  be  dismissed. 

f.  J.  Greenmigh,  for  the  appellant. 

W.  N.  P.  Brown,  for  the  appellee. 


John  Richardson,  Appellant, 


William  S.  Hicks,  Appellee.     Interference. 


1S39  coNSTHUED.—Tbe  provUlotis  of  the  eleventh  section  of  tbe  law  of 
1^39;  that  the  Commmioner  and  Ihe  exnniincrs  in  the  Pntent  Ofti<:e  may 
be  examinee)  under  oath  in  exiilannlion  of  the  principleB  of  the  maehine  or 
other  thing.  Ac,  mii9t  be  conKiilered  in  connection  with  the  similar  |>ro- 
Tieions  of  the  gerenth  section  of  the  eoile  of  !N:lli,  governing  appeals  to 
the  board  of  examinrrii. 

means  that  the  explanation  which  it  autliorizes  to  be  required  of  the  Com- 
missioner and  examiners  may  be  so  full  and  clear  an  explanation  of  the 
principles  as  to  enable  the  judge  duly  to  apply  and  weigh  the  evidence 
offered  to  support  Ihe  issue  in  the  I'ase.  and  not  to  be  limited  to  a  mere 
exposition  of  the  terms  used.  Such  ei|ilanations  so  given,  tbe  judge  is 
bound  to  respect  as  part  of  the  ca^c. 


cisia. — The  exception  in  patent  cases  to  tbe  rule  that  the  declarations 
and  conversations  of  the  plaintilTare  not  admissible  in  evidence  is  founded 
upon  necessity  and  to  prevent  a  failure  of  justice  by  reason  of  the  impossi- 
bility of  otherwise  proving  an  invention;  and  snch  dec  la  rati  ons,  when 
admitted,  should  be  free  from  suspicion,  and  accompanied  by  acts  forming 
the  ra  geitte.  to  which  the  credit  is  to  be  given,  and  not  to  the  declarations. 
-M4CBIHI  MOT  PHODCCKD  [N  EVIDENCE. ^ZJouiK'f,  whether  the  rule  laid 
down  in  Railroad  Company  f.  Stiin]>.<oti,lbat  the  conversations  and  declara- 
tions of  an  inventor  stating  that  ho  had  made  an  invention,  and  describing 
its  details  and  explaining  itfi  operation,  are  properly  to  be  deemed  an 
luisertion  of  his  right  at  thai  time  as  iin  inventor  to  the  cvteiit  of  the  facts 


Richardson  v.  Hicks.  [September 

Statement  of  tbe  cnse. 


and  dcUilB  wliii:li  he  then  makes  known  and  admisaible  in  evidence,  c*i 
be  applied  to  a  case  where  the  declaratioDB  retaU  to  an  actual  macbin 
alreaJy  made,  which  was  not  produced  in  evidence,  uor  its  non-proilui'tiui 
accounted  for. 

8h— PAROL  ETiDKMOi. — While  it  may  be  true  that  a  machine  is  not  written  o 
higher  evidence  within  the  technical  terms  of  tlie  rule  thai  geconilir 
evidence  will  not  be  ailmitted  when  written  or  higher  evidence  exists  am 
Dia)'  be  obtained,  it  is  within  the  meaning  of  the  larger  rule  of  evideiic< 
that  no  evidence  of  a  merely  substitutionary  cliaracter  will  be  recei'fi 
when  the  original  or  itrimary  evidence  is  (irodueible. 

Sm — 3h— ORIOINIL  IND  COPY.— A  witueBB,  whether  an  eipert  or  not.  cannoibi 
called  to  testify  to  the  sufficiency  of  the  secondary  evidence  bjapaTti 
who  has  the  original  and  reruses  to  produce  it.  To  admit  such  evidenci 
would  in  principle  be  a  violation  of  the  rule  that  no  evidence  of  n  copv 
though  aworn  to,  will  be  admitted  until  proof  hns  been  given  that  tin 
original  cannot  be  produced. 

(Before  HottsBLL,  J.,  District  of  Columbia,  September,  1854.) 

Statement  of  the  Case. 

Testimony  was  introduced  in  behalf  of  Hicks  to  show,  by  hi: 
own  conversations  and  declarations  at  the  time,  that  he  made  tht 
invention  in  controversy  in  1845.  A  witness  (Mitchell)  testifiet 
that  Hicks  explained  the  invention  in  controversy  to  him  in  Dc 
cember,  1845,  so  that  he  thoroughly  understood  the  same,  am 
could  have  constructed  the  machine  from  such  explanations.  Hi 
further  states  that  Hicks  then  claimed  to  be  the  inventor  of  tin 
device  in  question,  and  announced  his  intention  of  applying  (0 
a  patent.  He  testified  also  that  Hicks  said  that  he  had  a  pei 
and  pencil  case  of  the  character  described  at  his  house,  but  tha 
he  (witness)  never  saw  the  same  nor  any  drawing  of  the  invention 
He  recognizes  in  Exhibit  "C"  (a  model  made  for  the  purposes  0 
the  case,  and  not  an  original  exhibit)  the  principles  of  the  inven 
tion  explained  to  him  in  1845.  Two  other  witnesses  testified  tha 
Hicks  had  stated  to  them  that  he  had  made  a  new  pencil  case 
but  gave  no  particular  description  of  its  construction.  All  thi 
testimony  was  objected  to  as  secondary  and  inadmissible,  in  vie* 
of  the  fact  that  the  original  pencil  case  was  not  introduced  ii 
evidence  nor  its  absence  accounted  for.  The  patent  issued  H 
John  Richardson,  No.  11,820,  October  17th,  1854. 
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Villiam  S.  Hicks'  application  and  specification  were  filed  on 

3d  of  June,  1853.  He  says  i  "  I  do  not  claim  a  case  for  both 
1  and  pencil,  irrespective  of  the  construction  and  arrangement, 
the  several  parts,  for  cases  have  been  previously  invented  for 
h  pen  and  pencil ;  but  having  described  my  invention,  what  I 
im  as  new,  and  desire  to  secure  by  letters -patent,  is  the  pecu- 

construction  and  arrangement  of  the  several  parts,  as  herein 
;cribed,  viz.,  having  the  pencit-slide  C  fitted  within  a  case  B, 
ich  is  inclosed  in  a  larger  case  A,  the  smaller  case  B  being 
ured  to  the  side  of  the  case  A,  and  having  the  pen-slide  D 
Ed  in  the  space  between  said  cases  A  and  B,  two  longitudinal 
G  a'  a  being  made  through  the  case  at  opposite  points,  and 
inected  at  their  upper  ends  by  a  cross-slot  b,  by  which  the  pin 
f  the  sliding-band  d  may  be  moved  in  either  of  the  slots  «',  and 
made  to  operate  upon  either  the  pen  or  pencil  slide,  as  de- 
ibed." 

!)n  the  20th  of  October,  in  the  same  year,  John  Richardson 
d  his  application  for  a  patent  for  an  improvement  in  pen  and 
icil  cases.  His  claim  as  it  originally  stood  is  stated  thus : 
laving  thus  described  my  improvements,  what  I  claim  therein 
new,  and  desire  to  secure  by  letters- patent,  is  the  operating 
?ve,  or  the  equivalent  thereof,  having  a  turning  as  well  as 
ing  movement,  in  combination  with  the  pen  and  pencil  holders 
I  the  interior  stock  or  barrel,  whereby  the  pen  or  pencil  can 
protruded  and  retracted  at  will,  substantially  as  herein  de- 
bed.  I  also  claim  locking  and  unlocking  the  pencil  in  such 
iner  that  whilst  one  is  locked  in  its  retracted  position  the 
er  is  left  free  to  be  protruded  and  retracted  at  will,  as  de- 
bed,  or  both  can  be  simultaneously  locked,  and  thus  be  pro- 
ed  from  injury  when  not  in  use." 

"his  claim  became  afterwards  modified  as  it  now  appears,  and 
1  the  last  clause  of  the  claim  altogether  stricken  out.  There  is 
ling  in  the  papers  to  show  that  these  modifications  and  amend- 
its  were  not  received  absolutely,  but  de  bene  esse;  and  so  the 
ng  Commissioner  states.  He  says:  "The  reasons  for  the 
ision  will  be  found  in  the  opinion  filed  March  nth,  1S54,  a 
y  of  which  is  herewith  inclosed.  The  question  of  the  propriety 
iter^rence  was  not  made." 
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On  the  25th  of  November,  1853,  the  Commissioner  addressed 
a  note  to  Hicks,  stating  that  "there  is  an  application  for  letters- 
patent  before  the  Office  for  alleged  improvements  in  the  constnic- 
tion  of  pen  and  pencil  cases.  The  devices  are  equivalents  for 
yours  rejected  on  the  26th  of  September  last,  but  now  considered 
to  be  patentable.  If  you  desire  the  opportunity  to  prove  prioriiy 
of  invention,  an  interference  will  be  declared  in  accordance  wiih 
the  rules  contained  in  the  thirteenth  section  of  the  inclosed 
circular."  In  reply  to  which,  on  the  30th  of  November  aforesaid, 
Hicks  notified  the  Commissioner  of  his  desire  to  have  the  oppor- 
tunity to  prove  his  priority  of  invention  ;  and  accordingly,  on 
the  2d  of  December  then  next,  an  interference  was  declared  for 
the  trial  of  the  -issue  so  made  by  the  declaration  of  interference 
at  the  time  appointed.  Thq  parties  duly  procured  their  testimony. 
and  submitted  the  same  to  the  Commissioner  for  his  decision. 
who,  on  the  nth  day  of  March,  1854,  awarded  priority  of  inven- 
tion to  the  said  William  S.  Hicks.  In  his  opinion  the  Commis' 
sioner  states  a  summary  of  the  important  facts  to  be :  First.  That 
Hicks  made  his  invention  in  1845,  so  far  as  to  have  completed 
his  design  sufficiently  to  explain  it  fully  to  one  of  the  witnesses. 
The  witness  states  that  he  could  have  made  the  article  from  ttie 
description  thus  given  him.  He  further  states  that  Hicks  told 
him  he  had  made  a  pencil  after  that  plan ;  but  that  fact  the 
Commissioner  says  he  does  not  consider  as  sufficiently  proved. 
He  therefore  concludes  that  Hicks  had  then  fully  conceived  and 
matured  the  plan,  but  that  th^re  was  no  sufficient  evidence  that 
he  had  made  a  pencil  in  accordance  with  it.  Second.  Thai 
"  Richardson,  on  the  other  hand,  made  the  invention  in  1847, 
completing  his  plan  by  actually  constructing  the  article  invented." 
Again  he  says:  "Had  Mr.  Richardson  upon  making  his  inven- 
tion applied  at  once  or  within  a  reasonable  time  for  a  patent,  I 
should  have  no  hesitation  in  awarding  to  him  priority  against 
Hicks'  application."  He  says:  "The  fifteenth  section  of  the  act 
of  1836  would  have  justified  such  a  course  against  one  who  was 
not  'using  reasonable  diligence  in  adopting  and  perfecting  his 
invention;'  but  Hicks'  application  was  made  more  than  four 
months  prior  to  Richardson's,  and  the  latter  does  not  seem, since 
making  his  invention,  to  have  been  taking  any  steps  to  perfect 
or  bring  it  into  use.     I  saw  no  reason,  therefore,  for  giving  him 
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preference  on  account  of  the  laches  of  Hicks.  Both  seem  on 
early  the  same  footing  in  this  respect." 

The  Commissioner  then  states  the  principle  of  law  which  he 
links  applies  to  the  evidence.  He  says;  "It  has  sometimes 
een  broadly  laid  down  that  the  first  inventor  who  has  put  his 
ivention  in  practice,  and  he  only,  is  entitled  to  a  patent.  But 
le  decisions  do  not  justify  such  a  proposition.  See  the  case  of 
leath  V.  Hildreth,  decided  by  Judge  Cranch  on  appeal  in  1841, 
inU,  p.  12.)  It  is  not  even  necessary  that  a  model  or  drawing 
lould  be  made  in  order  to  give  date  to  the  period  of  invention. 
5ee  Curtis  on  Patents,  542-544.)  Priority  in  that  case  was 
warded  to  the  person  who  had  described  his  invention  nine  years 
revious  to  the  decision,  and  no  model  or  drawing  seems  ever  to 
ave  been  made."  The  Commissioner  concludes  by  saying:  "I 
n  therefore  of  the  opinion  that  priority  should  be  awarded  to 
licks."  From  which  decision  this  appeal  was  prosecuted  by 
.ichardson. 

The  first  reason  is  a  general  one,  because  it  is  not  proved  that 
licks  invented  the  case  which  he  claims  until  the  year  1853 ;  and 

was  clearly  proved  that  Richardson  had  invented  the  case  in 
le  year  1847.     Second.  In  refusing  to  grant  a  patent  to  said 

ichardson  as  claimed  because  his  claim  as  stated  does  not 
nbrace  Hicks'  case,  although  his  invention  comprehends  Hicks* 
Tiong  other  things,  and  he  might  have  made,  and  still  may  of 
ght  make,  &  claim  to  cover  Hicks',  case  in  addition  to  the  claim 
>w  pending.  Third.  Because  the  testimony  of  the  witness  sup- 
wed  to  prove  the  fact  that  Hicks  made  the  invention  he  now 
aims  in  1845  shows  conclusively  that  the  case  explained  to  him 
r  Hicks  was  a  totally  different  thing  from  that  now  described 
'  him.  Fourth.  In  deciding  that  Richardson,  since  making  his 
vention  in  1847,  has  not  been  taking  any  steps  to  perfect  it, 
len  it  appears  from  the  testimony  that  he  has  been  unremitting 

his  efforts  to  improve  upon  his  original  invention.  Fifth.  In 
'ciding  that  in  a  case  of  interference  reported  in  Curtis  on  Pat- 
ts,  pages  542-544,  priority  of  invention  was  awarded  nine  years 
evious  to  the  decision,  and  no  model  or  drawing  seems  ever  to 
ve  been  made ;  therefore,  that  priority  should  be  awarded  to 
icks,  as  both  the  report  and  record  show  that  both  the  parties 

the  interference  made  a  model  or  a  full-sized  machine,  or  both. 
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The  Commissioner  has  laid  before  the  judge,  together  with  his 
opinion  in  writing,  all  the  original  papers  and  evidence  in  the 
cause,  and  on  the  day  appointed  for  said  hearing,  as  previously 
stated,  duly  notified  all  the  parties  interested.  Mr.  Peale,  the 
examiner  on  behalf  of  the  Office,  and  Mr.  Watson,  on  behalf  ol 
the  appellant,  appeared.  At  which  time,  on  the  application  ol 
said  appellant  (Mr.  Watson),  leave  was  given  to  him  to  examine, 
on  oath,  the  said  officer  appearing  for  the  Office,  in  explanaiion 
of  the  principles  of  the  pen  and  pencil  case,  the  subject  of  the 
controversy  between  the  parties  in  this  case.  This  was  done 
according  to  the  established  practice  in  like  cases  before  this 
tribunal. 

[The  testimony  of  the  examiner  in  full  follows,  and  is  omitted, 
except  the  eleventh  question  and  answer.] 

"  Eleventh.  If  in  attempting  to  describe  this  pen  and  pencil  case 
it  was  stated  that  'the  inner  side  brass  barrel  or  tube  was  similar 
to  the  double-slide  case  that  was  soldered  to  another  brass  barrel 
that  had  two  slits  in,  with  a  brass  one  to  connect  the  two  ;  then 
came  the  three  silver  tubes,  one  fitting  over  the  other ;  the  middle 
silver  tube  had  a  pen  through  the  upper  end  of  the  second  silver 
tube,  through  into  the  inner  surface ;  the  second  silver  lube 
drawed  the  pencil  or  pen-holder  out  by  way  of  lock ;  there  are 
two  slits  in  only  one  of  the  brass  barrels,  that  is,  the  larger  on* '~ 
please  say  whether  or  not  the  pen  and  peticil  case  now  claimed 
by  Hicks  could  be  constructed  from  the  description  this  state- 
ment contains. 

"Answer.  It  is  my  opinion  it  could  not." 

The  first  thing  which  claims  attention  is  found  in  the  argument 
of  the  appellee's  counsel,  which  is  his  objection  to  the  eleventh 
interrogatory  put  to  the  examiner  by  the  counsel  for  the  appel- 
lant and  his  answer  thereto,  as  hereinbefore  stated,  as  unauthor- 
ized by  the  provisions  of  the  statute  of  the  3d  March,  1839,  section 
ir,  which  says:  "And  at  the  request  of  any  party  interested, or 
at  the  desire  of  the  judge,  the  Commissioner  and  the  examiners  in 
the  Patent  Office  may  be  examined,  under  oath,  in  explanation  of 
the  principles  of  the  machine  or  other  thing  for  which  a  patent 
in  such  case  is  prayed  for,"  as  understood  with  the  immediately 
previous  part  of  the  same  section,  which  directs  the  Commissioner 
to  lay  before  the  said  ju(%e  ' '  all  the  original  papers  and  evidence 
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n  the  case,  together  with  the  grounds  of  his  decision,  fully  set 
brth  in  writing,  touching  all  the  points  involved  by  the  reasons 
if  appeal,  to  which  the  revision  shall  be  confined." 

In  addition  to  what  has  been  said  on  a  former  occasion,  it  may 
>e  sufficient  briefly  to  reply  that  this  part  of  the  act  of  1839  must 
»e  considered  in  connection  with  a  somewhat  similar  provision 
:ontained  in  the  law,  which  made  it  the  duty  of  a  board  of  ex- 
imiaers  to  hear  and  delennine  appeals  from  the  decisions  of  the 
^Commissioner. 

The  language  of  the  statute  has  been  correcUy  quoted,  but  too 
iterally  construed.  It  must  surely  mean  that  the  explanations 
vhich  it  authorizes  to  be  required  of  the  Commissioner  and  ex- 
uniners  may  be  so  full  and  clear  an  explanation  of  the  principles 
IS  to  enable  the  judge  duly  to  apply  and  weigh  the  evidence 
DfTered  to  support  the  issue  in  the  case,  and  not  to  be  limited  to 
I  mere  exposition  of  the  terms  used.  And  such  explanations,  so 
^ven,  the  judge  is  bound  to  respect  as  part  of  the  case.  It  is 
proper,  no  doubt,  that  the  judge  should  form  his  own  conclusions. 
With  these  remarks,  I  shall  proceed  to  the  further  consideration 
3f  the  case. 

The  points  substantially  involved  in  the  reasons  of  appeal  are : 
First,  as  to  the  admissibility  of  the  testimony  to  prove  the  priority 
Df  the  invention  in  the  said  Hicks  of  the  pen  and  pencil  case  as 
iescribed  in  his  speciflcation ;  secondly,  if  admissible,  the  inven- 
:ion  proved  is  totally  different  from  that  claimed  for  the  appellant. 

1  shall  be  obliged  to  take  a  particular  notice  of  the  testimony. 
Mitchell,  the  principal  witness  on  the  part  of  the  appellee,  is  asked 
whether  Hicks  has  at  any  time,  and  if  so,  when,  while  witness 
»nd  he  were  at  work  together,  explained  to  witness  a  pen  and 
pencil  case.  The  answer  is,  that  he  did  in  December,  1845.  He 
s  requested  to  state  what  was  the  form  of  construction  of  the  case 
vhich  Mr.  Hicks  then  and  there  described  to  him.  He  answers 
hat  he  was  told  in  the  first  place  that  there  was  a  small  brass 
ube  soldered  similar  to  the  double-slide  case.  He  says  this  is 
vhat  Hicks  told  him.  The  pin  was  in  the  inner  surface  of  the 
;econd  silver  tube.  He  is  asked  what  the  two  slits  were  for.  He 
inswers  they  were  to  pass  the  pin  through  to  draw  out  the  pen 
)r  pencil.  The  cross-slit  was  to  exchange  from  the  one  to  the 
rther. 
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The  next  interrogatory  desires  witness  to  look  at  the  model 
Exhibit  "G,"  and  to  state  how  it  corresponded  with  the  pen  am 
pencil  case  which  he  had  stated  that  Mr.  Hicks  described  to  hin 
in  December,  1845.     His  answer  is,  "  It  is  the  same." 

His  answer  to  the  ninth  interrogatory  is,  "that  Hicks  so  de 
scribed  the  pen  and  pencil  case  that  he  could  have  constructed  i 
from  the  description  which  he  gave  him  of  it."  To  the  tentl 
interrogatory  he  answers  that  there  was  no  portion  of  that  peno 
pencil  case  which  he  did  not  well  understand  afier  Hicks  gave  hin 
the  description  which  he  has  stated.  To  the  thirteenth  interroga 
tory  he  says  Hicks  stated  at  that  time  that  he  was  the  invenio 
of  that  pen  and  pencil  case.  To  the  fourteenth  interrogator 
Hicks  said  that  he  should  apply  for  a  patent  at  some  time  or  other 
To  the  fifteenth  interrogatory  "he  stated  no  reason  why  he di( 
not  apply  for  a  patent  immediately."  The  sixteenth  interrogator; 
is,  "  Sute  whether  or  not  he  told  you  at  the  time  he  gave  yoi 
the  explanation  whether  he  had  already  made  such  a  pen  anc 
pencil  case  as  he  then  described  to  you."  The  answeris,  "Ht 
told  me  he  had  one  made  at  that  time. ' '  In  answer  to  the  seven 
teenth  interrogatory  witness  says :  "  He  said  it  was  at  his  house 
They  were  at  work  in  the  same  shop."  To  the  nineteenth  inta 
rogatory  he  answers  that  "Hicks  explained  to  him  no  othei 
advantages  than  that  both  pen  and  pencil-holder  came  out  at  th< 
same  end."  To  the  twentieth  interrogatory  witness  says :  "Bj 
the  middle  barrel  by  pushing  it  down,  which  had  a  lock  or  pin.' 
To  the  twenty-first  interrogatory,  that  "  Hicks  told  him  that  tht 
lock  or  pin  was  placed  at  the  upper  end  of  the  middle  silver  bar 
rel  in  the  inside  surface,  and  told  him  that  the  two  slits  in  tti< 
brass  tube  were  for  the  pen  to  pass  through  and  drive  the  penci 
or  pen-holder  out."  To  the  twenty-third  interrogatory,  "  tha 
the  use  of  the  cross-slit  was  to  turn  from  one  slit  to  the  other 
the  middle  barrel  was  to  be  turned." 

In  answer  to  a  cross-interrogatory  he  says  he  thinks  Hick: 
applied  for  a  patent  in  respect  to  another  improvement  in  pen  01 
pencil  cases  in  1850. 

In  answer  to  forty-first  cross-interrogatory  he  says :  "Forai 
improvement  in  the  lea d- chamber. "  Witness  also  says  that  hi 
was  near  Hicks'  house ;  that  he  has  been  in  it  so  many  times  hi 
could  not  tell  exactly  when ;  he  visited  Hicks  from  1843  to  thi 
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ime  of  taking  the  deposition.  He  says  Hicks  commenced  the 
onversation  by  telling  him  (the  witness)  that  he  had  a  case  for 
rhich  he  intended  to  apply  for  a  patent  at  some  time  or  other ; 
hat  he  neither  showed  him  the  case  nor  made  any  drawing  of  it 
t  that  time. 

To  the  sixty-second  cross -inter  rogatory — "  In  explaining  it  to 
ou,  state  particularly  what  he  (Hicks)  said  and  all  that  he 
aid?" — witness  answers :  "The  inner  side  small  brass  barrel  was 
imilar  to  the  double  slide-case  that  was  soldered  to  another  brass 
arrel.  They  had  two  slits  in  with  a  cross  one  to  connect  the 
Ao ;  then  came  the  three  silver  tubes,  one  fitting  over  the  other ; 
le  middle  silver  tube  had  a  pin  through  the  upper  end  of  the 
;cond  silver  tube  through  into  the  inner  surface;  the  second 
ilver  tube  drew  the  pencil  or  pen-holder  out  by  way  of  lock. 
hat  is  all  that  I  recollect  now  that  he  said."  In  answer  to  an 
iterrogatory  direct  he  explains  a  former  answer  by  saying 
there  are  two  slits  in  only  one  of  them,  (the  brass  barrels,)  that 
,  the  large  one. 

Francis  Deacon,  another  witness  on  the  part  of  Hicks,  to  the 
xth  interrogatory  answers  that  Hicks  did  state,  some  time  during 
le  winter  of  1845  and  1846,  before  the  spring  of  1846,  and  he 
links  soon  after  he  went  there,  that  he  had  made  a  new  case 
lat  he  considered  a  good  one ;  that  he  meant  to  keep  it  for  his 
wn  benefit,  or  words  to  that  effect.  He  did  not  describe  or  show 
le  case  to  him. 

Philip  Millspaugh,  another  witness  on  behalf  of  Hicks,  to  an 
iterrogatory  put  by  Hicks'  counsel,  says  that  Jonas  Wood 
leceased)  told  him  that  Hicks  said  to  him  that  he  had  a  good 
vention  of  a  pen  and  pencil  case.  He  gave  no  particulars.  To 
lother  by  same  he  answers:  "Exhibit  'G,'  or  one  that  resem- 
ed  it  and  worked  like  it,  was  shown  to  him  by  Hicks  about  six 
■  eight  months  ago  (September,  1853).  Hicks  said  he  had  or 
as  about  to  apply  for  a  patent  for  it." 

The  aforegoing  testimony  was  objected  to  by  the  counsel  for 
ichardson  as  inadmissible,  on  the  ground  that  the  conversations 
id  declarations  of  said  Hicks,  so  offered  in  evidence,  referred  to 
pen  and  pencil  which  had  been  made  by  him  and  was  in  his 
>ssession,  and  which  was  not  produced  or  the  non- production 


RiCHARDSdN  V,  Hicks,  [September, 


accounted  for,  according  to  the  rule  of  evidence  that  the  besi 
evidence  which  the  nature  of  the  case  admits  of  must  be  produced 

It  appears,  from  the  reasons  stated  by  the  Commissioner  in  hi^ 
opinion,  that  the  evidence  was  admissible  and  sufficient,  except  a; 
to  the  part  of  it  relating  to  his  making  the  pencil,  which  he  die 
not  consider  as  sufficient  for  that  purpose,  as  I  have  before  stated 
The  proof  on  both  sides  and  the  arguments  with  the  authoriiie 
referred  to  have  been  examined  and  considered,  and  1  ha\'e  en 
deavored  to  draw  from  them  the  proper  principles  which  ouch 
to  govern  in  this  case. 

The  testimony  offered  in  support  of  the  issue  on  the  part  o 
Hicks  consists,  principally,  of  his  own  conversations  and  declara 
tions,  to  be  used  in  chief,  and  not  made  even  on  oath.  Every  oni 
is  familiar  with  the  rule  that  upon  general  principles  the  declara 
tions  and  conversations  of  a  plaintiff  are  not  admissible  evident 
in  favor  of  his  own  rights.  The  reasonableness  of  the  rule  ha 
never  been  questioned.  This,  however,  is  one  of  a  class  of  case 
forming  an  exception  to  the  general  rule,  jusdhed  upon  th 
ground  of  necessity,  which  arises  from  a  general  presumptio 
growing  out  of  the  nature  of  the  case  and  its  peculiar  circum 
stances,  and  where,  "in  the  ordinary  course  of  human  afiain 
there  would  be  a  defect  of  evidence  and  a  lailure  of  justice  unl« 
such  evidence  be  admitted."  Such  declarations  should  be  fre 
from  suspicion  and  accompanied  by  acts  forming  the  rts  gesU 
to  which  the  credit  is  to  be  given,  and  not  to  the  declaran 
Every  proper  limitation  and  caution  should  be  used  to  prevei 
the  exception  from  a  greater  departure  from  that  most  benefici; 
and  fundamental  general  rule  than  is  absolutely  necessary.  Tl: 
principal  auEhorities  rehed  on  to  show  the  admissibility  of  d 
evidence  are  those  of  the  Philadelphia  &  Trenton  Railroad  Con 
pany  v.  Slimpson,  reported  in  14  Peters,  4.62,  decided  by  tl 
Supreme  Court,  and  the  case  of  Heath  v.  Hildreth,  decided  I 
Judge  Cranch  {ante,  p.  12).  In  this  latter  case  the  point  was  in 
raised  by  any  particular  objection ;  the  principle  setded  by  th 
case  was  as  to  what  was  meant  by  the  expression,  "  reduced  ' 
practice;"  that  this  did  not  import  bringing  the  invention  in 
use  :  that  "  when  applied  to  an  invention  it  generally  means  tl 
reducing  it  into  such  form  that  it  may  be  used  so  as  not  to  be 
mere  theory.     In  that  case  a  model  had  been  made  according 
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E  specification.  The  judge  says :  "  The  thing  was  done,  the 
rention  was  reduced  to  practice ; ' '  and  so  in  the  case  of  Coch- 
ne  V.  Waterman  {ante,  p.  52),  the  depositions  were  taken  in 
e  presence  of  Mr.  Cochrane,  and  no  objection  made.  The  case, 
io,  of  Cundell  v.  Parkhurst  {ante,  p.  63)  was  cited  to  show  that 
e  date  of  the  invention  was  fixed  without  proof  of  a  machine  or 
}del.  1  do  not  think  the  &cts  are  correctly  stated.  The  con- 
rsation  was  about  the  draft  of  a  machine,  both  of  which  were 
;n  by  the  witness  at  the  time.  Judge  Cranch  says :  "  The  only 
inl  involved  in  the  reasons  of  appeal  is  the  date  of  the  conver- 
lion  between  Ziba  Parkhurst  and  Joseph  C.  Johnson,  in  which 
e  former  showed  the  latter  a  drawing,  simikr  to  Exhibit  "  D," 
a  machine  called  a  stripper  or  guard,  to  be  applied  to  burring 
ichines.     Mr.  Johnson  thinks  it  was  the  latter  part  of  the  spring 

1848,  but  says  he  cannot  name  dales.  He  fixes  the  date,  how- 
er,  by  recollection  of  another  fact,  to  wit,  that  in  May,  1845, 
ba  Parkhurst  went  out  to  Erie  county,  Pennsylvania,  and  Ohio, 
d  bought  some  fifty  or  sixty  thousand  pounds  wool,  and  drew 
on  Johnson's  house  for  it,  who  sold  it  on  commission  for  him, 
d  that  is  his  reason  for  knowing  the  time  ;  and  that  he  saw  the 
ichine  before  Ziba  left  for  Erie  county  of  Pennsylvania."  Now, 
'vs  true  this  last  circumstance  enables  him  to  fix  on  the  particu- 
'  time ;  but  at  that  time  he  not  only  heard  the  conversation  but 
IS  also  shown  the  draft  and  machine,  and  such  was  the  very 
uof  of  the  invention  and  date.  I  think,  therefore,  it  warrants 
2  converse  of  the  proposition. 
The  next  case  referred  to  is  the  decision  of  the  Supreme  Court, 

14  Peters,  462.  between  the  Philadelphia  and  Trenton  Rail- 
ed Company  and  Slimpson.  In  order  to  understand  correctly 
;  opinion  of  the  court,  it  will  be  proper  to  state  what  the  case 
s.  It  was  brought  to  recover  damages  for  the  violation  of  a 
tent  by  the  defendant  after  the  plaintiff  had  given  printa-facie 
idence  of  his  patent-right.  The  defendant  set  up  the  defense 
It  prior  to  the  time  stated  in  the  patent  the  invention  had  been 
iuced  into  use  and  practice  by  others,  and  offered  proof  to  that 
ect.  By  way  of  rebutting  proof  the  plaintiff  offered  to  give 
idence  by  witnesses  of  the  conversation.s  of  the  patentee  on  the 
tiject  of  his  invention  at  an  anterior  period,  which  conversations 
re  intended  to  show  the  making  of  the  invention  by  tlie  patentee 
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before,  and  at  the  period  when,  the  same  took  place.  Th 
declarations  did  not  stand  alone ;  they  were  accompanied  by  tw 
drawings  and  a  model.  The  evidence  was  not  original,  h 
designed  to  meet  a  collateral  issue  as  to  the  period  of  invenlioi 
The  character  of  the  evidence  was  the  same  with  that  which  hai 
been  offered  on  the  part  of  the  defendant.  The  expressions  use 
by  the  judge  must  be  limited  to  the  case  before  him.  In  this  wa 
only  is  the  legal  import  of  the  court's  decision  to  be  known.  Th 
judge  states  the  general  rule  and  that  applicable  to  the  pres«i 
case  as  an  exception,  and  as  one  of  the  peculiar  class  of  case 
which  I  have  before  alluded  to.  The  cases  stated  by  the  judg 
for  illustration  are  those  in  which  the  declarations  form  a  part  < 
the  res  gesla,  and  under  circumstances  existing  at  the  time,  an 
to  which  the  credit  is  confined,  for  he  says  "the  conversatior 
and  declarations  of  a  patentee  affirming  that  at  some  former  perio 
he  invented  that  particular  machine,  might  well  be  objected  to. 
So  with  respect  to  the  principle  of  necessity,  he  says:  "Tli 
invention  itself  is  an  intellectual  process  or  operation ;  and  like  a 
other  expressions  of  thought,  can  in  many  cases  scarcely  be  mad 
known  except  by  speech.  The  invention  may  be  consummate 
and  perfect,  and  may  be  susceptible  of  complete  description  i 
words  a  month  or  even  a  year  before  it  can  be  embodied  in  an 
visible  form,  machine,  or  composition  of  matter.  It  might  tak 
a  year  to  construct  a  steamboat  after  the  inventor  had  completel 
mastered  all  the  details  of  his  invention,  and  had  fully  explaine 
them  to  all  the  various  artisans  whom  he  might  employ  to  cor 
struct  the  different  parts  of  the  machinery  ;  and  yet,  from  thos 
very  details  and  explanations,  another  ingenious  mechanic  migh 
be  able  to  construct  the  whole  apparatus  and  assume  to  himse 
the  priority  of  the  invention."  Again  he  says  :  "  His  conversa 
tions  and  declarations  stating  that  he  had  made  an  invention,  an< 
describing  its  details  and  explaining  its  operation,  are  properlyK 
be  deemed  an  assertion  of  his  right  at  that  time  as  an  inventor  v 
the  extent  of  the  facts  and  details  which  he  then  makes  known 
although  not  of  their  existence,  at  an  antecedent  period  of  tintc 
In  short,  such  conversations  and  declarations,  coupled  with  ■■ 
description  of  the  nature  and  objects  of  the  invention,  are  to  hi 
deemed  a  part  of  the  res  gestte,  and  legitimate  evidence  that  thi 
invention  was  then  known  to  and  claimed  by  him,  and  thus  it 
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igin  may  be  tixed  at  least  as  early  as  that  period."  .  Now,  the 
se  before  the  Commissioner  was  that  of  conversations  and 
clarations,  not  of  an  invention  to  be  embodied,  of  a  machine 
reeled  to  be  made  accordingly,  but  relating  exclusively  to  a  pen 
d  pencil  which  had  then  been  made  and  perfected.  They 
lated  entirely  to  that  as  the  ultimate  lact,  and  not  one  word  is 
pressly  said  about  an  unexecuted  plan  of  an  invention.  This 
ichine  was  the  thing — the  perfected  thing — including  all  that 
e  conversations  and  declarations  meant.  It  was  not  produced, 
r  was  its  non- production  accounted  for.    Can  this  be  considered 

immaterial  in  the  application  of  the  rule  stated  in  the  case  just 
uded  to?  Can  the  evidence  so  leading  to  the  proof  of  its  prin- 
>al  object — the  making  of  the  machine — be  so  separated  and 
itricted  as  to  be  admissible  to  prove  the  invention  unexecuted, 
d  not  so  to  show  that  it  was  made  and  perfected  ?  These 
opositions  embrace  the  objections  stated  in  the  third  reason  of 
peal. 

To  support  this  position  he  relies  on  the  rule  that  the  best  evi- 
nce which  thenatureof  the  case  admits  of  ought  to  be  produced, 

before  mentioned  ;  and  he  refers  to  a  case  decided  by  Judge 
oodbury — Allen  v.  Blunt,  2  Woodbury  &  Minot's  Reports,  p. 
Q — in  which  case  the  judge  expresses  himself  in  this  language : 
Another  question  thus  arose,  and  was  decided  by  the  court, 
lether  the  defendant  had  offered  to  the  court,  not  the  jury,  sat- 
ictory  proof  to  justify  it  in  point  of  law  in  the  admission  of  parol 
idence  to  the  jury  of  the  contents  of  that  letter  and  drawings. 
)thing  had  been  offered  to  the  jury  to  weigh  on  this  point,  and 
thing  could  be  by  law,  except  the  original  letter  itse.lf  and  the 
iwings,  until  proof  was  furnished  to  the  court  that  they  had 
m  lost  or  had  gone  into  the  plaintiff's  custody."  And  the 
Ige  says  nobody  testified  to  these  last  facts.  This  ruling,  the 
ige  says,  rests  on  the  familiar  principle  that  a  resort  will  not  as 
jeneral  rule  be  allowed  to  parol  or  secondary  evidence  of  a 
t  when  written  or  higher  evidence  exists  and  may  be  obtained. 
3n  the  other  side  it  is  contended  that  the  rule  is  not  applicable 
this  case;  that  the  machine,  not  produced,  is  neither  written 
r  higher  evidence;  and  this,  in  a  technical  sense,  I  incline  to 
nk  is  true,  because  it  is  not  to  be  understood  that  this  rule 
|uires  the  strongest  possible  assurance  of  the  matter  in  question. 
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But  it  may  not  be  improper,  though  somewhat  in  anticipation, 
state,  in  this  connection,  the  rule  that  no  evidence  of  a  natu 
merely  substitutionary  shall  be  received  when  the  original  ■ 
primary  evidence  is  producible ;  that  mere  inference  or  presum 
tion  will  not  be  allowed  to  be  acted  upon  which  may  mislea 
when  it  is  in  tfie  power  of  the  party  to  supply  certainty  of  ti 
fact  by  express  original  evidence.  To  illustrate  the  idea  by ; 
example  put  in  one  of  the  books  :  "  Here  is  a  person  who  can  ti 
you  to  an  absolute  certainty  the  feet  as  to  the  delivery,  but  I  w 
not  call  him,  and  yet  I  will  desire  you  to  presume  a  personal  ai 
open  delivery  to  him." 

This  rule  applies  emphatically  to  the  next  part  of  the  evidem 
to  be  considered,  to  which  the  same  objection  on  the  ground 
inadmissibility  was  made,  and  that  was  the  question  and  ansue 
respecting  the  Exhibit  "G."  The  witness  is  directed  to  look 
said  model  of  a  pen  and  pencil  case,  and  state  how  that  corrc 
ponds  with  the  pen  and  pencil  case  which  he  had  stated  Hie! 
described  to  him  in  December,  1845.     He  answered:  "Itistl 

To  the  next  interrogatory,  which  asks  him  to  state  whelher 
not  Mr.  Hicks  then  so  described  that  pen  and  jiencil  case  th 
witness  could  have  constructed  it  from  the  description  which  1 
gave  him,  he  answers  he  did. 

The  next  interrogatory  is,  ' '  Whether  or  not  there  was  any  pc 
tion  of  that  pen  and  pencil  case  which  witness  did  not  well  undc 
stand,  after  Mr.  Hicks  gave  him  the  description  which  he  h 
stated."     His  answer  is,  "No.  sir;  there  was  not." 

It  is  not  pretended  that  the  model  shown  to  him  is  the  origir 
model  described  in  the  conversations  and  declarations  betwe 
him  and  Hicks.  That  was  not  produced,  nor  the  pen  and  pen 
described  in  the  specification.  He  never  saw  the  original,  n 
had  he  any  personal  knowledge  of  it ;  it  would  be,  therefoi 
matter  of  opinion  only.  Witness  is  not  an  expert,  and,  if  he  w; 
he  could  not  be  called  for  the  purpose  of  this  point  of  evidence  1 
a  party  who  has  the  original  and  refuses  to  produce  it.  To  adn 
such  evidence  would,  in  principle,  be  a  violation  of  the  rule  th 
no  evidence  of  a  copy,  though  sworn  to,  is  admissible  until  pre 
has  been  given  that  the  original  cannot  be  produced.  For  tht 
reasons  1  think  the  objection  ought  to  be  susuined. 
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-laving  said  so  much  with  respect  to  the  objections  on  the 
mnd  of  the  admissibility  of  the  evidence,  for  the  purpose  of 
isidering  the  effect  of  that  part  of  the  testimony  first  alluded  to, 
the  admissibility  be  conceded,  and  that  the  conversations  and 
:larations,  if  truly  stated,  formed  a  part  of  the  res  gests,  and 
re  not  a  -mere  substitution,  but  original  evidence,  though  a 
ection  of  weaker  for  stronger  proof,  and  legally  capable  of 
ng  separated  to  prove  the  invention,  though  not  admissible  ■ 
proving  the  machine, —  to  be  brought  within  the  rule  as  laid 
wn  by  the  judge,  such  conversations  and  declarations  must  state 
it  he  made  the  invention  as  stated  in  the  specification,  describ- 
[  its  details  and  explaining  its  operations  in  order  to  be  deemed 
assertion  of  his  right,  at  that  time,  as  an  inventor  to  the  extent 
the  fects  and  details  which  he  then  makes  known. 
Dn  the  part  of  the  appellant,  the  reality  of  the  transaction  as 
ted  is  denied;  and  he  has  produced  witnesses  to  prove  the 
probability  that  such  an  explanation  did  take  place,  and  one 
o  proved  that  in  September,  1853,  in  a  conversation  which  he 
d  with  Mr.  Hicks,  said  Hicks  told  him  that  he  had  made  his 
■ention  a  year  ago  (1852)  ;  in  addition  to  which  are  urged  the 
ending  circumstances  as  raising  strong  presumptions  against 
;  truth  thereof— as  his  not  having  shown  the  pen  and  pencil  to 
;  witness  whom  he  made  his  confidant  at  that  Or  at  any  other 
le,  although  the  witness  was  a  constant  visitor  at  his  house, 
ere  he  had  it,  before  and  long  after  the  time  of  said  explana- 
ns ;  the  transient  nature  of  the  conversations  and  the  lapse 
time  which  had  taken  place  before  the  witness  was  called  on 
state  them  ;  and  also  that  while  the  pen  and  pencil  had  been 
de  and  perfected,  he  made  no  application  for  a  patent  for  eight 
ITS.  Nor  is  there  any  proof  of  his  having  during  the  interval 
■A  it,  or  shown  it,  or  spoken  of  it  to  any  one  of  those  about  the 
)p  in  which  he  worked,  and  without  any  apparent  reason  for 
s  strange  silence  and  inaction. 

rhese  circumstances,  added  to  what  the  witnesses  have  said, 
tainly  present  strong  conflicting  evidence  as  to  the  accuracy  of 
oral  statement  of  the  explanations  of  Hicks  by  Mitchell,  the 
ness,  and  of  the  truth  of  the  declarations,  if  so  stated.  Again, 
;  contended  that  if  the  testimony  is  admissible  and  true  in  (act, 
pen  and  pencil  so  described  is  substantially  different  from  that 
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described  and  claimed  in  the  specification  as  the  invention  c 
Hicks,  To  support  this,  in  addition  to  the  other  evidence  offered 
the  appellant  relies  on  the  explanations  of  the  examiner  mad 
before  the  judge.  What  he  said  on  that  occasion  has  already  bee 
.  stated ;  and  it  will  be  found  in  substance  to  consist  in  stating  whs 
are  the  substantial  and  indispensable  features  in  the  plan  or  devic 
of  the  pen  and  pencil  case,  as  described  and  claimed  by  the  speci 
fication  of  the  appellee,  upon  a  comparison  of  which  with  tha 
described  by  the  witness,  Mitchell,  as  the  declarations  or  expla 
nations  of  Hiclcs,  it  will  be  found  that  there  are  a  number  of  im 
portant  deficiencies,  as,  for  instance,  in  stating  a  less  number  < 
longitudinal  slants ;  in  the  omissions  to  state  the  proportions 
relative  distances,  and  length  of  the  parts;  in  failing  sufficient! 
to  state  the  peculiar  device  constituting  the  principle  to  produc 
the  alternate  pushing  out  of  the  pen  whilst  the  pencil  is  retainer 
and  in  like  manner  of  retaining  the  pen  whilst  the  pencil  is  pushe 
out ;  there  are  also  other  important  defects.  This  is  the  stale  t 
that  part  of  the  evidence,  I  have  determined  the  other  pai 
respecting  the  Exhibit  "C"  to  be  inadmissible.  The  decisio 
must,  therefore,  depend  upon  that  part  of  the  evidence. 

The  law,  as  before  stated,  as  laid  down  by  the  court,  is  that  th 
party's  "  conversations  and  declarations  stating  that  he  had  mad 
an  invention,  and  describing  its  details  and  explaining  its  open 
tions,  are  properly  to  be  deemed  an  assertion  of  his  right,  at  th; 
time,  as  an  inventor  to  the  extent  of  the  facts  and  details  whic 
he  then  makes  known."  The  witness  (as  he  states)  might  hav 
been  enabled  to  have  made  a  pen  and  pencil  case  according  t 
the  description  given,  but  I  am  not  satisfied  that  he  could  hav 
made  from  it  the  pen  and  pencil  described  in  the  specification. 

The  application  of  John  Richardson,  as  before  stated,  was  file 
on  the  20th  of  October,  1853,  One  of  his  witnesses  testifies  tha 
he  saw  the  pencil  case  in  June,  1847.  Others  testify  to  seeing  0 
working  on  the  models  of  the  pen  and  pencil  cases  in  question  a 
later  periods  during  the  year  1847,  and  that  he  was  engaged  dili 
gently  for  years  afterwards  in  endeavoring  to  make  his  pen  am 
pencil  case  more  perfect.  His  evidence  proves  beyond  a  doub 
that  he  was  the  inventor  as  early  as  the  above-stated  period. 

It  will  be  observed  that  an  effort  has  been  made  in  this  case  n 
sustain  the  issue  on  the  part  of  the  appellee  by  his  own  dedara 
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ns,  and  those  made  not  even  on  oath.  1  have  already  stated 
lat  I  consider  the  proi>er  limits  of  that  kind  of  testimony,  and 

this,  as  well  as  on  every  other  occasion  which  requires  it,  I 
ili  feel  myself  bound  by  the  same  principles.  This  I  think  will 
necessary  as  a  guard  against  the  great  evil  which  would  grow 
t  of  a  departure  from  that  most  beneficial  and  fundamental  rule 
ich  excludes  a  party  from  giving  evidence  in  his  own  cause. 
[n  conclusion,  from  what  has  been  said  I  am  of  opinion,  and  do 
decide,  that  the  Commissioner  erred  in  determining,  on  the 
je  of  this  case,  that  the  said  William  S.  Hicks  was  the  prior 
entor  of  the  pen  and  pencil  case,  and  that  he  was  entitled  to  a 
ent  therefor;  on  the  contrary,  I  think,  and  do  so  decide,  that 

said  John  Richardson  is  the  prior  inventor  of.  the  pen  and 
icil  case,  as  described  in  his  specification,  and  that  a  patent 
le  to  him  accordingly. 

r.  H.  Watson,  for  the  appellant. 

Examiner  Peale,  for  the  Commissioner. 


William  Bell,  Appellant, 


James  Seneca  Hill,  Appellee.     Interference. 

of  witnesses  respecting  liie  operalivenesa  or  n  mnchine  wbicli  the}'  have 
tested  will  be  largely  nlTecteil  by  the  purlieu larily  with  which  they  detail 
the  circumstAnces  connected  with  their  experiments  and  the  manner  in 
which  they  were  conducted, 

-HACHiNB  PBODDOID  IN  conBT. — When  the  machine  itaelf  is  produccil  in 
court,  and  Tisibly  operates  in  the  manner  described,  that  fact  will  outweigh 
the  evidence  of  witnesses  who  testify,  without  specifying  the  circumstances, 
that  thej  tested  the  machine  and  found  that  it  would  not  work. 

)re  MoRSiLi.,  J.,  District  of  Columbia,  Octohor,  IR-'i-t.! 
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Opinion  of  tbe  court. 

MORSELL,  J. 

On  the  25th  of  May,  1853,  William  Bell  filed  his  petition  in  tl 
Patent  Office  for  a  patent  for  his  invention  for  "an  improveme 
in  lamp  caps." 

The  Commissioner  being  of  opinion  that  the  patent  thus  applie 
for  would  inlerfere  with  an  application  made  by  James  Seneca  H 
on  the  27th  of  January,  1853,  ^"'^  afterwards  amended,  gave  ni 
dee  thereof  to  the  parties,  who  were  allowed  to  produce  the 
testimony  ;  and  upon  due  hearing  and  trial  of  said  issue  befoi 
him  on  the  i6th  day  of  March,  1854,  he  decided  that  the  sai 
Hill  was  the  original  and  first  inventor  of  the  said  improvemen 
and  refused  letters- patent  to  the  said  Bell.  From  this  decisio 
Mr.  Bell  has  appealed,  and  the  question  is  now  submitted  to  m 
upon  written  ailment. 

The  Commissioner  hss  furnished  a  certificate  in  writing  of  tl; 
reasons  of  his  opinion  and  decision,  and  Mr.  Bell  hath  filed  h 
reasons  of  appeal.  They  are  five  in  nuipber,  but  it  is  thougl 
the  first  two  cover  the  whole  ground  of  the  controversy. 

The  first  is,  ' '  that  the  Commissioner  erred  in  deciding  prioril 
of  invention  in  Hill,  who  could  only  at  farthest  prove  his  invei 
tion  to  some  time  in  September,  1852,  when  Bell  clearly  prov* 
the  invention  back  to  May,  1S52,  and  actually  had  models  shot 
ing  the  features  in  controversy  in  the  Patent  Office  on  the  9 
of  August,  1852."  Second.  Because  the  Commissioner  alleg 
that  Bell' s  invention  was  valueless,  for  the  reason  that  no  provisii 
is  made  for  the  escape  of  the  air  from  the  chamber  while  it  is  beii 
filled,  when  it  can,  and  wc  are  prepared  to  show  that  it  can, 
filled  without  the  air  chamber,  notwithstanding  the  expert  tes 
mony  adduced  by  Hill,  which  must  yield  to  occular  demonstratio 
and  because  one  of  Bell's  models,  received  and  acknowledged  1 
the  Patent  Office  on  the  gth  of  August,  1852,  shows  that  he  h 
air-slots  or  holes  in  it,  which  were  afterwards  soldered  up  becau 
they  were  too  large. 

The  reasons  for  the  Commissioner's  opinion,  as  stated  by  hii 
self,  are  that  "  the  evidence  shows  that  the  safety-chamber,  in  o 
shape,  was  first  invented  by  Bell.  Had  he  claimed  the  foi 
described  by  his  witness,  the  priority  would  have  been  award 
to  him ;  but  that  form  seems  valueless,  for  the  reason  that  no  pi 
vision  is  made  for  the  escape  of  the  air  from  the  chamber  whiit 
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wing  tilled,  and  there  is  nothing  to  show  that  he  ever  con- 
ved  the  idea  of  remedying  this  difficulty  until  long  after  Hill 
i  made  the  discovery  ;  that  contrivance  seems  the  most  ma-  ' 
ial  portion  of  the  invention. 

t  is  true  that  Bell  only  claimed  to  be  experimenting;  and 
zing  been  the  first  to  communicate  it,  if  he  had  without  negli- 
ice  or  delay  prosecuted  those  experiments  till  the  discovery 
?  consummated,  he  might  have  claimed  priority,  notwithstand- 

HiSl,  who  commenced  subsequently,  m^ht  have  completed  his 
enCion  first.  But  such  a  position  is  untenable  in  the  present 
ance,  from  the  fact  that  the  testimony  shows  pretty  clearly 
t  Bell  borrowed  the  idea  from  Hill.     He  inquired  of  one  of 

witnesses  the  purpose  of  the  small  side-chamber  which  he 
c  claims  and  which  Hill  had  long  before  invented.  He  also 
:ed  at  another  time  that  the  two  inventions  did  not  interfere. 
i  Connnissioner  says  in  conchision :  "  I  am  of  opinion  that  on 

interferii^  claims  aB  they  are  now  presented  Hill  was  the 
t  inventor. ' ' 

n  his  specification.  Bell  states :  "  I  do  not  claim  the  use  of  wire- 
ze  or  perft>rBted  tin  for  the  purpose  of  preventing  the 
>losion  of  spirit-lamps ;  but  what  I  do  claim  as  new,  and  desire 
ecure  by  letters- patent,  is  the  perforation  in  the  lamp-cap,  in 
ibmation  with  the  short  chamber,  of  perforated  tin,  wire-gauze, 
)ther  analogous  contrivance,  by  vrfiich  means  the  lamp  may  be 
d  without  removing  the  cap,  and  the  spirit  within  the  lamp 
/  be  protected  from  igniting  when  the  lamp  is  filled  without 
use  .of  the  double  cylinder  of  wire-gauze  or  perforated  sheet- 
ai  as  heretofore  employed.  Second.  I  claim- constructing  the 
p-tubes  with  a  band  either  above  or  below  the  lamp-cap  in 

macner  and  for  the  purpose  substantially  as  set  forth. 
rd.  I  claim  the  rings  C,  in  combination  with  the  stops  D,  for 
purpose  of  securing  the  extii^uishers  J^  to  the  tubes  without 

necessity  of  employing  chains  for  the  purpose,  of  such  a 
^h  as  to  become  entangled  with  each,  or  to  swing  about  when 
lamp  is  in  the  hand." 

[ill,  in  his  specification,  says:  "  I  would  remark  that  I  herein 
no  claim  to  the  invention  of  the  application  to  a  lamp  of  a 
:-gaiize  or  perforated  safety- chamber,  such  as  will  permit  the 
«3 
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introduction  of  liquid  through  it  and  into  a  lamp,  and  preveni 
the  passage  of  flame  into  such  liquid,  such  chamber  being  made 
to  extend  into  the  lamp.  Nor  do  I  claim  the  arrangement  of  such 
chamber  entirely  aside  and  independent  from,  and  not  made  lo 
surround,  the  wick -tubes,  as  such  arrangement  appears  in  what  is 
termed  Bell's  safety-lamp.  Nor  do  I  claim  any  arrangement  of 
the  safety -chamber  and  wick-tubes  in  which,  in  order  to  fill  or 
supply  the  lamp  with  the  combustible  fluid,  they  must  first  be 
wholly  or  partially  removed  from  it.  But  what  I  do  claim  as  my 
invention  is  my  improvement  above  specified,  the  same  consisting 
in  arranging  the  wick-tube  or  holder  within  the  safety-chamber, 
and  attaching  or  immovably  fixing  such  wick-tube  or  holder 
directly  to  the  sides  of  the  safety-chamber,  and  attaching  or 
immovably  fixing  such  wick-tube  or  holder  directly  to  the  ades 
of  the  safety-chamber,  by  arms  or  other  equivalent  devices,  in 
combination  with  making  the  screw-cover  g  of  the  safety- chamber 
independent  of,  and  to  freely  rotate  concentrically  around,  the  said 
wick-tube  or  holder,  whereby  1  am  enabled  to  secure  to  the  lamp 
important  advantages  as  specified ;  that  is  to  say,  to  render  it 
capable  of  being  filled  through  its  safety -chamber  without  in  any 
way  disturbing  or  first  removing  the  wick  or  any  portion  thereof, 
as  described.  And  in  combination  with  the  wick-tube y,  arranged 
and  applied  to  the  safety- chamber  as  above  set  forth,  I  claim  the 
secondary  tube  i  and  two  or  more  branch  tubes  kk,  or  their 
equivalents,  extended  from  it,  the  same  being  to  enable  a  person 
to  make  use  of  two  or  more  wicks,  as  stated." 

It  appears  to  me  from  the  aforegoing  statement  that  so  far  as 
the  decision  of  the  controversy  brought  up  by  this  appeal  is  con- 
cerned, the  question  may  be  narrowed  down  to  a  single  point. 
Bell's  invention,  as  alluded  to  by  the  Commissioner,  when  he 
says  "the  safety  chamber  in  one  shape  was  first  invented  by  Bell," 
according  to  Bell's  statement  of  it,  is  so  constructed  that  the  lamp 
may  be  filled  without  disturbing  the  wick.  The  question,  then,  '^. 
whether  this  lamp  can  be  filled  through  the  safety-chamber 
without  the  air-tube  or  a  provision  being  made  for  the  escape  of 
the  air  from  the  chamber  while  the  lamp  is  so  being  filled.  It  is 
believed  that  if  the  Commissioner  could  have  been  satisfied  from 
the  evidence  affirmatively,  his  decision  would  have  been  other- 
wise.    On  the  part  of  the  appellee,  it  is  contended  that  it  could 
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t,  and  hence  his  device  for  that  purpose.  The  inference  from 
;  evidence,  as  stated  by  the  Commissioner,  is  that  Bell  thought 
necessary,  and  borrowed  the  idea  from  Hill ;  that  he  inquired 
one  of  the  witnesses  the  purpose  of  the  small  side-chamber 
lich  Bell  now  claims.  This  inference  the  appellant  repels  by 
awing  that  one  of  the  models  deposited  by  Bell  in  the  Patent 
fice  on  the  gth  of  August,  1852,  several  weeks  before  the  date 
Hill's  invention,  shows  that  the  air -vents  were  known  to  Bell, 

that  he  had  them  on  one  of  his  lamp-caps,  and  afterwards 
dered  them  up  as  being  of  no  importance. 

A  witness  on  the  part  of  the  appellee  says  that  without  the  cuts 
slits  in  the  sides  of  the  tube  at  its  top,  to  allow  the  escape  of 

from  the  lamp,  the  reservoir  of  the  lamp  could  not  be  filled, 
any  considerable  part  of  the  reservoir  be  filled,  while  the  wicks 
re  in  the  wick -tubes.  He  says  that  he  has  tried  the  exper- 
iat,  and  finds  the  air  chokes  and  causes  the  fluid  to  run  over 
ess  the  air  is  allowed  to  escape  through  some  holes, 
dr.  Skinner,  a  witness  on  the  part  of  the  appellant,  says  he  saw 
imp-top,  of  which  Bell  claimed  to  be  the  inventor,  in  the  month 
May,  1S52.  He  describes  the  lamp,  and  identifies  the  one 
wn  him  on  this  examination  to  be  the  one.  He  says  he  sees 
I  points  of  difference  in  the  lamp-top — one  is  the  absence  of 

two  tubes  through  which  the  wick  goes,  and  the  other  is 
t  the  wire-gauze  has  been  removed  from  the  tube  through 
ch  the  lamp  is  filled.  He  cannot  say  as  to  the  perforation  in 
stopper.  To  the  second  cross -interrogatory,  he  answers  that 
lid  not  see  the  lamp  filled  through  the  tube  having  a  gauze 
lered  to  its  bottom,  the  tubes  at  the  same  time  being  sup- 
d  with  wicks.  He  is  asked  by  the  same  party  whether  he 
poses  a  lamp  thus  constructed  as  described  would  be  capable 
eing  supplied  with  fluid.  He  answers  r  "  Yes,  I  know  it  could 
In  answer  to  the  next  cross -interrogatory,  "  How  could  the 
rithin  the  reservoir  of  the  lamp  escape  when  the  gauze  bottom 
le  tube  was  covered  with  the  fluid,  in  the  act  of  attempting  to 
iuch  reservoir,"  he  answers,  "  I  do  not  know  anything  about 
■  simply  know  that  the  lamp  I  have,  which  is  constructed 
ntially  on  the  same  principles,  fills  that  way."  There  was  no 
lear  the  top  of  the  tube,  to  his  knowledge, 
nother  witness,  William  G.  Cambridge,  says  he  saw  the  lamp- 
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top  of  which  Bell  claimed  to  be  the  inventor  in  the  spring  ol 
1S52,  and  gives  a  descriptian ;  that  he  filled  through  the  top  b) 
means  of  a  tube  which  extended  about  tlu-ee-quarters  of  an  incli 
or  an  inch  into  the  lamp.  The  bottom  of  the  tube  was  covoh! 
with  gauze-wice.  The  stop|>er  or  cap  of  the  tube  went  on  wht 
a  acxen.  He  identities  the  capas  the  one  exhibited  in  1852.  H< 
also  answers  to  a  craaB-iotem^iatDrythakt  he  did  not  see  that  lamf 
tilled,  but  that  he  does  not  doubt  that  it  could  be  so  filled. 

He  is  asked,  imder  such  drcu instances  how  could  the  aii 
escape ;  and  answers,  that  be  docs  not  underBtand  the  philosoph} 
of  the  thing,  but  is  satisfied  that  if  the  noide  of  the  latnp-fiUei 
did  not  mtirdy  fin  the  tube,  that  the  air  would  pass  out.  Ui 
is  further  asked,  though  the  nozzle  did  not  do  so:,  whether  dii 
fluid  fiUit^  it  would  not  have  the  same  eflect:  AiEwer:  "Fnui 
experiments  whidi  I  have  made  in  filhng  the  sbot-lainp,  1  skmlt 
think  not,  if  the  fluid,  were  turned  in  ^wly  to  commence  with.' 
He  is  further  asked  if  it  would  be  ponible  to  ffl  a  lamp  tfarougl 
sui±  a  tube  without  a  slit  or  some  other  passage  of  air  from  thi 
laaap.  HeatiEwers:  "As  the  nozzle  frequaidy  extends  b^wthi 
slit  while  fillii^.  I  should  think  it  might" 

Ab  the  decision  of  this  issue  depends  so  much  upon  the  tesd 
mony,  I  have  stated  it  more  at  largethan  I  otherwise  shoukl  havi 
done. 

That  there  is  a  conflici  between  tlutt  whicb  !a  stated  I^  erne  0 
the  witnesses  on  the  part  of  the  apppeltee  and  those  on  the  par 
(if  the  appellant  is  certain ;  and  it  Incomes  proper,  thoxibie,  u 
weigh  and  aee  to  whidi  side  the  preponderance  should  be  given 
As  to  character,  the  witnesses  are.  respectable  and.  I  believe, 
inlell^ent ;  nor  do  I  see  anything  to  cause  me  to  doubt  as  tc 
their  fairness ;  the  two  witnesses  especially  on  the  part  of  the 
appellant,  being  clergymen,  should  claim  confidence. 

The  witness  on  the  part  of  Hill  gives  his  opinion  that  the  tub* 
or  vent  for  the  escape  of  the  air  was  esseatialty  neceasaiy — such 
as  that  in  the  invention  of  Hill,  I  presume  he  means— and  that 
the  lamp  with  the  wicks  could  not  be  filled  without.  The  reauns 
he  gives  for  his  opinion  were  that  he  had  tried  the  expenmeai. 
and  found  the  air  to  choke  up  and  cause  the  fhtid  to  run  over, 
unless  the  air  was  allowed  to  escape  throi^  some  boles.  More 
weight  would  have  been  due  to  this  testimony  if  the  wimes  hatl 
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xn  more  particular  in  describing  the  special  circumstances 
ilatiaeio  dicexperaMent  as  to  the  articular  cause  of  the  obstnic- 
QH,  whether  the  failure  was  for  the  want  of  an  air-tube.  The 
ime  with  respect  to  the  "miming  over"  and  to  the  mode  in 
hich  he  attempted  to  pour  the  liquid  in,  especially  as  to  the 
anner  in  which  the  nozzle  of  the  can  was  held  in  its  application 
I  the  mouth  of  the  tube.  It  miight  then  have  been  seen  whether 
le  expecinent  could  be  an^  test  as  applied  to  the  lamp.in  this 
ise. 

Onlhe  part  of  the  appellant,  tiie  witnesses  satisfactDrily  identify 
le  improved  lamp  claimed  as  invented  by  Bell  in  May,  1852; 
id  they  state  that  without  the  particular  provision  alluded  to  for 
ic  escape  of  the  air,  they  had  no  doubt  it  could  be  filled.  And 
e  appeUee,  by  his  own  cross-examinadon,  brings  out  from  them 
e  evidence  of  their  opportunities  of  knowmg  the  fact  that  they 
id  used  simiferfy-  constructed  lamps,  which  in  constant  use  they 
;vcr  had  any  difficulty  in  filling,  and  that  they  had  no  doubt, 
ough  they  had  never  filled  it  or  seen  it  filled,  that  the  specimen 
mp  shown  them  could  be  so  filled.  Here,  then,  are  two  respect- 
ile  witnesses,  who  had  ample  means  of  knowing  from  experience 

the  often -repeated  use  of  the  same  kind  of  lamp  as  respects  this 
lint,  declaring  that  the  thing  was  practicable  and  could  be  done. 

addition  to  which  the  examiner,  in  the  explanations  which  he 
Lve  before  me  on  ^e  accaslon  of  this  trial,  say^s  (ttie  models 
ing  first  identified,  and  the  same  having  been  sent  up  from  the 
ffice  with  the  original  papers  and  evidence  in  this  cause)  that 
e  specimen  lamp  shown  to  him  was  a  proper  exhibit  of  the 
inciple,  and  that  it  could  be  filled  without  any  air-vent  other 
»n  the  wine-gMize  over  the  bottom  of  the  tube. 
1  must  aate,  also,  that  for  my  fuller  satis&ction  I  had  the  exper- 
«nt  made  on  the  occasion  alluded  to,  and  saw  the  said  lamp 
tually  fillfld,  and  of  course  am  convinced  that  it  could  be  done 

contended  for  by  the  appellant;  and  so  believing,  I  am  of 
tnion,  and  do  decide,  that  priority  of  invention  ought  to  be 
arded  to  the  said  appellant,  and  that  letters-patent  ought  to 
ue  to  him  therefor  as  prayed. 

A.  B.  Stoughton,  for  the  appellant. 

R.  H.  Eddy,  for  the  appellee. 
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Edward  L.  Spain  and  Isaac  Fox,  Appellants, 


P.  Gamble  and   John  H.  Gamble,  Appellee 
Interference. 


iMTHBVniINCI — 

Bufficient  to  show  as  ngrainBl  h  uoDtcnding  applicant  that  the  inicnlion  i 
originAl,  and  that  the  inventor  had  nu  nolice  of  tli«  rival  invenlLOD.  1 
law  requires  that  thu  palcatec  should  uot  only  be  an  original  but  the  6 
original  inventor. 

Hechanccal  iquiTALRNT — BOO  AND  iNDLKas  CHAIN. — A  rod  IS  the  knovn  (t|U 
nicnt  of  an  endless  chain  in  macliinerf  when  it  can  be  used  for  Ibe  hi 
purpose  and  to  arcomplieh  the  Bame  effect,  and  they  are  not,  LhrreR 
when  so  used  substantiallj  different. 

iMTtBrtBKNCE — )iATT«H  ci.Aiii«u. — When  two  ajiplicalionfl  are  properly 
iulerference  ,upoii  their  clnima  as  made  it  is  unneccssarj  to  consi' 
whether  there  are  diifeccuceB  between  the  two  machinee  whicli  mi] 
entitle  one  or  the  other  party  to  a  patent  if  tbe  claims  had  htea  |i 
sented  in  a  different  shaiie. 

(Before  Hobbill,  J.,  District  of  Columbia,  January,  185&.) 

Statement  of  the  Case. 

The  patent  issued  to  J.  K.  and  W.  P.  Gamble,  No.  13,2= 
July  17th,  1855.     (See  Patent  Office  Report,  1855,  vol.  2,  pa; 

148.) 

MORSELL,  J. 

The  Commissioner  having  decided  that  the  claims  in  tl 
case  were  interfering  claims,  the  parties  were,  according  to  t 
rules  of  the  Office,  allowed  to  lake  their  testimony  and  pr 
duce  all  their  proofs  before  him  for  the  trial  of  the  issi 
before  him  at  a  day  and  place  of  which  they  were  duly  no' 
fied  ;  and  the  same  being,  with  the  arguments,  duly  submiiie 
the  Commissioner,  on  the  i6th  of  June,  1854,  determined  thi 
upon  an  examination  of  the  testimony  in  this  case,  it  appeari 
that  the  said  J.  K.  and  W.  P.  Gamble  were  the  first  inventors 
the  subject-matter  of  the  present  interference  ;  that  a  patent  voul 
therefore  be  granted  to  them  unless  an  appeal  from  that  decisic 
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Opinion  of  tbe  court. 


vas  taken  on  or  before  the  second  Monday  in  Juljr  then  n«xt. 
rhe  appeal  being  duly  taken,  several  reasons  of  appeal  were 
iled,  the  substance  of  which  appears  to  be  as  follows :  The  first 
irings  into  question  the  truth  of  what  is  stated  on  the  part  of  the 
ppellee  by  his  witnesses  as  to  the  time  (one  day)  in  which  they 
tale  that  the  invention  was  projected  and  perfected.    This  is  said 

0  be  impossible,  being  the  case  of  an  invention  where  the  mech- 
nism  is  involved,  and  where  appellees  were  not  acquainted  with 
nechanics.  Second  and  third,  that  they  (the  appellants)  have 
iroved  by  their  testimony  that  their  discovery  was  as  early  as 
he  15th  of  May,  1853,  and  by  their  own  oath  as  early  as  the  loth 
if  May,  1853,  by  which  time  their  invention  was  perfected  and 
profiles  drawn,  and  that  it  is  superior  in  movement,  simplicity, 
nd  durability  to  that  of  the  Messrs.  Gamble.  Fourth,  that 
lieir  invention  is  superior  to  that  of  the  appellees  in  the  manner 

1  which  the  connections  are  made  with  the  switch  for  moving  it 
y  a  metallic  rod  adjacent  to  the  rail,  resting  on  the  same  sleepers 
nd  above  ground,  with  a  screw  fixture  for  adjusting  the  same, 
fhile  the  appellees'  device  is  placed  beneath  the  track  in  the  road 
etween  the  rails,  moved  by  cog-wheels  and  chains,  which  are 
able  to  sway  and  give,  and  are  not  to  be  relied  upon  with  the 
ime  safety  as  a  rod.  Fifth,  the  expense  of  construction  of  appel- 
ss'  device  is  considerably  more  than  that  of  appellants' ,  Sixth, 
ppellees'  specification  calls  for  a  draw-bridge,  while  appellants' 
<  for  railroad  draw,  pivot  action. 

The  claim  of  the  appellants  set  forth  in  their  specification  as 
ew  and  as  their  own  invention  is  the  self-acting  or  automatic 
peradon  of  the  whole,  and  the  mutual  dependence  of  the  one 
•art  on  the  other,  and  the  apparatus  for  keeping  the  switches 
ecure  in  their  place  after  their  adjustment  to  the  siding,  so  as  to 
irm  a  safety  draw-bridge,  having  for  its  object  the  security  of 
tie  passengers  and  trains  in  all  positions  of  the  draw. 

The  appellees  state  in  their  specification  that  the  nature  of  their 
nvention  consists  of  combining  and  arranging  the  switch-rail 
nd  inclined  siding  with  the  draw-bridge,  whereby  the  switch- 
ails  can  be  unlocked  and  moved  in  connection  with  the  incline<l 
iding,  and  locked  simultaneously  with  the  slightest  opening  of 
he  draw,  and  again  unlocked  and  thrown  in  connection  with  the 
nain  track,  and  locked  simultaneously  with  the  closing  of  the 
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dnw,  or  at  Ac  moment  it  is  cntireLy  closed.  This  comtunatiu 
and  arrange inent  ^  contrivances,  it  inust  be  evident,  render  th< 
draw-bridge  peilecdy  aafe.  Said  arrangement  in  every  respect  i 
self>«djusting.  Th^  abo  say :  ' '  What  we  claim  as  our  invention 
and  desire  to  secure  by  letters- patent,  is  the  contrivances  herei 
described  or  their  equivalents,  so  arranged  and  combined  as  i 
coBstitute  a saiety  railroad  draw-bridge,  substantially  as^etfortti. 

The  Commissioner  has  laid  before  the  judge  his  decision  i 
writing,  with  the  original  papers  and  the  evidence  in  the  cau» 
and  the  same  has  been  submitted  by  the  parties  on  written  argi 
ment.  1  have  given  the  case  a  full  consideration,  and  will  stai 
my  opinion  on  the  various  paints  made  l^  the  reasons  ju: 
alluded  to. 

The  ground  stated  in  the  first  reason  does  not  appear  to  me  t 
be  correct  in  point  of  fact  The  witness  John  Gamble,  St.,  state 
that  on  the  evening  of  the  6th  ofJiday,  1853,  his  son,  J.  K.  Ganibl< 
one  of  Uie  appellees,  came  into  the  counting- bouse  of  the  dept 
nent  and  handed  him  a  newspaper  to  read,  in  which  the  accidei 
to  the  cars  at  the  Norwalk  draw  bridge  on  the  day  be&re  vi 
stated ;  that  while  he  was  reading  it  John  Gamble  and  Williani  i 
Gamble  conversed  togetiier,  and  commenced  making  roug 
drawings  with  chalk  upon  die  counter  in  reference  to  this  matte 
and  thought  that  they  had  discovered  some  plan  wherdiy  sue 
accidents  might  be  avoided.  On  tiie  following  day  they  wei 
drawing  up  the  papers  he  had  before  referred  to — Elxhibit  "B. 
(This  Exhibit  "  B"  appears  to  be  similar  in  its  appearance  ar 
principles  to  the  drawing  filed  in  this  cause.)  The  drawing  wi 
completed  on  the  7tfa  of  May,  and,  with  the  written  speciticatic 
attached  thereto  in  the  handwriting  of  John  K.  Gamble,  vi 
drawn  up  and  read  to  him  on  the  9th  of  May,  1853,  and  w: 
sent  on, the  loth  to  Munn  &  Co,-to  prepare  the  premier  drawing 
and  papers  for  the  Patent  Office.  In  these  facts  he  is  corroborate 
by  Robert  B.  Gamble,  another  witness  produced  on  the  part  < 
the  appellees.  Nothing  is  said  by  them  as  to  the  time  with 
which  the  model  was  constructed.  They  are  unimpeached,  crci: 
ible -witnesses,  and  I  can  perceive  no  sufiideat  reason  to  doul 
the  truth  of  what  they  have  stated  to  have  been  done. 

If,  then,  this  testimony  is  to  be  believed,  it  provfs  the  invcntio 
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)f  the  appellees  to  have  been  discovered  by  them  on  or  before 
hegth  of  May,  i«53.  The  appellant'-s -witnesses  do  not  prove 
heiis  to  have  been  before  the  loth  of  May,  several  days,  of  course, 
nbsequent  to  that  of  -the  appellees.  The  points  raised  by  the 
lecond,  third,  fourth,  and  fifth  reBsons  appear  to  be,  first,  that  the 
nvention  of  the  appellaot  was  original,  and  that  they  had  no 
iQtice  of  that  of  tbe  appellees;  but  thk  is  niot  sufideat  to  entitle 
hem  to  a  patent,  as  the  law  requires  that  they  should  not  only  be 
iriginal,  but  the  first  original  inventors;  second,  that  the  con- 
truction  of  their  machine  b  different  and  superior  to  that  of  the 
ippellees.  It  is  true  there  is  a  difference  in  the  position  and  in 
espect  to  the  rod  and  the  pin  in  the  self-adjustment  of  the  switch 
n  connection  with  the  draw-bridge,  arcjirding  to  their  contriv- 
nce,  and  the  endless  chain  and  lock  of  the  apgKllees ;  but  it  has 
leen  properly  said  by  the  appellees'  counsel  that  a  rod  is  the 
:nown  equivalent  of  an  endless  chain  in  Tnachmery,  where  it  can 
«  used  for  the  same  purpose  and  with  like  effect.  Therefore, 
ccording  to  principles  of  patent  law,  they  are  not  substantially 
lifTerent.  With  respect  to  the  pm  or  lock  in  the  adjustment  of 
he  switch,  there  does  not  appear  any  material  advantage  of  the 
lin  over  the  lock  for  the  purposes  of  their  design.  Whether  the 
ppellaiu's  inadiinety  in. form  and  contrivance  is  superior  to  or 
n  improvement  ujMn  the  iDvention  of  the  appellees,  and  upon 
hat  ground  entitled  to  a  patent  if  the  claim  had  been  presented 
n  a  different  shape  or  not,  it  is  not  necessary  for  me  to  decide 
ipon  the  present  aspect  of  the  caae. 

I  am  tfaerdbre  of  opinion  that  the  decision  ctf  the  Commis- 
ioner  on  eadi  of  the  grounds  stated  by  him  b  correct,  and  ought 
o  be  affirmed,  and  the  same  is  accordingly  hereby  affirmed. 

Wm.  U^.  J/uiiea,  Sor  the  ^ppdlee. 


Nichols  v.  Harris.  [January 


James  R.  Nichols,  Appellant, 


Elbridce  Harris,  Appellee.     Interference. 

JcBiaDTCTZOM — POWBR    O*   roilMIH3IONBB   TO   OBANT    NSW    TRIAL. — WhCD  (ht  dl 

cisinn  of  the  ComoiiteioDcr  was  reverted  by  the  judge  upon  tht  groan 
that  the  depasitionB  of  the  prerailing  party  were  improperly  luken,  it 
competeiit  for  the  Commissioner  to  graot  a  new  trial  to  afford  the  partii 
the  opportunity  of  having  their  Icetimony  fully  and  impartially  taken. 
Ihvrntioh — PRINCIPLE — -BqciTitLCNTa. — The  first  and  original  ioTeaior 
entitled  to  proteulioD  ^^inst  all  other  means  of  carrying  the  piincip 
into  effei:t. 

IdIHTITT     or     INriNT^ONB — BAHI     IM     PRINOIPLI     IHD     RB8DLT.  — When    t< 

machines  are  gubslantially  the  »ame,  sod  Operate  in  the  Bam e  manner 
produce  the  same  result,  they  must  be  in  principle  the  same ;  and  il  is 
be  linderatood  that  irhen  the  results  are  referred  to  as  a  testuftbe  idtnti 
of  the  machines,  the  results  must  be  the  same  in  kiad  though  they  mi 
differ  in  degree. 

(Before  Uobsblc,  J.,  District  of  Columbia,  January,  1856.) 

Statement  of  the  Case. 

The  patent  issued  to  Harris,  No.  12,550,  March  20th,  185 
(See  Patent  Office  Report,  1855,  vol.  4.,  p.  no.) 

MORSELL,  J. 

This  case  was  once  before  brought  before  me  on  appeal,  t 
referring  to  which  {ante,  p.  302)  a  particular  statement  will  appea 
The  objection  stated  and  relied  on  in  the  reasons  of  appeal  w; 
to  the  admissibility  of  the  testimony.  This  objection  wassustaine 
and  the  decision  of  the  Commissioner  based  thereon  reversei 
and  the  case  remanded  for  further  proceeding.  There  was  r 
decision  by  me  on  the  merits  of  the  question,  because  under  su{ 
circumstances  it  was  not  deemed  necessary. 

The  Commissioner  states  in  his  certificate  to  me  that  he  pr 
ceeded  subsequently  to  order  the  testimony  to  be  again  take 
with  full  opportunity  to  both  parties  for  that  purpose,  and  tl 
trial  thereof  was  apjjointed  to  take  place  on  the  third  Monday 
July,  1854;  at  which  time  the  testimony  was  duly  laid  before  hi 
and  the  parties  heard;  on  which  subsequent  occasion  he  says  th 
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le  decided  that  so  far  as  the  parties  do  interfere,  priority  of 
nvcntion  rests  with  Harris,  who  seems  entitled  to  date  as  far 
>aclcas  May  19th,  1853. 

Again,  the  Commissioner  says  :  "It  would  seem  that  the  inter- 
crence  was  declared  on  just  and  sufficient  grounds,  inasmuch  as 
hey  both  claimed  making  and  using  a  metallic  lining  to  glass 
amps  for  burning  camphene.  If  there  be  anything  over  and 
,bove  this  single  idea  appertaining  to  either  party,  such  party 
viJl  be  entitled  to  a  patent  therefor  if,  upon  due  examination,  he 
hall  be  found  to  be  the  original  and  first  inventor  of  the  same." 

This  decision  and  the  reasons  of  appeal,  together  with  all  the 
lapers  and  evidence,  were  again  produced  before  me,  and  the 
ase  submitted  on  written  argument.  The  first  reason  of  appeal 
elates  to  what  is  supposed  to  be  the  eflTect  of  the  reversal  just 
Uuded  to  ;  that  is,  that  it  was  the  duty  of  the  Commissioner  to 
lave  proceeded  in  the  case  by  ordering  a  patent,  according  to  the 
rovisions  of  the  patent  laws,  to  issue  to  the  said  Nichols  for  the 
ivention  claimed  by  him ;  and  that  the  subsequent  rehearing 
'as  illegal,  and  the  decision  founded  on  such  rehearing  void. 
"his  is  a  misapprehension,  as  before  stated.  The  merits  of  the 
ase  were  not  considered;  it  was  not  so  intended.  I  know  of  no 
iile  of  patent  law  that  warrants  such  an  inference.  It  was  sup- 
osed  that,  for  the  ends  of  justice,  an  opportunity  should  be 
tforded  to  the  parties  to  have  their  testimony  fully  and  impar- 
ally  taken.  This  was  thought  to  be  a  matter  of  common  right, 
id  which  on  the  former  occasion  sufficiently  appeared  not  to 
ave  been  done.  The  Commissioner  was,  therefore,  entirely 
arrect  in  making  his  order  to  that  effect. 

The  second  reason  is,  that  upon  the  evidence  it  appears  that 
le  said  Nichols  was  the  first  original  inventor  of  lining  "all  the 
isidc  of  the  reservoir  of  a  glass  lamp  with  metal." 

The  third  reason  is,  that  the  testimony  of  John  Newell,  one  of 
le  appellee's  witnesses,  ought  not  to  have  had  any  weight  with 
le  Commissioner  by  reason  of  the  suspicious  conduct  of  the  wit- 
;ss  in  testifying  on  the  former  trial.  As  it  respects  priority,  the 
tpellant's  evidence  does  not  satisfactorily  prove  his  invention  to 
ive  been  earlier  than  the  15th  of  July,  1852.  The  evidence  on 
le  part  of  the  appellee  shows  his  to  have  been  at  least  as  eariy. 
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it  not  esujier,  tfaan  the  lodi  of  June,  185Z ;  solha  Jhe  onty  que 
tion  isAS  to  the  htterlerenec. 

Emmerson,  a  witness  on  the  part  of  Doctor  Nichois,  desoibi 
the  invention  as  a  cominoii  glass  lamp,  'whicfa  he  asBted  haio 
cutting  off  the  top  of,  tea  the  purpose  of  lining  it  with  mOai. 

Moses  U.  Pearson,  another  witness  on  behalf  of  the  same  parr 
says:  "1  know  of  some  improvements  made  by  James  P.  Nicbol 
Some  time  before  September,  1852,  Doctor  Nichols  brought 
glass  lamp  into  my  shop  with  the  top  broken  off,  and  wanted  n 
to  make  a  linii^  to  iL  I  made  it  at  diat  time  ;  it  was  a  comnu 
glass-stand  lamp.  He  wanted  me  to  make  a  Uniag  to  it.so  that  1 
could  put  the  glass  on  again  which  he  had  broken  aS.  I  mat 
the  lining  to  it  as  well  as  I  could,  but  could  not  make  it  so  th 
the  glass  pieces  would  fit  on  again.  He  said  it  was  of  no  cons 
quence  whether  the  top  fitted  on  it,  although  he  should  like  it : 
th:U  the  top  would  fit  on  agam." 

The  lamp  laid  on  the  shelf  in  the  shop  for  a  number  of  week 
and  he  did  not  come  after  h  during  that  dme.  Witness  suj^oa 
the  reason  he  did  not  come  after  it  was  because  he  had  gone 
the  White  Mountains. 

To  the  fifth  interrogatory  he  says  that  he  did  not  tiank  tfao 
pieces  of  glass  if  produced  would,  widi  the  other  parts  of  the  glai 
have  enth'ely  covered  the  metal,  because  some  of  the  piecs 
glass  were  gone ;  but.  they  would  have  coveicd  it  had  all  t 
pieces  of  glass  been  there.  It  was  the  intention  to  make  the  t 
fit  the  glass ;  but  witnras  could  not  make  it  an  entire  fit,  as  son 
of  the  pieces  of  glass  were  gone.  Had  the  dome  of  the  Ian 
have  been  taken  off  whole  so  that  it  could  have  bcen'put  on  wlu 
again  he  would  have  made  the  lining  fm  it. 

On  the  part  of  the  appellee,  Gardiner  S.  Coffin  descnb 
Harris'  lamp  thus :  The  improvement  was  a  metallic  linii 
inside  of  a  glass  lamp.  He  (Harris)  drew  out  on  a  piece  of  pap 
with  a  pencil  a  description  of  it,  and  gave  witness  to  understa: 
what  the  benefit  was.  Harris  stated  that  in  case  the  lamp  shou 
be  broken  the  fluid  would  not  spill.  He  asked  witness'  opini' 
in  regard  to  iL  A  drawing  of  the  lamp  was  made  on  paper 
Mr.  Harris.  Then  there  was  a  drawing  of  a  metallic  Uniag ;  a 
this  metallic  lining  which  contained  the  fluid  was  to  be  plac 
inside  of  the  glass  part  of  the  lamp  and  cemented,  so  that  in  ca 
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the  lamp  being  broken  die  fluid  would  not  spHl  or  ignite, 
ach  sepacale  part  was  drawn  and  described,  and  corresponded 
ith  the  plan  made  by  Leonani.  He  then  described  it  so  that 
itnesB  coald  have  made  one,  or  caused  one  to  be  made,  iron)  his 
id  description  or  explanation. 

This  witness  is  corroborated  by  Leonard  and  Farewell,  who 
scribe  the  improvement  as  follows  :  Commonglass  lampr  were 

be  made  in  a  different  shape  by  having  them  larger  at  the  top 
an  at  the  bottom — not  oval,  as  ustnrf — (leaving  off  that  part  of 
e  glass — the  oval  part),  and  having  instead  an  oval  metallic  top 
stened  to  an  inner  metallic  lining,  made  so  as  to  drop  into  the 
ass,  to  be  fastened  at  the  top  of  the  glass  by  cement ;  the  cap 
e  same  as  in  other  fluid  lamps.  By  these  means  the  accidents 
am  breaking  the  glass  would  be  prevented. 

It  appears  from  the  specifications  that  the  object  of  both  parties 
as  the  same — namely,  to  guard  against  the  danger  from  the  use 
'  camphene  in  the  common  glass  lamps,  which  both  proposed 
•  effect  by  a  mptallir  lining ;  and  though  neither  the  glass  nor 
le  metallic  lining  (separately)  might  be  deemed  a  patentable 
Lvention,  yatin  their  comlHned  use  it  would  be  otherwise.  The 
'idntce  (setting  aaicfe  the  testimony  of  Newell)  shows  that  the 
leans  used  by  each  of  the  parties  are  so  very  much  alike  in 
[her  respects  that  the  question  is  narrowed  down  to  this,  whether, 
r  the  purpose  stated,  there  is  in  principle  a  difference  between  a 
letallic  dotoe  aod  a  gla«s  dome. 

I  need  only  to  state  what  is  the  well-settled  principle  on  the 
il^ect  to  show  what  must  be  the  condosion:  "The  first  and 
riginal  inventor  is  entitled  to  protection  against  all  other  means 
r  carrying  the  principle  into  effect." 

In  the  case  of  Gray  v.  James,  Peters,  C.  C,  ^94-400,  Wash- 
igtoa,  justice ,  applied,  the  same  doctrine  to  an  improvement  in 
le  act  of  making  nails  by  means  of  a  machine  which  cuts  and 
eads  the  nails  at  one  operation — holding  that  where  two 
lachinos  are  substantially  the  same,  and  operate  in  the  same 
lanner  to  produce  the  same  result,  they  must  be  in  principle  the 
ime ;  and  that  when  the  same  result  is  referred  to  as  the  test,  it 
lust  mean  the  same  kind  of  result,  though  it  may  differ  in 
xtent. 

Governed  by  this  rule,  I  must  come  to  the  conclusion  that  in 
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this  case  the  principle  of  the  invention  in  the  two  lamps  in  ihe 
present  case  is  the  same,  and  that  the  appellee,  being  the  first  and 
original  inventor,  has  the  prior  right,  and  that  the  decision  of  the 
Commissioner  on  all  the  points  of  controversy  in  this  case  ought 
to  be  affirmed, 

Hubbard  &  Pinkerton,  for  the  appellant. 

A.  B.  S/oughlon,  for  the  appellee. 


Walter  Hunt,  Appellant, 


Elias  J.  Howe,  Jr,,  Appellee.     Interference. 

JoamDiCTtON  '  OF  THi  coimiBHioNiR. — The  Commissioner  of  Palwt*  ia  iio» 
vested  with  the  whole  and  onlj  original  Jniiiatory  juriBdiction  that  eiisi: 
up  to  the  granting  and  delivering  or  the  patent. 

Board  or  ixauckihs — itb  juhibdidtion  pibtbibhtid — powiB  or  comiiis- 
BIONSB. — When  the  board  of  examiners  created  hy  the  net  of  IB:<t;  «*; 
aholinlied  by  the  act  of  I8;i9  its  original  jurisdiction  nns  vested  in  lh< 
Conimissioner  and  its  appellnle  Jurisdiction  in  the  chief  justice  of  th< 
District  of  Colombia. 

Power  or  cohhibbiuiiir  flihakt  witbin  ith  Liuira. — It  is  true  thnt  thi 
jurisdiction  of  the  CommlBsioner  of  PnUsnts  is  a  limited  one,  but  it  i 
equally  true  that  it  ie  to  be  understood  not  only  from  what  is  ei)>retsl; 
stated,  but  from  what  ought  necessarily  to  be  inferred,  and  is  as  abiJilut 
within  its  proper  legal  limits  as  n  tribunal  of  general  jurisdiction  would  be 

Public  ube  and  abandonment — comhibbionir  mav  iNTiSTiaATR — dob  fbociu 
iNaa.— The  Commissioner  of  Patents  has  jurisdiction  to  try  and  determin 
the  qucsdona  of  public  use  and  abandonment  arising  in  conueclion  vili 
an  a)>|ilicHtiun  by  due  proeecdingi  suitable  to  the  nature  of  the  inqnirj. 
-Sm — Sh — aKCTioNs  6  and  T,  act  or  1836,  ooNBTRriD.— The  negative  prete<(ui 
Elites  to  a  patent — that  the  invention  has  not  been  in  public  use  or  on  ssli 
Ac— as  mentioned  in  the  sixth  section  of  the  act  of  1836.  are  equally  biodin 
upon  the  Commiasioner  with  the  others  therein  named,  and  are  express! 
submitted  tn  his  etAmination  by  the  opening  provisions  of  sectioD  7  i 
the  same  act. 
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— Su. — Tbe  object  of-  the  last  part  of  the  seventh  section  ap|ie&rs  to  be  (on 
refusal  to  grant  the  patent)  to  direct  a  proceeding  irherebj  the  applicant 
will  be  allowed,  nnder  the  particular  c ire um stances  stated,  to  withdraw 
or  modifj  his  speciGcnlion ;  and  if  be  persists  in  the  latter,  to  give  him 
the  benefit  of  an  appeal  to  a  board  of  examiners.  This  conslrnction  is 
iiece«aar]r  in  order  to  maka  one  pari  of  the  section  consistent  with  the 
other. 
— Sw — HiT  OOHPBL  iTTiNDiiici  Of  wiTKissM. — It  would  Seem  that  the 
Commissioner  has  power  to  compel  the  attendance  nf  witnesses  for  the 
purpose  of  investigating  tbe  questions  of  public  use  and  abandonment 
under  the  clause  of  section  I!,  act  of  1S3!>,  providing  that  the  Commis- 
aioner  shall  have  power  to  make  snch  regnlations  in  respect  of  tbe  taking 
of  evidence  to  he  used  in  contested  cases  before  him  as  maj  be  just  and 
reasonable, 
BLic  usi — 8ICBIT  USB. — A  public  uM,  as  mennt  b?  the  st»tatc,  is  ■  use  in 
public.  The  invention  need  not  be  generally  adopted  by  tbe  public. 
Public  is  not  equivalent  to  general  use,  but  is  dUUnguishcd  from  secret 
use — ^used  in  a  public  manner. 
iBBHr  AXD  ALLOWAKCi — PHiSDHiD  FBOH  CONDUCT. — When  the  machine  of 
a  rival  inventor  has  been  publicly  used  for  years,  with  the  knowledge 
of  the  applicant,  or  of  which  he  might  have  had  knowledge,  he  will  be 
presumed  to  have  acquiesced  in  and  consented  to  such  public  use  of  tbe 
irventioo. 
— Sn-^silb — A  BIN  DON  MB  NT — BBPURCfliSB. — An  Unconditional  sale  by  the 
inventor  himself  of  his  invention,  together  with  a  machine  embodying  the 
invention,  more  than  tea  years  before  tiling  the  applicntion,  and  the  public 
exhibition  of  the  machine  by  tbe  purchaser,  is  conclusive  proof  that  the 
invention  was  in  public  u^e,  with  tbe  consent  and  allowance  of  the 
inreator;  and  he  cannot  then  resume  his  right  to  a  patent  by  the  repur- 
chase  of  such  invention  and  machine. 
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'he  issue  tried  and  decided  by  the  Commissioner  was  upon 
proofs  and  evidence  of  the  respective  patties  produced  before 
I  and  on  the  arguments  of  the  counsel  for  the  parties.  The 
:ter  of  controversy  was  an  interference  declared  between  said 
Iter  Hunt's  invention,  above  stated,  and  the  patented  invention 
the  same  subject  of  said  Elias  Howe,  Jr. 
)n  consideration  of  the  case,  the  Commissioner  was  of  opinion, 
so  decided,  that  said  Hunt  was  not  entitled  to  a  patent,  and 
interference  was  accordingly  dis-solved.  In  stating  the  grounds 
is  opinion,  he  says  that  "in  1846  Howe  obtained  a  patent  for 
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a  sewing  machine,  upon  which  there  have  since  been  many  in 
provements  by  others.  Hunt  now  ciaims  priority  to  all  thes 
upon  the  ground  that  he  invented  the  sewing  machine,  substai 
tially  as  described  in  his  specification,  previous  to  the  inveiiti<: 
by  Howe.  He  proves  that  in  iS34ar  iS^shecontrivedamachii 
by  which  he  actually  effected  hb  purpose  of  sewing  cloih  wii 
considerable  success."  Upon  a  carsfiil  connderation  of  the  test 
mony,  the  Commissioner  says :  "  lam  disposed  to  think  that  I 
had  then  carried  his  invention  to  the  point  of  patentabinty. "  f 
proceeds  to  state  his  reasons  for  thinking  so ;  afier  which  I 
says:  "The  question  then  aHses,  whether  anything  has  sin 
transpired  to  deprive  him  of  this  right.  It  is  contended  by  tl 
counsel  that  an  interference  having  been  dedxred  by  the  Oftc 
nothing  remains  but  the  naked  question  of  priority;  that  tl 
Ofifice  cannot  go  backwards  and  take  up  the  question  of  pater 
ability.  This  is  not  my  understanding,  of  the  law.  The  substa 
tial  question  to  be  decided. is  whether  Hunt. is  entitled  to  a  pater 
If  for  any  cause  he  is  found  .not  to  be  ao,  that  ends  llic  investigabc 
If  this  discovery  is  made  af  arry  thne  before  the  patent  is  issue 
it  will  not  be  too  late  to  withhold  it.  The  proof  that  there  w 
an  earlier  inventor  than  either  Hunt  or  Howe  (though  showii 
that  the  latter  was  no  more  entitled  to  a  patent  than  the  formt 
would  dissQlve  the  interference,  as  it  would  show  that  Hunt  v 
entitled  to  nothing.  And  if  for  any  other  cause  the  testimo 
should  show  that  Hunt  was  noTentitled  to  a  patent,  it  would 
a  useless  waste  of  time  to  proceed  firrther  with  the  imjcstigatic 
Nor  can  I  concur  in  the  opinion  tint  the  Commissioner  of  Paler 
has  no  power  to  decide  upon  questions  of  abandonment.  T 
Patent  Office  should,  if  possible,  make  such  decisions  aa  will 
sustained  by  tbe  courts.  It  is  true  tfage  are:  some"  powers  ex( 
cised  by  the  courts  which  the  Offtce  bu  no  authsrity  m  exe 
but  I  do  not  understand  tbe^ezanination'af  tlie  subjectof  aba 
donment  to  be  necessarily,  in  all.  caaas,  of  this  number."  T 
Commissioner  then  pwcoeads  to  state  tbciaatiuMsa  which  propel 
belong  to  the  court,  and  his  cansCmction  of  the  SBventfa  secti 
oftheactof  1836,  and  particularly  as  a  canse  fornAisiiig  a  p 
ent,  that  the  invention  haK  been  in  public  use  or.  on.  sale  w 
the  applicant's  consent  or  allowance  priorto  the.  applk 
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iuch  a  fact  is  found  to  exist,  he  says  the  Commissioner  is  for- 
)idden  to  grant  the  patent. 

He  notices  the  modification  of  the  rule  made  by  the  seventh 
leetion  of  the  act  of  1 839,  with  its  exception  on  proof  of  abandon- 
Tient  of  such  invention  to  the  public,  or  that  such  purchase,  sale, 
)r  prior  use  has  been  for  more  than  two  years  prior  to  such  appli- 
ation  for  a  patent.  To  all  which  matters  he  says  the  Commis- 
iioner  is  by  law  directed  to  inquire.  The  Commissioner  does  not 
hink  the  patent  can  be  withheld  on  the  ground  of  abandonment 
itrictly.  Mere  lapse  of  time  does  not  evince  that  positive 
ibandonment  of  which  the  Office  can  take  notice;  it  is  not  an 
ibandonment  growing  out  of  public  sale  or  use. 

Again:  "But  when  we  regard  the  sale  to  Arrowsmith  with 
eference  to  the  second  branch  of  the  qualification  contained  in 
he  seventh  section  of  the  act  of  1839,  it  seems  fatal  to  the  claims 
)f  Hunt.  He  made  a  sale  of  his  whole  invention,  securing  a. 
'aluable  consideration  in  return,  and  allowed  some  seventeen 
■ears  to  elapse  before  any  application  was  made  for  a  patent 
ither  by  himself  or  his  assignee.  This  seems  to  bring  the  case 
irithin  the  range  of  the  prohibition  of  the  act  of  1836,  as  modified 
•y  the  act  of  1839.  This  amounts  to  giving  his  consent  that 
he  invention  should  be  publicly  sold  and  used.  Hunt,  by  his 
ale  to  Arrowsmith,  gave  his  consent  that  any  person  or  all  the 
'Orld  might  use  the  invention;  therefore,  it  was  in  public  use  or 
n  sale  with  the  consent  of  the  inventor  and  present  applicant." 

In  the  appeal  from  this  decision  there  were  six  reasons  filed. 
t  is  supposed  the  first,  second,  and  fourth  will  present  all  the 
laterial  points  necessary  to  the  decision  of  the  case,  which  has 
een  submitted  upon  the  Commissioner's  decision  and  the  re- 
aective  arguments  in  writing  of  the  counsel  for  the  respective 
arties. 

The  first  reason  is  ' '  because  the  said  Commissioner  in  arriving 
t  his  said  decision  decided  that  in  cases  of  interference  he  had 
irisdiction,  and  actually  exercised  jurisdiction  over  the  question 
r  abandonment  or  dedication  to  the  public  use.  Second, 
ecause  the  Honorable  Commissioner  in  arriving  at  said  decis- 
■n  decided  that  the  sale  by  Hunt  of  his  invention,  (as  distin- 
iiished  from  the  sale  of  a  practical  machine  or  machines  embrac- 
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ingsaid  invention,  and  for  practical  use  for  the  purpose,)  and  witl 
the  intention  of  procuring  a  patent  therefor  for  the  benefit  of  ih' 
grantee  or  assignee,  was  such  a  sale  as  is  contemplated  in  th 
seventh  section  of  the  statute  of  1836  and  the  seventh  section  c 
the  statute  of  1839 ;  and  being  more  than  two  years  before  appli 
cation  for  letters -patent,  is  an  absolute  bar  to  the  grant  thereol 
Fourth,  Because  the  Honorable  Commissioner  in  arriving  at  hi 
said  decision  decided  that  a  sale  by  said  Hunt  of  his  said  inven 
tion  to  Arrowsmith  was  tantamount  to  giving  his  consent  thf 
any  person  or  all  the  world  might  use  the  same. 

The  first  point  to  be  considered  is  the  question  of  the  Commi! 
sioner's  jurisdiction  to  try  or  determine  the  objection  on  th 
ground  of  abandonment  as  exercised  by  him  in  this  case.  Tti 
substance  of  the  argument  is  that  the  jurisdiction  given  is 
limited  jurisdiction,  and  to  be  confined  to  the  matters  limited  i 
that  branch  of  the  seventh  section  of  the  act  of  Congress  of  iSj* 
chapter  19,  (so  far  as  relates  to  this  subject,)  which  begins  wii 
the  words  "and  if  on  any  such  examination  it  shall  not  appear  1 
the  Commissioner  that  the  same  had  been  invented  or  discovert 
by  any  other  person  in  this  country  prior  to  the  alleged  inventic 
or  discovery  thereof  by  the  applicant,  or  that  it  had  been  patenK 
or  described  in  any  printed  publication  in  this  or  any  forei} 
country,  or  had  been  in  public  use  or  on  sale  with  the  applicant 
consent  or  allowance  prior  to  the  application;  if  the  Commission 
shall  deem  it  to  be  sufficiently  useful  and  important,  it  shall  I 
his  duty  to  issue  a  patent  therefor.  But  whenever  on  such  exan 
nation  it  shall  appear  to  the  Commissioner  that  the  applicant  w 
not  the  original  and  first  inventor  or  discoverer  thereof,  or  th 
any  part  of  that  which  is  claimed  as  new  had  before  been  invente 
or  discovered,  or  patented,  or  described  in  any  publication  in  tl 
or  in  any  foreign  country  as   aforesaid,  or  that  the  descriptii 

*  *  "  he  shall  notify  the  applicant  thereof."  The  argume 
is  that  the  statute  nowhere  gives  such  a  power  expressly,  ai 
that  it  ought  not  to  be  inferred,  because  it  depends  on  the  tes 
mony  of  witnesses  who  could  not  be  compelled  to  attend  ai 
testify ;  that  the  questions  submitted  to  him  are  not  questio 
in  pais. 

There  are  two  classes  of  clauses  in  the  statute — the  one  as 
the  validity  of  a  patent,  the  other  directing  the  Commissioner 
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elation  to  his  duties  and  defining  his  powers.  This  question  of 
irisdiction  depending  upon  a  proper  construction  of  statutes,  the 
ommon  and  settled  rule  must  be  resorted  to,  that  all  statutes  and 
arts  of  statutes  in  pari  materia  are  to  be  taken  together  in 
onstruction. 

The  Commissioner  of  Patents  is  now  vested  with  the  whole  and 
nly  original  initiatory  jurisdiction  that  exists  up  to  the  granting 
nd  delivering  of  the  pwtent.     By  the  act  of  1836,  just  alluded  to, 

mixed  jurisdiction,  partly  appellate  and  partly  original,  was 
ested  in  a  board  of  examiners,  ta  be  composed  of  three  disin- 
:rested  persons,  to  whom  the  applicant  might  appeal.  The 
stute  says  said  board  shall  be  furnished  with  a  certiticate  in 
riting  of  the  opinion  and  decision  of  the  Commissioner,  stating 
le  particular  grounds  of  his  objection  and  the  part  or  parts  of 
le  invention  which  he  considers  as  not  entitled  to  be  patented. 
.nd  the  said  board  shall  give  reasonable  notice  to  the  applicant, 
5  well  as  to  the  Commissioner,  of  the  time  and  place  of  their 
leeting,  that  they  may  have  an  opportunity  of  furnishing  them 
ith  such  facts  and  evidence  as  they  may  deem  necessary  to  a 
St  decision,  who,  if  they  deemed  proper,  might  reverse  the 
vision  of  the  Commissioner. 

When  this  board  became  dissolved  its  original  power  and  juris- 
iction  became  vested  in  the  Commissioner  of  Patents,  and  its 
tpellate  jurisdiction  in  the  chief  justice  of  the  District  of  Colum- 
a.  It  is  true  that  the  Commissioner's  jurisdiction  is  a  limited  one. 
It  it  is  equally  true  that  it  is  to  be  understood,  not  only  from 
hat  is  expressly  stated,  but  from  what  ought  necessarily  to  be 
ferred,  and  is  as  absolute  within  the  proper  l^al  limits  as  a 
ibunal  of  general  jurisdiction  would  be. 

It  is  argued  that  the  power  ought  not  to  be  inferred  in  the 
'esent  instance,  because  it  is  dangerous,  and  because  the  pre- 
mption  is  repelled  by  the  terms  in  the  same  paragraph  begin- 
ng  with  "but,"  &c.  This  posidon  I  do  not  think  correct. 
Iiis  will  appear  from  considering  that  the  monopoly  is  not  a 
alter  of  common  right,  but  purely  of  statutory  grant.  All  the 
ndirions  and  prerequbites  must  be  complied  with  befoi'e  any 
iwer  can  exist  in  the  Commissioner  to  issue  and  deliver  a  patent. 
le  negative  terms  respecting  the  invention — "and  not  at  the 
ne  of  his  application  for  a  patent  in  public  use  or  on  sale  with 
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his  (the  inventor's)  consent  or  allowance" — stand  in  the  san 
category  with  the  requisites  of  the  applicant,  being  a  person  i 
persons  having  discovered  or  invented  a  new  and  useful  art,  m 
chine,  or  composition  of  matter,  or  any  new  and  useful  improv 
ments  on  any  art,  machine,  manufacture,  or  composition  of  matii 
not  known  or  used  by  others  before  his  or  their  discover)- 
invention  thereof,  and  not  at  the  time  of  his  application  for 
patent,  &c.,  a  written  description  of  his  invention,  drawings,  a) 
models, — then,  in  the  language  of  the  statute,  "on  due  procee 
ing  had,  may  grant  a  patent  therefor."  Who  is  to  judge  of  t 
existence  of  these  prerequisites  and  priority  of  invention?  I 
other  person  than  the  Commissioner  is  mentioned,  who  is  to  < 
the  same  according  to  a  due  course  of  proceeding  had  by  him. 

The  object  of  the  seventh  section  seems  to  be  intended  to  poi 
out  the  course  of  proceeding  to  be  pursued  by  the  Commissior 
for  the  purpose  of  ascertaining  by  examination  as  to  the  novel 
and  utility  of  the  invention  as  alleged,  and  as  appears  airea' 
from  a  recital  of  the  clause,  the  allegation  that  "the  said invt 
tion  had  not  been  in  public  use  or  on  sale  with  the  applican 
consent  or  allowance  prior  to  the  application"  is  repeated  a 
expressly  submitted  to  his  examination.  How  could  he  do  tl 
without  possessing  full  and  adequate  jurisdiction  for  the  purpo: 
according  to  the  nature  of  the  inquiry. 

The  object  of  the  last  part  of  the  section  appears  to  be  ( 
refusal  to  grant  the  patent)  to  direct  a  proceeding  whereby  i 
applicant  would  be  allowed  under  the  particular  circumstani 
stated  to  withdraw  or  modify  his  specification.  If  he  persisted 
the  latter,  to  give  him  the  benefit  of  an  appeal  to  aboard  of  eita 
iners.  This  construction  is  necessary,  in  order  to  make  one  p 
of  the  section  consistent  with  the  other. 

It  is  urged  in  the  argument  that  the  Commissioner  has  no  po* 
in  a  trial  of  this  description  to  compel  the  attendance  of  witness 
and  that  it  is  a  subject  for  a  jury.  With  respect  to  the  first  p 
of  the  objection,  it  may  be  answered  that  by  the  act  of  3d  Man 
1839,  section  12,  the  Commissioner  has  the  power  to  make 
such  regulations  in  respect  of  the  taking  of  evidence  to  be  u; 
in  contested  cases  before  him  as  may  be  just  and  reasonable. 
it  should  appear,  therefore,  that  this  is  one  of  that  class,  it  \ 
follow  that  the  right  to  regulate  will  include  the  right  to  coinj: 
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5  to  the  latter  part  of  he  objection,  that  does  by  no  means  fol- 
w.  because  in  a  court  of  law  where,  if  a  suit  for  infringement 
ould  be  brought  on  an  issue  of  this  kind,  it  would  be  proper  to 
bmit  the  contested  facts  to  a  jury,  especially  where  the  intent 
IS  essential  to  the  result.  For  there  the  rule  is  peculiar  to  a  tri- 
inal  constructed  as  a  court  of  law  is  ;  but  suppose  the  suit  to  be 
ch  as  to  be  brought  in  a  court  of  chancery,  in  which  court  there 
no  jury,  that  court  would  certainly  not  be  deprived  of  jurisdic- 
m  for  that  reason ;  neither  ought  the  Commissioner.  The  pro- 
eding  in  this  case  was  had  under  the  eighth  section  of  the  act 

1836,  which  declares  that  whenever  an  application  shall  be 
ide  for  a  patent  which  in  the  opinion  of  the  Commissioner 
)uld  interfere,  &c.,  and  the  Commissioner's  decision,  as  before 
ited,  was  given  upon  the  facts  appearing  on  the  trial.  I  cannot 
rceive  any  sufficient  reason  upon  which  the  objections  to  the 
risdiction  can  be  sustained. 

The  subsequent  reasons  of  appeal  are,  substantially,  that  admit- 
ig  the  jurisdiction,  yet  there  was  no  sufHcient  evidence  of  a 
itutory  bar  to  the  appellant's  title  to  the  grant  of  letters -patent 

declared  by  the  Commissioner. 

The  facts  on  which  this  point  of  the  decision  rests  are,  that  in 
e  year  1834  or  1835  Walter  Hunt,  the  appellant,  invented  the 
wing  machine  in  question,  presenting  the  features  covered  by 
e  claim  upon  which  he  now  applies  for  letters -pa  tent,  and  at 
it  time  constructed  an  experimental  working  machine,  upon 
lich  successful  experiments  were  repeatedly  made,  and  which 
.■ention  was  then  perfected  so  far  forth  as  to  have  entitled  said 
ant  to  letters-patent  if  he  had  then  applied  therefor ;  that  not 
ig  after  the  completion  of  the  invention  said  Hunt  sold  one 
If  thereof  for  a  valuable  consideration  to  Arrowsmith,  and  soon 
er,  for  a  like  valuable  consideration,  sold  to  said  Arrowsmith  the 
tier  half  absolutely  and  without  any  reservation.  On  the  part  of 
e  appellant,  the  facts  are  further  stated  to  be  that  circumstances 
;re  adverse.  Those  engaged  in  the  sewing  business  were  averse 
the  introduction  of  sewing  machines,  and  nothing  could  be  done 
til  the  invention  as  a  source  of  profit  without  a  sufficient  capital 

go  into  the  manufacture  and  use  of  the  machine ;  and  this 
rrowsmith  had  not  at  his  command. 
Such  was  the  case  in  the  condition  of  aflairs  until  in  1846  E. 
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Howe,  Jr.,  obtained  letters-patent  for  a  sewing  machine  involvi 
the  features  claimed  by  Hunt,  and  now  in  dispute.  Hunt  hims 
states  that  there  were  two  or  more  machines  made.  In  18 
Hunt  repurchased  said  invention  and  procured  an  application 
letters  therefor  to  be  filed  in  the  Patent  Office.  In  the  ye; 
t834-'35  one  of  the  machines  alluded  to,  after  the  purchase 
AiTowsmith,  and  whilst  hecontinued  the  sole  owner  of  said  invi 
tion,  was  repeatedly  exhibited  and  worked  in  public  both  in  N 
York  and  in  Baltimore.  The  same  was  freely  exposed  to  oth 
who  were  brought  to  examine  it,  and  no  particular  means  wi 
adopted  to  keep  it  'secret.  Arrowsmith  sold  back  the  inventii 
as  just  stated,  to  Hunt  for  $150.  The  old  machine  itself  he  sold 
Mr.  Dark,  of  the  firm  of  J.  M.  Singer  &  Co.,  for  $100.  1 
proof  in  the  case  also  shows  that  machines  constructed  subst 
tially  upon  the  principles  of  Hunt's  invention  were  made  a 
publicly  used  by  Howe  and  many  others  more  than  two  ye 
before  the  application  for  a  patent  by  the  appellant. 

It  may  have  been  observed  that  the  Commissioner  makes 
decision  to  depend  mainly  upon  the  construction  of  the  seve 
section  of  the  act  of  1836;  that  the  invention  has  been  in  pul 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prioi 
the  application,  and  not  within  the  modification  of  the  rule  m: 
by  the  seventh  section  of  the  act  of  1839,  the  last  paragrapl 
which  is  that  "no  patent  shall  be  held  to  be  invalid  by  reasoi 
such  purchase,  sale,  or  use  prior  to  the  application  for  a  pat 
as  aforesaid,  except  on  proof  of  abandonment  of  such  invent 
to  the  public,  or  that  such  purchase,  sale,  or  prior  use  has  b 
for  more  than  two  years  prior  to  such  application  for  a  paten 
It  was  held  that  the  sale  of  the  invention  to  Arrowsmith  amoun 
to  consent  on  the  part  of  the  inventor  that  all  the  world  mi 
freely  use  and  sell  the  thing.  The  position  taken  in  theargum 
of  the  counsel  for  the  appellant  is  that  there  is  no  proof  that 
invention  or  machine  was  ever  in  public  use  with  the  consen 
Hunt,  the  inventor,  nor  of  Arrowsmith ;  but  that,  on  thecontn 
it  is  clear  that  nothing  of  the  kind  ever  occurred,  but  both 
use  for  two  years  and  the  consent  are  mere  legal  fictions,  not  s 
tained  by  facts — mere  presumptions,  constructive  uses,  and  c 
structivc  assent ;  that  there  was  no  such  intention  on  the  par 
Hunt ;  that  the  assignment  was  made  under  the  authority  of 
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urth  section  of  the  act  of  1793;  and  that  the  assignee  would  be 
ititled  to  the  beneficiary  interest  in  a  patent  to  be  issued  in  the 
ime  of  Hunt.  This  is  tme ;  ' '  and  the  assignee  having  recorded 
le  said  assignment  in  the  office  of  the  Secretary  of  State,  shall 
lereafter  stand  in  the  place  of  the  original  inventor  both  as  to 
ght  and  responsibility." 

No  effect  which  can  be  given  to  this  argument  will  show  the 
ise  to  be  such  as  to  derive  support  from  the  rule  laid  down  in 
le  seventh  section  of  the  act  of  1839,  the  object  of  which  pro- 
sion  was  that  where  the  invention  had  before  the  patent  been 
sed  under  a  license  or  grant  of  the  patentee,  that  license  or  grant, 
2ing  a  purchase  or  sale  or  use  with  the  consent  of  the  patentee, 
ich  purchaser,  &c.,  should  be  protected;  and  that  a  sale  or 
rior  use  from"  or  under  the  inventor,  and  *ith  his  consent  and 
nowledge,  should  not  invalidate  a  subsequent  patent  to  be  granted 
I  such  inventor,  provided  it  were  not  more  than  two  years  from 
le  time  of  the  application  therefor.  This  is  an  exception,  and 
as  intended  to  relieve  the  patentee  from  the  effect  of  the  former 
ws  and  their  construction  by  the  courts.  But  the  acts  or  omis- 
ons  urged  as  a  bar  to  the  title  of  the  inventor  occurred  many 
ore  than  two  years  before  the  application,  and  must  therefore  be 
wemed  by  the  former  laws  and  their  construction  by  the  courts. 
The  sixth  section  of  the  act  of  1836  requires  that  the  invention 
lould  be  new— "not  known  or  used  by  others  before  his  or  their 
gcovery  or  invention  thereof,  and  hot  at  the  time  of  his  appli- 
tion  for  a  patent  in  public  use  or  on  sale  with  his  consent  or 
lowance  as  the  inventor  or  discoverer.' '  These  are  the  conditions 
■escribed,  and  they  must  be  complied  with ;  for,  as  before  said, 
e  monopoly  is  not  of  common  right,  but  dependent  upon  the 
ant  of  the  public.  The  undertaking  on  the  one  part  is  in  con- 
ieradort  of  a  valuable  invention,  to  be  given  up  for  the  benefit 
the  public  by  the  inventor,  on  a  reasonable  term  of  the  exclu- 
de use  of  the  fruits  of  the  invention  to  be  secured  to  him.  His 
th  is  pledged  that  it  is  a  thing  not  known  before ;  that  there 
s  been  no  unnecessary  delay  in  the  application  for  a  patent ; 
at  it  has  not  been  unnecessarily  exposed  to  public  view  ;  that 
e  manufacture,  machine,  or  invention  has  not  been  made  and 
Id,  or  offered  for  sale  to  others,  or  permitted  or  suffered,  without 
iposition,  if  known  ;  otherwise  a  fraud  would  be  practiced  by 
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the  inventor  on  the  public,  and  by  such  means  he  would  ge 
instead  of  a  term  of  fourteen  years,  a  greatly  more  extended  terr 
These  principles,  I  think,  are  clearly  established,  I  think 
necessary  to  state  some  passages  from  the  decision  of  the  cou 
in  the  case  of  Shaw  v.  Cooper,  7  Peters,  319  to  322:  "Tl 
patent  law  was  designed  for  the  public  benefit  as  well  as  for  tl 
benefit  of  inventors.  For  a  valuable  invention  the  public,  on  tl 
inventor's  complying  with  certain  conditions,  gives  him  for 
limited  period  the  profits  arising  from  the  sale  of  the  thii 
invented." 

Again :  "  A  strict  construction  of  the  act  as  it  regards  the  publ 
use  of  an  invention  before  it  is  patented  is  not  only  required  I 
its  letter  and  spirit,  but  also  by  sound  policy.  A  term  of  fourte> 
years  was  deemed  sufficient  for  the  enjoyment  of  an  exclusi' 
right  of  an  invention  by  the  inventor.  But  if  he  may  delay  i 
application  for  his  patent  at  pleasure,  although  his  new  inveniii 
be  carried  into  public  use,  he  may  extend  the  period  beyond  wh 
the  law  intended  to  give  him.  *  •  •  The  doctrine  of  pr 
sumed  acquiescence,  where  the  public  use  is  known  or  might  I 
known  to  the  inventor,  is  the  only  safe  rule  which  can  be  adoptt 
on  this  subject." 

And  now  as  to  the  public  use.  The  substance  of  the  tacts  h. 
already  been  stated.  A  public  use  as  meant  by  the  statute  is 
use  in  public.  It  need  not  be  generally  adopted  by  the  publ! 
Public  is  not  equivalent  to  general,  but  distinguished  from  seer 
use — used  in  a  public  manner.  What  constitutes  proof  of  it  ai 
of  consent  and  allowance  of  the  applicant  for  a  patent  ? 

In  the  same  case  of  Shaw  v.  Cooper  the  rule  is  laid  down 
be  that  a  knowledge  of  such  public  use  or  sale  by  others,  witho 
objection  on  the  part  of  the  inventor  for  assignee),  will  go  i 
towards  raising  the  presumption  of  an  acquiescence,  and  in  son 
cases  will  be  a  sufficient  proof  of  it.  The  question  in  such  cas 
is  as  to  his  consent.  And  if  knowledge  of  the  use  of  his  invent!' 
by  others  is  brought  home  to  him,  and  no  exclusive  right  h 
been  asserted  by  him  against  that  use,  his  silence  will  fumi 
very  strong  evidence  that  he  has  waived  his  right.  If  t 
evidence  shows  a  long  acquiescence  or  a  very  general  use,  it  w 
be  conclusive.  No  particular  lapse  of  time  is  necessary  to 
shown  after  knowledge  and  acquiescence  are  established. 
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The  principles  settled  by  the  aforegoing  cases  I  think  are  appli- 
»bie  to  the  instances  in  which  those  persons,  who  constructed 
iiiichines  upon  substantially  the  same  principles  with  those  of 
iant,  used  them  publicly  for  years  Ijefore  Hunt's  application, 
.nd  within  the  knowledge  of  him  and  his  assignee,  or  of  which 
hey  might  have  had  knowledge.  But  the  evidence  of  the  sale 
ly  Hunt  to  Arrowsmith  for  a  valuable  and  profitable  consider- 
tton,  and  by  Arrowsmith  for  a  like  valuable  consideration  to 
idward  Clark,  of  the  firm  of  Singer  &  Co.,  of  what  remained  of 
he  machine  undestroyed  by  the  fire,  and  the  public  exhibition 
f  the  machine  by  Arrowsmith  in  Baltimore  and  New  York,  as 
ppears  from  the  evidence  in  the  case,  are  facts  still  more  con- 

The  construction  put  upon  the  sale  to  Arrowsmith,  as  to  its 
ITect,  and  the  intent  that  no  permission  was  given  that  it  should 
e  publicly  used,  I  think  is  not  correct.     The  sale  and  transfer 

■as  an  absolute  one,  without  reservation,  by  which  all  right  thereto 
r  use  thereof  became  vested  in  Arrowsmith  and  entirely  out  of 
le  .control  of  Hunt;  and  it  was  therefore  wholly  immaterial 
■hat  might  have  been  the  secret  intent  of  Hunt ;  nor  could  it  at 
le  time  of  the  application  of  the  patent  be  brought  within  the 
iving  provision  of  the  act  of  1839  before  alluded  to.  And  if  thus 
jrred  of  his  title,  according  to  the  principles  of  law  no  repur- 
We  could  enable  him  to  resume  the  right.  To  show  the  legal 
jrrectness  of  these  positions,  in  Shaw  v.  Cooper,  7  Peters,  292, 
I  the  opinion  of  the  court,  it  is  said  by  public  use  is  meant 
ie  in  public ;  that  is  to  say,  if  the  inventor  himself  makes  and 
rlls  the  thing  to  be  used  by  others,  or  it  is  made  by  one  other 
erson  only,  with  his  knowledge  and  without  objection,  before 
is  application  for  a  patent ;  a  fortiori,  if  he  suffers  it  to  get  into 
sneral  use.  At  page  323  :  "Whatever  may  be  the  intention  of 
le  inventor,  if  he  suffers  his  invention  to  go  into  public  use 
irough  any  means  whatsoever  without  an  immediate  assertion  of 
s  right  he  is  not  entitled  to  a  patent ;  nor  will  a  patent  obtained 
ider  such  circumstances  protect  his  right." 

Curtis,  page  347  :  "As  our  law  stood  before  the  year  1839,  if 
le  inventor  sold  to  any  one  who  might  choose  to  buy,  althoufjh 
was  only  a  single  specimen  of  his  invention,  and  sold  for  profit 
1  it  as  an  invention,  such  a  sale  would  be  a  'public  use,'  and 
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the  unlimited  nature  of  the  object  with  which  a  knowledge  of  th' 
invention  was  imparted  would  prevent  him  from  resuming  hi 
exclusive  right  by  a  subsequent  patent,"  (Wood  n.  Zimmer, 
Holt.N.  P.  Rep.,ch.  60.) 

In  Pennock  v.  Dialogue,  a  Peters,  i :  "The  use  here  referrei 
to  has  always  been  understood  to  be  a  public  use,  and  not 
private  or  surreptitious  use  in  fraud  of  the  inventor,"  but 
public  use  by  his  consent,  by  a  sale  by  himself,  or  by  others  »it 
his  acquiescence,  by  which  he  abandons  his  right  or  disables  him 
self  from  complying  with  the  law — it  is  deemed  a  fraud  in  lai 
to  take  out  a  patent  after  such  use. 

I  have  now  given  to  the  points  submitted  to  me  in  this  case  th 
fullest  and  most  careful  consideration  in  my  power.  And  for  th 
reasons  already  stated,  I  am  of  opinion  that  Hunt,  the  appellan 
was  barred  of  his  tide  to  receive  a  patent  for  his  invention  afon 
said,  and  that  the  decision  of  the  Commissioner  in  the  c^se  ougi 
to  be  affirmed. 


IV.  P.  N.  Fitzgerald,  for  the  appellant. 
Joel  Giles,  for  the  appellee. 


Oliver  P.  Drake,  Appellant, 


Charles  Cunningham,  Assignor  to  John  C.  Pedrick,  Ai 
PELLEE.     Interference. 

JuBMUicTioH  or  JUDUK — iPFEAL  BY  PATiNTii. — The  judgs  bM  no  juri^iclii 
to  liear  and  deterratue  any  appciit  on  behalf  uf  a  patentee  ttota  ■  dcciaii 
of  the  Commigaioner  in  favor  of  an  iuterfering  applicant. 

(licfore  UoiiBBLL,  J.,  Oistricl  of  ColumbU,  February,  1855.) 

Morsell,  J. 

This  is  the  case  of  an  appeal  by  a  patentee,  which  is  oppos* 
by  the  appellee  on  the  ground  of  want  of  jurisdiction  in  the  judf 
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o  entertain  an  appeal  from  the  decision  of  the  Commissioner  of 
'atents  in  said  case. 

It  has  been  on  several  occasions  decided,  and  the  question 
nust  now  be  considered  as  settled,  that  the  act  of  Congress  con- 
ers  no  jurisdiction  on  the  judge  to  hear  and  determine  any  appeal 
in  behalf  of  a  patentee  from  a  decision  of  the  Commissioner  of 
'atents  against  his  priority  of  claim,  as  in  the  present  instance. 
rhe  said  appeal  must  therefore  be  dismissed ;  and  the  same  is  so 
ertified  by  me  to  the  Honorable  Commissioner  accordingly,  and 
ill  the  papers  returned. 

R.  H.  Eddy,  for  the  appellant. 

N.  G.  Suethen,  for  the  appellee. 


Stephens    and    Robert   S.  Van   Rensalaer, 
Appellants, 


Elah  C.  Salisbury,  Appellee.     Interference. 

iwLJia  AMD  MODEL  TO  Bl  coNBtTLTiD.— Tbe  drawing  and  model  Hlud  witb  an 
application  &re  to  be  taken  together  in  explanation  of  the  specification. 

ICinCATION  —  LIKIBALLV    OONSTBUEIl HiqCIHIHIIITg     OF. Tbc     COnStrilCtiOH 

vhicb  ongbt  to  be  given  to  the  specificHlion  ehoutit  not  be  too  strict  and 
teehnicaL  The  proper  inquiry  ie,  Has  the  specification  aiibstantially  com- 
plied with  that  which  the  publiu  has  a  right  to  rctfuirii;  has  the  appellee 
Gommuaicated  to  the  public  the  manner  of  carrying  his  invention  into 
elTevt,  so  that  a  akillful  workman  can  carry  into  execution  the  plan  of  the 

FKCT  OK  THK  BCLiB  Of  TBI  OFFicB. — Whatever  maj  be  the  meaning  or  effect 
of  role  1  of  the  Patent  Office  rules,  the  law  must  always  be  looked  to,  and 
whatever  principle  stated  in  the  rules  is  not  found  in  the  provisions  of  Ibc 
law  cannot  be  depended  on. 

UUCTIOn  TO  ACTUAL    HSI — NOT    RiqU[HID    BY    LAW    BBFOBE    PATENT. There    iS 

no  express  requirement  in  tbe  patent  laws  that  an  inventor  shall  reduce 
bis  invention  to  actual  use  before  be  can  obtain  a  patent,  nor  is  tlierc  any 
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time  limit«il  wilhin  which  he  is  to  disclose  his  invention  before  upplicitian 
for  a  patent. 
Dklay  m  FILING  APPLICATION— ABAHDONHKMT.— The  inventor  is  sIlOKcJ  i 
rcasunable  time  within  whii^h  to  mature  hie  invention,  accordiiig  lo  Ihr 
I'ireumstaiicce  of  the  case,  and  liis  right  can  be  afTevteil  by  iiu  hipge  of  liat 
»hort  of  that  which  will  be  sufficient  to  show  an  abaudunmeut  of  bis 
claims,  during  which  time  no  subsequent  inventor,  bowever  origiuHl  ui 
bona  fide,  can  deprive  him  of  his  priori!;. 

MKABL'BI  UF    proof  VARIBB VIHBAL    niSCRlPTION     OF    INTHICATI     DtV[CIS.— TbC 

measure  of  proof  requisite  lo  show  the  date  of  an  invention  ou  an  imue  ol 
priority  de]>end9  upon  Ihe  nature  of  the  invention,  the  capacity  of  tbc  sil- 
nesses,  and  the  distance  of  time.  Where  the  invention  is  complicaltil  <i 
many  parts,  contrivances,  and  devices,  mere  verbal  description  iu«.v  in 
iUBUflident  to  establish  the  priority  of  invention  without,  the  support  71 
contempuraneuus  drawings  or  models. 

rations  of  an  inventor,  slating  that  he  had  made  an  invention,  coupled  ■ill 
a  description  of  its  nature  and  objects,  are  to  be  deemed  as  jwrl  of  the  tt 
^(fc,  and  legitimate  evidence  that  the  invention  was  then  known  10  Aa< 
claimed  b;  him  ;  and  thus  its  origin  may  be  Hied  al  least  as  enrly  an  Ihn 
period.     (PhiEadelphia  and  Trenton  R.  R.  Co.  b.  Stinipson,  14  Peter<.  K'i- 

rbftitiouslt  oBTAiNiD.— The  diligence  referred  to  in  section  La  of  ibf  »t 
of  IH^ii  has  no  application  to  the  case  of  interfering  applicants.  It  applif 
lo  the  case  of  a  prior  inventor  defending  against  a  patent  surreptiliousl 
gratited  to  a  subaequcnt  inventor,  and  directly  onlj  in  such  a  case.  < 
where  it  appears  that  analogous  principles  are  involved,  and  then  only  k 
an  equitalilG  construction  of  the  rule. 

evidenced  by  oral  description,  it  is  not  necessary  that  it  should  be  redutt 
to  the  form  of  drawings  or  models  uutil  the  application  is  filed. 

.  (Before  Mohsell.  J.,  District  of  Columbia,  May,  la^a.) 

Statement  of  the  Case. 

The  rules  of  the  Office  referred  to  in  the  decision  were  as  fc 
lows  (Rules  of  1855): 

"what  will  prevent  the  grant  of  a  patent. 

"  5.  Even  although  the  applicant  has  in  good  faith  actually  mai 
an  invention,  a  patent  therefor  will  not  be  granted  him  if  tl 
whole  or  any  part  of  what  he  claims  as  new  had  before  bei 
patented  or  described  in  any  printed  publication  in  this  or  ai 
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foreign  country,  or  even  if  it  had  before  been  invented  or  discov- 
ered in  this  country,  (act  of  1836,  section  7,)  or  if  he  has  once 
abandoned  his  invention  to  the  public,  or  if  with  his  consent  and 
allowance  it  has  been  for  more  than  two  years  in  public  use  or 
on  sale.     (Act  of  1836,  section  6 ;  act  of  1839,  section  7.) 

"6.  The  mere  fact  of  prior  invention  or  discovery  abroad  will 
not  prevent  the  issue  of  the  patent,  unless  the  invention  has  been 
there  patented  or  described  in  some  printed  publication.  (Act 
of  1836,  section  7  ;  also  act  of  1836,  section  15.) 

"7.  Merely  conceiving  the  idea  of  an  improvement  or  machine 
in  this  country  is  not  such  an  'invention'  or  'discovery'  as  is 
above  contemplated.  The  invention  must  have  been  reduced  to 
a  practical  form,  either  by  construction  of  the  machine  itself  or  of 
a  model  thereof,  or  at  least  by  making  a  full  drawing  of  it,  before 
it  will  prevent  a  subsequent  inventor  from  obtaining  a  patent. 
ISee  Heath  v.  Hildreth  [a«/tf,  p.  12]  and  Perry  v.  Cornell  [an/e, 
p.  65],  decided  by  Judge  Cranch  on  an  appeal  from  the  Commis- 
sioner.)" 

The  patent  issued  to  Elam  Salisbury,  No.  13.364,  July  31st, 
1855.     (For  diagram,  see  Patent  Office  Reports,  1855,  p.  169.) 

F.  Sheppard,  for  Stephens  and  Van  Rensalaer. 

1.  The  case  of  Salisbury  does  not  conform  to  rule  7  of  the 
rules  of  the  Office,  inasmuch  as  the  alleged  invention  was  "  never 
reduced  to  a  practical  form,  either  by  the  construction  of  the 
machine  itself  or  of  a  model  thereof  or  at  least  by  making  a  full 
drawing  of  it ; "  and  the  reason  assigned  by  the  Commissioner  for 
dispensing  with  that  rule  in  this  case  is  insufficient,  because  the 
invention  in  question  consists  of  a  material  structure  or  arrange- 
ment, the  means  of  which  depend  upon  the  connections,  adjust-  ' 
ments,  and  fitness  of  all  the  parts  with  reference  to  each  other, 
ind  upon  other  elements,  which  can  no  more  be  determined  a  priori 
in  this  case  than  in  the  usual  cases  of  mechanical  structure  to 
which  the  Office  applies  the  rule. 

2.  Mere  suggestions,  never  depicted  in  drawings  or  reduced  to 
"ortn  in  a  model  or  machine,  cannot  prejudice  the  rights  of  a 
jiligent  and  independent  inventor  who  has  reduced  the  specu- 
lation to  practice,  developed  the  experiment  into  discovery,  and 
jerfected  that  discovery  by  patient  and  continued  experiments; 


382  Stephens  et  al.  v.  Salisbury. 


who  has  not  only  "proposed"  the  thing,  but  has  actually  acco 
plished  the  resuh  himself,  and  shows  others  how  to  do  it.  (C 
penter  v.  Linton,  Webs.  Patent  Cases,  534 ;  Galloway  v.  Blad 
Webs.  Patent  Cases,  525 ;  Norman  on  Patents,  28 ;  Reed" 
Cutter,  I  Story,  599 ;  Bedford  v.  Hunt,  i  Mason,  305 ;  Curtis 
Patents,  sees.  43  and  47  ;  Goodyear  v.  Day,  a  Wall.,  299.) 

Morsel  L,  J. 

In  the  case  as  tried  before  the  Commissioner  there  was  incluc 
in  the  interference  another  party,  namely,  Henry  Waterman.  I 
in  considering  the  proofs  in  the  case  it  was  thought  that  he  1 
improperly  brought  in,  and  there  is  no  appeal  as  to  him. 

There  have  been  various  reasons  of  appeal  filed,  the  most  i 
terial  of  which  is  to  be  found  under  the  third  general  head,  wh 
I  purpose  first  to  consider.  The  general  proposition  is  that 
Commissioner  erred  in  deciding  the  question  of  priority  in  fa' 
of  the  appellee,  Elam  C.  Salisbury.  The  substance  of  the  pan 
ular  reasons  under  this  head  is :  First.  Because  his  case  does 
conform  to  the  rules  of  the  Office  as  published  (rule  7),  inasmi 
as  the  alleged  invention  was  never  reduced  to  a  practical  foi 
either  by  the  construction  of  the  machine  itself,  or  of  a  mo 
therefor,  or  at  least  by  making  a  full  drawing  of  it.  The  secoiK 
as  to  the  effect  of  William  Davis'  testimony — that  it  does  not  i 
close  a  practicable  invention  or  discovery  which,  under  the 
and  the  circumstances  of  this  case,  can  interfere  with  the  rig 
of  the  appellants,  who  commenced  in  1848  or  1849  to  deve 
their  invention  by  actual  trials  and  experiments.  Third.  That 
appellants  are  original  and  independent  inventors,  who  have  re: 
offered  the  invention  to  the  public  in  a  material,  practicable, : 
useful  embodiment ;  against  such,  the  prior  mental  speculation 
ingenious  men,  and  their  verbal  suggestions,  which  have  remaii 
undeveloped  for  years,  and  have  never  taken  a  determinate  fc 
and  shape,  cannot  legally  avail,  and  ought  not  to,  on  the  groi 
of  public  policy ;  they  are  not  patentable.  Fourth.  The  testim 
of  Davis  is  also  impeached ;  also  because  the  specificatioi 
insufficient,  being  vague  and  indefinite. 

This  last  objection  lies,  as  it  were,  at  the  threshold  of  thee 
troversy,  and  must  be  first  noticed.  It  is  stated  to  cor 
principally  in  the  omission  to  describe  the  kind  of  fixtures 
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which  the  shield  is  to  be  attached  to  the  cars  securely ;  and  that 
IS  to  the  connections  of  the  ends  of  the  cars  and  the  platforms,  no 
»ay  of  effecting  them  is  stated. 

With  the  specification  a  drawing  containing  a  particular  descrip- 
ionoftheappellee'sptan,  and  to  which  he  refers,  and  also  a  model 
:hereof,  were  filed.  These  are  to  be  taken  together  in  explanation 
)f  the  specification.  The  construction  which  ought  to  be  given 
o  the  specification  should  not  be  too  strict  and  technical.  The 
iroper  inquiry  is,  Has  the  specification  substantially  complied  with 
hat  which  the  public  has  a  right  to  require ;  has  the  appellee 
communicated  to  the  public  the  manner  of  carrying  his  invention 
nto  effect,  so  that  a  skillful  workman  can  carry  into  execution  the 
)lan  of  the  inventor?  The  Commissioner  has  thought  it  was 
ufticient ;  and  I  think  it  is  to  be  gathered  from  the  evidence  in 
he  cause  that  it  was  thought  so  by  skillful  engineers,  and  par- 
icularly  in  its  application  on  the  Hudson  River  Railroad  in  the 
nonth  of  [une,  1853, 

With  respect  to  the  other  objections,  the  closing  ailment  of 
he  appellee  before  me  has  reduced  the  points  to  precise  and 
pecific  limits.  The  appellant  says:  "The  appellee  admits  the 
iriority  of  the  appellant  in  the  practical  reduction  of  the  inven- 
ion,  but  contends  that  his  rights  are  saved  notwithstanding,  be- 
ause  he  has  shown  that  he  was  using  due  diligence  in  adapting 
nd  perfecting  his  invention.  He  brings  the  whole  controversy 
iown  to  this  simple  issue,  and  submits  his  case  upon  the  decision 
i  that  issue ;  and  we  [say  the  appellants]  are  willing  to  accept 
lie  issue  thus  offered,  and  let  the  case  be  decided  according  as 
liat  shall  be  determined,"  The  argument  thence  proceeds  to 
leny  in  point  of  (act  that  the  evidence  shows  that  due  diligence 
as  been  used,  or  if  it  does  in  point  of  law,  it  is  inapplicable; 
lat  the  only  provision  on  the  subject  of  due  diligence  is  in  the 
fteenth  section  of  the  act  of  1836,  which  is  intended  lo  apply  to 
case  of  a  patentee's  surreptitiously  or  unjustly  obtaining  a  pat- 
nt  for  that  which  was  in  fact  invented  or  discovered  by  another, 
ho  was  using  reasonable  diligence  in  adapting  and  perfecting 
le  same ;  that  the  thing  must  be  reduced  to  a  practical  and 
sefiil  form — and  this  only  constitutes  the  kind  of  invention  of 
hich  the  law  will  take  cognizance,  and  with  which  it  can  deal ; 
lat  it  is  immaterial  what  inchoate  attempts  or  intellectual  notions 
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Salisbury  was  using;  due  diligence  to  perfect.  His  conversati 
do  not  constitute  invention  or  discovery  in  the  legal  and  statut 
sense  of  the  terms,  and  they  do  not  any  the  more  constitut 
because  Salisbury  was  in  the  meantime  using  due  diligenct 
bring  himself  up  to  that  standard.  It  is  further  contended  1 
the  appellants  are  bona-fide,  independent  inventors,  and  not  s 
as  the  statute  was  intended  to  apply  to ;  and  that  the  ullin 
object  of  the  patent  system  is  utility  and  public  good.  The 
will  grant  the  patent  to  him  who  hrst  utilizes  the  concept 
embodies  it  into  a  practical  form,  and  offers  it  to  the  public. 

For  the  purpose  of  examining  the  correctness  of  the  posiii 
stated  in  the  aforegoing  argument,  and  on  which  the  event  of 
decision  must  depend,  a  brief  view  will  be  taken  oftheprovisi 
of  the  act  of  1836,  before  alluded  to,  and  some  of  the  settled  p 
ciples  of  patent  law. 

The  appellant  has  referred  to  the  seventh  rule  of  the  Pa' 
Office,  requiring  the  invention  to  be  reduced  to  practice,  as  a 
by  which  the  inventor's  right  to  receive  a  patent  is  to  be  de 
mined.  Without  giving  any  opinion  as  to  the  operatior 
validity  of  this  rule,  it  is  proper  to  say  that  the  acts  of  Cong 
on  the  subject  must  be  always  looked  to,  and  that  whatever  p 
ciple  is  not  comprehended  in  their  provisions  is  not  to  be 
pended  on.  The  monopoly  thereby  given  was  intended  to  b* 
the  mutual  benefit  of  the  particular  inventor  and  the  public. 

Section  6  of  the  act  of  Congress  of  1836,  chapter  357,  decl: 
that  before  any  inventor  shall  receive  a  patent  for  any  s 
new  invention  or  discovery  he  shall  comply  with  the  ] 
requisites  therein  declared.  He  shall  file  a  written  specifica 
in  such  full,  clear,  and  exact  terms  as  to  enable  any  person  ski 
in  the  art  or  science  to  which  it  appertains  to  make,  constr 
compound,  and  use  the  same,  together  with  appropriate  drawi 
and  models  and  the  oath  of  the  party  that  he  verily  believes 
he  is  the  original  and  first  inventor  or  discoverer  of  die 
machine,  &c.  The  application  thus  prepared  is  submitted  to 
Commissioner  for  his  examination  as  to  the  novelty  and  utilit 
the  invention ;  and  on  his  being  satisfied  thereof,  a  prima-J 
right  is  established,  and  the  Commissioner  is  directed  to  m 
letters -pa  tent  accordingly  to  the  applicant  for  the  invention, 
it  be  remarked  that  there  is  no  express  requirement  that 
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applicant  shall  reduce  his  invention  to  actual  use  before  he  can 
ibtain  a  patent ;  nor  is  there  any  time  limited  within  which  he 
s  to  disclose  his  invention  before  application  for  a  patent.  The 
nventor  is  allowed  a  reasonable  time  to  mature  his  invention. 
rhis  must  depend  upon  circumstances ;  and  his  rij^ht  can  be 
i/fected  by  no  lapse  of  time  short  of  that  which  will  be  sufficient 
o  show  an  abandonment  of  his  claim,  during  which  time  no 
:ubsequent-  inventor,  however  original  or  dima  fide,  can  deprive 
lim  of  his  priority.  The  eighth  section  provides  for  the  case  of 
nterference  which  the  Commissioner  is  authorized  to  declare,  if 
n  his  opinion  it  exists  between  the  applicant's  invention  and  any 
ither  patent  for  which  an  application  may  be  pending,  or  with 
iny  unexpired  patent  which  shall  have  been  granted.  In  this 
iroceeding  the  issue  is  priority  of  invention,  to  be  tried  before 
he  Commissioner,  for  which  purpose  he  may  direct  the  parties 
o  take  their  proof  as  in  this  case  ;  on  which  occasion  the  evidence 
objected  to  as  insufficient  by  the  appellant  was  taken  and  submit- 
ed,  which  objections  will  be  now  considered,  viz.,  the  proposi- 
ions  as  to  the  conversations  of  the  appellee  as  proving  the  actual 
eduction  of  the  invention  to  practice  or  use,  and  the  want  of 
:ue  diligence. 

What  measure  of  proof  might  be  requisite  to  show  the  date  of  an 
ivention  or  an  issue  of  this  kind  depends  upon  the  nature  of  the 
ivention,  the  capacity  of  the  witnesses,  the  distance  of  time  when 
le  &cts  occurred;  and  whether  the  invention  was  complicated,  of 
lany  parts,  contrivances  and  devices.  In  such  cases  mere  verbal 
escription  would  be  very  uncertain,  and  would  need  drawings 
r  models  at  the  time,  and  might  be  insufficient  to  establish  the 
riority  of  invention  and  its  date ;  but  neither  of  these  objections 
xisted  in  this  case ;  the  invention  was  of  great  simplicity,  and  the 
me  not  so  long  as  to  make  the  recollection  improbable.  The 
ommissioner  says  ;  "  This  seems  one  of  those  cases  in  which  an 
lea  of  the  invention  can  be  communicated  by  oral  description, 
ithout  a  drawing  or  model.  Generally  it  is  held  that  either  a 
rawing  or  a  model  is  indispensable  to  give  date  to  an  invention ; 
Lit  in  this  case  t^ie  description  would  be  quite  as  intelligible 
ithout  a  drawing  or  model  as  with  one,  so  lar  as  the  general 
Ian  is  concerned.  I  should  therefore  suppose  that  such  descrip- 
35 
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tion  was  sufficient."  The  proof  of  the  invention  and  time,  i 
true,  consisted  of  the  appellee's  own  verbal  declaration;  bu 
was  made  to  several  of  the  witnesses,  accompanied  with  the  ef 
and  desire  that  permission  should  be  given  and  an  opportui 
afforded  him  of  having  the  same  tried  on  railroad  cars  over  wli 
they  were  supposed  to  have  control,  and  to  persons  who  thou; 
the  description  full  and  clear  enough  to  enable  them  to  make 
application,  which  was  actually  done  in  the  year  1853.  Th 
efforts  were  constant  from  the  year  1846  up  to  the  time  whei 
was  effected.  With  respect  to  such  verbal  declarations  be 
competent  for  the  purpose,  I  suppose  the  necessity,  from 
nature  of  the  subject,  and  being,  as  it  were,  a  part  of  the  res  ga 
ought  to  be  considered  as  making  them  so.  The  rule  is  v 
fully  and  clearly  laid  down  in  the  opinion  of  the  Supreme  Co 
in  the  case  of  the  Philadelphia  and  Trenton  Railroad  Companj 
Stimpson,  14  Peters,  462,  The  judge,  in  stating  the  opinion 
the  court,  says :  "In  many  cases  of  inventions  it  is  hardly  possi 
in  any  other  manner  [speaking  of  the  verbal  declarations  of 
party  inventor]  to  ascertain  the  precise  time  and  exact  origii 
the  particular  invention.  The  invention  itself  is  an  intelled 
process  or  operation  ;  and,  like  all  other  expressions  of  thou^ 
can  in  many  cases  scarcely  be  made  known  except  by  speec 
Again:  "  His  conversations  and  declarations  statii^  that  he 
made  an  invention,  and  describing  its  details  and  explaining 
operations,  are  properly  to  be  deemed  an  assertion  of  his  righ 
that  time  as  an  inventor  to  the  extent  of  the  facts  and  del 
which  he  then  makes  known,  although  not  of  their  existenc 
an  antecedent  time.  In  short,  such  conversations  and  declarati' 
coupled  with  a  description  of  the  nature  and  objects  of  the  ini 
tion,  are  to  be  deemed  a  part  of  the  res  gesta,  and  legitir 
evidence  that  the  invention  was  then  known  to  and  claimec 
him,  and  thus  its  origin  may  be  fixed  at  least  as  early  as 
period." 

I  should  suppose,  therefore,  that  it  cannot  be  doubted  that  s 
verbal  descriptions,  without  drawing  or  model,  must  be  considi 
admissible  for  the  purpose  of  proving  priority  ^i  invention.  K 
as  to  the  part  of  the  proposition  relating  to  the  necessity  of  rei 
ing  the  invention  to  actual  practice  or  use,  I  consider  the  doct 
as  laid  down  by  Judge  Cranch  in  the  case  of  Heath  v.  Hild 
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nte,  p.  12)  and  Perry  v.  Cornell  (an/e,  p.  66),  as  settling  and 
tablishing  the  point — and  to  that  effect  I  have  expressed  myself 
1  several  occasions  before  this — in  the  latter  of  which  cases  the 
dge  says  :  "There  is  no  law  requiring  the  applicant  to  reduce 
s  invention  to  actual  use  before  he  can  obtain  a  patent.  An 
ventor  has  reduced  his  invention  to  practice  when  he  has  so 
scribed  it  on  paper  with  such  drawings  or  models  as  to  enable 
iy  person  skilled  in  the  art  to  make  and  use  the  same.  He  must 
low  that  it  is  practicable,  and  the  manner  in  which  it  may  be 
5ed ;  but  it  is  not  necessary  that  he  should  do  this  until  he  has 
effected  his  invention  and  is  ready  to  apply  for  a  patent.  He 
ay  have  conceived  the  idea  years  ago,  but  is  not  obliged  to 
mish  drawings  or  model  until  he  makes  his  application.  In  the 
resent  case  the  specifications  and  drawings  and  models  have 
;en  filed,  showing  the  invention  to  be  practicable  and  the  man- 
T  in  which  it  can  be  used."  If  however,  the  case  should  occur 
here  such  evidence  was  not  satisfactory,  as  before  intimated,  it 
ight  be  necessary  to  show  the  same  by  proof  of  actual  success- 
1  experiments. 

As  to  the  subject  of  diligence,  provided  for  by  the  fifteenth 
^ttion  of  the  statute,  it  has  application  to  the  case  of  a  prior 
ventor  by  way  of  defense,  where  a  subsequent  inventor  has 
Jtained  a  patent  for  the  same  invention  surreptitiously  and 
rectly  only  in  such  a  case,  or  where  it  has  appeared  that  anal- 
;ous  principles  are  involved,  and  then  by  an  equitable  con- 
ruction  of  the  rule.  But  in  this  case  both  parties  were  applicants 
r  a  patent.  1  think  the  only  rule  which  would  be  applicable  in 
case  like  the  present  would  be  from  lapse  of  time,  which,  with 
her  circumstances,  would  be  sufficient  to  show  an  abandonment 
the  invention.  There  is  no  such  ground  pretended  in  this  case, 
lere  are  other  reasons  of  appeal,  but  it  is  supposed  the  views  I 
ve  taken  will  make  it  unnecessary  particularly  to  notice  them. 
The  conclusion  to  which  I  am  brought  is  that  the  ground  taken 
the  appeal  cannot  be  supported,  and  that  the  decision  of  the 
immissioner  ought  to  be  affirmed  ;  and  I  do  according!)'  hereby 
irm  the  same. 


Fl   Skeppard,  for  the  appellants. 
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Henrv  Carter,  Assignee  of  Isaac  Steer,  Appellan 


Henry  Carter  and  James  Rees, 


Joseph  Haigh,  Andrew  Hartupee,  and  John  Morri 
Assignees   of  William  Kenyon,  Appellees.     Int 

FERENCE.       (Two   CASES.) 

AppIiIL — WHIN  WILL  Lll. — Aa  appeal  will  lie  to  the  judge  from  tbe  dcci 

of  Ibe  CommiBgioaer  refusing  a  patent  to  all  of  tbe  applicaots  inrolrH 
an  interference  althougli  he  did  not  award  priority  to  eitber.  The  *p] 
IB  from  the  refusal  to  grnut  the  patent. 

Limit  ov  appeal. —When  the  Commiasiouer  has  flied  uo  time  within  vl 
tbe  parly  mnj  appenl,  an  appeal  may  be  laken  al  any  lime. 

Kiw  TRIAL — DBb'OSITiONB. — In  A  rehearing  or  new  trial  of  an  idt'riereDrc 
depoaitionB  taken  on  (he  first  trial  may  be  aaed. 

Su — Su — Niw  PARTY — MOT  A  MKW  CABi. — When  a  new  party  iB  indndnl 
such  rebearing  or  new  trial  of  an  interference  it  does  not  become  1 1 
case  witbia  the  spirit  of  the  rule  excluding  depositioDS  taken  in  idoI 
case  not  between  tbe  same  parlies.  Following  tbe  chancery  rather  than 
common-law  practice,  the  new  party  applicant  comes  in  subject  lo 
depositions  already  taken ;  and  as  between  the  original  parliea  ihen  v. 
lack  of  malualily,  since  the  parties  and  tlie  subject-matter  are  the  unn 


a  great  lapse  of  time,  whicll  has  taken  pi 
before  the  witnesses  are  called  upon  to  state  tbe  facia  relating  loii 
where  a  nice  point  of  inventioD  is  to  be  established,  most  in  the  nilnr 
IhingB  make  it  very  difficult  to  get  at  the  real  facts  in  the  case,  nnlof  l 
were  reduced  to  writing  at  the  time. 
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WiTKisai*  ixAKiviD  OH  Kcw  TRUi, — WbfiD  witDCMei  b^TB  been  once  ciam- 
ined  upon  the  bet*  in  ^e  case,  and  then  upon  a  new  trial  endeavor  to 
■upplemeDl  the  deGciency  of  their  former  teBtimonj,  as  pointed  out  in  the 
decisioD,  their  testimony  should  be  receiTed  with  great  caution,  and  par- 
ticularly where  the  occurrences  to  which  they  testify  were  twenty  yeari 
old,  and  inrolved  a  nice  point  of  invention. 

Sm. — Exhibiting  to  witnesses  the  opinion  in  the  former  case  is  calculated  to 
lead  their  minds  to  the  further  proof  necesMrj  in  tbe  ca«e;  and  in  ita 
fairest  aspect  this  proceeding  would  be  m  great,  if  not  more  objectionable, 
Ifaaa  leading  quettiona  would  be,  anawert  to  wbicb  are  iaadmissible  in 

there  are  deliberate  inconsistencies  and  discrepancies  in  a  wilnesa'  testi- 
mony in  material  matters,  proceeding  from  design,  no  credit  can  be  given 
to  the  same,  in  accordance  with  Uie  rule  /aUut  in  una  /aUut  in  i»Hu6<ti. 
When  such  inconsistencies  arise  from  ignorance  or  a  careless  inadvertence, 
all  coDlideace  in  the  truth  of  his  testimony  most  still  be  lost. 

(Before  Hobsill,  J.,  District  of  Columbia,  June,  I8&!>.) 

Statement  of  the  Case. 

Carter  and  Rees'  application  for  reissue.  The  original  patent 
was  granted  August  26th,  1851,  No.  8322.  The  reissue  appli- 
cation became  subsequently  reissue  patent  No.  313,  June  19th, 
'855- 

Haigh,  Hartupee,  and  Morrow,  assignees  of  John  Kenyon, 
application  for  reissue.  Original  patent  was  granted  to  William 
Kenyon,  assignor  to  Joseph  P.  Haigh,  Andrew  Hartupee,  and 
Joseph  Morrow,  No.  8427,  October  14th,  1851. 

Henry  Carter,  assignee  of  Isaac  H.  Steer.  Application  for  a 
patent,  which  subsequently  became  patent  No.  13. 118,  June  19th, 
1855.  (For  diagram,  see  Patent  Office  Reports,  1855,  vol,  "2, 
p.  51  of  illustrations.) 

MORSELL,  J. 

Carter  and  Rees,  in  stating  their  claim  in  their  specification, 
say ;  ' '  We  are  aware  that  Isaac  H.  Steers,  on  about  the  year  1 840, 
proposed  to  make  nuts  by  the  process  we  have  here  described, 
but  never  completed  a  machine  which  would  do  this  automatically  ; 
therefore  we  do  not  claim  the  process  in  itself  and  irrespective  of 
machinery ;  but  being  the  first  tp  construct  a  machine  capable  of 
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making  nuts  by  this  process,  without  any  other  or  further  manip 
lation  than  is  required  for  feeding  in  the  bar  of  iron,  we  claim 
our  invention,  and  desire  to  secure  by  letters- patent,  the  machi 
substantially  as  herein  described  for  making  nuts,  by  cutting  t 
blank  from  a  heated  bar  of  iron,  punching  its  eye  in  a  dos 
die-box,  pressing  it  into  shape  while  in  the  die-box  and  on  t 
punch,  and  then  discharging  it  as  specified." 

In  describing  the  operation  of  compression,  they  say:  "T 
punching  and  compressing  of  the  blank  is  effected  as  abc 
described  while  the  latter  is  within  the  die-box.  It  is  thereft 
supported  at  its  sides  by  the  sides  of  the  die-box,  which  previ 
the  enlargement  or  straining  of  the  nut  under  the  action  of  I 
eye-punch,  and  is  compressed  between  the  cutting  and  count 
dies  while  the  nut  is  on  the  eye-punch  and  within  the  die-box. 

According  to  the  principles  of  the  specification,  they  prodw 
their  model  before  the  Commissioner  in  this  case  ;  and  the  Co 
missioner,  in  assigning  the  reasons  for  the  conclusion  to  which 
came,  says  :  "  William  Kenyon,  the  inventor,  is  also  inlrodu( 
aea  witness,  who  states  that  the  principle  upon  which  his  mach 
operates  was  precisely  tike  that  of  the  machine  now  sought  to 
patented  by  the  present  contestants.  He  refers  also  to  the  mo 
marked  'D,'  which  he  says  operated  in  the  same  way  as 
original  machine. "  The  Commissioner  then  says :  ' '  The  work 
of  this  model  is  in  accordance  with  the  claims  now  placed  in  int 
ference  [meaning  model  '  D ']  ;  so  that  if  this  testimony  is  to 
credited,  the  case  is  fully  made  out." 

From  which  it  is  to  be  inferred,  in  favor  of  said  Carter  e 
Rees,  that  the  patentability  of  their  invention,  as  shown  by 
said  model,  was  admitted  as  showing  the  true  invention.  Tl 
application  was  tiled  on  the  14th  of  March,  1854,  stating  that  1 1 
had  obtained  letters -patent  for  improvements  in  machines 
forming  the  nuts  for  bolts  and  other  articles  of  similar  form,  wh 
letters-patent  were  dated  on  the  26th  of  August,  1851  (No.  83; 
that  they  then  believed  the  same  were  inoperative  and  invalid, 
reason  of  a  defective  specification,  which  defect  had  arisen  ff 
inadvertence  and  mistake ;  they  therefore  desired  and  offered 
surrender  the  same,  and  prayed  new  letters  to  be  granted,  accc 
ing  to  the  aforesaid  amended  specification. 

The  appellees  say  :  "What  is  claimed  as  the  invention  ofW 
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am  Kenyon,  and  b  desired  to  be  secured  by  letters -patent,  is 
rutting  a  nut  or  washer  from  a  heated  bar,  punching  a  hole  therein 
or  the  screw,  and  compressing  the  said  nut  or  washer  into  the 
lesired  shape  at  a  single  operation ;  also  the  compressing  and 
lUcharging  the  nut  or  washer  by  means  of  the  follower  or  hollow 
)iston,  the  bracket,  the  cross-head,  and  the  moving  die-box,  con- 
tructed  and  operating  substantially  as  described." 

The  principle  and  mode  of  operation  of  the  machine  is  particu- 
arly  described.  It  will  only  be  necessary,  however,  here  to  state 
he  latter  part  of  it:  "The  mandrel  P,  being  prevented  from 
eceding  by  the  bracket  Q,  prevents  the  bar  from  tilting,  whilst 
he  die  as  it  advances  cuts  off  the  end  of  the  bar ;  as  the  shoving- 
lead  advances  further  by  the  turning  of  the  shaft  B  it  strikes 
gainst  the  bracket  Q,  and  causes  the  said  bracket  to  carry  for- 
ward the  mandrel  P  against  the  nut  in  the  die  ^Vwith  such  force 
is  to  give  it  the  desired  shape,  by  pressing  the  nut  into  the  die 
nd  causing  it  to  conform  to  the  shape  of  the  cavity  therein.  By 
he  time  that  the  shoving-head  is  half  way  on  its  stroke  and  the 
>ar  is  half  cut  through,  the  heel  of  the  interior  cam  H  urges  the 
ound-punch  forward  through  the  nut,  and  returns  with  a  quick 
notion,  to  prevent  its  exposure  to  the  action  of  the  heal  of  the 
lut,  cuts  a  round  bur  out  of  its  centre,  forming  a  circular  hole  for 
he  screw,  and  deposits  the  bur  in  the  hole  U  in  the  centre  of 
he  square  punch  7"."  This  application  was  filed  the  loth  of 
\ugust,  1853.  They  also  state  that  as  assignees  of  William  Ken- 
'on  they  did  obtain  letters- patent  for  a  new  and  improved  ma- 
:hine  for  cutting  and  perforating  iron  nuts  and  washers  at  one 
iperation,  which  letters -patent  were  dated  the  14th  day  of  Octo- 
)er,  1851  (No.  8427) ;  that  they  believed  the  same  was  inopera- 
ive  and  invalid,  by  reason  of  a  defective  specification,  &c.  They 
herefore  prayed  that  they  might  be  allowed  to  surrender  the 
ame  and  amend,  and  that  letters  might  be  granted  according  to 
he  aforegoing  specification. 

The  claim  of  Carter,  assignee  of  Steer,  appears  from  the  speci- 
ication  to  be — first,  making  a  nut  at  a  single  operation  from  a 
leated  bar  or  plate  of  metal,  by  cutting  off  the  blank  from  the 
xir,  punching  a  hole  or  eye  through  it,  and  swaging  it  into 
ihape,  substantially  as  set  forth  in  the  specification ;  second, 
)unching  the  eye  of  the  nut  in  a  die  or  press-box,  by  which  it  is 
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surrounded  and  firmly  supported,  and  thus  prevented  from  straii 
ing  or  bursting  during  the  operation,  substantially  as  set  forti 
third,  shaping  nuts  by  subjecting  them,  while  hot,  to  powerf 
and  sudden  compression  on  the  punch  and  in  the  punchii^-di 
substantially  as  therein  set  forth,  whereby  they  are  finislied  wi 
such  a  degree  of  smoothness  and  regularity  and  precision  th 
they  are  fit  to  use  in  the  construction  of  most  kinds  of  machiner 
and  are  sounder  and  stronger  than  unpressed  nuts  made  1 
machinery.  This  appears  to  be  dated  13th  August,  1852. 
the  original  proceeding  there  were  other  parties  and  claims ;  b 
none  are  now  before  me  other  than  those  1  have  stated ;  on  t 
issues  and  evidence  in  which  cases  the  Commissioner,  on  the  21 
of  October,  1854,  decided  priority  of  invention,  and  awarded  t 
same  to  Kenyon,  assignor  of  Haigh,  Hartupee,  and  Morrow,  ai 
limited  the  appeal  to  the  fourth  Monday  of  November  then  ne: 

In  the  reasons  for  his  opinion  he  slates,  in  substance,  that  t 
subject-matter  of  the  then  interference  was  before  the  Oflice 
February  then  last,  when  it  was  held  that  the  proof  as  then  pi 
sented  did  not  show  either  of  the  contestants  to  have  been  t 
first  inventor  of  that  which  they  claimed  ;  that  Carter  and  Re 
have  since  become  parties,  new  testimony  has  been  taken,  anc 
new  investigation  became  necessary ;  that  by  special  agjeemenl 
portion  of  the  testimony  taken  in  the  former  case  had  been  trar 
ferred  to  this.  As  far  as  that  agreement  extends,  such  testimoi 
would  be  received  and  considered ;  but  beyond  that,  no  rega 
would  be  paid  to  the  testimony  filed  in  the  previous  case  for  ai 
purpose  whatever;  that  the  invention  then  in  interference  v 
the  making  of  nuts  of  hot  iron  by  the  several  contestants  in  tl 
manner  severally  described  by  them  ;  that  it  does  not  consist 
the  mere  making  and  punching  the  nuts,  but  in  compressii 
them  into  shape  and  punching  them  while  so  compressed.  Tl 
person  who  first  conceived  the  idea  of  doing  this,  and  contrivi 
the  means  of  giving  efiect  to  that  idea,  should  be  deemed  tl 
prior  inventor. 

That  Kenyon  claimed  to  have  done  this  in  1835.  If  ie  real 
did  this,  there  will  be  no  further  cause  of  controversy,  as  noi 
of  the  competitors  attempt  to  fix  a  date  so  early  by  several  yeai 
On  the  previous  trial  it  was  held  that  though  Kenyon  doubtle 
had  al  that  time  contrived  some  sort  of  a  machine  for  makir 
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nuts  or  washers,  there  was  no  sufficient  evidence  that  it  either 
did  or  was  intended  to  work  upon  the  principle  wc  have  above 
stated.  The  Commissioner  asks  ;  "  Has  the  defect  in  the  testi- 
mony been  now  remedied?"  He  then  proceeds  to  review  the 
testimony,  which  consisted  principally  of  a  re- examination  on  the 
part  of  the  appellants  of  the  same  witnesses,  and  on  the  same  sub- 
jects as  on  the  former  occasion,  and  says  if  this  testimony  is  to  be 
credited  the  case  is  fully  made  out ;  Chat  he  should  have  no  hesi- 
tation in  coming  to  such  conclusion  but  for  the  cross-examination 
of  P.  H.  Watson  detailing  the  statements  of  Bradbury,  when 
called  upon  by  the  counsel  for  the  assignees  of  Kenyon  for  the 
statements  of  Bradbury.  The  witness  says,  among  other  things  : 
"He  stated  that  if  he  should  testify,  his  evidence  would  be  fatal 
to  Kenyon's  claim  as  the  inventor  of  the  machine.  He  said,  also, 
that  Kenyon  never  invented  a  machine  that  would  make  nuts." 

The  Commissioner  considers  these  statements  as  evidence  in 
the  case,  and  as  such  must  have  their  weight,  but  thought  that 
there  were  circumstances  in  the  case  which  impaired  their  weight, 
and  says :  ' '  Upon  a  general  view  of  all  the  testimony  in  this  case, 
I  am  induced  (though  with  some  hesitation)  to  come  to  the  con- 
clusion that  Kenyon  had  really  in  1835  or  1836  made  the  invention 
for  which  he  is  now  an  applicant  for  a  patent,  and  that  he  is 
therefore  the  first  inventor  thereof." 

As  an  appeal  is  supposed  to  be  taken  from  the  first  decision  of 
the  Commissioner  on  the'  subject  of  this  case  (alluded  to  by  him 
in  the  aforegoing  opinion)  on  the  6th  of  February,  1854,  it  may 
be  proper  to  notice  the  grounds  of  that  opinion.  The  subject- 
matter  of  the  interference  and  decision  was  the  same.  The  Com- 
missioner distinguishes  between  what  is  a  requisite  degree  of 
compression  to  sustain  an  invention  for  making  and  punching 
nuts  of  considerable  thickness  before  the  punch  is  withdrawn,  in 
order  that  they  may  be  swaged  into  uniform  shape  and  regular 
thickness,  having  the  hole  perpendicular  to  the  upper  and  lower 
faces  of  the  nut,  as  in  the  present  application,  and  the  case  where 
thin  pieces  of  metal  are  to  be  perforated,  when  nothing  of  the  kind 
is  necessary. 

He  further  says:  "But  the  proof  does  not  satisfy  me  that  Ken- 
yon ever  invented  the  subject-matter  of  the  present  interference ; ' ' 
and  he  proceeds  to  state  the  particular  deficiencies.     As  to  that 
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of  Cochrane's,  he  says :  "  He  does  not  seem  to  have  a  dear  co 
ception  of  the  chief  point  of  the  invention,  as  he  states  that 
cannot  say  whether  they  were  pressed  before  or  after  they  w( 
punched."  So,  as  to  Kenyon,  he  says  i  "Even  Kenyon  hims 
does  not  set  forth  the  working  of  his  machine  in  such  a  way  as 
show  that  it  effected  the  objects  aimed  at  in  the  patents  now  appii 
for  ;  that  is  to  say.  punching  the  nuts  while  under  pressure,  or 
equivalent  thereof."  It  is  true  that  Cochrane  and  Kenyon  bf 
state  that  the  machine  invented  by  the  latter  was  like  that  pi 
duced  in  evidence ;  but  this  is  a  very  loose  way  of  describinj 
machine  in  a  case  where  a  nice  point  is  sought  to  be  establisht 
So  with  respect  to  Vivian's  testimony.  He  says  "that  witm 
says  this  [the  model  produced  as  Kenyon's  on  that  examii 
tion]  was  very  unlike  that  brought  to  him  in  1850  by  Keny 
and  Hartupee  as  Kenyon's  invention,  and  from  which  he  ma 
drawings,  and  would  necessarily,  therefore,  have  noticed  the  pe< 
liarities  of  the  machine."  The  Commissioner  notices,  also,  t 
laches  and  neglect  on  the  part  of  Kenyon  in  applying  for  a  pate 
being  nearly  twenty  years  from  the  time  he  dates  his  inventi< 
and  his  carelessness  in  suffering  it  to  be  thrown  about  and 
length  destroyed,  instead  of  putting  it  into  practical  use.  He  sa) 
"It  is  not  unreasonable  to  presume  that  but  for  the  discover 
of  others  this  machine  would  never  again  have  been  heard  from 
Finally,  he  says  that  Kenyon  was  proved  to  have  visited  a 
inspected  the  nut  machine  in  operation  in  Carter  and  Rees'  she 
There  is  no  doubt  that  he  saw  and  examined  the  machine.  Ai 
it  is  shown  by  disinterested  testimony  that  he  had  more  difficui 
in  understanding  its  operation  than  would  be  likely  to  be  felt 
one  who  had  invented  substantially  the  same  thing.  Up  to  tl 
time  his  machine  had  never  been  used  for  this  purpose.  "I  fi 
bound,  therefore,  to  conclude  that  Kenyon  derived  his  first  Itno' 
edge  of  the  true  nut  machine  from  the  machine  which  he  saw 
Carter  and  Rees'  establishment,  and  which  is  shown  by  Barre 
testimony  possessed  the  properties  described  in  the  claim  n( 
placed  in  interference." 

The  Commissioner  then  proceeds  to  consider  the  pretensio 
of  Steer  to  the  invention  ;  says  that  it  is  admitted  that  he  had 
machine  in  operation  in  1841  on  which  he  made  nuts  from  heat 
iron ;  but  nothing  would  warrant  the  conclusion  that  he  ever  entt 
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tained  the  idea  which  is  at  the  bottom  of  this  invention.  The 
mere  punching  of  a  hole  through  a  nut  is  not  that  idea.  The 
punching  of  that  hole  while  the  nut  is  inclosed  in  the  die-box  does 
not  reach  the  point.  The  nut  must  be  compressed,  either  at  the 
moment  of  being  punched  or  after  it  is  so  punched,  and  before 
the  punch  is  withdrawn,  in  order  to  reach  the  point  of  patent- 
ability ;  and,  as  before  intimated,  the  Commissioner  concludes  this 
opinion  by  saying :  ' '  The  only  decision,  therefore,  which  can  now 
be  made  is  to  deny  a  patent  to  either,  which  is  accordingly 
done. ' ' 

The  appellees  object  that  the  judge  has  no  jurisdiction  to  hear 
ui  appeal  from  this  last- mentioned  decision,  because  the  law 
allows  an  appeal  only  in  the  case  where  the  Commissioner  decides 
n'hich  of  the  applicants  is  the  prior  inventor ;  and  the  Commis- 
sioner has  not  awarded  priority  to  either,  and  does  not  decide 
iie  question  at  all  as  between  the  parties.  That  may  be  true ; 
jut  he  does  deny  a  patent  to  either ;  and  it  is  from  the  decision 
:hat  refuses  to  grant  the  patent  to  him  as  applied  for  that  the  law 
Ulows  the  appeal.  And  as  no  time  was  limited  within  which  he 
vas  to  take  his  appeal,  no  sufficient  reason,  it  is  supposed,  existed 
tgainst  the  right;  but  if  this  were  not  so,  it  will  be  hereafter 
ihown  that,  notwithstanding  the  (act  of  another  party's  being 
idded.  that  does  not  so  change  its  nature  as  to  make  it  entirely  a 
lew  case  ;  and  the  subsequent  proceedings  show  it  to  be  a  rehear- 
ng  or  new  trial  as  to  the  original  parties,  as  well  as  the  issues  in 
fhich  the  new  applicant  is  to  be  considered  a  party.  The  cases, 
herefore,  will  be  considered  together. 

The  first  and  second  reasons  for  the  appeal  in  the  first  case 
ire  general — for  having  refused  the  patent  to  the  appellants  and 
or  granting  it  to  the  appellees.  The  third  and  fourth  for  error 
n  the  effect  given  to  the  testimony  of  the  witness  Cochrane, 
rhe  fifth  because  of  error  in  the  speculative  views  of  the  Com- 
nissioner  as  to  the  practical  working  of  iron  in  the  manufacture 
if  nuts,  and  the  value  of  the  appearance  of  the  products  of  a  nut 
nachine  as  a  test  of  the  modus  operandi  of  said  machine.  The 
ixth  and  seventh  are  as  to  the  eflfect  given  to  Daft's  testimony. 
nd  that  of  William  Kenyon.  The  eighth  for  refusing  to  permit 
lie  appellants  to  use  the  depositions  of  Kenyon,  Corcoran,  and 
)aft,  taken  by  and  on  behalf  of  William  Kenyon,  assignees  on 
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the  former  trial,  and  given  in  evidence  on  said  trial  by  sa 
assignees  before  the  Commissioner,  and  now  remaining  on  t 
files  in  said  case,  for  the  purpose  of  showing  variances  and  d 
crepancies  between  them  and  the  depositions  of  said  witness 
taken  and  used  in  the  present  trial  by  said  appellants  on  the  sai 
subject-matter. 

In  the  other  case  the  firat  is  a  general  reason  for  denying 
patent,  &c.  The  second  is  that  Steer's  machine,  whch  was  cc 
structed  in  1841,  would  allow  of  no  compression  of  the  nut  wb 
on  the  eye  punch,  and  that  the  original  invention  did  not  contei 
plate  such  compression.  Third.  By  deciding  that  the  eye  piui' 
in  Steer's  machine  of  1841  was  made  largest  at  the  outer  en 
according  to  one  of  the  forms  suggested  in  his  specification  fil 
in  the  Patent  Office  in  that  year,  and  that  if  the  nut  were  coi 
pressed  around  the  punch  thus  formed  it  could  not  have  be 
removed.  The  others  are  in  substance  the  same  with  those  in  t 
first  case. 

The  first  reason  which  will  be  considered  is  the  eighth,  up 
the  subject  of  the  refusal  to  permit  the  first  set  of  depositions 
be  used  in  evidence  by  the  appellants  for  the  purpose  there 
stated.  I  pursue  this  course  because  it  will  be  then  ascertain! 
what  evidence  is  or  is  not  deemed  to  be  in  the  case ;  as  to  whii 
refusal  the  Commissioner  says:  "By special  agreement  a  portii 
of  the  testimony  taken  in  the  former  case  has  been  transferred 
this.  As  far  as  that  agrjsement  extends,  such  testimony  will  I 
received  and  considered ;  but  beyond  that,  no  regard  will  nc 
be  paid  to  the  testimony  filed  in  the  previous  case  for  any  pu 
pose  whatsoever."  The  Commis.iioner  assigns  no  reason  forti 
refusal,  but  the  counsel  for  the  appellees  protested  against  tl 
right  to  use  the  testimony  taken  in  the  former  case  to  discrw 
the  witnesses  on  that  trial  because — first,  that  inasmuch  as  tl 
first  interference  case  was  declared  between  different  parlie 
different  questions  might  arise.  When  the  testimony  referred 
was  taken,  Carter  and  Rees  had  not  made  their  applicatio 
Steer's  implement  for  making  nuts  was  very  different  from  tl 
machine  of  Carter  and  Rees,  and  therefore  a  different  kind  at 
degree  of  testimony  and  proof  was  requisite  in  the  two  case 
Second.  Haigh,  Hartupee,  and  Morrow,  assignees  of  Kenyo: 
did  not  know,  until  the  opinion  given,  the  ground  on  which  tl 
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interference  was  supposed  by  the  Commissioner  to  consist,  and 
therefore  did  not  fiilly  examine  the  witnesses  on  the  first  occasion. 
It  would  be  wrong,  therefore,  to  endeavor  to  force  testimony  into 
the  present  case  which  had  not  been  taken  for  that  purpose. 
Third.  If  apparent  discrepancies  exist  in  the  testimony  of  the  same 
witnesses  in  the  two  cases  they  could  have  been  satisfactorily 
explained  if  due  notice  had  been  given.  "They  ought  to  have 
pointed  out  to  the  witnesses  on  the  cross-examination  the  sup- 
posed discrepancies.  To  ascertain  the  correct  principles  on  this 
point,  it  may  be  proper  to  advert  briefly  to  the  historical  facts 
pertaining  I0  this  particular  matter.  The  subject-matter  or 
invention  on  both  trials  was  precisely  the  same.  The  original 
interferences  declared  were  between  Carter,  assignee  of  Steer, 
and  Haigh,  Hartupee,  and  Morrow,  assignees  of  Kenyon,  David 
Howell,  and  Lauriston  Town.  The  specifications  were  the  same. 
The  testimony  or  depositions  of  these  same  witnesses  were  again 
talten  by  the  appellees,  and  used  by  them  on  the  trial  of  the 
issues  in  this  case,  with  additions  to  them.  The  only  material 
difference  since  the  first  trial  and  opinion  as  to  the  parties  and 
subject-matter  worthy  of  notice  was  a  new  application  by  Carter 
and  Rees  for  their  invention,  and  a  further  interference  declared 
in  consequence  thereof 

The  opinion,  as  has  been  already  stated,  was  given  in  February, 
1854,  which  was  ' '  that  neither  of  the  parties  were  entitled  to  a 
patent  for  the  reasons  stated.  At  that  stage  of  the  cause  an 
application  was  made  by  counsel  on  behalf  of  the  appellees  for  a 
reconsideration  of  the  decision,  and  a  learned  argument  was 
addressed  to  the  Commissioner,  dated  the  i6th  May,  1854,  on 
the  subject;  in  concluding  which  argument  he  says:  "Finally, 
we  hope  the  Commissioner  will  reconsider  the  matter,  either  upon 
the  testimony  already  taken  and  the  question  of  law  arising  on 
Jiem,  or  upon  further  testimony  to  be  taken,  when  we  have  no 
joubt  of  showing  from  himself  that  Mr.  Vivian's  statement  was 
:ertMnly  misunderstood."  Shortly  after  this,  leave  was  given  to 
;aid  original  parties  and  to  the  said  Carter  and  Rees  to  take 
iestimony  for  the  purpose  of  being  used,  as  stated  in  the  notices 
y{  this  reissue  or  new  trial  before  the  Commissioner,  on  the  day 
itated  in  said  notices,  under  which  authority  the  present  deposi- 
ions  of  Cochrane,  Daft,  Kenyon,  Vivian,  and  others  were  re- 
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examined  on  the  same  points,  and  the  additions  to  their  depo 
tioiis  made,  on  which  examination  crosS- interrogatories  were  pi 
pounded  suited  to  call  their  attention  to  what  they  had  stated 
their  original  depositions,  and  to  the  variances  between  thi 
and  the  present;  and  furthermore,  notice  was  subsequen 
given  by  the  appellants  to  the  appellees  of  their  intention  to  i 
said  depositions  for  said  purpose  on  this  trial.  If  this  trial  coi 
have  been  confined  to  the  original  parties  only,  according 
well-settled  principles  of  law,  I  suppose  no  doubt  could  ha 
been  entertained  that  the  appellants  would  have  been  permitl 
to  use  the  old  depositions  for  the  purposes  they  wished  to  i 
them  for  on  this  occasion.  What  difference,  then,  does  the  eomi 
in  of  the  new  parties  make  in  the  principle? 

The  general  rule  certainly  is,  that  where  the  parties  are  not  i 
same,  either  identical  or  in  privity,  the  evidence  is  not  admissih 
because  there  is  no  mutuality,  and  the  new  parties  would  not  ha 
had  an  opportunity  of  cross-examination.  But  from  the  nati 
of  this  peculiar  proceeding,  where  new  parties,  applicants  for  1 
same  invention,  may  be  allowed  to  come  in  and  have  a  proce* 
ing  adapted  to  the  new  condition  of  things,  the  rule  of  evider 
which  will  be  applicable  resembles  more  a  proceeding  in  chan« 
than  otherwise.  He  will  be  received  only  on  the  terms  of  bei 
subject  to  the  testimony  which  either  of  the  parties  have  pre 
ously  taken  in  the  case.  To  which  effect  the  rule  is  laid  down  ij 
Greenleaf's  Evidence,  section  553:  "We  have  seen  that  in  rega 
to  the  admissibility  of  a  former  judgment  in  evidence,  it  is  gem 
ally  necessary  that  there  be  a  perfect  mutuality  between  the  parti' 
neither  being  concluded  unless  both  are  alike  bound,  Bu! "  [spea 
ing  of  a  proceeding  in  chancery]  "  with  respect  to  depositioi 
though  this  rule  is  admitted  in  its  general  principle,  yet  it 
applied  with  more  latitude  of  discretion,  and  complete  mutuali 
or  identity  is  not  required.  It  is  generally  deemed  sufficient 
the  matters  in  issue  were  the  same  in  both  cases,  and  the  par 
against  whom  the  deposition  is  offered  had  full  power  to  cros 
examine  the  witness."  I  think,  therefore,  the  appellants  oug^ 
to  have  been  permitted  to  use  the  said  depositions  in  the  trial  ■ 
said  issue,  and  that  they  may  be  considered  as  a  part  of  the  ev 
dence  now  to  be  acted  upon. 

My  purpose  is  ne.tt  to  consider  the  reasons  relating  to  theeliei 
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of  the  testimony  as  it  tenuis  to  support  the  issue  on  the  part  of 
the  appellees. 

The  Commissioner  gives  a  description  of  the  invention  of  which 
that  issue  is  formed,  by  saying  that  it  consists  of  "the  punching 
of  holes  in  nuts  of  hot  iron  of  considerable  thickness,  while  their 
sides  are  sustained  laterally  by  the  corresponding  sides  of  a  die- 
box,  and  also  while  they  are  firmly  compressed  above  and  below, 
(oral  least  such  compression  should  be  exerted  upon  them  before 
the  punch  is  withdrawn,)  in  order  that  they  may  be  swaged  into 
uniform  shape  and  regular  thickness,  having  the  hole  perpen- 
dicular to  the  upper  and  lower  faces  of  the  nut;"  that  it  is  a  nice 
point  sought  to  be  established,  and  should  be  satisfactorily  made 
out  by  the  proof  He  states,  also,  certain  tests  in  the  attainment 
:hereof;  that  "the  mere  punching  of  the  hole  through  a  nut  is 
not  that  idea;  the  punching  of  that  hole  while  the  nut  is  inclosed 
n  a  die-box  does  not  reach  the  point ;  the  nut  must  be  com- 
pressed either  at  the  moment  of  being  punched  or  after  it  is  so 
punched,  and  before  the  punch  is  withdrawn,  in  order  to  reach 
he  point  of  patentability,"  as  before  stated.  This,  then,  is  the 
;landard  which  the  proof  must  show  the  first  and  original  inven- 
ion  to  have  arrived  at  or  been  matured  by  him. 

The  Commissioner's  view  and  reflections,  as  expressed  in  his 
irst  opinion,  on  the  effect  of  the  proof  on  the  part  of  the  appellees, 
ire,  I  think,  perfectly  correct  and  just,  and  such  as  I  shall  adopt. 
3n  that  occasion  th«  proof  did  not  satisfy  him  that  Kenyon  ever 
nvented  the  subject-matter  of  the  then  interference,  and  which 
nterference,  so  far  as  it  respects  that  matter,  is  now  the  same. 
rhe  question,  then,  as  stated  by  himself,  is,  "Have  the  objections 
I'hich  then  existed  been  removed  by  the  additional  testimony?" 
'he  question,  however,  is  not  as  he  considered  it,  with  the  exclu- 
ion  of  the  testimony  originally  taken,  but  I  think  in  connection 
rith  it. 

Underany  circumstances,  the  great  lapse  of  time — almost  twenty 
ears — which  had  taken  place  before  the  witnesses  were  called  on 
0  state  the  facts  relating  to  a  case  where  so  nice  a  point  is  sought 
3  be  established,  must,  in  the  nature  of  things,  make  it  very 
ifiicult  to  get  at  the  real  truth  of  the  facts  as  they  existed,  unless 
■here  reduced  to  writing,  and  much  more  so  under  the  circum- 
tances  existing  at  the  time  when  and  for  the  purpose  this  re- 
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examination  was  made.  That  testimony  was  obtained  from 
same  witnesses,  on  the  same  subject,  after  an  apparent  full  prev 
examination,  with  the  assistance  of  very  able  counsel,  and  : 
the  decision  by  the  Commissioner  stating  particularly  the  p( 
in  which  the  former  proof  was  deemed  by  him  deficient,  and 
ticuiarly  what  it  was  thought  certain  features  in  the  invention 
required  proof  of,  which  opinion  was  made  known  to  on 
not  more,  of  the  witnesses  by  the  assignees  before  or  on  i 
re-examination — can  it  be  doubted  that  this  was  calculated  un 
to  lead  the  minds  of  the  witnesses  to  the  further  proof  whicl 
party  wished  them  to  make  ?  Under  the  fairest  aspect  u 
which  it  can  be  looked  at,  it  would  be  surely  quite,  if  not  i 
objectionable  than  would  be  leading  interrogatories,  ansae 
which,  according  to  the  settled  principles  of  evidence,  woul 
inadmissible  in  evidence.  What  may  have  been  the  full  g 
of  its  influence  on  this  occasion  it  is  not  for  me  to  detern 
There  certainly  are  strange  and  unaccountable  inconsistencie; 
discrepancies  between  their  testimony  on  the  former  occasion 
that  on  this.  1  wish  to  be  understood  as  not  intending  to  im 
any  intentional  misconduct  to  any  one. 

To  begin  with  Mr.  Vivian:  He  says  that  in  1850  Kenyon 
Hartupee  brought  to  him  a  model,  (which  it  is  presumed  was 
of  Kenyon's  invention,)  from  which  he  made  drawings  1 
would  probably  note  the  peculiarities  of  the  machine).  This 
says,  was  very  unlike  that  produced  in  evidence,  both  in  its  | 
ciple  and  combinations.  On  his  examination  for  the  pr« 
occasion,  in  his  answer  to  an  interrogatory  put  on  the  pari  of 
appellants'  counsel — whether  he  was  asked  to  correct  his  t 
mony  to  meet  the  objections  of  the  Commissioner,  having  b< 
stated  that  the  opinion  had  been  shown  to  him  by  Hai};h- 
said;  "I  was  not  asked  to  do  so;  but  on  reading  the  opi 
of  the  Commissioner,  and  finding  that  on  my  previous  testiit 
no  question  had  been  asked  on  the  question  of  pressure  of 
nut,  or  its  being  sustained  laterally  in  the  die-box  during 
operation  of  punching,  I  was  prepared  at  the  next  exaniinatic 
give  testimony  on  those  particulars." 

Corcoran's  testimony  seems  to  be  relied  on  by  the  Commissi^ 
as  unquestionably  true  in  his  statements  respecting  Kenyi 
machine  of  1836.     In  the  operation  of  compressing  the  n 
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(being  a  fact,  as  he  says,  in  r^ard  to  which  he  would  be  less 
likely  to  be  mistaken  than  he  was  in  relation  to  the  principle  upon 
which  the  two  machines  operated,)  the  witness  says  the  actual 
compression  would  be  a  tangible  fact,  evinced  by  the  appearance 
of  the  nut  itself.  Let  his  testimony  about  other  tacts  equally 
tangible  be  examined,  and  by  comparison  of  himself  with  himself 
it  will  be  found  that  this  is  a  mistaken  confidence.  On  the 
former  examination  he  described  the  nuts  to  be  a  quarter  of  an 
inch  in  thickness;  since  which  time  the  Commissioner  in  his 
opinion  has  said  the  nuts  must  be  of  considerable  thickness.  On 
his  last  examination,  as  if  to  meet  this  objection,  he  says  the  nuts 
were  three-quarters  of  an  inch  thick.  On  his  first  examination 
he  stated  the  machine  to  be  three  feet  high  ;  on  the  next,  two  feet 
four  inches;  on  the  6rst,  two  feet  wide ;  on  this,  three  feet  six 
inches ;  on  the  first,  four  feet  long ;  on  the  second,  four  and  a  half 
feet  long ;  on  the  first,  that  Kenyon  said  he  was  going  to  try  the 
hot  iron ;  on  the  second,  he  said  that  he  saw  iron  nuts  three- 
quarters  by  a  quarter,  which  Kenyon  told  him  he  had  made  by 
the  machine ;  but  Kenyon  swears  he  never  made  an  iron  nut,  nor 
had  any  experience  in  making  hot-pressed  nuts  by  machinery. 
With  respect  to  the  arrangement  and  order  of  operation  of  the 
machine  on  the  former  occasion,  he  said  the  bar  was  forced  into 
the  die  by  the  square  punch.  In  his  last  examination  he  says 
that  the  box  moved  up  by  a  stroke  of  the  cam  towards  the  stationary 
punch,  cut  off  the  bar,  and  pressed  it  into  the  box  ;  while  pressed, 
the  round  punch  moved  up.  In  his  first  examination  he  cannot 
say  whether  the  nut  was  pressed  before  or  after  the  hole  was 
punched.  In  his  last  he  says  they  were  pressed  before  and  at  the 
time  they  were  punched  ;  and  there  are  still  several  other  incon- 
sistencies and  discrepancies  in  material  matters.  What,  then,  is 
the  rule  of  law  which  ought  to  be  applied?  If  it  has  been  from 
design,  then  the  rule  is/a/sus  in  uno,fahus  in  omnibus;  if  from 
ignorance  or  a  careless  inadvertence,  still  all  confidence  in  the 
truth  of  what  he  has  said  must  be  lost. 

Next,  as  to  Kenyon's  testimony.     The  Commissioner,  in  the 
remarks  contained  in  his  first  opinion  on  this  part  of  the  testi- 
mony, says  Kenyon  himself  does  not  set  forth  the  working  of  his 
machine  in  such  a  way  as  to  show  that  it  effected  the  objects 
26 
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aimed  at  in  the  patents  now  applied  for;  that  is  to  say,  punchi 
the  nuts  while  under  pressure,  or  an  equivalent  thereof.  Inalli 
ing  to  the  model  "D,"  then  before  him,  and  deemed  insuffici 
as  respected  the  order  of  its  operation,  he  says:  "But  ever 
intended  to  work  in  the  precise  manner  required  for  the  purpo 
of  this  case,  it  is  by  no  means  certain  that  Kenyon's  machine  i 
like  it  in  this  particular."  On  this  examination  Kenyon  says  I 
the  model  "  D"  (Reinhart)  was  exactly  like  his  machine  of  iS 
except  in  size ;  also  that  there  was  a  difference  in  the  course  of 
operation  between  the  round  punch  of  the  model  there  idendf 
and  the  one  at  Washington,  but  that  it  operates  for  the  same  p 
pose  for  both,  and  was  intended  to  do  the  same  kind  of  wo 
This  difference  in  the  order  of  the  operations  having  been  o 
sidered  essentially  defective,  on  the  examinations  for  the  pres 
issue,  to  supply  the  defects,  Kenyon  testifies,  in  substance,  that 
machine  of  1 835,  in  its  order  of  operation  of  the  round  punch  s 
other  operative  parts,  was  the  same  as  the  model  at  Washingti 
upon  which  the  application  is  based  ;  that  the  combination  of  d 
punches,  and  swedges  are  just  alike  in  the  mode  of  operation, 
which  it  is  supposed  he  intended  to  convey  the  idea  that 
order  and  course  of  operation  were  the  same.  If  so,  it  is  v< 
apparent  that  he  has  contradicted  himself  in  a  very  material  poi 
Again,  if  the  description  he  has  given  of  the  size  of  his  mach 
be  correct,  can  it  be  true,  as  he  has  stated,  that  he  made  the  n 
of  the  stated  thickness  and  breadth  by  operating  the  mach 
himself,  and  without  any  assistance?  It  was  utterly  impossit 
The  same  rule  of  law  laid  down  as  applicable  to  the  testimony 
Corcoran  must  apply  to  this.  Again,  Richardson,  who  was  i 
plied  to  by  Kenyon  in  the  spring  of  1845  to  make  drawings 
him  of  his  machine,  says,  as  it  respects  the  operation,  that  I 
nut  was  in  the  first  place  cut  off,  then  pressed,  and  then  punches 
the  pressing  and  punching  being  two  distinct  operations.  In  ili 
also,  there  is  a  material  difference.  Kenyon  says  it  was  all  do 
by  one  operation. 

The  testimony  of  Bradbury,  although  it  might  be  consider 
somewhat  lessened  in  its  credit  by  the  circumstance  stated  by  t 
Commissioner,  cannot  be  said  to  be  without  some  measure 
weight.  He  said  that  his  evidence  would  be  &tal  to  Kenyon 
claim  as  the  inventor  of  the  machine  ;  that  Kenyon  never  invenK 
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a  machine  that  would  make  nuts.  This  witness  had  the  most 
ample  opportunity  of  knowing. 

Daft,  on  his  first  examination,  says  he  does  not  remember 
whether  or  not  the  nuts  were  pressed  in  a  closed  die  box,  nor 
can  he  say  whether  they  were  pressed  before  or  after  they  were 
punched  ;  and  though  he  had  some  of  the  nuts  in  his  hand,  he 
could  not  tell  of  what  kind  of  metal  they  were  made.  He  thought 
at  the  time  they  were  of  iron.  On  his  second  examination  he 
says  the  operation  was  in  his  presence;  and  he  is  then  brought  to 
say  it  formed  iron  nuts  and  pressed  them,  and  they  appeared 
to  be  smooth.  He  betrays  too  much  ignorance  and  inconsistency 
to  entitle  his  testimony  to  much  weight. 

There  is  proof  in  the  case  that  Kenyon  visited  the  shop  of 
Carter  and  Rees  in  August,  1850,  to  examine  their  nut  machine, 
3n  which  occasion,  in  the  course  of  half  an  hour  or  more,  at  his 
request,  explanations  were  made  to  him  how  Carter  and  Rees' 
nachine  worked.  He  was  shown  the  die  box.  how  the  nut  was 
tressed  and  punched,  and  how  it  was  discharged.  He  could  not 
jnderstand  how  the  bottom  die  worked  on  the  punch,  &c.  He 
m  that  occasion  does  not  say  or  pretend  that  he  had  ever  invented 
1  machine  substantially  on  the  same  principles.  On  the  contrary, 
idvises  the  application  for  a  patent  at  once.  Let  this  be  con- 
lected  with  what  Kenyon  himself  admits,  that  he  never  made  or 
ried  to  make  hot  nuts  on  his  machine  previous  to  seeing  that  of 
I!arter  and  Rees'  machines,  and  also  with  the  ahsence  of  sufficient 
jroof  on  the  part  of  the  appellees  to  show  satisfactorily  that  the 
nachine  of  1835  or  1836  possessed  in  the  course  and  order  of  its 
iperations  those  essential  features  of  the  invention,  as  before  stated 
n  the  opinion  of  the  Commissioner  to  be  necessary.  With  the 
Commissioner,  I  feel  myself  bound  to  conclude  that  Kenyon  derived 
lis  first  knowledge  of  the  true  nut  machine,  now  the  subject  of 
iterference,  from  the  machine  which  he  saw  in  Carter  and  Rees' 
stablishment ;  and  upon  the  whole,  that  he  was  not  the  original 
iventor,  as  claimed  on  the  present  issue;  and  that  the  priority 
f  invention  ought  not  to  have  been  so  awarded.  I  will  next  con- 
ider  the  case  of  Carter,  assignee  of  Steer.  The  reasons  of  appeal 
re  the  same  with  those  in  the  case  just  considered,  except  the 
rst  three.  The  only  special  ones  are  the  second  and  third.  The 
eccmd   relates  to  the  compression  of  the  nut  while  on  the  eye 
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punch,  which  the  Commissioner  decided  Steer's  invention  t 
not  contemplate.  The  third  is  intended  to  cover  his  objecti 
that  the  eye  punch  was  made  largest  at  the  outer  end.  W 
respect  to  the  description  of  the  eye  punch  being  largest  at  t 
outer  end,  as  stated  in  thf  original  specification,  and  intend 
thereby  only  to  show  one  of  the  forms  in  which  the  inventi 
might  be  executed,  this  is  omitted  in  the  present  specificatit 
nor  does  it  appear  to  have  been  adopted  in  the  model  filed 
the  Office.  It  is  therefore  unnecessary  to  decide  whether  l 
inference  d.rawn  by  the  Commissioner  from  that  circumstance  « 
correct  or  not. 

I-have  with  great  care  examined  the  model  just  alluded  to- 
one  occasion  with  a  very  skillful  expert,  mutually  agreed  on 
the  parties,  and  in  their  presence  and  alone  several  times  sub: 
quently — and  am  entirely  satisfied  that  it  possesses  the  import; 
peculiar  feature  in  the  operation  of  the  machine  of  effecti 
perfect  compression  of  the  nut  whilst  the  punch  continues  in 
by  an  additional  after- pressure,  so  as  to  weld  up  the  fissuresa 
obliterate  the  defects  produced  by  punching  the  eye.  But  t 
views  1  have  already  taken  will  make  its  application  to  the  moc 
of  the  appellees  before  the  Commissioner  unnecessary.  I  thi 
the  following  is  a  correct  description  of  Steer's  model :  The  ( 
box  was  placed  below  with  a  punch  in  it,  both  stationary.  T 
swage  constituted  the  bottom  of  the  box.  The  square  pun 
was  placed  above  and  op|)Osite  the  open  side  of  the  box.  Wh 
this  square  punch  was  withdrawn,  the  end  of  the  bar  of  heat 
iron  was  laid  upon  the  mouth  of  the  box  ;  when  the  square  pun 
was  suddenly  and  forcibly  thrust  forward,  it  separated  the  pit 
of  metal  of  which  a  nut  was  to  be  made,  carried  it  into  the  b 
upon  the  eye  punch  which  made  the  perforations,  {ind,  carryii 
the  piece  thus  punched  still  forward  against  the  swage  or  botto 
of  the  box,  powerfully  compressed  it  between  the  square  pum 
and  the  swage  and  around  the  eye  punch,  which  was  still  in  tl 
perforation,  thus  giving  perfect  form  and  compression  to  the  ni 
and  rewelding  and  compressing  the  parts  in  the  eye  which  hi 
been  disturbed,  torn,  rent,  and  displaced.  The  whole  is  done  1 
a  single  forward  motion  of  the  square  punch.  The  swage  w 
then  thrown  up,  the  box  and  eye  punch  remaining  stationar 
and  the  nut  thereby  discharged.     Now,  if  this  is  sustained  by  t 
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proof,  all  the  conditions  stated  in  the  Commissioner's  opinion 
will  have  been  gratified.  First.  It  is  admitted  "that  a  machine 
constructed  according  to  the  plan  represented  in  the  annexed 
drawing  marked  "D"  was  in  use  by  said  Steer  for  the  purpose  of 
experiment  in  1841,  and  that  he  made  sound  nuts  of  iron  of 
uniform  and  symmetrical  form.  By  means  of  said  machine  the 
same  nuts  were  made  champered  or  beveled  at  the  edges  of  one 
side  by  the  powerful  compression  to  which  they  were  subjected 
in  the  die-box ;  that  three  or  more  nuts  were  cut  off  a  heated 
bar,  and  properly  formed  without  reheating  the  bar;  and  that 
no  practical  difficulty  was  found  in  the  operation  of  the  ma- 
chine." The  drawing  "D"  is  an  exact  copy,  on  a  reduced 
scale,  of  the  drawing  attached  to  Carter's  application  as  Steer's 
assignee,  and  is  an  exact  copy  of  the  drawing  attached  to 
Steer's  original  application  in  1841,  and  is  an  exact  represen- 
tation of  the  machine  described  in  both  specifications.  Secondly. 
In  addition  to  this  is  the  testimony  of  John  Fenton,  who  says 
he  had  formerly  been  a  manufacturA"  of  woollen  goods  by 
machinery;  that  in  1841  Steer  made  a  worthing  machine, 
which  was  like  the  model  machine  deposited  by  said  Steer  in  the 
Patent  Office,  and  which  the  witness  has  seen  there,  and  which 
remained  there  at  the  lime  of  giving  his  testimony.  Said  model 
is  like  the  said  machine  in  all  essential  respects.  He  had  fre- 
quently examined  said  machine.  He  saw  it  in  operation  in  1841. 
It  was  operated  by  Isaac  H.  Steer  in  person,  with  the  assistance 
of  Joel  Lupton.  He  went  there  after  the  machine  was  constructed 
and  in  the  shop,  and  they  took  some  hot  iron  to  show  the  witness 
the  operation  of  the  machine,  and  cut  some  nuts.  The  machine 
made  several  nuts  at  one  heat  of  the  bar ;  he  can' t  say  how  many 
exaaly.  They  were  well  made,  smooth,  and  greatly  superior  to 
the  hand-made  nuts,  being  perfectly  smooth  and  compressed,  so 
much  so  that  he  carried  some  of  them  to  be  exhibited  to  the 
neighbors.  All  of  the  nuts  were  pressed  into  the  same  die  and 
punched  by  the  same  punch,  and  were  consequently — that  is,  all 
from  the  same  bar  of  metal — exactly  alike.  By  their  general 
appearance  and  by  their  use  (upon  witness'  own  tools  and  wagons, 
they  being  in  constant  use)  he  knew  that  they  were  perfect  in 
strei^th.  The  compression  of  the  nut  was  perfect  on  all  sides. 
The  nuts  were  made  as  last  as  a  man  could  swing  a  sledge,  as 
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every  stroke  of  the  sledge  made  a  nut.  There  was  no  difficu 
in  clearing  the  punchings  or  in  throwing  out  the  nut  when  it  i 
completed.  If  there  had  been,  they  could  not  have  gone  on  » 
the  operation.  The  compression  of  the  nut  took  place  while 
punch  was  in  the  eye  of  the  nut  and  while  the  eye  was  be 
punched.  He  considered  it  a  great  labor-saving  machine,  i 
so  he  does  now,  and  of  great  utility.  The  nuts  which  he  i 
made  on  the  machine  in  question  were  of  the  usual  proportion 
wagon  nuts  and  nuts  for  machinery,  and  they  were  of  full  ihi 
ness.  The  top  of  the  nut  was  beveled  at  the  corners,  show 
the  powerful  operation  of  the  punch  while  in  the  die  box.  1 
nut  took  precisely  the  reverse  form  of  the  die. 

This  proof  appears  to  me  to  be  very  full  and  conclusive  to  sh 
that  in  the  year  1841  Steel  had  invented  the  nut  machine  acco 
ing  to  all  the  tests  stated  by  the  Commissioner  in  his  opinion,  i 
that  therefore  his  assignee,  Carter,  is  entitled  to  a  patent  there 
as  prayed.  And  it  has  also  been  satisfactorily  proved  that  Car 
and  Rees  are  entitled  to  a  patent  for  the  improvements  ti 
have  made  upon  Steer's  machine  to  adapt  it  to  working 
power. 


P.  H.  Watson,  for  the  appellants. 


In  Re  Morgan  Everson  and  Daniel  M.  Ricard.    App 
from  refusal  to  grant  patent. 

of  Ibe  cbaiif^c  and  the  consequences  resulting  tlierefrom  (in  case  of  a 
chine)  are  luch  as  lo  show  that  the  inventive  facally  has  b«n  eien 
though  in  jioint  uf  fact  the  change  wns  the  result  of  accident,  the  reqi 
yt9K  of  a  sufficient  amount  of  invention  may  eiist. 

Sm — cOLOBlBti  iE.riHATio.tB — nofBLK  fSE. — Where  the  change  consisl!  m 
in  the  employment  of  an  obvious  Bubstitule,  the  discovery  and  applii' 
uf  which  coulil  not  have  involved  the  exercise  of  the  inventive  facu 
any  considerable  degree,  the  change  will  then  he  treated  as  merely  a 
substBOtidl  colorable  rnriation,  or  a  double  use. 

Sm — .Sm— isciDKNTAL  CHANOBB.— Inoidenlal  changes  in  the  arrangemenl  t 
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paria  of  &  structure,  aTiBiiig  out  of  an  obTioua  application  of  the  same  to  a 
Dew  use,  and  effected  by  the  means  of  well-known  devices,  are  not  patent- 
able. 

[Before  Wouill,  J.,  District  of  Columbia,  June,  1855.) 

MOBSELL,  J. 

They  state  the  nature  of  their  invention  to  "consist  in  an 
arrangement  of  transverse  shafts,  levers,  connecting  bars,  attach- 
ing rods,  pumps,  and  suction  pipes  upon  a  section  of  a  sectional 
dock,  in  such  a  manner  that  a  single  engine  or  other  motor  can 
be  made  to  pump  out  any  number  of  sections,  whether  said  sec- 
tions be  arranged  close  to  each  other  or  at  any  desired  dis- 
tance from  each  other,  as  circumstances  may  require,  in  the 
elevation  of  large  or  small  vessels." 

They  say:  "What  we  claim  as  our  invention,  and  desire  to 
secure  by  letters- patent,  is  the  arrangement  of  parts  by  which  we 
are  enabled  by  a  single  first  mover  to  pump  the  water  from  either 
side  or  both  sides  of  any  number  of  sections  of  a  sectional  dock, 
when  arranged  at  any  desired  distance  from  each  other,  substan- 
tially as  herein  set  forth,  viz.:  By  means  of  the  pumps  <?e_/y, 
and  the  suction  tubes _/y,  the  side  shafts  D  Z>,  and  their  levers 
C  Cand  A  h,  the  central  shaft  E  and  its  levers  F  and  k.  the  de- 
tachable rods  II,  and  the  actuating  adjustable  bars  G  G,  or  their 
equivalents,  arranged  and  operating  substantially  as  herein  set 
forth." 

The  Commissioner  in  his  opinion  says:  "The  idea  of  con- 
structing a  floating  dock  in  sections  is  by  no  means  new,  nor  do 
Jie  applicants  claim  to  have  originated  the  idea  of  dividing  each 
lection  into  two  separate  compartments  for  the  purpose  of  more 
iccurate  adjustment.  They  only  claim  the  contrivances  and 
irrangements  by  which  that  adjustment  is  made,  so  that  all  may 
>e  moved  by  a  single  engine  or  other  motor.  The  idea  of  using 
1  single  motor  for  this  or  analogous  purposes  is  not  new.  (See 
he  rejected  application  of  Clare  and  Brown,  among  others. )  The 
]uestion  presented  is  whether  there  is  a  patentable  novelty  in 
he  particular  devices  and  contrivances  used  in  the  present  case. 
■  •  *  Nothing  more  than  ordinary  skill  and  ingenuity  would 
>e  required  in  that  case,  and  the  contrivance  of  the  applicants  is 
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such  as  any  competent  mechanic  acquainted  with  the  subjec 
dock -building'  would  have  been  likely  to  have  made." 

The  first  reason  of  appeal  is  because  the  Commissioner  ov 
looked'what  the  appellants  sup{x>se  the  gist  of  their  invent 
consists  in ;  that  is,  that  it  allows  the  respective  dock  sectii 
with  which  it  is  combined  to  be  placed  either  in  contact  with  e; 
other  or  at  any  desired  distances  from  each  other.  The  sec< 
is  because  the  Commissioner's  decision  is  based  upon  the  groi 
that  in  contriving  and  perfecting  their  invention  they  have 
exercised  extraordinary  ingenuity. 

Upon  due  notice  having  been  given  to  the  parties  interes 
of  the  time  and  place  appointed  by  me  for  hearing  the  app 
the  examiner  on  the  part  of  the  Office  produced  the  origi 
papers  and  evidence  in  the  cause,  with  said  reasons  of  appeal  i 
the  grounds  of  the  Commissioner's  decision  in  writing;  ; 
the  appellant  by  his  counsel  filed  his  argument  in  writing,  i 
submitted  the  said  cause. 

As  to  the  principle  involved  in  the  reasons  of  appeal  relat 
to  the  degree  of  ingenuity  to  be  manifested  in  the  invention, 
rule  of  patent  law,  as  I  understand  it,  is  that  in  cases  where 
utility  of  the  change  and  the  consequences  resulting  therefr 
(in  case  of  a  machine)  are  such  as  to  show  that  the  inveni 
laculty  has  been  exercised,  though  in  point  of  feet  the  change ' 
the  result  of  accident,  the  requisite  test  of  a  sufficient  amo 
of  invention  may  exist.  But  if,  on  the  other  hand,  the  chai 
consists  merely  in  the  employment  of  an  obvious  substitute, 
discovery  and  application  of  which  could  not  have  involved 
exercise  of  the  inventive  faculty  in  any  considerable  degree, 
change  will  then  be  treated  as  mtrely  an  uiisubstantiai,  colon 
variation,  or  a  double  use,  and  of  course  not  patentable. 

In  the  present  Instance,  I  think  it  appears  from  the  draw 
exhibited  to  the  Patent  Office  on  other  occasions  of  applicat 
for  patents,  and  shown  in  this  case,  that  an  invention  for  pum| 
out  the  sections  of  a  floating -dock  with  the  required  adjustm« 
when  in  contact  with  each  other,  by  a  single  first-mover, 
appropriate  arrangement  of  parts,  is  not  new  in  a  patent 
sense  ;  and  although  in  the  present  instance  there  are  changi 
the  arrangement  of  the  parts,  so  as  to  eflect  the  same  thing  « 
they  (the  connected  dock  sections),  or  any  one  of  the  number 
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airang^ed  at  any  desired  distance  from  each  other,  I  take  this 
feature  to  be  incidental  to,  and  not  a  substantial  change  in,  the 
principJe ;  and  generally,  with  respect  to  the  changes  relied  on, 
they  appear  to  me  to  be  only  additions  of  well-known  agents  of 
the  same  kind  used  in  analogous  cases  with  like  effect. 

I  think,  therefore,  that  the  decision  of  the  Commissioner  was 
correct ;  and  I  do  hereby  affirm  the  same. 

Z.  C.  Robbins,  for  appellant. 


Samuel  T.  Jones,  Appellant, 


Samuel  Wetherill,  Appellee.     Interference.  • 

iNTinrERE.vcE — PATiNTABiLiTT — jdRihuictiox. — CoustTuing  tbi!  sJitb, SGTenth, 
anil  eighth  sections  of  Ibe  act  of  ie:te  together,  it  is  cleur  thnl  the  ial«r- 
ference  referred  to  in  the  eighth  section  issn  interference  betveen  patent. 
able  iDTentions.  That  is  a  preliminary  question  necessarily  involred  in 
the  Commissioner's  decision  upon  priority  of  invention,  and  may  be  con- 
sidered by  the  judge  upon  appeal. 

PaoCMS — PATBNTEU  ji*c'>iiSKHY. — It  secms  that  the  use  of  a  new  process, 
involting  patented  machinery,  must  be  by  the  license  Or  permission  of  the 
patentee  or  big  ttasigns. 

Sk — TUT  or  NOviLTT— [HPROviD  BMULT, — In  Bupport  of  &  clajiu  for  a  new 
method  or  process,  it  must  appear  that  the  result  produced  is  an  improve- 
ment in  tbe  tr&de — using  those  words  in  a  commercial  sense,  as  meaning 
the  mannfacture  of  the  article  as  good  in  quality  and  at  a  cheaper  rale,  or 
better  In  quality  at  the  same  rate,  or  with  both  of  these  consequences 
parlially  combined. 

Sm — Sm. — Id  Ibis  class  of  cases  the  result  is  considered  all-importaut.  There 
most,  however,  be  thereby  evolved  a  principle  such  as  will  regularly,  and 
not  merely  occasionally,  in  the  use  thereof,  produce  a  like  effect. 

EviDESCB — civiAT — imcT  OF. — A  Caveat  is  admissible  in  evidence  as  part  of 
the  ttt  gttlK  in  proof  of  tbe  invention  so  far  as  it  contains  a  descri]ition  of 
tbe  invention  and  tbe  machinery  which  was  then  constructed. 

tTNBtrccEssrcL  BXPiRiHENTB — PHOCESs. — Where  the  proofs  offered  by  an  inventor 
in  support  of  his  claim  to  have  invented  and  discovered  a  new  process — 
at  of  mannfactnring  white  oiide  of  tine — indicate  thai  he  did  not  in  bis 
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experiments  abserve  the  proper  chemickl  conditions — as  the  proper  tdi 
ture  of  tlie  ore  and  f^el,  tLe  depth  of  the  charge,  the  regulation  of 
blast,  ic. — and  that  as  a  matter  of  fact  he  failed  to  obtain  aucce 
results;  Held,  That  his  efforts  amounted  to  no  more  than  an  nnsuccc! 
experiment,  and  did  not  entitle  him  to  a  patent  as  against  an  indcpeo' 
inventor. 

Gop[ts  or  HBHOBANDUHB  AKii  LITTERS — imcT  Of, — Records  of  memoniDd 
and  copies  of  letters  cannot  be  considered  as  evidence  per  te.  The  origi 
might  have  been  used  to  refresh  the  memorj  of  the  witness ;  but  vht 
does  not  appear  that  this  has  been  done,  the  copies  cannot  be  uh 
conGrmator;  of  the  testimony  of  tbe  witness. 

f^M — iNCOuPLtTE  RKCOROS. — Where  the  party  presents  copies  of  bis  memon 
wliicb  are  incomplete  in  important  respects,  it  affords  grounds  foi 
unfavorable  inference. 

(Before  Mobbill,  J.,  District  of  Columbia,  September,  1S5&.) 

Statement  of  the  Case, 

The  patent  issued  to  Samuel  Wetherill  November  13th,  if 
No.  13,806. 

MORSELL,  J. 

The  subject  of  this  case  was  brought  before  me  on  a  fori 
occasion — Burrows  f.  Wetherill  (an/^,  p.  315) — when  John  E.E 
rows  was  also  a  party  ;  and  the  issue  then  was  as  to  the  righ 
invention  of  an  improvement  of  the  furnace  by  perforated  gr. 
bars.  On  that  appeal  it  was  decided  as  between  the  two  part 
Burrows  and  Wetherill,  that  Burrows  must  be  considered 
prior  inventor  of  the  improved  perforated  grate-bars  in  the 
nace  for  the  manufacture  of  the  white  oxide  of  zinc,  as  parti 
larly  described  in  his  specification.  I  decided  no  point  on 
subject  as  between  Burrows  and  Jones,  there  being  no  appeal 
between  them.  I  have  had  no  sufficient  reason  since  to  be  1 
satisfied  with  the  opinion. 

Subsequently,  on  the  2d  of  October,  1854,  an  interference 
declared  between  the  appellant  Jones  and  the  appellee  Wethi 
in  the  matter  of  the  process  of  making  white  oxide  of  zinc 
which  the  Commissioner  says  :  "According  to  the  views  of 
appellate  judge,  there  is  no  conflict  between  Burrows  and  Wi 
erill  in  regard  to  the  subject-matter  of  this  second  claim;  bt 
think  it  clear  that  Jones  claims  this  same  process  ;  so  that  betw 
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him  and  Wetherill  there  is  a  second  interference,  for  reasons 
already  set  forth  in  a  previous  decision  between  the  three  con- 
testants aljove  named.  I  believe  Wethenll  to  be  fairly  entitled  to 
priority  as  the  inventor  of  this  process,  and  patent  wilt  issue 
accordingly,  unless  an  appeal  from  this  decision  be  taken  previous 
to  the  first  Monday  of  November  next, ' '  &c. 

On  the  appeal  from  which  decision  the  appellant  Jones  duly 
filed  his  reasons.  The  first  and  second  are  general,  because  the 
Commissioner  did  not  award  priority  of  invention  to  appellants, 
and  because  his  decision  was  contrary  to  the  evidence  in  the  case. 
The  third  and  fourth  rely  on  the  caveat  filed  by  Jones  in  1848, 
on  the  written  description  in  1849  of  his  said  discovery,  and  on 
the  testimony  applicable  to  said  subjects,  as  substantially  showing 
and  proving  appellant's  invention  of  the  process  now  claimed  by 
the  appellee  to  have  been  prior  in  point  of  time.  The  fifth  and 
sixth  are  because  the  Commissioner  decides  that  Jones  was  not 
successful  in  making  white  oxide  of  zinc,  and  because  he  had  not 
carried  his  discovery  so  far  as  to  be  patentable.  The  seventh, 
because  the  Commissioner  decides  that  the  non-user  by  appel- 
lant of  his  discovery  was  an  abandonment  which  affected  his  right 
to  a  patent. 

This  new  issue  appears  to  have  been  tried  and  decided  upon 
the  proofs  and  evidence  in  the  former  case  alone,  a  statement  of 
which,  as  far  as  it  was  deemed  necessary  for  the  points  involved, 
uas  given  in  the  opinion  delivered  on  that  occasion,  and  will  not, 
therefore,  be  repeated  now. 

On  due  notice  being  given  to  the  parties  interested  of  the  time 
and  place  appointed  for  the  hearing  of  the  appeal,  the  Commis- 
sioner produced  and  laid  before  me  all  the  additional  papers,  with 
liis  opinion  ;  the  parties,  by  their  counsel,  respectively,  filed  their 
arguments  in  writing;  and  thereupon  the  case  was  submitted  for 
my  decision. 

On  the  part  of  the  appellee,  it  is  contended  that  the  only  ques- 
tion tjefore  the  judge  on  this  appeal  is  which  of  the  two  parties, 
Samuel  Wetherill  or  Samuel  T.  Jones,  on  the  evidence  submitted, 
is,  in  judgment  of  law  and  fact,  the  prior  inventor  of  the  process 
daimed  under  both  applications  ;  and  that  the  jurisdiction  of  the 
judge  cannot  be  extended  to  the  consideration  of  the  patentability 
of  the  invention  of  the  parties. 
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It  is  contended  that  that  question  cannot  be  considerec 
included  in  the  decision  of  the  Commissioner  hereinbefore  red' 
that  according  to  the  construction  of  the  seventh  and  eighth 
tions  of  the  act  of  1836,  it  ought  not  to  have  been  ;  that  accort 
to  the  eleventh  section  of  the  act  of  March  3d,  1839,  that  p< 
therefore,  cannot  be  considered  as  coming  within  the  revisio 
the  appellate  judge.  How  is  it  as  respects  the  fact  ?  The  C 
missioner  says  (after  stating  that  Wetherill  is  fairly  entidei 
priority  as  the  inventor  of  the  process) :  "And  patent  will  i 
accordingly,  unless,"  &c.  That  he  did  act  upon  it,  therel 
there  can  be  no  doubt.     Ought  he  so  to  have  done  ? 

I  cannot  agree  to  the  correctness  of  the  construction  giver 
the  counsel  for  the  appellee  to  the  seventh  and  eighth  seclioi 
the  act  of  1836  in  support  of  his  position.  I  think  the  si 
seventh,  and  eighth  sections  must  be  taken  together  in  const 
tion,  from  which  it  will  appear  clear  that  the  nature  of  the  ii 
ference  alluded  to  in  the  eighth  section  is  a  patentable  interfere 
and  that  it  cannot  exist  before  the  Commissioner  has  satisfied  1 
self  by  the  examination  as  directed  that  there  is  prima-facie 
dence  (from  the  vouchers  produced  by  the  applicant)  that  all 
conditions  exist  and  all  the  previous  requirements  of  the  s 
and  seventh  sections  have  been  fulfilled ;  and  without  such  ir 
ference  no  question  of  priority  of  invention  can  arise  in  whic 
included  the  patentability  of  the  invention.  This  idea  is  conlin 
by  that  part  of  the  eighth  section  which  gives  the  right  of  app 
After  giving  that  right  to  either  of  the  parties  who  shall  be 
satisfied  with  the  decision  of  the  Commissioner  on  the  quesiio 
priority  of  right  of  invention,  on  the  like  terms  and  condition 
are  provided  in  the  preceding  section  of  the  act,  then  it  is  s 
"and  the  like  proceedings  shall  be  had  to  determine  whicli 
whether  either,  of  the  applicants  is  entitled  to  receive  a  paten 
prayed  for."  This  being  the  view  taken  of  the  point,  it  will 
seen  that  the  decision  of  Judge  Cranch  in  Pomeroy  v.  Connii 
{ante.  p.  40,)  referred  to,  is  entirely  inapplicable.  This  preli 
nary  objection  is  therefore  not  sustained. 

The  invention  for  which  a  patent  is  claimed  in  this  case  on 
part  of  the  appellant  is  for  a  process  of  making  the  white  oxid 
zinc  by  a  mode  or  means  of  certain  arrangements,  in  corablnai 
with  the  improved  perforated  grate-bars  in  the  said  furnace. 
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the  manufacture  of  the  white  oxide  of  zinc,  as  patented  to  John 
E.  Burrows,  No.  13,416,  Augfust  14th,  1855. 

The  issue  embraces  no  claim  by  either  of  the  parties  to  said 
patented  invention,  nor  any  improvement  of  the  same,  but  is  con- 
fined solely  to  the  process.  The  use,  therefore,  in  this  connection 
must  be  by  the  license  or  permission  of  said  patentee  or  his  assigns. 
In  order  to  constitute  patentable  novelty  and  utility,  it  must  appear 
that  the  result  produced  by  the  combination  was  an  improvement 
in  the  trade,  and  for  the  public  good  or  advantage,  by  the  man- 
ufacture either  of  a  new  article,  or  a  better  article,  or  a  cheaper 
article  to  the  public  than  that  produced  before  by  the  old  method. 
The  terms  "improvement  in  the  trade,"  as  used,  applicable  to 
the  law  of  patents,  should  be  considered  in  the  commercial  sense, 
and  as  meaning,  of  the  article,  as  good  in  quality  and  at  a  cheaper 
rate,  or  better  in  quality  at  the  same  rate,  or  with  both  these  con- 
sequences partially  combined,  leading  to  a  cheaper  production  of 
the  white  oxide  of  zinc  of  as  good  or  better  quality.  In  this  class 
of  cases  the  result  is  considered  all -important.  There  must, 
however,  be  thereby  evolved  a  principle  such  as  will  regularfy, 
not  merely  occasionally,  in  the  use  thereof  produce  a  like  effect. 

These  general  remarks  are  made  in  this  place  to  show  the 
principles  by  which  I  shall  be  guided  in  the  further  investigation 
of  this  case.  With  respect  to  the  character  of  the  manufacture, 
both  parties  agree  that  a  successful  method  or  arrangement  of 
means  in  the  process  will  result  in  an  improvement  of  the  trade, 
by  a  great  economy  of  fuel  and  in  the  expense  required  by  the 
old  mode  in  the  constant  renewal  of  vessels — the  old  method 
requiring  a  ton  of  coal  to  the  one  of  ore,  and  the  new  mode  only 
about  six  hundred  pounds  of  coal  to  the  ton  of  ore;  and  that  the 
invention  of  the  appellant,  whatever  it  was,  was  long  anterior  to 
that  of  the  appellee. 

The  appellant,  to  support  his  claim,  offers  his  caveat  as  evidence, 
amounting  to  a  declaration  of  his  invention,  and  as  forming  part 
of  the  res  gesla,  to  which  point  the  third  and  fourth  reasons  are 
intended  to  apply.  I  can  perceive  no  sufficient  objection  to  the 
position,  so  far  as  it  extends  to  the  description  of  the  invention 
md  the  machinery  which  was  then  constructed. 

The  caveat  says:  ' '  For  the  improvements  in  the  reduction  of  zinc 
ares,     *    *    *    for  which  purpose    *    *    *    \  subject  the  crude 
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ores  to  the  direct  action  of  heat,  either  in  a  blast-or  draft  liim. 
along  with  the  fuel,  whereby  the  zinc  is  separated  in  the  Ton 
white  oxide,  sometimes  called  the  flower  of  zinc,  and  whic 
to  be  collected  in  a  chamber  or  prolonged  flue  connected ' 
the  furnace  and  with  the  chimney,  wherein  the  flower  will  I 
time  to  settle,  while  the  smoke  and  gasses  pass  off  into  the  atr 
phere,"  &c.  It  is  admitted  that  Mr.  Jones  did  not  contemf 
the  use  of  the  white  oxide  of  zinc  as  a  pigment,  and  that  in  s 
respects  this  was  analogous  to  the  arrangements  in  the  fun 
used  for  the  smelting  of  iron,  though  substantially  difl'eren 
other  respects. 

With  this  the  appellant  connects  the  testimony  of  M 
Farrington,  his  memorandum  book,  and  sundry  letters. 
appellant  states  the  testimony,  it  is  that  in  the  year  1848  J 
told  him  he  believed  he  had  made  an  important  discovery ; 
his  efforts  had  hitherto  been  to  make  metallic  zinc  directly 
the  ore  ;  that  he  had  succeeded  as  well  as  he  expected,  but  (i 
he  could  make  the  white  oxide  easily.  He  directed  witi 
after  describing  his  plan,  to  make  a  quantity  of  white  oxide 
the  purpose  of  being  reduced  to  metallic  zinc.  Witness  ado 
the  plan  suggested  by  him,  and  obtained  white  oxide  of 
Occasionally  alterations  were  made  in  the  plan  of  working 
collecting.  He  states  then  the  plan — "working  ore  and 
together" — and  then  describes  the  furnace.  The  furnace  bo 
was  about  twenty  inches  square,  having  an  ash-pit  about  twc 
deep.  The  body  of  the  furnace  was  then  carried  about  ihrt 
three  and  one-half  feet  above  the  grate,  with  a  draft-hole  oi 
near  the  top,  for  the  purpose  of  working  the  furnace  descr 
and  afterwards  to  collect  the  white  oxide.  Instead  of  covi 
the  top  of  the  furnace,  a  sheet-iron  cap  was  adopted,  conni 
with  pipes  leading  to  receivers.  The  chimney  was  very 
and  the  draft  very  good.  The  principal  alterations  or  mi 
cations  in  the  plan  of  working  were  more  in  the  rece 
apparatus  than  the  furnace.  The  method  of  changing  wa; 
starting  a  fire  in  the  furnace,  placing  on  ore  and  fuel  in  alte 
layers,  till  the  furnace  was  nearly  filled,  the  ore  having  first 
brought  to  a  uniform  size,  or  nearly  so,  by  breaking.  The 
oxide  was  obtained  in  small  quantities.  He  formed  an  uni 
able  opinion  of  the  process  in  consequence  of  the  diflicul 
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collecting.  He  says  the  furnace  put  up  by  Mr.  Jones  at  Newark 
ifter  December,  1848,  was  carried  about  two  and  a-half  to  three 
feet  above  the  grate-bars.  At  first  an  arch  was  turned  over  the 
;op  of  the  furnace,  having  a  door  or  hole  near  the  top  to  put  in 
Jie  charge ;  the  ash-pit  was  closed,  a  blast  introduced  under  the 
jrates.  The  method  of  charging  and  working  was  similar  to  that 
jescribed  in  Elm  street.  He  is  asked  to  state  the  difference,  if 
iny,  in  the  two  furnaces  in  the  method  of  reducing  the  ore :  to 
vhich  he  replies:  "It  was  reduced  more  readily  by  blast  than 
iraft.  I  do  not  know  that  there  was  any  other  difference  than  that 
iescribed  in  the  reduction,"  In  his  answer  to  the  thirtieth  ques- 
ion,  he  describes  an  alteration  in  the  grate-bars,  to  prevent  the 
)re  from  falling  through. 

He  is  asked  whether  he  made  a  record  or  memorandum  of  his 
ixperiments  which  he  had  described  in  Elm  street  and  New- 
rk.  In  answer,  he  says:  "I  made  a  record  of  every  experi- 
nent  tried  and  drawings  of  all  the  furnace  apparatus,"  These 
nemoranda  were  made  in  a  small  memorandum- book  or  on  loose 
heets  of  paper.  But  before  the  ist  of  April,  1850,  he  copied  the 
ubstance  of  them  into  a  book;  which  book  is  in  evidence,  and 
larked  Exhibit  "A."  Inthisbookare  to  be  found  drawings  of  the 
imaces  ;  the  last  one  used  having  a  blast  underneath  the  grate. 
Tom  this  record  it  will  be  seen  that  the  difficulties  encountered 
■ere  in  collecting.  He  says,  in  charging  the  furnace  put  up  in 
11m street:  "We  tried  it  at  various  heights — from  five  or  six 
iches  to  two  feet ;  they  found  a  light  charge  to  work  the  best ; 
le  thinner  the  fire,  the  better  it  worked ;  when  crowded  too  much 
y  piling  in  the  ore  the  draught  became  obstructed." 

On  his  cross-examination  he  says:  "  When  the  furnace  was  too 
eavily  loaded,  or  the  body  of  the  furnace  was  too  much  filled  up 
ith  ore  and  fuel,  an  invariable  result  was  the  finding  of  some 
art  of  the  ore  forming  slag  and  obstructing  the  passage  of  air 
irough  the  grate."  They  found  the  difficulty  did  not  exist  when 
orking  a  very  light  chaise. 

In  his  answer  to  the  one- hundred-and -tenth  cross -quest  ion  on 
lepartof  Burrows,  he  says:  "After  enjoining  confidence  as  to  what 
;  (Mr.  Jones)  was  about  to  communicate,  Mr.  Jones  said  :  '  I  think 

have  made  an  important  discovery  in  experimenting  to  make 
etallic  zinc ;  I  have  not  succeeded  in  all  respects  as  I  would 
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wish  to;  the  mechanical  combinations  of  zinc  and  iron  rend 
difficult  of  reduction  in  crucibles,  as  the  iron  will  fuse  and  cui 
the  crucibles ;  but  I  have  found  that  white  oxide  of  zinc  ca: 
made,  and  believe  a  plan  can  be  devised  to  collect  it ;  and  w 
know  that  can  be  reduced  very  readily  to  metallic  zinc,  and  p 
ably  in  iron  retorts.  Now,  the  plan  1  propose  is  to  work  the 
when  broken  to  a  hickory-nut  size,  in  the  body  of  the  fumace 
in  immediate  contact  with  the  fuel ;  the  fuel  itself  will  furnish  i 
dent  carbon  to  deoxidize  the  ore,  and  probably  sufficient  ox; 
will  pass  through  the  charge  to  oxidize  the  vapor  of  zinc ;  if 
atmospheric  air  can  be  admitted  near  the  top  of  the  fumac 
oxidize  the  vapor  of  zinc.  I  propose  placing  a  sheet-iron  ca| 
the  top  of  the  furnace,  connected  with  an  elbow-pipe  leading 
a  receiver,  where  I  hope  to  collect  it.'  " 

The  letters  of  Mr.  Farrington — one  written  to  Mr.  Jones,  d 
March  22d,  1849,  and  one  to  Mr.  Curtis,  dated  March  zgth,  18 
■which  are  to  be  found  annexed  to  the  testimony  of  Mr.  Du) 
are  relied  on  to  confirm  the  evidence  given  by  him  from  r 
lection ;  said  letters  having  been  written  before  any  control 
existed,  and  one,  if  not  both  of  them,  having  the  post-marks  [ 
ing  that  they  were  written  at  the  same  time  they  bear  date, 
the  letter  of  March  29th,  184.9,  written  to  S.  T.  Jones,  Mr. 
rington  says:  "  I  put  a  barrel  and  a  half  of  coke  in  the  fur 
and,  when  thoroughly  ignited,  put  on  the  sifted  ferric  ore,  1 
one  of  our  sheet-iron  tubes  as  a  charger,  holding  fifteen  poi 
We  can  in  this  way  scatter  it  well  over  the  fire.  When  I  lei 
evening  we  had  been  sub- liming  zinc  about  two  hours." 

In  the  letter  to  Mr.  Curtis  of  same  date  Mr.  Farrington 
"  I  have  this  morning  shipped  a  box  of  oxide  by  Stephe 
Conduit' s  line,  foot  of  Dey  street.  To-morrow  I  shall  send 
The  storm  for  two  days  has  prevented  my  sending  over,  a 
as  interfering  with  our  operations  here." 

Various  grounds  have  been  urged  on  the  other  side  again 
sufficiency  of  this  proof;  that  it  appears  on  scientific  ground 
Jones  never  had  a  correct  idea  of  the  invention  ;  that  the  pi 
involves  many  chemical  conditions,  none  of  which  can  be  def 
from  without  total  failure  as  a  practical  process.  The  iirs 
dition  is  the  complete  admixture  of  the  pulverized  ore  and  c 
contradistinction  to  the  charging  of  the  fumace  in  alternate  1 
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of  coal  and  ore,  as  practiced  by  Mr.  Jones  in  his  unsuccessful 
experiments.  The  second  condition  is  the  depth  of  charge  three 
or  four  inches,  instead  of  eighteen  inches  or  two  feet,  tried  by 
Mr.  Jones.  The  third  is  the  blast  forced  through  the  numerous 
small  holes  in  the  perforated  bed  of  the  furnace,  each  acting  as  a 
blow-pipe,  in  contradistinction  to  a  general  blast. 

With  respect  to  the  reasons  given  for  this  theory,  it  will  be 
proper  to  take  some  notice  of  the  learned  discussion  between 
the  counsel  on  the  subject  of  the  treatment  of  zinc  oxide  and 
carixinacious  matters  in  a  furnace  to  which  a  blast  is  attached. 
The  counsel  on  the  one  side  supposes  the  deoxidizing  agent  to 
be  carbonic  oxide ;  on  the  other  side,  carbonic  acid.  I  have 
endeavored  to  inform  myself  on  the  subject  from  all  the  light  I 
could  derive  from  those  arguments  and  from  other  sources,  and 
from  which  it  appears  to  me  that  the  solution  of  the  question  can- 
not be  very  material  as  to  the  result,  in  the  view  I  have  taken  of 
the  point  intended  to  be  established ;  but  I  will  briefly  state  my 
conception  of  it :  Both  sides  agree  to  the  ingredients  necessary 
;o  be  present  in  the  furnace  and  the  supply  of  air  from  below  by 
ihe  blast — all  which  must  be  gotten  to  a  high  heat,  such  as  will 
>e  sufficient  to  votalilize  metallic  zinc.  In  that  state  carbonic 
icid,  as  such,  could  not  exist ;  and  if  forced  in,  would  be  instanta- 
leously  resolved  into  carbonic  oxide,  by  taking  up  more  carbon, 
rhe  oxygen  of  the  air,  therefore,  on  entering  the  burning  mass, 
mites  with  carbon,  forming  carbonic  oxide,  and  that  of  the  zinc 
)xide  also  unites  with  another  portion  of  carbon  to  form  carbonic 
)xide  gas,  which  gas  escapes  from  the  fuel-burning  mass,  with  the 
;inc  vapor,  into  the  flue,  and  so  passes  off.  In  either  case,  there- 
ore,  it  would  be  impossible  for  the  gaseous  products  escaping 
hrough  the  burning  mass  of  fuel  and  ore  to  be  sufficient  for  the 
lurpose  of  reoxidizing  the  zinc.  Whilst  it  is  escaping  through 
he  fire,  or  when  it  has  risen  above  it  into  a  flue  or  chamber,  it 
lust  be  reoxidized  by  the  admission  of  air  in  some  other  way. 
Vnd  whether  the  chaise  of  ore  and  coal  be  mixed  intimately,  as 
tated  by  the  appellee,  or  arranged  in  layers  of  line  ore,  alternating 
.ith  layers  of  pulverized  coal,  (if  it  be  a  light  one,)  I  cannot  per- 
eive  that  there  could  be  any  material  difference  in  the  effect. 

la  the  fiirther  consideration  of  this  point,  it  will  be  proper  to 
27 
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consider  the  kind  of  furnace  which  it  is  contended  was  us 
combination  with  the  process  claimed  by  the  appellai 
made  out  in  the  evidence.  The  grate  was  used ;  also  one 
immediately  above  another ;  a  perforated  plate  resting  u 
grate  and  a  bed  with  no  perforations,  and  other  similar  foi 
grate-bars  ;  all  of  which,  according  to  the  theory  I  have  ad( 
are  objectionable,  because  the  proper  quantity  of  air  or  ox 
which  ought  to  be  the  largest  amount  possible,  never  coi 
obtained  with  a  sufficiently -perfect  dissemination  throughoi 
charge,  which  should  be  entirely  free  from  all  obstruct!! 
in  the  case  of  Burrows'  furnace — the  simple,  finely -perforatf 
or  grate-bars  alone,  and  unobstructed  by  other  fixtures,  adn 
at  once  the  proper  quanty  of  air,  and  properly  and  effec 
disseminating  it  when  aided  by  the  blast.  Under  any  ci 
stances,  the  charge  must  be  a  light,  well-regulated  char 
avoid  unreasonable  slagging,  and  to  produce  the  pure  white 
of  zinc,  to  make  the  invention  patentable. 

Major  Farrington's  testimony  conflicts  with  this  theor 
weight  and  effect  of  which  will  be  next  considered. 

With  respect  to  the  record  of  memoranda,  as  it  is  calle< 
the  letters,  they  certainly  cannot  be  considered  as  evidence  j 
The  originals  might  have  been  used  to  refresh  the  memory 
witness,  but  this  does  not  appear  to  have  been  the  intent, 
appear  to  have  been  used  as  confirmatory  of  the  testimony 
witness,  but  according  to  the  rule  of  evidence  on  the  subjec 
were  inadmissible  for  this  purpose  also.  (See  EUicott  f. 
lo  Peters,  438,  439.)  The  omission,  also,  of  the  experime 
Newark  as  a  part  of  the  record,  which  would  have  shown  the 
experiments,  was  a  mutilation  which  affords  ground  for  an 
vorable  inference. 

The  substance,  also,  of  the  other  part  of  Major  Farrington 
timony  has  been  stated.  The  weight  and  effect  of  this  testi] 
it  is  contended,  is  destroyed  by  inconsistencies  and  contradi< 
Thus  the  witness  says  there  was  no  difficulty  in  producir 
white  oxide  of  zinc  by  the  plan  pursued,  and  that  it  was  pro 
in  New  York.  If  such  was  the  case,  is  it  reasonable  to  su 
that  the  same  plan  would  not  have  been  adopted  at  the  Fr 
furnace,  New  Jersey,  where  it  had  been  experimented  wii 
three  months?    But  instead  thereof  the  reverberatory  proce: 
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preferred,  and  that  with  the  advice  and  approbation  of  both  the 
witness  and  the  appellant  Jones.  This  inference,  I  think,  is  a  fair 
ind  strong  circumstance  to  show  from  the  action  of  the  parties 
;hemselves  that  the  witness  was  under  a  delusion,  and  that  they 
vere  satisfied  that  the  appellant's  plan  was  not  according  to  the 
rue  and  essential  principle  of  the  invention.  The  further  objection 
s  with  respect  to  the  box  of  metalhc  powder  sent  to  H.  H,  Day. 
rhe  witness  says  that  some  of  the  product,  which  he  called  the 
ihite  oxide  of  zinc,  made  by  the  furnace  of  Jones  (the  appellant), 
las  sold,  boxed  up  by  him,  and  sent  to  Day  for  the  preparation  of 
ndia-rubber.  Day  swears  that  the  box  50  sent  to  him  was  not 
he  white  oxide  of  zinc,  but  blue  powder;  and  Reiff  proves  that 
;  was  not  only  blue  powder,  but  produced  by  the  retort  furnace, 
ommenced  by  Hitz  in  April,  1849,  and  constructed  first  for  mak- 
ig  metallic  zinc.  In  this  it  appears  that  the  witness  was  incor- 
ect  in  his  statement  both  as  to  the  character  of  the  powder  and 
le  himace  from  which  it  was  sent.  The  witness  Reitf  also  proves 
lat  the  first  white  oxide  of  zinc  ever  produced  in  that  establish- 
lent  was  in  a  retort  furnace  constructed  by  Hitz ;  and  that  It  was 
matter  of  such  novelty  and  astonishment  that  S.  T.  Jones  (the 
^pellant)  huzzahed  at  the  results;  and  from  what  Farrington 
imself  says,  Hitz  must  have  come  there  (into  the  establishment) 
ith  the  approbation  of  the  appellant;  from  which  it  is  inferred 
lat  appellant  must  have  become  satisfied  of  his  utter  failure  at 
is  time. 

It  b  further  objected,  as  an  inconsistency  in  the  testimony  of 
e  witness,  that  afier  having  fully  described  the  furnace  on  the 
■St  day,  giving  minutely  the  dimensions,  and,  amongst  others, 
e  depth — two  to  two  and  one-half  feet  above  the  grate — on  his 
amination  the  next  day  (and  afier  conversations  with  others  on 
e  subject  of  his  testimony)  he  is  then  asked,  amongst  other 
ings,  to  state  how  the  furnace  was  charged ;  to  which  he  re- 
ied:  "The  method  of  charging  was  first  starting  a  fire  in  the 
Tiace,  placing  ore  and  fuel  in  alternate  layers  until  the  furnace 
is  nearly  filled,"  &c.  He  says:  "While  carrying  it  on,  we 
metimes  charged  two  or  three  times  a  day."  It  is  therefore 
sbable  that  the  slagging  must  have  been  unreasonably  great. 
The  testimony  of  Bartlet  and  Keenan  is  relied  on  also  to  show 
ditional  contradictions  and  to  destroy  the  credibility  of  the 
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witness  Farrington.  The  testimony  also  of  Richard  Jone 
strongly  tends  to  prove,  by  the  admissions  of  appellant,  hi 
and  abandonment  of  his  experiments,  is  relied  on  by  a 
There  is  abo  other  proof  of  the  same  kind  urged  by  the  : 
against  the  credibility  of  this  testimony,  which  I  do  not 
necessary  particularly  to  state. 

According  to  the  best  judgment  I  have  been  able  to  for 
a  deliberate  consideration  of  the  whole  case,  I  am  satisf 
the  appellant  was  ignorant  of  an  essentia)  feature  of  the  in' 
and  that  he  did  not  succeed  in  producing  the  white  oxide 
according  to  a  patentable  sense  thereof 

I  do  therefore  decide  that  the  decision  of  the  Comm 
that  the  said  appellant  was  not  the  prior  inventor,  and  hi; 
to  grant  letters -patent  to  said  appellant  Jones,  was  con*' 
ought  to  be  athrmed. 

John  L.  Hayes,  for  the  appellant. 


George  H.  Rugg,  Appellant, 


Jonathan  Haines,  Appellee.    Interference 


1  7,  ACT   OP   1839.— UDder  the 

_n  JLiTentor  cannot  obtain  a  patent  if  b 
:e  than  two  years  prior  to  Gling  his  apj 

eclcd  upon  tralimony  taken  in  an  interference  proceeding  showii 
ind  use  of  tlie  invention  more  than  two  jean  prior  to  Glisg  the 


(Before  MossiLL,  J.,  District  of  Colainbia,  October,  1855.) 

Statement  of  the  Case. 

Reissue  application  by  Rugg  filed  February  aad,  1855 ;  c 
patent  No.  9,005,  June  8th,  1852. 

Reissue  application  by  Haines;  original   patent  No. 
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[arch  27th,  1849.  The  application  subsequently  issued  as  reissue 
Ment  No.  331,  November  6th,  1855. 

iORSELL,  J. 

The  Commissioner,  on  the  iilh  of  May,  1855,  decided  the 
leslion  of  invention  in  favor  of  the  said  Jonathan  Haines.  In 
e  reasons  for  his  decision,  he  says:  "The  interference  in  this 
se  arises  on  an  application  for  a  reissue  by  each  of  the  parties. 
(le  device  now  claimed  by  both  is  fully  described  by  each  in  his 
iginal  application.  Haines'  application  was  dated  in  1848 ;  that 
Ru^  in  1852,  To  show  priority  of  invention,  however,  Rugg 
oves  that  in  1846  he  had  so  constructed  his  harvester  that  the 
tting  apparatus  could  be  elevated  and  depressed,  and  thus 
ide  to  run  at  different  heights  above  the  ground.  Now,  the 
bject-matter  of  the  interference  in  this  case  is  an  apparatus  by 
lich  the  person  who  conducts  the  machine  can,  by  means  of  a 
'er,  raise  or  lower  the  cutting  apparatus  at  pleasure  without 
ipping  the  machine.  Rugg  does  not  show  that  he  had  effected 
s  contrivance  in  1846,  nor  at  any  time  prior  to  the  filing  of  his 
plication  in  1852.  It  is  true  he  may  be  said  to  have  made  a 
^nning  towards  it  by  so  contriving  his  machine  that  by  stop' 
ig  it  and  procuring  a  fence  rail  or  other  lever  he  could  adjust 
-  cutter  to  any  desirable  permanent  height ;  but  that  is  not  the 
jject  of  his  present  claim.  Priority  of  invention  will  therefore 
awarded  to  the  said  Haines,  and  a  patent  will  issue." 
From  this  decision  the  said  George  W.  Ru^  hath  appealed, 
e  reason  for  the  appeal,  as  far  as  understood,  is  that  the  Com- 
isioner  erred  in  overlooking  the  points  of  invention  claimed 
bis  application  for  a  reissue,  which  was  that  the  invention  was 
omplete  without  the  hinging  of  the  reach  or  pole  to  the  frame 
the  machine. 

rhe  Commissioner  has  laid  before  the  judge  the  reasons  of  his 
:ision  in  wridng,  with  the  original  papers,  the  reason  of  appeal, 
i  the  evidence  in  the  cause.  Whereupon,  notice  being  duly 
en  to  the  parties  of  the  time  and  place  of  hearing,  the  said 
ties  by  their  respective  attorneys  filed  their  respective  argu- 
tits  in  writing  and  submitted  the  case  for  the  decision  of  the 

~he  point  which  first  claims  my  notice  is  that  urged  in  the 
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ailment  of  the  appellee's  counsel,  "that  Haines,  the  appel 
takes  the  ground  that  Rugg,  the  appellant,  has  made,  used, 
sold  the  machine  for  which  he  is  now  contending  some  six  yi 
before  he  applied  for  a  patent,  and  that  for  that  reason  he  is 
off  by  the  seventh  section  of  the  act  of  1839,  as  he  has  pro 
himself  that  the  thing  which  he  claims  was  in  public  use  and 
sale  with  the  applicant's  consent  and  allowance  prior  to  his  ap 
cation  for  six  or  seven  years." 

The  testimony  of  Bronson  Murray,  a  witness  examined  on 
part  of  the  appellant,  is  as  follows : 

The  second  interrogatory  put  to  said  witness  by  said  appella 
counsel  is :  "  Did  you  ever  use  a  harvester  made  by  Geot^^e 
Rngg.  of  Otteron?  If  yea,  whendid  you  first  use  it?"  Anss 
"I  bought  one  of  him,  reputed  to  be  made  by  him,  I  think,  in 
spring  of  1S48,  and  the  same  was  in  use  on  my  farm  for  si 
years  ;  it  was  an  old  machine  when  I  bought  it." 

The  third  interrogatory :  "  Do  you  recollect  whether  or  not 
tongue  or  reach  was  hinged  in  the  main  frame  of  the  mad 
which  carries  the  cutter-bar,  so  as  to  render  it  capable  of  rai; 
or  lowering  the  cutter-bar  with  a  lever  ? "     Answer ;  "  It  was 

The  fourth  interrogatory :  ' '  What  was  the  usual  way  of  rai: 
or  lowering  the  cutter-bar,  and  how  was  it  held  at  the  P' 
required?"  Answer:  "  By  using  a  rail  as  a  lever,  andsecuret 
a  chain  having  a  hook." 

Fifth  interrogatory :  "Was  this  machine  you  speak  of  cap; 
of  having  a  lever  permanently  attached  to  it,  as  a  part  thereof, 
the  purpose  of  raising  and  lowering  the  cutter-bar?"  Ans« 
"  Yes."     . 

The  application  for  the  patent  in  this  case  was  filed  on  the 
of  February,  1855.  The  seventh  section  of  the  act  of  1839 
"That  every  person  or  corporation  who  has  or  shall  have  p 
chased  or  constructed  any  newly- in  vented  machine,  manufactt 
or  composition  of  matter  prior  to  the  application  by  the  inven 
or  discoverer  for  a  patent,  shall  be  held  to  possess  the  right 
use,  and  vend  to  others  to  be  used,  the  specific  machine,  ma 
facture,  or  composition  of  matter  so  made  or  purchased  with 
liability  therefor  to  the  inventor  or  any  other  person  interes 
in  such  invention ;  and  no  patent  shall  be  held  to  be  invalid 
reason  of  such  purchase,  sale,  or  use  prior  to  the  application 


855-]  Cornell  v.  Hyatt. 


a  patent  as  aforesaid,  except  on  proof  of  abandonment  of  such 
invention  to  the  public,  or  that  such  purchase,  sale,  or  prior  use 
has  been  for  more  than  two  years  prior  to  such  application  for  a 
patent.' ' 

Such  being  the  law  and  the  fact,  it  can  require  no  comment  to 
show  that  the  appellant  is  barred  of  his  right,  whatever  it  was,  to 
i  patent  in  this  case. 

I  think,  therefore,  that  the  Commissioner  was  correct  in  his 
iedsion,  and  that  the  same  ought  to  be  affirmed. 

J<?An  F.  Clark,  for  the  appellant. 


John  B.  Cornell,  Appellant, 


Thaddeus 

Hyatt,  Appellee. 

Interference. 
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-MOST    BB     EBCONCI 

HBLB.— Thia  rule,  howevej 
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th 

tbis  eiplanation :  That  the  principle  supposes  that  tbe  positive  teetimonj 
can  be  reconciled  with  the  negative  without  violence  and  constraint. 

■I aCPBBIOKHt     or     NlOATIVl     TEST  I  HON  V     WHBH     IRHBCONCILABLB. —  Evidence 

or  a  negative  nature  may,  under  particular  circumstances,  not  only  be 
eqnal,  but  superior,  to  positive  evidence.  This  must  Always  depend  upon 
tbe  question  whether,  under  the  particular  circumelances,  the  negative 
testimony  can  be  attributed  to  inattention,  error,  or  defective  memory. 

of  a  single  witness,  wbo  is  in  a  position  to  Icnow  the  fact,  mnj  outweigh 
the  positive  testimony  of  two  witnesses,  particularly  where  they  are  shown 
by  their  answers  to  be  unfair  in  their  testimony. 

is  bound  to  answer  all  material  and  proper  questions;  and  his  refusal  to 
do  so,  or  tbe  giving  of  an  evasive  answer,  shows  a  want  of  fairness  on  his 
part  that  must  be  considered  as  affecting  the  credit  to  be  given  to  big 

t«BtilI10IlJ. 

lerare  Uoebbll,  J.,  District  of  Columbia,  February,  IBG6.) 
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Statement  of  the  Case. 

The  invention  in  controversy  related  to  illuminating  vault  cov 
in  which  panels  of  glass  are  set  in  a  metallic  framing ;  and  it  ( 
sisted  in  so  securing  the  panes  or  panels  of  glass  as  to  bring  t 
upper  faces  flush  with  or  a  little  above  the  upper  faces  of  the  1 
of  the  metallic  frame,  and  forming  grooves  or  gutters  in  tl 
bars  around  the  glass,  so  that  the  water  and  dirt  deposited  on 
glass  might  easily  flow  off.  The  patent  issued  to  John  B.  ( 
nell,  No.  14,281,  February  loth.  1856.  (See  Patent  Office  Kept 
1856,  vol.  3,  p.  284,  for  diagram.) 

MORSELL.J. 

The  Commissioner  states  in  his  decision  that  Cornell  does 
attempt  to  carry  back  the  date  of  his  invention  to  an  earlier  pe 
than  February,  1855;  that  Hyatt  attempts  to  fix  the  date  ol 
invention  in  September,  1854,  and  the  Commissioner  think; 
has  sufficiently  established  that  proposition ;  that  he  shows 
he  had  at  that  time  made  a  drawing  of  his  invention  and  g 
directions  to  his  foreman  to  have  a  pattern  made,  and  thai 
pattern  was  made  accordingly ;  that  as  to  the  objection  thai 
complete  tile  was  made  for  Hyatt  previous  to  those  which  1 
completed  for  Cornell,  that  is  not  material.  The  pattern  foi 
tile  was  composed  of  hexagonal  pieces  all  made  alike,  and  inter 
to  be  put  together,  as  occasion  should  require,  so  as  to  ma 
larger  or  smaller  tile  at  pleasure.  The  parts  were  invented 
the  manner  of  putting  them  together.  That  was  the  whole  ol 
invention. 

The  Commissioner  says:  "An  argument  is  also  attempts 
the  effect  that  Hyatt  did  not  contemplate  placing  the  glass  I 
with  the  iron  framework.  The  proof  is  that  the  first  pat 
made  was  condemned,  because  the  glass  would  have  been  bi 
the  level  of  the  frame.  It  is  true  the  witness  states  that  he  1 
not  think  that  Hyatt,  in  giving  directions  for  the  making  of 
model,  spoke  particularly  in  regard  to  the  glass  being  set  1 
with  the  iron  frame.  This  is  not  material.  He  had  given  ] 
eral  directions  to  his  foreman;  the  foreman  had  caused  the  m 
to  be  constructed,  and  it  was  constructed  in  this  manner, 
between  the  foreman  and  his  employer,  no  question  is  rai 
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The  invention  was  made  by  the  one  or  the  other  of  these  persons, 
and  made  prior  to  the  date  of  Cornell's  invention."  That,  he  says, 
15  sufficient  in  this  case.  And  priority  was  awarded  to  the  said 
Hyatt,  in  accordance  with  the  views  above  expressed.  The  de- 
cision was  dated  May  31st,  1855. 

From  this  decision  Mr.  Comell  hath  appealed,  and  assigned  as 
hb  reason  of  appeal,  in  substance,  that  the  decision  is  against  the 
evidence  in  the  cause.  No  question  in  this  case  was  raised  as  to 
the  patentability  of  the  invention.  It  is  alleged  on  the  side  of  the 
appellee  that  they  are  the  same  in  substance,  both  that  of  the 
appellant  and  of  the  appellee. 

Cornel!  claims  as  his  invention  "the  flat-faced  panes  of  glass, 
secured  in  positions  that  bring  their  exposed  surfaces  flush  or  a 
little  above  the  upper  faces  of  the  bars  of  the  metallioframe,  where 
the  said  bars  have  grooves  between  their  said  upper  faces,  which 
form  gutters  around  the  panes  of  glass  for  the  purposes  as  set 
forth  in  the  specification."  There  is  no  proof  to  show  that  his 
invention  was  discovered  earlier  than  1855  (February).  The 
appellee  claims  to  have  made  his  in  September,  1854.  His  appli- 
cation for  a  patent  appears  to  have  been  filed  on  the  29th  of 
Marchi  1855,  and  that  of  Cornell's  on  the  9th  of  March  in  the 
same  year. 

Comell  having  oKqtcA  prima-facie  proof  of  his  being  the  orig- 
inal inventor  of  said  improvement,  which  it  is  admitted  is  patent- 
able, the  question  must  be  decided  from  the  weight  of  the  evidence 
whether  his  proof  has  been  satisfactorily  rebutted  by  proving  that 
Hyatt  was  the  original  inventor  of  substantially  the  same  improve- 
ment in  the  year  1854,  or  prior  to  the  period  proved  by  Cornell. 
In  order  to  show  from  the  proof  the  specific  essential  differences 
between  that  shown  by  Hyatt  and  the  one  by  Cornell,  it  is  con- 
tended that  Hyatt  has  invariably  made  his  illuminating  vault 
covers  with  the  glasses  set  below  the  upper  surface  of  the  frame  ; 
or  if  the  frames  of  glass  have  been  flush  with  the  upper  surface  of 
the  frame,  they  have  not  been  surroimded  by  grooves.  On  the 
other  hand,  that  Cornell's  invention  consists  in  placing  the  glass 
flush  with  the  upper  surface  of  the  frame  at  the  same  time  that 
grooves  lower  than  the  level  of  the  glass  are  made  to  surround 
each  pane  of  glass ;  that  supposing  the  surface  of  the  glasses 
were  placed  lower  than  the  upper  edge  of  the  frame  which  receives 
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them,  the  water  and  dirt  would  accumulate  upon  the  face  of  i 
glasses,  and  the  grooves  or  channels  outside  of  them  would 
no  good  in  the  way  of  preventing  the  accumulation  of  dirt 
water  upon  the  surface  of  the  glasses,  or  in  preventing  the  stai 
ing  water  from  destroying  the  joints  between  the  glasses  and  i 
iron  frame,  and  thereby  producing  leakage. 

On  the  other  side  it  is  insisted  that  the  direction  is  proven 
have  been  given  by  Hyatt  in  1854  to  his  foreman,  James 
Cornell,  for  making  a  pattern  of  grooved  tiles,  with  a  drawing 
it,  and  with  the  explanation  given  to  him  that  the  object  was 
have  the  upper  surface  of  the  glass  on  a  level  with  the  surface 
the  iron  around  it,  and  with  grooves  around  to  catch  the  dirt  a 
conduct  the  water;  that  the  pattern  was  a  single  piece  to  ma 
castings  from  for  making  gratings  of  any  size,  which  pattern  w 
made  by  Corey ;  that  the  first  being  defective,  because  the  ri 
of  iron  would  extend  above  the  surface  of  the  glass,  instead 
being  on  the  same  level,  another  was  made  about  the  same  tir 
and  castings  made  from  it  by  Davis,  and  delivered  on  the  5th 
October,  1854.  With  the  corroboration  of  the  pattern-mak 
with  his  explanations  and  identification  of  the  exhibit,  all  tl 
ought  to  be  considered  as  establishing  beyond  doubt  that  K 
Hyatt  is  the  original  and  first  inventor  of  the  improvement 
issue  ;  and  that  as  to  the  negative  testimony  on  the  part  of  1 
appellant,  it  can  have  no  possible  weight. 

It  will  be  perceived  that  in  order  to  do  justice  to  the  parties 
this  case  a  critical  review  of  the  testimony  must  be  taken,  a 
it  is  thought  it  will  be  better  to  give,  without  gloss,  a  simple  c 
densed  view  of  it. 

James  E.  Cornell,  the  first  witness  on  the  part  of  Hyatt,  s: 
he  was  Hyatt's  foreman;  that  in  the  year  1854  (Septemb 
Hyatt  gave  him  directions  for  making  a  pattern  for  mak 
grooved  tiles ;  that  he  gave  him  a  drawing  directing  him  to  h; 
a  pattern  turned  to  have  castings  from,  so  that  when  they  w 
set  in  a  wood  pattern  they  would  form  grooved  or  water  cour; 
to  be  again  cast  from,  and  that  the  tile  could  be  set  level  ; 
still  have  an  inclination  in  the  gutters;  that  he  stated  to  htm 
the  time  that  that  was  the  object  in  getting  it  up,  and  anoti 
object  that  it  would  be  less  trouble  to  make  the  patterns,  as  tl: 
could  be  made  of  any  size  by  imposing  them  like  type.    He  \ 
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asked  how  Hyatt  proposed  to  make  tiles  of  different  sizes  by 
means  of  those  castings. ,  He  answered :  "By  taking  a  piece  of 
wood  and  boring  the  holes  out  the  size  of  the  castings,  and  then 
by  setting  the  castings  in,  so  that  the  glass  would  be  protected  by 
a  ring  of  iron,  and  the  other  part  would  go  in  to  form  a  groove 
between  the  glasses  ;  also  by  setting  them  on  a  level  suriace  and 
casting  them  together  without  setting  them  in  the  wood,"  As  to 
the  position  of  the  glasses  with  reference  to  the  iron  frame,  ' '  they 
are  level  with  the  suriace  of  the  ring  of  iron ;  as  to  the  design, 
they  would  present  a  handsomer  tile."  He  was  asked,  on  cross- 
examination,  whether  any  of  the  tiles  he  speaks  of  had  been  made 
for  use.  He  answered:  "There  has  never  been  any  of  them 
laid  or  sold."  He  testifies  that  the  casting  .<4  was  made  from 
the  first  pattern  that  was  made  right  and  used;  that  the  reason 
why  the  first  pattern  was  not  used  was  because  the  iron  ring  was 
above  the  glass.  He  was  again  asked,  on  the  cross-examination, 
whether  the  first  pattern  was  made  in  accordance  with  Mr.  Hyatt's 
directions.  He  answered :  "  I  do  not  think  he  spoke  in  regard 
to  the  glass  being  set  level."  In  answer  to  question  of  appellant, 
he  said:  "Mr.  Hyatt  generally  has  his  glass  set  level — glass  of 
that  size  or  larger — that  is,  flush  up  with  the  iron." 

Mr.  Hyatt's  next  witness  was  Cory,  the  turner.  He  was  asked 
if  any  person  on  behalf  of  Hyatt  applied  to  him  to  make  a  pattern 
similar  to  Exhibit  "A."  To  which  he  answered:  "Yes;  I  was 
applied  to  by  James  E.  Cornell."  He  came  to  him  with  a  small 
drawing,  and  stated  that  Hyatt  wished  him  to  turn  a  pattern  sim- 
ilar to  that.  Upon  which  he  asked  him  what  it  was  for.  He  does 
not  remember  what  he  replied,  but  he  did  not  give  him  any  satis- 
faction what  it  was  for.  He  turned  it,  however,  according  to  the 
drawing,  and  Cornell  came  and  got  it  after  it  was  done.  Cornell 
afterwards  brought  it  back,  and  said  it  was  not  exactly  as  Mr. 
Hyatt  wanted  it.  Witness  then  said :  "  If  you  had  told  me  what 
it  was  for,  I  should  have  known  better  how  to  do  it."  Witness 
is  under  the  impression  that  he  made  another  one ;  thinks  the 
first  conversation  was  in  the  month  of  September,  1854,  and  that 
the  alteration  was  made  immediately,  within  an  hour.  In  answer 
to  the  question  why  it  did  not  suit,  he  says  he  thinks  it  was  too 
deep  ;  he  thinks  it  was  in  the  same  form  as  Exhibit  "A."  Ex- 
hibit "B"  was  shown  to  him;  be  thinks  that  was  the  {»attern; 
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that  the  kind  of  glass  which  they  make  use  of  for  this  purpose 
was  generally  made  flush  with  the  tile.  In  answer  to  the  ques- 
tion whether  anything  was  said  at  that  time  about  channels 
between  the  glass,  he  answers :  ' '  Yes ;  about  the  time  he  made 
that  pattern,  and  previous  to  that  time,  Hyatt  had  used  the  glass 
flush  with  the  top  of  the  tile."  Thinks,  also,  he  had  formed  chan- 
nels between  the  glass.  He  thinks  they  were  lower  than  the  lace 
of  the  glass.  Of  course  the  iron  around  it  protected  it.  This  wit- 
ness declines  to  answer  a  question  put  to  him  on  his  cross-examina- 
tion which  it  appears  to  me  was  a  legitimate  question,  and  which 
ought  to  have  been  answered.  He  is  asked  to  refer  to  some  tile 
in  use  where  the  channels  are  lower  than  the  face  of  the  glass. 
Says  he  does  not  know  that  he  can.  To  the  question  why  tiles 
having  grooves  lower  than  the  face  of  the  glass  have  not  been 
introduced  into  use  by  Mr.  Hyatt,  he  answers  :  "  At  the  time  this 
thing  was  got  up  we  were  very  busy." 

To  oppose  the  effect  of  the  aforegoing  testimony,  the  appellant 
examined  Ingalls,  a  witness  who  had  been  Hyatt's  superintendent 
for  three  years  prior  to  the  middle  of  April,  1855.  He  says  that 
he  was  in  the  employ  of  Hyatt  (as  just  stated)  something  over 
three  years  as  his  superintendent,  in  which  employ  he  continued 
until  the  middle  of  April,  1855.  He  is  requested  to  state  whether 
he  was  familiar  with  Mr.  Hyatt's  views  as  to  the  best  location  of 
the  glasses  in  illuminating  vault  covers  during  the  time  that  he 
was  in  the  employ  of  Hyatt ;  and  if  so,  to  state  what  they  were. 
He  answers:  "I  know  the  glasses  were  generally  put  belo« 
the  level  of  the  iron  surface.  It  was  a  general  direction  of  Hyatt 
to  keep  the  edge  surface — exterior  surface — below  the  surface  of 
the  iron.  The  surface  was  usually  convex ;  so  that,  while  the 
edge  would  be  below  the  iron,  the  middle  might  be  flush  or  even 
above. ' ' 

He  is  desired  to  state  whether  grooves  or  water-channels  were 
placed  in  the  illuminating  covers  to  carry  the  water  from  the 
glass;  to  which  he  answers:  "I  have  never  seen  a  vault-light 
of  his  [Hyatt's]  where  a  series  of  glasses  were  arranged  in  that 
manner." 

He  is  asked  if  he  frequently  heard  Mr.  Hyatt  speak  of  the 
pattern  which  he  termed  the  type  pattern.  Answer:  "I  b^ve 
heard  him  speak  of  it,  but  don't  know  that   I  could  say  Ire- 
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quently."  Question:  "Can  you  state  how  the  glass  was  to  be 
placed  in  that  pattern?"  Answer:  "I  never  heard  any  contem- 
plated exception  to  the  general  rule,  as  I  have  stated,  as  to  keeping 
the  edges  of  the  glass  below  the  surface  of  the  iron."  Question ; 
"  Did  Mr.  Hyatt  ever  state  to  you  that  he  intended  to  have 
his  type  patterns  arranged  in  a  cover  in  such  a  manner  as 
to  form  channels  or  grooves  for  preventing  the  water  and 
mud  from  standing  on  the  face  of  the  glass?"  Answer: 
"I  have  no  recollection  of  his  having  done  so."  Question: 
"Were  you  in  Mr.  Hyatt's  employ  at  the  time  the  vault 
covers  Nos.  17  and  19  Maiden  Lane  were  constructed  and 
put  down?"  Answer:  "I  was."  Question:  "State  whether 
patterns  were  got  up  for  those  covers."  Answer:  "I  think  there 
were."  Question:  "State  the  relative  position  of  the  glass  and 
the  position  and  arrangement  of  the  grooves,  if  any,  in  said 
covers."  Answer:  " The  glass  was  depressed  below  the  surfece 
of  the  iron,  and  there  were  no  grooves  between  the  glasses." 

The  testimony  of  this  last  witness,  if  not  outweighed  by  that 
of  the  preceding  witnesses,  must  be  allowed,  I  think,  to  prove 
that  the  invention,  according  to  the  pattern  and  directions  gotten 
up  in  September,  1S54,  by  Mr.  Hyatt,  was  an  essentially  different 
thing  from  that  claimed  by  the  appellant.  With  respect  to  the 
glass  and  its  position,  the  glass  was  convex,  not  flat,  thick 
glass ;  and  although  as  to  its  position  the  middle  part  might 
be  flush  or  even  somewhat  above,  the  edges  were  below  the 
surface  of  the  iron,  and  the  grooves  or  channels  to  carry  off  the 
water  and  mud  were  above,  instead  of  being  below,  the  edges  of 
the  glass.  The  general  rule  of  keeping  the  edges  of  the  glass 
depressed  or  below  the  surface  of  the  iron  was  directed  by  Hyatt, 
and  pursued  in  all  instances. 

The  objection  to  the  efficient  weight  of  this  testimony  is  that  it 
is  negative  evidence,  "and  that  it  can  have  no  possible  weight." 
The  rule  of  law  on  the  subject  certainly  is,  that  if  one  witness 
were  positively  to  swear  that  he  saw  or  heard  a  fact,  and  another 
were  merely  to  swear  that  he  was  present  but  did  not  see  or  hear 
it,  and  the  witnesses  were  equally  faithworthy,  the  general  prin- 
ciple would  in  ordinary  cases  create  a  preponderance  in  favor  of 
the  affirmative.  But  this  rule  is  to  be  understood  as  consistent  with 
this  explanation  :  That  the  principle  supposes  that  the  posidve 
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no  such  information  Stated  as  to  show  the  special  peculiar  purpose. 
The  witness  Cornell  says :  "  I  do  not  think  Hyatt  spoke  in  regard 
to  the  glass  being  set  level."  I  must  not  overlook  the  evasive 
answers  of  this  witness  as  to  the  question,  have  any  of  the  tiles 
you  speak  of  ever  been  made  for  use.  His  answer  is  :  "There 
has  never  any  of  them  been  laid  or  sold."  And  so  with  respect 
to  the  witness  Corey,  who  refused  to  answer  a  question  on  cross- 
examination  which  I  think  was  material  and  proper,  and  which  I 
think  he  was  bound  to  do.  This  want  of  ^irness  on  the  part  of 
the  witnesses  must  be  considered  as  affecting  the  credit  of  their 
testimony. 

In  conclusion,  what  did  Mr.  Hyatt  himself  think  of  it?  On  the 
3d  of  April  last  was  he  not  then  of  the  opinion  that  the  upper 
surface  of  the  glass  must  be  below  the  metallic  frame  ?  In  his 
specification  on  which  his  patent  was  reissued  for  his  original 
vault  cover,  (reissue  patent  No.  303,  April  4th,  1855,)  in  speaking 
of  vault  covers  that  had  been  constructed  prior  to  his  invention, 
he  makes  use  of  the  following  language :  ' '  The  great  thickness 
of  such  glass  obstructed  the  Hght,  which  evil  was  increased  by 
the  scratching  of  the  entire  surface  necessarily  exposed  ;  but,  not- 
withstanding the  greatest  practical  thickness  of  glass  adopted, 
they  were  still  much  exposed  to  breakage  and  its  consequences." 
Again,  although  it  is  shown  from  the  proof  in  the  case  that  the 
improvement  could  be  constructed  fifty  per  cent,  cheaper,  with 
its  other  great  and  efficacious  advantages,  he  has  never  used  or 
laid  one  or  made  any  for  sale.  The  inference  is  that  he  never 
invented  it. 

Upon  the  whole,  my  conclusion  is,  and  I  do  so  determine,  that 
there  is  no  sufficient  proof  in  the  case  to  show  any  substantial 
interference,  and  that  there  is  error  in  the  decision  of  the  Com- 
missioner, and  that  it  ought  to  be  reversed,  and  it  is  accordingly 
hereby  reversed. 

Z.  C.  Robbins,  for  the  appellant. 

Ckas.  M.  Keller,  for  the  appellee. 
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TiHca  roK  TiEiHO  TiBTiHOMT. — InMrlocutor;  questions  Kbicfa  iriM 
course  of  the  tri&l  before  the  Commiseioner,  such  aa  tbe  quMtion  n) 
the  times  for  (akiog  testimonj-  shKll  be  eitended,  are  aubmitted  I 
sound  discrelioD  of  the  Commissioner;  and  from  his  decision  not 
lies  to  the  court,  uuless  iu  cose  of  gross  abuse,  nbich  is  not  lo  )" 
Bumcd. 

ImTBNTION — RIAKHAMOIirO  AND    BtHPLIFTlIja   MAOHINI  PlTIHTAtLI.— R«ai 

ing  tbe  parts  of  a  machine  so  as  to  dispense  with  several  eipensire 
before  considered  necessary,  therebj  simplifying  tbe  machine  and  in 
ing  its  operation,  is  a  patentable  invention. 

RhPLOTBH    AHD    IHPLOTH OBIQIMAL    CONOtPTIOK— MICHUIICAL    DITill 

the  employer  conceiTes  the  result  embraced  in  an  invention,  or  the  g 
idea  of  a  maobine  upon  a  particular  principle,  and  in  order  to  c»i 
conception  into  effect  it  is  necessary  to  employ  manual  detterity.  o 
inrentiire  skill,  in  the  mechanical  details  aud  arrangements  requli 
carrying  out  the  original  conception,  in  such  cases  tbe  employer  * 
the  inventor  and  the  servant  will  be  the  mere  instrument  by  «h 
realizes  his  idea. 

CONTRIDIOTION     IN    THSTlHONt— COHFIRBD    WITB    DIFOBITIOH. — The  lestinl 

a  vritness  may  be  compared  with  his  deposition  in  a  former  interl 
relating  to  the  same  matter;  and  gross  contradictions  thereby  app( 
not  acbounteil  for  by  any  satisfactory  explanations,  will  discredit  t 
timony. 

testimony  as  to  oue  particular  cannot  be  credited  as  to  any,  accord 
the  legal  maxim  faUat  tn  una,  faltiu  in  umiiiiu.  And  if  there  be 
to  suppose  that  bis  perjury  or  prevarication  is  tbe  result  of  Fubomul 
affords  a  reasonable  ground  in  a  doubtful  case  for  suspecting  tbe  Ii^^l 
of  otiier  witnesses  adduced  by  the  same  party. 

(Before  Mobsell,  J.,  District  of  Columbia,  Hatch,  I8&6.) 
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Statement  of  the  Case. 

The  patent  issued  to  George  Wdlman,  No",  14,481,  March  18th, 
1856.  (For  diagram,  see  Patent  Office  Reports,  1856,  vol.  3,  p. 
125.)  The  rules  of  practice  referred  to  in  the  decision  were  as 
follows : 

"43.  If  either  party  wishes  a  postponement  of  either  the  day 
for  closing  the  testimony  or  the  day  of  hearing,  he  must,  before 
the  day  he  thus  seeks  to  postpone  b  past,  show  by  affidavit  a 
sutlicient  reason  for  such  postponement." 

"97.  No  notice  will  be  taken  at  the  l\earingofany  merely  formal 
or  technical  objection,  unless  it  may  reasonably  be  presumed  to 
have  wrought  a  substantial  injury  to  the  party  raising  the  objec- 
tion ;  nor  even  then,  unless,  as  soon  as  that  party  became  aware 
of  the  objection,  he  immediately  gave  notice  thereof  to  this  Office 
and  also  to  the  opposite  party,  informing  him  at  the  same  time 
that  unless  corrected  he  should  urge  his  objection  at  the  hearing." 
(Rules  of  1855.) 

MORSELL,J. 

The  first  interference  declared  in  this  case  was  that  of  the  claim 
or  application  for  a  patent  of  said  Blood  and  the  patent  of  said 
Horace  Woodman  for  improvements  in  machinery  for  cleaning 
lop^:ards  of  carding  machines  ;  during  the  pendency  of  which, 
and  after  certain  depositions  and  proof  taken  and  returned  pre- 
paratory to  the  trial  of  the  issue  between  said  first-mentioned 
parties,  the  application  of  the  said  Wellman  was  made ;  and  before 
any  decision  as  to  priority,  an  interference  was  declared  between 
the  said  Wellman  and  the  said  two  other  parties,  and  the  time  of 
:rial  appointed  for  the  30th  of  May,  (afterwards  extended  to  the 
}th  June,  1855.)  Before  said  day  of  hearing,  said  Wellman,  within 
:he  time  limited  by  the  forty-third  rale  of  said  Office,  applied  to 
;he  Commissioner,  upon  affidavit,  for  an  extension  of  the  time 
.0  complete  the  taking  of  his  testimony.  The  grounds  stated  in 
Jie  affidavit  were  deemed  insufficient,  and  the  application  was 
■efused. 
Upon  the  trial  of  which  issues  the  Commissioner  decided — 
First.  That  the  interference  between  the  respective  parties  was 
iroperly  declared,  and  involved  a  combination  of  mechanism  for 
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to  him  to  obtain  all  his  material  evidence  to  establish  the  date  of 
his  own  invention  and  to  show  mistake  or  fraud  in  the  dates  of 
the  drawings  referred  to  in  the  evidence  taken  by  said  Blood  and 
Woodman, 

Second.  Because  the  Commissioner  based  his  decision,  in  part, 
upon  evidence  taken  in  a  previously -declared  interference  between 
said  Blood  and  Woodman,  without  any  opportunity  to  said  Well- 
man  for  cross-examination. 

Third.  Because  the  Commissioner,  in  coming  to  his  decision, 
used  a  part  only,  and  not  the  whole,  of  the  evidence  taken  by 
Blood  and  Woodman  in  said  previous  interference  between  them. 

Fourth.  Because  the  decision  of  the  Commissioner  that  said 
Blood  was  the  first  and  original  inventor  of  the  thing  claimed  by 
him  in  his  application  is  against  the  weight  of  the  legal  evidence. 

The  Commissioner  has  laid  before  me  the  original  papers  and 
the  whole  evidence  in  the  cases  of  the  interferences,  together 
with  the  grounds  of  his  decision  touching  the  points  involved  by 
the  reasons  of  appeal ;  and  the  time  and  place  appointed  for  the 
hearing  thereof  being  duly  made  known,  the  respective  parties, 
by  their  counsel,  filed  with  me  their  arguments  in  writing,  and 
thereupon  submitted  the  said  case  for  my  decision. 

With  respect  to  the  reasons  of  appeal  which  raise  the  prelimi- 
fiary  questions — granting  or  refusing  further  time  upon  the 
liiidavit  of  the  part)'  stating  the  grounds  of  his  application — it 
s  a  matter  left  to  the  sound  exercise  of  discretion  by  the  Com- 
nissioner,  and  from  which  no  appeal  lies,  unless  in  case  of  gross 
lb  use,  which  is  not  to  be  presumed. 

With  respect  to  the  objection  to  the  admissibility  of  a  portion 
)f  the  testimony,  it  will  be  duly  regarded  in  the  further  investi- 
ption  of  the  case. 

I  proceed  to  consider  the  merits  of  the  issues  between  the 
>artie3 ;  and  that  the  evidence  may  be  duly  applied  and  appreci- 
ited,  it  will  be  necessary  to  look  to  the  specifications  and  see  what 
s  the  specific  thing. 

Wellman  states,  in  substance,  his  to  be: 

1.  A  combination  of  mechanism  for  lifting  and  stripping  the 
!ard  by  motion  direct  from  cams  or  the  shaft  of  the  card  cylinder. 

2.  The  intermittent  movement  of  the  lifter  and  stripper  from 
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card  to  card,  back  and  forth,  from  one  end  of  the  card  t( 
other. 

The  end  or  effect  intended  by  each  of  the  parties  by 
improvements  appears  to  have  been  the  same : 

First.  The  question  will  be  whether  the  inventions  are  sub 
tially  the  same;  and  if  so — 

Second.  Who  was  the  prior  and  original  inventor. 

To  decide  which  questions  it  will  be  necessary  to  examini 
testimony. 

Wellman 's  first,  and  one  of  hb  principal  witnesses,  is  M.  C.  Br 
who  is  admitted  to  be  a  machinist  of  talent  and  reputation. 
states  that  he  has  been  accustomed  to  examine  and  compare 
ented  machinery  and  inventions;  that  he  is  an  expert;  thathei 
the  drawing  marked  Exhibit  "A"  for  Wellman  in  April,  i 
that  it  represents  a  modification  of  the  stripping  apparatus  « 
he  saw  the  model  of,  at  that  time,  made  by  Mr.  Wellman. 
gives  a  particular  description  of  the  several  parts  of  the  dra% 
At  the  time  he  made  it  he  had  knowledge  tJf  a  model  of  a  s 
ping  machine,  and  since  then  he  has  had  knowledge  of  Wellr 
stripping  machine,  which  was  made  in  accordance  with  that  m 
A  particular  description  of  the  several  parts  of  said  drawi) 
then  given  by  the  witness.  He  is  required  by  a  cross-inter 
tory  to  state  from  what  information  he  made  the  drawing, 
answer  is  that  he  was  invited  by  Mr.  Hinckley,  the  superintei 
of  the  Merrimac  Company  Mills,  to  go  to  his  connting-roor 
see  a  model  of  a  card-stripping  apparatus  which  he  said  was 
by  Mr.  Wellman.  He  went  and  saw  it  (the  model).  Hi 
asked  by  Mr.  Hinckley  his  opinion  concerning  it.  Witnes 
that  it  had  too  much  top-hamper,  but  that  he  thought  it  mig 
easily  reduced.  A  few  days  after,  he  saw  Mr.  Wellman  am 
him  the  same  in  substance.  He  requested  witness  to  m 
drawing  with  such  modifications,  and  offered  to  pay  him  f< 
trouble.  He  made  the  drawing  and  gave  it  to  him.  He  o 
to  pay  him.  He  refused  to  take  any  pay,  considering  the  ti 
on  his  part  of  making  the  change  of  little  importance. 

He  is  further  asked,  on  cross -examipation,  whether  he  re 
bered  the  machine  afterwards  built  by  or  for  Mr,  Wellmai 
of  which  witness  had  spoken,  and  how,  if  at  all,  did  it  differ 
last- mentioned  respect  ("how  were  the  parts  shown  for  m 
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the  frame  which  carried  the  stripping  apparatus' ' )  from  the  model  ? 
He  answered:  "I  think  there  was  no  essential  difference."  It 
may  be  inferred  from  the  testimony  of  Bean  that  he  began  to 
work  on  said  model  in  February,  1852.  Witness,  in  stating  the 
difference  between  the  model  sent  to  Washington  and  the  one 
then  shown  him,  says  the  latter  is  driven  by  a  worm  instead  of  a 
pinion  gear. 

John  S.  Bradshaw,  the  next  witness  on  the  part  of  Wellman, 
worked  upon  the  two  models  just  alluded  to ;  received  orders  to 
work  on  the  second  on  the  12th  of  June,  1852;  Bnished  it 
previous  to  the  a3d  of  November,  1852.  He  states  that  he  has 
been  accustomed  to  make  models  for  machines  for  patents ;  that 
he  has  invented  and  patented  several  machines,  and  has  been 
examined  as  an  expert  in  patent  cases  in  the  United  States 
courts.  He  says  the  ftrst  working  machine  of  Wellman's  which 
lie  saw  was  in  1853.  He  is  asked  to  look  at  the  second  model 
made  by  him,  marked  "George  Wellman,  Lowell,  Massachu- 
ietts,"  and  state  the  differences,  if  any,  between  that  and  the  first 
nodel  made  by  him.  In  answer  he  states  very  fully  and  minutely 
he  differences,  which  are  several.  The  length  of  the  statement 
s  too  great  to  admit  of  being  here  recited.  It  shows,  however, 
hat  by  the  change,  or  the  new  organized  and  combined  arrange- 
nent,  in  addition  to  the  other  differences  in  the  present  model,  the 
notion  is  communicated  to  the  stripping  shaft  and  cams  by 
neans  of  a  chain  .belt  and  gear  pulleys,  thereby  dispensing  with 
hose  levers  and  couplings  or  tubes.  The  shaft,  also,  on  the 
econd  model  which  communicates  the  motion  to  the  stripping- 
haft  and  cams  with  the  gear  pulleys  is  operated  by  a  shaft  lying 
'irectly  above  it,  on  which  is  a  gear,  with  a  portion  of  the  teeth 
amoved.  This  gear  comes  in  contact  with  a  pinion  on  the  shaft 
'ith  the  gear  pulley,  giving  it  sufficient  rotary  motion  to  turn 
le  stripping  shaft  and  cams  one  entire  revolution  on  their  axis, 
he  shaft  with  the  gear  pulley  and  pinion  then  remain  at  rest 
ntil  the  gear  with  a  portion  of  the  cogs  removed  again  comes 
I  contact  with  the  same.  There  is  still  another  difference :  at 
le  top  of  said  upright  shaft,  instead  of  a  worm  and  gear,  as  in 
le  first  model,  the  motion  is  communicated  to  the  stripping 
laft  and  cams  by  means  of  bevel  gears.  This  witness  states 
!so  several  important  changes  of  a  similar  nature  in  Wellman's 
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first  working  machine  since  the  first  one  he  saw  early  in  the 
1853 ;  for  which  I  refer  to  his  answer  to  the  appellant's  inten 
tory  22. 

David  G.  Bean  describes  the  difference  thus :  "In  place  o 
worm  gear,  as  seen  in  the  model  present,  matching  into  the 
ment,  is  a  pinion  gear ;  the  segment  in  the  model,  instead  of 
upon  its  periphery,  has  mangle  pins ;  instead  of  the  upright 
from  the  mangle  wheel  in  the  model  sent,  the  upper  shaft  1 
chain  belt  to  the  main  shaft ;  the  cams,  which  upon  the  n 
sent  are  above  the  card,  are  placed  upon  the  main  shaft  ii 
model ;  the  lever  that  does  the  stripping,  the  end  of  which  ] 
in  the  cams  in  the  present  model,  is  in  the  model  sent  hun 
the  curve  about  three  or  four  inches  from  the  main  shaft 
lifting  rod,  which  in  the  present  model  is  outside  of  the  ca 
in  the  model  sent  inside  the  cam ;  the  strip  card,  which  ii 
present  model  hangs  upon  a  stand  screwed  on  the  segment 
in  the  model  sent  is  attached  to  an  arm  playii^  into  the 
below." 

Hinckley  testifies  to  the  same  effect. 

James  F.  Burgess,  another  witness  for  Wellman,  says  th: 
worked  on  the  machines  of  Wellman ;  that  he  began  on  the 
of  April,  1853;  that  whilst  so  at  work,  about  the  end  of_ 
1853,  Weilman  told  him  that  he  was  going  to  do  away  will 
mangle  wheel,  and  was  going  to  use  the  segment  as  a  ma 
thereby  dispensing  with  a  shaft  and  two  large  spur  gears,  "  v 
I  did  on  the  last  cards  I  built  for  him  under  his  direction." 
conformity  to  which  principles  Weilman' s  proof  shows  th; 
constructed  various  working  machines  which  operated  su( 
fully  in  the  years  1853  and  1854,  and  they  were  so  placed  i 
last  machine  by  Burgess. 

In  the  absence  of  all  opposing  evidence  the  aforegoing 
must  be  deemed  ftilty  sufficient  to  establish  the  claim  on  the 
of  Wellman  for  the  important  improved  invention,  as  state 
him  in  his  specification.  It  appears  that  a  number  of  mac 
have  been  constructed  by  him  according  to  those  principles 
have  produced  a  perfect  result  as  desired.  This  invention, 
organized  combined  state,  shows  the  lifting  and  stripping 
placed  on  the  main  shaft  of  the  card  cylinder,  the  mangle  pi 
the  segment  on  the  lower  end  of  the  vibrating-arm  (the  m 
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wheel  is  dispensed  with  and  the  segment  used  as  a  mangle, 
whereby  a  new  element  or  constituent  feature  is  substituted  in 
the  place  of  a  mangle  wheel  and  two  large  spur  gears),  by  which 
means  the  object  is  attained,  and  much  better  by  reason  of  an 
accellerated  motion  produced  in  the  lifting  and  stripping.  The 
construction  is  less  complicated  and  more  simple.  By  such  an 
arrangement  of  the  parts,  and  dispensing  with  costly  machinery, 
the  mode  of  operation  becomes  much  more  economical  and 
cheaper.  This  arrangement,  by  which  the  omission  of  a  part  of 
the  machinery  previously  used  and  considered  essential  in  the 
construction  of  the  machine,  under  the  circumstances  just  stated, 
constitutes  of  itself  sufficient  patentable  invention. 

The  proof  further  is  that  this  improved  feature  is  exhibited  by 
the  drawing  made  in  April  or  May,  1852.  That  drawing  was 
made  by  M.  C.  firyant,  and  it  is  contended  that  the  particular 
improved  invention  was  his,  and  not  Wellman's.  Bryant  himself 
does  not  say  so.  He  says,  as  before  stated,  that  he  made  the 
drawing  for  Wellman,  and  that  whatever  appears  on  the  face  of 
it  was  made  at  the  same  time  or  a  few  days  after.  He  states,  as 
already  noticed,  what  it  represents,  and  of  his  having  seen  the 
model  of  Wellman  shown  to  him;  and  the  information  that  he 
made  the  drawing  from  ;  and  that  the  modification  which  he 
proposed  was  assented  to  by  Wellman,  He  had  seen  a  ma- 
chine built  by  or  for  for  Mr.  Wellman  which  did  not  essentially 
differ  from  the  model  in  respect  to  its  being  moved  by  means  of 
an  intermittent- moving  pinion  engaging  with  pins  on  a  mangle 
wheel.  Wellman  offered  to  pay  him  for  the  modification  and 
drawing  which  he  had  made  for  him,  but  he  refused  to  take  any 
pay,  considering  the  trouble  on  his  part  of  making  the  change  of 
little  importance.  The  change  was  in  respect  to  the  top-hamper, 
which  he  thought  might  be  easily  reduced.  He  explains  more 
particularly  what  he  means  by  the  top-hamper.  But  the  general 
idea  which  embraced  the  principle  of  the  improvement,  I  think, 
appears  to  have  been  conceived  by  Wellman,  and  I  take  the  rule 
to  be  this  :  If  the  employer  conceives  the  result  embraced  in  the 
invention,  or  the  general  idea  of  a  machine  upon  a  particular 
principle,  and  in  order  to  carry  his  conception  into  effect,  it  is 
necessary  to  employ  manual  dexterity,  or  even  inventive  skill,  in 
[he  mechanical  details  and  arrangements  requisite  for  carrying 
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out  the  original  conception ;  in  such  cases  the  employer  will 
the  inventor,  and  the  servant  will  be  a  mere  instrument  throi 
which  he  realizes  his  idea. 

But  it  is  further  contended  that  Wellman  did  not  approvt 
the  modification  as  to  the  arrangement  of  cams  on  the  main  sh 
The  evidence,  I  think,  does  not  warrant  this  conclusion,  as  i 
shown  that  he  did  after  a  time  construct  machines  upon  precis 
the  same  principles,  and  that  his  reasons  for  not  applying  t 
arrangement  to  old  cards  was  the  want  of  a  sufficient  lengtl 
shaft  and  the  practical  difhculty  of  keeping  the  machinery  clc 
so  that  the  inference  drawn  from  that  fact  is  unfounded. 
'  If  the  view  thus  taken  be  correct,  Wellman  conceived  the  i 
of  the  improvement,  and  practically  reduced  it,  according  to 
established  rule  of  law,  in  April,  1852. 

The  proof  to  sustain  Mr.  Blood's  claim  as  prior  inventor 
be  next  considered.  He  supposes  that  his  evidence  establis 
the  date  of  his  invention,  as  exhibited  by  his  model  and  drawir 
as  early  as  March,  1846 ;  and  if  he  is  right  about  this,  he  n 
unquestionably  be  considered  the  prior  and  original  inventoi 
this  issue,  if  the  invention  is  the  same  substantially  as  claii 
and  proved  by  Wellman. 

Lorenzo  Cutter  and  Eben  P.  Blood  are  the  two  witnesses 
whom  this  prior  invention  is  supposed  to  be  proved,  and  sue 
the  tendency  of  their  testimony,  if  what  they  have  said  be  ti 
but  it  has  been  objected  that  they  are  unworthy  of  belief, 
that  no  credit  ought  to  be  given  to  what  they  have  testified, 
particular  circumstances  urged  in  support  of  the  object 
appear  to  be  the  relation  in  which  they  stand  to  the  party. 
Blood — Blood  being  a  brother  and  Cutter  a  brother-in-law  ; 
Cutter  has  been  guilty  of  gross  contradiction  of  himself,  botl 
terms  and  spirit,  in  his  testimony  as  given  in  the  first 
second  depositions.  In  his  first  deposition,  in  answer  to  the 
interrogatory  on  the  part  of  Blood — in  these  words,  "When 
you  first  learn  or  understand  that  said  Blood  was  designing 
trying  to  invent  this  machine? — he  answered:  "In  Febru 
1853  ;  I  did  not  fully  understand  Blood's  explanations." 
the  seventh  interrogatory  by  same — "  Have  you  seen  any  dra\ 
of  his  machine;  if  so,  when  for  the  first  time? — he  answei 
"  I  have  J  I  saw  it  in  June,  1853,  for  the  first  time."     The  di 
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ing  marked  Exhibit  "A  B"  is  shown  to  him,  and  is  annexed  to 
his  first  deposition.  This,  he  answers,  was  the  drawing  of  the 
machine  shown  to  him  for  the  first  time  in  June,  1853. 

[n  his  second  deposition,  which  was  taken  at  the  instance  of 
Mr.  Blood  in  about  four  weeks,  to  the  question  put  to  him  by 
Blood's  counsel — "State  whether  you  were  knowing  to  said 
Blood's  having  previously  to  February,  1853,  been  endeavoring 
to  design  and  construct  a  self  card -stripping  machine ;  where  did 
you  first  hear  that  he  was  designing  such  a  machine" — he 
answerij :  "I  had  ;  I  first  learned  it  in  April,  1846 ;  I  then  saw 
adrawingof  part  of  a  machine  for  stripping  cards,  which  repre- 
sented the  arm  slides  and  cams."  He  is  shown  a  drawing  pur- 
porting to  have  been  made  March  14th,  1846,  and  says  the  writing 
on  the  drawing  is  in  the  handwriting  of  Blood ;  and  it  is  his 
impression  that  it  is  the  same  one  (it  is  annexed  to  his  deposi- 
tion) shown  to  him  the  14th  of  March,  1846,  and  of  which  he  then 
had  knowledge.  In  answer  to  an  interrogatory  put  to  him  he 
says  that  he  was  no  mechanic ;  never  made  a  drawing ;  entirely 
unskilled ;  and  never  saw  more  than  a  few  drawings.  Yet,  on 
this  occasion,  and  on  that  of  the  drawings  shown  to  htm  as  of 
September,  1849,  he  undertakes  and  proceeds  to  describe  in  the 
most  minute  and  scientific  manner  the  various  parts  and  intended 
operations  of  all  the  said  drawings  as  relates  to  said  alleged  im- 
provements. The  reasons  he  gives  to  explain  these  gross  contra- 
dictions are  unsatisfactory.  It  cannot  be  true  that  he  misappre- 
hended the  questions,  or  that  he  was  too  sick  to  answer  truly 
H'hat  he  did  answer.  It  was  seen  in  the  interval  between  the  two 
examinations  that  there  was  a  deficiency  in  the  proof,  and  this 
witness  seems  to  have  undergone  a  preparation  to  supply  that 
deficiency.  Sensible  of  the  objections  which  have  been  urged  as 
to  the  credibility  of  this  witness,  resort  has  been  had  to  Eben  P. 
Blood.  From  his  ignorance  and  strange  conduct  in  the  course 
of  the  examination  there  is  less  reason  to  confide  in  the  truth 
of  what  he  says  than  in  that  of  Cutter.  He  says  he  is  no  me- 
chanic ;  never  drafted  any  plan,  nor  ever  examined  any,  except 
the  one  he  was  about  to  testify  of  He  describes  the  copy  shown 
10  him  to  be  a  true  copy  of  the  original,  which  he  had  not  seen, 
according  to  his  account,  for  nine  years,  or  talked  about  it  with 
any  one.     He  shows  the  most  gross  prevarications  and  falsehoods 


Wellman  V,  Blood. 


to  guard  against  committing  himself.  He  appiears  to  have  I 
under  a  very  improper  influence.  There  is  strong  circumstai 
proof,  also,  going  to  show  the  falsehood  of  what  those  two 
nesses  have  testified  to.  The  first  is  the  lapse  of  time  whic 
suffered  to  take  place  before  he  made  application  for  a  pat 
without  any  good  reason  for  the  delay,  if  what  tliey  have 
was  true. 

His  own  witnesses,  called  by  him  in  the  course  of  the  sec 
examination,  some  of  whom  had  stood  in  the  most  intimate 
confidential  relation  to  him,  some  of  them  working  in  the  t 
shop  with  him — why  are  these  drawings  not  spoken  of  and  shi 
to  some  of  these  witnesses  before  the  year  1853,  when  they 
so  made  known  to  them  by  Blood  as  evidence  of  his  invei 
improvement?  It  is  especially  worthy  of  notice  that  from 
remarks  to  Jamieson,  one  of  his  witnesses,  he  plainly  shows 
no  such  drawings  had  been  made.  Jamieson  states — having; 
certain  detached  scraps  of  drawings  on  sand-paper  and  piect 
wood  in  Blood's  drawer,  and  Blood  at  work  on  them,  and 
the  more  full  drawings  were  made  from  these  detached  drawing 
that  when  he  mentioned  having  seen  them  to  Blood,  his  n 
was,  "I  shall  soon  have  an  opportunity  to  let  you  see  a 
drawing.' '  Does  not  that  imply  that  he  had  not  then  made  thi 
This  took  place  in  the  spring  of  1853. 

None  of  his  other  witnesses  prove  his  invention  to  have  b 
earlier  than  the  year  1853.  The  rule  of  law  as  to  the  credibi 
of  the  testimony  of  witnesses,  which  I  feel  myself  bound  to  i 
as  my  guide  on  this  occasion,  is:  "That  a  witness  who  gi 
false  testimony  as  to  one  particular  cannot  be  credited  as  to  a 
according  to  the  legal  maxim  falsus  in  uno,  fahus  in  omnibu 
Again  :  "  If  there  be  reason  to  suppose  that  his  perjury  or  pre 
ication  is  the  result  of  subornation,  it  affords  a  reasonable  groi 
in  a  doubtful  case  for  suspecting  the  testimony  of  other  witne; 
adduced  by  the  same  party." 

I  am  therefore  satisfied  that  Blood  cannot  be  considered 
first  and   original   inventor  of  the  improvement  involved  in 

With  the  aforegoing  views,  it  becomes  unnecessary  to  give 
opinion  on  the  question  of  the  admissibility  of  the  copies  ofdr 

ings  given  in  evidence. 
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With  respect  to  Woodman's  claim,  I  need  say  but  little.  He 
has  his  patent,  and  cannot  be  affected  in  this  mode  of  proceeding. 
I  am  satisfied  that  there  are  substantial  differences  between  his 
invention  and  that  of  Wellman's  in  this  case.  Upon  the  whole,  I 
am  of  opinion,  and  do  so  decide,  that  Wellman,  the  appellant,  is 
the  first  and  original  inventor  of  the  improvement  aforesaid 
claimed  by  him,  and  ought  accordingly  to  have  a  patent  therefor. 

J.  Giles,  for  the  appellant. 

Sam' I  Cooper  and  A.  B.  Sloughlon,  for  the  appellee. 


James  T,  King,  Applicant  and  Appellant, 


George  W.  B.  Gedney,  Applicant  and  Appellee.    Inter- 
ference. 

RiOHT  or  AFFiitL — coNTkNDiiro  AprLiCANTB — FiTiNTii. — Tbe  judge  can  only 
act  JD  a  case  when  there  are  roDteading  applicaats  for  a  patent,  and  Ihoee 
applicants  must  liare  prajed  for  a  patent.  A  patentee  has  alreadj  ob- 
tained all  he  asked  for,  and  he  cannot  appeal  from  a  decisioa  adverse  to 
faimaelf  but  farorable  to  the  applicant  contestant. 

Claiu— co.HSTitucTioN  Of— HOT  TAKIN  AiOHK,— The  claim  of  the  United  States 
patent  it  not  separately  construed,  and  nitli  the  same  strictness  as  the  title 
or  claiming  part  of  the  British  patent.  Under  our  law,  the  specifications 
and  the  drawings,  as  a  whole,  are  includeil  in  and  made  component  parts 
of  the  patent,  and  they  should  he  taken  in  constrnction  together  in  ex- 
planation of  whatever  is  dubious;  and  according  to  tbia  rule,  one  part  of 
the  specification  and  drawing  may  he  resorted  to  to  explain  any  other. 

attached  to  the  specification  corers  all  matters  described  therein,  and  not 
merely  the  matters  specified  in  the  claim. 

l.vTBBi'BBBKCi — NOT  coNFiKiD  TO  coNVLiOTiNO  CLAIMS. — .\n  interference  edsts 
between  two  applicants  who  describe  in  tbeir  specifications  the  same  in- 
TentioD,  although  the  claim  of  one  of  the  parties  is  not  as  broad  as  bis 
specification. 

RienT  or  appcal — bubstantial  BiruaAL  op  a  PATtNT. — In  such  a  case,  there- 
fore, an  appeal  will  lie  to  the  judge  from  a  decision  of  the  Commissioner 
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granting  a  pnt«nt  to  e&ch  of  the  applicanti  for  the  matter  claimed  b) 
although  he  has  not  id  termi  refused  a  pateot.  (Hia  granting  a  patei 
both  partiee  subatantiallj  refuBee  a.  patent  to  one  of  them  as  prayed  fo 

employer  coaceiv«i  the  resalt  embraced  in  bq  infeolion,  or  the  gei 
idea  of  a  machine  apon  a  particalar  principle,  and  then,  to  cari7  his 
ception  inU)  effect,  it  is  necesaarj  to  employ  manual  dexterity  or  < 
inventive  skill  in  the  mechanical  details  and  arrangcmeots  requisite 
carrying  out  the  original  conception,  in  such  cases  the  employer  wil 
the  inventor  and  the  serront  will  be  a  mere  instrument  through  wbk 
real  ilea  his  ideas. 

(Before  Horsill,  J.,  IMatrict  of  Columbia,  April,  1S5G.) 

Statement  of  the  Case. 

The  patent  issued  to  James  T.  King,  No.  14,818,  May  1 
1856. 

MORSELL,  J. 

The  appellant,  James  T.  King,  on  the  27th  July,  1854,  made 
said  application  for  letters- patent  for  certain  improvementf 
washing  machinery,  and  on  the  21st  of  September  of  the  k 
year  the  application  was  renewed,  with  amended  specifications . 
drawings,  stating  in  his  application  and  the  specifications  acci 
panying  the  same  that  they  were  improvements  upon  a  macf 
previously  patented  to  him  on  the  1st  day  of  October,  i85i,(i 
8446,)  and  reissued  on  the  13th  day  of  April,  1852,  (reissue  i 
215.)  Pending  which  appHcation  George  W.  B.  Gedney, 
appellee,  made  application  for  letters -patent  for  improvement! 
washing  machinery,  and  on  the  loth  of  April,  1855,  an  inter 
ence  was  declared  and  notice  as  usual  given,  and  a  day  appoin 
for  the  hearing,  and  leave  given  to  take  testimony,'  &c.,  wli 
testimony,  with  the  arguments  of  the  respective  counsel  for 
parties,  was  submitted  to  the  Commissioner  for  the  trial  of  s 
issue. 

On  the  13th  of  July,  1855,  the  Commissioner  made  his  decisi 
in  which  he  states  that  "the  said  James  T.  King,  in  the  specifi 
tion  accompanying  his  application, claims  'the  construction  0 
rotary  cylinder,  in  connection  with  the  internal  and  exter 
pipes,  arranged  in  such  a  manner  that  through  said  pipes  ste 
can  always  be  let  into  llie  lower  part  of  the  cylinder  and  esa 
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at  the  top  while  the  cylinder  is  in  motion  or  stationary,  and  that 
by  the  same  arrangement  hot  water,  cold  water,  or  steam  can 
be  let  into  the  cylinder  at  the  top  and  escape  at  the  bottom 
while  said  cylinder  is  in  motion  or  stationary.'  Gedney,  in  his 
specification,  claims '  the  combination  of  a  series  of  revolving  pipes 
with  a  rotary  cylinder,  which  alternately  become  induction  and 
eduction  pipes,  by  means  of  a  valve  constructed  substantially  in 
the  manner  and  for  the  puq>ose  set  forth. '  *  •  •  By  the 
evidence  on  the  part  of  King,  particularly  that  of  John  Fallon,  it 
appears  that  the  device  specified  in  his  claim  above  quoted  was 
invented  by  him  as  early  as  February  or  March,  1852,  while  on 
the  part  of  Gedney  there  is  no  evidence  to  show  any  invention  by 
him  prior  to  that  date,  nor  does  it  appear  that  Gedney  claims  the 
said  device  as  claimed  by  King. 

"But  this  invention,  shown  to  have  been  made  by  King  in 
February  or  March,  1852,  was  embodied  in  a  form  different  from 
that  which  forms  the  subject  of  the  claim  of  Gedney,  as  above 
quoted ;  and  the  only  question  which  can  admit  of  doubt  upon 
the  testimony  is  which  party  is  the  true  or  first  inventor  of  that 
modification  of  King's  invention  which  is  speciBc  in  the  claim 
of  Gedney. 

"  By  the  testimony  of  Henry  Fern  and  John  Fallon,  it  appears 
that  this  last-mentioned  improvement  was  described  to  them  by 
King  in  September  or  October,  1853,  and  these  witnesses  appear 
to  have  regarded  it  as  his  invention;  while  on  the  part  of  Gedney 
there  is  no  testimony  directly  showing  him  to  have  been  pos- 
sessed of  the  same  improvement  at  so  early  a  date,  except  that 
of  Mrs.  Gedney,  his  wife,  which  is  excluded  on  account  of  her 
relationship  to  him.  It  is,  however,  sought  to  show  by  the 
testimony  of  James  M.  Osborn  and  Franklin  W.  Willard,  but 
particularly  the  former,  that  King  declared  the  improvement  in 
question  to  be  Gedney's  invention.  Osborn's  testimony  seems 
to  show  this,  and  Willard's,  though  not  direct,  lends  a  certain 
degree  of  confirmation,  weakened,  however,  by  the  circumstances 
of  his  testimony.  But  it  must  be  allowed  that  even  Osborn's 
testimony  to  this  point  is  lar  from  being  quite  clear,  because  his 
description  of  the  improvement  to  which  he  understood  Mr. 
King's  remark  to  be  applied  is  rather  vague.  Nevertheless,  it  is 
difiicuh,  after  reading  Osborn's  testimony,  and  considering  it  in 
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connection  with  the  construction  of  the  washing-machine  at  I 
dall's  Island,  according  to  the  testimony  generally,  to  believe 
any  other  feature  of  the  machine  than  the  one  now  in  ques 
could  have  been  the  subject  of  King's  declaration.  But  what 
might  have  been  the  just  effect  of  Osbom's  testimony,  in  i 
considered,  it  is  very  important  in  connection  with  it  to  obs 
that  King,  although  he  has  described  in  h!s  specification 
drawings  the  improvement  claimed  by  Gedney,  along  with 
earlier  form  of  the  subject  of  his  general  claim,  has  not  clai 
it,  and  is  therefore  before  the  Office  without  anything  to  f 
that  he  has  made  oath  that  he  believes  himself  to  be  the  orij 
and  first  inventor  of  that  improvement.  Taking  this  fact  in 
nection  with  Osbom's  testimony,  the  Office  is  led  to  decide 
question  of  priority  of  invention  in  favor  of  the  said  Gedne 
far  as  relates  to  the  claim  which  he  has  made. 

"  In  regard  to  that  part  of  the  testimony  going  to  show  the  I: 
ing  of  certain  models  or  machines  by  Gedney  as  Kir^s  in 
tion,  it  is  sufficient  to  observe  that  the  admission,  if  fully  pre 
that  such  models  or  machines  contained  an  invention  of  Kii 
could  not  be  construed  into  an  admission  that  they  containe 
invention  of  his  own,  so  as  to  invalidate  the  claim  which  he 
makes  under  oath.  For  these  reasons,  the  decision  of  the  C 
is  in  favor  of  the  said  Gedney  upon  the  claim  which  he  hasn 
and  in  favor  of  the  said  King  upon  the  claim  which  he  has  n 
as  quoted  above  from  their  respective  specifications." 

From  which  decision  the  said  King  hath  appealed,  and 
filed  in  the  Patent  Office  his  reasons  of  appeal. 

The  first  reason  is  for  error  in  the  position  stated  by  the  A 
Commissioner  that  the  improvement  in  controversy  is  noi 
braced  in  the  oath  of  said  appellant,  as  attached  to  his  pet 
specification,  drawings,  &c.,  as  a  part  of  his  claim.  The  st 
is  general — that  the  evidence  shows  King  to  be  the  first  and 
inal  inventor  of  the  improvement,  and  not  Gedney.  The  1 
that  he  erred  in  giving  any  credit  to  the  testimony  of  Wi 
and  in  the  proper  understanding  of  the  testimony  of  Os 
The  fourth,  because,  by  his  own  admission,  the  improvemen 
embraced  in  the  specification  and  represented  in  the  drawin 
said  King  as  being  long  before  the  invention  claimed  by  Ge 
The  fifth,  in  decidii^  that  the  claim  of  King  does  not  clair 
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improvement  in  question.  The  sixth  is  substantially  the  same  as 
the  last  above,  with  the  addition  that  the  Commissioner  ou^ht  to 
have  suggested  and  allowed  any  necessary  amendment  of  the 
specification.  The  seventh  is  general,  because  the  Commissioner 
refused  to  grant  a  patent  to  him  (King)  for  the  improvement 
described  and  claimed  in  Gedney's  application. 

In  reply  to  the  aforegoing  reasons,  the  Acting  Commissioner 
states :  To  the  first  reason,  it  is  hardly  necessary  to  reply  to 
this;  the  oath  in  the  present  form,  or  in  any  of  the  usual  forms, 
is  always  understood  to  apply  to  what  is  claimed  by  the  ap- 
plicant, and  to  nothing  else.  To  make  it  apply  to  all  that  is 
described  in  the  specification,  would  be  absurd,  since  in  almost 
all  cases  the  description,  besides  what  is  claimed,  contains  much 
that  is  old.  Upon  the  second  reason  of  appeal,  he  refers  to 
the  decision  of  the  Acting  Commissioner,  and  to  the  testimony, 
remarking  that  priority  of  knowledge  of  any  invention  by  any 
party  is  only  presumptive  evidence  of  original  invention  by 
him  ;  and  that  although  such  presumption  may  be  good  in  the 
absenceof  any  countervailing  evidence,  yet  the  proof  of  originality 
is  not  positive,  and  does  not  exclude  other  evidence  that  may 
come  in  to  show  that  the  knowledge  was  derived  from  another 
party.  Upon  the  third  and  fourth  reasons  of  appeal,  the  Com- 
missioner says:  "I  have  nothing  to  add.  The  answer  to  the 
fifth  reason  is  contained  in  the  following  passage  of  the  Acting 
Commissioner's  decision,  viz.:  'But  this  invention,  shown  to  have 
been  made  by  King  in  February  or  March,  1852,  was  embodied 
in  a  form  different  from  that  which  forms  the  subject  of  the  claim 
of  Gedney,  as  above  quoted ;  and  the  only  question  which  can 
admit  of  doubt  upon  the  testimony  is  which  party  is  the  true  or 
first  inventor  of  that  modification  of  King's  invention  which  is 
specific  in  the  claim  of  Gedney.'  The  court  will  then  observe 
that  if  the  description  and  drawings  of  the  modification  claimed 
by  Gedney  were  entirely  erased  from  King's  specification,  the 
claim  of  King  would  still  be  opposite  to  the  remaining  description 
and  drawings  of  the  form  invented  by  him  in  1852.  Keeping 
this  fact  in  view,  it  is  impossible  to  come  to  the  conclusion  that 
Kingf's  claim  does  unequivocally  claim  the  modification  which 
Gedney  does."  Upon  the  sixth  reason,  the  Commissioner  says: 
' '  I  remark  that  the  (act  that  King  did  not  claim  the  improvement 
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in  question  was  not  itself  merely  made  the  ground  of  the  dec 
It  was  only  allowed  to  weigh  in  connection  with  the  testiir 
and  this  involves  no  unfairness  or  injustice  to  the  party,  as  b 
sixth  section  of  the  law  of  1836  the  applicant  is  bound  to  be  ex 
as  to  the  part  or  improvement  claimed.  Further,  as  to  the 
of  the  party  to  amend  his  claim,  the  applicant  for  a  patent 
right  to  amend  his  claim,  renewing  his  oath  of  invention, 
the  nature  of  the  amendment  makes  it  proper  and  necessarj' 
the  Office  is  not  bound  to  make  suggestions  as  to  what  he  si 
claim,  and  consequently  was  not  bound  to  direct  Mr.  King 
amend  his  claim  that  it  should  conform  to  the  specificalior 
by  this  is  meant  so  amending  as  to  make  it  expressly  cJain 
modification  in  question,  the  Office  is  wont  to  be  cautious, 
ticularly  in  cases  of  interference,  in  regard  to  suggestior 
directions  to  parties  about  their  claims.  The  propriety  of  tl 
cases  of  interference  is  manifest ;  and  in  the  present  case  it  is 
that  the  Office  was  not  bound,  prior  to  the  declaration  and  he 
of  the  interference,  to  give  any  such  directions  as  it  is  clain 
should  have  done.  Nevertheless,  after  the  decision  of  this  i 
ference,  it  was,  under  the  practice  of  the  late  Commisslor 
Patents,  competent  for  King,  had  he  seen  fit,  to  renew  his  a 
cation,  making  express  claim  to  the  improvement  in  que; 
under  oath,  as  usual,  and  thus  have  a  new  interference  declai 

Notice  of  the  time  and  place  of  trial  of  said  appeal  h; 
been  duly  given  to  the  parties,  the  Commissioner  then  and 
laid  before  the  judge  the  grounds  of  his  decision  in  writing, 
the  original  papers  and  the  evidence  in  the  cause  ;  and  the  p 
submitted  said  case  with  their  written  arguments.  On  the 
of  the  appellee,  the  jurisdiction  of  the  judge  to  hear  and  A 
the  appeal  from  the  decision  of  the  Commissioner  in  this  c 
objected  to,  upon  the  ground  that  "the  Commissioner  de 
not  to  refuse  a  patent  to  either  applicant,  but  to  grant  a  pati 
each  party  for  just  what  he  had  claimed  in  his  application.' 
is  argued  that  it  has  been  settled  by  the  decisions  of  this  tri 
that  the  judge  has  no  control  over  the  decisions  of  the  C01 
sioner  of  Patents,  except  where  he  refuses  a  patent  as  praye 

If  the  present  is  a  case  like  those  which  have  been  decid' 
this  point,  or  falling  within  the  principles  settled  by  those  i 
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then  the  question  certainly  must  be  considered  at  rest,  and  not 
open  for  discussion. 

The  case  of  Pomeroy  v.  Connison  {ante,  p.  40)  was  not  the 
case  of  an  applicant  for  a  patent  whose  appHcation  or  claim  had 
been  rejected  or  refused  by  the  Commissioner,  and  who  was 
seeking  redress  by  an  appeal,  but  of  a  patentee.  That  case 
decides  that  "in  no  other  case  under  the  patent  laws  can  an 
appeal  be  taken  from  the  decision  of  the  Commissioner,  unless 
the  application  for  a  patent  has  been  rejected  by  him." 

A  review  of  the  provisions  in  the  patent  laws  on  that  point 
was  then  taken  by  Judge  Cranch,  which  he  follows  by  the  follow- 
ing reason:  "An  appeal  is  given  to  a  disappointed  applicant, 
because  otherwise  the  decision  of  the  Commissioner  would  be 
conclusive  against  him.  It  is  not  given  to  the  patentee,  because 
the  decision  of  the  Commissioner  is  not  only  not  conclusive  as 
to  him,  but  does  not  in  any  manner  affect  his  legal  or  equitable 
rights."  Again  he  remarks:  "An  adjudication  of  it  by  the 
Commissioner  or  the  judge  has  no  effect  upon  a  patent  already 
granted,"  &c.  Again:  "He  [the  judge]  can  only  act  in  a  case 
where  there  are  contending  applicants  for  a  patent,  and  those 
applicants  must  have  prayed  for  a  patent.  A  patentee  is  not  an 
applicant.     He  has  already  obtained  all  he  asked  for." 

This  decision  has  been  considered  as  settling  the  question  on 
this  point  in  the  various  cases  where  it  has  subsequently  occurred 
before  this  tribunal. 

King,  the  appellant,  was  an  applicant  for  a  patent ;  he  is  not, 
therefore,  within  the  terms'  of  the  decision.  Is  he  or  his  case 
within  the  reason?     Has  he  already  obtained  all  he  asked  for? 

As  before  stated,  the  Commi.ssioner  says:  "The  decision  of 
the  Office  is  in  favor  of  the  said  Gedney  upon  the  claim  which 
he  has  made,  and. in  favor  of  the  said  King  upon  the  claim  which 
he  has  made,  as  quoted  from  their  respective  specifications." 

King  contends  that  the  invention  for  which  he  claims  a  patent, 
ind  as  described  by  him,  substantially  embraces  the  claim  made 
jn  the  part  of  Gedney,  and  of  which  the  Commissioner  has 
decided  the  said  Gedney  to  be  the  prior  inventor. 

In  order  to  show  the  defects  in  the  claim  of  the  appellant  and 
he  difTerences  between  his  description  and  that  of  the  appellee, 
29 
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the  Commissioner  in  the  first  part  of  his  opinion  has  recited 
of  them  ;  by  a  critical  comparison  of  which,  although  ther 
difference  in  the  phraseology,  I  can  perceive  no  substantial  c 
ence  in  the  description  of  what  I  understand  to  be  the  prii 
of  the  invention  intended  by  both  to  be  described,  which  is 
the  pipes  shall  be  so  arranged  with  a  rotary  cylinder  alten 
to  become  induction  and  eduction  pipes ;  the  particular  me: 
by  a  valve — are  specifically  stated  In  the  one  and  not  in  the  t 
But  as  to  this  latter,  the  means  being  embraced  in  the  gt 
description,  1  suppose  them  to  be  of  that  ordinary  characte 
the  use  of  them,  or  something  analogous,  would  necessari 
suggested  to  a  mechanic  skilled  in  constructing  like  mad 
without  invention  on  the  part  of  the  mechanic.  That  ii 
difference  merely  of  form.  I  think  may  be  inferred  from  wh; 
Commissioner  himself  says  in  another  part  of  the  opinion :  ' 
although  King  has  described  in  his  specification  and  drawin; 
improvement  claimed  by  Gedney,  along  with  the  earlier  fc 
the  subject  of  his  general  claim,  he  has  not  claimed  it,  and 
fore  is  before  the  Office  without  anything  to  show  that  he  be 
himself  to  be  the  original  and  first  inventor  of  that  improven 
I  suppose  h&  here  means  that  King,  in  the  part  of  the  spe 
tion  quoted  by  him  just  alluded  to,  has  not  specially  and  s; 
cally  again  described  it. 

It  is  true  the  statute  of  1836,  which  requires  the  applic 
deliver  a  written  specification  of  his  invention,  says  :  "And 
particularly  specify  and  point  out  the  part,  improvement,  01 
bination  which  he  claims  as  his  own  invention  or  discos 
The  strictness  which  the  Commissioner  seems  to  think  mi 
practiced  in  regard  to  this  provision  may  have  arisen  fro 
rule  of  the  English  law  being  looked  to  as  his  guide,  whe 
patent  first  issues  and  contains  no  reference  to  the  specific 
for  which  reason  a  more  special  and  specific  description  mi 
made  in  the  heading  or  claiming  part.  Our  practice  is  ei 
different.  The  specification  is  required  to  be  first  prepare 
filed  before  the  patent  issues,  and  should  be  referred  to  thei 
full  length  as  particularly  stating  the  whole  matter  of  the 
for  a  patent,  which  specification  is  considered  a  componei 
of  the  patent,  and,  with  the  drawings,  must  be  taken  in  cor 
tion  together  and  in  explanation  of  whatever  may  be  do 
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According  to  that  rule  one  part  of  the  specification  and  draw- 
ings may  be  resorted  to  to  explain  any  other ;  and  so  as  it  respects 
the  oath. 

To  this  effect  I  refer  to  the  case  of  Hogg  el  al.  v.  Emerson, 
6  How.,  437,  and  to  Davis  v.  Palmer  el  al.,  2  Brock.,  301,  in 
the  first  of  which  cases  the  judge,  in  delivering  the  opinion  of  the 
court,  says  :  "  The  oath  of  Emerson,  too,  that  he  was  inventor  of 
the  improvement,  must  thus  be  considered  as  extending  to  all  de- 
.scribed  in  the  schedule  no  less  than  the  title ;  and  this  is  pecu- 
liarly proper  when  the  specification  is  his  own  account  of  the 
Jmprovement  and  the  patent  is  usually  only  the  account  of  it  by 
another — an  officer  of  the  Government."  If  this,  however,  could 
be  considered  an  objection,  for  the  reason  assigned  by  the  Com- 
missioner, yet,  by  an  applicalion  of  the  rules  just  stated,  the 
objection  must  be  considered  as  fully  removed.  The  plea  to  the 
jurisdiction  is  therefore  overruled,  and  the  case  will  be  retained 
lo  try  and  decide  it  upon  the  merits. 

With  a  view  to  the  proper  application  of  the  testimony  to  the 
principles  of  law  which  must  rule  in  this  case,  it  will  be  proper  to 
notice  the  relation  in  which  the  parties  stood  to  each  other. 

King  was  carrying  on  a  considerable  establishment  in  the  man- 
ufacture of  washing-machines,  with  a  number  of  hands  in  his 
employ  and  under  his  direction,  and  from  time  to  time  fronri  the 
year  1851  was  making  and  adding  improvements  thereto.  In  the 
nonth  of  October,  1853,  Gedney,  at  his  own  solicitation  and 
equest,  was  taken  by  said  King  into  the  employment — first  as  a 
Iraftsman,  and  subsequently  as  a  general  foreman — subject,  of 
rourse,  to  the  orders  and  directions  of  King,  and  who  it  is  proved 
)y  his  witnesses  did  so  order  and  direct  said  Gedney.  After  the 
ssue  of  King's  patent  in  1852,  the  several  improvements  stated 
n  his  specification  and  drawings  were  made  in  his  shop,  and  in 
he  course  of  that  business,  for  which  he  is  now  claiming  a  patent, 
icluding  the  one  involved  in  this  issue.  The  change  asserted  by 
Gedney  ts  supposed  by  him  to  consist  of  a  material  modification 
f  the  improvement  claimed  by  King  as  his  invention,  and  which 
aid  Gedney  has  particularly  stated  in  his  specification  as  his 
ivention.  This,  if  true,  was  discovered  by  him  whilst  so  occu- 
ied  by  King,  and  under  his  directions. 
Mr.  Osbom,  one  of  the  principal  witnesses  of  the  appellee,  and 
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working  in  the  same  shop  as  one  of  the  laborers,  says  he  a 
in  making  the  patterns  for  the  alterations  in  the  mach 
Randall's  Island  in  February  or  March,  1854.  The  altei 
were  a  four-way  valve  at  the  breach  end  of  the  tub.  InsI 
its  discharging  at  the  end  of  the  tub  there  were  pipes  lea( 
the  front  end  connected  to  this  four-way  valve.  Gedney  v 
foreman,  and  directed  the  making  the  alterations  in  the  h 
King  gave  him  no  directions  in  relation  to  those  alten 
he  asked  him  for  directions  during  the  time  that  he  was  n 
the  alterations,  and  his  answer  was,  "  I  do  not  know  an 
about  it;  go  to  Mr.  Gedney."  He  said  it  was  Mr.  Ge 
improvement,  and  he  knew  nothing  about  it;  if  it  did  not 
it  was  Mr.  Gedney's  fault ;  witness  must  go  to  him  for 
structions.  He  did  not  hear  King  give  directions  to  any 
workmen  in  the  shop.  He  has  seen  King  and  Gedney  conv 
together  at  the  factory,  when  chalk  marks  were  made  up< 
floor  by  Gedney  to  convey  to  Mr.  King  the  manner  in  wl: 
was  going  to  prosecute  the  work.  *  *  •  Conver 
between  King  and  Gedney  when  chalk  marks  were  made 
floor  were  of  frequent  occurrence.  In  those  conversations 
asked  Gedney  if  he  thought  that  was  a  better  way  than  ai 
Gedney  said  he  thought  it  was,  as  it  would  require  less  n 
it  would  do  better  work — more  of  it — there  would  be  less  ft 
and  in  a  great  many  other  points  King  asked  Gedney  wl 
to  be  the  form  ;  Gedney  chalked  it  on  the  floor. 

If  this  testimony  is  admitted  to  be  true,  it  must  be  alio 
be  vague  and  equivocal,  as  it  relates  to  any  particular  n 
on  Randall's  Island,  and  as  it  relates  materially  to  the  in^ 
involved  in  the  issue  between  the  parties.  So,  with  res] 
Gedney's  giving  directions  to  the  witness,  Mr.  King  migli 
given  to  Gedney,  as  his  foreman,  general  directions  on  the 
both  of  the  valve  and  its  arrangement  and  its  connection  w 
pipes  and  the  particular  form  in  which  it  was  to  be  made 
suggestion  of  Gedney,  in  which  he  directed  the  witr>ess, 
which  King  was  unacquainted — this  might  have  been  tl 
without  Osborn's  knowledge,  and  most  probably  was, 
witness  was  not  consulted  on  the  occasion  ;  and  this  migi 
been  the  particular  improvement  alluded  to  when  King 
was  Gedney's  improvement.     All  this  would  not  be  sufli' 
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have  made  him  the  inventor,  if  the  general  idea  was  King's.  He 
could  only  be  considered  as  acting  as  King's  servant. 

Willard  says  he  does  not  Icnow  who  invented  the  improvement ; 
that  it  was  in  the  machine  on  Randall's  Island,  and  consisted  in 
the  construction  of  the  valve  that  received  the  stream.  One  morn- 
ing he  had  conversation  with  King  about  the  washing-machine ; 
King  told  him  that  Mr.  Gedney  had  something  that  was  about 
right ;  that  if  the  improvement  was  his,  he  would  npt  begrudge 
$10,000;  this  was  somewhere  about  the  middle  of  April,  1854, 
in  the  shop ;  the  improvement,  as  he  understood  it,  was  as  to  the 
admitting  steam  into  the  tub  in  four  places,  admitting  it  through  a 
pipe  that  had  a  valve  with  four  openings  ;  it  went  into  four  pipes 
or  tubs  placed  on  the  inside  the  tub,  April,  1854, 

Not  much  credit  can  be  given  to  the  testimony  of  this  witness. 
The  improvement  he  alludes  to  was  claimed  and  used  by  King 
as  his  own,  and  without  objection  from  Gedney,  though  with  his 
knowledge,  without  being  obliged  to  give  anything  to  Gedney 
for  it.  And  further,  the  witness  (David  Oaker)  says  that  Willard 
told  him,  a  week  after  he  had  given  his  testimony,  if  King's  law- 
yer had  asked  him  if  he  would  swear  to  it  he  would  have  said 
"No." 

Charles  May,  one  of  the  workmen  in  the  shop,  says  that  in  the 
latter  end  of  February  or  March,  1854,  he  became  acquainted 
with  the  parties ;  he  was  engaged  in  making  the  small  washing- 
machine — the  copper  work  on  it;  Fallon  worked  with  him;  he 
was  partly  directed  by  Fallon  and  partly  by  Gedney ;  he  has 
heard  Gedney  send  directions  to  Fallon  about  his  work.  •  •  * 
The  same  remarks  may  be  made  about  this  testimony  which  have 
been  stated  as  to  the  testimony  of  Osbom. 

The  rules  of  law  sustaining  the  positions  laid  down  by  me  in 
relation  to  the  relative  condition  of  the  parties  will  be  found  in 
the  books  to  be  "that  if  the  employer  conceives  the  result  em- 
braced in  the  invention,  or  the  general  idea  of  a  machine  upon  a 
particular  principle,  and  in  order  to  carry  his  conception  into 
effect  it  is  necessary  to  employ  manual  dexterity,  or  even  inven- 
tive skill,  in  the  mechanical  details  and  arrangements  requisite 
for  carrying  out  the  original  conception,  in  such  cases  the  em- 
ployer will  be  the  inventor  and  the  servant  will  be  a  mere  instru- 
ment through  which  he  realizes  his  idea."    (Curtis  on  Patents,  p. 
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43.)  Upon  the  proof,  also,  the  case  on  the  part  of  the  appi 
appears  to  me  to  be  very  strongly  made  out.  The  Commiss 
himself  says  :  "  By  the  testimony  of  Henry  Fern  and  John  F 
it  appears  that  this  last -mentioned  improvement  [the  impi 
ment  which  Gedney  claims]  was  described  to  them  by  Kir 
September  or  October,  1853,  and  these  witnesses  appear  to 
regarded  it  as  his  invention  ;  while  on  the  part  of  Gedney  thi 
no  testimony  directly  showing  him  to  have  been  possessed  c 
same  invention  at  so  early  a  date,"  &c.  In  addition  to,  ar 
corroboration  of,  what  the  two  witnesses  Just  alluded  to  have 
and  without  including  the  witnesses  objected  to  on  the  groui 
interest,  there  are  J.  S.  King,  John  H.  Conselyer,  and  Georgi 
Kelly,  from  all  of  whom  a  considerable  body  of  proof  on  the 
of  the  appellant  has  been  adduced  to  show  that  (he  improve; 
as  described  particularly  by  Gedney,  and  of  which  he  clain 
be  the  prior  inventor,  according  to  the  rules  before  laid  A 
must  be  considered  as  belonging  to  King,  the  original  invei 
and  embraced  within  this  general  description  of  his  claim, 
within  the  particular  description  contained  in  his  specitica 
and  drawings. 

This  proof,  when  compared  with  the  testimony  of  Osborn 
the  other  witnesses  on  the  part  of  the  appellee,  will  be  fi 
directly  opposed  thereto  in  all  its  material  parts.  The  state 
of  facts  of  which  it  consists  shows  that  Gedney  worked  unde 
orders  and  directions,  and  with  the  sketches  or  drawings 
nished  him  by  King  from  time  to  time)  of  the  improvement 
said  machines,  and  including  substantially  the  one  on  the 
chine  at  Randall's  Island,  His  own  conduct  affords  evidem 
such  being  the  case.  The  laborers  in  the  shop  with  him  1 
heard  him  pretend  to  set  up  any  claim  to  the  invention  ui 
few  weeks  before  he  knew  he  was  to  leave  the  employ  of  V 
although  a  number  of  the  machines,  including  the  one  se 
Washington  for  a  patent  and  having  this  improvement  on  t 
as  claimed  by  King,  were  known  to  him,  and  were  labelle 
him  for  the  purpose  of  being  sent  away. 

From  the  fullest  consideration  I  have  been  able  to  givt 
case  I  am  satisfied,  and  such  is  my  opinion,  that  said  Gedne; 
not  the  prior  inventor  of  said  improvement  iis  described  by 
but  that  said  King  must  be  considered  as  such,  and  that 
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embraced  and  described  by  him,  as  above  stated  ;  and  that  the 
Commissioner's  decision  as  to  that  must  be  reversed,  and 
aHirTned  as  to  that  part  of  it  which  is  in  favor  of  said  King. 

M.  G.  Harrington^  for  the  appellant. 

/.  J.  Greenough,  for  the  appellee. 


In  Re  Michill  Nutting.    Appeal  from  refusal  to  grant 
Patent. 

w«Wr  jiiftge,  merely  lenglbeninn  the  pipe  within  the  chamber  connected 
with  the  boiler  by  coiling  the  name  or  by  uniting  severnl  straight  lengths  of 
pipes  for  the  purpose  of  increuaiag  the  effect,  is  not  a  pal«nlable  inven- 
tion. It  is  an  ordinary  expedient  for  multiplying  the  henting  surface,  and 
in  this  sense  is  a  mechanical  equivalent  of  the  straight  pi[ie. 

Sh — roBH — PBiNoiPLi. — A  machine  is  the  same  in  substance  as  another  if  the 
principle  be  the  same  in  effect,  though  the  form  of  the  machine  be  different. 

Eqrrv FLINTS — how  dbtibminio — Equivalents  are  U>  be  known  by  an  inference 
drawn  from  all  the  circumstances  of  the  case,  by  attending  to  the  consid- 
eration whether  the  new  contrivance  ia  used  for  the  same  general  purjioBe, 
perfonns  the  same  kind  of  duties,  or  is  applicable  to  the  same  object  as 
the  old  der^ice. 


(Before  Morbbll,  J.,  District  of  Columbia,  Jur 


6.) 


Statement  of  the  Case. 

The  decision  will  be  readily  understood 
from  the  subjoined  cut,  showing  one  form  of 
the  applicant's  apparatus,  in  which  E  repre- 
sents the  boiler  of  the  steam-engine,  G  a 
chamber  in  communication  therewith,  and  P 
the  coiled  indicator  pipe  within  the  chamber. 
The  devices  for  controlling  the  feed  by  means 
of  the  expansion  and  contraction  of  the  liquid 
contained  in  this  pipe  are  not  necessary  to  an 
_  understanding  of  the  decision,  and  are  not 
shown. 
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In  the  patent  to  Clark  (No.  11,030),  relied  u 
by  the  Office  as  an  anticipation,  A  is  the  boilei 
the  chamber,  and  C  a  straight  indicator  | 
extending  through  the  same.  The  only  p 
involved  was  as  to  the  patentability  of  replai 
the  straight'  pipe  C  by  a  coiled  or  otherwise 
tended  pipe  P. 

MORSEI.L,  J. 

Appeal  from  the  decision  of  the  Commissif 
of  Patents  refusing  to  grant  him  letters -patent  for  a  certain 
and  useful  improvement  in  apparatus  for  regulating  wate 
steam-boilers. 

In  his  specification  he  says  :  ' '  The  nature  of  my  invention  1 
sists  in  the  construction  of  an  apparatus  indicating  and  regula 
in  a  constant  manner  the  height  of  the  water-level  in  the  bi 
to  which  it  is  attached,  oBviating  thus  the  dangers  arising  froi 
irregular  supply  of  water.  •  *  *  I  do  not  claim  an  appar 
for  indicating  the  level  of  water  in  steam-boilers  consisting  0 
inverted  syphon,  one  leg  of  which  passes  longitudinally  thrc 
a  chamber  connected  with  the  boiler,  and  in  relation  to  an  i 
pendent  horizontal  tube  and  chamber;  but  what  I  claim, 
.desire  to  secure  by  letters-patent,  is  the  use  of  one  cur\^iUnei 
several  straight  and  connected  pipes,  arranged  in  the  ma 
described  and  for  the  purposes  set  forth." 

The  Commissioner  states,  in  substance,  as  the  reasons 
grounds  of  the  rejection,  that "  the  appellant  was  referred  to  th( 
ent  granted  toPatrickCIarkon  theigthof  May,  1854  (No.  ii,' 
On  examining  Mr.  Clark's  specification,  it  will  be  found  th; 
sets  forth  an  apparatus  which,  so  far  as  relates  to  the  point  clai 
differs  from  Nutting's  only  in  having  a  straight  pipe  within 
Mr.  Nutting  calls  the  chamber  G,  instead  of  a  cur\'iHnear  pi] 
several  pipes  united  and  continuous.  The  purposes  of  Mr.  CI 
apparatus  and  Mr.  Nutting's  are  the  same,  and  they  operate  i 
same  way,  so  far  as  is  known  to  this  Office.  The  only  qut 
that  has  been  raised  by  the  appellant  against  the  identity  o 
two  inventions  bears  upon  the  single  point  of  one  tube  or  of 
eral  tubes.  The  construction  placed  upon  that  part  of  Pa 
Clark's  specification   in  which  this  statement  occurs,  'by  n 
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of  tubes  of  sufficient  length,'  is  that  it  applies  to  the  tubes  con- 
taining the  liquid  in  communication  with  the  diaphragm,  while  it 
is  understood  that  the  appellant  construes  it  to  apply  to  the  tubes 
connecting  the  exterior  chamber  which  contains  the  tubes  of  the 
actuating  liquid  with  the  steam  and  water  space  of  the  boiler.  It 
does  not  in  reality  make  any  difference  in  the  force  and  pertinency 
of  the  reference  under  either  construction  ;  and  although  the  first 
construction  above  named  is  regarded  as  the  correct  one,  yet  if  the 
second  be  adopted  the  main  and  important  ground  is  unbroken. 
If  Mr.  Gark  in  using  his  apparatus  should  find  that  a  straight  or 
syphon  tube  was  insufficient,  and  should  lengthen  the  tube  by  coil- 
ing it  within  the  chamber,  as  is  shown  by  Fig.  r  of  Mr.  Nutting's 
drawings,  does  it  seem  reasonable  to  deny  that  his  patent  would 
give  him  protection  ?  What  more  common  and  ready  plan  would 
occur  to  any  individual  when  he  wished  to  extend  tubular  sur- 
face within  a  given  space  than  to  make  a  coil?  It  is  well  known 
that  tubes  and  pipes  within  a  given  chamber  can  have  a  more 
extended  surfoce  by  coils  or  by  a  series  of  curved  or  straight 
tubes  than  by  one  tube  of  the  length  of  that  chamber ;  and  in  all 
cases  where  tubes  or  pipes  are  used,  the  aggregating  or  coiling 
plan  is  adopted  wherever  it  may  be  useful  and  convenient.  As 
instances,  look  to  the  use  of  pipes  for  heating  buildings,  for  steam 
condensers,  for  distilling  purposes,  for  heating  feed-water  for  loco- 
motive engines,  and  for  heating  air  for  metallurgic  purposes. 
Again,  the  series  of  tubes  arranged  vertically  or  horizontally,  and 
connected  with  other  tubes  at  right  angles  to  the  first,  is  only 
another  plan  of  extending  tubular  surfaces  equally  well  known, 
and  as  of  common  use  as  the  former  plan.  In  all  departments 
of  mechanics  and  the  useful  arts,  where  tubular  surface  can  be 
employed,  the  extension  of  that  surface  by  a  continuous  pipe  or 
tube  coiled,  or  by  a  series  of  pipes  or  tubes  arranged  in  any 
desirable  positions  or  conditions,  and  connected  in  various  ways, 
is  as  well  understood  at  this  day  as  is  the  extension  of  plain 
surfaces  by  stretching  out  sheet  after  sheet  of  metal  or  of  any 
other  of  the  fabrics  of  common  use  in  the  ordinary  affairs  of  life." 
The  reasons  of  appeal  are,  in  substance — 
First.  That  appellant  is  the  first  and  original  inventor  and  dis- 
coverer, and  that  the  invention  has  not  been  patented  or  de- 
scribed in  any  printed  publication,  &c. 
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The  second  is  because  the  Commissioner  rejected  the  appl: 
tion  without  giving  satisfactory  references,  and  because  he  i 
arguments  based  upon  said  references  of  which  they  are  not  ju; 
susceptible.  Upon  which  application,  due  notice  was  caused 
be  given  of  the  time  and  place  of  trial ;  at  which  time  and  pi 
the  Commissioner  laid  before  me  the  original  papers,  with 
reference,  models,  and  drawings  in  the  case,  together  with 
grounds  and  reasons  of  his  decision  and  the  aforegoing  reason 
appeal,  and  the  case  has  been  submitted  thereupon  and  upon 
written  argument  of  the  appellant's  counsel. 

The  question  is  as  to  the  identity  between  the  two  invention 
the  appellant's  and  that  of  Clark's,  to  which  the  reference  . 
been  made.  There  is  certainly  a  difference  in  the  constructior 
the  apparatus  claimed  as  the  improved  invention  between  1 
case  and  thai  of  Qark'  s.  Clark  says :  ' '  The  nature  of  my  inv 
lion  consists  in  indicating  the  level  of  water  in  steam-boilers, ; 
also  of  regulating  the  supply  of  water  fed  to  the  boiler,  anc 
giving  an  alarm  in  case  the  water  should  get  below  the  pro 
level  by  means  of  the  action,  i.  e.,  the  expansion  and  contract 
caused  by  the  change  of  temperature  which  occurs  in  a  vessel 
chamber  connected  with  the  boiler  by  means  of  tubes  of  suftici 
length,  and  of  such  material  as  will  prevent  said  chamber  fr 
being  heated  or  cooled  except  by  the  presence  or  absence  of 
steam  caused  by  the  rise  or  fall  of  the  water  in  the  boiler." 

The  specification  of  claim  on  the  part  of  the  appellant  has  b 
hereinbefore  recited,  and  is  the  use  of  one  curvilinear  or  sev< 
straight  and  connected  pipes,  arranged  in  the  manner  descri 
and  for  the  purposes  set  forth,  in  connection  with  the  diaphrr 
and  the  boiler.  Clark,  for  the  purposes  of  his  invention,  uses 
inverted  syphon,  and  his  tubular  contrivance  is  different.  1 
true  that  he  does  not,  in  the  part  of  his  specification  just  recil 
expressly  state  the  connection  of  the  tubes  containing  the  lie 
with  the  diaphram.  To  give  a  true  and  proper  constructior 
this  point,  the  whole  of  the  specification  should  be  taken  tc^et' 
in  another  part  of  which  I  think  it  sufliciently  appears  that  it 
admit  of  that  construction.  Thus  it  will  appear  that  with  I 
Clark  and  appellant  the  idea  or  principle  was  the  same,  altho 
differently  clothed.  The  general  purpose  and  object  appea 
have  been  the  same ;  the  changes  appear  to  me  to  be  onl 
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things  mechanically  equivalent.  If  found  necessary,  Clark  would 
have  a  right,  under  a  proper  construction  of  his  specification,  to 
extend  the  length  of  his  tube  to  effect  more  perfectly  the  desired 
object,  being  means  within  the  scope  of  the  principle  of  his  inven- 
tion, as  ordinarily  included  in  such  cases. 

1  take  the  law  applicable  to  be  clear,  which  is,  that  "  it  is  neces- 
sary to  ascertain,  with  as  much  accuracy  as  the  nature  of  such 
inquiries  admits,  the  boundaries  between  what  was  known  and 
used  before  and  what  is  new  in  the  niode  of  operation.*  The 
inquiry,  therefore,  must  be,  not  whether  the  same  elements  of 
motion  or  the  same  component  parts  are  used,  but  whether  the 
given  effect  is  produced  substantially  by  the  same  mode  of  oper- 
ation and  the  same  combination  of  powers  in  both  machines." 
(Curtis,  p.  84.)  One  machine  is  the  same  in  substance  as  another 
if  the  principle  be  the  same  in  effect,  though  the  form  of  the  ma- 
chine be  different.     (Bovill  v.  Moore,  Dav.  Pat.  Cas.,  361, 405.) 

One  man  was  the  first  inventor  of  the  principle,  and  the  other 
has  adopted  it ;  and  though  he  may  have  carried  it  into  effect  by 
substituting  one  mechanical  equivalent  for  another,  still  we  must 
look  to  the  substance,  and  not  to  the  mere  form.  Equivalents 
are  to  be  known  by  an  inference  to  be  drawn  from  all  the  circum- 
stances of  the  case,  by  attending  to  the  consideration  whether 
the  contrivance  used  by  the  appellant  is  used  for  the  same  general 
purpose,  performs  the  same  kind  of  duties,  or  is  applicable  to  the 
same  object  as  the  contrivance  used  by  the  patentee. 

The  aforegoing  views  bring  me  to  the  conclusion  that  there  is 
substantially  no  difference  between  the  inventions  of  the  appellant 
and  that  of  Clark  in  a  patentable  sense,  and  that  the  Commissioner 
lias  correcdy  rejected  the  application  for  a  patent  of  the  appellant, 
and  that  his  decision  is,  and  ought  to  be,  affirmed. 

Everett  &  Pollok,  for  the  appellant. 


[n  Re  James  E.  Halsey.    Appeal  from  refusal  to  grant 
Patent. 


priming-tutve  exteadiDg  rtom    Ihe   cap   througli    tlie   charge, 
'  Wbilcemore  v.  Cutler,  1  Uall.,  480. 


In  Re  Halsey. 


SUIement  of  the  ci 


foraled  at  its  forward   eod  ucit  the   ball,  to   5re  the  charge   at 

point  IB  not  anticipated  bj  the  needle  gun,  which  fires  the  charge  a 
eame  point  by  different  means,  nor  by  Bimilar  priming-tubes,  whirl 
the  charge  at  the  rear  end,  tbe  middle,  and  the  whole  leuglh  resi>ei'li 
nor  by  all  of  them.  It  ig  a  new  com bi nation,  though  formed  of  tbe 
itantial  constituenla  of  each  of  the  inventions  referred  to. 

Sm — COMBINATION.— When  tbe  claim  is  for  n  combination,  proof  thai 
machine  or  anj  part  of  its  structure  existed  beibre  forms  no  objectir 
the  patent,  unless  the  combination  has  e.iistcd  before,  for  the  rtawn 
the  invention  is  limited  to  the  combination. 

(Before  Kohiill,  J.,  District  of  Columbia,  June,  I8S6.) 

Statement  of  the  case. 

The  applicant's  invention  will  be  readily  understood  from 

subjoined  cut  taken  from  the  patent  su 

quently  issued    to  him  in  accordance  ■ 

':  this  decision,  No.   15,392,  July  8th,  1: 

a  represents  the  priming- tube  for  conduc 

the  flash  of  the  cap  to  the  forward  par 

*    *  the  charge  c,  and  so  firing  the  same  at 

point  and  just  behind  the  ball  B. 

In  the  Prussian  needle-gun,  cited  as  reference,  of  whict 
'  illustration  is  taken  from 
ent  to  Polnice,  No.  11, 
October,  1854,  the  ch 
is  fired  at  the  same  p 
but  by  different  devices, 
needle  a  passes  through 
charge  d,  and  explodes  a  fulminate  c  placed  against  the  rear 
of  the  bullet  B. 

The  patent  to  Swy 
13,474.  August  2ist,  1 
shows  a  priming-tube  a 
applicant's,  which  fires 
charge  6  placed  in  an  « 
vation  in  the  rear  end  01 
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bullet  B,  at  or  near  its  middle  part. 


MORSELL,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Pa 
rejecting  his  application  for  a  patent  for  a  new  and  useful 
proveraent  in  igniting  the  charge  in  fire-arms. 
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The  Commissioner's  decision  is  dated  the  20th  of  October, 
1855,  in  which  he  states ;  "The  references  would  seem  to  present 
a  clear  anticipation  of  the  invention;  for  while  the  tube  of  Leroy 
and  Mathiew  has  perforations  throughout  its  length,  it  also  has 
one  in  the  end  near  to  or  next  to  the  ball,  which  would  communi- 
cate fire  from  the  cap  to  the  forward  end  of  the  charge  of  powder  ; 
and  Swyney's  tube  is  perforated  only  at  the  end,  though  not 
designed  to  extend  to  the  forward  end  of  the  charge  of  powder. 
It  is  alleged  that  communicating  fire  to  the  forward  end  of  the 
charge  of  powder  only,  produces  a  different  effect  from  either  of 
the  references,  and  that,  therefore,  the  mode  of  communicating  the 
fire  is  patentable,  and  that  the  particular  device  is  not  deprived 
of  patentable  novelty  by  the  device  in  the  Prussian  needle-gun 
for  exploding  a  fulminate  at  the  forward  end  of  the  charge  of 
powder.  It  is  true  that  the  devices  in  the  needle-gun  and  the 
application  are  different ;  but  it  is  not  seen  clearly  that  all  the 
advantages  of  firing  the  charge  at  the  forward  end  are  not 
strictly  as  marked  in  the  needle-gun  as  the  application,  or  at 
least  that  these  advantages  are  not  common  to  both.  The  effect, 
therefore,  from  the  invention  is  not  the  point  on  which  whatever 
of  patentability  it  presents  must  rest;  but  besides  this,  the  inven- 
tion is  defective  from  an  uncertainty,  depending  not  only  on  the 
invention,  but  the  varying  volumes  of  gunpowder  in  proportion 
to  strength ;  and  this  uncertainty  reduces  the  invention  simply 
to  the  question  of  degree  in  its  relation  to  Swyney's  patent ;  that 
is  to  say,  if  for  any  purpose  or  from  any  cause  a  larger  volume 
of  powder  or  bulk  of  charge  were  used  with  the  applicant's  tube, 
it  would  not  communicate  the  fire  to  the  forward  end  of  the 
charge,  and  of  course  the  patent  would  be  inoperative;  and  if 
for  like  reasons,  or  the  use  of  a  cylindrical  ball  in  Swyney's  gun, 
a  varj'ing  volume  of  powder  were  used,  the  charge  might  be 
brought  to  the  level  of  the  end  of  the  tube,  and  make  it  commu- 
nicate the  fire  exactly  to  the  forward  end  of  the  charge." 
The  appellant  assigns  as  his  reasons  of  appeal — 
First.  Because,  on  examination  of  the  alleged  invention  or 
discovery,  it  did  not  appear  that  the  same  improvement  in  igniting 
fire-arms  had  been  invented  or  discovered  by  any  other  person 
in  this  country  prior  to  the  invention  or  discovery  thereof  by  the 
applicant,  the  said  James  E.  Halsey,  or  that  it  had  been  patented 
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centre  nor  in  its  whole  length  simultaneously,  nor  at  its  forward 
end  when  a  needle  is  used  to  explode  a  fulminate  placed  in  the 
ball  or  between  the  ball  and  the  powder :  but  what  I  do  claim  as 
my  invention,  and  desire  to  secure  by  letters -patent,  is  the  tube 
(a),  constructed  of  such  a  length  and  placed  in  such  a  position 
that  it  shall  serve  as  a  means  of  communicating  fire  from  the  cap 
to  the  forward  end  of  the  charge  of  powder  only,  substantially 
as  described  and  for  the  purpose  specified. ' '  Does  it  then  appear 
that  the  appellant  was  not  the  original  and  first  inventor  or  dis- 
coverer of  said  invention? 

The  appellant,  in  his  argument  as  to  those  references,  says  (as 
to  diat  of  Leroy  and  Mathien)  :  "A  tube  that  is  perforated  through 
itswhole  length  for  the  purpose  of  producing  a  simultaneous  explo- 
sion of  the  whole  charge  and  for  expanding  the  bullet  and  pressing 
it  laterally  into  the  rifled  grooves  of  the  barrel  is,  beyond  all  doubt, 
a  different  device,  a  different  means,  and  for  a  different  purpose 
from  that  of  the  appellant,  who  claims  a  priming-tube,  for  the  pur- 
pose of  igniting  the  charge  at  tlie  forward  end  only,  producing  a 
pressure  upon  the  bullet  in  the  direction  of  the  axis  of  the  barrel 
only,  as  is  fully  explained  in  appellant's  letters  of  October  12th 
and  i8th,  1855." 

Ah  to  the  needle-gun,  he  says  :  "The  Commissioner  has  failed 
to  understand  or  appreciate  the  advantages  of  the  appellant's 
improvement  as  compared  with  the  Prussian  gun.  The  devices 
are  formed  upon  the  same  principle  ;  but  it  is  welt  known  that  no 
patent  can  be  granted  on  an  abstract  principle,  but  only  for  the 
mode  or  device  by  which  the  same  is  carried  into  effect.  *  *  • 
The  appellant's  improvement  has  great  and  important  advantages 
over  the  Prussian  gun  ;  the  needle,  which  is  a  very  delicate  part 
of  the  mechanism  of  the  gun,  is  very  liable  to  injury  in  clogging 
or  corroding  from  repeated  use.  A  needle  becomes  out  of  order 
after  from  thirty  to  fifty  shots  ;  it  then  requires  to  be  replaced  by 
a  new  one.  It  cannot  be  applied  to  fire-arms  generally,  particu- 
larly ordnance."  He  says  the  appellant's  improvement  is  not 
liable  to  the  above-mentioned  objections,  and  is  applicable  to  all 
kinds  of  fire-arms  in  use. 

In  one  of  the  letters  alluded  to,  the  appellant  says  that  he  was 
the  first  who  thought  of  constructing  a  priming  channel  from  the 
bottom  of  the  bore  to  the  head  of  the  charge  only,  forming  thus 
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where  the  ignition  is  at  the  top  of  the  charge,  and  by  the  peculiar 
operation  of  which  the  power  of  the  whole  load  or  charge  is 
exerted  to  produce  greater  velocity  and  efficiency  of  the  ball.  In 
this,  however,  the  needle-gun,  with  the  exception  of  its  fulminate, 
and  except  as  it  may  be  affected  by  the  supposed  loss  of  powder, 
is  analogous  in  its  operation. 

To  illustrate  and  explain  that  part  of  the  Commissioner's  report 
in  which  he  supposes  that  a  substantial  identity  is  sustained 
between  the  appellant's  plan  and  that  of  Swyney's,  derived 
from  the  fact  in  relation  to  the  difference  in  the  volume  of  powder 
for  one  kind  of  shot  and  another,  it  is  said,  "that  as  the  cylin- 
dro-conicat  shot,  when  solid,  will  require  about  double  the  charge 
of  powder  that  a  spherical  shot  of  the  same  calibre  does,  it  is 
evident  that  a  tube  of  the  required  length  to  ignite  the  charge  in 
front  with  the  spherical  will  conduct  the  fire  only  to  about  the 
centre  of  the  charge  when  the  cy I indro- conical  shot  is  used  in  the 
same  gun  ;  and  a  tube  which  would  only  conduct  the  fire  to  the 
centre  of  the  charge  of  the  latter  form  of  shot  would  carry  it  to 
the  front  of  the  charge  for  the  former.  Hence,  if  a  gun  be  made 
after  Swyney's  plan  for  the  cylindro- conical  shot,  it  will  answer 
all  the  requirements  of  the  applicant's  claim  when  the  spherical 
.shot  is  used  in  the  same  gun,  and  for  the  simple  reason  that  the 
volume  of  the  charge  of  powder  in  the  latter  case  is  only  about 
half  what  it  is  in  the  former. " 

As  the  truth  of  the  proposition  thus  stated  may  be  supposed  to 
have  had  much  influence  with  the  Commissioner  in  deciding  on 
the  claim  of  the  appellant,  I  have  given  it  every  earnest  consid- 
eration and  examination  which  the  greatest  respect  and  deference 
for  the  opinion  of  such  high  authority  is  jusdy  worthy,  after  which, 
although  1  will  not  allow  myself  to  say  there  is  no  such  theory,  I 
must  be  allowed  to  say  that  I  am  authorized,  from  the  most  unques- 
tionable source,  to  say  that,  practically,  the  converse  of  the  prop- 
osition to  that  just  recited  is  true.  Take,  as  an  instance  from 
actual  experiment,  the  United  States  musket,  which,  with  a  cylin- 
dro-conical  ball,  has  only  a  charge  of  seventy  grains ;  with  a 
round  ball,  it  has  one  hundred  grains.  This  argument,  therefore, 
must  lose  its  weight. 

The  real  case  which  appears  to  be  made  out  is  a  new  combi- 
30 
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nation,  and  though  formed  of  the  substantial  constituents  of 
of  the  inventions  referred  to,  yet  is  substantially  different 
each.  To  ignite  the  charge  so  as  to  explode  the  whole  o 
supposed  to  be  done  most  elTectually  by  igniting  it  at  thi 
part.  This  effect  cannot  certainly  be  known  but  by  ejiperii 
but  it  is  not  unreasonable  to  believe  that  such  would  be  the 
and  if  so,  Halsey's  obtains  twice  the  effect  that  Swyney's 
the  former,  as  he  says,  only  igniting  at  the  fore  part,  the  lal 
the  centre.  This  and  the  other  advantages  which  he  sai 
invention  has  over  the  references  (conforming  his  specificat 
necessary,  to  this  character  of  claim)  I  think  ought  to  be  d< 
sufficient  in  this  stage  of  the  proceeding  to  entitle  him 
patent  for  such  an  invention,  as  the  patent  laws  do  not  n 
that  the  invention  should  be  in  use  or  reduced  to  actual  pr 
before  the  issuing  of  the  patent "  otherwise  than  by  a  n 
drawings,  and  specification  containing  a  written  description 
invention,  and  of  the  manner  of  making,  constructing,  and 
the  same,  in  such  full,  clear,  and  exact  terms  as  to  enabi 
person  skilled  in  the  art  to  which  it  appertains  to  make 
struct,  and  use  the  same,"     (Heath  v.  Hildreth,  anif.  p.  ii. 

It  may  be  proper  also  to  state  the  rule  of  patent  law  wl 
think  applicable  to  this  point  of  the  case.  It  is  to  be  fou 
Moody  V.  Fiske,  2  Mas.,  112,  and  to  this  effect;  "Where  a] 
is  for  a  new  combination  of  existing  machinery  or  machine 
does  not  specify  or  claim  any  improvement  or  invention  < 
the  combination,  unless  that  combination  is  substantially  vie 
the  patentee  is  not  entitled  to  any  remed)fc  although  parts 
machinery  are  used  by  another,  because  the  patent  by  its 
stands  upon  the  combination  only.  In  such  a  case,  proo 
the  machines,  or  any  part  of  their  structure,  existed  before, 
no  objection  to  the  patent,  unless  the  combination  has  e 
before,  for  the  reason  that  the  invention  is  limited  to  the  ( 
nation." 

Upon  the  best  consideration  which  1  have  been  able  ti 
this  case,  I  think  the  appellant  is  entitled  to  a  patent  for  h 
proved  invention,  as  a  new  combination  of  constituents  men 
in  his  specification, 

Everett  c^*  Pollok,  for  the  appellants. 
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In  Re  George  G.  Henry,      Appeal  from  refusal  to 
GRANT  Patent. 

AilBWIR   TO   RIABONB   Of   ArPKl.L — BX-PIBTI  IMD  OOMTMTBD  OARIS. — Under  tfac 

tievenih  section  of  tbe  act  nf  1839,  tbe  Commiagioner  ia  bound  to  furnish 
to  the  court  upon  appeal  hU  answer  to  the  retuoni  of  appeal  id  tx-partt  aa 
well  as  in  contested  cases. 

.^PBCiriCATiOM — DRAWiNOB. — Th«  pHlcnt  Uw  requires  everj  speciGcaUon  of  a 
claim  Tor  machinery  to  be  accompanied  bj  drawings  signed  bj  the  iaventor 
and  attested  by  two  ivilnesses. 

PnoCKSa — ROTiLrr  or  dbviois  ihhatbbiil. — Upon  a  claim  for  a  process,  it 
is  unnecessary  to  inquire  as  to  tbe  novelty  or  utility  of  the  arraageinent 
of  machioery  described  in  the  Bpecificalion  ;  for  however  novel  or  useful 
the  arrangement  or  combination  may  be,  if  it  be  not  the  ground  of  claim, 
aod  relied  on  as  such,  no  patent  will  be  issued  for  it  upon  such  a  claim. 

PBI.-ICIPLI — PBACTIOAL  APPLICATION  TSBBBor— SDBSIQCENT    INVBHTIOMS  01-   MA- 

tmniBBT.— A  well  known  principle  or  truth  of  natural  science,  as  well  as 
a  newly  discovered  one,  is  patentable  to  tbe  one  who  first  applies  it  to  tbe 
useful  arts ;  but  having  been  once  made  known  and  applied,  any  subse- 
quent spplication  of  it,  even  though  more  perfect,  must,  to  insure  a  patent, 
rest  upon  tbe  new  machinery  or  combinaLion  of  machinery,  and  not  Upon 
the  principle  the  novelty  of  which  baa  been  eihaniled. 
KANCrAOTUBB  OP  COTTON— SIN  JUNO,  OARDINO,  AND  SPINNING  C0NIINDOU8LT.— 
A  claim  for  a  new  principle  or  process  of  manufacturing  cotton,  by  carding 
and  spinning  the  cotton  in  its  fleecy  state  as  it  cumea  from  tbe  gin  in  a 
continuous  operation,  and  before  the  fibres  are  disturbed  by  baling,  and 
the  other  treatment  before  useil  in  the  process  of  manufacture  to  restore  it 
to  its  original  stale :  Hild,  To  be  anticipated  as  a  process  by  Bryant's 
improvement  on  the  Columbian  spinner. 

(Before  Mbbbick,  J.,  District  of  Columbia,  November,  18S6.) 

Merrick,  J. 

The  interpretation  which  I  have  put  upon  the  eleventh  section 
of  the  act  of  Congress  of  March  3d,  1839,  makes  it  necessary  to 
refer  to  the  Office  letter  of  the  Acting  Commissioner  addressed 
to  me  on  the  7th  of  October,  1856,  in  which  he  states  "that  it  is 
not  the  practice  of  the  Office  for  the  Commissioner  to  give  answer 
to  the  reasons  of  appeal  in  cases  of  a  single  application.  Only  in 
appeals  from  the  Commissioner's  decision,  in  cases  of  two  or  more 
interfering  applications,  a  written  statement  or  answer  is  submitted 
where  the  nature  of  the  case  seems  to  require  iL"     It  would 
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appear  that  in  cases  of  appeal  in  single  applications  rathe: 
in  cases  of  interfering  claims  it  is  expedient  that  the  judg 
tries  the  appeal  should  be  furnished  with  a  response  fro 
Commissioner  to  the  reasons  of  appeal  filed  by  the  applicar 
for  the  obvious  reason  that  in  cases  of  conflicting  clair 
respective  parties  in  agitating  their  several  rights  must  incidi 
guard  the  rights  of  the  public;  whereas,  in  an  appeal  fro 
rejection  of  a  single  application,  there  is  no  one  to  represei 
United  States  before  the  appellate  judge,  unless  we  coiisir 
law  to  mean  that  the  Commissioner  shall,  on  behalf  of  the  \ 
Stales,  lend  his  aid  to  the  judge  in  appeal,  in  reaching  a  c 
conclusion  in  the  premises,  by  filing  a  response  to  the  appe 
exceptions.  I  find  this  to  have  been  the  construction  plai 
the  law  by  other  judges,  and  also  to  have  been  the  constr 
placed  on  the  act  by  the  Patent  Office,  as  appears  by  th 
and  sixth  rules  of  practice  in  appeals  contained  in  the  le 
Acting  Commissioner  Weightman  to  Hon.  James  S.  Morsell 
date  of  September  yih,  1852.  The  question  is  not  of  much 
tical  importance  upon  the  present  appeal,  but  I  feel  it  my  t 
advert  to  it  thus  particularly  to  exclude  the  inference  of 
escence  on  my  part  in  the  announcement  by  the  Office  in  th 
of  its  present  construction  of  that  part  of  the  eleventh  sec 
the  act  of  1839  which  directs  the  mode  in  which  cases  si 
prepared  and  submitted  for  revision. 

The  present  appeal  was  set  for  hearing  on  the  15th  of  0( 
and  the  party  was  fully  heard  by  his  counsel,  Hon.  R» 
Johnson,  within  a  day  or  two  thereafter.  The  case  has 
been  carefully  considered.  A  principal  difficulty  has  b< 
determine  from  the  specifications,  the  reasons  of  appeal. 
argitments  filed  by  the  party  with  the  Commissioner  wha 
that  the  party  really  claims  as  the  subject-matter  of  his 
tion.  In  his  original  specification,  filed  August  26th,  h 
it  "a  new  and  improved  mode  of  manufacturing  yarns, 
describes  the  nature  of  his  invention  and  improvement  a 
sisting  "in  an  improved  process  of  manufacturing  cotton 
by  placing  in  the  gin-house,  in  contact  with  the  gin,  the  ; 
machine  of  the  series,  called  the  spreader,  followed  by  such 
as  are  now  used  in  mills  employing  the  most  approved  mac 
for  the  manufacture  of  cotton  yarns;"  and  states  that  hi 
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structs  an  endless  apron  in  front  of  his  gin,  from  which  he  feeds 
in  about  one-third  the  quantity  in  a  given  time  now  or  heretofore 
fed  in  the  old  process ;  and  in  the  rear  of  the  gin  he  attaches  a 
spreader  and  lap  machine  without  an  apron,  through  which  the 
cotton  leaving  the  gin,  freed  from  its  seed,  in  a  soft  and  fleecy  state, 
passes  to  the  lap,  thence  to  the  carders,  thence  to  the  drawing, 
thence  to  the  rovings,  thence  to  the  bobbin,  thence  to  the  spin- 
ning-frames, &c.  After  enumerating  in  vague  detail  many  sup- 
posed advantages  of  his  invention,  he  sums  up  the  claim  thus : 
"What  f  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is  the  improvement  in  the  manufacture  of  cotton  yams 
effected  by  my  combination  and  arrangement  of  machinery  in 
the  manner  described,  dispensing  with  much  now  in  use,  securing 
ihe  cotton  fibre  from  great  injury  and  waste,  and  the  general 
advantages  before  presented  and  derived  from  taking  the  cotton 
directly  from  the  seed  by  the  gin  and  carrying  it  at  once  to  the 
spreader,  in  the  manner  substantially  as  and  for  the  purposes 
described, ' ' 

On  the  4th  of  September  he  filed  an  amended  specification, 
.stating  that  the  object  of  his  discovery  is  "to  manufacture  the 
cotton  lint  as  it  leaves  the  gin  without  further  handling,  but  by 
automatic  mechanism,  into  any  and  every  number  of  cotton  yam, 
so  that  1  shall  make  more  yarn,  and  of  fibres  nearly  in  their  nat- 
ural condition  and  strength,  from  any  given  quantity  of  cotton  in 
the  seed,  than  is  now  obtained.  This  object  can  alone  be  effected 
by  making  the  gin  the  first  of  the  manufacturers'  series  of  machines, 
instead  of  isolating  it  to  the  planter' s  use,  which  is  simply  to  sep- 
arate by  it  the  lint  from  the  seed. "  And  this  amended  specifi- 
cation he  sums  up,  after  disclaiming  the  Columbian  spinner  and 
its  improvements,  in  these  words :  "But  what  I  do  claim  as  new, 
and  desire  to  secure  by  letters-patent,  is  my  automatic  process, 
especially  involving  cotton  in  the  fleecy  lint  or  lap,  so  that  my 
yarns  shall  consist  of  fibres  of  cotton  in  their  normal  condition, 
and  uninjured  by,  because  not  subjected  to,  the  usual  machines 
now  operated;  and  this  I  claim,  substantially  as  described  and 
for  the  purpose  set  forth." 

Were  the  inquiry  confined  to  the  first  specification,  (and  that 
was  alone  relied  upon  in  the  argument  of  the  applicant's  counsel,) 
it  might  with  some  force,  but  by  no  means  conclusively,  be 
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argued  that  the  subject-matter  of  his  claim  was  for  a  new  ci 
nation  of  machinery ;  for  that  specification  is  itself  framed  \ 
double  aspect ;  and  in  its  titeling,  as  well  as  other  portions,  ■■ 
to  contemplate  a  process,  and  not  a  combination  of  machine 
the  subject  of  discovery.  But  the  second  or  amended  spe< 
tion,  which  must  be  taken  to  include  the  true  demand  c 
party,  abandons  all  claim  to  machinery  as  the  matter  c 
invention,  and  relies  finally  upon  what  he  calls  his  "auto 
process,  involving  cotton  in  the  fleecy  lint  or  lap,  so  that  my 
shall  consist  of  fibres  of  cotton  in  their  normal  conditior 
uninjured  by,  because  not  subjected  to,  the  usual  machine 
operated." 

If  the  applicant  designed  to  claim  a  combination  of  machi 
he  has  been  singularly  infelicitous  in  the  language  of  his  sj 
cations.  Neither,  as  the  Commissioner  in  his  opinion  very 
remarks,  has  he  prepared  his  case  aright,  if  such  were  his  o 
The  patent  law  requires  every  specification  of  a  claim  for  m£ 
ery  to  be  accompanied  by  drawings  signed  by  the  invento 
attested  by  two  witnesses.  It  is  by  some  held  that  the  attes 
to  the  specification  is  sufficient  where  the  specification  ide 
and  embodies  by  express  reference  accompanying  dra^ 
(See  Curtis  on  Patents,  sec.  165.)  However  that  may  be, 
are  no  drawings  in  the  present  case  attested  in  either  mode. 
loose  drawings  which  have  been  sent  up  with  the  other  pap 
the  case  are  not  such  as  deserve  any  consideration  on  this  a 
But  more  than  this,  in  the  reasons  of  appeal  filed  and  1 
errors  assigned  therein,  must  tbe  revision  of  the  decision 
Commissioner  be  confined.  The  applicant,  on  page  4, 
explicitly  that  "he  does  not  ask  the  patent  on  the  mach 
he  asks  it  on  his  process  of  manufacturing  the  yarns." 
again,  on  page  7,  he  says:  "I  insist  that  I  state,  by  annexi 
spinning  machinery  to  the  gin  in  the  gin-house,  and  lettii 
ginning  and  the  spinning  manufacture  go  on  continuously 
process,  I  achieve  extraordinary  results."  It  is  manifest, 
fore,  from  the  whole  scope  of  the  case  that  in  the  mind 
applicant  his  invention  is  a  new  and  useful  improvement 
art  of  manufacturing  cotton  yarns,  and  that  the  importar 
of  his  invention  is  the  application  of  a  supposed  new  pri 
and  that  the  machinery  or  apparatus  by  which  the  princ 
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applied  is  not  of  the  essence  of  the  invention,  but  only  incidental 
to  it.  He  therefore  defines  it  to  be  a  process,  and  not  a  machine 
or  combination  of  machinery.  A  claim  to  a  new  process,  then, 
being  all  that  is  now  made,  we  must  dismiss  from  the  inquiry  all 
consideration  either  of  the  novelty  or  utility  of  the  arrangement 
of  machinery  described  in  the  specification ;  for  however  novel 
or  useful  the  arrangement  or  combination  of  machinery  may  be, 
if  it  be  not  the  ground  of  claim  of  patent,  and  relied  upon  as 
such,  no  patent  will  be  issued  for  it,  but  the  party  must  present 
that  demand  in  its  proi>er  form  and  as  distinct  matter  of  patent- 
able invention,  in  which  event  it  will  be  passed  upon  by  the 
proper  authorities. 

What,  then,  is  the  principle  claimed?  In  one  aspect  of  the 
case,  the  applicant  seems  to  insist  that  he  has  discovered  an  auto- 
matic function  or  power  of  the  gin  and  spreader  when  in  juxta- 
position to  dispense,  through  the  agency  of  the  draft  created  by 
the  rotary  movement  of  the  gfin,  with  the  intermediate  process  of 
gathering  the  ginned  cotton  and  feeding  from  the  one  to  the  other ; 
but  the  discovery  of  the  propulsive  force,  and  its  adaptation  to  a 
spreader  in  juxtaposition  with  the  gin,  are  not  relied  upon,  nor 
do  they  seem  to  have  been  considered  by  the  Commissioner,  nor 
are  they  urged  directly  in  the  assignment  of  errors  to  his  judg- 
ment. This  needs,  therefore,  no  further  comment.  The  only 
intelligible  demand  which  can  be  extracted  from  the  case  is  that 
which  the  Commissioner  has  considered  to  be  the  real  subject- 
matter  of  the  applicant's  claim,  to  wit,  the  principle  that  cotton 
taken  directly  from  the  gin  in  the  fleecy  state,  and  immediately 
carded  and  spun  while  the  fibre  is  yet  undisturbed  by  the  pro- 
cesses of  baling  and  the  other  stages  of  manufacture  now  used  to 
restore  it  after  baling  to  the  condition  necessary  for  carding  and 
spinning,  makes  a  better  and  stronger  yarn  than  when  subjected 
to  those  operations ;  and  that  he  has  embodied  that  principle 
in  an  application  of  existing  machinery  to  attain  this  result. 
There  is  certainly  no  novelty  in  this  principle  as  an  abstract 
principle  or  truth  of  natural  science,  nor  is  there  any  novelty  in 
the  application  of  the  principle  thus  broadly  stated  to  the  manu- 
facture of  cotton  yarns.  A  well-known  principle  or  truth  of 
natural  science,  as  well  as  a  newly- discovered  one,  is  patentable 
to  the  first  applicant  of  it  in  the  useful  arts,  as  in  the  case  of  Watts' 
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contrivance  for  lessening  the  consumption  of  fuel  and  stea: 
fire-engines,  and  as  in  the  case  of  Minters'  self-adjusting  levc 
to  the  back  and  seat  of  a  chair ;  but  having  once  been  made  kr 
and  applied,  any  subsequent  application  must,  to  insure  a  pa 
rest  upon  the  new  machinery  or  combination  of  machinery 
not  upon  the  principle  the  novelty  of  which  has  been  exhau 
But  in  the  present  case  it  has  not  been,  nor  can  be,  success 
maintained  that  the  abstract  principle  is  new,  neither  is  the 
mary  application  of  it  with  this  claimant,  but  is  due  to  the  ir 
tion  of  the  Columbian  spinner,  Bryant's  patented  improvenii 
and  other  instances  of  its  application  cited  in  the  opinion  o 
Commissioner.  And  although  it  may  be  conceded  that  the  a 
cation  in  those  instances  was  not  so  perfectly  made  as  it  n 
have  been,  or  as  it  would  be  made  by  using  the  forms  of  machi 
suggested  in  this  claimant's  specifications,  yet  that  does  not 
him  any  right  to  demand  a  patent  for  the  principle.  There 
novelty  in  his  invention.  And  although  in  the  reasons  of  a| 
the  claimant  insists  that  the  immediate  spinning  from  the  gin 
with  the  power  used  to  gin,  is  new,  and  that  Bryant's  improve 
on  the  Columbian  spinner  did  not  produce  similar  results,  h( 
to  show  any  distinction  in  the  cases  other  than  his  mere  sugge 
of  an  undefined  difference.  This,  standing  by  itself,  cann. 
sufficient  to  overthrow  the  objections  of  the  Commissioner.  1 
being  no  other  power  in  the  case  as  presented  to  me  whicl 
supply  the  fundamental  defects  of  the  claim  which  I  have  ali 
noticed,  it  is  unnecessary  to  extract  and  classify  the  supj 
objections  which  the  claimant  may  have  included  in  his  re; 
of  appeal ;  nor  is  It  necessary  to  advert  to  that  portion  o 
opinion  of  the  Commissioner  in  which  he  argues  the  econo 
question,  which  in  another  aspect  it  might  be  incumbent  up( 
to  analyze.  I  cannot  escape  the  conclusion  that  the  judgni< 
the  Commissioner  in  the  premises  was  correct,  and  his  dei 
refusing  a  patent  will  be  aflirmed. 

Reverdy  Johnson,  for  the  appellant. 

•Futent  tu  Willinm  Brjant,  September  I3lh.  \9-lA. 
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Eneas  P.  Clarke,  Assignee  of  Joseph  W.  Henerv,  Appel- 
lant, 


James  P.  Cramer,  Appellee.     Interference. 

.\niltseiON!)  or  ths  partv. — Th«  ndmiBsions  ofa  pnrt;  to  an  interference,  made 
before  the  controvers}'  arose,  to  the  effect  that  liis  opponent  was  Ihe  in- 
venlor,  taken  as  conclusiTC  eridence  ajiainBt  bU  right  to  the  pnlent. 

(Before  DrsLOP,  J.,  Dietrict  of  Columbia,  December,  1856.) 

DUNLOP,  J. 

In  this  case  the  closing  argument  of  Clarke's  counsel  was  pre- 
sented to  me  during  the  present  session  of  the  Circuit  Court  of 
the  District  of  Columbia,  and  the  appeal  submitted  for  my  decision. 
I  have  carefully  read  and  considered  the  mass  of  testimony 
taken  in  this  controversy,  much  of  which  is  confused  and  contra- 
dictory, and  subject  to  exception,  on  the  ground  of  interest  in  the 
witnesses,  and  have  also  read  and  considered  the  arguments  of 
the  counsel  of  the  parties  litigant  submitted  to  me  in  writing. 

I  think  the  Commissioner  of  Patents  has  properly  decided  to 
award  the  priority  of  invention  of  the  "  improved  cultivator  tooth  " 
to  James  P.  Cramer,  upon  the  admi.ssions  of  Mr.  Henery,  Eneas 
P.  Clarke's  assignor,  made  before  his  assignment  to  Clarke,  and 
proved  by  the  depositions  of  Osborne,  Follick,  Welsh,  Mott,  and 
Whitman.  These  witnesses  are  unimpeached,  and  in  the  argu- 
ment of  Clarke's  counsel  the  admissions  proved  by  them  are  not 
denied,  but  attempted  to  be  explained.  This  explanation  will  be 
noticed  hereafter. 

It  is  true  Shaw  and  Clarke,  witnesses  for  E.  P.  Clarke,  assignee, 
who  are  also  unimpeached,  prove  admissions  by  Cramer  incon- 
sistent with  his  claim  as  inventor,  and  assigning  the  discovery  and 
merit  of  the  contrivance  to  Mr.  Henery.  Supposing  these  admis- 
sions of  Cramer,  so  proved  by  Shaw  and  Clarke,  not  to  be  recon- 
cilable with  the  idea  that  Cramer,  in  making  them,  meant  only  to 
ascribe  to  Henery  the  mechanical  merit  of  perfecting  the  machinery 
of  the  improved  cultivator  tooth  according  to  his  (Cramer's) 
suggestion,  still,  in  this  conflict  of  testimony,  the  Commissioner  of 
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Patents  and  the  judge  on  appeal  must  be  governed  by  the  w 
of  evidence,  which  certainly  preponderates  on  Cramer's  side 

I  have  not  referred  to  Henery's  testimony  given  on  the  pr 
interference  between  Cramer  and  E.  P.  Clarke.  Upon  his  c 
examination,  it  appears  that  the  only  consideration  paid  u 
for  the  assignment  to  E.  P.  Clarke  was  the  sum  of  one  dollar 
that  he  advanced  his  own  money  to  pay  the  expenses  of  the  of 
(Boice  and  Bryon)  in  summoning  witnesses  for  E.  P.  Clark 
assignee.  It  would  seem,  therefore,  that  the  assignment  is 
colorable,  and  that  Henery  is  the  real  plaintiff  in  the  case,  ai) 
a  competent  witness.  But  if  1  am  wrong  in  this,  and  Hent 
to  be  received  as  a  witness,  it  would  not  alter  my  opinion 
the  weight  of  testimony  in  this  controvery. 

I  will  now  allude  briefly  to  the  attempted  explanation  mac 
E.  P.  Clarke's  counsel  of  Henery's  admissions.  It  is  urged  i 
argument  of  the  counsel  before  me  and  in  the  examinatii 
Henery  as  a  witness  that  Cramer  deceived  Henery,  and  inc 
him  to  believe  that  he  (Cramer)  intended  to  apply  at  Washir 
for  a  patent  in  his  (Henery's)  name,  and  that,  relying  on  the 
faith  of  Cramer,  he  (Henery)  had  made  the  admissions  pi 
against  him.  But  if  Henery  knew  himself  to  be  the  trueinvi 
of  the  improved  cultivator  tooth,  and  had  authorized  Cram 
apply  for  a  patent  for  it  in  his  (Henery's)  own  name,  it  is 
gether  in  conflict  with  all  the  principles  of  action  which  » 
govern  a  reasonable  man  that  he  should  make  false  admissio 
five  ditTerent  people,  the  only  effect  of  which  would  be  to  d 
the  object  he  had  in  view,  to  wit,  the  getting  a  patent  in  his 
name.  Besides.  Henery  seems  to  have  been  well  aware  th. 
get  the  patent  the  inventor  must  himself  swear  to  his  inven 
He  well  knew  that  he  had  taken  and  furnished  to  Cramer  no 
oath,  and  therefore  that  Cramer  could  not  at  Washington  o 
the  patent  in  his  (Henery's)  name.  The  untenable  excuses 
made  only  serve  to  fortify  the  truth  of  the  admissions  provd 
the  five  witnesses  above  referred  to. 

As  to  the  reasons  of  appeal,  to  which  my  revision  is  bj 
limited,  the  first,  third,  fifth,  and  sixth  reasons  of  appeal 
answered  together  in  the  aforegoing  remarks.  The  second 
son  of  appeal  is  immaterial  in  this  controversy,  and  need  no 
decided,  if  I  am  right  in  the  conclusion  that  the  Commissi 
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of  Patents  did  not  err  in  awarding  priority  of  invention  to 
Cramer  on  the  proved  admissions  of  Henery.  The  fourth  reason 
of  appieal  is  also  immaterial,  because  I  have  not  relied  at  all  on 
French's  evidence,  but  have  treated  him  as  an  incompetent 
witness. 

I  therefore  affirm  the  judgment  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  of  the  improved  cultivator  tooth 
to  James  P.  Cramer. 


J.  Dennis,  Jr.,  for  the  appellant. 


Samuel  L.  Hill,  Assignee  of  Anson  A.  Swift,  Appellant, 


Henrv  Dunklee,  Assignor  to  Harold  Kelsea,  Appellee, 
Intereerence. 

Ettdenci — PARTY  AB  WITHIS8— BmcT  Or  A88I0KHMNT. — A  partj  named  on  tb« 
record  cannot  be  released  b;  «d  BBeignment  of  bis  iavention  BO  M  to  con- 
stitQle  him  a  competent  wilnees. 

Re- EXAMINATION  AS  TO  NEW  MATTiit.^Arter  Si  w[tneM  hM  bcsn  examincd  in 
chief  and  cross -examined,  he  cannot  be  recalled  and  re-examined  as  to 
new  matter.  The  re- ei  ami  nation  muHt  be  confined  to  a  reaffirmance  of 
(he  facts  already  slated  and  in  explanation  of  the  lacls  stated  npon  cross- 
examination.     A  second  deposition,  taken  in  violation  of  thia  rule,  su|>- 

DiscLAiHIB  IN  SPBCirccATiON — irPKCT  OF. — The  general  sense  uf  a  disclaimer 
embodied  in  the  speciticatioD  must  be  restrained  to  the  purpose  for  which 
it  was  used  in  connection  with  thai  specification,  and  will  not  eslop  the 
inTeutor  from  subsequently  maintaining  n  cliiim  for  the  invention  so  dis- 
claimed in  another  proceeding. 

tion  of  inrention  arising  out  of  the  grant  of  the  letters- paten  I,  and  against 
which  the  defendant  in  an  infringement  suit  must  contend,  does  not  eiisl 
as  between  contending  applicants  for  patents:  and  the  application  of  Ibe 
decisions  of  the  courts  to  interference  cases  ts  modified  by  that  circum- 

Bbdoctioh  to  pbactioe. — For  the  purpose  of  obtaining  a  patent,  it  is  not  neces- 
sarf  to  show  that  the  iuTeation  has  been  reduced  to  practice  if  it  appear 
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i»  which  of  them  was  the  lirst  and  original  inventor ;  for  the 
purpose  of  trying  which  before  the  Commissioner  he,  according 
to  the  established  rules  of  the  Patent  Office,  appointed  a  day,  and 
authorized  the  taking  of  depositions  by  each  of  the  parties ;  upon 
the  return  of  which  depositions  the  said  case  was  tried  before  the 
Commissioner,  acco^ing  to  the  appointment  aforesaid  thereupon, 
and  on  the  gth  of  June,  1856,  he  awarded  priority  of  invention  to 
the  said  Kelsea,  assignor  to  said  Dunklee. 

The  appellant  duly  filed  in  the  Patent  Office  his  reasons  of 
appeal  from  this  decision,  which  are,  in  substance — 

First.  That  the  said  decision  is  at  variance  with  what  both 
parties  understood  the  claim  to  be,  i.  e.,  a  new  manufacture  and 
a  new  fabric. 

Second.  Because  the  priority  of  invention  was  awarded  to 
Kelsea,  though  he  did  not  (till  long  after  Swift)  ever  form  the 
requisite  loop  by  the  use  of  the  material  necessary  to  produce 
sewing  silk,  viz.,  strands  or  threads  of  manufactured  silk. 

Thirdly.  Because  Swift,  in  February,  1853,  first  applied  the 
looping  process  to  raw  silk,  and  twisted  it  to  produce  sewing 
silk,  and  thereby  first  made  the  new  manufacture,  and  showed 
the  feasibility  of  making  it  in  this  way. 

Fourthly.  Because  KeJsea's  testimony  by  deposition  was  ad- 
mitted by  the  Commissioner. 

Fifthly.  Because  a  controlling  influence  was  given  to  the  testi- 
mony of  Sullaway,  the  same  having  been  discredited,  it  is  believed, 
by  other  evidence,  and  having  been  inconsistent  with  itself  and 
wholly  unworthy  of  confidence. 

The  sixth  and  last  is  a  general  reason,  because  against  the  evi- 
dence, &t.  The  original  papers  having  been  laid  before  me,  the 
case  was  heard  on  written  argument  of  the  parties. 

The  fourth  and  fifth  reasons  being  in  their  nature  preliminary, 
will  be  first  considered. 

Kelsea  was  certainly  a  real  party  in  interest  to  the  proceedings 
and  record  in  this  case  until  a  very  short  time  before  he  was  ex- 
amined as  a  witness.  The  rule  of  law  applicable  has  been  several 
times  on  former  occasions  of  a  similar  kind  declared  by  me,  and 
although  it  has  been  disregarded,  will  be  repeated  and  insisted  on. 
In  the  case  of  Scott  v.  Lloyd,  12  Peters,  149,  the  judge,  in 
delivering  the  opinion  of  the  court,  says:   "The  decision  in  i 
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Peters'  C.  C.  R.,  301,  where  the  court  held  that  a  party  na 
on  the  record  might  be  released,  so  as  to  constitute  him  a  coi 
tent  witness,  has  been  cited  and  relied  on  in  the  argument.  '■ 
a  rule  would  hold  out  to  parties  a  strong  temptation  to  per 
and  we  think  it  is  not  sustained  by  principle  or  authority." 
testimony  of  that  witness  must  be  rejected  a|  incompetent 

From  the  papers  before  me,  I  have  re^ison  to  believe  thai 
same  rule  applies  to  Swift  as  a  witness.  His  testimony,  there 
must  be  also  rejected. 

Next,  as  to  the  testimony  of  the  witness  Sullaway.  It  is 
tended  that  his  second  deposition  is  wholly  unworthy  of  cr 
and  ought  to  be  entirely  rejected.  As  to  the  point  that  se 
silk  was  successfully  made  by  him  soon  after  his  interview 
Kelsea,  it  is  contended  that  his  statements  on  this  point  are 
credible,  because  Kelsea's  idea  and  talk  with  him  was  abc 
new  machine  to  make  silk,  and  he  would  not  be  hkely  tod 
his  thoughts  to  the  product,  but  to  the  machine. 

It  is  not  perceived  that  there  is  much  force  in  this  objec 
especially  as  the  machine  was  an  instrumentality  intended  as 
of  the  means  of  perfecting  the  manufacture,  and  naturally 
nected  with  the  subject. 

Second.  Sullaway's  statements  on  this  point  were  made 
second  deposition  made  by  him  in  the  case ;  and  it  is  both  ii 
ular  and  suspicious  to  call  a  witness  twice  to  the  same  point ; 
this  is  not  allowed  except  for  cause,  which  did  not  exist  in 
instance.  Kelsea's  letter  to  Sullaway  shows  absence  of  f 
ground  for  the  second  deposition.  I  think  this  objection  mu; 
sustained.     The  proposition  of  law  which  it  states  is  correct. 

If  after  a  witness  has  been  examined  in-chief  and  cr<fcs-efl 
ined  he  might  be  called  up  for  re-examination,  and  examine 
to  new  matter,  or  substantially  on  the  points  he  had  already 
examined  and  cross-examined  on,  it  might  protract  the  proc 
ing  intermin;»bly,  and  it  would  open  a  door  for  practicing 
and  suborning  the  witnesses,  to  the  utter  perversion  of  the  1 
of  justice.  The  re- examination  ought,  therefore,  to  be  coiil 
to  a  reaftirmance  of  the  facts  already  stated  and  in  explanatii 
the  facts  stated  by  the  witness  upon  cross-examination,  ; 
consider  the  law,  which  is  to  be  found  stated  in  volume  3  of  Stai 
page  1 75 1.     He  says:  "As  the  object  of  re-examining  a  wit 
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is  to  explain  the  facts  stated  by  the  witness  upon  cross-examina- 
tion, the  re- examination  is  of  course  to  be  confined  to  the  subject- 
matter  of  cross-eicamination.  Where  the  witness  has  been  cross- 
examined  as  to  declarations  made  by  him,  a  counsel  has  a  right 
on  re-examination  to  aak  all  questions  which  may  be  proper  to 
draw  forth  an  explanation  of  the  sense  and  meaning  of  the  expres- 
sions used  by  the  witness  on  cross-examination,  if  they  be  of 
themselves  doubtful,  and  also  of  the  motives  by  which  the  witness 
was  induced  to  use  those  expressions;  but  he  has  no  right  to  go 
farther,  and  to  introduce  matter  new  itself  and  not  suited  to  the 
purpose  of  explaining  either  the  expressions  or  motives  of  the 
witness." 

As  to  the  other  parts  of  the  objection  to  this  witness'  testi- 
mony, I  have  examined  with  care  the  various  parts  of  his  deposi- 
tion and  that  of  Atkins,  who  is  supposed  to  contradict  him,  and 
think  that,  although  there  are  some  variances  and  perhaps  incon- 
sistencies, yet,  as  there  has  been  no  extrinsic  testimony  to  impeach 
his  general  character  for  truth,  and  considering  his  explanations 
and  apparent  frankness  and  candor,  there  is  not  such  gross 
improbability  or  willful  and  corrupt  misrepresentations  as  to  afford 
a  sufficient  ground  to  reject  his  testimony;  but  as  the  re-examina- 
tion, for  the  reasons  before  given,  were  in  violation  of  the  rule  of 
evidence,  his  second  deposition  must  be  rejected. 

I  now  proceed  to  the  consideration  of  the  issue  between  the 
parties  upon  the  merits. 

The  invention  for  which  a  patent  is  applied  for,  as  agreed  by  both 
parties,  b  a  new  or  improved  manufacture  of  sewing  silk,  twist, 
or  cord,  the  result  or  product  of  interlooping  a  single  strand  so 
as  to  lay  together  and  side  by  side,  between  each  two  adjacent 
interloopings,  three  straight  portions  of  the  strand,  and  then 
twisting  them  together  so  as  to  form  one  single  line  or  cord. 

Upon  an  examination  of  the  testimony  on  the  part  of  the 
appellant,  without  the  necessity  of  stating  in  detail,  I  am  satisfied 
it  proves  that  as  early  as  February  or  March,  1853,  Swift  showed 
that  he  had  trebled  and  twisted  from  a  single  strand  of  silk  by 
looping  and  interlooping  sewing  silk,  and  that  there  is  some 
evidence  from  which  it  may  be  inferred  that  he  got  up  a  machine 
for  the  purpose  of  twisting,  &c.     This  being  so,  there  is  prima- 
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facie  evidence  that  he  was  the  first  and  original  inventor  o 
manufacture. 

To  destroy  the  effect  of  said  testimony  ofi  the  part  c 
appellant,  the  appellee  has  adduced  the  testimony  whicl 
be  next  considered.  And  first  he  relies  upon  the  appti 
being  estopped  from  setting  up  such  a  claim  as  he  has 
in  this  case  by  the  following  acknowledgment  contained  1 
specification  of  the  appellant,  filed  as  the  ground  of  his 
cation  for  a  patent,  and  in  said  patent  for  his  machiu 
trebling  and  twisting  sewing  silk  from  a  single  thread,  in  thi 
1855:  "I  do  not  claim  the  principle  of  trebling  a  thread  or  s 
of  silk  by  enchaining  loops  formed  therein,"  &c.  The  au 
ties  cited  and  relied  on  would  be  entirely  sufficient  to  sust.\ 
position;  but  in  the  connection  in  which  it  stands,  the  gi 
sense  must  be  restrained  to  the  purpose  for  which  it  was 
that  is,  that  it  was  so  to  be  considered  in  that  application. 

The  appellee  contends  that  in  the  summer  of  1852  he  hai 
ceived  and  described  the  idea  of  manufacturing  sewing  silk  li 
from  a  single  thread,  and  that  he  has  a  right  to  date  his  i 
tion  from  that  period ;  that  when  the  idea  was  so  cono 
explained,  and  actually  demonstrated  by  experiment,  the  u 
twisting  was,  of  course,  combined  with  it,  if  not  espressei 
actually  done,  for  the  three -stranded  cord  thus  made  froi 
thread  could  not  be  sewing  silk  or  silk  twist  until  it  had  i 
gone  the  operation  of  twisting. 

The  witness  Sulloway  testifies  that  Kelsea,  at  his  (Sullo\ 
house  in  Canton,  Massachusetts,  in  December,  1852,  said  h 
got  an  idea  of  a  twist  machine  that  he  was  getting  up  to 
three  threads  from  one  bobbin  or  thread  ;  he  showed  him  \ 
was  going  to  do  it,  and  if  it  worked  as  he  e.xpected.  he  was 
to  get  a  patent  for  it ;  he  showed  him  with  a  spool  of  cotto 
he  was  going  to  loop  it  to  make  it  silk  and  twist;  he  (ll 
ness)  fully  comprehended  it,  and  tried  the  e.xperiment  after  I 
had  showed  him,  and  had  done  it  several  times.  In  expl 
by  words  how  the  operation  of  trebling  silk  from  a  single 
was  performed,  as  shown  by  said  Kelsea  in  1852,  witncs 
that  it  was  done  by  looping  ;  he  rfays  that  he  had  been  enga 
the  manufacture  of  .sewing  silk  about  ten  years.  In  answc 
cross- interrogatory,  he  says  that  he  was  enabled  to  fix  the  t 
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i>e  December,  1852,  by  reckoning;  from  the  time  he  lived  in  the 
liouse  where  he  then  resided ;  that  he  has  a  memorandum  of  the 
rime  when  he  moved.  In  further  answer  to  cross -interrogatory, 
he  says  that  he  thinks  he  tried  experiments  himself  in  trebling, 
the  same  week  of  the  interview,  and  that  the  looping  was  suc- 
cessful. 

On  this  point,  Phebe  A.  Kelsea,  in  her  deposition,  says  that 
she  first  h^rd  her  father  speak  of  making  sewing  silk  of  a  single 
thread  trebled  in  the  manner  above  described  in  the  summer  of 
1852 — "  as  early  as  that. ' '  This,  then,  so  far  as  it  respects  the  year, 
if  not  the  month,  is  corroborative  of  what  SuUoway  testifies  to, 
and  I  think  must  be  considered  as  satisfactorily  proved.  It  is 
true  it  comes  from  the  party  who  claims  to  be  the  inventor,  but 
from  the  necessity  of  the  case  it  must  be  allowed.  The  idea  must 
have  been  conceived  at  least  as  early  as  this  period,  or  it  would 
have  been  impossible  to  have  described  it,  especially  so,  as  the 
wimess  is  shown  by  Kelsea  the  way  in  which  his  idea  was  to  be 
carried  out,  forming  a  part  of  the  res  gesta.  And  this  being  all 
the  evidence  on  the  part  of  the  appellee  to  prove  the  particular 
point  of  the  origin  or  date  of  the  invention,  is  it  sufficient  for  that 
purpose?  In  the  aigument  on  the  part  of  Kelsea  it  is  contended  ■ 
that  it  amounts  to  proof  that  the  invention  was  complete  when  it 
was  explained  and  demonstrated  to  Sulloway.  On  the  part  of 
Swift,  it  ia  contended  that  in  a  case  such  as  this,  of  two  rival  inven- 
tions, priority  cannot  be  awarded  to  one  so  long  as  anything 
remains  to  be  done  to  render  the  idea  or  conception  certain,  suc- 
cessful, or  practicable.  The  plan  must  be  tried  and  tested,  and 
something  complete  and  practicable  must  be  arrived  at.  A  prac- 
tical result,  a  new  thing,  must  be  attained,  and  not  an  idea  only, 
to  constitute  priority  of  invention.  To  support  the  position  thus 
taken,  the  counsel  for  the  appellee  has  referred  to  several  decis- 
ions by  Judge  Story  and  Judge  Nelson.  A  brief  notice  will  be 
taken  of  them.  The  first  is  the  case  of  Washburn  v.  Gould,  3 
Story,  122.  That  was  a  case  of  a  claim  set  up  as  a  prior  inventor 
by  the  defendant  in  his  defense  to  an  action  brought  for  a  viola- 
tion of  the  patent  right  of  the  plaintiff.  The  judge  states  as  a 
reason  for  his  decision  that  the  prior  invention  so  claimed  had 
not  been  proved  satisfactorily ;  that  the  plaintiff  had  a  right  to 
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rest  upon  his  patent,  which  <t/ns  prima-facie  evidence  that  he 
the  first  and  original  inventor;  and  that  if  the  defendant's 
dence  was  doubtful,  the  plaintiff  was  entitled  to  the  benefit  o 
In  the  case  before  me  there  has  been  no  patent  granted,  but 
reverse  ;  it  has  been  refused  by  the  Commissioner.  This  re; 
for  the  presumption  cannot,  therefore,  arise  here. 

There  are  two  passages  relied  on,  to  be  found  in  the  case  beW 
the  same  parties,  in  the  same  report,  between  pages  122  and 
by  the  same  judge.  The  passages  quoted  are :  ' '  Whoever  | 
fects  a  machine,  &c.,  is  the  real  inventor."  "  He  is  the  invei 
who  first  brought  the  machine  to  perfection  and  made  it  cap 
of  useful  operation."  Judge  Story  refers  to  Pennocki'.  Dialoj 
4th  Wash.  Rep.,  538.  The  terms  used  in  the  passages  allude 
are  certainly  very  broad  ;  but  upon  a  careful  examination  of 
case,  it  will  be  found  that  in  the  last  part  of  it,  where  the  ju 
applies  the  law  to  the  facts  specifically,  the  decision  rests  u 
the  grounds  I  have  before  mentioned  of  the  presumptive  evidi 
in  favor  of  the  patentee.  The  case  in  4th  Washington  does 
support  the  principle  to  the  extent  mentioned  in  the  pass; 
quoted  by  the  appellee's  counsel.  In  the  case  of  Woodcot 
Parker?/ a/.,  ist  Gall. ,  438,  the  passage  referred  to  is  ;  "The 
inventor  who  has  put  the  invention  into  practice,  and  he  onl 
entitled  to  a  patent."  The  same  language  is  used  in  the  ca: 
Bedford  v.  Hunt,  i  Mas.,  304,  The  decisions  were  made  b) 
same  learned  judge.  With  respect  to  the  first  case  ( Woodco 
Parker  el  al.},  the  judge  says;  "In  the  present  case,  as 
defendants  claim  their  right  to  use  the  machine  in  controvers 
a  good  derivative  title  from  Samuel  Parker,  if  thejurj'aresati 
that  said  Parker  was  the  first  and  original  inventor  of  the  mac 
the  plaintiff  cannot,  under  all  the  circumstances,  maintaii 
action,  notwithstanding  he  may  have  been  a  subsequent  inve 
without  any  knowledge  of  the  prior  existence  of  the  machii 
communication  with  the  first  inventor.  It  is  not  necessai 
consider  whether,  if  the  first  inventor  should  wholly  abando 
invention,  and  never  reduce  it  to  practice,  so  as  to  produce  1: 
effects,  a  second  inventor  might  not  be  entitled  to  the  bent 
the  statute  patent,  because  here  there  is  not  the  slightest  evic 
of  such  abandonment."     That  is  the  point  of  the  decision; 
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as  there  is  no  evidence  of  abandonment  in  the  present  case,  I  do 
not  perceive  how  it  can  answer  the  appellant's  purpose. 

The  decision  in  the  case  of  Bedford  v.  Hunt  has  been  fully  and 
ably  considered  by  Judge  Cranch  in  the  case  of  Heath  v.  Hildreth 
{ante,  p.  12).  with  which  I  entirely  agree.  The  substance  of  that 
opinion  on  the  present  point  is  that  the  statute  of  1836  carefully 
excludes  from  the  fifteenth  section  the  words  "but  had  been  in 
use."  This,  lite  the  sixth  section  of  the  act  of  1793,  states  the 
matters  which  may  be  given  in  evidence  under  the  general  issue 
in  an  action  for  infringing  the  plaintiff's  patent;  that  none  of  the 
patent  laws  (statutes)  have  ever  required  that  the  invention  should 
be  in  use,  or  reduced  to  actual  practice,  before  the  issuing  of  the 
patent,  otherwise  than  by  a  model,  drawings,  and  specifications, 
containing  a  written  description  of  the  invention  and  the  manner 
of  making,  using,  and  constructing  the  same,  &c. ;  and  that  the 
statute  does  not  limit  any  time  in  which  the  inventor  must  apply 
for  a  patent,  nor  does  it  declare  a  forfeiture  by  reason  of  any  delay. 
The  delay,  therefore,  seems  to  be  unimportant,  unless  it  amounts 
to  evidence  of  abandonment  of  the  claim. 

The  other  two  cases  referred  to  and  reported  in  Blatchford's 
Reports,  decided  by  Judge  Nelson,  appear  to  have  been  decided 
on  the  same  principle  laid  down  in  Washburn  v.  Gould,  3  Story's 
Reports,  already  noticed. 

The  rule  of  patent  law  as  contended  for  by  the  appellant's 
counsel  seems  to  be  rested  upon  the  unqualified  expressions  used 
in  the  cases  cited  as  applicable  to  all  cases.  It  will  be  found,  how- 
ever, from  a  more  particular  consideration  that  this  cannot  be  so, 
and  that  it  can  be  applicable  only  in  those  cases  where,  from  a 
long  and  unreasonable  delay  and  unsuccessful  experiments,  or  an 
acquiescence  in  the  invention's  becoming  public,  evidence  is 
furnished  of  an  abandonment  by  the  person  claiming  to  be  the 
first  and  original  inventor ;  his  prior  right  becomes  thereby  for- 
feited and  lost. 

Under  our  statutes,  he  only  is  entided  to  a  patent  who  is  not 
only  an  original  inventor,  but  the  first  or  original  inventor,  unless, 
under  the  circumstances  just  stated,  without  knowledge  of  the  first 
invention,  he  may  be  deemed  the  original  inventor,  and  as  such 
entitled  to  a  patent.  An  invention  being  an  intellectual  process 
3r  conception,  for  the  purpose  of  showing  who,  in  point  of  time. 
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fore,  thai  the  appellant  is  not  chargeable  with  unreasonable  delay  ; 
and  if  not,  although  it  were  admitted  that  he  had  not  perfected 
the  invention  in  the  month  of  December  or  June,  1852,  yet,  when 
he  had  done  so  in  the  year  1854,  his  right  had  relation  back  to 
this  first  discovery,  and  therefore  that  the  Commissioner  was 
correct  in  awarding  priority  of  invention  in  this  case  to  the 
appellee. 


F.  A.  Brooks,  for  the  appellant. 
Edmund  Burke,  for  the  appellee. 


In   Re  George   R,  Jackson.    Appeal  from  refusal  to 
GRANT  Patent. 

ArnoiTiTS  not  peopirlt  riLcD.— ASidBTiU  not  taken  bj  the  tkutboritj-  of 
tbe  ComniiBsioner,  nor  ncted  upon  b;  him  in  forming  bis  decision,  cannot 
be  considered  bj  the  court  upon  appeal. 

IsriHtiOK — OBANOt  Or  roRM — irriOT  or  CBtNoi  unenowh. — It  beinK  inipo»- 
aible  to  determine  upon  principle  wbiil  vould  be  the  final  result  of  substi- 
intiug  polygonal  glasses  of  an  inverted  pyramidal  form  for  tbe  lens-ahaped 
glasses  previously  used  in  illuminated  vault  covers,  and  the  applicant  hav- 
ing offered  no  evidence  of  tbe  actual  results  in  practice :  Httd,  That  the 
change  appeared  to  be  one  of  form  merely,  and  not  patentable. 

Sh — cHAMoi  iHD  ITS  coHSiqiTiNcie, — Whenever  tbe  change  and  its  conse- 
quences, taken  together  and  viened  as  a  sum,  are  considerable,  there  must 
be  a  sufficiency  of  invention  to  support  a  patent.  (Webster  on  Subject- 
Matter,  p.  29.) 

8h. — imcT  or  cbanqr — bdbdbm  or  pROor. — When  it  is  impossible  to  predict 
what  the  result  of  the  cbange  proposed  by  the  applicant  will  be,  the  bur- 
den of  proof  rests  on  him  lo  show  what  tbe  actual  results  are. 

(Before  Hobsili.,  J.,  District  of  Columbia,  February,  1857.) 
MORSELL,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  refus- 
ing a  patent  to  said  George  R.  Jackson  for  a  new  and  useful 
improvement  on  the  divided  or  many-glass  vault. 

This  application  appears  to  have  been  rejected  on  the  ground 
of  analogous  use  or  want  of  novelty. 
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The  specification  as  amended  is  in  these  words :  "  I  claim ; 
ing  new  in  a  divided  frame  or  perforated  plate  or  partiti 
plane  surface,  provided  with  glasses  or  lenses  to  convey  the 
therethrough,  irrespective  of  the  form  of  glass  employed,  as 
is  common  to  window-sashes  or  frames,  both  square  and  re 
and  is  in  use  for  vault  lights,  as  herein  specified ;  but  what 
claim  as  new  and  useful  herein,  and  desire  to  secure  by  lei 
patent,  is  providing  the  openings  or  spaces  of  the  partitioni 
perforated  frame  A,  which  forms  the  vault-light  sash  or  o 
with  a  series  of  polygonal  glasses  B,  of  inverted  pyramidal 
at  their  lower  ends  A',  for  the  purpose  of  a  better  lateral 
wider  or  more  general  diffusion  of  the  light  on  all  sides  o 
cover  within  the  surrounding  closed  space  or  dark  body,  ar 
or  against  the  sides  of  the  vault,  as  shown  and  described," 
further  description  of  his  device  or  contrivance,  he  says  :  ' 
hole  or  throat  C  of  the  vault  has  beveled  or  inclined  sid< 
clearly  shown  in  Fig.  i,  so  as  to  allow  the  glasses  to  thro 
spread  the  rays  of  light  within  the  vault."  In  further  expla: 
the  nature  of  his  invention,  he  says:  "The  glasses  B,  owii 
the  form  of  their  bases  or  lower  surfaces  A',  will  throw  or  sp 
the  light  laterally,  the  angle  of  incidence  being  equal  tc 
angle  of  refraction,  while  the  rays  of  light  in  passing  througl 
lenses  6  of  the  ordinary  vault  lights  will  cross  at  the  focal  p 
without  being  much  spread  or  diffused  within  the  vault,  as 
viously  stated. 

The  Commissioner  supposed  that  there  was  nothing  sub 
tially  new  in  the  principles  embraced  within  this  specification 
referred  to  the  patent  of  Thaddeus  Hyatt  of  November  1 2th, 
reissued  April  3d,  1855,  as  covering  all  that  is  embraced  ii 
alleged  invention.  Hyatt's  claim,  as  stated  in  his  patent,  ap| 
to  be  "the  combining  with  the  covering -plate  BB  a  ser 
glasses  of  any  suitable  form,  or  of  lenses,  such  as  are  shoi 
A  A,  said  combination  being  effected  substantially  in  the  nu 
described  by  the  aid  of  laminal  wood  or  of  soft  metal,  as  si 
at  C  C,  and  the  glasses  or  lenses  being  defended  from  injui 
knobs  or  protuberances,  as  herein  set  forth,"  In  his  appllc 
for  his  reissued  patent  he  very  particularly  describes  his  ii 
tions,  and  of  the  accidental  omission  in  his  first  application  ol 
eral  other  modes  of  applying  his  said  invention. 


r857-]  In  Re  Jackson. 


As  relates  to  the  particular  point  now  under  consideration,  he 
says:  "By  my  invention  more  light  can  be  admitted,  notwith- 
standing a  portion  of  the  area  is  occupied  by  the  grating,  for  the 
reason  that  much  thinner  glass  can  be  used,  more  readily  disposed 
to  spread  the  light  to  advantage,  and,  if  desired,  can  be  partially 
protected  against  scratching."  Further  on,  he  says;  "In  the 
section  Fig,  2  the  form  which  I  have  given  to  the  glasses  is 
that  of  lenses,  and  the  manner  of  setting  them  in  wood  is  fully 
represented.  C  C  are  two  laminx  of  wood,  in  the  upper  of  which 
the  lenses  are  afhxed  in  such  manner  as  that  their  convex  faces  shall 
project  above  the  surface  of  the  iron  casting  ;  the  lowermost  piece 
bears  on  the  edges  of  the  lenses  and  keeps  them  in  place,"  &c. 
*  *  *  "  1  prefer  to  make  my  illuminating  glasses  circular  and 
convex  on  one  side,  as  represented ;  but  they  may  be  made 
square  or  in  other  Ibrms  and  have  their  faces  flat.  I  do  not  intend, 
therefore,  to  limit  myself  to  any  particular  number  or  form  of  the 
glasses."  Still  further,  he  says:  "1  have  herein  specified  three 
modes  in  which  the  principle  or  character  of  my  invention  may 
be  applied  ;  but  it  will  be  obvious  that  other  modifications  may  be 
made  coming  within  the  range  or  scope  of  the  said  principle. 
What  I  claim  as  my  invention,  and  desire  to  secure  by  letters- 
patent  in  covers  for  openings  to  vaults  in  floors,  decks,  &c.,  is 
making  them  of  a  metallic  grating  or  perforated  metallic  plate, 
with  the  a{>ertures  so  small  that  persons  or  bodies  passing  over 
or  felling  on  them  may  be  entirely  sustained  by  the  metal,  sub- 
stantially as  described ;  but  this  I  only  claim  when  the  apertures 
are  protected  by  glass,  substantially  as  and  for  the  purpose  speci- 
fied. And  I  also  claim,  in  combination  with  the  grating  or  per- 
forated cover  and  glass  fitted  thereto,  the  knobs  or  protuberances 
on  the  upper  surface  of  the  grating  or  perforated  plate  for  pre- 
venting the  abrasion  or  scratching  of  the  glass,  substantially  as 
specified. ' ' 

The  Commissioner's  decision  is  placed  upon  two  grounds: 
First.  That  the  application  does  not  sufficiently  show  the  fact  that 
it  is  at  most  only  an  improvement  upon  an  existing  patent.  Sec- 
ondly. That  the  claim  now  presented  seems  to  be  founded  on  a 
mere  change  of  form  ;  that  no  advantage  is  likely  to  accrue  from 
the  use  of  this  particular  shape  to  the  glasses,  instead  of  those 
which  had  before  been  in  use.     He  proceeds :  "  It  is  said  in  behalf 
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would  now  be  patentable  to  construct  them  of  a  conical  or  any 
other  figure  in  which  they  could  not  be  shown  to  have  been  made 
previously.  These  all  seemed  to  me  mere  changes  of  form."  As 
to  the  argument  used  by  the  appellant  to  show  the  fact  of  the 
superiority  of  his  glasses,  founded  upon  the  principle  of  a  well- 
settled  law  of  the  refraction  of  light,  the  Commissioner  says : 
"That  law  is,  that  a  ray  of  light,  in  passing  from  a  rarer  into  a 
den^  medium,  inclines  towards  a  perpendicular  to  the  sur&ce 
through  which  the  ray  so  passes ;  and  in  passing  from  ^  denser 
into  a  rarer  medium,  always  diverges  from  a  perpendicular,  not 
(as  the  applicant  claims)  by  making  the  angle  of  incidence  equal 
to  the  angle  of  refraction,  but  the  degree  of  refraction  depends 
upon  the  relative  density  of  the  two  media,  and  upon  other  cir- 
cumstances not  necessary  to  be  mentioned  in  this  connection." 
He  says,  further,  as  to  the  assumption  of  the  applicant  that  the  con- 
vex lens  causes  the  rays  of  light  to  converge,  while  the  pyramidal 
form  causes  them  to  diverge,  if  this  were  true,  he  does  not  see 
how  it  helps  the  applicant's  case,  and  shows  the  fallacy  of  the 
argument  by  diagrams  of  each  of  the  glasses,  showing  that  there 
would  be  no  material  advantage  gained  as  to  scattering  the  rays 
of  light  before  they  reached  the  floors  of  the  vault.  The  Com- 
missioner proceeds :  "  But  the  applicant  is  wrong  in  his  science. 
The  pyramidal  lens  will  not  cause  the  refracted  rays  to  diverge. 
They  will  converge  as  well  as  those  which  pass  through  the  con- 
vex lens.  The  vertical  rays  in  passing  out  from  the  inferior 
surface  will  be  deflected  from  a  perpendicular  and  made  to  take 
the  directions  m.  p.  and  m.  p.  It  is,  however,  well  known  that 
when  the  ray  of  light,  as  before  said,  reaches  the  inferior  surface 
of  the  respective  lenses  it  does  not  entirely  pass  through  the  lens, 
but  a  portion  in  each  case  will  be  reflected  back  into  the  interior 
of  the  lens  until  it  strikes  another  exterior  surface,  when  a  portion 
passes  through,  being  refracted  from  a  perpendicular,  and  a  por- 
tion is  a  second  time  reflected  back,  and  so  on  continually.  This 
principle  will  modify  the  question  to  some  extent,  so  that  we  can- 
not pronounce  a /nor;' as  to  the  final  result.  Experiment  may 
show  conclusions  different  from  argument.  In  such  cases  it  has 
always  seemed  to  me  that  the  burden  of  proof  was  upon  the  appli- 
cant, and  there  is  not  a  particle  of  proof  presented  by  him  on  that 
head  in  this  case." 
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At  the  time  and  place  appointed  for  the  hearing  of  this  ca 
the  Commissioner  laid  before  me  all  the  original  papers  in 
case,  and  his  written  report  and  the  reasons  of  appeal,  and 
same  was  submitted  on  the  written  argument  of  the  appellar 

The  principal  question  in  the  case  is  whether  the  peci 
device  in  the  construction  and  form  of  the  appellant's  glass. 
its  operation  in  connection  with  the  flaring  sides  of  the  nee 
the  vault,  supposed  to  cause  the  rays  of  light  to  divei^e  : 
point  within  the  glass,  is  not  an  improved  invention  in  illumina 
vault  covers. 

In  his  argument  before  me,  the  counsel  for  the  appellant  : 
poses  the  Commissioner  to  have  been  deceived  in  the  essei 
difference  between  his  glass  and  that  of  Hyatt's,  He  conti 
that  no  case  can  be  shown  of  a  glass  with  a  flat  outer  sur&ce 
a  pointed,  many-faced  refracting  inner  surface,  that  has  been  i 
for  any  purpose  whatever;  that  an  inverted  glass  pyramid  cai 
be  termed  a  lens.  The  rays  of  light,  in  passing  througli 
inverted  pyramid,  (with  the  exception  of  the  single  ray  wl 
passes  through  its  centre,)  are  reflected  from  the  inclined  sur 
against  which  they  first  strike  to  the  opposite  face  of  the  pyrar 
through  which  they  pass  obliquely  outwards  at  any  desired  ar 
the  angles  of  said  reflection  and  refraction  depending  upon 
greater  or  less  degree  of  inclination  of  the  sides  of  said  inve 
pyramid.  The  argument  continues  ;  ' '  Now,  a  lens  must  ha' 
curved  surface  which  is  the  segment  of  a  circle.  A  hemtsph 
therefore,  is  a  lens  of  the  highest  power  that  can  be  used  by 
Hyatt.  A  lens  of  this  proportion  will  only  diverge  the  rays  of  1 
which  pass  through  it  near  its  periphery  the  distance  of  eigh 
inches  from  a  vertical  line  passing  through  its  centre  in  desc 
ing  the  distance  of  eight  feet.  Therefore,  if  Hyatt  should 
this  form  of  lens  in  his  vault  cover,  and  should  taper  the  ope 
closed  by  said  cover,  you  will  perceive  that  the  rays  of 
passing  through  the  same  would  only  be  diverged  eighteen  in 
beyond  the  periphery  of  the  opening  in  the  pavement  in  desc 
ing  the  distance  of  eight  feet ;  consequently,  the  idea  that  the 
can  be  as  perfectly  diffused  throughout  an  apartment  whi 
enters  through  a  series  of  lenses  set  in  a  cover  which  close 
opening  in  its  ceiling  as  when  the  light  passes  through  a  & 
of  inverted  glass  pyramids  set  in  said  cover,  is  an  egreg 
fallacy." 
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In  considering  this  case,  it  will  be  import 
whether  the  modus  operandi  is  substantially  the 
in  Hyatt's  glasses,  or  whether  Jackson's  devio 
new  and  useful  principle.  The  object  and  purp< 
to  be  in  the  most  perfect  way  to  illuminate  vauli 
glasses.  The  Commissioner  says  that  experimei 
elusions  different  from  ar^ment.  In  such  cas< 
proof  is  upon  the  applicant,  and  there  was  not  a 
presented  by  him  on  that  head  in  this  case.  Th 
therefore,  decided  upon  what  he  thought  wer' 
principles  applicable  thereto.  The  very  leamec 
has  taken  on  this  branch  of  the  subject  would  r 
sary  for  me  to  add  anything ;  but  it  will  appear 
the  argument  recited,  made  before  me  by  the 
appellant,  that  the  position  now  taken  is  di 
respects,  from  that  which  was  made  before  th 
He  now  at^es  that  his  glasses,  from  their  p« 
shape,  reflect  all  the  rays  of  light  except  one  pas 
centre  to  the  opposite  lace  of  the  pyramid,  thri 
pass  obliquely  outward  to  any  angle,  and  that  si 
represent.  Whether  such  is  the  case  or  not,  is  1 
ing  to  me  to  be  obvious.  In  opposition  to  this 
glass  all  the  inclination  he  claims  for  it~I  obser 
of  light  will  fall  at  all  angles  on  his  glasses,  a  p: 
pass  through  by  refraction  without  having  bee 
and  the  remaining  portion  will  also  pass  throi 
been  reflected.  This,  if  correct,  would  in  a  cons 
effect  the  consequence  which  has  been  deduced, 
remarked  that  this  operation,  in  some,  if  not  in 
would  be  the  case  with  Hyatt's  glasses.  It  af 
the  letter  of  the  appellant  that  such  is  the  m( 
claimed  by  himself. 

It  is,  however,  certain  that  the  form  of  the  gta 
with  the  flaring  sides  of  the  throat  of  the  vault, 
its  operation  be  to  effect  a  divergency  of  the  ray 
point  within  the  glass,  as  appears  from  the  specifi' 
ings,  whether  the  mode  of  its  passing  out  be  by  re 
tion,  it  would  be  the  means,  certainly,  of  causing 
the  upper  part  of  the  vault ;  and  as  the  many-s 
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glass,  according  to  the  best  inrormation  I  have  been  ab 
obtain,  is  better  for  spreading  the  light  laterally,  the  same  < 
would  be  produced  In  the  lower  part  also.  Hyatt's  glass,  v 
the  point  of  divergency  is  at  some  distance  below  the  gla 
would  seem  would  be  inferior,  of  course,  and  the  differen 
very  great,  would  be  evidence  of  an  improved  invention, 
ascertainment  of  this  fact,  therefore,  is  of  importance.  The  ri 
law  applicable  to  this  point  may  be  found  stated  in  Web.  Sub.-' 
pages  29  and  30,  thus:  "Whenever  the  change  and  its  c< 
quences,  taken  together  and  viewed  as  a  sum,  are  consider 
there  must  be  a  sufficiency  of  invention  to  support  a  patent.' 

The  Commissioner  very  properly  says:  "We  cannot 
nounce  a  priori  as  to  the  tinal  result.  Experiment  may  : 
conclusions  different  from  argument.  In  such  cases  it  has  al' 
seemed  to  me  that  the  burden  of  proof  was  upon  the  applii 
and  there  is  not  a  particle  of  proof  presented  by  him  on  that 
in  this  case," 

I  find  among  the  papers  sent  up  from  the  Office  a  numb 
affidavits  taken  by  the  appellant  in  New  York,  made  by 
chants  and  mechanics  upon  the  subject  in  this  case  of  experin 
made  with  the  appellant's  glass,  compared  with  that  of  Hy; 
from  which  it  would  appear  that  the  result  is  much  superii 
Hyatt's  in  illuminating  the  vault. 

But  these  affidavits,  not  having  been  taken  by  the  authori 
the  Commissioner,  and  acted  upon  by  him  in  forming  his  dec 
in  this  case,  1  can  of  course  take  no  judicial  notice  of  Ir 
absence  of  such  experimental  evidence,  I  think  the  print 
stated  as  the  grounds  of  his  judgment  on  this  point  are  coi 
I  hope,  however,  it  may  not  be  thought  improper  respectful 
suggest  the  propriety  of  the  Commissioner's  giving  his  aulh 
to  suffer  depositions  to  be  regularly  taken  and  laid  before 
for  his  further  action  as  to  the  practical  effect  of  the  appeil 
glass,  and  to  give  him  notice  to  that  effect.  If  this  shoul 
done,  my  opinion  on  the  point  first  mentioned  in  the  opinii 
the  Commissioner  is  that  the  particular  invention  of  the  appt 
ought  to  be  distinctly  stated  in  his  specification,  and  that  hi 
have  a  patent  only  for  that ;  but  this,  I  think,  he  has  air 
done.     I  think  the  decision  of  the  Commissioner  must  be  aifin 


Z.  C.  Robbins,  for  the  appellant. 
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Thomas  A.  Chandler,  Appellant, 


William  G,  Ladd,  Jr.,  Appellee, 


Samuel  Reed,  Appellee.     Interference. 

Ihtibtibinoi — praotics  or  thb  orricB — pitintabilitt  of  thi  issub. — The 
practice  of  the  Office  id  determining  the  patent&bMit;  of  the  inTcntion 
before  the  interference  is  declBred  is  a  proper  one,  and  should  be  atrictlj 
obsened. 

Intbntioh — iHBTKDHinT  CAPABLt  OF  A  NBW  081. — WhcD  there  IS  a  palpable 
difierence  of  conBtruction — as  io  the  BobBtitation  of  an  entire  gradaated 
circle  for  a  gradaated  Mmi-circle  in  a  pendulom  teiel — trhich  JB  shown  to 
Bt  the  new  instnimeot  for  use  in  Bitaationa  where  the  old  fonn  of  instrn- 
ment  could  not  be  used,  there  is  a  patentable  invention. 

Sh — Sh — HLiQHT  DTiLiTT. — The  fsct  that  the  difference  of  construcUon  is  on); 
bmnght  into  pla;  on  rare  occasions  ia  no  sufficient  reaaoo  to  deny  the 
utility  of  the  invention. 

Sh — Sii. — It  IB  not  necessary  that  the  utility  ab  on  Id  be  great;  it  is  snfRcient 
if  the  invention  is  an  improvement  at  all.  If  it  is  of  a  i^iferent  construc- 
tion from  former  articles  of  the  same  kind,  and  of  any  use,  that  is  suffi- 
cient.    It  need  not  come  into  general  use. 

Rbducid  to  pbacticb — pATBMTiBLLiTt. — Although  an  invention  has  not  been 
reduced  to  actual  piacticat  use,  yet  if  it  appear  to  be  capable  of  being  80 
reduced,  it  will  he  sufficient  to  entitle  the  party  to  a  patent. 

Pbiobiti  or  iHviNnoN— sea  bona  ble  DiLioiHCi. — He  who  invents  first  shall 
have  the  prior  right,  if  he  ia  uaing  reaaoaable  diligence  in  adapting  and 
perfecting  the  iDvention,  although  the  aecond  inventor  baa  in  tuct  per- 
fected the  same  and  reduced  it  to  practice  in  poaitive  form,  (Reed  c. 
Cutter,  1  Story,  590.) 

(Before  Uossill,  J.,  District  of  Columbia,  March,  IB5T.) 
Statement  of  the  Case. 

The  question  of  the  patentability  of  Chandler's  device  was 
reopened  by  the  Commissioner  in  his  reply  to  the  reasons  of 
appeal.  The  discussion  upon  this  subject  will  be  readily  under- 
stood by  reference  to  the  subjoined  cuts,  showing  Chandler's 
level  and  the  level  patented  to  M.  Georges,  figured  in  the  Brevet 
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d*Invention,  first  series,  vol.  52,  p.  16,  (plates,)  which  was  princi- 
pally relied  upon  by  the  Commissioner  as  an  anticipation  of 
Chandler's  alleged  invention. 


/S^^V 


A    ^ 


Chandler*9  Level. 

In  Chandler's  level,  a  graduated  circle  with  a  rotating  pointer 
or  index  finger  L  is  placed  on  one  of  the  sides  of  the  stock  and 
wholly  within  the  faces  of  the  level,  so  that  either  the  top  or 
bottom  face  of  the  instrument  can  be  applied  to  the  surface  to  be 
tested.  By  this  arrangement  the  index  can  be  caused  to  face 
front  or  back,  as  circumstances  require,  by  simply  turning  the 
level  on  its  longitudinal  axis. 


Otorgee   Level. 

In  the  level  figured  in  the  Brevet  d' Invention,  the  pendulum 
is  hinged  near  the  upper  face  of  the  instrument,  and  sweeps  over 
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a  graduated  semi-circle,  so  that  the  bottom  face  of  the  level  must 
necessarily  be  applied  to  the  surface  whose  inclination  is  to  be 
determined.  It  was  contended  in  behalf  of  Chandler  that  by 
reason  of  this  difference  in  construction  and  arrangement  his 
instrument  can  be  used  to  greater  advantage  and  under  circum- 
stances where  it  would  be  impossible  to  use  Georges'  device. 
As  an  illustration  of  the  increased  capacity  of  the  instrument,  a 
case  was  supposed  where  the  level  is  placed  in  a  confined  space, 
from  which  it  cannot  be  removed,  and  within  which  it  cannot  be 
turned  around  end  for  end.  If,  now,  the  spectator  is  at  the  back 
of  the  instrument,  there  will  be  no  way  in  which  he  can  obtain  a 
view  of  the  index  on  the  Georges  device  so  as  to  take  the  inclina- 
tion. In  the  case  of  Chandler *s  device,  however,  he  may  apply 
the  other  face  of  the  instrument  to  the  surface  by  turning  the 
instrument  upon  its  longitudinal  axis,  thus  bringing  the  index  to 
the  rear,  so  as  to  be  visible  to  him  in  that  position.  The  Com- 
missioner contended  that  the  circumstances  supposed  had  no 
real  existence  in  practice  ;  or,  in  other  words,  that  they  would  so 
rarely  occur  that  they  could  not  affect  the  essential  identity  of  the 
devices  as  ordinarily  used.  He  further  contended  that  the  claim 
was  not  in  any  event  properly  limited  to  express  the  difference 
developed  by  this  example. 

Upon  the  merits  of  the  case,  the  Commissioner  contended  that, 
with  this  understanding  of  the  restricted  nature  of  the  invention, 
the  proofs  failed  to  show  with  sufficient  clearness  that  Chandler 
had  in  view  at  the  time  he  made  his  sketch  A,  upon  which  he 
relies  to  show  his  invention,  the  feature  of  novelty.  The  sketch 
in  question  was  substantially  as  here  represented. 
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The  Commissioner  contended  that  this  sketch  does  not  neces- 
sarily show  that  Chandler  had  an  entire  graduated  circle  to  be 
used  as  he  now  claims.  There  are  only  three  graduation  marks 
upon  the  sketch,  and  the  Commissioner  described  a  variety  of 
ways  in  which  such  an  instrument  might  be  used  without  involv- 
ing the  idea  of  the  present  invention.  He  noticed  the  fact,  also, 
that  the  circle  is  eccentric  to  the  sides,  and  that  the  index  would 
extend  below  the  face  if  the  instrument  were  reversed.  Ladd's 
patented  level  had  other  features  of  construction  which  rendered 
it  independently  patentable  in  the  opinion  of  the  Commissioner. 
The  patent  subsequently  issued  to  Chandler,  in  accordance  with 
the  decision  of  April  14th,  1857,  No.  17,023.  The  patent  to 
Ladd  was  granted  April  9th,  1850,  No.  7263. 

MORSELL,  J. 

On  the  30th  of  September,  1851,  the  above-named  Thomas  A. 
Chandler  filed  his  petition  and  schedule.  The  amended  specifi- 
cation is  dated  the  27th  day  of  May,  1852.  It  contains  a  fiill  and 
particular  description  of  the  invention,  and  states  the  claim  as 
follows:  **  What  I  claim  is  the  combination  of  an  entire  grad- 
uated circle,  provided  with  a  pendulum  and  index,  with  the  two 
parallel  sides  of  the  level  stock,  whereby  I  am  enabled  to  apply 
either  side  of  said  stock  to  the  surface  whose  direction  is  to  be 
ascertained,  and  at  the  same  time  have  the  index  facing  the  oper- 
ator in  whatever  position  he  may  be  placed.  I  do  not  claim  the 
level  stock  with  its  opposite  sides  parallel,  nor  the  graduated 
indicating  circle  or  dial,  nor  the  indicator  with  two  horizontal  and 
one  vertical  pointer,  nor  the  knife  edge  bearing  upon  which  the 
indicator  and  pendulum  are  mounted,  nor  the  pendulum,  because 
separately  and  for  other  purposes  they  are  well  known  ;  but  they 
have  never  before  been  combined  to  form  a  level,  nor  has  a  level 
of  any  kind  ever  before  been  made  capable  of  performing  the 
functions  of  this  combination.  Therefore,  I  claim  the  level  com- 
posed of  the  before-enumerated  parts,  in  combination,  whereby, 
among  other  things,  either  edge  of  the  instrument  may  be  used 
uppermost  with  its  face  or  dial  towards  the  operator,  and  when 
any  two  of  the  pointers  are  screened  from  sight  by  an  inter\'eninj; 
body,  the  third  will  indicate  the  inclination  of  the  surface  to  which 
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the  instrument  is  applied,  and  the  angles  at  the  head  and  foot  of 
a  rafter  will  be  indicated  at  the  same  time." 

Interferences  were  afterwards  declared  with  the  patented  claim 
of  the  said  William  G.  Ladd,  Jr.,  and  with  the  claim  of  Samuel 
Reed.     Mr.  Ladd's  claim,  as  appears  from  his  specification,  is  in 
the  following  words :  **  What  I  claim  as  my  invention,  and  desire 
to  ha^e  secured  to  me  by  letters-patent,  is  a  level  for  determining  a 
•  horizontal  and  perpendicular  line  and  the  inclination  of  any  slope 
with  the  same,  constructed  substantially  as  hereinabove  set  forth — 
*that  is,  with  a  shallow  cylindrical  vessel  or  a  tube  in  the  shape  of 
an  entire  ring,  half  filled  with  quicksilver,  or  other  liquid,*  in  com- 
bination with  a  graduated  annular  dial,  whether  a  floating  needle 
or  indicator  be  used  or  not,  the  whole  arrangement  being  sub- 
stantially as  hereinabove  set  forth.'*     Patented  April  9th,  1850. 
For  the  purpose  of  deciding  said  issue  made  by  the  said  interfer- 
ence, the  said  parties  were  allowed  to  take  testimony,  upon  the 
return  of  which  the  Commissioner,  on  consideration  thereof,  on 
the  2ist  of  January,  1853,  decided  as  follows:  "  This  case  came  up 
for  hearing  on  the  17th  instant     The  claim  of  said  Chandler  and 
Reed  is  for  the  combination  of  an  entire  graduated  circle,  furnished 
with  a  pendulum  and  index,  with  the  two  parallel  sides  of  the 
level  stock.     On  examination  of  the  evidence  produced  on  the 
part  of  said  Chandler  to  show  that  the  said  improvement  was 
used  by  him  as  early  as  the  year  1840,  it  is  found  that  the  grad- 
uation of  the  circle  was  not  made  to  appear  in  that  evidence,  and 
that,  therefore,  the  invention  of  the  combination  claimed,  of  which 
that  graduation  is  an  essential  element,  is  not  proved  therein. 
The  evidence  on  the  part  of  said  Reed  being  unaccompanied 
with  proof  of  notice  to  the  other  parties  of  the  time  and  place  of 
taking  the  same,  as  required  by  the  rules  prescribed  in  such 
cases,  is  necessarily  excluded.     On  the  part  of  said  Ladd,  no 
evidence  has  been  produced.     By  the  records  of  this  Office,  it 
appears  that  the  application  of  the  said  Ladd  for  his  patent — ^the 
same  being  for  a  level  containing  the  equivalent  of  the  combina- 
tion claimed  by  the  said  Chandler  and  Reed — wa»  filed  on  the  ist 
day  of  February,  1850 ;  that  the  application  of  the  said  Chandler 
was  filed  on  the  30th  day  of  September,  1851,  and  that  the  orig- 
inal application  of  said  Reed,  of  which  his  present  application  is  a 

32  . 


i857.] 


Chandler  v.  Ladd. 


499 


Opinion  of  the  conrt. 


the  whole  circle  ? — or,  can  I  do  with  only  a  portion  of  it,  and  what 
portion  ?  If  these  questions  are  not  formally  stated  and  dwelt 
upon,  they  are  still  practically  and  in  effect  necessarily  asked  and 
answered.  In  the  old  plumb-line  quadrant  of  altitude,  they 
resulted  in  the  adoption  of  a  quarter  of  a  circumference.  In  the 
level  cited  in  the  Brevets  d*  Invention,  for  good  reasons  half  the 
circumference  was  used,  and  for  equally  good  reasons  the  other 
half  was  not  used.  In  this  point  of  view,  the  greater  or  less  exten- 
sion of  the  graduated  arc  upon  the  rectangular  level  stock,  as  in 
other  instruments  of  the  general  class,  seems  to  the  Office  to  be 
clearly  a  matter  for  the  exercise  merely  of  arbitrary  choice  and 
discretion,  not  involving  any  new  invention.  It  will  be  seen  that 
one  of  the  official  letters  here  copied  proceeds  on  the  supposition 
that  a  level  in  Rees*  Cyclopaedia  had  been  referred  to  in  a  former 
letter  of  the  Office.  This  was  an  oversight — the  one  really 
referred  to  being  that  in  the  Brevets  d' Invention  ;  and  that  part 
of  the  argument  which  is  not  appropriate  to  the  last  mentioned  is 
of  no  special  importance,  though  it  would  be  regarded  as  having 
its  weight  in  the  absence  of  the  closer  reference  given.  The 
Commissioner  desires  that  this,  and  the  letters  to  which  he  refers 
as  a  part,  shall  be  taken  for  his  reasons  of  the  decision. ' '  The 
rule  of  law  declares  that  it  shall  be  the  duty  of  the  Commissioner 
to  lay  before  the  judge  the  grounds  of  his  decision,  fully  set  forth 
in  writing,  touching  all  the  points  involved  by  the  reasons  of 
appeal,  to  which  the  revision  shall  be  confined.  The  irregularity 
of  the  course  which  it  is  desired  thus  to  be  pursued  will  at  once 
be  perceived  by  the  Commissioner  to  be  something  more  than 
mere  form.  I  have,  however,  examined  the  letters  and  their 
effect  on  the  point  of  novelty,  as  far  as  it  is  understood  to  be  in 
question  in  connection  with  any  part  of  the  issue,  which  is  as 
much  as  under  any  circumstances  ought  to  be  here  noticed. 
During  the  pendency  of  the  application,  the  various  objections 
and  the  nature  of  them  were  stated  and  insisted  on  by  the  Com- 
missioner. It  seems,  however,  to  have  resulted,  on  the  24th  May, 
1852,  in  submitting  the  matter  in  controversy  to  the  examination 
of  four  examiners,  two  of  whom  reported  in  favor  of  a  claim 
according  to  the  amendment  and  disclaimer  suggested,  which 
was  afterwards  substantially  adopted  by  the  appellant.  The 
decision  of   interference  followed    shortly  afterwards  in  these 
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ards :  "  In  the  matter  of  your  [Chandler's]  pendulum  level,  the 
ature  in  question  covered  by  your  claim  has  been  decided  to 
;  patentable,  and  on  the  18th  instant  notice  was  given  to  the 
iriy  who  filed  the  rejected  application  mentioned."  This  decis- 
n  as  to  the  patentability  of  the  invention  has  always,  in  the 
actical  course  of  the  Office,  been  pursued  before  declaring  an 
terference  and  putting  the  parties  to  the  trouble  and  expense 
'  obtaining  proof;  and  certainly  it  was  reasonable  and  rifihl, 
id  the  decision  should  be  with  a  deliberation  becoming  the 
ibsequent  important  step  necessarily  to  be  taken  by  the  parties 

maintain  their  claims  to  priority  of  invention.  There  are  a  few 
tiers  subsequent  to  this  event.  The  only  one  which  it  is  impor- 
nt  to  mention  is  the  one  of  the  22d  of  January,  1853,  which 
^ards  priority  of  invention  to  William  G.  Ladd,  Jr.  It  is  diffi- 
ilt  to  understand  what  the  Commissioner  meant  by  the  letter 

nth  of  February,  1853.     It  seems  to  consider  the  patentability 

the  claim  still  open. 
Upon  this  state  of  the  case,  according  to  notice  duly  given 

the  time  and  place  of  hearing,  the  Commissioner  laid  before 
e  judge  his  decision  and  reply  to  the  reasons  of  appeal,  with 
e  said  reasons  of  appeal  and  the  original  papers  and  the  evi- 
mce  in  the  cause  ;  on  which  occasion,  an  examiner  appeared  on 
:half  of  the  Office,  and  the  appellant  by  his  attorney;  and  for  the 
irpose  of  explaining  the  nature  of  the  said  invention,  Mr.  Lane 
id  Mr.  Baldwin,  two  of  the  examiners  of  the  Office  aforesaid, 
ere  examined  on  oath  before  me;  which  evidence  on  said 
lamination  was  reduced  to  writing,  and  will  be  sent  with  my 
;cision.  The  parts  only  which  are  deemed  most  material  will 
;  here  stated.  Mr.  Lane,  in  defining  the  term  "graduated." 
ys  :  "  It  is  a  general  term,  used  to  signify  the  dividing  of  a  line 
to  parts  which  can  be  read  off."      He  states  what  he  considers 

1  be  the  difference  between  the  graduated  semi-circle  and  the 
itire  graduated  circle;  that  the  difference  of  function  in  the 
tter  is  not  of  such  importance,  especially  when  considered  in 
innection  with  the  obvious  nature  of  the  means  of  producing' 

as  to  constitute  more  than  a  colorable  difference.  His  answer 
'  the  eleventh  interrogatory  is:  "Both  levels  are  in  the  same 
)x ;  it  is  equally  difficult  to  get  both  out  into  the  air ;  and  the 
ct  about  applying  the  level  is  partly  owing  to  the  fact  that  one 
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has  the  entire  graduated  circle  and  the  other  only  a  graduated 
semi-circle,  and  partly  to  the  fact  that  they  are  boxed  up  so  that 
they  cannot  be  got  out."  The  substance  of  the  same  question 
is  repeated  in  the  fifteenth  interrogatory.  In  answer,  he  says 
there  is  no  other  material  difference. 

Mr.  Baldwin,  being  next  examined,  is  asked  to  state  the  principle 
of  the  two  levels.    He  answers  :  *  *  The  principle  of  operation  is  the 
same  ;  that  is  to  say,  each  will  determine  the  inclination  of  a  plane, 
by  marking  with  the  pendulum  the  degree  of  inclination  on  a 
graduated  scale ;  but  the  instrument,  with  the  entire  circle  grad- 
uated, will  always  show  to  the  operator  occupying  one  position  the 
degree  of  inclination,  while  the  semi-circle  must  be  reversed  in 
determining  the  inclination  of  the  same  planes — the  two  opposite 
sides  of  a  pyramid  for  example,  and  to  see  this  registration  the 
operator  would  be  compelled  to  change  his  position,  or  the  oper- 
ator would  be  obliged  to  reverse  the  ends  of  the  level  in  the  case 
last  supposed ;  and  in  some  positions,  where  the  level  would  be 
useful,  this  might  be  found  impossible,  as,  for  example,  in  a  shaft 
or  tunnel. ' '     In  answer  to  a  question  propounded  for  the  purpose, 
he  says:  '*If  the  invention  of  the  entire  graduated  circle  made 
the   instrument  operative,  where  the  instrument  with  the  semi- 
circle would  not  be,  it  would  seem  to  present  a  patentable  inven- 
tion beyond  question ;  and  even  if  it  operated  better  in  some  par- 
ticulars than  in  others,  the  graduated  circle,  or  an  improvement 
on  the  semi-circle  for  the  specific  purpose  to  which  the  improved 
operation  referred,  might  also  be  patentable.'*     To  a  question 
propounded  for  the  purpose,  he  answers  :  **  The  model  of  Samuel 
Reed  does  not  seem  to  have  contemplated  the  use  of  the  opposite 
edgfes  of  the  level  as  parallel  planes,  but  to  have  used  sights  on 
the   top  to  determine  the  plane  for  long  distances.     If  he  did 
contemplate  such  use  of  his  instrument,  it  is  the  same  invention 
substantially  as  that  of  Chandler,  with  the  exception  of  the  sub- 
stitution of  the  mercurial  indicator  for  the  pendulum.     In  William 
G.'  Ladd,  Jr.*s,  patent  this  instrument  is  substantially  the  same  as 
Chandler's.     Both  of  these  cases  would  properly  embrace  the 
combination  constituting  the  first  clause  of  Chandler's   claim. 
The  model  of  James  Eames  does  not  involve  the  invention  claimed 
by  Chandler's  first  claim.     Mr.  George's  level  is  limited  to  the 
semi -circle,  and  will  of  course  not  operate  under  all  circumstances 
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like  that  of  either  of  those  having  an  entire  graduated  circle,  for 
the  reasons  given  in  my  first  answer/'  He  is  asked:  ** Please 
examine  the  drawing  marked  Exhibit  **A'*  and  annexed  to  the 
deposition  of  M.  L.  Dunlop,  and  state  whether  it  represents  the 
combination  claimed  by  the  appellant  in  his  first  claim."  Answer : 
"  The  drawing  represents  a  level  having  parallel  sides,  and  a  circle 
graduated  by  a  marked  division  into  parts — three  of  which  indi- 
cate quarters  of  the  circle — and  a  pendulum  indicator,  and  of 
course  it  involves  the  combination  embraced  in  the  first  clause  of 
Chandler's  claim." 

Written  arguments  were  made  by  the  counsel  for  the  appellant 
and  on  the  part  of  the  Office,  and  the  case  was  submitted. 

Regularly,  and  according  to  the  usual  practice,  the  only  ques- 
tion which  the  present  issue  would  present  on  this  appeal,  as 
arising  before  the  Commissioner,  would  be  that  of  priority.  The 
argument  before  me  on  behalf  of  the  Commissioner  is  on  t\so 
grounds :  First.  That  the  invention  as  claimed  is  not  patentable, 
for  want  of  invention.  Secondly.  Because  of  priority  in  William 
G.  Ladd,  Jr. 

The  first  reason  of  appeal  involves  the  consideration  of  the 
question  under  the  first  head.  It  is  in  proof  that  the  construc- 
tion of  the  appellant's  level  is  different,  and  capable  of  performing 
functions  of  which  no  level  known  to  the  Commissioner  was  capa- 
ble. This  does  not  seem  to  be  denied ;  but  it  is  contended  that 
this  difference  is  not  invention ;  that  it  is  formal,  not  substantial; 
merely  colorable.  The  argument  of  the  Commissioner  seems  to 
be  intended  to  show  that  the  objections  are  sustained.^ 

The  Commissioner  takes  the  position  that  the  Office  has  stated 
that  the  level  with  the  graduated  semi-circle,  the  other  elements 
of  the  combination  being  the  same,  enables  the  operator  to  meas- 
ure the  angle  of  inclination  of  any  surface  with  the  index  facing 
him,  in  whatever  position  he  may  be  placed.  This,  in  point  of 
fact,  seems  to  be  inconsistent  with  what  Mr.  Lane,  the  examiner, 
has  said  in  his  testimony  as  a  witness,  in  which  he  says  that  ot 
two  levels  in  all  respects  precisely  alike,  except  that  one  has  a 
semi-circle  and  the  other  an  entire  circle,  the  one  with  the  circle 
can  be  applied  to  a  given  surface  in  a  given  place  with  the  index 
facing  towards  the  operator,  so  that  he  may  see  whether  or  not  the 
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surfece  is  level ;  and  the  other  level  with  the  semi-circle  cannot  be 
so  applied. 

The  next  position  is  that  the  appellant's  description  of  his 
claim  does  not  set  forth  the  particular  functions  of  the  level,  or 
any  indication  that  it  refers  to  aught  else  than  a  definition  of  the 
natural  capabilities  of  the  level  in  regard  to  the  variety  of  posi- 
tions it  can  assume ;  that  it  does  not  refer  to  the  application  of 
the  level  under  obstacles  or  confinement,  since,  certainly,  obsta- 
cles could  readily  be  contrived  to  prevent  its  application  to  a 
given  surface.    The  conclusion  to  which  the  Commissioner  comes 
on  this  point  is:  *'It  is  certainly  fair  to  apply  the  same  rule  of 
construction  to  the  language  which  the  Office  has  employed  to 
define  the  extent  to  which  the  level  with  a  graduated  semi -circle 
is  capable  of  assuming  different  relative  positions.*'     To  make 
his  meaning  more  clear,  the  Commissioner  has  given  a  very  full 
amplification.     He  says :  "  The  difference  between  the  two  levels 
is  thus  completely  defined  by  this  language,  when  taken  in  con- 
nection, as  it  was  intended  to  be,  with  that  of  the  claim,  as  also  it 
is  in  the  statement  made  by  Mr.  Lane  before  the  court ;  and  this 
difference  or  distinction  between  the  two  levels,  so  defined  by  the 
different  extent  to  which,  without  obstruction,  they  are  capable  of 
assuming  different  relative  positions,"  he  says:  "  I  will  for  greater 
clearness  call  A;  and  aside  from  the  question  of  the  meaning  of 
former  language  of  the  Office,  it  is  plain  now  what  is  meant  by  A. 
*  *  *  Another  point  arises,  and  that  is  the  advantage  which  the 
level  with  the  entire  graduated  circle  has,  by  virtue  of  the  differ- 
ence A  (the  principal  element  of  which  difference,  as  defined  in  the 
claim,  is  that  it  can  be  applied,  supposing  no  obstruction,  with  either 
side  of  its  stock  to  the  surface)  over  the  level  with  the  graduated 
semi-circle,  when  we  come  to  have  the  level  confined  in  a  space 
(a  tunnel,  for  instance)  from  which  it  cannot  readily  be  taken  out, 
and  in  which  it  has  so  little  room  that  it  cannot  be  turned  end  for 
end.     The  special  occasion  of  this  kind  I  will  call  B.     Now,  the 
advantage  which  arises  out  of  A  when  the  occasion  B  occurs  is 
palpable,  and  the  Office  is  by  no  means  disposed  to  ignore  it, 
supposing  B  to  have  a  real  existence.     ♦     ♦     ♦     If  the  occasion 
B  do  have  to  a  material  extent  a  real  existence  in  practice,  it  shall 
impart  importance  to  A ;  but  if  B  do  not  have  a  real  existence  in 
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could  be  used  where  other  engines  would  not  answer,  that  would 
be  sufficient ;  it  need  not  be  likely  to  come  into  general  use. ' ' 
This  case  seems  to  me  to  run  on  all-fours  with  the  case  before  me, 
and  I  cannot  help  thinking  that  it  may  satisfy  the  Commissioner 
that  he  has  been  in  error  on  this  point.  There  is  still  another 
case  applicable  to  this  point,  to  be  found  in  Curtis  on  Patents, 
new  edition,  page  37  (foot  note) — a  decision  of  Mr.  Justice  Nelson 
in  the  case  of  Mauy  v,  Jagger — in  which  the  judge  says:  *'To 
maintain  a  patent,  it  is  not  necessary  that  the  thing  should  be  the 
best  of  its  kind  ;  but  if  the  use  for  which  it  was  intended  is  prac- 
ticable, that  is  sufficient  to  sustain  it  as  a  useful  invention."  I 
will  add,  in  addition,  that  the  law  is  well  settled  that,  although 
the  invention  has  not  been  reduced  to  actual  practiail  use,  yet  if 
it  appear  to  be  capable  of  being  so  reduced,  it  will  be  sufficient 
(other  things  not  opposing)  to  entitle  the  party  to  a  patent. 

It  now  only  remains  to  consider,  the  question  of  priority  of 
invention  between  the  appellant  and  Ladd  and  Reed.  With  respect 
to  Reed,  he  has  offered  no  testimony  legally,  and  therefore  he 
may  be  considered  out  of  the  question.  With  respect  to  the  other 
defendant  (Ladd),  he  can  carry  his  invention  back  only  to  the 
time  of  filing  his  specification  on  the  ist  day  of  February,  1850. 

In  considering  the  testimony,  it  will  be  proper  to  notice  the 
affidavit  of  Chandler,  in  which  he  states  that  he  had  relied 
upon  the  testimony  of  Calvin  D.  Bristol,  late  of  the  county  of 
Dupay,  Illinois,  to  substantiate  his  claim  to  said  improvement  in 
levels ;  but,  by  a  dispensation  of  Providence,  the  said  Bristol 
departed  this  life  in  the  month  of  September  last  past,  and  in  con- 
sequence  he  was  under  the  necessity  of  relying  upon  the  testimony 
of  M.  L.  Dunlop,  who  during  the  years  1837,  1838,  and  1839  was 
head  clerk  for  the  contractors,  Messrs.  Hugunin  &  Brown,  on  the 
Illinois  and  Michigan  canal,  where  his  said  improvement  was  first 
used,  and  who  was  frequently  on  the  work  and  familiar  with  the 
machinery  during  the  year  1840,  after  he  had  retired  from  the 
principal  charge  of  the  work,  and  is  now  acting  justice  of  the 
peace  in  the  said  county  of  Cook.  He  has  carefully  examined 
the  sketch  marked  Exhibit  '*A,"  drawn  by  the  said  M.  L.  Dunlop, 
and  purporting  to  represent  his  said  improvement  in  pendulum 
levels  ;  that  this  pen  sketch  is  substantially  a  correct  representation 
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a  well-settled  principle  of  law  that  after  the  Commissioner  has 
granted  a  patent,  and  delivered  it,  nothing  he  can  do  afterwards 
can  affect  the  patentee's  rights  under  the  patent.  Ladd  is  a 
patentee.  Again,  Ladd  is  in  the  issue  against  the  appellee,  and, 
although  duly  notified,  has  failed  to  take  any  testimony,  or  even 
to  appear  and  cross-examine  the  witness  ;  nor  does  it  appear  that 
he  was  before  the  Commissioner — certainly  not  before  the  judge — 
contesting  or  denying  the  sufficiency  of  the  evidence  on  that  or 
any  other  of  the  various  grounds  stated  by  the  Commissioner. 
What  is  then  (not  to  say  the  legal  but)  the  common-sense  infer- 
ence? Again,  as  before  said,  the  act  of  the  Commissioner  cannot 
affect  Ladd's  title  under  the  patent,  but  the  rejection  against  the 
appellant  would  be  fatal.  Again,  it  appears  from  his  affidavit  that 
during  the  protracted  investigation  in  this  case  he  lost  by  death 
his  principal  witness.  Further,  Ladd's  tide,  which  it  is  admitted 
can  be  only  carried  back  to  the  time  of  filing  his  petition,  which 
is  comparatively  recent,  is  supported  by  only  his  own  oath,  and 
this,  with  the  patent,  is  prima-facie  evidence  only  of  his  right, 
which  may  be  repelled  by  a  greater  weight  of  evidence,  whether 
offered  as  in  the  original  order  or  otherwise. 

Better  evidence  than  the  nature  of  the  case  will  admit  of  ought 
not  to  be  required.  The  evidence  in  its  nature  as  to  this  partic- 
ular point  is  not  so  much  for  the  purpose  of  showing  that  the 
instrument  showing  the  invention  was  perfected  and  matured,  as 
for  showing  the  particular  periods  of  the  conception  of  the  idea 
embracing  the  invention,  and  showing  that  it  was  then  known. 
For  perfecting  and  maturing  the  instrument,  by  which  it  could  be 
reduced  to  practice,  he  had  a  right  to  make  his  experiments,  if 
necessary,  even  for  a  greater  length  of  time  than  taken  in  this 
case  before  filing  his  petition  and  specification,  which,  when 
done,  should  have  relation  back,  so  as  to  protect  his  priority. 
In  tlie  familiar  case  of  Reed  v.  Cutter,  i  Story,  590,  the 
plaintiff  was  a  patentee  suing  for  an  infringement  of  his  patent, 
and  in  which  the  court,  among  other  things,  decides  as  follows  : 
*  *  The  clause  of  the  fifteenth  section  now  under  consideration 
seems  to  qualify  that  right,  by  providing  that  in  such  cases  he 
who  invents  first  shall  have  the  prior  right,  if  he  is  using  reason- 
able diligence  in  adapting  and  perfecting  the  same,  although  the 
second  inventor  has  in  fact  perfected  the  same  and  reduced  the 
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M:ice  in  a  positive  form.  It  thus  gives  full  effect  to 
wn  maxim,  that  he  has  the  better  right  who  is  prior 
me,  namely,  in  making  the  discovery  or  invention." 
e  the  evidence  offered  in  defense  to  show  another  to 

inventor  was  evidence  in  its  character  tending  W 
ct  of  prior  invention,  because  it  might  be  deemed 

the  jury.  I  trust  I  have  thus  shown  that  if  the 
uld  be  sufficient,  were  it  as  an  original  question,  it 
;ht  to  be  so  considered  in  this  case  ;  and  then  I  h^ve 
an  of  the  Commissioner  that  it  would  be  deemed 
iiggestive  to  the  mechanic  or  instrument -maker  of 
mdulum  level  as   that,   for  instance,  in  the  Brevets 

"  In  other  words,  the  Office  would  say,  as  an  original 
it  it  was  sufficiently  suggestive  of  a  pendulum  level 

:t  has  been  placed  upon  still  stronger  grounds — that 
e  does  show  unequivocally  th«  entire  graduated 
stances  of  the  practical  use  of  the  instrument  success- 
the  instrument  about  which  the  witness  testified,  and 
tch  of  which  he  gave,  had  been  in  useful  operation 
e,  is  positively  proved. 

meaning  of  the  term  "graduated,"  Craig's  Etjmo- 
nological,  and  Pronouncing  Dictionary  is  referred  to, 
it  this  definition:  "To  mark  with  degrees,  regular 
divisions."     It  is  contended  in  argument  that  Mr. 

that  the  circle  in  Exhibit  "A"  is  marked  off  into 
three  marks  (the  fourth  mark  being  screened  from 
the  pendulum).*  It  is  plainly  to  be  seen  that  it  is ; 
ence  concluded  that,  according  to  said  definition, 
riginal  level  did  contain  the  feature  of  an  entire  grad- 

The  Commissioner  in  his  argument  says  that  there 
)  show  that  the  sides  of  the  pendulum  bar  were  tniiy 
Jiat  the  mean  of  their  two  readings  would  give  a  cor- 

He  says  further:  "This,  then,  is  a  level  that  mani- 
ts  no  idea  of  using  it  with  either  side  up;  that  is. 
side  applied  to  the  surface  whose  direction  is  to  be 
The  Commissioner,  in  respect  to  this,  is  mistaken 
ts.  The  Exhibit  "A"  represents  the  two  parallel 
level  stock.      This  is  plainly  shown  by  inspection 
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and  actual  measurement,  and  demonstrated  by  a  model  level  made 
in  accordance  with  that  sketch,  and  now  before  me.  And  it  very 
satisfactorily  shows,  also,  that  it  can  be  used  with  either  side  up  ; 
that  is,  with  either  side  applied  to  the  surface  whose  direction  is 
to  be  ascertained.  This  error  in  point  of  fact  no  doubt  contributed 
in  a  great  degree  to  the  incorrect  conclusion  of  the  Commissioner's 
jirgument  on  this  most  important  point  of  evidence,  which  would 
have  been  avoided  if  at  the  time  of  writing  this  part  of  the  argu- 
ment the  sketch  had  been  before  him.  To  show  more  clearly 
that  the  rough  sketch  made  by  the  witness,  and  a  part  of  his 
testimony,  has  not  been  duly  appreciated  by  the  Commissioner, 
see  the  testimony  of  Mr.  Examiner  Baldwin,  hereinbefore  recited, 
and  a  part  of  which  I  will  here  again  repeat.  He  says :  '  *  The 
drawing  Exhibit  *  A'  of  Chandler's  testimony  represents  a  level 
having  parallel  sides  and  a  circle  graduated  by  a  marked  division 
into  parts  (three  of  which  indicate  quarters  of  the  circle),  and  a 
pendulum  indicator,  and  of  course  it  involves  the  combination 
embraced  in  the  first  clause  of  Chandler's  claim.*'  And  if  I  may 
be  allowed  again  to  repeat  another  part  of  the  testimony  of  the 
same  learned  examiner  as  to  the  points  of  novelty  and  patent- 
ability of  the  claim  in  this  case,  having  before  him  the  various 
levels  exhibited  in  this  case,  with  the  graduated  circles  and  semi- 
circles, respectively,  he  said  both  were  alike  as  related  to  the 
general  principle  upon  which  their  operation  depends — that  is, 
the  stability  of  the  indicator  under  the  influence  of  gravitation — 
while  the  stock  and  graduated  circle  are  turned  to  accommodate 
themselves  to  the  varied  surfaces  whose  inclination  is  to  be 
observed. 

With  the  views  which  have  been  taken,  I  think  the  testimony 
fully  supports  the  priority,  of  the  appellant  in  his  claim  aforesaid. 
And,  upon  the  whole  case,  I  think  the  invention  aforesaid  patent- 
able, and  that  the  decision  of  the  Commissioner  in  this  case  is 
erroneous,  and  ought  to  be  reversed. 

P.  H.  Watsoriy  for  the  appellant. 

Examiners  Lane  and  Baldwin^  for  the  Commissioner. 
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tE  J.  Z.  A.  Wagner.    Appeal  from  refusal  to  grant 
Patent. 

OF  iKvjiiTioii — KTTtCT  OT. — The  oftth  sttdched  to  the  upplicalioo  is 
Tima-facie  evidence  of  the  Doveltj  of  the  mreotioD  discloset]  tbereio. 

lere  cban^^e  of  form  to  adapt  a  briek  press  to  the  manufacture  of  tubulu 
>rick,  by  proTJding  the  mold-box  irith  a,  core  and  a,  hollow  bolUiDi  or 
ilunger  filled  to  discharge  the  tubular  brick  ;  nor  is  auch  a  machine  salli- 
iently  tinalogous  in  its  uses  to  be  anticipated  by  a  cracker  mocliiiie,  which 
9  iimilarly  provided  with  a  core  and  a  botlow  discharging  plunger;  nci 
)  it  anticipated  by  a  brick  machloe  with  a  solid  plunger  and  a  cure 
itending  part  way  only  into  the  brick;  nor  by  all  of  these  together. 
lOHBi NATION. — When  the  claim  is  Tor  a  cotnbinstion  of  parts,  it  is  imiiiv 
erial  that  the  elements  of  which  the  combination  is  made  up  bare  been 
lefore  used  Tor  diflerent  purposes.  If  these  hare  been  brought  togelhcr 
IT  the  lirst  time,  and  produce  a  new  and  usefnl  result,  it  irill  be  a  patent- 
.ble  combtnatioD. 
re  MoitBBLi,  J,,  District  of  Columbia,  March,  ]85T.} 

Statement  of  the  case. 

le  alleged  invention  of  the  applicant  was  an  improved  brick 
line  for  making  tubular  or,  perforated  brick.  The  claim  of 
ition  will  be  readily  understood  by  reference  to  the  original 
;ner  brick  machine,  patented  April  8th,  1851,  No.  8021,  cited 
reference  by  the  Commissioner. 


Wa^tr't  Pattnl  q/  1S51. 
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This  machine,  which  is  here  illustrated  by  a  figure  taken  from  the 
drawing  accompanying  the  patent,  is  a  rotary  brick  press  designed 
to  make  solid  brick  of  the  usual  form.  The  molds  a,  of  the 
desired  shape,  are  arranged  at  intervals  around  the  periphery  of 
the  mold  wheel  or  cylinder  C  The  clay  passing  down  through 
the  trough  or  chute  is  pressed  into  the  rolls  by  the  first  pressure 
roller  F,  As  the  wheel  revolves,  a  second  pressure  roller  K  com- 
pletes the  operation.  It  will  be  noticed  that  the  bottom  of  the 
molds  are  formed  by  the  loose  movable  plates  b.  As  each  mold 
successively  reaches  the  lowest  portion  of  the  wheel,  the  bottom 
plate  of  the  mold  is  pressed  downwards  by  proper  actuating 
devices,  so  as  to  force  out  or  discharge  the  completed  brick, 
which  is  deposited  on  the  endless  belt  N, 

Coming,  now,  to  the  alleged  improvement  which  was  under  dis- 
cussion in  this  case,  it  consisted  in  providing  the  mold  or  mold 
box  with  a  central  core  of  a  length  equal  to  the  thickness  of  the 
brick,  so  as  to  form  a  corresponding  perforation  in  the  same. 
This  core  did  not  reciprocate  with  the  bottom  plate  or  discharg- 
ing plunger,  but  passed  through  it,  and  was  attached  to  another 
part  of  the  machine,  so  as  to  be  held  in  a  permanent  position. 
This  resulted  in  what  the  applicant  calls  in  his  claim  ' '  the  annular 
bottom  or  pkton,' '  which  was  suitably  perforated  so  that  it  might 
slide  up  and  down  the  fixed  core  and  discharge  the  bricks  as 
before.     The  claim  seems  to  have  been  treated  by  the  Commis- 
sioner and  the  judge  as  though  it  were  limited  to  a  fixed  core 
extending  completely  through  the  brick,  although  it  will  be  no- 
ticed  that  no  such  limitation  is  expressed  in  the  terms  of  the 
claim.      In  the  bread  or  cracker  machine  patented  by  William 
Can*  July  22d,  1843,  the  dough  is  fed  from  a  trough  between  two 
smooth-faced  rolls  or  cylinders,  which  deposit  the  dough  in  the 
form  of  a  flat  sheet  of  the  desired  thickness  upon  an  endless  belt. 
It  is  then  carried  along  by  the  belt  beneath  the  cutter  C,  which 
\s  {orc^  downward  at  the  proper  time,  and  separates  the  dough 
into  suitable  lengths  to  form  the  biscuits  or  crackers. 


Carr'i  OiUter. 
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The  crackers  are  at  the  same  time  perforated  by  the  down- 
wardly-projecting points  4.  A  movable  stripper  plate  D  forces 
the  crackers  out  of  the  cutter. 

In  the  argument  of  the  Commissioner,  it  would  seem  that  this 
cutter  was  regarded  as  the  equivalent  of  the  applicant's  mold 
box,  the  stripper  plate  D  being  the  annular  bottom  or  discharg- 
ing plunger,  and  the  pins  4  representing  the  fixed  cores. 

MORSELL,  J. 

Appeal  from  the  decision  of  the,  Commissioner  of  Patents 
refusing  to  grant  him  a  patent  for  his  invented  new  and  useful 
improvements  in  brick  machines  or  presses. 

The  claim  is  set  forth  in  these  words:  '*  Having  thus  described 
my  improved  machine  for  making  tubular  bricks,  what  I  daim 
therein  as  new,  and  desire  to  secure  by  letters-patent,  is  the  com- 
bination of  the  mold  box  with  a  core  and  an  annular  bottom  or 
piston,  the  whole  constructed  and  operating  substantially  as  therein 
set  forth."  The  description  alluded  to  makes  the  drawings  filed 
a  part  thereof,  and  is  sufficiently  special  to  distinguish  the  old 
and  new  parts  of  the  machine ;  and  the  oath  of  the  party,  as  the 
law  directs,  stating  that  he  verily  believes  himself  to  be  the  original 
and  first  inventor  of  the  improvement,  &c.,  accompanies  the  same. 

This  application  was  rejected  by  the  Commissioner  upon  the 
general  ground  of  want  of  patentable  novelty.  The  letter  of 
rejection  is  dated  29th  of  July,  1852.  The  Commissioner  says: 
* '  The  combination  of  the  core  with  the  perforated  discharging 
plunger  is  very  common  in  cracker  machines  and  other  machines, 
and  its  application  in  forming  a  perforated  brick  cannot  be  regarded 
as  a  new  invention.  An  example  of  the  device  in  question  may 
be  seen  in  the  cracker  machine  of  William  Carr,  patented  July 

22d,  1843.**     In  his  letter  of  the day  of  October,  1852,  (after 

the  amended  specification,)  affirming  the  decision  which  he  had 
already  made,  among  other  things,  he  says :  "  The  combination 
specified  in  your  claim  for  molding  tubular  bricks  mechanically 
runs  through  the  features  of  known  machines,  particularly  that  for- 
merly patented  by  you,  with  the  exception  of  the  fixed  core  in  the 
molds  and  the  annular  bottom  or  plunger  for  expelling  the  tubular 
brick.  If  a  patent  be  granted,  it  must  be  based  on  that  point  of 
difference.     Now,  it  must  be  remembered  that  fixed  cores  are  a 
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well-known  mode  of  moldii^  hollow  or  annular  or  tubular  articles, 
and  that  they  have  been  used  in  molding  bricks.  One  or  more 
brick  molds  may  be  referred  to  in  the  Office  in  which  the  core 
extends  to  half  way,  more  or  less,  through  the  thickness  of  the 
brick.  The  idea,  therefore,  after  the  suggestion  of  a  tubular 
brick,  of  molding  the  brick  in  that  form  in  your  [Wagner's] 
machine,  by  putting  a  core  into  the  mold  of  the  same  thickness 
with  the  brick,  appears  to  me  to  be  obviously  suggested  by  the 
well-known  use  of  cores,  as  above  stated,  and  not  to  be  a  new 
invention  or  discovery ;  and  if  that  idea  be  not  a  new  invention,  I 
am  clearly  of  opinion  that  the  idea  in  connection  therewith  of 
using  the  perforated  plunger  where  the  solid  one  was  used  is  not, 
since  that  follows  ex  necessitate,  being  no  more  than  the  accom- 
modation of  the  form  of  the  plunger  to  that  of  the  brick  ;  more 
especially  is  this  the  case  of  perforated  plungers  in  bread  and 
cracker  machines,  as  referred  to  in  the  communication  of  the  29th 
ultimo.  The  expulsion  of  the  brick  from  the  mold  without  break- 
ing off  the  comers  is  not  a  property  peculiar  to  the  perforated 
plunger,  for  its  action  in  this  respect  is  like  that  of  the  solid 
plunger.'* 

In  his  appeal  from  this  decision  the  appellant  filed  nine  reasons 
of  appeal,  the  substance  of  which  is :  The  first  is  almost  in  the 
words  of  the  seventh  section  of  the  act  of  1836.  In  the  second, 
there  is  nothing  sufficiently  specific.  Third.  The  Commissioner 
erred  in  rejecting  the  application  upon  the  ground  that  other 
machines  are  susceptible  of  being  so  altered  as  to  become  capable 
of  operating  like  the  combination  invented  and  claimed  by  the 
applicant  Fourth.  Because  the  Commissioner's  admission  that 
the  features  of  the  fixed  core  in  the  mold  and  the  annular  bottom 
in  appellant's  combination  does  not  run  through  the  features  of 
any  known  machines,  amounts  to  an  admission  that  the  whole 
invention  claimed  is  new.  Fifth.  Because  there  is  no  evidence 
in  this  cause  to  justify  the  decision  that  cores  have  been  used  in 
molding  tubular  bricks.  Sixth.  Because  Carr's  cracker  machine 
is  no  applicable  reference,  being  designed  for  rolling,  and  not 
designed  either  for  molding  anything  nor  adapted  to  molding 
bricks.  Seventh.  Because  he  decided  appellant's  combination 
of  three  elements  to  be  old,  because  each  of  said  elements  is 
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suggested  by  something  in  other  machines,  or  follows  ex  necessi- 
tate  from  the  tubular  form  of  the  brick  to  be  molded.  Eighth. 
Because  the  facts  stated  upon  the  face  of  the  Commissioner's 
decision  itself  do  not  justify  the  refusal  of  a  patent  as  asked  for, 
but,  on  the  contrary,  furnish  a  legal  presumption  that  the  appellant 
is  in  fact  what  he  claims  to  be — the  first  who  ever  invented  auto- 
matic machinery  for  molding  tubular  bricks,  &c.  The  ninth  is 
general. 

The  Commissioner's  report  in  reply  to  said  reasons  is  in  sub- 
stance as  follows : 

The  appellant  took  out  a  patent  under  date  of  April  Stii, 
1 85 1,  (No.  8024,)  for  a  brick  machine,  consisting  in  a  certain 
manner  of  combining  a  mold  wheel,  a  press  wheel,  and  pistons 
for  expelling  the  molded  bricks.  Subsequently  he  applied  for 
a  patent  for  a  machine  in  which,  the  combination  being  otherwise 
the  same,  the  shape  of  the  molds  and  expelling  pistons  was 
adapted  to  the  production  of  a  perforated  or  tubular  brick  instead 
of  a  solid  one.  This  variation  of  the  patented  machine  was 
decided  by  the  Office  not  to  be  patentable,  the  reasons  for  which 
decision  were  fully  given  in  the  official  letter  addressed  to  the 
applicant  under  date  of  October  2d,  1852.  It  is  from  this  decision 
that  the  applicant  now  appeals. 

The  doctrine  of  the  decision  is  that  the  patented  machine  is 
not  confined  in  its  application  to  the  production  of  bricks  of  the 
one  form  shown  in  the  patent,  but  that  it  may,  without  the  exer- 
cise of  invention,  be  adapted  to  the  production  of  other  forms  by 
simply  changing  the  shape  of  the  molds  and  expelling  pistons. 
The  only  limitation  of  its  application  is  to  the  production  of  forms 
that  are  prismatic  or  nearly  so.  If  one  desired  to  use  it  for  the 
production  of  bricks  of  a  hexagonal  shape,  he  would  only  have 
to  make  the  molds  in  the  machine  of  that  shape,  and  of  course 
the  pistons  of  the  same  shape  as  the  molds,  and  there  would  be 
no  more  invention  in  this  than  for  a  founder  to  make  a  mold  of 
the  same  shape  as  the  desired  casting.  So,  also,  if  one  desired  to 
produce  a  brick  of  the  form  of  a  cross,  he  would  of  course  make 
the  molds  and  pistons  of  that  shape.  And  the  perforated  or 
tubular  brick  is  only  another  of  the  different  prismatic  forms  to 
which  the  patented  machine  may  be  adapted  by  making  its  molds 
and  pistons  of  that  shape.     But  if  it  should  be  objected  that  this 
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requires  invention,  because  all  perforated  or  tubular  forms  have 
a  character  that  distinguishes  them  from  all  non-perforated  forms, 
and  that  it  would  not  occur  to  one  without  invention  that  a  mold 
could  be  adapted  to  such  perforated  form,  because  it  involves  a 
core,  nor  that  a  piston  could  be  adapted  to  a  mold  of  that  shape, — 
this  objection,  if  any  weight,  is  neutralized  by  the  fact  that  nothing 
is  more  common  than  molds  with  a  core  for  perforated  prismatic 
forms,  and  that,  besides  this,  pistons  have  been  adapted  to  such 
forms.  Molds  with  cores  have  been  used  in  forming  perforated 
bricks.  This  is  not  called  in  question,  and  a  reference  would  be 
unnecessary.  One  may  be  found,  however,  in  the  brick  press  of 
Mercy  Wright,  patented  May  15th,  1841,  No.  2093. 

Some  of  the  reasons  of  appeal  are  not  specific,  only  amounting 
to  an  assertion  that  the  decision  of  the  Commissioner  is  erroneous. 
They  do  not  call,  therefore,  for  any  special  notice.  The  fourth 
reason  of  appeal  takes  the  same  view  of  the  main  point  on  which 
the  claim  of  the  applicant  is  based  as  the  Office  has  done.  In 
reference  to  the  sixth  reason  of  appeal,  it  is  true  that  in  cracker 
machines  there  b  a  difference  in  the  manner  of  operating  upon  the 
material,  because  the  material  is  of  a  different  nature;  but  the  case 
referred  to  is  in  point  to  show  that  it  is  not  a  new  thing  to  adapt 
a  piston  to  that  shape  of  mold ;  for,  notwithstanding  the  different 
manner  of  operating  upon  the  material,  it  may  be  properly  termed 
a  mold  in  which  a  core  is  used.  And  here  the  Office  will  make  a 
remark  which  has  an  important  bearing  upon  the  whole  case ;  that 
is,  that  the  question  is  not  only  whether  the  machine  in  question 
differs  from  every  other  one  machine,  but  whether  what  difference 
or  differences  there  are  are  the  product  of  invention.  No  doctrine 
is  better  settied  by  the  courts  than  that  it  is  not  all  differences 
that  are  patentable.  The  difference  must  be  one  that  is  produced 
by  invention  ;  and  whether  it  be  such,  is  to  be  determined  by  an 
examination  of  the  nature  of  its  relation  to  things  that  have  pre- 
ceded it. 

The  points  made  by  the  Office  are  intended  to  show  that  while 
there  is  in  this  case,  in  some  sense,  a  difference  from  any  one 
prior  machine,  there  is  no  difference  that  has  been  produced  by 
invention. 

Due  notice  having  been  given  of  the  time  and  place  for  hearing, 
the  Commissioner  laid  before  me  all  the  original  papers  in  the 
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case,  together  with  his  decision,  the  reasons  of  appeal,  and  his 
report  in  reply  to  said  reasons.  An  examiner  appeared  on  the 
part  of  the  Office,  and  the  appellant  by  his  attorney ;  and  the  said 
agent  on  the  part  of  the  Office  being  examined  as  to  the  nature 
of  the  said  invention,  the  first  interrogatory  put  to  him  by 
appellant's  counsel  was:  Question :  '*  Does  any  brick  machine  to 
which  you  made  reference  in  the  examination  of  Wagner's  appli- 
cation contain  the  entire  combination  which  he  claims  ?  "  Answer: 
*'No;  of  course  it  does  not.**  Question:  **Do  you  know  of 
any  machine  whatever  capable  of  producing  a  brick  like  the  one 
now  before  you  by  the  mode  of  operation  by  which  Wagner's 
machine  produces  such  a  brick?  If -so,  please  to  state  where  the 
machine  is  to  be  found."  Answer:  *'I  do  not  know  of  any 
machine  that  would  produce  a  perforated  brick  automatically  by 
the  same  mode  of  operation." 

I  have  deemed  it  proper  thus  to  make  a  full  statement,  that  all 
the  points  of  objection,  with  the  manner  in  which  they  are  met, 
might  appear.  Summarily,  then,  it  will  be  observed  that  the 
Commissioner  concedes  that  the  machine  with  its  improved  com- 
bined invention,  for  which  a  patent  is  asked  is  different  from  any 
other  machine  which  he  knows  of  in  respect  to  its  contrivance 
for  the  production  of  a  perforated  brick  automatically  by  the 
same  mode  of  operation,  and  that  the  brick  machine  to  which  he 
made  a  reference  in  the  examination  of  Wagner's  application 
does  not  contain  the  entire  combination  which  Wagner  now 
claims ;  and  that  no  other  known  machine  contains  the  said  com- 
bination specified  in  the  appellant's  claim  for  molding  tubular 
bricks  mechanically  of  a  fixed  core  in  the  molds,  and  the  annular 
bottom  or  plunger  for  expelling  the  tubular  brick.  This,  then, 
is  a  conceded  difference,  and  there  has  been  no  denial  that  the 
so  improved  machine  is  capable  of  producing  a  successful,  new, 
and  useful  result.  But  the  Honorable  Commissioner  supposes 
that  the  difference  is  merely  in  form,  and  without  amounting  to 
invention ;  and  his  reasons,  as  understood,  are  :  First  Because 
the  same  is  substantially  covered  by  the  appellant's  patent  dated 
the  8th  of  April,  1851.  But  as  no  more  can  be  supposed  covered 
by  the  patent  than  is  embraced  by  the  specification,  and  such 
upon  examination  appearing  not  to  be  the  case,  as  so  stated  by 
the  patentee  himself,  together  with  his  declaration  that  he  made 
no  such  claim  under  said  patent,  the  objection,  therefore,  as  to 
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this  reference  cannot  be  considered  as  sustained  in  point  of  fact. 
Second.  For  the  like  purpose  of  proving  an  analogous  use,  vari- 
ous cases  or  instances  are  referred  to  to  show  that  molds  with  a 
core  for  perforated  prismatic  forms  were  in  common  use,  and  that 
pistons  have  been  adapted  to  such  forms ;  also  that  molds  with 
cores  have  been  used  in  forming  perforated  bricks.  The  cracker 
machine  was  also  referred  to.  As  to  this,  I  cannot  discover  much, 
if  any,  analogy  ;  and  the  Commissioner  himself  admits  that  there 
is  a  difference  in  the  manner  of  operating  upon  the  material, 
because  it  is  of  a  different  nature ;  from  all  which  the  Commis- 
sioner concludes  the  improvement  to  be  a  difference  without  inven- 
tion. Without  being  more  particular  as  to  the  application  of 
those  instances  in  point  of  fact  to  the  present  case,  I  shall  proceed 
to  consider  the  case  with  respect  to  the  rules  of  law  applicable  to 
the  objections  so  raised  by  the  Commissioner.  And  the  first  in 
order  is  that  which  is  involved  in  the  first  reason  of  appeal,  which 
is  the  limit  of  the  power  and  the  duty  of  the  Commissioner  under  the 
seventh  section  of  the  act  of  1836.  The  words  of  the  law  are  very 
plain  and  clear,  and  would  seem  not  to  require  a  reference  to  any 
authority ;  but  I  prefer  referring  to  the  opinion  of  Judge  Cranch 
in  the  case  of  Heath  v,  Hildreth  {ante,  p.  12),  in  the  year  1841, 
and  ever  since  acquiesced  in  by  the  Office.  He  says :  '  *  It  appears 
by  the  proceedings  before  the  Commissioner  that  Mr.  Heath  reg- 
ularly filed  his  application,  description,  and  specification,  and  paid 
the  duty ;  that  the  Commissioner  made  the  examination,  and  that 
upon  such  examination  it  did  not  appear  to  him  that  the  same 
had  been  invented  or  discovered  by  any  other  person,  or  had 
been  patented  or  described  in  any  printed  publication  in  this  or 
any  foreign  country  prior  to  the  alleged  invention  or  discovery 
thereof  by  the  applicant,  or  that  it  had  been  in  public  use  or  on 
sale  with  the  applicant's  consent  or  allowance  prior  to  his  appli- 
cation. The  Commissioner  was  therefore  prima  facie  bound  to 
issue  the  patent  to  Mr.  Heath.*' 

It  is,  however,  I  think,  the  duty  of  the  Commissioner  to  decide 
whether  the  invention  is  new  and  whether  it  is  the  proper  subject 
of  a  patent.  In  connection  herewith,  I  will  also  state  that  the 
oath  of  the  party  is  to  be  considered  in  the  character  of  prima- 
facie  evidence  of  the  novelty  of  the  invention.  ( Alden  et  aL  v, 
Dewey  ^/ a/.,  i  Story,  336.)  According  to  this  admitted  con- 
struction, it  may  be  properly  insisted  that  it  is  the  Commissioner's 
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duty  and  power  to  resort  to  any  circumstances  legitimately  in 
his  possession  for  the  purpose  of  repelling  the  presumption ;  and 
that  brings  me  to  the  consideration  of  the  next  point  in  the  case, 
and  that  is  as  to  the  various  instances  of  supposed  analogous  use 
referred  to  to  show  want  of  invention. 

It  will  be  remembered  that  the  claim  in  this  cas6  is  rested  upon 
the  ground  of  the  combination  of  the  three  elements — the  mold  box 
with  a  core,  and  an  annular  bottom  or  piston  in  the  construction  of 
the  machine,  as  particularly  described  in  the  specification.  The 
Commissioner  appears  to  be  in  error  in  supposing  that  if  any  of 
the  elements  forming  the  claimed  invention  had  been  used  before 
for  other  purposes,  that  this  was  sufficient  proof  of  the  want  of  nov- 
elty. The  books  abound  with  cases  to  show  that  such  is  not  the 
rule.  Let  a  reference  to  one  suffice.  Mr.  Justice  Story,  in  Byam 
V,  Goodwin,  3  Sum.,  514,  says :  "  It  is  certainly  not  necessary  that 
every  ingredient,  or  indeed  that  any  one  ingredient,  used  by  the 
patentee  in  his  invention  should  be  new  or  unused  before  for  the 
purpose  of  making  matches.  The  true  question  is  whether  the 
combination  of  materials  by  the  patentee  is  substantially  new. 
Each  of  these  ingredients  may  have  been  in  the  most  extensive 
and  common  use,  and  some  of  them  may  have  been  used  for 
matches  or  combined  with  other  materials  for  other  purposes. 
But  if  they  have  never  been  combined  together  in  the  manner 
stated  in  the  patent,  but  the  combination  is  new,  then,  I  take  it, 
the  invention  of  the  combination  is  patentable.*' 

Again,  the  result  was  successful  in  being  capable  of  producing 
a  brick  of  a  new  and  useful  character.  In  Curtis,  sec.  15,  the 
rule  as  a  test  is  stated  thus :  **The  utility  of  the  change  is  the 
test  to  be  applied  for  this  purpose.  As  there  cannot  be  a  decidedly 
useful  new  result  without  some  degree  of  invention  in  producing 
the  change  which  effects  that  result,  when  a  real  utility  is  seen  to 
exist,  a  sufficiency  of  invention  may  be  presumed.*' 

I  have  thus  endeavored  to  apply  the  principles  applicable  to 
this  case,  and  I  am  brought  to  the  conclusion  to  think  that  the 
decision  of  the  Commissioner  is  erroneous  in  not  having  duly 
adverted  to  them,  and  that  said  decision  ought  to  be  reversed 
and  a  patent  granted  to  the  appellant  as  prayed. 

P,  H,  Watson^  for  the  appellant. 
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In  Re  George  S.  Bishop.    Appeal  from  refusal  to  grant 

Patent. 

Question  on  appeal. — Features  of  noreltj  and  utilitj  not  embraced  in  the 
claims,  and  brought  out  for  the  first  time  upon  the  argument  before  the 
judge,  can  hare  little  influence  in  the  determination  of  the  questions  before 
him. 

Intention — ^identity — immaterial  changes. — ^When  two  devices  perform  the 
same  function  in  substantially  the  same  waj,  mere  details  of  mechanical 
construction — as  size,  position,  and  mode  of  attachment — regarded  as  imma- 
terial to  the  question  of  identity. 

(Before  Merrick,  J.,  District  of  Columbia,  March,  1857.) 

Merrick,  J. 

This  case  having  been  appealed  to  me,  one  of  the  assistant 
judges  of  the  United  States  Circuit  Court  for  the  District  of 
Columbia,  the  2.0th  day  of  March,  at  10  o'clock  a.  M.,was  fixed 
as  the  time,  and  the  chancery  room  at  the  City  Hall  as  the 
place,  of  hearing  said  appeal ;  at  which  time  and  place  the  appli- 
cant, by  his  attorney  in  fact,  J.  H.  Merrill,  appeared,  and  further 
time  was  given  him — until  Tuesday,  24th  of  March — when  the 
applicant  and  his  said  counsel  appeared  at  my  chambers,  and 
were  heard  upon  their  whole  case,  and  in  explanation  of  the 
models  and  drawings  by  them  presented,  as  well  as  upon  those 
relied  upon  and  exhibited  by  the  Office.  The  whole  case  has 
been  duly  considered,  and  every  paper  filed  in  it  has  been  care- 
fully read  by  me  and  the  models  and  drawings  examined. 

The  specification  claims  as  the  special  point  of  novelty  in  the 
proposed  arrangement  of  machinery  **the  placing  within  the 
bumper,  or  securing  thereto,  a  sliding  block,  the  same  having 
formed  in  its  end  a  V-shaped  chamber  for  the  purpose  of  guiding, 
centering,  and  holding  the  links  in  a  horizontal  position." 

Upon  comparing  the  claim  with  that  embraced  by  the  patent 
of  Warren  D.  Hatch,  of  October  2d,  1849,  and  the  rejected  appli- 
cation of  James  McCulIum,  filed  January  23d,  1854,  i^  is  apparent 
that  all  the  forms  of  machines  are  substantially  present  in  their 
machines,  which  are  exhibited  by  the  applicant;  nor  is  there  any 
new  effect  produced  by  his  invention.  The  sliding  block  is  com- 
mon to  all  the  machines.     In  the  two  cases  of  Hatch  and  McCul- 
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lum  it  has  superadded  a  combination  of  spiral  spring  to  operate 
its  automatic  movement.  The  party  does  not  claim  that  dispen- 
sation with  automatic  movement  is  any  part  of  his  improvement 
It  would  certainly  not  in  a  case  like  this  be  a  novelty  or  an  inven- 
tion. The  novelty  is  in  the  production,  not  the  absence  of  auto- 
matic force.  Now,  the  automatic  principle  being  out  of  view,  we 
find  the  sliding  block  common  to  all  the  cases,  and  operating 
simply  to  hold  up  the  coupling-pin  when  adjusted,  and  tolet it 
drop  into  the  link  when  removed  by  propulsion  from  the  end  of 
the  link  already  attached  to  another  car,  which  is  to  be  coupled 
to  the  one  having  either  of  the  machines  in  question  attached  to 
it.  The  claimant  has  urged  in  his  arguments  that  a  certain  verti- 
cal motion  which  his  block  is  capable  of  (being  much  smaller  in 
its  vertical  dimension  than  the  space  inclosing  it)  is  an  element 
of  patentable  novelty  and  utility ;  but  whatever  his  argument,  no 
such  claim  was  made  before  the  Commissioner  by  his  specification, 
and  its  utility  can  have  little  influence  in  determining  the  question 
of  novelty  of  those  forms  and  efTects  on  which  he  relies.  The 
claimant  further  relies  upon  the  V-shaped  chamber  of  the  block 
as  novel.  Its  whole  novelty,  of  course,  consists  in  its  adaptation 
as  a  guide  of  the  link  to  its  place  where  it  must  receive  the  Ming 
coupling-pin.  The  wedge-like  flaring  or  V-  shape  of  the  sliding 
block  is  present  in  Hatch's  machine,  differing  from  the  present  in 
being  applied  vertically  instead  of  horizontally  ;  but  the  principle 
of  applying  the  sloping  surface  to  guide  the  impinging  body  to 
its  proper  place  is  manifest ;  and  if  there  were  any  special  novelty 
in  applying  such  a  guiding  surface  laterally  instead  of  vertically, 
that  also  is  anticipated  by  the  machine  of  McCullum,  not,  indeed, 
upon  the  block  itself,  but  to  the  outer  adit — ^the  sides  of  the  open- 
ing in  the  bumper  head.  McCullum,  in  his  specification,  calls  for 
the  adit  opening  to  be  **  flared,*'  as  he  terms  it,  both  Vertically 
and  horizontally,  for  the  purpose  of  guiding  the  link.  Now,  the 
V-  shape  in  the  block  is  the  same  shape  as  the  flared  or  wedge 
shape  on  the  bumper  of  McCullum,  and  its  transfer  or  prolonga- 
tion into  the  block  produces  no  new  effect,  nor  calls  for  the  exer- 
cise of  any  inventive  faculty ;  it  is  a  familiar  device  used  to  pro- 
duce an  obviously  familiar  result. 

Finding  in  the  case  and  the  reasons  of  appeal  no  ground  to 
impeach  the  correctness  of  the  conclusions  which  have  been 
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reached  by  the  Acting  Commissioner,  his  decision  rejecting  the 
application  for  a  patent,  as  set  forth  in  the  specification,  is  affirmed; 
and  this,  my  opinion,  is  accordingly  hereby  certified  to  the  Com- 
missioner of  Patents  this  31st  day  of  March,  A.  D.  1857. 


/.  H,  Merrill ^  for  the  appellant. 


In  Re   Zenus  Corbin  and  Gedison   Martlett.    Appeal 

from  refusal  to  grant  patent. 

Composition  of  mattir — imyention — artificial  honbt. — An  artificial  honej,. 
consisting  of  sugar,  water,  rosin,  batter,  cream  of  tarter,  gum  arabic, 
honej,  essence  of  peppermint,  and  isinglass,  compounded  in  a  described 
manner  and  in  definite  proportions,  and  forming  a  substance  which  closelj 
resembles  the  genuine  article  in  appearance,  taste,  and  flavor,  and  which 
would  seem  to  be  a  wholesome  article  of  consumption,  is  a  new  and 
useful  composition  of  matter,  and  forms  the  proper  subject-matter  of  a 
patent. 

Sm — Sm — NOYiLTT — UTILITY. — It  is  uot  an  objection  to  such  an  imitation,  on 
the  ground  of  noveltj,  that  it  closely  resembles  the  natural  product,  since 
that  varies  in  composition  from  natural  causes,  and  is  made  in  an  entirely 
different  manner,  nor,  on  the  ground  of  utility,  that  it  is  a  deception,  and 
calculated  to  impose  an  inferior  article  upon  the  public,  since  the  specifi- 
cation expressly  declares  its  factitious  character,  and  furnishes  the  formula 
by  which  it  is  made. 

Natural  principlbs — practical  applications. — Natural  principles  and  opera- 
tions cannot  be  appropriated ;  but  when  they  hare  been  practically  applied, 
as  in  this  case,  to  produce  a  cheap  and  healthy  substitute  for  a  useful 
article  of  diet,  there  is  sufficient  utility  to  support  a  patent. 

Composition — inorbdibnts — new  combination. — It  is  not  necessary  that  the 
ingredients  of  a  composition  of  matter  should  be  new,  or  that  they  have 
not  been  before  used  for  similar  purposes,  if  the  combination  is  new ;  that 
is,  if  they  have  not  been  before  compounded  in  the  same  proportions. 

(Before  Morsbll,  J.,  District  of  Columbia,  April,  1857.) 

Statement  of  the  Case. 

At  the  hearing  before  the  judge,  Examiner  Gate  was  sworn 
and  was  asked  a  single  question,  as  follows  : 

Question.   *  *  Please  examine  the  proportions  of  the  ingredients 
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as  set  forth  in  the  specifications,  and  state  whether  or  not  the 
product  thereof  is  cheaper  than  honey. 

Answer.  '*I  have  so  examined,  and  the  product  would  be 
cheaper,  inasmuch  as  it  is  made  up  substantially  of  sugar,  water, 
and  honey  ;  it  would  be  cheaper  in  proportion  as  water  and  sugar 
are  cheaper  than  honey.'* 

The  patent  issued  to  Corbin  and  Martlett  May  12th,  1857, 
No.  17,264. 

MORSELL,  J. 

In  their  amended  specification,  the  applicants  say :  ''What we 
claim  as  our  invention,  and  desire  to  secure  by  letters-patent  as 
a  new  product  or  composition  of  matter,  is  our  artificial  honey, 
composed  of  the  within-enumerated  ingredients  or  their  equiva- 
lents, combined  with  each  other,  substantially  in  the  manner 
herein  set  forth.*'  In  the  description  of  the  ingredients  they  say: 
**  Our  artificial  honey  is  composed  of  four  pounds  of  sugar,  one 
pint  and  a  half  of  water,  five  grains  of  rosin  or  its  equivalent  anti- 
septic, two  drams  of  butter  (or  other  pure  eatable  oil),  one  and 
a  half  drams  of  cream  of  tartar,  two  drams  gum  arabic  or 
gum  Senegal,  one  and  a  quarter  pounds  of  honey,  eight  drops  of 
essence  of  peppermint,  and  one  dram  isinglass.  These  ingre- 
dients are  combined  with  each  other  in  the  following  manner, 
viz. :  The  sugar  and  water  are  incorporated  with  each  other  and 
raised  to  a  boiling  temperature;  then  the  butter  and  rosin  are 
melted  together  and  thoroughly  incorporated  with  the  syrup 
formed  by  the  union  of  the  sugar  and  water ;  then  boil  the  afore- 
said mixture  for  the  space  of  ten  minutes  or  thereabouts ;  then 
add  thereto  the  gum  arabic  and  the  isinglass  in  a  mucilaginous 
state,  and  the  cream  of  tartar,  and  boil  the  said  increased  mixture 
for  the  space  of  ten  minutes  or  thereabouts ;  then  add  the  honey 
to  the  mixture,  and  after  boiling  the  same  for  the  space  of  five 
minutes  or  thereabouts,  remove  from  the  fire,  and  when  nearly 
cold,  add  the  essence  of  peppermint  and  thoroughly  incorporate 
it  with  the  entire  mass ; — ^when  the  mixture  will  present  the  appear- 
ance of  pure  honey,  and  will  have  nearly  the  same  flavor." 

There  appears  to  have  been  several  actions  by  the  Office  in 
relation  to  a  decision  upon  the  subject  of  this  claim  previous  to 
the  last  and  final  decision  of  the  Commissioner.    The  first  ^pear^ 
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to  have  taken  place  on  the  30th  of  April,  1855,  in  the  form  of  a 
letter  addressed  to  the  said  Corbin  and  Martlett,  which  begins  by 
saying, '  *  your  claim  for  a  factitious  honey,  made  of  honey,  sugar, 
water,  rosin,  cream  of  tartar,  peppermint  essence,  and  gum  has 
.been  duly  examined  and  refused,  i.  The  compound,  as  a  com- 
position of  matter,  is  admitted  to  be  new.  Is  it,  therefore,  to  be 
admitted  as  a  principle  that  everything  which  is  new  is  patent- 
able ?  By  no  means.  It  must  be  useful  as  well  as  new.  2.  What 
is  the  gist  of  the  invention  ?  It  is  the  manufacture  of  an  imi- 
tation honey — a  composition  which  closely  resembles  the  real 
article  in  thickness  or  consistency,  in  color,  in  taste,  and  in  flavor, 
so  that  persons  may  not  be  able  to  distinguish  the  spurious  from 
the  genuine  article.  The  resemblance  is  in  fact  so  perfect  that, 
judging  from  the  appearance  alone,  it  would  be  difficult  to  say 
which  is  genuine.  It  is  argued,  by  way  of  objection,  under  such 
circumstances,  that  to  grant  a  patent  would  be  to  make  the  patent 
law  at  once  the  source  and  protector  of  a  system  of  deception 
that,  carried  out  in  all  its  bearings,  would  be  productive  of  much 
evil,  and  do  great  injury  to  the  commerce  of  the  chemical  dietet- 
ical  arts,  and  destroy  confidence  in  the  various  articles  offered 
for  public  and  private  use." 

The  Commissioner  proceeds,  and  says:  "The  ground  which 
the  Office  feels  obliged  to  take  is,  that  the  factitious  honey,  although 
admitted  to  be  a  new  composition  of  matter,  so  far  as  known  to 
this  Office,  is  not  useful  in  the  patentable  sense  of  the  term,  but 
absolutely  hurtful  to  the  progress  of  the  useful  arts  and  to  the 
community,  and  cannot  be  serviceable  to  any  but  the  patentee  in 
case  he  should  obtain  a  patent ;  for  even  when  the  patent  should 
expire,  nobody  would  think  of  using,  as  a  diet,  the  mixture  of  the 
drugs,  &c.,  instead  of  pure  honey,*'  &c.  How,  then,  could  there 
be  any  danger  of  deception,  even  if  it  could  be  supposed  to  be  a 
deception,  and  not  a  useful  article.  The  second  is  also  in  the 
form  of  a  letter  addressed  to  the  same  persons,  dated  the  13th  June, 
1855.  And  after  referring  them  to  a  number  of  authorities  on 
the  subject  of  manufacturing  syrups  of  various  kinds,  the  Com- 
missioner says :  *'  So  long  as  these  facts  exist,  and  are  recorded 
in  books,  there  is  no  patentable  novelty  involved  in  merely  select- 
ing materials  that  have  not  been  before  mingled  with  sugar  or 
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honey  in  syrups.  The  Office,  therefore,  arrives  at  the  same  con- 
clusion as  it  did  in  the  first  examination,  although  by  a  different 
route,  viz.,  that  your  syrup  of  honey  presents  nothing  patentable; 
that  while  the  first  letter  of  rejection  based  its  action  mainly  on 
the  want  of  a  proper  consideration  for  the  grant  of  letters-patent, 
from  the  fact  that  your  invention,  when  thrown  open  to  the  public 
would  be  of  no  value,  so  now  it  shows,  by  reference  to  the 
various  directions  given  herein  for  preparing  all  sorts  of  honeys 
and  syrups — ^flavored,  acidified,  and  essenced — ^that  the  mere 
adding  of  a  new  flavor,  new  essence,  or  new  salt  should  not  dig^- 
nify  such  syrup  by  the  grant  of  letters-patent.  The  claim  is  hence 
refused,  as  before.*' 

For  the  purpose  of  a  final  action  or  decision,  the  subject  was 
referred  to  two  examiners — Mr.  Foreman  and  Mr.  Langdon — ^and 
they  have  made  separate  reports  differing  very  essentially  on  the 
subject — the  former  sustaining  the  views  of  Doctor  Gales,  and 
which  was  accepted  and  affirmed  by  the  Commissioner  in  rejecting 
the  application  of  the  appellant.  This  decision  is  dated  the  6di 
of  August,  1855.  In  his  report  he  says  that  **the  decision  of 
the  chief  examiner,  as  contained  in  the  Office  letter  of  13th  of 
June,  should  be  sustained,  in  which  the  composition  is  regarded 
as  a  syrupy  mixture  or  an  adulteration  of  honey.  The  composi- 
tion of  honey  is  well  known,  the  elements  having  been  separated 
by  analysis,  a  knowledge  of  which  is  open  to  all.  In  reproducing 
the  imitated  article,  the  applicant  uses,  together  with  some  real 
honey,  various  substances,  which  must  be  regarded  as  fiilly  the 
equivalents  of  those  composing  the  product  of  the  bee.  It  is  not 
claimed  that  any  invention  is  used  in  determining  or  selecting  his 
ingredients,  nor  any  difficulty  overcome  in  causing  them  to  unite. 
If  the  applicant  had  used  any  substance  in  this  composition  hav- 
ing some  property  peculiarly  fitted  for  it,  and  which  he  had  been 
the  first  to  discover,  some  merit  might  be  recognized  in  the  appli- 
cation ;  but  all  the  articles  employed  are  really  or  substantially 
found  in  honey." 

At  the  foot  of  this  report  the  Acting  Commissioner  says :  "  The 
undersigned  concurs  in  the  above  views,  and  affirms  the  action 
of  the  examiner  rejecting  the  application. " 

Mr.  Langdon  in  his  report  says  :  *  *  The  directions  of  the  Acting 
Commissioner  are  that  the  revision  of  the  examiner's  action  shall 


i857«]  In  Re  Corbin  and  Martlett.  525 

Opinion  of  the  court. 

be  based  entirely  upon  the  record  of  the  case.  Looking  at  it, 
therefore,  solely  in  this  light,  it  seems  that  the  main,  and  perhaps 
only,  objections  upon  which  the  Office  now  stands  are  two :  First. 
That  syrups  have  been  made  of  various  flavors  and  from  various 
ingredients,  and  that  a  mere  novelty  in  either  of  these  respects, 
or,  in  other  words,  the  making  a  new  syrup,  is  not  patentable. 
Second.  That  the  ingredients  described  are,  after  all,  the  same  or 
substantially  the  equivalents  of  those  given  by  analysis  of  honey 
itself.  To  these  it  is  replied :  First.  That  honey  itself  is  not  a 
syrup,  nor  used  for  the  general  purposes  of  syrups;  and  it  is  ad- 
mitted that  the  imitation  is  so  excellent  that  few  would  detect  it. 
Moreover,  it  does  not  appear  that  the  compound  of  the  applicant 
is  intended  or  for  use  as  a  syrup,  but,  on  the  contrary,  as  a  sub- 
stitute for  honey  itself  It  is  believed  that  syrups,  as  a  general 
thing,  are  one  and  the  same  compound,  differing  chiefly,  if  not 
entirely,  in  the  flavoring  added.  But  in  this  case  the  essence  of 
peppermint,  and  not  the  honey,  is  the  flavoring;  and  without  the 
former  the  substantial  character  of  the  article  would  be  in  no 
respect  changed.  If  the  ingredients  be  changed  beyond  the  mere 
substitution  of  equivalents,  the  article  itself  is  a  new  compound. 
It  does  not,  therefore,  appear  to  me  that  the  compound  in  ques- 
tion can  be  regarded  as  a  syrup  of  a  new  flavor,  but  rather  as  an 
alleged  improvement  in  another  direction — an  imitation  of  honey 
or  a  substitute  for  honey.  And  secondly.  That  if  it  were  the 
exact  ingredients  of  the  genuine  honey  which  are  used  in  the  sub- 
stitute, and  united  in  the  same  manner,  or  if  they  were  equivalent 
ingredients,  in  the  sense  in  which  the  word  is  employed  in  patent 
law,  the  resultant  would  not  differ  in  any  important  respect  from 
the  real  honey.  If,  on  the  other  hand,  while  the  appearance  and 
palatable  flavor  of  the  honey  is  preserved,  either  the  substitution 
of  ingredients  or  a  change  in  the  process  of  compounding  pro- 
duces a  cheaper  or  more  healthy  article  of  food,  this  article,  or 
the  composition  of  the  article,  would  appear  to  me  to  be  thie  legit- 
imate subject  of  a  patent.  That  it  is  cheaper;  is  manifest.  Of  its 
effect  upon  the  stomach,  I  do  not  pretend  to  be  able  to  judge ; 
but  it  is  believed  that  the  assertions  of  the  applicant  upon  this 
point  are  not  denied,  and  from  some  months'  use  of  such  an  article 
myself  I  am  inclined  to  credit  the  position.  If,  therefore,  the 
present  action  is  to  be  based  exclusively  on  the  record  of  the  case, 
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it  appears  to  me  that  liberal  construction  of  the  law  would  not 
only  authorize,  but  constrain,  the  issue  of  a  patent.*' 

From  the  decision  of  the  Commissioner,  as  before  said,  the 
appeal  has  been  taken ;  and  the  said  Corbin  and  Martlett  have 
filed  five  reasons  of  appeal.  The  first  is  founded  on  and  in  the 
words  of  the  seventh  section  of  the  act  of  Congress  of  1836, 
chapter  357.  The  second  is  because  satisfactory  references  were 
not  given,  and  arguments  and  assertions  were  used  void  of  foun- 
dation and  not  justified  by  the  science  of  chemistry  nor  by  the 
practical  knowledge  of  men  acquainted  with  the  peculiar  art. 
Third.  Because  of  inconsistencies  in  the  three  actions  of  the 
Office.  Fourth.  For  error  as  to  the  utility  of  the  invention  and 
its  liability  to  injure  the  health  and  well-being  of  society.  Fifth 
is  general,  for  error  in  concurring  in  the  report  of  one  of  the 
examiners  and  not  noticing  the  report  of  the  one  who  was  favor- 
able to  them. 

This  appears  to  be  the  state  of  the  case  from  the  original 
papers  and  decision  of  the  Commissioner  laid  before  me  with  the 
reasons  of  appeal.  On  the  day  and  place  appointed  for  the 
hearing  of  said  appeal,  the  appellants  appeared  by  their  attorneys, 
and  filed  their  argument  in  writing,  and  submitted  said  case. 

The  first  reason  substantially  involves  the  consideration  of  all 
the  material  points  in  the  case ;  that  is,  that  part  of  the  seventh 
section  of  the  act  of  1836  which  points  out  and  limits  the  power 
and  duty  of  the  Commissioner  and  defines  the  rights  of  the 
applicants  to  which  I  refer. 

In  the  discussion  of  the  objections,  in  order  that  they  may  be 
more  clearly  seen  and  distinctly  understood,  I  shall  separate  what 
seems  to  be  conceded  from  that  which  is  contested. 

The  prerequisites  of  the  statute,  such  as  petition,  specification, 
oath  of  the  party,  specimen,  &c.,  may  be  considered  as  all  regularly 
complied  with.  So,  as  a  whole,  the  composition  is  admitted  to  be 
new,  and  that  nothing  known  to  the  Ofiice  is  analogous  to  or  iden- 
tical therewith.  So,  as  to  the  proposed  object  of  the  invention,  that 
it  should  be  a  substitute  for  the  real  honey.  It  is  admitted  that  in 
thickness  or  consistency,  in  color,  in  taste,  and  in  flavor  it  closely 
resembles  the  real  article,  so  that  persons  may  not  be  able  to 
distinguish  the  spurious  from  the  genuine  article;  that  **the  re- 
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semblance  is  in  fact  so  perfect  that,  judging  from  the  appearance 
alone,  it  would  be  difficult  to  say  which  is  genuine.' ' 

Now,  as  the  real,  genuine  honey  is  unquestionably  esteemed  a 
very  useful  article  of  diet  and  trade,  and  there  is  such  a  perfect 
resemblance  between  the  factitious  and  the  real,  and  also  as  the 
artificial  can  be  made  and  supplied  at  all  times  for  one- half  the 
price  less  than  the  real,  it  is  not  easily  to  be  conceived  why  it 
should  not  be  deemed  a  new  and  useful  manufacture  of  trade,  and 
for  that  reason  a  patentable  article ;  but,  so  far  from  that,  the 
Commissioner  makes  it  a  ground  of  objection ;  and  the  reason 
assigned  is  that  granting  a  patent  for  it  might  give  it  a  sanction 
and  facility  in  imposing  upon  and  deceiving  the  public  by  a  facti- 
tious honey  instead  of  the  genuine  article.  This  would  seem  to 
be  a  strange,  unfounded  fear,  for  in  the  specification,  which  would 
form  a  part  of  the  description  in  the  patent,  the  applicant  has  in 
the  most  solemn  manner  announced  that  their  claim  is  for  an 
invention  of  a  factitious,  not  a  real,  honey,  all  the  ingredients  of 
which  they  have  also  set  forth.  In  the  latter  part  of  the  same 
report,  want  of  consideration  is  stated  as  a  further  ground  or 
reason,  because  it  is  alleged  that  after  the  expiration  of  the  time 
for  which  the  patent  was  granted  nobody  would  think  of  using 
a  diet  or  purchasing  a  drugged  article  of  food — a  mixture  of 
the  drugs,  cream  of  tartar,  rosin,  &c.  This  seems  to  me  to  be  at 
least  a  slight  inconsistency ;  but  I  shall  not  rely  on  anything  of 
that  kind.  The  reply  may  be  made  as  above  stated,  and  also 
that  the  drugs  used  in  the  composition  are  of  the  most  simple 
kind,  and  in  very  small  proportions,  without  the  least  danger  of  a 
deleterious  effect  in  the  use  of  them  in  the  combination.  It  is, 
therefore,  improbable  that  there  would  be  any  such  failure  of  con- 
sideration. It  is  further  objected  that  it  is  a  syrupy  composition  ; 
and  I  have  been  referred  to  a  number  of  authorities  to  show  the 
great  variety  of  syrups  as  common,  well-known  things  in  con- 
stant use,  and  as  being  the  same  in  principle  with  the  invention 
of  these  applicants.  It  may  be  admitted  that  the  simple  syrup  of 
sugar  and  water  forms  a  part  of  the  ingredients  of  this  composition, 
but  it  by  no  means  constitutes  the  principal  part  of  the  essential 
elements  thereof  The  invention  claimed  by  the  appellants  as 
new  and  useful  is  their  arranged,  ascertained  proportions  of  the 
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ingredients  with  the  product  of  the  composition,  and  not  any 
separate,  particular  parts. 

In  this  connection  may  also  be  considered  the  additional  ob- 
jections raised  in  the  last  report,  which  purports  to  sustain  the 
report  of  the  chief  examiner,  and  the  one  which  the  Commissioner 
adopts  as  his  final  decision.  The  objection  is  because  "  the  com- 
position of  honey  is  well  known,  the  elements  having  been  sepa- 
rated by  analysis,  a  knowledge  of  which  is  open  to  all ;  \hat  the 
substances  used  by  the  applicant,  together  with  some  real  honey, 
must  be  regarded  as  fully  the  equivalents  of  those  composing  the 
product  of  the  bee,  and  therefore  no  invention."  I  do  not  under- 
stand the  Commissioner  as  stating  that  in  the  analysis  of  honey 
alluded  to  any  fixed  proportions  have  been  discovered  as  in  this 
invention ;  nor  have  I  been  able  to  discover  from  the  authorities 
furnished  to  me  in  this  cause  any  one  that  has  afforded  me  that 
information ;  and  it  must  be  admitted,  I  think,  that,  as  the  nature 
of  honey  depends  upon  the  different  kinds  of  flowers  from  which 
the  bee  extracts  its  substance,  none  such  can  be  shown ;  but  how- 
ever that  may  be — ^that  it  is  a  knowledge  open  to  all — ^honey  is 
not  the  product  of  the  invention  of  any  man,  and  the  truths  and 
principles  or  laws,  if  known,  are  those  of  natural  science,  and 
have  an  existence  antecedent  to  and  independent  of  the  oper- 
ations of  man ;  and  therefore  such  knowledge  can  be  no  sufficient 
objection,  because  not  embraced  within  the  provisions  of  the  sec- 
tion of  law  alluded  to,  which  was  intended  only  to  act  upon  the 
embodiment  of  them  when  applied  in  a  practical  sense,  and  which 
with  such  clothing  may  become  the  subject  of  a  patent,  showit^ 
a  useful  purpose,  and  not  having  been  before  invented.  The  like 
objection,  as  in  this  case,  might  be  raised  to  the  imitation  of  iron, 
to  a  new  application  of  steam,  electricity,  and  the  like  instances,  a 
number  of  which  may  be  found  mentioned  in  almost  any  book  on 
patent  law.  It  is,  as  before  said,  in  the  use  of  such  principles, 
embodied  for  a  useful,  practical  purpose,  that  the  patent  is  asked 
for  in  this  case. 

I  will  now  state  one  or  two  adjudged  cases  on  patent  law  appli- 
cable to  the  points  I  have  been  discussing,  and  which,  I  think, 
will  be  sufficient  to  put  at  rest  all  the  objections  which  have  been 
made  under  the  head  of  composition  of  matter.  Curtis,  section 
104,  states  the  law  to  be:  **  With  regard  to  this  class  of  subjects, 
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it  is  sufficient  to  observe  that  the  test  of  novelty  must  of  course 
be,  not  whether  the  materials  of  which  the  composition  is  made 
are  new,  but  whether  the  combination  is  new.  Although  the 
ingredients  may  have  been  in  the  most  extensive  and  common 
use,  for  the  purpose  of  producing  a  similar  composition,  if  the 
composition  made  by  the  patentee  is  the  result  of  different  pro- 
portions of  the  same  ingredients,  or  of  the  same  and  other  ingre- 
dients, the  patent  will  be  good.  The  patentee  is  not  confined  to 
the  use  of  the  same  precise  ingredients  in  making  his  compound, 
provided  all  the  different  combinations  of  which  he  makes  use 
are  equally  new.*'  He  refers  to  Byan  v.  Goodwin,  3  Sum.  Rep., 
514-518.  The  opinion  of  the  court  in  that  case  is  better  stated 
by  the  judge  himself  at  page  514  in  these  words :  "As  to  the  first 
point,  it  is  mainly  a  question  of  fact.  It  is  certainly  not  necessary 
that  every  ingredient,  or  indeed  that  any  one  ingredient,  used  by 
the  patentee  in  his  invention  should  be  new  or  unused  before  for 
the  purpose  of  making  matches.  The  true  question  is  whether 
the  combination  of  materials  by  the  patentee  is  substantially  new. 
Each  of  these  ingredients  may  have  been  in  the  most  extensive 
and  common  use,  and  some  of  them  may  have  been  used  for 
matches  or  combined  with  other  materials  for  other  purposes ; 
but  if  they  have  never  been  combined  together  in  the  manner 
stated  in  the  patent,  but  the  combination  is  new,  then,  I  take  it,  the 
invention  of  the  combination  is  patentable." 

In  the  case  of  Le  Roy  v,  Tatham,  decided  by  the  Supreme 
Court  of  the  United  States,  14  Howard,  156,  Judge  McLean,  in 
announcing  the  opinion  of  the  court,  says:  *'A  principle  in  the 
abstract  is  a  fundamental  truth,  an  original  cause,  a  motive. 
These  cannot  be  patented,  as  no  one  can  claim  in  either  of  them 
an  exclusive  right,*'  &c.  In  another  part  of  the  opinion,  speak- 
ing on  the  same  particular  subject,  he  says :  **  In  all  such  cases 
the  processes  used  to  extract,  modify,  and  concentrate  natural 
agencies  constitute  the  invention.  The  elements  of  the  power 
exist.  The  invention  is  not  in  discovering  them /but  in  applying 
them  to  the  useful  objects.  Whether  the  machinery  used  be 
novel,  or  consist  of  a  new  combination  of  parts  known,  the  right 
of  the  inventor  is  secured  against  all  who  use  the  same  mechan- 
ical power,  or  one  that  shall  be  substantially  the  same." 
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In  conclusion,  I  refer  to  the  learned  report  of  Mr.  Langdon, 
one  of  the  examiners  appointed  by  the  Commissioner,  on  the 
matter  of  this  case.  The  views  he  takes  of  the  nature  and  prin- 
ciples of  the  invention  are  very  strong,  and  not  to  be  refuted.  I 
would  desire  to  notice  it  particularly  for  the  experimental  feet 
which  he  states,  the  truth  of  which  no  one  dare  deny;  it  is,  that 
the  composition  produces  a  cheaper  and  more  healthy  article  of 
food.  He  sa)^s:  '*  That  it  is  cheaper,  is  manifest.  Of  its  effects 
upon  the  stomach,  I  do  not  pretend  to  be  able  to  judge;  but 
it  is  believed  that  the  asseijtions  of  the  applicants  upon  this  point 
are  not  denied ;  and  from  some  months'  use  of  such  an  article 
myself,  I  am  inclined  to  credit  the  position."  Here,  then,  is  knowl- 
edge derived  from  a  practical  source,  and  fully  corroborates  what 
I  have  said  on  this  particular  point. 

These  views  have  brought  me  to  the  conclusion  that  the 
decisions  of  the  Commissioner  is  erroneous,  and  ought  to  be 
reversed. 


Everett  &  Pollok^  for  the  appellants. 


In  Re  John  C.  Walsh.    Appeal  from  refusal  to  grant 

Patent. 

Imyivtion — OHANGB — IMPROYBD  RK8ULT. — When  the  change  in  the  construction 
and  mode  of  operation  is  slight,  but  the  consequences  of  that  change  ftre 
considerable,  as  established  bj  the  affidavits  of  persons  who  hare  made 
actual  tests  of  the  devices  in  question,  there  is  sufficient  invention  to  sup- 
port a  patent. 

(Before  Mobsill,  J.,  District  of  Columbia,  March,  1857.) 

Statement  of  the  Case. 
The  point  decided  in  this  case  will  be  readily  understood  by 
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inspection  of  the  subjoined  cuts  representing  the  devices  in  ques- 
tion. 


WaUh't  Burner. 

In  the  applicant's  burner,  which  is  designed  to  retard  the  flow 
of  gas  to  the  jet,  the  gas  passes  through  two  hollow  cylinders  or 
pillars  d  and  g,  situated  one  over  the  other  within  the  burner. 
The  openings  k  km  the  upper  part  of  these  pillars  are  directed 
obliquely  downwards,  so  as  to  produce  counter -currents  of  gas  as 
it  passes  through  the  burner.  In  Wood's  patented  burner,  relied 
upon  by  the  Commissioner  as  an  anticipation  of  the  invention, 
there  is  a  single  cylinder  or  pillar  b,  with  a  row  of  perforations 
around  the  top,  frAn  which  the  gas  issues  horizontally  into  the 
body  of  the  burner.  Patent  issued  to  Walsh  June  9lh,  1857, 
No-  17.530- 

MORSELL,  J. 

The  claim,  as  set  forth  in  the  specification,  is  made  in  the  follow- 
ing terms :  ' '  Having  thus  fully  described  the  nature  of  my  inven- 
tion, I  would  state  that  I  am  aware  many  devices  have  been  used 
for  retarding  the  flow  of  gas  through  a  burner,  such  as  deflectors 
or  circuitous  passages.     I  lay  no  claim  to  these  things.    But  what 


532  In  Re  WaissH.  [March, 

Opinion  of  the  court. 

I  do  claim  as  my  improvement,  and  desire  to  secure  by  letters- 
patent,  is  the  arrangement  within  the  burner  of  two  or  more  hollow 
pillars  d  and  g^  extending  up  in  the  chambers  of  the  burner  with 
holes  ky  made  obliquely,  into  the  upper  end  of  said  pillars,  as 
represented,  for  producing  counter-currents  of  gas  as  it  flo^^-s 
through  the  burner,  to  break  its  force  and  regulate  the  supply  of 
gas  to  the  tip  of  the  burner,  for  purposes  mentioned  in  the  afore- 
going specifications." 

In  order  that  the  particular  nature  and  object  of  his  invention 
may  be  fully  understood  when  compared  with  others,  to  which 
references  have  been  given  by  the  Commissioner  in  this  case,  I  will 
proceed  to  state  the  same  in  his  own  language.  He  says :  **The 
objectof  my  improvement  is  to  break  the  momentum  of  the  cur- 
rent of  the  gas  as  it  passes  through  the  burner,  while  the  ordinary 
pressure  is  on  the  gasometer,  so  that  no  more  -  gas  will  escape 
from  the  burner  than  will  be  fully  consumed,  and  at  the  same  time 
give  a  steady,  unflickering  light  by  the  means  employed  of  sup- 
plying the  burner  with  a  steady,  constant,  easy  flow  of  gas.  The 
means  accomplishing  this  is  effected  by  so  constructing  the 
parts  of  the  body  of  the  burner  that  counter-currents  of  the 
gas  will  be  produced  as  it  passes  through  the  body  of  the  burner 
to  the  tip,  and  thereby  break  the  momentum  of  the  main  current, 
for  purposes  before  mentioned,  and  is  effected  by  providing  the 
body  of  the  burner  with  two  or  more  chambers,  and  the  said 
chambers  with  hollow  pillars  projecting  up  in  and  near  the  top  of 
the  said  chambers ;  and  holes  are  made  obliquely  in  the  top  of 
said  pillars,  which  holes  project  down  for  conducting  the  gas  to 
the  bottom  of  the  chamber  as  it  escapes  from  the  pillar ;  and  as 
the  gas  rises  in  each  chamber,  after  leaving  the  pillar,  it  meets 
descending  currents  coming  into  the  burner  fi^m  the  pillar,  and 
its  force  is  thereby  impeded  or  broken  in  each  chamber  as  it 
approaches  the  tip  of  the  burner  by  the  counter -current  of  the 
gas.  By  the  time  the  gas  rises  at  the  tip  of  the  burner  the  cur- 
rent is  so  much  broken  in  its  force  and  impeded  in  its  flow  that 
it  will  all  be  fully  consumed  as  it  escapes  from  the  burner,  and  at 
the  same  time  give  a  steady,  unflickering  light'* 

The  Commissioner,  in  his  decision  dated  22d  January,  1857, 
says:  **  Mr.  Walsh's  claim  is  for  arranging  two  or  more  hollow 
pillars  within  the  burner,  with  holes  made  obliquely  in  their  upper 
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ends,  for  the  purpose  of  producing  counter-currents  of  gas,  to 
break  its  force  and  regulate  the  supply  to  the  tip  of  the  burner. 
In  rejecting  the  claim,  several  references  were  given  to  what  may 
be  justly  considered  equivalent  devices  ;  one  of  them,  Samuel  R. 
Brick's  burner,  was  rejected  and  withdrawn  in  1852,  on  the  2d 
of  November,  after  an  interference  with  A.  H.  Wood,  whose 
burner  was  patented  November  9th,  1852,  No.  9396.  Wood's 
claims  ^ppear  to  me  sufficiently  broad  to  foreclose  J.  C.  Walsh's. 
The  mere  duplication  of  parts  not  being  sufficient  to  make  a  pat- 
entable improvement,  the  conclusion  is  that  the  patent  should  be 
refused." 

The  appeal  is  from  this  decision,  and  the  reasons,  in  substance, 
are,  that  the  Commissioner  erred  when  he  stated  that  A.  H. 
Wood's  claim  appears  to  be  sufficiently  broad  to  foreclose  J.  C. 
Walsh's,  when  the  record  shows  that  Wood  neither  describes 
nor  claims  nor  represents  what  Walsh  claims;  that  the  Com- 
missioner erred  in  deciding  that  Walsh's  invention  was  but  mere 
duplication  of  Wood's,  the  decision  being  that  the  mere  dupli- 
cation of  parts  is  not  sufficient  to  make  a  patentable  improve- 
ment; and  also  that  he  erred  in  deciding  (substantially)  that 
Walsh's  burner  did  not  differ  from  those  referred  to  for  its  rejection, 
and  did  not  produce  any  new  or  beneficial  effect  beyond  those  to 
which  reference  was  made,  when  evidence  to  the  contrary  existed 
on  the  files  of  the  Office. 

The  claim  of  Wood,  referred  to  by  the  Commissioner,  was  filed 
the  2d  of  April,  1852;  patent  issued  on  the  9th  of  November, 
1852,  and  is  in  these  words :  **  What  I  claim  as  my  invention, 
and  desire  to  have  secured  to  me  by  letters  patent,  is  the  use  in  a 
gas-burner  of  a  distributor,  constructed  substantially  as  above 
described,  for  the  purpose  of  producing  a  steady  jet  or  fiame,  and 
for  preventing  the  blowing  and  waste  of  gas  in  the  burner."  In 
stating  his  device  or  arrangement,  he  says :  ' '  My  improvements 
consist  in  introducing  into  an  ordinary  gas-burner  a  hollow  core 
or  chamber  fastened  to  the  inside  of  the  burner  in  any  proper 
manner,  and  pierced  near  its  top  with  fine  holes ;  a  a  in  the  draw- 
ings represents  a  fish-tail  or  tulip  burner  constructed  in  the  ordi- 
nary manner,  the  jet  of  gas  issuing  from  two  holes  in  the  end. 
In  the  larger  end  of  this  burner  is  inserted  a  hollow  core  or 
distributor  bby  pierced  near  its  top  with  fine  holes,  the  bottom  of 
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the  same  having  only  one  aperture  for  the  gas  to  pass  through. 
When  the  gas  is  admitted  from  the  supply  pipe,  instead  of  rush- 
ing directly  into  the  burner  and  passing  through  the  apertures  in 
the  end  of  the  same,  it  has  to  pass  first  through  the  apertures  in 
the  bottom  end  of  the  distributor  b  by  and  thence  is  distributed 
through  the  holes  of  the  same  into  the  main  burner  a  a.** 

I  have  been  particular  in  giving  the  description  of  this  reference, 
because  it  appears  to  be  the  one  mainly  relied  on  by  the  Com- 
missioner. 

A  time  and  place  having  been  appointed  for  the  hearing  of  this 
appeal,  and  due  notice  given  thereof,  the  Commissioner  has  laid 
before  me  the  original  papers  and  evidence  in  the  case,  together 
with  the  grounds  of  his  decision  in  writing ;  at  which  time  and 
place  the  appellant,  by  his  attorney,  appeared  and  filed  his  argu- 
ment in  writing,  and  the  said  case  was  submitted. 

If  in  this  case  the  devices  used  are  mechanical  equivalents,  and 
the  differences  or  changes  from  those  given  in  the  references  be 
merely  colorable,  unquestionably  the  applicant  would  not  be 
entitled  to  a  patent.  Upon  this  ground  the  Commissioner  seems 
to  rest  his  decision.  But  it  is  contended  that  in  supposing  this  to 
be  the  case  as  to  the  applicant's  burner  the  Commissioner  erred, 
because  there  are  substantial  differences  between  the  construction 
of  the  improved  burner  and  that  of  Wood's  and  the  others  to 
which  the  reference  has  been  given ;  that  the  construction  and 
arrangement  of  the  parts  which  mainly  operate  to  produce  a  more 
perfect  counter-current  and  checks  consists  of  having  a  dome 
or  deflector  with  the  drill  holes  in  an  oblique,  upward  direction 
under  the  cap  or  dome,  so  that  the  current  of  gas  shall  be  thrown 
downward ;  that  in  Wood's  there  is  no  dome  or  deflector;  that 
the  holes  to  admit  the  gas  into  the  body  of  the  burner  are  hori- 
zontal. Again,  that  a  material  difference  may  be  perceived 
between  the  two  in  the  currents  and  counter-currents  that  pass 
through  the  two  burners  by  blowing  with  the  mouth  through  the 
different  ends  of  the  two  burners  ;  that  it  will  be  found  on  making 
the  experiment  that  whilst  with  Walsh's  burner  a  free  passage  ot 
air  from  the  tip  to  the  inlet  end  is  made,  yet  from  the  inlet  to  the 
tip  it  is  apparently  entirely  checked,  though  not  so  in  fact.  The 
argument  is  that  the  openings  being  the  same  in  both  cases,  there 
is  evidently  a  strong  counter-current  in  the  direction  in  which  the 
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gas  flows  through  the  burner,  that  does  not  exist  if  the  current 
is  reversed.  These  facts,  as  stated,  are  believed  from  observation 
to  be  true.  It  is  admitted  that  this  effect  exists  to  a  degree  in 
Wood's  burner,  but  not  to  the  extent  that  it  does  in  Walsh's 
burner.  These  differences  might  not  be  deemed  sufficient  if  the 
result  produced  had  been  slight  or  inconsiderable ;  but  various 
affidavits  sent  up  with  the  original  papers,  and  which  it  may  be 
supposed  passed  under  the  examination  of  the  Commissioner, 
satisfactorily  show  that  by  actual  experiuients  made  according  to 
tile  most  approved  and  best  modes  of  comparison,  to  test  the 
same,  of  Walsh's  burner  with  the  best  burners  in  the  city  of  Cin- 
cinnati (and  Wood's  may  be  supposed  to  have  been  among  them), 
Walsh's  burner  was  invariably  found  to  be  very  much  superior 
and  better  than  any  of  them ;  that  it  saved  in  the  consumption  of 
gas  from  twenty-five  to  thirty  per  centum  ;  that  when  lighted  up 
there  was  no  flickering  or  variation  in  flame,  and  no  instance 
noticed  of  any  of  them  to  blow.  If  this  be  true,  and  there  is  no 
reason  to  believe  it  is  not,  there  is  certainly  in  this  invention  a 
very  great  saving  of  expense  and  of  economy  in  the  consumption 
of  gas  more  than  by  any  other.  There  are  affidavits  which  show 
expressly  that  the  comparison  was  made  between  the  burner  of 
Walsh  and  Wood,  and  a  similar  result  found  in  favor  of  Walsh  ; 
but  as  these  affidavits,  from  what  I  can  observe,  did  not  pass 
under  the  inspection  of  the  Commissioner,  they  were  not  con- 
sidered as  evidence  before  me  in  this  case. 

What,  then,  are  the  rules  of  patent  law  applicable  to  this  case  ? 
The  law,  as  laid  down  in  Webster,  is  *  *  that  whenever  the  change 
and  its  consequences,  taken  together  and  viewed  as  a  sum,  are 
considerable,  there  must  be  a  sufficiency  of  invention  to  support 
a  patent.  Thus,  when  the  change,  however  minute,  leads  to  con- 
sequences and  results  of  the  greatest  practical  utility,  as  in  the 
cases  of  Dudley's,  Hall's,  and  Daniels'  patents,  the  above  con- 
dition is  satisfied ;  but  if  the  consequence,  as  in  the  case  of  Fussell, 
be  inconsiderable,  the  change  also  being  inconsiderable,  and  such 
as  would  most  readily  suggest  itself  to  any  one,  the  condition  is 
not  fulfilled,  and  the  invention  is  not  sufficient  to  support  a  patent." 
(Webster's  Subject-Matter  of  Letters- Patent,  p.  29.) 

The  conclusion,  therefore,  to  which  I  feel  myself  obliged  to 
come  is  that  there  is  error  in  the  decision  of  the  Commissioner  in 
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rejecting  the  application  of  the  appellant  for  a  patent  for  his  inven- 
tion as  set  forth,  and  that  the  said  patent  ought  to  have  been 
granted.  The  decision  ought,  therefore,  to  be  reversed  and 
annulled. 

A.  B.  Stoughton^  for  the  appellant. 


In  Re  Edward  Maynard.    Appeal  from  refusal  to  grant 

Patent, 

Invintion— CHANOB  OF  MATBRiAL — MBTALLio  CARTRiDOB. — ^The  mere  Selection 
of  a  superior  material,  which  is  so  b}'  reason  of  its  well-known  qualities— as 
substituting  steel  or  case-hardened  iron  for  sheet  metal  in  constructing 
the  firing  end  of  a  cartridge — is  not  invention. 

Sm — Sm — BSTTBB  ARTiCLK. — Within  the  range  of  materials  known  to  posKSS 
the  proper  qualities  for  the  purpose,  it  is  not  invention  to  select  that  one 
which  exhibits  these  qualities  in  a  more  marked  degree,  and  therebjmake 
a  better  article  than  had  before  been  made. 

(Before  Mirrick,  J.,  District  of  tJolumbia,  October,  1857.) 

Merrick,  J. 

The  claim  of  the  applicant  is  for  combining  with  the  tubular 
portion  of  a  metallic  gun-cartridge,  when  that  is  made  of  brass  or 
its  equivalent  of  soft  and  tough  metal,  a  base  or  bottom  of  steel 
or  other  hard  metal,  which  hard-metal  bottom  capacitates  the 
cartridge  for  repeated  discharges,  and  that  without  injury  to  the 
vent-hole  perforation  in  the  centre  of  the  bottom.  And  his  daim 
is  further  for  constructing  this  said  bottom  with  a  flange  extend- 
ing beyond  the  walls  of  the  cylindrical  tube  of  brass,  by  means  of 
which  flange  the  cartridge  may  be  more  readily  handled,  with- 
drawn from  the  gun  after  discharge,  and  also  strengthened  and 
guarded  against  rough  handling  and  other  casualties. 

The  claim  has  been  rejected  by  the  Commissioner  as  want- 
ing both  the  grounds  of  novelty  alleged  in  the  specification. 
A  flanged-bottom  cartridge  is  shown  to  have  been  previously 
used  in  the  patent  of  G.  W.  Morse  (No.  15,996,  October  28th, 
1856)    and    in    the   improvements  of   Chambers,  described  in 
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Brevets  d' Invention,  N.  S.,  volume  13,  pages  71  and  72.  This 
branch  of  the  claim  and  specification  was,  therefore,  destitute 
of  novelty,  and  properly  rejected.  As  to  the  other  branch  of 
inquiry,  it  is  well  stated  in  the  report  of  Examiner  Baldwin,  made 
in  the  case  on  the  5th  of  June,  that  **  the  advantages  of  the  brass 
cylinder  are  the  same  in  hb  patent  (viz.,  Morse'  patent  of 
1856)  as  to  the  position  of  the  charge,  the  expansion  of  the  metal, 
and  the  durability  of  the  tubular  portion  of  the  cartridge  as  they 
are  in  the  same  cylinder  with  the  steel  disc,  except  what  of  addi- 
tional strength  it  derives  from  the  disc  and  the  permanency  of 
the  vent,  and  all  that  the  disc  does  for  the  brass  in  the  applica- 
tion it  does  in  the  patent  of  Morse  for  the  soft-metal  tube.''  In 
other  words,  by  using  a  hard  metal,  as  steel,  the  bottom  of  the 
cartridge  is  stronger  and  the  small  size  of  the  vent-hole  is  better 
preserved  than  with  the  other  softer  metals.  The  claim  does  not, 
therefore,  rest  upon  the  idea  of  combining  a  hard  metal  for  the 
bottom  of  a  cartridge  with  a  soft  one  for  the  tubular  part. 
Clearly,  if  this  form  of  statement  of  the  proposition  be  all,  Morse 
has  anticipated  the  discovery.  But  the  essence  of  this  claim 
seems  to  consists  in  this :  That  inasmuch  as  steel,  case-hardened 
iron,  &c.,  have  that  greater  degree  of  strength  and  hardness,  as 
compared  with  sheet-iron  and,  perhaps,  other  metals  which  espe- 
cially adapt  them  to  this  combination,  he  is  entitled  to  a  patent 
for  being  the  first  to  make  this  particular  combination.  But  these 
qualities  of  comparative  strength  and  hardness  were  not  discov- 
ered by  him ;  they  are  function?  or  capacities  of  the  metals  well 
and  long  known.  What,  then,  does  the  claim  amount  to  ? 
Stripped  of  the  incidents  with  which  it  is  colored,  it  is  this :  That 
within  the  range  of  metals  having  strength  and  hardness  he  has 
selected  one  amongst  many,  and  has  applied  it  in  the  manufacture 
of  his  cartridges,  so  as  to  make  a  better  cartridge  than  has  been 
made  before  by  similar  combinations  of  a  hard  with  a  soft  metal. 
His  improvement  consists  in  the  superiority  of  the  material,  and 
which  is  not  new ;  one  that  was  previously  employed  to  make  the 
cartridge. 

The  case  seems  to  me  to  fall  within  the  principles  and  meaning 
of  the  Supreme  Court  in  the  case  of  Hotchkiss  v.  Greenwood, 
nth  Howard.  At  page  266,  Judge  Nelson,  delivering  the  opinion 
of  the  court,  says:  **  Now,  it  may  very  well  be  that  by  connecting 


538  In  Re  Maynard.  [October, 


0  pi  Dion  of  the  court 


the  clay  or  porcelain  knob  with  the  metallic  shank  in  this  well- 
known  mode  an  article  is  produced  better  and  cheaper  diao  in 
the  case  of  the  metallic  or  wood  knob ;  but  this  does  not  result 
from  any  new  mechanical  device  or  contrivance,  but  from  the  fact 
that  the  material  of  which  the  knob  is  composed  happens  to  be 
better  adapted  to  the  purpose  for  which  it  was  made.  The  im- 
provement consists  in  the  superiority  of  the  material,  which  is  not 
new,  over  that  previously  employed  in  making  the  knob.  But 
this  of  itself  can  never  be  the  subject  of  a  patent  No  one  will 
pretend  that  a  machine  made  in  whole  or  in  part  of  materials 
better  adapted  to  the  purpose  for  which  it  is  used  than  the  mate- 
rials of  which  the  old  one  is  constructed,  and  for  that  reason 
better  and  cheaper,  can  be  distinguished  from  the  old  ones,  or,  in 
the  sense  of  the  patent  law,  can  entitle  the  manu&cturer  to  a 
patent.  The  difference  is  formal,  and  destitute  of  ingenuity  or 
invention.  It  may  afford  evidence  of  judgment  and  skill  in  the 
selection  and  adaptation  of  the  materials  in  the  manufacture  of 
the  instrument  for  the  purpose  intended,  but  nothing  more." 

The  foregoing  explanations  seem  to  me  to  cover  all  that  is  em- 
braced in  the  assignment  of  reasons  of  appeal ;  and  therefore  I 
am  of  opinion  that  the  decision  of  the  Commissioner  rejecting  the 
claim  must  stand.  And  accordingly  I  now  certify  to  the  Hon. 
Joseph  Holt,  Commissioner  of  Patents,  that  pursuant  to  notice 
heretofore  given  and  filed  with  the  papers  in  the  cause  the  claim- 
ant was  heard  by  his  counsel  at  the  City  Hall  on  the  5th  of  Octo- 
ber instant  in  oral  explanation  and  by  reading  a  written  argument, 
and  after  having  fully  considered  the  claim,  the  decision  of  the 
Commissioner,  the  reasons  of  appeal,  and  the  reasons  filed  in  sup- 
port of  the  decision,  the  judgment  of  the  Commissioner  reject- 
ing the  claim  must  be  affirmed ;  and  herewith  I  return  all  the 
papers,  drawings,  molds,  ike, 

Z.  C,  Robbins,  for  the  appellant. 


1857]  In  Re  Cole.  539 


Statement  of  the  case. 


In  Re  Richard  H.  Cole.  Appeal  from  refusal  to  grant 

Patent. 

Metallic  nuts — construction  or  claim.  —  A  claim  for  *'the  preliminary 
shaping  of  the  end  of  the  metallic  bar  to  make  it  correspond  on  all  sides 
save  one  with  the  cross  section  of  the  finishing  die  box,  by  which  the 
necessity  of  cutting  off  by  the  punch  of  more  than  one  side  of  the  nut  to 
be  formed  is  prevented,  and  from  which  results  a  very  great  saving  of 
metal  in  manufacturing  many-sided  nuts  at  the  same  time,  at  a  consider- 
able saving  of  power,  as  produced  in  operating  the  machine.  But  this  1 
only  claim  when  the  said  preliminary  shaping  of  the  exterior  portion  of  a 
nut  is  accomplished  immediately  in  front  of  the  mouth  of  a  die  box,  sub- 
stantially in  the  manner  herein  set  forth" — construed  to  be  for  a  combina- 
tion of  the  parts  specified,  arranged,  and  operating,  as  described  in  the 
specification,  to  accomplish  the  desired  result,  and  held  to  be  patentable. 

NoviLTT— BULB  IN  DOUBTFUL  CASES. — On  an  application  for  a  patent  it  is  not 
proper  to  question  too  vigorously  the  novelty  of  the  invention.  The  appli- 
cant is  entitled  to  the  benefit  of  the  doubts  that  arise  upon  this  subject,  for 
the  reason  that  if  his  application  is  unjustly  refused  it  will  work  an  irre- 
mediable injury,  whereas,  if  it  should  appear  that  the  invention  is  not  new, 
that  fact  may  be  established  in  other  proceedings  before  the  courts. 

Construction  of  claims. — In  the  initiatory  stages  of  an  application  the  claims 
should  be  most  liberally  construed  in  favor  of  the  applicant. 

(Before  Mbbbick,  J.,  District  of  Columbia,  October,  1857.) 

Statement  of  the  Case. 

The  invention  claimed  by  the  appellant  in  this  case  is  an  im- 
proved machine  for  making  metallic  nuts,  the  essential  features 
of  which  consist  of  a  pair  of  compressing  jaws  arranged  in  line 
with  and  immediately  in  front  of  the  mouth  of  the  die  box.  These 
jaws  seize  the  heated  metallic  bar,  which  is  compressed  and 
shaped  to  correspond  on  all  sides  save  one  with  the  cross  section 
of  the  die  box,  so  as  to  obviate  the  necessity  of  cutting  off  by  the 
punch  of  more  than  one  side  of  the  nut  to  be  formed.  The 
essence  of  the  invention  was  alleged  to  be  the  described  relation 
and  combination  of  the  preliminary  shaping  jaws,  the  punch, 
and  the  die  box.  To  accomplish  the  purposes  of  the  inven- 
tion, the  shaping  jaws  must  not  only  give  the  exterior  shape 
to  the  nut  blank,  but  it  is  necessary  that  they  should  do  their 
work  exactly  in  front  of  the  die  box,  so  as  to  accurately  position 
the  blank  between  the  die  box  and  the  punch. 
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In  his  application  as  originally  filed  the  claim  was  more 
broadly  drawn  to  cover  the  preliminary  shaping  of  the  end  of  the 
metallic  bar  to  correspond  on  all  sides  save  one  with  the  cross 
section  of  the  finishing  die  box.  The  claim  was  in  the  following 
language :  '  *  What  I  claim  as  my  invention,  and  desire  to  secure 
by  letters-patent,  is  the  preliminary  shaping  of  the  end  of  the 
metallic  bar  to  make  it  correspond  on  all  sides  save  one  with 
the  cross  section  of  the  finishing  die  box,  by  which  the  necessity 
of  cutting  ofT  by  the  punch  of  more  than  one  side  of  the  nut  to  be 
formed  is  prevented,  and  from  which  results  a  very  great  saving 
of  metal  in  manufacturing  many-sided  nuts  at  the  same  time,  at  a 
considerable  saving  of  power,  as  produced  in  operating  the  ma- 
chine." 

This  claim  was  rejected  on  references,  and  the  claim  was 
amended  to  express  the  limitation  above  referred  to.  This 
amendment  was  as  follows :  '  *  And  then  adding  to  such  claim 
the  following  qualifying  clause,  to  wit:  '  But  this  I  only  claim  when 
the  said  preliminary  shaping  of  the  exterior  portion  of  a  nut  is 
accomplished  immediately  in  front  of  the  mouth  of  a  die  box, 
substantially  in  the  manner  herein  set  forth.'  *' 

This  claim  was  rejected  on  the  general  ground  that  the  vibrat- 
ing jaws  for  shaping,  which  characterize  Cole's  machine,  are  com- 
mon appendages  to  machines  for  making  various  articles  of  hard- 
ware, such  as  axes,  spikes,  spoons,  &c.,  and  are  employed  for 
giving  a  preliminary  or  finishing  shape  or  compression  to  the 
article.  In  this  view  the  claim  was  held  to  cover,  not  the  jaws 
nor  the  use  of  them,  but  merely  the  new  location  in  which  they 
performed  their  well-known  functions,  u  e.,  in  front  of  the  die  box. 
More  particular  reference  was  given  to  the  patent  of  Robert 
Griffith  for  improvements  in  nut  machines,  dated  October  30th, 
1855,  No.  13,720. 

The  Commissioner  in  his  report  gave  the  following  account  of 
the  Griffith  patent:  "  In  Griffith's  patent,  which  was  given  as  a 
reference,  this  shaping  [the  preliminary  shaping]  is  performed  by 
two  plates  of  suitable  configuration,  as  shown  at  Fig.  5  of  the 
second  sheet  of  drawings.  The  devices  are  for  making  several 
nuts  at  one  operation  ;  the  pressing  plates  move  up  and  down 
between  two  sets  of  cutters  and  punches  in  boxes,  and  the  nuts 
are  pressed  or  shaped,  perforated,  and  then  cut  asunder  and  dLs- 
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charged.  The  function  is  performed  between  two  sets  of  die 
boxes,  and  consequently  in  front  of  them,  to  the  full  extent  and 
meaning  implied  in  Cole's  claim." 

The  patent  issued  to  Cole,  in  accordance  with  this  decision, 
October  27th,  1857,  No.  1^,499.  The  claim  was  not  further 
amended,  as  suggested  in  the  decision. 

Merrick,  J. 

The  claim  of  the  applicant  in  this  case  lies  so  close  upon  the 
lime  which  divides  the  new  frgm  the  old  in  the  arraifgement  of 
machinery  to  produce  a  better  result  in  manufactures ;  or,  rather, 
to  be  precise,  comes  so  near  to  the  principle  of  exclusion,  on 
account  of  analogous  use,  that  I  have  found  great  practical  diffi- 
culty in  placing  him  beyond  the  rule  of  exclusion.     And  did  I 
construe  the  claim  he  has  preferred  to  comprehend  as  much  as 
the  Office  has  considered  it  to  comprehend,  I  should  feel  obliged 
to  affirm  the  judgment  of  rejection ;  and  indeed  that  construction 
is  itself  so  far  from  unreasonable  that  if  the  recent  decisions  upon 
this  branch  of  law  did  not  warrant,  especially  in  the  initiatory 
stages  of  an  application,  very  large  latitude  for  benignant  inter- 
pretation, I  should  be  further  constrained  to  say  that  the  con- 
struction placed  upon  the  claim  by  the  Office  was  itself  correct. 
But  the  claim,  upon  looking  to  all  the  parts  of  the  specification, 
may,  I  think,  fairly  be  determined  to  amount  to  a  claim  for  the 
improvement  in  the  combination  of  machinery  for  the  manufac- 
ture of  metallic  nuts  by  a  preliminary  shaping  of  the  end  of  the 
heated  metallic  bar  out  of  which  the  nut  is  to  be  made,  so  as  to 
make  it  conform  on  all  sides,  save  one,  with  the  cross-section  of 
the  die  box  of  the  machine  into  which  it  is  to  be  thrust  by  the 
punch,  and  this  preliminary  shaping  to  be  further  effected  by 
means  of  an  attachment  to  nut-making  machines  of  vibrating 
jaws,  to  be  operated  and  adjusted  by  the  combination  thereof  in 
the  way  detailed  in  the  specification,  immediately  in  front  of,  and 
exactly  opposite  to,  the  mouth  of  the  die  box,  by  means  of  which 
the  necessity  of  cutting  off,  by  the  punch,  of  more  than  one  side 
of  the  nut  is  prevented,  and  all  waste  of  metal  from  the  sides  of 
the    bar  is  prevented,  and  power  in  operating  the  machine  is 
saved. 

His  invention  is  therefore  limited  not  merely  to  a  preliminary 
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shaping  of  the  bar  by  compression.     This  was  no  novelty.    And 
as  the  claim  stood  and  was  construed  before  any  amendment,  it 
was  well  rejected.     Nor  is  the  invention  limited  only  to  a  prelim- 
inary shaping  in  front  of  a  die  box  irrespective  of  the  especial 
agency  by  which,  and  of  the  extent  to  which,  that  shaping  is 
accomplished,  for  without  that  additional  limitation  it  would  fall 
within  the  objection  taken  by  the  Office  of  substantial  identity 
with  Griffith's  machine.     So,  also,  unless  we  regard  the  precise 
extent  of  this  preliminary  shaping  connected  with  the  especial 
benefits  flowing  from  the  order  of  its  arrangement  in  the  process 
of  manufacture,  it  would  be  obnoxious  to  the  objection  of  analo- 
gous use  of  the  vibrating  jaws  in  machines  for  making  axes, 
spikes,  &c.,  so  forcibly  urged  in  the  written  statements  from  the 
Office.     But  the  difference  between  this  machine  and  Griffith's, 
both  in  the  character  and  the  adjustment  of  the  compressing 
agency,  and  the  extent  of  the  preliminary  shaping — that  being 
effected  here  on  all  sides  of  the  bar  save  one,  and  there  no  less  than 
two  sides,  afterwards  demanding  a  severing  appliance — appears 
to  furnish  a  distinction  in  the  result  produced.     And  in  the  ma- 
chines for  axes,  &c.,  the  vibrating  jaws,  although  used  for  proxi- 
mate shaping  of  the  particular  articles,  are  not  shown  to  be  com- 
bined in  the  same  way,  so  as  to  give  an  absolute  finish  to  the  shape 
of  the  article  in  certain  of  its  proportions  at  an  important  stage  of 
the  manufacture,  nor  so  as  to  determine  the  precbe  amount  of 
metal  used ;  or,  to  vary  the  expression,  to  act  as  an  ultimate  and 
rigorously  exact  measure  of  form,  size,  and  density.     In  each 
one  of  the  features  of  the  improvement,  separately  considered, 
there  is  strong  resemblance  to  the  known  things  and  known  re- 
sults to  which  it  has  been  assimilated  ;  but  when  considered  as  a 
whole,  the  combination  differs  from  each  and  all  in  the  specific 
result  of  the  parts ;  and  appearing  by  the  united  action  to  accom- 
plish the  desired  result  of  manufacturing  a  uniform -sized  and 
perfect  nut  with  a  saving  of  material  and  of  operative  force,  it 
amounts  to  something  more  than  ''placing  known  means  in  a 
certain  position  ;"  the  process  seems  thereby  to  be  substantially 
modified  and  improved  and  the  trade  to  have  derived  a  positive 
benefit. 

Under  all  the  circumstances,  I  am  disinclined  to  question  too 
rigorously  the  novelty  of  this  invention,  especially  when  I  con- 
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sider  that  if  there  be  real  patentable  novelty  in  the  combination, 
a  refusal  to  grant  a  patent  would  operate  irremediable  injury; 
whereas,  if  it  be  not  substantially  new,  the  patent  will  not  pre- 
vent the  public  from  the  use  of  the  combination  ;  but  being  only 
prima-facie  evidence  in  his  favor,  a  jury  of  the  country  could 
protect  a  party  charged  with  infringement  upon  evidence  given 
that  there  is  no  novelty.  Giving,  then,  to  the  applicant  the 
full  benefit  of  my  doubt,  as  also  of  the  most  favorable  interpreta- 
tion of  his  claim,  I  am  of  opinion  that  there  is  error  in  the  decis- 
ion of  the  Office.  Perhaps  in  concluding  this  opinion  it  may  be 
allowed  that  T  suggest  to  the  applicant  to  amend  his  specification 
before  the  emanation  of  a  patent,  so  as  to  make  the  language  of 
his  claim  accord  unequivocally  with  the  intention  which  I  have 
ascribed  to  the  terms  used  therein. 


Z,  C.  Roblnns,  for  the  appellant. 


In  Re  Alonzo  Hebbard.     Appeal  from  refusal  to  grant 

Patent. 

brysNTiOK-  -ics  pitchbr — combination. — ^In  an  ice  pitcher,  the  combination  of 
an  int(<rior  lining  of  porcelain  or  glazed  ware  to  resist  the  action  of  acids, 
an  outer  metallic  shield  and  an  interposed  elastic  non-cond acting  material, 
to  prevent  the  fracture  of  the  porcelain  and  intercept  the  rays  of  heat : 
Held,  Not  to  be  anticipated  by  a  double-walled  pitcher  composed  entirely 
of  metiili  in  which  the  intervening  air  space  was  not  designed,  and  did  not 
in  fact  operate,  as  a  non-conducting  medium. 

Equiyalbntb — ADDITIONAL  EFFECTS. — If  the  change  introduced  by  the  appel- 
lant constitutes  a  mechanical  equivalent  in  reference  to  the  means  used 
by  a  patentee,  and  besides  being  such  an  equivalent  it  accomplishes  some 
other  advantages  beyond  the  effect  or  purpose  accomplished  by  the  patentee, 
such  further  advantages  may  make  it  a  patentable  subject  as  an  improve- 
ment upon  the  former  invention. 

Sm — NEW  COMBINATION — OLD  PURPOSE. — The  rule  that  an  old  device  or  combi- 
nation applied  to  a  new  purpose  is  not  patentable  does  not  apply  to  the 
case  when  a  new  combination  is  applied  to  an  old  purpose. 

(Before  Morsell,  J.,  District  of  Columbia,  October,  1857.) 
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The  patent  issued  to  Hebbard,  in  accordance  with  this  decision, 
November  3d,  1857,  No.  18,546. 

Morsell,  J. 

The  claim  of  the  above-named  Alonzo  Hebbard,  as  set  forth  in 
his  specification  filed  with  his  petition  in  this  case,  is  in  the  fol- 
lowing words :  *  *  What  I  claim  is  the  use  of  the  combination  of 
the  woolen  cloth  or  felt  covering  as  an  elastic  non-conducting 
packing  for  a  porcelain  or  glazed-ware  pitcher  with  the  said  porce- 
lain or  glazed  -ware  interior  pitcher  and  external  metallic  shell  or 
pitcher,  for  the  purpose  of  making  a  water-cooling  pitcher,  as  here- 
inbefore set  forth."  The  nature  of  the  invention  consists  in  the  use 
of  the  combination,  as  above  stated,  for  the  purpose  of  making 
a  frigorific  pitcher,  and  at  the  same  time  of  great  lightness,  as 
well  as  non-destructable  from  the  action  of  lemonades  or  other  acid- 
ulated articles  or  liquids  used  as  cooling  drinks,  or  for  other  pur- 
poses. In  the  course  of  the  examination  of  this  claim  a  reference 
was  given  to  the  rejected  claim  of  Haggard  and  Bull,  29th  of  Sep- 
tember, 1855,  as  being  substantially  the  same  invention  as  Heb- 
bard's,  which  therefore  presents  no  patentable  novelty,  as  appears 
by  the  letter  of  the  Acting  Commissioner  dated  the  ist  of  Novem- 
ber, 1856.  He  states  that  "  the  use  of  non-conducting  materials  in 
double-walled  vessels  is  common,  and  its  application  to  the  case 
where  the  outer  wall  has  been  used  to  protect  the  inner  one  is 
fully  suggested  thereby ;  and  among  known  non-conducting  ma- 
terials the  choice  of  one  that  is  elastic,  so  as  not  to  communicate 
a  blow  to  the  glass,  is  also  directly  and  fully  suggested  by  the 
common  practice  of  using  elastic  packings  for  glass  vessels,  such 
as  flasks  and  demijohns.  *  *  *  No  new  invention,  there- 
fore, is  involved  in  the  case,  and  a  patent  is  refiised." 

As  the  final  decision  seems  to  be  placed  upon  the  authority  ol 
a  different  reference,  and  the  one  given  above  was  not  thought 
sufficient,  I  pass  immediately,  therefore,  to  the  final  decision, 
dated  24th  July,  1857.  The  Commissioner  in  his  opinion  says: 
"  This  application  has  been  rejected  on  a  reference  to  the  rejected 
case  of  Haggard  and  Bull.  That  reference  does  not  satisfy  me. 
The  object  is  not  to  construct  a  water  cooler ;  and  although  plas- 
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ter  of  Paris  (a  good  non-conductor),  or  other  suitable  mat^rfalj 
is  introduced  between  the  external  and  internal  surfaces,  it  does 
not  appear  to  have  been  in  consequence  of  its  non-conducting* 
properties,  but  merely  for  the  purpose  of  cementing  the  two  sur- 
faces together.     Felt  would  not  have  answered  the  purpose  of 
Haggard  and  Bull ;  plaster  of  Paris  would  not  have  fully  satisfied 
the  purpose  of  Hebbard,  and  some  other  similar  materials  would 
have  been  still  less  suitable.     Stimpson's  ice  pitcher  (patent  No.- 
11,819,  October   17th,  1854,  antedated  April   17th,  1854)  seem^' 
much  nearer  anticipation  of  the  present  invention.    It  shows  th'e^ 
interposition  of  a  non-conducting  substance  between  an  external 
and  internal  wall  or  surface.     It  is  true  that  the  internal  wall  of 
Stimpson's  pitcher  is  metallic,  while  that  of  Hebbard' s  is  of  porce- 
lain or  glass  -ware.     If  there  is  any  merit  in  this  change  of  ntft^ 
terial,  the  claim  should  be  founded  entirely  on  that  change.    A 
similar  remark  will  apply  to  the  use  of  felt  instead  of  confined  air; 
so  that,  as  the  case  now  stands,  I  think  the  substantial  combina*- 
tion  the  same  as  is  found  in  Stimpson's  ice  pitcher,  and  that, 
therefore,  the  patent  should  be  refused." 

From  this  decision  the  appeal  has  been  taken  by  Mr.  Hebbard, 
who  has  filed  five  reasons  of  appeal. 

The  first  three  reasons  are,  in  substance,  that  the  nature  of  the 
jurisdiction  and  duties  of  the  Commissioner  of  Patents  are.  as  it* 
relates  to  the  granting  of  patents,  supervisory  and  analogous  ttf' 
the  duties  of  the  Attorney-General  prior  to  the  act  of  July  4th, 
1836,  and  that  upon  deciding  that  the  objections  raised  bythe 
examiner  were  unsatisfactory,  he  ought  to  have  reversed  the  said 
decision,  and  that  he  was  estopped  from  taking  up  new  mattiar 
for  cause  of  rejection. 

The  fourth  reason  is  that  the  Commissioner  of  Patents  having 
decided  that  the  objections  were  not  satisfactory,  thereby  cobP 
eluded  all  argument  thereon,  and  that  the  only  issue  on  appeal 
from  the  Commissioner's  decision  is  on  the  new  issue  made  by 
him. 

The  fifth  reason  is  that  the  new  objections  raised  by  the  Cortt^ 
missioner  of  Patents,  by  reference  to  Stimpson's  ice  pitcher,  d<J' 
not  cover  or  interfere  with  the  claim  of  the  applicant  for  his  irtVem 
tion  of  a  water-cooling  pitcher,  and  therefore,  &c. 
To  these  reasons  the  Commissioner  has  replied:  "The  first- 
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point  raised  by  counsel  for  appellant  is  that  the  Commissioner's 
duties  are  administrative  and  supervisory ;  but  what  is  daimed 
under  this  head  is  contrary  to  the  meaning  and  letter  of  the  sixth 
and  seventh  sections  of  the  act  of  July  4th,  1836.  The  second, 
third,  fourth,  and  fifth  points  all  proceed  upon  the  assumption 
made  in  the  second  point,  that  the  Commissioner  in  deciding  that 
the  objections  raised  by  the  proper  examiner  *  were  not  satis- 
factory '  could  not  go  any  further,  and  had  no  right  to  bring 
forward  additional  reasons  or  facts  upon  which  to  refuse  a  patent 
But  this  assumption  is  clearly  untenable.  The  language  of  the 
law  in  regard  to  the  examination  of  applications  is  that  'the 
Commissioner  shall  make  or  cause  to  be  made  an  examination,' 
&c.  Every  examination  is  in  the  eye  of  the  law  the  act  of  the 
Commissioner,  and  the  result  is  always  signed  by  him.  The 
matter  of  referring  a  case  to  an  examiner,  and  its  subsequent 
revision  by  the  Commissioner  himself,  is  only  a  thing  of  internal 
administration.  Legally,  the  acts  are  all  acts  of  the  Commissioner, 
and  there  can  be  no  doubt  of  his  right  to  review  and  modif)'  in 
any  respect  at  his  pleasure  any  decision  refusing  a  patent  But 
besides  this,  the  new  matter,  so  called,  which  the  Commissioner 
brought  forward  in  the  final  decision,  is  matter  the  substance  of 
which  was  tacitly  understood  in  the  previous  actions  of  the  Office, 
to  be  recognized  by  the  applicant  himself  as  old,  viz.,  the  device 
of  a  double  wall  in  coolers,  with  a  non-conductor  of  some  kind  or 
other  between  them,  such  as  air.  The  reference  finally  g^ven  to 
the  Stimpson  pitcher  was  only  a  reference  to  a  particular  case, 
showing  the  general  fact  which  the  Office  all  along  took  it  for 
granted  the  applicant  knew ;  for  so  far  as  the  memory  of  the 
examiner  goes,  such  general  fact,  not  questioned  in  the  claim,  had 
not  been  questioned  by  the  applicant  in  any  other  way.  In  the 
final  decision  of  the  Commissioner,  where  he  states  that  the  refer- 
ence to  Haggard  and  Bull  does  not  satisfy  him,  it  is  manifest  he 
does  not  mean  to  say  that  that  case  does  not  exhibit  the  fact  for 
which  it  was  first  referred  to,  viz. ,  an  inner  vessel  of  glass  or  porce- 
lain, protected  by  an  outer  one  of  other  material;  that  single 
thing  alone  would  not  furnish  a  good  ground  to  refuse  a  patent 
This  is  all  we  are  authorized  to  understand  the  late  Commissioner 
to  say.  The  main  question  at  issue  is  whether  the  present  is  a 
case  where  a  new  association  of  old  devices  can  also  be  said  in 
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any  just  sense  to  be  a  combination  of  that  kind  which  the  courts 
and  the  Patent  Office  regard  as  a  good  subject  for  the  grant  of  a 
patent.  The  Office  has  held  that  in  many  cases  the  new  associ- 
ation of  or  permutation  upon  old  devices  does  not  constitute  a 
true  combination.  One  instance  only  of  this  the  Office  has  time 
to  refer  to  now,  and  that  is  the  case  cited  in  section  26,  page  23, 
of  Curtis  on  Patents,  viz.,  Bean  v,  Smallwood,  2  Story's  Rep., 
408,  410.  This  is  where  an  old  device  is  claimed  in  a  chair,  and 
the  patent  was  declared  void  because  it  had  been  used  in  other 
things." 

On  the  day  and  at  the  place  which  had  been  appointed  for  the 
hearing  of  said  appeal,  an  examiner  on  the  part  of  the  Office 
appeared,  and  produced  and  delivered  all  the  original  papers  in 
this  case,  and  also  those  in  the  two  cases  to  which  references  were 
given.  On  which  occasion  the  appellant  also  appeared  by  his 
attorney,  and  put  in  his  written  argument  in  the  case,  and  the 
same  was  submitted. 

It  appears  from  what  is  stated  in  the  final  decision  just  recited 
that  upon  a  reconsideration  and  review  of  the  grounds  on  which 
the  Acting  Commissioner  had  rejected  the  claim  of  the  appellant, 
also  hereinbefore  recited,  they  were  deemed  unsatisfactory  and 
insufficient.  The  reason  assigned  is  that  the  object  was  to  con- 
struct a  different  thing;  and  although  a  good  non-conductor 
(plaster  or  other  suitable  material)  is  introduced  between  the 
external  and  internal  surfaces,  it  does  not  appear  to  have  been  in 
consequence  of  its  non-conducting  properties,  but  merely  for  the 
purpose  of  cementing  the  two  surfaces  together.  This,  I  think,  is 
entirely  correct,  and  amounts  to  a  complete  repudiation  of  any 
authority  or  application  of  said  reference  to  the  present  case,  and 
this,  it  is  thought,  is  all  the  answer  to  that  reference  which  ought 
to  be  made  on  this  appeal.  If,  however,  anything  more  could  be 
required  to  show  the  Commissioner's  meaning,  it  appears  in  his 
having  placed  and  rested  his  decision  on  the  reference  to  Stimp- 
son's  case,  which  claim,  according  to  the  specification,  it  will  be 
proper  here  to  state  that  it  may  be  seen  how  far  the  tests  adopted 
by  the  Commissioner  can  be  used  in  application  to  the  differences 
between  what  the  appellant  claims  to  be  his  invention  and  that 
which  Stimpson  claims  to  be  his.  The  object  with  both  certainly 
is  that  they  should  be  water-cooling  pitchers  with  double  walls. 
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The  interior  as  well  as  exterior  wall  of  Stimpson's  are  of  metal; 
of  the  appellant's  the  interior  is  of  porcelain  and  the  exterior  of 
metal.  In  the  further  particular  description  of  his  claim,  Stimpson, 
in  his  specification,  says:  **I  do  not  claim  the  double  wall  as  a 
means  of  intercepting  heat,  nor  do  I  intend  to  claim  such  a  device 
as  applied  to  any  structure  or  vessel  whatsoever  for  the  purpose 
of  economizing  in  ice,  unless  attended  with  all  the  advantages  and 
results  of  my  double-wall  ice  pitcher.  It  is  obvious  that  refrig- 
erators, urns,  tumblers,  double  plates,  and  such  like  articles 
occupy  special  positions  in  household  economy,  and  distinct  from 
my  double  pitcher,  and  that  no  one  of  them  can  be  made  to  sub- 
serve all  its  purposes  and  ends,  and  I  therefore  disclaim  them,  one 
and  all,  and  confine  my  claim  to  the  double-wall  pitcher.  What 
I  claim,  therefore,  as  my  invention  is  the  double -wall  pitcher, 
the  same  consisting  in  a  pitcher  with  double  sides,  double  bottom, 
and  a  hinged  cover,  from  which  the  liquid  contents  are  to  be 
poured  through  or  over  a  nose  or  lip,  substantially  as  herein  set 
forth.  I  am  aware  that  a  lever  has  been  used  upon  the  covers  of 
molasses  pitchers  for  raising  the  covers,  and  this  I  do  not  claim ; 
but  I  do  claim  the  employment  of  a  chain  or  string  attached  to 
the  handle  and  lid  of  the  pitcher  so  described." 

From  the  statements  contained  in  the  Commissioner's  decision  in 
Stimpson' s  case,  it  appears  that  the  principal  ground  upon  which 
the  decision  rested  was  his  own  observation  of  the  practical  utility 
of  the  pitcher,  opposed  to  his  former  decision  rejecting  the  appli- 
cation on  theoretical  principles.  He  said  :  **This  application  has 
been  before  the  Office  on  a  previous  occasion.  It  was  then  re- 
jected, and  the  rejection  affirmed  by  me.  Since  that  time  I  have 
seen  one  of  the  articles  in  use,  and,  being  satisfied  of  its  great  utilit)', 
have  come  to  the  conclusion  that  the  previous  action  was  errone- 
ous. Vessels  have  before  been  made  for  a  similar  purpose  and 
constructed  upon  the  same  principle,  and  therefore  it  was  held  on 
the  previous  occasion  that  making  a  pitcher  was  not  patentable 
where  urns  had  before  been  constructed  in  a  substantially  similar 
manner.  I  have  now  some  difficulty  in  making  the  necessary  dis- 
crimination, though  satisfied  that  the  pitcher  should  be  patented. 
I  think,  however,  it  may  be  regarded  as  substantially  a  new 
commodity;  and,  although  it  preserves  water  from  cooling  or 
becoming  warm  upon  the  same  principles  and  in  substantially 


1857]  In  Re  Hebba&d.  549 


Opinion  of  the  court. 


the  same  manner  as  some  urns  that  have  been  known,  still  it  is 
essentially  a  new  article,  differing  sufficiently  from  the  urn  to  be 
worthy  of  a  patent.  The  urn  does  not  suggest  the  pitcher.  It 
requires  no  small  degree  of  ingenuity  to  contrive  the  latter  after 
seeing  the  former;  and,  besides,  where  an  invention  is  really 
useful,  it  requires  a  smaller  exhibition  of  ingenuity  to  justify  the 
granting  of  a  patent  than  where  the  utility  is  doubtful.'' 

Upon  a  careful  examination  of  the  specification  in  the  aforegoing 
case  of  Stimpson,  I  have  not  been  able  to  find  in  the  description 
.of  his  object  and  intention  any  intimation  that  he  meant  to  inter- 
pose a  non-conducting  agent  between  the  external  and  internal 
walls  or  sur&ces  by  means  of  confined  air,  or  otherwise.  No  such 
consequence  was  looked  to  by  him.  On  the  contrary,  he  expressly 
disclaims  the  use  of  the  double  wall  as  a  means  of  intercepting 
heat  or  as  a  device  intended  to  be  applied  to  any  structure  or 
vessel  whatsoever  for  the  purpose  of  economizing  in  ice,  &c. 
He  confines  his  claim  to  the  double-wall  pitcher  simply.  And 
further,  to  show  that  such  a  device  was  foreign  to  his  intent*  he 
has  provided  "that  if  the  vessel  should  be  constructed  of 
materials  that  are  not  sufficiently  strong '  to  prevent  collapse 
by  the  pressure  of  the  atmosphere,  a  small  vent  should  be  applied 
to  the  space  g^  Nor  does  it  appear  that  any  such  device  or 
contrivance  was  thought  of,  or  formed  any  part  of  the  ground  upon 
which  the  Commissioner's  decision  was  made  to  rest.  Such,  on  a 
comparative  view,  appear  to  be  the  facts  and  circumstances  of  the 
two  pitchers.  Can  they  be  said,  on  principles  of  patent  law,  to 
be  substantially  the  same?  Now,  as  to  the  other  aspect  of  the 
case — that  the  structure  and  combination  of  which  the  two  inven- 
tions are  formed  are  different — that  has  not  been  and  cannot  be  de- 
nied; but  it  is  said  that  the  differences  presented  as  the  appellant's 
invention  are  not  new  substantially,  being  nothing  more  than 
mere  equivalents  for  what  was  before  known.  The  rule  of  patent 
law  relied  on  for  the  position  is  said  to  be  found  in  the  case  of 
Bean  v.  Smallwood,  2  Story,  408-410.  It  will  be  seen  that  that  was 
the  case  where  the  first  two  specifications  of  claim  were  admitted  to 
be  the  same  as  Simmons'  patent,  and  therefore  not  new  and  patent- 
able. The  third  and  last  was  proved  to  be  the  same  apparatus, 
long  in  use,  and  applied,  if  not  to  chairs,  at  least  in  other  machines 
or  purposes  of  a  similar  nature.     "  If  this  be  so,  .[says  the  judge  in 
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laying  down  the  rule,]  then  the  invention  is  not  new,  but,  at  most, 
is  an  old  invention  or  apparatus  or  machinery  applied  to  a  new 
purpose."  Such  is  not  this  case.  The  combination  here  is 
claimed  and  admitted  to  be  a  new  combination  applied  to  an  old 
purpose.     If  so,  the  rule  is  entirely  different. 

The  rules  most  applicable  to  this  case,  I  think,  are  to  be  found 
in  Curtis,  section  95.  Referring  to  Whitmore  v.  Cutter,  i  GaL, 
478,  the  rule  is  thus  stated:  **The  great  question,  of  course, 
when  an  alleged  invention  purports  to  be  an  improvement  of  an 
existing  machine,  is  to  ascertain  whether  it  is  a  real  and  material 
improvement  or  only  a  change  of  form.  In  such  cases  it  is 
necessary  to  ascertain  with  as  much  accuracy  as  the  nature  of 
such  inquiries  admits  the  boundaries  between  what  was  kno^n 
and  used  before  and  what  is  new  in  the  mode  of  operation.  The 
inquiry,  therefore,  must  be,  not  whether  the  same  elements  of  mo- 
tion or  the  same  component  parts  are  used,  but  whether  the  given 
effect  is  produced  substantially  by  the  same  mode  of  operation 
and  the  same  combination  of  powers  in  both  machines,  or 
whether  some  new  element,  combination,  or  feature  has  been 
added  to  the  old  machine  which  produces  either  the  same  effect 
in  a  cheaper  or  more  expeditious  manner,  or  an  entirely  new  effect, 
or  an  effect  that  is  in  some  material  respect  superior,  though  in 
other  respects  similar,  to  that  produced  by  the  old  machine." 

It  may  be  proper  also  to  state  further  the  rule  respecting  equiv- 
alents, which  I  take  to  be  this :  **  If  the  change  introduced  by 
the  applicant  constitutes  a  mechanical  equivalent  in  reference  to 
the  means  used  by  a  patentee,  and,  besides  being  such  an  equiv- 
alent, it  accomplishes  some  other  advantages  beyond  the  effect  or 
purpose  accomplished  by  the  patentee,  such  further  advantage 
may  make  it  a  patentable  subject  as  an  improvement  upon  the 
former  invention. ' ' 

I  will  refer  to  one  more  authority,  and  close.  It  gives  the  rule 
in  relation  to  the  combination  of  various  materials  and  a  new 
method  of  application — 3  Merevail,  629,  referred  to  in  4  Bam.  & 
Aid. ,  599.  The  chancellor  says :  *  *  There  may  be  a  valid  patent 
for  a  new  combination  of  materials  previously  in  use  for  the  same 
purpose  or  for  a  new  method  of  applying  such  materials." 

In  order  to  a  satisfactory  conclusion  on  this  point,  I  shall 
endeavor  to  make  a  due  application  of  the  aforegoing  settled 
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principles  to  the  &ct5  and  circumstances  connected  with  this  part 
of  the  case. 

The  combination  in  this  case  must  be  considered  to  be  new, 
unless  it  is  substantially  like  some  other  which  has  been  discov- 
ered. The  only  remaining  one,  as  such,  which  has  been  referred 
to,  now  to  be  noticed,  is  that  of  Stimpson's,  one  view  of  which 
has  been  already  taken.  Stimpson's  claim,  as  before  said,  is  for 
a  combination  having  two  parts;  Hebbard' s  is  for  three,  as 
before  said,  the  natiu'e  and  character  of  which,  as  imported  on 
the  &ce  of  the  pitcher  and  contended  for  in  the  argument,  is : 
First.  The  appellant's  is  a  porcelain  pitcher,  which  does  not  oxi- 
dize like  metals  when  used  for  acidulated  liquids,  (lemonade,  &c.,) 
has  no  galvanic  action  to  "sour  milk''  if  left  standing  in  it,  like 
metal  would  have,  and  at  the  same  time  can  be  kept  purified, 
and  cleaned  easier  than  metal.  Second.  That  felt  packing  is 
one  of  the  best  non-conducting  substances  known  of;  is  light, 
and  therefore  does  not  add  to  the  clumsiness  of  a  large  pitcher ; 
is  elastic,  and  therefore  has  a  great  tendency  to  protect  the  porce- 
lain pitcher  from  fracture,  by  absorbing  the  force  of  the  blow ; 
and  is  easy  of  application,  as  well  as  cheap.  Third.  The  external 
metallic  shell  acts  as  a  shield  to  protect  the  porcelain  pitcher  and 
the  packing,  as  well  as  being  used  for  a  frame  to  hold  the  porce- 
lain-packed pitcher. 

The  great  benefit  of  having  a  non-conducting  agent  as  a  part 
of  the  invention  is  conceded ;  and  that  some  are  much  better  than 
others  for  that  purpose,  is  equally  clear.  In  the  appellant's  inven- 
tion this  device,  with  a  view  to  its  most  suitable  and  perfect  adap- 
tation, (to  use  his  own  language,)  has  been  manipulated  into 
special  form  for  the  specific  duty  required,  possessing  invariable 
constancy  and  certainty.  On  the  contrary,  as  it  respects  Stimpson's 
pitcher,  if  air  got  confined  between  the  sides  of  the  two  pitchers, 
it  was  an  incident,  and  not  from  any  ingenious  efforts  of  Stimpson 
to  effect  any  such  arrangement ;  and  also,  if  it  be  true,  as  alleged, 
that  air  is  not  a  good  non-conductor,  but,  on  the  contrary,  may 
be  said  to  be  one  of  the  best  conductors  of  heat  known  of,  (as  how- 
ever thin  the  stratum  of  air,  if  exposed  on  opposite  sides  to  the 
least  difference  of  temperature,  that  will  cause  a  change  of  the  par- 
ticles of  the  air  and  a  circulation  to  take  place,  and  that  circulation 
will  transmit  the  heat  with  more  celerity  than  if  passing  through 
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a^olid  metallic  substance  of  the  same  thickness,)  the  device  of  the 
appellant  must  be  considered  not  only  different,  but  much  superior. 
Jts^superiortty  has  been  still  further  shown  by  actual,  practical  ex- 
periment. The  feicts  relating  to  the  experiment,  and  proved  to 
•mysatis&ction,  are,  that  one  of  Hebbard's  water-cooling  pitchers, 
made  as  described  in  his  specification  for  a  patent,  and  one  of 
Stimpson's  of  equal  size  and  capacity  for  holding  water,  were 
taken  and  placed  upon  a  counter  or  work-bench  side  by  side,  so 
as  to  be  exposed  in  all  respects  to  the  same  currents  of  external 
air,  and  other  like  causes  for  varying  their  temperature,  and  that 
•when  thus  placed,  there  was  put  into  each  an  equal  quantity  of 
.water  from  the  same  pail,  which  being  done,  two  square  blocks  of 
ice  each  of  the  weight  of  one  and  a  half  pounds  avoirdupois  we^ht 
were  put  respectively  into  the  said  pitchers,  and  they  were  closed 
by  the  covers  thereof.  After  allowing  the  pitchers  to  stand  several 
hours,  the  &ct  was  noted  that  the  ice  in  the  said  Stimpson's 
pitcher  was  all  melted,  but  that  in  Hebbard's  pitcher — shaving 
the  felt  elastic  packing — the  ice  did  not  entirely  melt  or  dissolve 
for  one  and  one-half  hours  after  the  ice  in  Stimpson's  pitcher  had 
entirely  disappeared. 

(This  proof  was  informally  admitted  under  the  special  cinnim- 
stances  of  this  case. ) 

For  the  aforegoing  reasons,  I  think  the  appellant's  claim  to  a 
patent  for  his  improved  water-cooling  pitcher,  as  described  in  his 
specification,  is  sustained,  and  that  a  patent  ought  to  be  granted 
to  /him  therefor  accordingly. 

Charles  L,  BurritU  for  the  appellant. 


In  Re  H.  &  F.  I.  L.  Blandy.     Appeal  from  refusal  to 

GRANT  Patent. 

PATBNTABILITY — BTBAM-BNGINK — HOLLOW  BED-PLATE — ^DOUBLE  USE.—- The  appli- 
cation to  a  portable  steam-engine  of  a  hollow  bed-plate  fastened  to  the 
boiler,  and  supporting  the  operative  parts  of  the  engine  out  of  contact  with 
the  boiler,  whereby  these  parts  will  not  be  affected  by  the  expansion  and 
ooDtraction  of  the  boiler :  HM^  not  to  be  a  patentable  iuTention,  ia  «i*w 
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of  tb«  fact  tibfit  similar  bed-pUt«8  had  preyiouslj  been  used  in  yarods 
l>arts  of  the  engine  for  a  .similar  parpose.  It  is  an  ohrioas  application 
and  a  mere  donble  use  of  an  old  device. 
Iktshtion — ^PRiHOiPLi — ^DOUBLi  U8I. — An  invention  mast  inyolve  a  new  prin- 
ciple. When  the  principle  of  the  alleged  invention  has  been  discovered 
and  applied  before,  the  new  application  of  it  will  be  what  is  called  a  double 
use.  In  such  eases,  although  there  may  be  in  the  new  application  some 
degree  of  noveltj'^^omething  maj  have  been  discovered  or  found  out  that 
was  not  known  before — ^yet,  unless  the  new  occasion  on  which  the  principle 
is  applied  leads  to  some  kind  of  new  manufocture  or  to  some  .new  result, 
it  will  be  but  a  double  use. 

(Before  Mob8ilL|  J.,  District  of  Columbia,  January,  1858.) 

Statement  of  the  Case. 

The  alleged  invention  in  this  case  consisted  in  providing  a 
portable  steam-engine  with  a  hollow  bed-plate,  substantially  in  the 
form  of  an  eight-inch  pipe  about  eight  feet  in  length,  which  was 
attached  by  feet  or  saddles  to  the  side  of  the  boiler.  The  work- 
ing parts  of  the  engine  were  attached  to  the  outside  of  this  pipe  by 
suitable  flanges,. and  were  thus  removed  from  contact  with  the 
boiler,  thereby  preventing  the  injurious  effects  occasioned  by  the 
unequal  contraction  and  expansion  of  the  boiler-plates.  The 
application  was  rejected  upon  references  showing  various  kinds 
of  hollow  bed-plates  applied  to  various  parts  of  the  engine — no 
one  of  the  machines  referred  to,  however,  showing  the  precise 
form  and  construction  adopted  by  the  applicants. 

Some  time  after  the  decision  in  this  case,  the  applicants  filed  a 
new  application  for  the  same  invention,  May,  1858,  with  the  follow- 
ing claim :  "The  application  to  portable  steam-engines  of  a  hol- 
low continuous  bed-plate,  in  the  manner  substantially  as  described, 
for  the  support  or  attachment  of  operative  parts  of  the  engine, 
whereby  the  latter  in  working  is  rendered  independent  of  the 
contraction  and  expansion  of  the  former,  and  the  boiler  relieved 
from  the  direct  strain  of  the  engine,  as  set  forth." 

This:application  was  accompanied  by  a  number  of  affidavits,  to 
the  effect  that  the  invention  thus  claimed  was  a  marked  improve- 
ment in  the  art,  and  was  productive  of  the  most  beneficial  effects. 
The  application  appears  to  have  been  passed  -4o  issue  without 
objection,  and  was  patented  August,  1858.  The  patent  was  after- 
.wards.sued  on  and  sustained.     (Blandy  v,  Griffith,  6  Fisher,  309, 
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and  Blandy  v,  Griffith.  6  Fisher,  434.)    The  rule  of  practice  re- 
ferred to  in  the  decision  was  as  follows  : 

''114.  Should  there  be,  notwithstanding  these  reasons,  a  second 
rejection,  the  applicant  may,  in  person  or  by  his  agent,  or  in 
writing,  as  above  contemplated,  bring  the  matter  before  the 
Commissioner,  who  will,  if  possible,  examine  the  case  in  person ; 
but  should  he  not  be  sufficiently  at  leisure,  it  will  be  referred  to  a 
board  of  examiners.  The  decision  attained  in  either  oi  these 
modes  will  be  final  so  far  as  the  action  of  this  Office  is  concerned. 
The  only  remaining  remedy  will  be  by  appeal  in  those  cases 
allowed  by  law.'*     (Rules  of  1854.) 

MORSELL,  J. 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  refus- 
ing to  grant  a  patent  to  said  H.  &  F.  I.  L.  Blandy  on  their 
application  for  an  improvement  in  portable  steam-engines. 

The  claim  as  amended  is  described  in  the  following  terms: 
**  Having  thus  described  our  improvement,  what  we  claim  as  new, 
and  desire  to  secure  by  letters-patent,  is  the  application  to  port- 
able steam-engines  of  a  hollow  bed-plate,  in  the  manner  substan- 
tially as  described,  for  the  support  and  attachment  of  the  operative 
parts  of  the  engine,  whereby  the  latter  in  working  is  rendered 
independent  of  the  contraction  and  expansion  of  the  former,  and 
the  boiler  relieved  from  the  direct  strain  of  the  engine,  as  set 
forth." 

On  the  15th  of  June,  1857,  the  Commissioner  says:  **Your 
application  for  improvement  in  portable  engines  has  been  exam- 
ined under  rule  114,  and  a  patent  thereon  refused." 

Three  reasons  of  appeal  are  assigned :  First.  Because  the  Office 
has  failed  to  give  a  reference  showing  a  device  applied  in  the  same 
manner  and  for  the  same  purposes  as  that  claimed  by  the  appli- 
cants. Second.  Because  the  reference  given  to  the  engine  described 
in  Lardner,  and  shown  in  plate  12  of  the  same,  cited  in  the  Com- 
missioner' s  decision  as  an  apposite  reference,  cannot  be  considered 
as  a  reference  at  all,  as  it  is  not  used  as  a  support  for  the  working 
parts  of  the  engine,  but  merely  as  a  heater  to  economize  the  heat 
of  the  waste  steam.  Third.  The  opinion  of  the  Office,  to  wit, 
**the  necessity  for  some  provision  to  accommodate  contraction 
and  expansion  in  machines  requiring  an  extended  metallic  surface, 
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is  SO  perfectly  familiar  to  every  good  mechanic  that  no  structure 
of  such  material  that  had  to  encounter  great  changes  of  tempera- 
ture would  be  attempted  without  some  such  accommodating  pro- 
vision/' cannot  be  considered  as  a  just  cause  for  refusing  a  patent 
to  the  applicants ;  as,  first,  the  law  does  not  recognize  a  necessity 
for  the  invention  of  a  machine,  &c. ,  to  effect  a  useful  result,  as  a 
reason  for  refusing  a  patent  on  the  same ;  and  second,  a  mere 
belief  or  reason  on  the  part  of  the  Office,  without  assigning  proper 
references  to  substantiate  the  same,  is  not  a  reference,  as  contem- 
plated by  law,  and  hence  is  not  a  lawful  reason  for  refusing  the 
patent. 

The  Commissioner  states  as  the  general  ground  for  his  decision 
"that,  as  in  the  construction  of  every  character  of  steam-engine 
no  more  metal  is  used  than  in  the  sound  judgment  of  the  builder 
is  required  to  give  it  strength  and  durability  and  adapt  it  to  its 
particular  position,  it  will  readily  be  seen  that  the  making  of 
one  part  of  the  engine  solid  and  another  part  hollow  must  be  of 
common  consideration,  arising  out  of  the  various  circumstances  of 
locality,  use,  durability,  and  economy.  Certain  references  have 
been  given  to  this  position  which  show,  from  an  early  date  to  the 
present  time,  that  not  only  in  portable  but  in  all  classes  of  steam- 
engines  the  hollow  or  tubular  character  of  the  structure  has  been 
made  of  importance,  and  such  parts  of  the  engine  as  were  thus 
made  have  been  used  for  various  purposes ;  to  show  which,  par- 
ticular references  are  given  to  Lardner  on  the  Steam-engine,  plate 
12,  page  148,  in  1802,  where  the  hollow  or  tubular  quality  is  fully 
employed,  the  tubular  part  of  the  structure  serving  to  sustain  the 
smoke-stack  of  the  boiler,  the  exhaust  pipe,  and  part  of  the  valve 
gear,  while  it  is  made  to  serve  the  very  useful  purpose  of  a  feed- 
water  heater.  In  Repertory  of  Patents,  second  series,  volume  2, 
page  175,  is  shown  an  engine  the  entire  base  of  which  is  hollow 
and  used  as  a  water  reservoir — invented  in  1 802.  Herbert' s  Ency- 
clopaedia, volume  2,  page  701,  shows  the  hollow  bed-plate  used 
for  two  purposes,  where  compactness  appears  to  have  been  a 
prominent  intention  of  the  inventor,  two  of  the  compartments 
being  for  the  working  cylinders  and  the  third  designed  for  the 
condenser.  *' 

The  Commissioner  then  passes  on  to  more  recent  dates,  and 
says:  "The  references  in  the  descriptive  catalogue  of  the  London 
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•exhibition  (page  375)  show  portable  engines  with  hollow  supports 
sustaining  different  parts.  Bunreirs  (page  368)  shows  the  cylinder 
and  valve  gear  sustained  on  a  hollow  frame  or  box  placed  above 
the  furnace  of  the  boiler,  with  the  bearing  of  the  fly-wheel  upon 
another  box  near  the  smoke-box  of  the  boiler.  The  same  may 
be  said  of  Barrett's  engine,  illustrated  on  page  377.  Though  the 
box  supporting  the  cylinder  on  the  boiler  in  this  engine  is  shallow, 
it  is  evidently  not  solid,  but  hollow.  The  same  is  evident  in  Tur- 
ner's engine,  illustrated  on  page  391,  and  Hornby's,  on  ps^e  396." 

As  tending  to  prove  the  same  position,  the  Commissioner 
refers  to  the  files  of  the  Office,  showing  a  number  of  cases 
particularly  stated  by  him;  from  all  which  the  Commissioner 
says  :  **  Is  it  not  very  clearly  and  fully  shown  that  there  is  no 
novelty  in  constructing  engines  of  any  special  character  with 
hollow  bed-plates  or  supports?  ♦  ♦  *  Xhe  applicant 
insists,  notwithstanding  this  mass  of  strong  and  pertinent  evi- 
dence, that  he  is  entitled  to  a  patent  on  this  application, 
because  the  references  do  not  show  that  the  hollow  bed-plate  was 
designed  by  others  for  the  same  purposes  and  for  fulfilling  the 
same  intentions  contemplated  by  him.  It  is  not  proposed  to  show 
that  the  position  assumed  by  the  appellant  is  incorrect;  that  is,  that 
others  have  not  used  the  hollow  bed-plate  for  the  same  purpose 
and  with  the  same  intentions,  for  the  great  reason  that  his  premises 
are  without  any  support  derived  either  from  the  enactments  of 
Congress  concerning  patents,  from  the  practice  of  the  Patent 
Office,  or  from  the  decisions  and  rulings  of  the  courts.  It  is 
therefore  of  no  moment  whether  he  is  the  first  to  use  hollow  bed- 
plates for  the  purposes  and  with  the  intention  named  by  him  or 
not.  The  laws  do  not  in  any  degree  whatever  set  out  purpose 
or  intent  as  a  cause  for  granting  a  patent.  Only  a  few  rulings 
and  opinions  will  therefore  be  quoted.  Reference  is  given  to 
Phillips  on  Patents,  106 ;  Curtis  on  Patents,  p.  4,  sec  4; 
Bean  v,  Smallwood,  2  Story,  408 ;  Winans  v.  Providence  Rail- 
road Company,  2  Story,  412  ;  and  the  opinion  of  Judge  Cranch 
in  the  appeal  case  of  John  F.  Kemper  from  the  decision  of  the 
Commissioner  of  Patents  "  {ante,  p.  i). 

This  was  the  state  of  the  said  case  brought  before  me  on  the 
day  and  place  appointed  by  me  for  the  hearing  thereof,  at  which 
time  and  place  an  examiner  on  the  part  of  the  Office  appeared. 
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with  all  the  papers,  &c.,  in  said  case,  and  on  the  part  of  the  appeU 
lant  his  attorney  appeared,  and  upon  his  application  was  allowed  to 
propound  certain  interrogatories  to  said  examiner  in  explanation 
of  the  principles  of  the  said  improved  machine,  according  to  the 
provisions  of  the  act  of  Congress,  which  said  examination  will  be 
herewith  sent,  (reference  thereto  will  fully  appear.) 

In  answer  to  the  first  interrogatory,  the  examiner  says :  *  *  I  have 
frequently  seen  engines  running  with  hollow  bed-plates." 

Fourth  interrogatory :  **  Does  the  working  of  portable  engines 
strain  the  boilers?"  Answer:  **  It  depends  altogether  on  the 
strength  of  the  boiler  and  the  power  of  the  engine ;  it  has  no  ten- 
dency to  strain  it  if  the  boiler  is  sufficiently  strong." 

Sixth  interrogatory :  *'  Is  the  power  of  the  engine  usually  pro- 
portioned to  the  capacity  of  the  boiler  ? ' '  Answer :  *  *  The  boiler 
is  usually  adapted  to  the  engine." 

Ninth  interrogatory:  **Will  the  expansion  and  contraction 
of  the  boiler,  as  its  temperature  is  varied  and  lowered,  strain  the 
working  parts  of  the  engine  if  attached  directly  to  it  ?  "  Answer : 
"That  depends  in  a  great  measure  upon  the  construction  and 
arrangement  of  the  engine  and  the  kinds  of  metal  used  in  its  vari- 
ous parts." 

Tenth  interrogatory :  *'  How?  What  different  kinds  of  metals 
effect  this?"  Answer:  "All  metals  do  not  expand  equally  by 
heat,  and  hence  an  engine  might  be  injured  more  or  less  by 
expansion  when  constructed  of  different  kinds  of  metals. ' ' 

Eleventh  interrogatory :  "  Will  the  expansion  and  contraction 
of  the  boiler  as  its  temperature  varies  strain  the  working  parts 
of  the  engine  if  attached  directly  to  it,  both  being  constructed 
entirely  of  the  same  metal?"     Answer :  "  I  should  think  not." 

Twelfth  interrogatory:  "Will  the  appellant's  improvement 
have  a  tendency  to  prevent  the  straining  of  the  engine  and  boiler, 
as  arranged  and  combined,  the  engine  and  boiler  being  of  the 
same  metal?  "  Answer :  "  Not  as  little  as  if  there  was  not  any 
cylinder  or  bed-plate  interposed." 

Thirteenth  interrogatory :  "  If  the  boiler  and  engine  be  made  of 
different  metals,  how  then?"  Answer.  "If  made  of  different 
metals,  there  would  be  more  injury  from  expansion  and  contrac- 
tion. 

Fotirteenth  interrogatory :  "  Will  the  appellant's  improvement 
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The  objection  to  this,  in  the  language  of  the  counsd,  is  that  ^'sup- 
posing, for  the  sake  of  argument,  each  of  these  parts  are  supported 
upon  separate  hollow  standards  or  bed-plates  secured  to  the  boiler, 
the  same  effect  will  be  produced  with  these  asr  if  the  various  parts  of 
tlie  engine  had  been  secured  directly  to  the  boiler,  because,  as  the 
boiler  contracts  or  expands,  the  hollow  bed-plate  will  necessarily 
move  with  it  in  those  movements,  and  produce  precisely  the  same 
effect  as  if  the  engine  had  been  secured  directly  to  the  boiler,  for 
as  they  move,  the  parts  of  the  engine  secured  to  them  must  also 
move,  thus  destroying  their  proper  relative  position." 

If  this  reasoning  be  correct,  as  perhaps  it  is,  is  it  not  applicable 
as  an  objection  to  the  scheme  of  the  appellants  ?  Their  bed-plate, 
on  which  the  working  parts  are  supported,  is  secured  to  the  boiler 
at  one  or  perhaps  two  points ;  that  is,  at  each  end.  If,  therefore, 
any  such  disaster  should  occur,  it  is  difficult  to  conceive  how  the 
peculiar  contrivance  or  fastenings  of  the  continuous  hollow  bed- 
plate of  appellants'  alleged  invention  should  effectually  save  said 
parts  from  like  effects  of  the  shock. 

The  next  which  I  shall  notice  is  to  be  found  in  the  Repertory  of 
Patents,  second  series,  volume  2,  pages  175,  176 — ^an  engine  the 
entire  base  of  which  is  hollow,  and  used  as  a  water  reservoir, 
invented  in  1802.  It  is  objected  that  the  hollow  cistern  forming 
the  entire  base  of  the  engine  *  *  is  not  supported  upon  and  secured 
to  the  boiler,  but  is  stationed  upon  the  ground,  and  therefore  can* 
not  be  in  point.'* 

Considering,  as  I  have  done,  that  the  principal  feature  in  the 
alleged  invention  of  the  appellants  claimed  by  them  as  new- was 
the  independent,  isolated  contrivance  of  their  hollow  continuous 
bed  plate,  I  am  utterly  at  a  loss  to  perceive  the  weight  of  this 
objection  in  support  of  that  idea,  or  how  it  can.  be  consistently 
reconciled  with  what  appears  to  be  insisted  on  in  the  objection 
just  before  mentioned. 

If  it  is  intended  to  be  used  to  show  the  want  of  por&bleness, 
judging  from  the  only  evidence  before  me — ^that  of  the  description 
given  in  the  book  referred  to — I  am  not  satisfied  that  it  warrants 
me  in  drawing  any  such  conclusion.  It  is  in  these  words:  "Its 
combination  of  parts  form  a  perfect  engine  without  requiring  any 
fixture  of  wood  or  any  other  kind  of  framing  than  the  ground  it 
stands  upon,  and  is  transferable  without  being  taken  to  pieces." 
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The  same  objection  is  urged  to  the  reference  given  in  Herbert's 
Encyclopaedia,  vol.  2,  page  701 :  an  engine  (as  stated  by  the 
Commissioner)  which  shows  the  hollow  bed-plate  used  for  two 
purposes,  where  compactness  appears  to  have  been  a  prominent 
intention  of  the  inventor,  two  of  the  compartments  being  for  the 
working  cylinders  and  the  third  designed  for  the  condenser.  The 
same  reply  may  be  made  to  this  objection  as  to  the  preceding 
one. 

The  next  objection  I  shall  notice  is  the  one  taken  to  the  case 
of  Barrett,  to  be  found  in  the  Descriptive  Catalogue  of  the  Lon- 
don Exhibition,  page  375.  The  objector  says  that  it  is  mounted 
and  supported  in  precisely  the  same  manner  as  that  of  Burrell's, 
before  alluded  to;  that  is  to  say,  the  various  parts  of  the  engine 
are  supported  upon  several  standards  or  bed-plates,  and  npt  upon 
one,  which  alone  can  effect  the  purpose  and  remedy  the  defects 
designed  by  the  appellant's  improvement.  The  description  given 
of  it  by  the  inventor  is :  *  *  The  engine  is  fitted  and  fixed  to  a 
separate  cast  frame,  relieving  the  boiler  from  all  vibration  or 
strain.*'  The  specific  objection  to  this  seems  to  be  that  by  appel- 
lant's invention,  his  one  bed  plate  alone  effects  the  whole  that  the 
several  standards  or  bed  plates  of  this  machine  can  do,  and  dis- 
penses with  them. '  This  involves  a  separate  principle  from  a 
mere  analogous  use,  and  will  be  hereafter  considered. 

It  will  appear,  I  think,  on  a  review  of  the  case  at  this  stage  of 
it,  that  in  the  construction  of  the  invention  by  the  appellants, 
although  there  are  differences  in  point  of  form  from  those  which 
are  shown  by  the  references,  substantially  they  are  analagous. 
The  principles  of  the  leading  contrivances  appear  alike;  for 
instance,  they  are  substantially  alike  in  the  independent  isolated 
hollow  plate — ^their  mode  of  operation  answering  the  purposes  of 
preventing  any  injurious  effects  that  might  be  occasioned  by  an 
immediate  contact  of  the  working  parts  of  the  engine  with  the 
boikr.  In  one  of  them  it  is  expressly  stated  as  the  purpose  and 
effect  '*to  secure  and  relieve  the  boiler  from  all  vibration  and 
strain."  They  are  used  or  applied  in  the  same  kind  of  combi- 
nation. As  to  the  matter  respecting  the  portableness,  I  have 
already  said  enough  to  show  that  this  point  is  not  materially 
aflfected  by  it.  The  case,  therefore,  falls  within  the  principles  of 
law  as  stated  by  me  hereinbefore. 

36 
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The  claim  of  right  to  the  patent  is,  however,  supposed  to  be 
sustained  upon  the  ground  *'that  as  by  using  a  single  hollow 
bed -plate,  instead  of  two  or  three  as  formerly,  for  the  support  of 
the  entire  working  parts  of  the  engine,  a  new  and  beneficial  result 
is  produced,  being  more  economically  or  beneficially  enjoyed  by 
the  public."  For  this  position  Curtis,  sec.  401,  is  referred  to  as 
authority.  It  is  there  said  :  "  The  claim  may  be  for  the  use  of  a 
known  thing,  in  a  known  manner,  to  produce  effects  already 
known,  but  producing  those  effects  so  as  to  be  more  economically 
or  beneficially  enjoyed  by  the  public,  which  the  law  decides  is  a 
patentable  subject. ' ' 

If  the  facts  be  as  stated,  the  rule  will  be  applicable,  and  the 
claim  sustainable.  The  claim  was  three  times  examined  and 
rejected.  Examiner  Baldwin,  to  whom  it  was  last  referred  for 
revision,  says  :  *  *  The  necessity  of  some  provision  to  accommodate 
contraction  and  expansion  in  machines  requiring  an  extended 
metalic  surface  is  so  perfectly  familiar  to  every  good  mechanic 
that  no  structure  of  such  material  that  had  to  encounter  great 
changes  of  temperature  would  be  attempted  without  some  such 
accommodating  provision.  To  build  a  portable  steam-engine 
with  a  view  to  make  it  encounter  the  changes  of  temperature 
which  its  use  involves,  is  therefore  no  new  invention. '  * 

The  testimony  of  Doctor  Everett,  on  oath,  examined  before  me 
on  the  hearing  of  this  cause,  at  the  request  of  and  by  appellant's 
counsel,  to  interrogatories  propounded  by  him,  is  very  strong 
against  this  branch  of  the  claim,  and  his  answers  being  in  response 
to  questions  put  by  appellant's  counsel  must  be  received  and 
respected  according  to  the  legal  rule  of  evidence  on  the  subject 
I  will  repeat  a  part  of  what  has  been  before  stated. 

The  eleventh  interrogatory  put  to  him  was  :  **  Will  the  expan- 
sion and  contraction  of  the  boiler,  as  its  temperature  varies,  strain 
the  working  parts  of  the  engine  if  attached  directly  to  it,  both 
being  constructed  entirely  of  the  same  metal?"  Answer:  "I 
should  think  not." 

Twelfth  :  **  Will  the  appellant's  improvement  have  a  tendenq' 
to  prevent  the  straining  of  the  engine  and  boiler,  as  arranged  and 
combined,  the  engine  and   boiler  being  of  the  same  metal? 
Answer  :  *'  Not  as  little  as  if  there  was  not  any  cylinder  or  bed- 
plate interposed. ' ' 
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Fourteenth:  **Will  the  appellant's  improvement  have  a  ten- 
dency to  prevent  the  straining  of  the  engine  and  boiler,  as  arranged 
and  combined,  when  both  are  made  of  different  metals  ? ' '  Answer : 
*•!  should  think  not'' 

The  proof  derived  from  these  two  gentlemen — experts  of  great 
respectability,  as  they  must  be  considered  to  be — I  think  must 
be  considered  as  preponderating  in  weight  over  all  that  has  been 
produced  on  the  part  of  the  appellant. 

From  all  which  my  conclusion  and  opinion  is  that  the  claim  for 
a  patent  as  set  up  by  the  appellant  in  this  case  has  not  been  sus- 
tained ;  that  there  is  no  error  in  the  decision  of  the  Commissioner, 
and  that  the  same  ought  to  be  affirmed. 

P.  Hannay^  for  the  appellant. 


Charles  Mowrv,  Appellant, 

vs, 
H.  B.  Barber,  Appellee.  Interference. 

Public  csb  or  bali — Jurisdiction  of  thb  Gommissionbr. — Under  the  seyenth 
section  of  the  act  of  1836,  directing  the  Commissioner  to  cause  an  exam- 
ination to  be  made  of  the  alleged  new  invention,  and  to  issue  a  patent 
if  it  shall  not  appear,  inte^  aUoj  that  the  invention  had  been  in  public 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prior  to  the 
application,  the  Commissioner  has  authority  to  investigate  and  deter- 
mine the  question  of  public  use  arising  in  connection  with  an  applica- 
tion for  a  patent. 

Withdrawal  of  application — bffbot  of. —  The  withdrawal  of  an  applica- 
tion and  the  return  of  the  fee  under  the  seventh  section  of  the  act  of 
1839  is  a  final  abandonment  of  the  application,  and  effects  an  entire 
extinction  of  all  protection,  saving,  and  privilege  thereunder.  Such  an 
application  cannot  be  revived  by  filing  a  new  application  for  the  same 
invention.  Such  new  application  will  not  relate  back  to,  or  be  consid- 
ered as  a  revival  of,  the  withdrawn  application  for  the  purpose  of 
avoiding  the  objection  of  intervening  public  use. 

Public  usb  ob  bale — tbstimony  in  intbrfbrengb. — When  it  appeared  from  the 
testimony  taken  in  an  interference  proceeding  that  the  invention  claimed 
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by  the  applicant  had  been  in  public  use  and  on  sale  for  more  tbaD 
two  years  prior  to  filing  his  application:  Hdd^  That  the  GommissioDer 
was  authorized  to  reject  his  application  for  that  reason. 
RirnsAL  OP  application — dblitbry  op  ths  patbkt. — The  jurisdictioo  of  the 
Commissioner  to  refuse  a  patent  continues  after  interference  is  deelsred 
and  until  the  patent  is  delivered. 

(Before  Morsill,  J.,  District  of  Columbia,  January,  1858.) 

Statement  of  the  Case. 

Barber,  the  appellee,  held  a  patent  for  the  invention  dated  July 
8,  1856,  No.  15,273- 

MORSELL,  J. 

The  first  reason  of  appeal  is  ' '  Because  the  Commissioner  of 
Patents  has  no  cognizance  of  the  matter  on  which  his  decision 
was  based.** 

The  &cts  in  relation  to  this  point  are :  In  August,  1849,  the 
appellant  filed  a  caveat,  and  on  the  ist  of  March,  1851,  filed  his 
application  for  a  patent  for  improvements  in  a  machine  for  draw- 
ing water  fi-om  wells,  &c.  This  first  application  was  examined 
and  references  were  given ;  upon  these  the  application  was  with- 
drawn by  a  letter  from  the  appellant  dated  the  12th  of  April,  1852, 
in  which,  among  other  things,  he  says:  *'To  the  Commissioner 
of  Patents :  I  hereby  withdraw  my  application  for  a  patent  for 
improvements  in  a  machine  for  drawing  water  fi-om  wells,  &c., 
now  in  your  office,  and  request  that  twenty  dollars  may  be 
returned  to  me,  agreeably  to  the  provision  of  the  act  of  Congress 
authorizing  such  withdrawal.'*  This  was  done  as  requested 
That  provision  is  to  be  found  in  the  sixth  section  of  the  act  of 
1836,  in  these  words :  '*  In  every  such  case,  if  the  applicant  shall 
elect  to  withdraw  his  application  relinquishing  his  claim  to  the 
model,  he  shall  be  entitled  to  receive  back  twenty  dollars,  part 
of  the  duty  required  by  this  act,  on  filing  a  notice  in  writing  of 
such  election  in  the  Patent  Office.**  This,  the  Commissioner 
states  in  his  report,  was,  and  now  is,  by  the  practice  of  the  Patent 
Office,  final,  &c.  The  application  in  this  case  is  dated  on  the 
2d  day  of  March,  1857,  and  filed  on  the  loth  of  April,  1857. 
This,  so  far  as  I  understand  it,  is  substantially  a  renewal  of  the 
former  claim. 
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The  Commissioner  states  in  his  report,  in  reply  to  the  reason 
of  appeal  already  mentioned,  that  "the  decision  of  the  Commis- 
sioner is  based  upon  the  iact  of  abandonment.  The  evidence 
clearly  shows  that  Mowry  had  been  manufacturing  and  vending 
said  machine  for  more  than  two  years  prior  to  his  present  appli- 
cation. His  former  application  (withdrawn  in  April,  1852)  is  only 
admissible  as  evidence  as  to  priority  of  invention,  but  does  not 
afiect  the  question  of  abandonment." 

The  duty  and  authority  of  the  Commissioner  are  declared  by 
the  various  acts  of  Congress,  and  it  is  true  that  he  has  none 
besides.  Whether  he  could  take  cognizance  of  the  matter  objected 
to  him  in  the  first  reason,  as  before  stated,  depends  upon  the  con- 
struction of  the  seventh  section  of  the  act  of  1836,  in  these  words  : 
"  That  on  the  filing  of  any  such  application,  description  and  speci- 
fication, and  the  payment  of  the  duty  hereinafter  provided,  the 
Commissioner  shall  make  or  cause  to  be  made  an  examination  of 
the  alleged  new  invention  or  discovery ;  and  if  on  such  examina- 
tion it  shall  not  appear  to  the  Commissioner  that  the  same  had 
been  invented  or  discovered  by  any  other  person  in  this  country 
prior  to  the  alleged  invention  or  discovery  thereof  by  the  appli- 
cant, or  that  it  had  been  patented  or  described  in  any  printed 
publication  in  this  or  in  any  foreign  country,  or  had  been  in  public 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prior  to 
the  application,  if  the  Commissioner  shall  deem  it  to  be  sufficiently 
usefiil  and  important  it  shall  be  his  duty  to  issue  a  patent  there- 
for," &c.  The  first  part  of  this  section,  though  expressed  in  more 
general  terms,  contains  an  express  condition  precedent  as  to  the 
same  matter.  This  provision  of  the  statute,  it  seems  to  me,  is 
very  explicit  in  its  requirements,  and  equally  so  in  its  intended 
application  to  the  right  in  its  inchoate  state.  After  the  other 
previous  requisites  are  complied  with,  and  before  the  granting  of 
a  patent,  it  directs  the  Commissioner  to  make  the  examination  on 
the  subject,  and  to  decide  (of  course)  on  what  shall  appear  to  him 
to  be  the  result,  or  otherwise  it  would  be  idle  to  require  the 
examination.  One  part  of  the  subject  of  his  examination  is  ex- 
pressly declared  to  be  whether  or  not  the  alleged  discovery  had 
been  "in  public  use  or  on  sale."  This,  then,  surely  gives  him 
cognizance  or  jurisdiction.  If,  then,  the  result  of  such  examina- 
tion should  be  that  it  appeared  to  him  that  the  alleged  invention 
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or  discovery  had  been  in  public  use  or  on  sale  contrary  to  the 
provision  of  the  statute,  ought  he,  notwithstanding,  proceed  to 
grant  the  patent,  that  an  opportunity  might  be  afforded  to  the 
applicant  to  ha^  the  matter  submitted  to  a  jury  in  a  court  of  law? 
I  cannot  think  so.  The  same  jurisdiction,  I  think,  continues  after 
interference  declared  and  until  the  patent  is  delivered,  unless 
otherwise  decided  on  appeal. 

In  support  of  the  proposition  involved  in  his  first  reason  of 
appeal,  the  appellant's  counsel  bases  his  argument  on  the  authority 
of  a  decision  made  by  Judge  Cranch  in  the  case  of  Heath  v.  Hil- 
dreth  (a«/^,  p.  12)  and  Pomeroy  v,  Connison  (aniey  p.  40),  and  to 
the  decisions  there  referred  to.  It  will  be  seen  upon  examination 
of  that  case  that  Judge  Cranch' s  allusion  is  the  defense  set  up  of 
a  delay  or  general  abandonment,  of  which,  intention  and  special 
circumstances  constitute  the  gist,  and  the  authorities  there  referred 
to  are  of  decisions  made  in  cases  brought  for  the  infringement  of 
patent  rights  in  a  court  or  courts  of  law  in  which,  according  to  their 
fundamental  establishment,  the  jury  forms  a  constituent  part  for 
the  trial  of  issues  of  fact.  Such  is  not  the  case  of  trials  before  the 
Commissioner.  At  page  24,  anie^  Judge  Cranch  says :  **  But  the 
question  of  forfeiture  or  abandonment  is  for  the  jury  upon  a  trial 
at  law.  The  first  invention  is  prima  facie  entitled  to  a  patent," 
and  the  Commissioner,  as  before  observed,  is  bound  to  issue  it 
under  the  seventh  section  of  the  act  of  1836,  if  certain  fects  should 
not  appear  to  the  Commissioner,  as  therein  specified,  which  speci- 
fication of  facts  does  not  include  delay  or  abandonment;  so  that 
the  question  of  delay  or  abandonment  is  not  by  that  section  sub- 
mitted to  the  jurisdiction  of  the  Commissioner."  It  is  not  my 
intention  to  discuss  this  position  of  Judge  Cranch  at  this  time, 
or  to  express  any  opinion,  because  I  do  not  think  the  question 
now  before  me  requires  it.  What  the  Commissioner  means  by 
the  term  "abandonment,"  as  the  ground  of  his  decision,  is  the 
statutory  disability  in  the  appellant  to  assert  his  right  to  a  patent 
because  of  the  public  use  or  sale  by  others,  with  his  knowledge 
and  consent,  of  said  invented  machine  more  than  two  years  before 
his  application  for  a  patent  in  this  case.  These  terms,  as  before 
particularly  stated,  are  among  those  specified  and  enumerated  in 
the  statute.  I  think,  therefore,  that  the  Commissioner  had  cog- 
nizance of  the  matter. 
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The  second  reason  is  in  these  words :  *  *  Because,  even  if  he  had 
cognizance  of  the  matter,  the  act  of  the  inventor  in  the  premises 
was  not  an  abandonment  of  the  invention  to  the  public  within  the 
meaning  of  the  law,  but,  on  the  contrary,  his  acts  as  proved  by 
the  testimony  in  the  matter  of  the  interference  between  hk  appli- 
cation and  Barber's  patent  show  that  he  still  asserted  his  right  to 
the  invention,  and  intended  to  secure  it  by  letters-patent,  if 
possible." 

Third.  Because  the  failure  of  Mowry's  first  application  having 
been  caused  by  the  act  of  the  Commissioner  of  Patents  solely,  and 
by  no  fault  on  the  part  of  the  inventor,  and  thus  the  second  appli- 
cation having  become  necessary  by  the  said  act  of  the  Commis- 
sioner of  Patents,  the  date  of  selling  the  articles  by  Mowry  should 
be  considered  in  relation  to  the  first  and  not  to  the  second  appli- 
cation. 

To  which  the  Commissioner  answers :  *  *  Asserting  his  '  intention 
to  secure  a  patent,  if  possible,'  after  he  had  withdrawn  in  1852 
and  not  offering  until  1857,  and  then  only  upon  learning  that 
Barber  had  obtained  a  patent  for  the  same  thing,  and  having 
meantime  manufactured  and  sold  said  machines  for  more  than 
ten  years  prior  to  applying,  appears  to  invalidate  the  second 
reason  for  appeal.  Third.  The  usual  Office  course  was  taken. 
The  first  application  was  examined,  references  were  given,  and 
upon  these  the  application  was  withdrawn  pro  forma.  This  was 
and  now  is,  by  the  practice  of  this  Office,  final ;  and  the  applica- 
tion thus  conditioned  can  only  be  (by  the  custom  of  this  Office) 
available  as  evidence  of  date  of  invention  in  any  future  contin- 
gency, and  can  only  be  agfain  before  this  Office,  as  such.  A 
subsequent  application  for  the  same  thing  has  no  necessary  con- 
nection with  the  former,  except  where  a  case  is  formally  with- 
drawn to  amend,  or  to  re-present  within  a  reasonable  time  for 
affecting  such  amendment. ' ' 

These  two  reasons  will  be  considered  together.  The  question 
which  grows  out  of  them  is.  What  is  the  effect  of  withdrawing 
the  first  application  in  this  case  under  the  circumstances  of  re- 
ceiving back  twenty  dollars,  part  of  the  duty  required  by  the  act? 
Without  qualification  or  any  reservation,  it  seems  to  be  consid- 
ered in  the  law  as  a  relinquishment  of  his  (the  appellant's)  claim 
to  the  model.    I  think  it  must  be  considered  as  finally  abandoning 
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the  further  prosecution  of  the  claim,  and  effecting  an  entire  ex- 
tinction of  all  protection,  saving,  and  privilege  under  the  act  of 
1839,  section  7,  and  which  cannot  be  revived  by  any  new  appli- 
cation for  the  same  invention.  If  thk  be  correct,  then  the  rule 
as  laid  down  by  the  Supreme  Court  in  the  case  of  Shaw  v. 
Cooper,  7  Peters,  29,  applies,  which  is:  ''Whatever  may  be  the 
intention  of  the  inventor,  if  he  suffers  his  invention  to  go  into 
public  use  through  any  means  whatsoever  without  an  immediate 
assertion  of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a 
patent  obtained  under  such  circumstances  protect  his  right** 

I  agree  with  the  Commissioner  that  the  evidence  shows  that 
Mowry  had  been  manu&cturing  and  vending  said  machine  for 
more  than  two  years  prior  to  his  present  application,  and  that  he 
is  not  entitled  to  a  patent. 

/.  S.  Brown^  for  the  appellant. 


Alfred  T.  Lilley,  Assignee  of  Samuel  Porter,  Appel- 
lant, 

vs. 

H.  Kelsea,  Assignor  to  Self  and  Henry  Dunklee,  Ap- 
pellee.    Interference. 

(Before  Morsell,  J.,  District  of  Columbia,  January,  1858. 

Statement  of  the  Case. 

The  invention  in  controversy  in  this  case  is  the  same  as  that 
involved  in  the  case  of  Hill  v,  Dunklee  {ante  p.  475).  The  decision 
turned  solely  upon  questions  of  fact,  and  is  omitted. 
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In  Re  S.  D.  Cushman.    Appeal  from  refusal  to  grant 

Patent. 

Patihtabilitt — ''BUFFioiXNTLT  UBBFUL  AND  IMPORTAKT." — Under  the  Seventh 
section  of  the  act  of  1836,  one  of  the  conditions  necessary  to  the  granting 
of  the  patent  is  that  upon  the  examination  thereby  directed,  '^  the  Com- 
missioner shall  deem  it  [the  invention]  to  be  sufficiently  useful  and 
important." 

Sm — LiOHTNiNO  BODS. — When  an  alleged  iDveution  — which  in  this  case  con- 
sisted in  surrounding  the.  part  of  a  lightning-rod  embedded  in  the  earth 
with  a  gaWanic  battery  to  facilitate  the  discharge  of  the  electricity — 
appears  to  be  on  principle  wholly  incapable  of  effecting  the  desired 
result :  ffeldj  That  the  application  should  be  rejected  as  not  sufficiently 
useful  and  important. 

(Before  Mobsbll,  J.,  District  of  Columbia,  January,  1858. 

Morsell,  J. 

The  claim  as  set  forth  in  the  amended  specification  is  in  these 
words :  ' '  Having  thus  described  my  invention,  what  I  claim  as 
new,  and  desire  to  secure  by  letters- patent,  is  surrounding  that 
part  of  the  lightning-rod  which  is  embedded  in  the  earth  with  a 
galvanic-battery,  in  the  manner  and  for  the  purposes  set  forth.'* 
The  nature  of  the  invention  is  stated  thus:  "  To  facilitate  the  dis- 
charge of  the  electricity  from  the  conductor  to  the  earth  is  the 
object  of  my  present  invention,  and  it  consists  in  surrounding  that 
part  of  the  lightning-rod  embedded  in  the  earth  with  plates  of 
dissimilar  metals,  arranged  in  such  manner  as  to  constitute  an 
open  galvanic-battery.  Electro-motive  power  will  divide  the 
electricity  on  the  metallic  plates,  and  as  they  are  uninsulated  they 
will  act  as  a  condenser  of  the  electricity  that  is  opposite  to  that  of 
the  air.  Should  there  be  a  high  electrical  tension  of  the  air,  by 
this  means  the  electrical  fluid  conducted  through  the  rod  is  more 
readily  discharged  by  uniting  with  the  opposite  electricity  as  it 
accumulates  on  the  surface  of  the  plates.  When  the  discharge 
flows  fi"om  the  earth  to  the  air,  then  the  rod  conducts  from  the 
plates  such  electricity  as  is  opposite  to  that  of  the  air." 

On  the  3d  of  June,  1857,  the  Commissioner  decided,  refusing  to 
grant  the  patent  for  reasons  filed.  The  reasons  alluded  to  appear 
to  be  contained  in  a  report  made  by  Examiner  Baldwin,  directed 
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to  the  Commissioner  in  these  words:  **In  the  revision  of  the 
application  of  S.  D.  Cushman  for  a  patent  for  allied  improve- 
ments in  lightning-rods,  I  have  the  honor  to  report  that  the 
invention  consisted  in  surrounding  that  part  of  the  lightning-rod 
embedded  in  the  earth  with  plates  of  dissimilar  metals,  to  consti- 
tute an  open  galvanic-battery  for  the  purpose  of  facilitating  the 
discharge  from  the  lightning-rod  to  the  earth.  The  claim  was, 
surrounding  that  part  of  the  lightning-rod  which  is  embedded  in 
the  earth  with  a  galvanic-battery,  in  the  manner  and  for  the  pur- 
poses described.  Practical  science  has  long  since  determined 
that  to  guard  buildings  against  the  destructive  effects  of  lightning, 
it  is  necessary  to  provide  a  continuous  line  of  conduction  beyond 
the  point  of  danger  through  which  the  electrical  discharge  may 
be  transmitted,  and  it  is  well  known  that  the  building  is  rendered 
secure  in  proportion  to  the  power  of  the  conductor  to  transmit 
the  electrical  current.  In  Harris  on  Thunder  Storms  numerous 
examples  are  g^ven  to  increase  the  security  to  buildings  by  extend- 
ing the  surface  of  the  rod  at  its  termination,  and  even  directions 
are  given  to  connect  it  there  with  conducting  channels.  For 
example,  at  page  97  it  is  said :  '  It  (the  rod)  should  terminate 
under  ground'  in  two  or  more  branches  passing  out  in  any  con- 
venient direction,  'and  if  convenience  permit,  these  branches 
should  be  connected  with  springs  of  water  or  drain  or  some  other 
conducting  channel.*  At  page  105,  same  book,  a  clear  view  is 
given  of  the  effect  of  the  extension  of  surface  in  the  power  of 
conduction  in  the  rod.  At  page  125  a  drawing  shows  the  forked 
termination  of  the  rod ;  and  at  page  127  the  description  of  the  rod 
on  the  Nelson  monument  mentions  its  termination  connected  with 
three  pointed  branches  under  the  surface  of  the  ground,  while  at 
page  134  is  noticed  the  views  of  M.  Le  Roy  in  1790,  who  pro- 
posed to  protect  the  ship  from  the  effects  of  lightning  by  termi- 
nating her  conductors  on  the  copper  on  her  bottom.  The  modem 
experience  with  iron  ships  also  shows  that  their  large  mass  of 
conducting  surface  gives  them  almost  a  perfect  immunity  from  the 
effects  of  lightning.  In  my  opinion  the  application  was  properly 
rejected,  for  the  use  of  plates  of  metal  in  which  to  terminate  the 
rod  for  augmenting  its  security  was  not  the  invention  of  the  appli- 
cant, and  making  this  termination  in  plates  of  different  metak 
could  at  most  have  but  effected  an  infinitesimal  action  in  the 
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power  of  conduction,  and  even  this  the  Office  cannot  readily 
perceive  any  precise  mode  of  verifying  by  experiment,  and  can 
therefore  only  receive  it  as  a  possibility  ;  but  not  even  then  can 
I  regard  it  as  presenting  a  doubt,  of  which  the  applicant  should 
be  allowed  the  benefit.  I  am,  for  these  reasons,  of  opinion  that 
the  patent  should  be  refused.  * ' 

This  report  and  opinion  was  approved  by  the  Commissioner 
on  the  ist  of  June,  1857.  From  which  decision  said  Cushman 
appealed,  as  before  said,  and  filed  his  reasons  of  appeal,  which 
are :  First.  Because  the  Office  has  failed  to  give  references  to 
show  that  the  devices  employed  by  the  applicant  were  old  or 
well  known.  Secondly.  Because  the  Office  has  not  shown  that 
the  invention  is  useless.  Thirdly.  Because  the  Office  has  failed 
to  show  that  it  is  prejudicial  to  the  morals  of  the  community . 
Fourthly.  Because  the  Commissioner  had  no  right  to  reject  the 
case  on  the  ground  that  he  could  not  perceive  any  precise  mode 
of  verifying  by  experiment  the  invention;  and  lastly,  because 
wherever  there  is  a  doubt  the  applicant  should  receive  the  benefit 
of  it. 

The  Commissioner's  reply  to  these  reasons  consists,  in  the  first 
part,  of  an  historical  account  of  the  proceedings  in  the  first  stages 
of  the  application,  then  of  the  object  of  the  invention  and  the 
nature  of  the  subject  generally,  and  of  the  references  to  Harris 
on  Thunder  Storms,  substantially  as  stated  in  the  Commissioner's 
reasons  for  the  decision.  He  proceeds  then  to  say :  *'  The  only 
thing,  then,  that  his  claim  has  to  rest  on  is  the  galvanic  action 
arising  from  the  use  of  copper  and  zinc  as  the  metals  of  the  plates, 
and  this  is  what  the  claim  is  strictly  limited  to.  The  reason 
which  the  Office  gives  for  refusing  a  patent  for  this  is  simply  that 
the  intensity  of  the  action  arising  from  either  the  copper  or  zinc, 
or  both,  in  the  earth,  is  thousands  of  times  too  small  to  be  sensi- 
ble as  compared  with  that  of  any  flash  of  lightning.  The  latter 
has  force  enough  to  strike  through  hundreds  or  thousands  of 
feet,  or  sometimes  through  miles  of  air.  The  former  has  not 
force  enough  to  strike  through  the  thousandth  part  of  an  inch. 
These  are  well-known  facts,  and  the  thing  must  be  utterly  without 
practical  effect  The  applicant  has  not  shown  the  slightest  reason 
to  believe  in  any  effect.  It  has  been  attempted  to  be  shown  by 
some  theoretical  notions,  but  there  is  no  occasion  to  resort  to 
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theory.  In  a  practical  point  of  view  it  is  well  known  what  the 
galvanic  action  of  copper  and  zinc  does  and  what  it  does  not  do, 
as  it  regards  such  a  question  as  the  one  now  before  us,  and  &n- 
ciful  theories  cannot  have  any  weight  against  well-known  prac- 
tical facts.  The  fact  above  mentioned  of  the  infinitesimal  degree 
of  the  galvanic  force  of  copper  and  zinc,  or  any  other  two  metals, 
stands  out  in  almost  every  good  elementary  treatise  on  electricity 
and  galvanism,  and  would  be  readily  testified  to  by  any  person 
well  read  upon  the  subject  of  electricity.  Such,  for  instance,  as 
Professor  Henry,  of  this  city.  And  the  Office  has,  therefore,  not 
thought  it  necessary  to  make  citations  in  regard  to  it  firom  any 
particular  authors  or  works  on  electricity.  Another  point  in  the 
case  is  the  uncertainty  as  to  the  direction  in  which  the  auxiliary 
galvanic  force,  even  if  it  were  sensible  in  quantity,  in  comparisoD 
with  that  of  the  atmospheric  electricity,  would  be  wanted,  since 
the  stroke  may  be  either  from  the  cloud  to  the  earth  or  from  the 
earth  to  the  cloud,  according  as  the  latter  is  positive  or  negative. 
Another  point  is  the  fact,  well  known  as  a  practical  fact,  indepen- 
dent of  all  theory,  that  in  the  use  of  both  copper  and  zinc  these 
metals  tend  mutually  to  neutralize  the  effect  which  either  might 
have  by  itself,  though  that  is  infinitesimal,  as  above  stated." 

The  original  papers,  with  the  Commissioner's  decision,  the 
reasons  of  appeal,  and  the  said  report  in  writing  in  answer  thereto, 
were  laid  before  me  on  the  day  and  at  the  place  previously  ap- 
pointed by  me,  and  according  to  due  notice  given  for  the  hearing 
of  said  appeal ;  at  which  time  and  place  an  examiner  appeared 
on  behalf  of  the  Office,  and  the  appellant  by  his  attorney,  and 
the  said  party  having  desired  to  examine  said  officer  appearing 
on  behalf  of  the  said  Office,  was  permitted  so  to  do,  according  to 
the  provisions  of  the  act  of  Congress  on  said  subject,  and  the 
oath  duly  administered  by  me  accordingly. 

Most  of  the  questions  and  answers  under  that  examination  are 
of  a  general  nature,  without  any  special  application  in  any  mate- 
rial particular  to  the  alleged  invention. 

It  is  contended  in  the  argument  of  the  appellant's  counsel  that 
the  fact  of  the  novelty  of  the  invention  is  thereby  further  estab- 
lished. Further,  that  the  answer  to  the  thirteenth  interr<^tor>- 
refutes  the  idea  in  the  report  as  to  the  insufficiency  of  the  battery 
in  its  operation  to  meet  an  electrical  stroke  which  might  take 
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place  from  the  earth  to  the  cloud,  said  battery  being  confined  in 
its  operation  to  that  of  the  latter ;  and  further,  that  the  answers 
to  the  fourteenth  and  fifteenth  interrogatories  show  contradic- 
tory 3tatements  made  by  the  Examiner  as  to  the  matter  above 
alluded  to. 

For  a  more  particular  notice  to  the  answers,  I  refer  to  the  ex- 
amination itself. 

In  the  argument  it  is  fiirther  contended  that  the  fact  of  novelty 
being  so  established,  the  sole  question  is  as  to  the  utility;  and  that 
as  to  the  position  of  the  Office — **that  the  degree  of  beneficial 
effect  produced  is  so  small  tjiat  the  Office  does  not  deem  it  pat- 
entable**— it  is  not  nor  cannot  be  sustained  by  any  authority;  but 
on  the  contrary,  the  practice  of  the  Office  and  rulings  and  decis- 
ions of  the  court  are  against  it.  To  support  the  position,  a  refer- 
ence is  given  to  Curtis,  section  28.  It  is  there  stated  that  *  *  the 
doctrine  in  relation  to  utility  being  in  this  country  that  the  sub- 
ject-matter of  a  patent  must  not  be  injurious  or  mischievous  to 
society,  or  fiivolous  or  insignificant,  it  follows  that  every  inven- 
tion for  which  a  patent  is  claimed  must  be  to  a  certain  extent 
beneficial  to  the  community.  It  must  be  capable  of  use  for  some 
beneficial  purpose.  But  when  this  is  the  case,  the  degree  of 
utility,  whether  larger  or  smaller,  is  not  a  subject  for  consideration 
in  determining  whether  the  invention  will  support  a  patent.  But 
It  is  obvious  that  the  capability  of  use  for  some  beneficial  purpose 
is  a  material  element  in  determining  whether  there  is  a  sufficiency 
of  invention  to  support  a  patent,  the  force  of  the  word  '  useful,' 
introduced  into  the  statement  in  connection  with  the  epithet 
*  new,*  being  to  determine  whether  the  subject-matter  upon  the 
whole  is  capable  of  use  for  a  purpose  from  which  any  advantage 
can  be  derived  to  the  public.  General  rules  will  not  decide  this 
question  in  particular  cases,  but  the  circumstances  of  each  case 
must  be  carefully  examined  under  the  light  of  the  principles  on 
which  general  rules  are  founded.*' 

It  will  be  proper  here  to  remark  that  the  aforegoing  is  the  rule 
which  is  laid  down  in  cases  where  a  patent  has  issued,  and  where 
it  becomes  necessary  to  sustain  it  when  its  validity  is  impeached 
in  a  court  of  law.  With  respect  to  the  rule  more  immediately 
applicable  to  the  present  case,  it  will  be  found  in  the  seventh  sec- 
tion of  the  act  of  1836,  where  one  of  the  conditions  necessary  to 
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the  granting  the  patent  is  that  upon  the  examination  thereby 
directed  *  *  the  Commissioner  shall  deem  it  [the  invention]  to  be 
sufficiently  useful  and  important, ' '  &c. 

The  question  to  be  decided  is  whether  the  alleged  invention  of 
an  improved  mode  of  protecting  objects  from  the  effect  of  light- 
ning, by  surrounding  that  part  of  the  lightning-rod  which  is  em- 
bedded in  the  earth  with  a  galvanic-battery,  as  described  in  the 
specification,  is  capable  for  said  purpose  in  a  patentable  point  of 
view.  There  having  been  no  experiment  made  by  the  applicant 
in  this  case  to  test  his  invention,  the  solution  of  the  question  must 
depend  upon  received  and  approved  scientific  principles.  The 
subject  appears  to  have  undergone  thorough  investigation  in  the 
Patent  Office  by  the  Commissioner  and  several  of  his  learned 
examiners — ^the  result  of  whose  investigation,  both  upon  reason 
and  authority,  appears  to  be  as  hereinbefore  stated  ;  from  which 
it  appears  that  in  their  judgment  the  alleged  invention  was  in  fact 
wholly  incapable  of  answering  practically  any  such  purpose.  This 
authority  justly  claims  very  high  respect.  Upon  my  own  investi- 
gation, and  from  the  best  lights  I  have  been  able  to  obtain,  I  am 
satisfied  that  galvanic  electricity  is  not  intense,  but,  on  the  con- 
trary, quite  feeble ;  for  instance,  a  sheet  of  copper  and  a  sheet  of 
zinc,  each  from  eighty  to  one  hundred  and  twenty  square  feet  of 
surface,  have  been  rolled  up  together  and  immersed  in  a  large 
tub  of  acid,  giving  a  current  so  feeble  in  intensity  as  to  be  quite 
insensible  to  the  feeling.  I  am  satisfied  that  the  action  arising 
from  the  galvanic-battery  in  this  case  would  be  incomparably 
small  when  compared  with  that  of  any  flash  of  lightning,  so  much 
so  as  to  be  of  no  beneficial  use. 

I  think,  therefore,  that  the  Commissioner  was  correct  in  refusing 
to  grant  the  patent. 

P.  Hannay^  for  the  appellant. 


In   Re   Littlefield.     Appeal   from   refusal  to  grant 

Patent. 

NoviLTY — AFFIDAVITS  AS  TO. — The  alleged  inyention  examined  in  connectioD 
with  affidavits  oflfered  to  show  that  the  consequences  of  the  propoted 
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change  are  of  great  practical  importance  and  foand  to  be  devoid  of  patent- 
able novel  t J. 
D1CI8ION  OF  FORMBB  COM XI88I0MBB. — The  practice  of  reviving  cases  decided  by 
a  former  Commissioner  npon  frivolous  grounds  commented  upon  and  dis- 
approved. 

(Before  Mbrrick,  J.,  District  of  Golumbiai  June,  1858.) 

Merrick,  J. 

The  undersigned  has  carefully  examined  the  claim  of  the  appli- 
cant, and  has  considered  the  decision  of  the  Commissioner,  as  well 
as  the  reasons  of  appeal  filed  by  the  applicant,  and  his  said  argu- 
ment by  J.  J.  Greenough,  solicitor,  in  his  behalf  The  claim  is 
one  so  entirely  destitute  of  novelty  that  it  is  deemed  altogether 
unnecessary  to  pass  in  detailed  review  the  reasons  for  its  rejection 
which  have  been  assigned  by  the  Commissioner  of  Patents.  They 
are  entirely  satisfactory  to  my  mind,  and  depending  upon  such 
plain  and  well-settied  principles  of  the  patent  law,  that  no  analysis 
could  make  them  more  intelligible  or  cogent.  The  affidavits 
which  have  been  filed  in  the  case,  for  the  purpose  of  meeting  the 
objections  taken  by  the  Commissioner  and  to  bring  the  case  within 
the  rule  that  although  a  change  be  small,  yet  when  it  produces 
consequences  and  results  of  the  greatest  practical  utility,  the 
change  and  its  consequences,  taken  together,  furnish  evidence  of 
sufficient  invention  to  support  a  patent,  will  be  found  on  inspection 
to  be  undeserving  the  consequence  endeavored  to  be  attached  to 
them  in  the  argument.  What  are  they?  First,  two  unsworn 
certificates  of  the  president  and  six  directors  of  the  Connecticut 
and  Passumpsic  River  Railroad,  dated,  one  July  nth,  1854,  the 
other  on  July  31st,  1854,  certifying  that  the  parties  had  several 
times  on  a  summer's  day  seen  a  passenger  engine  run  over  the 
switch,  and  that  they  were  pleased  with  the  precision  and  certainty 
of  its  operation.  The  next  is  also  an  unsworn  certificate  of  one 
Charles  F.  Thomas,  mechanical  engineer  of  Taunton  and  New 
Bedford  Railroad,  dated  October  28th,  1854,  who  also  states  that 
he  saw  the  switch  operated  several  times  as  if  by  magic.  These 
certificates  need  no  other  remark  than  that  they  manifestly  apply 
to  the  rejected  application  of  Littlefield  of  August  9th,  1854,  which 
was  rejected  by  the  Office  in  October,  1854,  in  which  he  claimed 
to  operate  his  switch  with  a  toggle  joint,  and  not  the  eccentric 
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now  claimed.  The  next  certificate  is  dated  in  October,  1855,  from 
Amos  Burnham,  road-master  of  the  New  Bedford  and  Taunton 
Branch  Railroad.  This  is  the  same  road  mentioned  in  the  pre- 
ceding certificate  of  Charles  F.  Thomas,  and  there  is  nothing  to 
show  that  it  does  not  refer  to  the  same  toggle-joint  switch ;  and 
if  it  meant  the  arrangement  now  in  question  it  would  seem  natural 
that  it  should  have  pointed  to  the  change  or  improvement,  and 
especially  as  it  was  sent  to  the  Office  in  the  same  parcel  as  the 
preceding  ;  and  it  was  manifestly  designed  that  the  Office  should 
consider  them  all  as  pointed  to  the  same  invention,  they  not  being 
filed  there  until  February,  1857,  for  the  purpose  of  influencing  a 
decision  upon  an  application  to  which  the  other  three  certainly 
had  no  reference.  This  circumstance  of  suspicion,  derived  from 
the  company  in  which  it  is  found,  would  be  enough  to  discredit 
the  paper  were  it,  from  the  nature  of  the  facts  set  forth,  otherwise 
entitled  to  any  weight.  With  regard  to  the  two  affidavits  filed  in 
March,  1858,  long  after  the  rejection  of  the  claim  by  the  Office, 
they  are  vague  and  altogether  inconclusive  of  any  material  feet 
They  were  very  properly  considered  inadmissible  by  the  present 
Commissioner,  and  furnishing  no  ground  to  disturb  the  decision 
of  his  predecessor.  If  upon  such  loose  matter  any  solemn 
determination  could  be  disturbed,  nothing  would  ever  be  con- 
sidered settled,  nor  could  any  reliance  be  placed  by  the  public 
upon  the  action  of  the  Patent  Office.  I  feel  no  disposition  to  give 
encouragement  to  parties  to  agitate  cases  upon  such  flimsy  pre- 
texts, and  have  therefore  taken  occasion  to  give  these  several 
papers  more  extended  consideration  than  they  deserve.  Upon 
the  whole  case,  I  am  of  opinion  there  is  no  error  in  the  dedsions 
of  the  Office  ;  and  accordingly  I  certify  to  the  Honorable  Joseph 
Holt,  Commissioner  of  Patents,  that  the  judgment  rgecting  the 
application  of  A.  S.  Littlefield  is  affirmed,  and  a  patent  to  him 
refused. 

J,  J.  Greenoughy  for  appellant. 
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In   Re  William  M.  C.  Cushman.    Appeal  froUc  refusal 

to  grant  a  reissued  patent. 

Rvissus — ALTERING  TERM  OF  THE  ORIGINAL  PATENT. — Under  the  thirteenth  sec- 
tion of  the  act  of  1836,  relating  to  the  reissuing  of  invalid  and  defective 
patents,  the  Commissioner  has  no  power  to  alter  the  date  of  a  previously- 
granted  antedated  patent. 

Sm — ALTERING  TERM  OF  PATENT  AS  A  CLERICAL  ERROR. — Neither  Can  he  in  such 
a  case  correct  the  date  of  the  patent  as  a  clerical  error,  where  it  appears 
from  the  proceedings  in  the  case  that  the  antedating  of  the  patent  was  a 
deliberate  act  on  the  part  of  the  Commissioner,  made  in  supposed  accord- 
ance with  the  provisions  of  the  law,  upon  the  express  request  of  the 
patentee,  who  accepted  and  acquiesced  in  the  patent  so  granted. 

Sm — POWER  OF  COMMISSIONER  OVER  CLERICAL  ERRORS. — As  a  court  Can  correct 
the  errors  of  its  cleric  in  the  discharge  of  his  ministerial  duties,  the  Com- 
missioner of  Patents,  no  doubt,  may  do  the  same  as  to  his  clerks  in  correct- 
ing a  merely  clerical  error  in  a  patent,  but  he  cannot  thus  correct  an  error 
of  judgment  as  to  his  power  and  authority  under  the  law. 

InVXHTOR    may    TAKE   PATENT    FOR    LESS   THAN   FULL  TERM. The  patentee  18  UOt 

obliged  to  claim  the  whole  term  of  fourteen  years  for  which  a  patent  may 
be  granted.  Under  the  eighth  section  of  the  act  of  183G,  he  may  waive 
his  claim  to  part  of  the  term  in  favor  of  the  public  by  antedating  the  pat- 
ent in  the  manner  and  under  the  conditions  there  specified ;  and  if  he 
knowingly  acquiesces  in  the  antedating,  and  takes  the  deed  so,  he  is  in  like 
condition. 
RsiESUB — DiLAT  IN  APPLTINO  FOR — LACHES. — SemhU^  That  whcn  a  patentee 
has  slept  upon  his  rights  for  thirteen  years,  it  is  too  late  to  seek  redress  by 
way  of  reissue.  No  tribunal  ought  to  encourage  or  countenance  such 
gross  negligence. 

(Before  Dunlop,  J.,  District  of  Columbia,  August,  1858.) 

Statement  of  the  Case. 

A  patent  was  granted  to  the  appellant  on  January  i6th,  1845, 
for  a  term  of  fourteen  years,  antedated  to  July  i6th,  1844. .  This 
antedate  was  made  in  accordance,  as  was  supposed,  with  the  pro- 
visions of  the  act  of  1836,  section  8,  upon  the  written  request  of 
the  patentee  to  that  effect.  The  patent  was  then  granted,  to 
expire  July  i6th,  1858.  A  few  days  before  the  expiration  of  the 
term,  that  is^  on  July  12th,  1858,  the  patentee  filed  an  application 
for  reissue,  asking  that  a  patent  might  issue  to  him  for  the  full 
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term  of  fourteen  years  from  January  i6th,  1845,  so  as  to  expire 
January  i6th,  1859.  This  request  or  application  was  placed  upon 
the  ground  that  the  Commissioner  had  exceeded  his  authority 
under  the  law  in  antedating  the  original  patent.  The  clause  of  « 
section  8,  act  of  1836,  in  accordance  with  which  the  original  patent 
was  granted,  reads  as  follows :  "And  whenever  the  applicant  shall 
request  it,  the  patent  shall  take  date  from  the  time  of  the  filing 
of  the  specification  and  drawings ;  not,  however,  exceeding  six 
months  prior  to  the  actual  issuing  of  the  patent."  It  was  con- 
tended by  the  applicant  that  while  the  specification  and  drawings  . 
upon  which  his  patent  issued  were  filed  within  the  six  months 
prior  to  the  issuing  of  his  patent,  that  is,  in  October,  1845,  yet, 
in  fact,  he  had  filed  an  application  for  the  same  invention  long 
prior  to  the  six  months,  to  wit,  in  1843,  and  at  various  times 
thereafter  by  way  of  amendment  of  his  papers,  so  that  his  case 
was  not  within  the  contemplation  of  the  statute.  He  also  con- 
tended that  the  statute  only  referred  to  applications  that  had  been 
involved  in  interference. 

DUNLOP,  J. 

On  the  i6th  of  January,  1845,  a  patent  issued  to  the  appellant, 
William  M.  C.  Cushman,  for  improvement  in  rails  for  railroads, 
for  fourteen  years  from  the  i6th  of  July,  1844.  The  application 
and  specification  on  which  the  patent  issued  appear  to  be  dated 
on  the  23d  and  27th  of  October,  1844,  but  the  indorsements 
on  the  papers  in  the  Patent  Office  submitted  to  me,  and  the  let- 
ters of  the  appellant,  show  that  specifications,  &c. ,  for  the  same 
invention  had  been  presented  to  tl*e  Office  as  early  as  1843,  and 
several  times  between  then  and  the  23d  of  October,  1844,  and 
withdrawn  to  correct  and  make  perfect  the  specifications,  &c. 
The  appellant,  in  writing,  by  his  letter  marked  "A,"  requested 
the  antedate,  and  it  was  so  ordered  by  Commissioner  Ellsworth 
for  six  months  previous  to  the  issue,  to  wit,  the  i6th  of  July,  1844, 
in  conformity,  as  was  supposed,  with  the  last  clause  of  the  eighth 
section  of  the  act  of  the  4th  of  July,  1836,  although  the  earliest 
specification  for  the  same  invention  had  been  filed  in  the  Office 
much  longer  than  six  months  before  the  date  of  the  issue.  On 
the  I2th  of  July,  1858,  the  appellant  applied  to  the  present  Com- 
missioner (Holt)  to  surrender  his  patent  and  to  have  the  antedate 
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corrected  and  the  reissue  to  confer  on  him  the  patent  privilege 
for  fourteen  years  from  the  i6th  of  January,  1845,  so  that  his 
privilege  should  not  expire  till  the  i6th  of  January,  1859.  He 
made  this  application,  in  substance,  on  two  grounds :  First.  That 
the  antedate  was  a  clerical  error  in  the  Office,  being  never  asked 
for  by  Cushman  or  ordered  by  Commissioner  Ellsworth.  Sec- 
ond. If  ordered  by  Commissioner  Ellsworth,  it  was  erroneous 
and  void,  he  having  no  power  to  carry  the  antedate  beyond  the 
23d  of  October,  1844,  or  to  antedate  at  all,  except  in  cases  of 
interference. 

Commissioner  Holt  refused  the  application  for  want  of  power 
to  reissue  for  a  term  beyond  the  term  limited  in  the  original  patent, 
or  to  reverse  the  judgment  of  his  predecessor,  Commissioner 
Ellsworth,  and  from  this  refusal  the  appellant  has  made  his  present 
appeal  to  me. 

This  is  not  the  case  of  a  clerical  error  or  mbtake  in  the  Patent 
Office  in  making  out  a  patent.  As  a  court  can  correct  the  errors 
of  its  clerk  in  the  discharge  of  his  ministerial  duties,  the  Commis- 
sioner of  Patents  may  no  doubt  do  the  same  as  to  his  clerks. 
In  this  case  there  is  no  clerical  error,  but  if  error  at  all,  it  is  the 
error  of  judgment  of  the  former  Commissioner  as  to  his  power 
and  authority  under  the  patent  laws.  The  act  of  antedating  did 
not  proceed  from  inadvertence  or  accident.  The  whole  case 
seems  to  show  it  was  the  result  of  the  deliberate  judgment  of 
Commissioner  Ellsworth  in  construing  the  acts  of  Congress,  and 
was  asked  for  and  assented  to  and  accepted  by  the  appellant.  It 
protected  Cushman,  or  he  thought  it  would,  against  strangers 
from  the  i6th  of  July,  1844.     (See  his  Letter  '/A.*') 

Whether  Commissioner  Ellsworth  properly  construed  the  eighth 
and  thirteenth  sections  of  the  act  of  July,  1836,  and  his  powers 
under  them,  is  not  now  before  me.  The  appellant  acquiesced  in 
and  submitted  to,  nay,  asked  for,  the  construction  given  by  the 
Commissioner;  and  although  the  application  and  specification 
now  on  file,  on  which  the  patent  issued,  appear  to  be  presented  to 
the  Office  on  the  23d  and  27th  of  October,  1844,  the  indorsements 
of  the  Office  and  the  letters  of  the  appellant  show  that  specifi- 
cations long  before,  and  as  early  as  1843,  for  the  same  invention, 
had  been  before  the  Commissioner,  and  withdrawn  at  the  appd- 


580  In  Re  Cushman.  [August, 


Opinion  of  tlie  court. 


lant*s  request  for  correction  and  to  make  them  perfect  and  com- 
plete. 

If  the  appellant  asked  for  the  antedating  of  his  patent,  and 
accepted  it  so  antedated,  he  cannot  now  complain  **  ^tonfit  injuria 
volenti.  * ' 

The  act  of  4th  of  July,  1836,  section  5,  provides  for  patents  for 
inventions  or  discoveries  **for  a  term  not  exceeding  fourteen 
years."  The  patentee  is  not  obliged  to  claim  the  whole  fourteen 
years.  He  may,  I  presume,  waive  his  claim  to  part  of  the  term 
in  favor  of  the  public  by  antedating  it,  or  he  may  take  a  patent 
for  a  term  less  than  fourteen  years,  or  he  may  seek  protection 
against  strangers,  as  in  this  case  the  appellant  seems  to  have  done 
for  the  time  intermediate  between  the  antedate  and  the  date  of 
issue — six  months  previous  to  the  issue — if  in  that  time  he  has 
made  application,  and  is  seeking,  in  good  faith  and  with  reasonable 
diligence,  to  perfect  his  specifications.  &c.  (See  the  case  of 
Sparkman  et  al.  v,  Higgins  et  al.,  decided  in  the  southern  district 
of  New  York,  January  27,  1847,  '  Blatch.,  205.) 

If  the  appellant  knowingly  acquiesced  in  the  antedating,  and 
took  the  deed  so  antedated,  he  is  in  like  condition.  If  he  was 
ignorant  at  the  time  of  what  the  Commissioner  did,  of  which  there 
is  no  proof— but  the  reverse  is  proved — and  has  slept  upon  his 
rights  for  thirteen  years  and  more,  it  is  too  late  now  to  seek 
redress.  No  tribunal  ought  to  encourage  or  countenance  such 
gross  negligence.  The  public  may  have  relied  upon  the  recorded 
termination  of  his  privilege,  and  have  contracted  with  reference 
to  its  termination. 

If  Commissioner  Ellsworth  antedated  the  patent  against  the 
will  of  the  appellant,  he  ought  not  to  have  received  the  deed  so 
antedated.  He  ought  to  have  refused  the  antedated  patent,  and 
have  appealed  from  the  decision  of  the  Commissioner. 

While  that  decision  is  unappealed  from  and  unreversed,  neither 
the  present  Commissioner  nor  myself,  on  appeal,  in  my  judgment, 
can  disturb  or  gainsay  it  unless  special  power  to  do  so  is  conferred 
by  law. 

It  is  argued  that  this  power  is  conferred  on  the  present  Com- 
missioner in  the  thirteenth  section  of  the  act  of  1836;  but  upon  a 
careful  perusal  of  that  section,  it  will  be  found  to  apply  to  no  such 
case  as  this.  That  section  covers  -only  cases  where  the  patent 
granted  is  inoperative  or  invalid  by  reason  of  a  defective  or  insuf- 
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ficient  description  or  specification,  or  by  reason  of  the  patentee 
claiming  in  his  specification  more  than  he  had,  or  shall  have,  a 
right  to  claim  as  new,  in  which  cases,  if  the  error  has  arisen  fi-om 
"inadvertency,  accident,  or  mistake,"  and  without  fraud,  upon 
the  surrender  of  the  patent  the  Commissioner  may  reissue,  for  the 
same  invention,  but  only  then,  for  the  residue  of  the  then  unex- 
pired term,  with  the  patentee's  corrected  description  and  specifi- 
cation. It  has  no  application  to  this  case,  and  gives  no  power  to 
the  Commissioner  to  alter  the  date  of  a  previously-granted  ante- 
dated patent 

And  in  the  cases  to  which  the  power  does  apply,  of  pure  acci- 
dent and  mistake  and  inadvertence,  without  fraud,  he  can  only 
exercise  the  power  of  reissue  during  the  continuance  of  the  term 
stipulated  in  the  original  patent.  No  power  like  that  asked  to  be 
exerted  by  the  present  Commissioner  to  change  the  date  of  a 
patent  deliberately  agreed  on  by  the  former  Commissioner  and  the 
appellant,  can  be  found  in  the  fifth  and  eighth  sections  of  the  act 
of  the  3d  of  March,  1837,  or  in  any  of  the  provisions  of  the  patent 
laws  to  which  I  have  been  referred  or  which  I  can  find  on  a  care- 
ful reading  of  them.  Upon  the  whole,  therefore,  I  think  Commis- 
sioner Holt  was  correct  in  refusing,  for  want  of  power,  to  correct 
the  error  in  the  antedate  of  the  patent,  if  there  was  any,  which  I 
by  no  means  admit  or  decide,  and  that  his  judgment  in  the  case 
must  be  affirmed. 

I  return  all  the  papers,  together  with  this  my  opinion  and  cer- 
tificate affirming  Commissioner  Holt's  judgment. 

Marcus  P.  Norton^  for  Cushman . 


David  Carroll,  Appellant, 

vs. 

H.  N.  Gambrill  and  S.  F.  Burgee,  Appellees.      Inter- 
ference. 

Estoppel — acquibscbncb  in  anothbr's  right. — Where  it  appears  that  before 
the  interference  arose  one  of  the  parties  was  aware  that  the  other  party 
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claimed  the  invention  as  his  own,  and  had  obtained  a  patent  for  the  same, 
and  he  further  acted  as  the  patentee's  agent  in  introducing  and  seHlDg  the 
patented  machines,  distributing  circulars,  recommendiug  the  machines,  kc, 
without  asserting  any  claim  to  the  invention,  but  constantly  repeating 
upon^lnquiry  that  he  was  not  interested :  Held,  That  he  was  estopped  from 
subsequently  asserting  a  claim  to  the  invention. 

Sk — Sm — GBOUMD  OF  ■STOPPBL. — lu  a  case  where  admissions  are  made  to 
induce  others  to  act  upon  them,  such  admissions  do  not  operate  merely  ta 
presumptive  evidence  of  the  actual  truth  of  the  facts,  which  mast  give  waj 
to  positive  proof  of  the  contrary,  but  precludes  and,  as  it  were,  estops  the 
party  on  grounds  of  policy. 

Abaitdonmbnt — siCTioN  Y,  ACT  OF  1839. — ^It  seems  that  such  conduct  and 
the  acquiescence  in  the  sale  of  the  machines  is  a  bar  also  upon  the  prin- 
ciples of  patent  law  upon  the  ground  of  abandonment.  The  case  does  not 
fall  within  the  exception  of  section  7  of  the  act  of  1839,  since  the  aaiei 
were  not  made  by  the  applicant  nor  by  those  claiming  under  him. 

(Before  Mobsbll*,  J.,  District  of  Columbia,  September,  1858.) 

Morsell,  J. 

The  invention  claimed  in  this  case,  it  is  conceded,  is  the  same 
for  which  a  patent  issued  to  the  said  H.  N.  Gambrill  and  S.  F. 
Burgee,  dated  the  ist  of  September,  1857,  (No.  18,124.)  The  issue 
in  this  case  involves  the  question  whether  the  said  David  Carroll 
has  a  right  to  have  a  patent  therefor  by  reason  of  priority.  He 
dates  his  invention  in  August,  1856,  The  appellees  show  theirs  to 
be  in  November  of  the  same  year ;  and  that  in  the  December 
next  following  they  filed  their  caveat  in  the  Patent  Office.  The 
parties  took  their  proof  according  to  the  rules  of  said  Office,  and 
thereupon  (after  hearing  the  parties)  the  Commissioner  decided 
against  the  claim  of  the  saia  David  Carroll,  which  decision,  with 
the  reasons  of  appeal,  evidence,  and  all  the  original  papers,  has 
been  duly  laid  before  me  on  this  appeal.  The  said  parties  ap- 
peared ;  and  having  laid  before  me  their  respective  written  arg[u- 
ments,  the  case  was  submitted ;  upon  a  carefiil  examination  whereof 
the  ground  upon  which  my  opinion  will  be  placed  will  be  the  evi- 
dence relating  to  the  conduct  of  the  appellant  in  connection  with 
his  own  declarations  and  admissions  or  confessions.  It  will  be 
unnecessary,  therefore,  to  take  a  particular  notice  of  any  other 
parts  of  the  reasons  of  appeal  or  of  the  report  of  the  Commis- 
sioner. 

In  November,  1856,  the  appellees'  machine,  with  the  new  feature 


1858.]  Carroll  v,  Gambrill  et  al.  583 

Opinion  of  the  coart. 

constituting  the  invention,  the  subject  of  controversy  in  this  case, 
was  put  up  and  worked  in  their  mill,  situated  about  the  distance  of  a 
mile  from  that  of  appellant's.  During  that  time,  and  for  some  time 
before,  there  was  a  constant  intercourse  between  the  parties  and 
their  workmen,  or  some  of  them.  They  (the  appellees)  filed  their 
caveat  22d  December,  1856.  In  the  following  March  they  applied 
for  their  patent,  which  was  allowed,  but  not  then  delivered,  but 
was  issued  the  ist  September,  1857.  On  the  ist  June,  1857,  the 
appellees  issued  their  printed  circular,  inviting  manufacturers  to 
visit  the  Atlantic  Delaine  Mills,  Providence,  Rhode  Island,  to  wit- 
ness the  operation  of  a  section  of  said  appellees'  patented  self- 
stripping  cotton  cards  then  in  operation.  In  further  description, 
the  circular  says :  **  These  machines  are  very  simple  in  their  con- 
struction, and  require  much  less  care  to  operate  them  than  cards 
constructed  in  the  ordinary  way ;  they  require  no  labor,  except 
what  is  necessary  to  supply  them  with  material ;  will  do  as  much 
work  and  of  as  good  quality  as  four  of  the  common  kind  of  cards  of 
corresponding  width,"  &c.,  giving  a  further  description.  Some 
time  before  the  middle  of  June,  Mr.  Carroll,  having  gone  on  to 
Providence,  Rhode  Island,  visited  said  mills  (the  Adantic  Delaine), 
where  the  said  card  containing  said  new  feature  was  in  operation, 
(being  the  same  claimed  in  this  case  as  his  invention,)  distributed 
some  of  the  said  circulars,  and  commended  the  said  card  in  very 
high  terms.  Being  questioned  whether  he  was  interested,  declared 
that  he  had  no  interest  therein.  He  laid  no  claim  to  it  as  his  inven- 
tion. And  so,  in  travelling  throughout  the  manufacturing  districts 
of  the  North,  the  witnesses  prove  he  distributed  the  said  printed 
circulars  recommending  to  manufactttrers  to  visit  Providence  and 
see  Gambrill  and  Burgee's  machines  at  the  Delaine  Mills,  assuring 
them  that  they  would  not  regret  it ;  and  to  those  who  desired  to 
know  whether  he  was  interested,  constantly  declared  that  he  was 
not,  which  facts  are  proven  by  a  number  of  witnesses,  as  will  appear 
by  reference  to  the  proceedings,  but  most  conclusively  so  by  the 
letter  of  Mr.  Carroll  to  H.  N.  Gambrill,  dated  loth  June,  1857,  in 
which,  among  other  things,  he  says  he  went  to  Willimantic;  there 
(he  says)  I  found  Jillson,  &c.  *  *  I  gave  him  your  circular,  and 
said  all  to  him  I  could  in  favor  of  your  card. ' '  From  thence  he 
went  to  Haden's  and  gave  Haden  a  circular,  and  told  him  he 
(Carroll)  was  not  interested  in  the  card.     When  at  Palmer,  he 
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told  Mr.  Brown  that  he  ought  to  have  "your  [meaning  Gambrill 
and  Burgee's]  card  built.**  And  so  to  Mr.  Haden,  he  called  it 
"your  card.**  This  is  the  very  thing  now  in  issue.  (See  the 
Letter  itself,  an  exhibit  in  the  proceedings.) 

This  conclusion,  from  these  facts,  it  appears  to  me,  shuts  up  Mr. 
Carroll  from  all  claim  for  a  patent  for  said  invention.  The  nile 
of  law  which  I  take  to  be  applicable  is,  that  in  a  case  like  this, 
where  admissions  are  made  to  induce  others  to  act  upon  them, 
such  admissions  do  not  operate  merely  as  presumptive  evidence 
of  the  actual  truth  of  the  facts,  which  must  give  way  to  positive 
proof  of  the  contrary,  but  precludes  and,  as  it  were,  estops  the 
party  on  grounds  of  policy.  I  think  it  is  a  bar  also  upon  the 
principles  of  patent  law,  upon  the  ground  of  abandonment  This, 
I  understand,  would  be  conceded  if  the  case  would  not  fall  within 
the  exception  or  saving  contained  in  one  of  the  provisions  of  the 
act  of  Congress  of  1839  [section  7].  This  exception,  I  think, 
would  not  apply  to  the  case,  being  intended  only  for  cases  where 
the  sale  or  license,  &c.,  has  been  made  by  the  applicant  for  a 
patent,  or  those  claiming  under  him.  This  is  not  one  of  that 
class  of  cases. 

The  explanation  offered  as  a  defense — namely,  ignorance— I  do 
not  think  sustained.  As  to  the  fact  of  the  feature,  or  the  thing 
forming  a  part  of  the  card  as  an  important  improvement,  especi- 
ally to  a  man  skilled  in  such  devices,  it  must  have  been  plain  and 
obvious ;  more  especially  is  it  to  be  reasonably  supposed,  as 
he  was  recommending  the  card  as  something  new,  and  the  inven- 
tion said  to  be  a  simple  one.  But  if  not  from  the  card  itself,  as 
stated  in  the  circular,  yet  surely  it  must  have  been  apparent  to 
him  when  he  saw  it  in  operation.  As  to  his  not  knowing  whether 
it  was  patentable  or  not,  the  rule  is  that  ignorance  of  the  law 
does  not  excuse,  especially  in  a  matter  of  such  little  complication. 

My  opinion  is  that  the  decision  of  the  Commissioner  is  correct, 
and  ought  to  be  affirmed. 

Munn  &  Co,,  for  the  appellant. 

A,  B,  Stoughton,  for  the  appellee. 
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S.  B.  Ellithorp,  Appellant, 

vs, 
T.  J.  W.  Robertson,  Appellee.     Interference. 

Section  7,  act  of  1839,  Construed — privilege  of  the  patentee,  not  of  the 
APPLICANT.— Section  7  of  the  act  of  1839  has  no  application  to  a  case  where 
an  applicant  is  met  with  the  objection  that  the  invention  hasbeeu  in  public 
use  under  the  patent  of  another.  That  provision  is  intended  to  relate  to 
the  case  of  a  nse,  sale,  or  license  to  use  given,  made,  or  claimed  under  the 
patentee  who  admits  and  claims  the  privilege.  In  the  case  in  question  the 
applicant,  so  far  from  claiming  the  exception,  denies  that  he  ever  did  use 
or  sell  the  invention  to  any  one,  and  the  patentee  Sets  up  no  such  claim. 

DiLiOBNCB  IN  APPLYING  FOR  PATENT. — Although  an  inventor  has  a  right  to  keep 
bis  inchoate  title  to  his  invention  concealed  from  the  public  as  long  as  he 
pleases,  yet  when  he  desires  to  perfect  his  right  by  a  patent  he  must  pro- 
ceed with  vigilance  to  secure  his  protection  by  filing  his  application  as 
early  as  practicable. 

Sh REASONABLE    DILIGENCE — CIRCUMSTANCES  OF  THE  CASE. — No  particular  time 

is  limited  for  filing  the  application  for  the  patent  by  the  statute  ;  yet  it  is 
very  clear,  according  to  a  fair  construction  of  its  spirit  and  meaning,  that  it 
ought  to  be  done  within  a  reasonable  time;  otherwise  the  right  may  be  lost 
by  the  laches  of  the  party.  What  is  or  is  not  a  reasonable  time  depends 
on  the  circumstances  of  each  case. 

Sh — Sm — REASONS  FOB  REQUIREMENT  OF  DILIGENCE. — The  main  object  of  the 
patent  laws  is  U>  bring  inventions  as  soon  as  possible  into  public  and  unre- 
stricted use;  and  this  forms  an  essential  part  of  the  consideration — the 
quid  pro  quo.  The  public  has  a  right  to  the  knowledge  as  early  as  possible, 
consistently  with  the  rights  of  the  inventor  in  using  such  reasonable  dili- 
gence on  his  part  as  may  be  necessary  in  adapting  and  perfecting  his 
invention. 

Presumption  of  public  use  from  grant  of  patent. — The  fact  that  a  patent 
was  taken  but  by  another  inventor  four  years  before  the  application  in 
question  was  filed  raises  a  strong  presumption  that  the  invention  has  been 
in  pnblic  use  with  the  consent  and  allowance  of  the  applicant,  and  in  the 
absence  of  any  proof  that  the  patent  was  surreptitiously  or  unjustly  ob- 
tained casts  the  burden  of  proof  on  the  applicant  to  show  that  the  fact  is 
otherwise. 

Sm. — The  obvious  purpose  of  incurring  the  expense  and  trouble  of  taking  out 
letters- patent  is  to  carry  the  invention  into  public  operation,  use,  and  sale, 
and  it  is  natural  to  suppose  that  this  the  patentee  has  done. 

Patent,  constructive  notice. — The  patent  is  prima-faeie  evidence  of  the  title 
of  the  patentee  to  make,  use,  and  sell  the  invention  publicly  to  whom  and 
as  he  deems  best,  and  is  constructive  notice  to  all  who  may  be  concerned. 
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USI    UNDIR  ▲  PATflNT,  PUBLIC    UBB — DISTIMGUISHBD    PROM    SECRET    AND    PBiriTB 

USE. — The  use  and  sale  of  an  invention  under  a  patent  is  a  public  use 
within  the  meaning  of  section  7  of  act  of  1836,  although  such  use  is  limited 
by  the  grant  or  monopoly  to  the  patentee  and  those  deriring  title  under 
him.  It  is  not  meant  by  the  statute  that  there  must  be  a  general  knowl- 
edge of  and  right  to  use  the  invention.  The  words  *' public  use'*  mean  uae 
in  public,  as  distinguished  from  secret  or  private  use ;  and  such  a  use  by  a 
single  person  will  defeat  the  patent. 

LaOHXS — DRAWING  ELEVEN  TEARS  BSPORB — RIGHT  TO  PATENT  FORFEITED. — WhCD 

an  applicant  in  interference  with  a  patent  Issued  to  an  original  and  inde- 
pendent inventor,  four  years  before  his  application  was  filed,  based  bis  claim 
to  priority  on  a  drawing  made  eleven  years  before,  and  it  did  not  appear  thnt 
he  had  in  the  meantime  taken  any  steps  to  perfect  his  invention  or  bring 
it  into  notice,  the  only  explanation  offered  for  the  delay  being  that  be  had 
supposed — erroneously,  as  it  appears — that  his  original  drawing  of  the 
invention  was  lost:  HM^  That  by  his  laches  he  had  lost  his  inchoate  right 
to  a  patent. 
Abandonment — jurisdiction  thereof. — The  Commissioner  and  the  judge  upon 
appeal  have  jurisdiction  of  the  question  of  the  abandonment  of  an  invention. 

(Before  Morssll,  J.,  District  of  Columbia,  September,  1858.) 

Statement  of  the  Case. 

Subsequently  to  the  final  determination  of  this  interference,  the 
applicant  and  appellant,  Ellithorp,  filed  a  bill  in  equity  in  the 
southern  district  of  New  York  under  the  sixteenth  section  of  the 
act  of  1836  against  the  owners  of  the  Robertson  patent,  asking 
that  the  Robertson  patent  be  declared  void,  and  that  a  patent 
issue  to  the. complainant  upon  his  application  then  on  file  in  the 
Patent  Office.  This  bill  set  up,  substantially,  the  same  state  of 
facts  as  were  in  evidence  in  the  present  proceeding.  The  respond- 
ents made  default,  and  the  bill  was  taken  as  confessed.  The 
opinion  of  the  court  is  reported  in  3  Fish.,  83.  Robertson's 
patent  was  dated  November  28th,  1854,  No.  12,015.  The  report 
of  the  Commissioner  referred  to  in  the  present  opinion,  stating 
the  practice  of  the  Office  at  this  time,  is  believed  to  be  of  sufficient 
interest  to  warrant  its  insertion  in  full. 

Commissioner's  Report. 

In  the  matter  of  the  appeal  of  S.  B.  Ellithorp  from  the  decision 
of  this  Office  refusinjf  him  a  patent,  I  have  to  submit  the  following 
report : 
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On  the  loth  of  April  last  the  appellant  filed  in  this  Office  an 
application  for  a  patent  for  an  improvement  in  sewing  machines, 
in  which  he  claimed  a  stationary  bobbin  inclosing  the  leading 
thread,  limited  to  the  arrangement  and  operation  described.  He 
was  advised  that  his  invention  was  anticipated  in  the  patent  of  T. 
J.  W.  Robertson,  assignee  to  himself  and  A.  E.  Beach,  dated 
November  28th,  1854,  and  on  the  15th  of  July  last  he  was  put  in 
interference  with  the  patent,  and  on  the  i8th  ultimo  his  application 
was  finally  rejected,  as  you  will  see  from  the  decision  of  that 
date,  herewith  submitted,  on  the  ground  of  want  of  diligence  in 
the  prosecution  of  his  invention  and  a  consequent  abandonment 
thereof  to  the  public. 

On  the  hearing  in  the  interference  the  appellant  rested  the 
proof  of  his  priority  of  invention  upon  a  drawing  which  clearly 
showed  the  same,  and  bore  date  July  7th,  1847  ;,  and  this  drawing 
was  authenticated  by  satisfactory  affidavits,  and  is  herewith  sub- 
mitted. The  appellant  had  filed  another  application  on  the  28th 
of  June  last,  which  was  put  into  interference  with  the  same  patent 
of  Robertson,  dated  November  28th,  1854.  This  second  interfer- 
ence was  declared  on  the  6th  of  August  last,  and  on  the  same 
day  the  Office  gave  notice  to  the  appellant  that  it  would  be  well 
for  him  to  furnish  proof  against  the  presumption  of  abandonment 
growing  out  of  his  want  of  diligence  in  the  prosecution  of  his 
invention.  A  copy  of  this  notice  is  herewith  submitted.  There 
cannot  be  a  question  as  to  the  priority  of  invention  between 
the  appellant  and  the  patentee  in  this  case,  and  of  this  the  Office 
was  satisfied  on  the  hearing  of  the  interference ;  but  at  the  same 
time  the  Office  deemed  that  the  first  and  original  inventor  had 
abandoned  his  invention  made  in  July,  1847,  patented  to  another 
person  on  the  28th  of  November,  1854,  and  not  himself  asking  a 
patent  therefor  until  the  loth  of  August,  1858. 

The  seventh  section  of  the  act  of  July  4th,  1856,  to  promote  the 
progress  of  the  useful  arts,  &c.,  provides  that  when  an  application 
for  a  patent  is  filed  the  Commissioner  of  Patents  may  grant  a 
patent  for  the  invention  embraced  in  the  application,  except, 
amongst  other  causes  of  refusal,  it  be  found  on  examination  that 
the  invention  **  had  been  in  public  use  or  on  sale  with  the  appli- 
cant's consent  or  allowance  prior  to  the  application;'*  and  the 
same  section  prohibits  the  grant  of  a  patent  when  *'any  part  of 
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that  which  is  claimed  as  new  had  before  been  invented  or  discov- 
ered or  patented  in  this  or  any  foreign  country. ' '  This  section 
was  amended  by  the  act  of  March,  3d,  1839,  section  7,  so  that 
' '  no  patent  shall  be  held  to  be  invalid  by  reason  of  such  pur- 
chase, sale,  or  use  prior  to  the  application  for  a  patent  as  afore- 
said, except  on  proof  of  abandonment  of  such  invention  to  the 
public,  or  that  such  purchase,  sale,  or  prior  use  has  been  for  more 
than  two  years  prior  to  such  application  for  a  patent*' 

Under  these  two  clauses  the  Office  deems  every  applicant  for  a 
patent  to  be  required  to  exercise  ordinary  diligence  in  procuring 
a  patent,  in  order  to  protect  his  invention ;  and  that  the  only 
proper  mode  of  exercising  this  diligence  is  by  coming  into  the 
Patent  Office  as  an  applicant  for  a  patent ;  and  that  the  public 
use  of  his  invention  for  more  than  two  years  prior  to  his  applica- 
tion for  a  patent  is  an  abandonment  of  his  invention  to  the  public, 
when  such  use  is  not  surreptitious.  These  positions  are  forced 
upon  the  Office  not  only  by  the  acts  of  Congress  referred  to,  but 
by  the  decisions  of  the  courts ;  and  while  the  one  may  be  as 
familiar  to  your  honor  as  the  other,  I  will  briefly  refer  to  such  ol 
the  decisions  as  have  governed  the  practice  of  the  Office: 

*  *  Though  the  discovery  by  the  patentee  is  new,  yet  if  he  is 
guilty  of  negligence  in  procuring  his  patent,  by  which  the  inven- 
tion has  become  publicly  known  and  used  by  any  persons,  he  has 
no  right  of  action.  *  *  *  It  [the  invention]  must  be  new  to 
all  the  world  *  *  *  at  the  time  of  the  application  for  a 
patent.  But  it  will  be  considered  as  new,  then,  if  the  application 
is  within  a  reasonable  time  after  the  discovery."  (Whitney  etai. 
V,  Emmett  et  al,,  1  Bald.,  303 — i  Robb.,  567.) 

The  true  construction  of  the  patent  law  is,  that  the  first  in- 
ventor cannot  acquire  a  good  title  to  a  patent  if  he  suffers  the 
thing  to  go  into  public  use,  or  to  be  publicly  sold  for  use,  before 
he  makes  application  for  a  patent.  (Pennock  v.  Dialogue,  2 
Peters,  i.) 

**But  this  knowledge  [of  public  use]  may  be  presumed  from 
the  circumstances  of  the  case.  This  will  in  general  be  a  fact  for 
the  jury.  And  if  the  inventor  do  not  immediately  after  this  notice 
assert  his  right,  it  is  such  evidence  of  acquiescence  in  the  public 
use  as  forever  afterwards  to  prevent  him  from  asserting  it.  After 
his  right  shall  be  perfected  by  a  patent,  no  presumption  arises 
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against  it  from  a  subsequent  use  by  the  public.  *  *  Again,  in  this 
case,  Judge  McLean,  who  delivered  the  opinion  of  the  court,  says  : 
'•Whatever  may  be  the  intention  of  the  inventor,  if  he  suffers  his 
invention  to  go  into  public  use  through  any  means  whatsoever, 
without  an  immediate  assertion  of  his  right,  he  is  not  entitled  to 
a  patent ;  nor  will  a  patent  obtained  under  such  circumstances 
protect  his  right.*'     (Shaw  v.  Cooper,  7  Peters,  292.) 

If  an  inventor  knowingly  suffers  his  invention  to  go  into 
public  and  general  use  without  objection,  it  is  a  dedication  of  it 
to  the  public.     (Melius  v.  Silsbee,  4  Mason,  108 — i  Robb.,  506.) 

In  the  case  of  Wyeth  v.  Stone,  the  patent  was  obtained  in  1829, 
and  no  suit  for  infringement  brought  against  defendants  until  1839, 
although  their  use  of  the  invention  for  a  considerable  period  was 
notorious,  and  known  to  the  patentee.  Though  in  this  case  it  was 
a  bill  for  an  injunction  to  protect  a  patent.  Judge  Story  says  :  '*  I 
agree  that  it  is  quite  competent  for  a  patentee  at  any  time  by  overt 
acts  or  by  express  dedication  to  abandon  or  surrender  to  the  pub- 
lic for  their  use  all  the  rights  received  by  his  patent.  So,  if  for 
a  series  of  years  the  patentee  acquiesces  without  objection  in  the 
known  public  use  by  others  of  his  invention,  or  stands  by  and  en- 
courages such  use,  such  conduct  will  afford  a  very  strong  pre- 
sumption of  such  an  actual  abandonment  or  surrender.  A  fortiori, 
the  doctrine  will  apply  to  a  case  where  the  patentee  has  openly 
encouraged  or  silently  acquiesced  in  such  use  by  the  very  defend- 
ants whom  he  afterwards  seeks  to  prohibit  by  injunction  from  any 
further  use ;  for  in  this  way  he  may  not  only  mislead  them  into 
expenses  or  acts  or  contracts  against  which  they  might  otherwise 
have  guarded  themselves,  but  his  conduct  operates  as  a  surprise, 
if  not  as  a  fraud  upon  them.**     (Wyeth  v.  Stone,  i  Story,  273.) 

From  the  current  of  these  decisions  the  Office  has  felt  the 
necessity  of  adopting  and  enforcing  the  practice  that  has  led 
to  the  rejection  of  the  appellant.  The  Office  is  aware  of  no 
mode  by  which  an  inventor  can,  under  the  act  of  1836,  give 
notice — legal  notice — of  his  intention  to  protect  his  invention  by 
a  patent,  except  he  make  an  application  for  a  patent  or  file  a 
caveat  in  the  Patent  Office.  Notice  through  the  Office  is  notice 
for  the  whole  country,  and  is  also  the  statute  notice  of  his  inten- 
tion to  protect  his  invention.  He  may  make  public  proclamation 
in  the  most  busy  thoroughfares  in  our  most  populous  cities,  post 
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his  notice  on  the  market-place  or  at  the  cross-roads,  or  publish 
it  in  the  newspapers,  without  bringing  it  to  the  knowledge  of  the 
Office,  or,  indeed,  without  its  operating  as  any  notice.  He  must, 
as  an  inventor,  exercise  ordinary  diligence  too,  and  not  stand  by 
for  nearly  eleven  years,  as  in  the  present  case,  in  the  presence  of 
extraordinary  activity  in  the  prosecution  of  inventions  pertaining 
to  the  class  in  which  himself  was  an  inventor — an  activity  that 
has  produced  more  than  two  hundred  patents — before  he  comes 
into  the  Office  and  gives  notice  that  he  wishes  to  obtain  a 
patent. 

Allowing  the  appellant  the  full  benefit  of  the  act  of  March  3d, 
1839,  1^  *s  clear  that  Robertson's  patent  had  been  published  for 
more  than  sixteen  months  when  the  two  years  of  the  act  of  1839 
had  in  this  case  commenced.  The  Office  is  wholly  at  a  loss  to 
conceive  of  more  direct  or  better  evidence  of  an  open,  notorious, 
and  public  use  of  any  particular  invention  than  the  publication  of 
a  patent  therefor.  It  is  an  advertisement  to  the  world  that  a 
certain  person  living  at  a  certain  place  has  for  sale  the  sole  right 
to  make,  use,  and  sell  to  others  the  invention  covered  by  his 
patent.  The  patent  is  notice  to  the  courts  of  the  country  of  what 
it  contains,  and  the  vigilant  inventor  can  at  all  times  inform  himself 
of  what  it  purports,  by  consulting  the  records  of  the  Office  that  are 
daily  kept  open  for  his  benefit.  The  enforcement  of  this  rule  of 
constructive  abandonment  has  not  been  made  for  the  first  time  in 
the  present  case  by  the  Office. 

In  the  interference  between  John  A.  Bradshaw  and  others, 
Bradshaw  had  in  1847  filed  in  the  Office  a  drawing,  specification, 
petition,  oath  of  invention,  and  paid  the  fee ;  in  short,  completed 
an  application  for  a  patent,  except  furnishing  a  model.  He  was 
well  acquainted  with  the  progress  of  invention  in  sewing  machines, 
and  not  until  January,  1858,  did  he  complete  his  application  by 
filing  a  model.  At  the  hearing  in  the  interference  the  Office 
rejected  his  application  on  the  ground  of  presumed  abandonment ; 
and  though  a  patent  on  his  invention  involved  immense  pecuniary 
consequences,  there  has  been  no  appeal  from  that  decision. 

I  have  dwelt  longer  on  this  case  than  a  proper  regard  for  your 
honor's  time  would  have  justified  were  it  not  that  I  am  gratified 
with  the  opportunity  of  presenting  this  rule  of  the  Office  practice 
to  your  enlightened  consideration ;  for  the  growing  interest  in 
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patent  property  makes  it  a  matter  of  moment  to  the  Office  to 
have  direct  judicial  sanction  for  those  rules  which  necessity  has 
created,  but  which  the  Office  has  to  rely  on — those  decisions 
of  the  courts,  to  sustain  which  have  approached  most  nearly  to 
positive  construction  of  the  several  acts  of  Congress  under  which 
these  rules  have  been  framed.  Few  cases  can  arise  where  the 
nile  in  question  is  likely  to  occur ;  but  when  its  operation  is 
clearly  involved,  the  Office  has  no  course  left  but  to  enforce  it, 
because,  as  now  advised,  it  is  regarded  as  a  positive  rule  of  law 
explained  by  the  opinions  of  the  Supreme  and  Circuit  Courts, 
to  which  your  honor's  attention  is  directed. 

MORSELL,  J. 

The  Commissioner  in  his  report  states  that  Ellithorp  exhibited 
a  drawing  which  presented  the  invention  in  question  in  several 
figures,  and  which  has  the  following  writing  upon  it:  ** Draw- 
ings and   explanations  of  EUithorp's  improvements  in  sewing 
machines;  executed  this  day,  Albany,  July  7th,  1847;  in  pres- 
ence of  (signed)  S.  B.  Ellithorp,  Isaac  L.  Weaver;"  that  this 
drawing  is  attested  by  the  widow  of  the  subscribing  witness,  who 
adds  that  she  saw  him  sign  on  the  day  of  the  date ;  and  the  signa- 
ture of  this  subscribing  witness  is  further  authenticated  by  the 
affidavit  of  another  witness,  who  says  he  was  well  acquainted  with 
the  handwriting  of  Weaver,  and  that  the  signature,  he  believes, 
was  written  by  him ;  that  Ellithorp  filed  an  affidavit,  dated  the  13th 
of  August,  reciting  the  drawing — its  date  and  its  representation — 
of  the  invention  in  question,  and  proceeds  to  account  for  his  delay 
in  applying  for  a  patent  on  the  ground  of  want  of  means  to  make 
the  application,  saying  he  has  in  vain  endeavored  to  procure  the 
aid  of  capitalists  to  furnish  means,  and  that  until  recendy  he  had 
supposed  the  drawings  destroyed ;  and  that  he  has  not  and  never 
designed  to  abandon  his  invention,  but  has  at  all  times  and  in  all 
places,  as  he  can  prove  by  reliable  witnesses,  claimed  the  said 
invention  as  his  own,  and  proclaimed  his  intention  of  securing 
patents  for  the  same  as  soon  and  as  fast  as  his  circumstances 
would  enable  him  so  to  do.     The  date  of  Ellithorp*  s  invention  is 
clearly  fixed  by  the  drawing  at  July  7th,  1847.    The  presumption 
of  abandonment  is  distinctly  presented  to  the  Office,  from  the  fact 
that  nearly  eleven  years  had  elapsed  since  the  invention  in  ques- 
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tion  was  completed  by  Ellithorp  before  he  p^ve  any  notice  to  the 
Office  of  his  intention  to  obtain  a  patent  therefor  ;  from  the  fact 
that  Robertson's  patent  is  now  nearly  four  years  old,  and  had 
been  before  the  public  for  more  than  three  years  at  the  time  of 
Ellithorp' s  application;  from  the  facts,  as  shown  in  his  affidavit 
of  the  13th  instant,  that  he  was  not  ignorant  of  the  state  of  the 
art  to  which  his  invention  pertains ;  *  *  and  now,  when  he  is  offered 
by  this  interference  an  opportunity  to  rebut  the  presumption  of 
abandonment,  he  does  not  offer  a  single  witness  to  show  what 
diligence  he  has  exercised  for  the  protection  of  his  invention." 

One  reason  of  appeal  only  was  filed,  which  is,  "that  the  said 
decision  was  made  without  warrant  of  law." 

The  report  of  the  Commissioner  in  answer  refers  to  a  number 
of  legal  decisions  to  sustain  and  fortify  the  ground  taken  in  the 
decision  made  by  him.  Under  this  state  of  the  case — with  all  the 
evi<ience,  decision,  reasons  of  appeal,  report  of  the  Commissioner, 
and  original  papers — the  same  has  been  laid  before  me,  due  notice 
of  the  time  and  hearing  of  said  appeal  having  been  first  given,  on 
which  occasion  the  appellant  appeared  by  his  attorney,  and,  alter 
filing  with  me  his  argument  in  writing,  submitted  the  said  case  for 
my  consideration. 

The  counsel  has  argued  the  case  under  three  heads  : 

First.  What  constitutes  an  abandonment  of  an  invention. 

Second.  What  measure  of  diligence  in  making  an  application 
for  a  patent  is  required  on  the  part  of  the  inventor. 

Third.  Is  the  question  of  abandonment  one  to  be  taken  into 
consideration  and  decided  by  the  Commissioner  of  Patents,  and 
if  so,  how  is  the  abandonment  to  be  proved. 

It  is  contended  that  the  position  taken  by  the  Commissioner  in 
his  decision  that  the  public  use  meant  by  the  statute  of  1836  "is 
involved  in  the  publication  of  Robertson's  patent"  is  incorrect, 
because  it  does  not  appear  that  any  proof  had  been  ** advanced' 
by  the  Office  or  by  the  patentee  that  his  invention  had  ever  been 
in  public  use  or  on  sale  at  the  time  of  the  appellant's  application; 
and  that  even  if  it  had  been  proved  that  the  invention  had  been 
in  use  or  on  sale  under  the  patent,  it  would  not  be  such  a  public 
use  and  sale  as  is  clearly  contemplated  by  the  law,  but  a  pri^'ate 
and  restricted  one — restricted  to  those  to  whom  the  patentee  might 
convey  the  right  to  use  or  sell — ^and  would  not  be  made  with  "the 
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cx)nsent  or  allowance'*  of  the  original  inventor.  This  cannot  be 
conceded.  The  arguments  used  by  the  Commissioner  upon  this 
point  are  very  strong  and  the  authorities  referred  to  to  support 
them  pertinent.  I  do  not  know  that  much  can  be  added.  The 
statute  under  which  the  right  in  this  case  must  be  sustained,  if  it 
can  be  supported  at  all,  is  the  act  of  Congress  of  1836,  chapter 
357.  I  am  satisfied  that  the  act  of  1839,  chapter  88,  section  7,  can 
have  no  application  to  this  case.  That  provision  is  intended  to 
relate  to  the  case  of  a  use,  sale,  or  license  to  use  given,  or  made 
and  claimed  under  the  inventor  who  admits  and  claims  the  privi- 
lege ;  or,  to  make  my  idea  more  clear,  and  to  use  the  language  of 
a  learned  judge, ' '  the  clause  should  read  thus :  *  The  patent  shall 
not  be  held  invalid  by  reason  that  the  inventor  has  sold  or  allowed 
his  invention  to  be  used  prior  to  the  application  for  a  patent, 
unless  he  has  abandoned  it  to  the  public,  or  that  such  sale  or  prior 
use  has  been  for  more  than  two  years  prior  to  such  application  for 
a  patent/  '*  The  present  is  a  case  where  the  appellant,  so  far 
from  claiming  the  exception,  denies  that  he  ever  did  use  or  sell 
the  invention  to  any  one,  and  the  patentee  sets  up  no  such  claim  ; 
on  the  contrary,  he  claims  as  an  original,  substantive  inventor — 
adversary,  therefore,  to  the  claim  of  the  appellant.  How,  then,  is 
the  right  claimed  to  be  considered  under  the  act  of  1836?  To 
entide  the  appellant  to  a  patent  by  the  sixth  section  the  invention 
must  not  only  be  new  and  useful,  not  known  or  used  by  others 
before  his  or  their  discovery  or  invention  thereof,  but  also  ' '  and 
not  at  the  time  of  his  application  for  a  patent  in  public  use  or  on 
sale  with  his  consent  or  allowance. ' '  This  latter  part  must  be 
considered  in  the  same  category  with  the  first.  Part  of  the 
fifteenth  section  may  also  have  a  bearing  on  the  matter  under 
discussion.  Alluding  to  objections  which  may  be  made  to  the 
validity  of  the  patent,  amongst  other  things,  is  this :  **  Or  had  been 
in  public  use  or  on  sale  with  the  consent  and  allowance  of  the 
patentee  before  his  application  for  a  patent;  or  that  he  had  sur- 
reptitiously or  unjustly  obtained  the  patent  for  that  which  was  in 
fact  invented  or  discovered  by  another,  who  was  using  reasonable 
diligence  in  adapting  and  perfecting  the  same,"  &c.  There  are 
various  other  conditions  as  prerequisites  contained  in  the  law, 
with  all  of  which  the  party  must  show  that  he  has  complied  before 
he  can  have  any  right  to  demand  or  hold  a  patent.  Although 
38 
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the  party  has  a  right  to  keep  his  inchoate  title  to  his  invention 
concealed  from  the  public  as  long  as  he  pleases,  yet,  when  he  desires 
to  perfect  his  right  by  a  patent,  he  must  proceed  with  \agilance  to 
secure  his  protection  by  as  early  an  application  as  practicable ;  for 
although  no  particular  time  is  limited  for  the  application  for  a 
patent  by  the  statute,  yet  it  is  very  clear,  according  to  a  fair  con- 
struction of  its  spirit  and  meaning,  that  it  ought  to  be  done  in  a 
reasonable  time ;  otherwise  the  right  may  be  lost  by  the  laches  of 
the  party.  What  is  or  is  not  a  reasonable  time  depends  on  the 
circumstances  of  each  case.  Whether  the  length  of  nearly  eleven 
years  from  the  time  of  the  discovery  to  the  application  for  a  pat- 
ent in  this  case  can  be  deemed  a  reasonable  time,  is  the  question. 
Let  the  circumstances,  then,  be  considered.  Robertson  havii^  duly 
complied  with  all  the  previous  requisites  of  the  statute,  obtained  a 
patent,  as  an  independent,  fair,  and  real  discoverer  of  the  same 
invention,  on  the  28th  of  November,  1854,  and  an  interference  ^'as 
dieclared  on  the  28th  June,  1858,  in  the  case  of  said  patent  and 
that  of  the  application  of  the  appellant  of  the  said  28th  of  June,  in 
the  same  year,  for  a  patent  for  the  same  invention,  as  having  been 
discovered  on  the  7th  of  July,  1847.  Both  of  said  parties  were 
residents  of  the  same  county  and  State  of  New  York.  Robert- 
son's patent  had  been  granted  and  placed  upon  the  public  records 
of  the  Patent  Office,  as  directed  by  law,  and  had  been  in  operation 
upwards  of  four  years  before  the  appellant's  application. 

The  argument  by  the  appellant's  counsel  to  this  part  of  the 
case  is  that  * '  no  proof  was  advanced  by  the  Office  or  by  the 
patentee  that  his  invention  had  ever  been  in  public  use  or  on  sale 
at  the  time  of  the  appellant's  application.  *  *  *  Even  if  it  had 
been  proved  that  the  invention  had  been  in  use  or  on  sale  under 
the  patent,  it  would  not  have  been  such  a  public  use  and  sale  as 
is  clearly  contemplated  by  the  law,  but  a  private  and  restricted 
one — restricted  to  those  to  whom  the  patentee  might  convey  the 
right  to  use  or  sell — and  would  not  be  made  with  the  consent  or 
allowance  of  the  original  inventor.  *  •  •  It  is  apparently 
held  by  the  Commissioner  in  his  decision  that  such  public  use  is 
involved  in  the  publication  of  Robertson's  patent."  He  supposes 
this  argument  to  be  fallacious ;  "for  if  such  publication  is  public 
use,  it  certainly  is  not  made  so  with  the  *  consent  and  allowance 
of  die  inventor,'  'but  must  be  presumed  to  be  so  without  and 
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against  it."  Again:  *'That  the  use  or  sale  of  an  invention 
on  the  part  or  on  behalf  of  the  patentee  is  not  such  a  public  one 
as  is  contemplated  by  law,  is  apparent  from  the  fact  that  the 
monopoly  of  the  invention  for  the  term  of  years  provided  by  law 
to  the  patentee  is  made  the  consideration  that  he  shall  at  the 
expiration  of  that  time  allow  the  invention  to  be  used  by  the 
public  to  compensate  the  public  for  the  restriction  of  the  inven- 
tion to  private  use  under  the  patent. ' '  He  proceeds :  *  *  If  this 
reasoning  is  sound,  we  hold  it  to  be  clear  that  the  use  and  sale  of 
an  invention  under  a  patent  is  not  such  public  use  and  sale  as  is 
contemplated  by  law,  and  does  not  constitute  an  abandonment ; 
and  that  the  public  use  and  sale,  as  well  as  the  consent  and  allow- 
ance thereof  by  the  inventor,  must  be  made  clear  matter  of  proof 
before  the  abandonment  can  be  legally  shown ;  and  that  there 
having  been  no  proof  presented  to  or  by  the  Office  that  the 
appellant's  invention  had  been  in  public  use  or  on  sale  by  his 
consent  and  allowance,  there  has  therefore  been  no  abandonment 
of  his  invention." 

There  is  considerable  ingenuity  and  some  force  in  this  argu- 
ment, and  if  it  cannot  be  satisfactorily  answered,  ought  to  be 
allowed  to  have  its  desired  effect.  To  recapitulate :  What,  then, 
had  the  Office  before  it  at  the  time  application  was  made  to  sus- 
tain the  objection  to  granting  the  patent  ?  There  was  a  public 
record  of  a  patent  for  the  same  invention  duly  obtained  and 
delivered  to  Robertson,  a  resident  of  the  same  place  with  the 
appellant,  upwards  of  four  years  before,  still  in  full  force,  the  im- 
port and  effect  of  which,  in  a  legal  point  of  view,  was  to  give 
constructive  notice  of  the  fact  to  all  who  might  be  interested. 

The  patent  was  prima-facie  evidence  of  the  exclusive  tide  of 
the  patentee  to  use  or  sell  the  invention  or  the  machine  publicly, 
to  whom,  and  as  he  thought  best  for  his  own  interest. 

The  object  which  no  doubt  Robertson  had  in  view  in  incurring 
the  expense  and  trouble  of  securing  protection  for  the  right  was 
so  to  carry  it  into  public  operation  and  use  and  sale  in  the  place 
of  his  residence  or  any  other  place.  It  is  natural  also  to  suppose 
that  this  he  did,  and  that  it  must  have  been  attended  with  consid- 
erable notoriety. 

This,  in  a  case  like  the  present,  and  in  the  absence  of  any  proof 
to  impeach  it  on  the  ground  that  it  had  been  surreptitiously  or 
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unjustly  obtained,  must  be  deemed  sufficient  to  cast  the  burden 
of  proof  on  the  side  of  the  appellant. 

The  appellant's  counsel,  I  think,  is  in  error  in  supposing  that 
the  use  or  sale  of  an  invention  on  the  part  or  in  behalf  of  the 
patentee  is  not  such  a  public  one  as  is  contemplated  by  law. 
This  proceeds  from  a  misunderstanding  of  the  terms  "  public  use" 
or  *  *  on  sale ' '  as  used  in  the  statute.  It  is  certainly  not  thereby 
meant  that  every  one  must  know  and  have  the  right  to  use  it,  or 
even,  generally,  that  there  must  be  such  a  right  or  use.  To  show 
my  idea  to  be  correct,  I  will  refer  to  Lund,  on  Patents,  page  46 : 
'  *  The  meaning  of  the  words  *  public  use '  is  this :  *  ♦  ♦  that  the 
use  of  it  shall  not  be  secret,  but  public.  *  *  *  If  a  man  invents 
a  lock,  and  puts  it  on  his  gate,  and  has  used  it  for  a  dozen  years, 
that  is  a  public  use  of  it.'  *  The  meaning  of  the  terms,  under  our 
statute  of  1836,  is  similar.  Curtis,  section  53;  "  The  phrase  *  public 
use'  means  use  in  public,  and  not  use  by  the  public:  so  that  under 
this  act,  if  there  had  been  a  use  in  public  by  any  person,  with  the 
consent  or  allowance  of  the  patentee,  the  patent  will  be  defeated." 
Under  the  second  head  of  the  argument  the  counsel  considers 
what  measure  of  diligence  in  making  an  application  for  a  patent 
is  required  on  the  part  of  the  inventor.  His  position  is  that 
there  has  been  no  such  delay  in  this  case  as  to  bar  his  right ; 
and  he  relies  upon  the  case  of  Heath  v,  Hildreth,  decided  by 
Judge  Cranch  (ati/e,  p.  12).  In  that  case,  although  Judge 
Cranch  says  '  *  the  statute  does  not  limit  any  time  in  which  the 
inventor  must  apply  for  a  patent,"  he  does  not  deny  that  he  ought 
to  apply  in  a  reasonable  time.  That  does  not  appear  to  have 
been  the  case  of  any  longer  delay  on  the  part  of  the  first  inventor 
than  was  necessary  to  mature  his  invention  and  in  preparing 
to  make  application  in  a  reasonable  time.  According  to  the 
appellant's  own  showing,  a  drawing  of  his  invention  appears  to 
have  been  made  in  the  year  1847.  In  about  a  year  after  his  house 
was  destroyed  by  fire,  and  his  property  with  some  of  his  papers 
were  destroyed,  and  he  supposed  that  this  paper  was  also ;  but  he 
saved  some  of  his  papers,  and  this  paper  was  among  them.  He 
says  he  thought  it  was  lost,  but  he  admits  that  he  never  searched 
for  if  until  recently  before  filing  his  petition.  In  this  respect,  then, 
he  certainly  could  not  be  excused.  If  he  had  any  other  reason  for 
delay,  why  could   he  not  have  filed  his  caveat  in  the  Office? 
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This  would  have  protected  him.  He  states,  also,  as  a  reason  his 
want  of  means  and  his  failure  in  obtaining  aid  from  capitalists ; 
but  he  says  that  the  reason  of  his  failure  was  the  supposed  loss  of 
his  sheet  of  drawings,  which  he  never  searched  for  until  a  few 
months  before  his  application.  This,  I  have  already  shown,  he 
was  inexcusable  for.  He  supposes  that  "  the  public  is  not  injured 
by  the  non-use  of  an  invention  of  which  it  has  no  knowledge,  and 
for  the  lack  of  which  it  is  put  to  no  known  loss  or  injury  ;  and  there 
is  therefore  no  call  or  demand  upon  the  applicant,  as  a  matter  of 
law  or  equity,  to  present  his  application  within  any  specific  time.  * ' 
I  do  not  think  this  argument  sound. 

It  is  certainly  true  that  while  the  original  inventor  chooses  to 
depend  upon  his  own  secret  contrivance — his  inchoate  right  of 
invention — to  secure  him  in  the  exclusive  use  and  enjoyment 
thereof,  he  has  a  right  to  do  so,  and  no  one  can  complain  of  being 
injured ;  yet,  when  he  finds  it  necessary  to  resort  to  the  public 
for  their  aid  to  perfect  his  inchoate  right  by  patent,  a  new  and 
different  condition  of  rights  are  to  take  place,  limited  by  statute, 
in  the  nature  of  a  statutory  compact  with  mutual  considerations — 
a  quid  pro  quo  offered  by  the  inventor — ^the  terms  of  which  com- 
|>act,  according  to  the  mode  and  spirit  thereof,  must  be  fulfilled — 
on  the  one  part,  fourteen  years*  exclusive  right,  secured  by  patent ; 
on  the  other  part,  a  new  and  useful  invention,  to  become  pub- 
lic without  restrictidn  at  the  expiration  of  that  term.  The  main 
object  with  the  legislature  was  to  bring  inventions  early  into  public 
and  unrestricted  use;  and  this,  of  course,  forming  an  essential  part 
of  the  consideration,  the  public  has  a  right  to  the  knowledge 
as  early  as  possible,  consistently  with  the  rights  of  the  inventor 
in  using  such  reasonable  diligence  on  his  part  as  may  be  neces- 
sary in  adapting  and  perfecting  his  invention.  This  principle 
will  be  found  as  settled  in  a  number  of  decided  cases.  I  will  refer 
to  the  case  of  Pennock  and  Sellers  v.  Dialogue,  2  Peters,  19,  where 
it  is  there  stated :  **  If  an  inventor  should  be  permitted  to  hold 
back  from  the  knowledge  of  the  public  the  secrets  of  his  inven- 
tion ;  if  he  should  for  a  long  period  of  years  retain  the  monopoly, 
and  make  and  sell  his  invention  publicly,  and  thus  gather  the 
whole  profit  of  it,  relying  upon  his  superior  skill  and  knowledge 
of  the  structure,  and  then,  and  then  only,  when  the  danger  of 
competition  should  force  him  to  secure  the  exclusive  right,  he 
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should  be  allowed  to  take  out  a  patent,  and  thus  exclude  the 
public  from  any  further  use  than  what  should  be  derived  under 
it  during  his  fourteen  years,  it  would  materially  retard  the  pro- 
gress of  science  and  the  useful  arts,  and  give  a  premium  to  those 
who  should  be  least  prompt  to  communicate  their  discoveries." 
In  consequence  of  the  delay,  Robertson  has  been  suffered  or 
allowed  to  obtain  with  entire  fairness  a  patent  for  the  same  inven- 
tion, and  by  the  use  and  exercise  thereof,  or  at  least  by  the  public 
record  thereof,  the  invention  or  the  knowledge  thereof  has  become 
public  for  upwards  of  four  years.  Upon  general  principles,  it  may 
be  asked  how  can  the  appellant,  then,  be  able  to  offer  what  is  a 
most  essential  ingredient  in  the  consideration  of  a  new  and  useful 
invention,  and  can  it  be  reasonable  to  suppose  that  the  legislature 
intended  to  grant  an  exclusive  right  to  any  one  to  monopolize 
that  which  was  already  common  ?  There  certainly  would  be  no 
quid  pro  quo.  Again,  upon  equitable  principles,  under  such  cir- 
cumstances is  not  the  superior  equity  with  Robertson,  hanng 
combined  both  legal  and  equitable  rights  ?  If  such  disability  is 
thus  the  consequence  of  the  party's  laches,  it  is  of  no  consequence 
whether  his  intention  was  or  was  not  to  abandon  his  invention. 

I  think  it  unnecessary  to  add  anything  to  what  has  been  said 
by  the  Commissioner  on  the  ground  of  abandonment.  The  last 
ground  of  the  argument  is  as  to  the  jurisdiction  of  the  Com- 
missioner to  consider  the  ground  of  abandonment.  Having  on 
a  former  occasion  fully  considered  and  decided  that  he  had  juris- 
diction of  that  question — Mowry  v.  Barber  {ante^  p.  563)— and 
seeing  no  reason  to  change  my  opinion,  I  shall  say  nothing  more 
on  that  subject.  With  the  aforegoing  views,  I  cannot  think  the 
appellant's  case  has  been  sustained,  and  I  think  and  decide  that 
the  decision  of  the  Commissioner  is  correct. 

Low  &  Haskill^  for  the  appellant 
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Charles  H.  Davidson,  Appellant, 

vs, 
Thomas  Lewis,  Appellee.     Interference. 

Prior  intkntor — first  to  concbiyb — duk  diliqbncb — umbcccbsbpul  bxpbri- 
MBNTS. — The  first  inventor  is  not  necessarily  the  one  who  made  and  per- 
fecti*d  the  first  machine  or  instrument,  but  he  who  appears  from  the  evidence 
to  have  been  the  first  to  conceive  the  idea,  and  to  so  describe  it  by  words 
or  drawings  that  a  skillful  workman  would  be  enabled  to  bring  it  into 
useful,  practical  operation ;  for  such  a  person  shall  be  said  to  have  made 
the  first  claim,  and  will  be  protected  against  the  claim  of  any  subsequent 
inventor  who  may  have  been  first  in  adapting  a  machine  or  instrument  to 
the  invention,  provided  such  first  discoverer  has  been  using  due  diligence 
in  effecting  the  same  end,  and  that,  although  he  may  have  been  unsuccessful 
in  some  of  his  experiments,  if,  by  following  them  up,  he  at  length  succeeds. 

TbSTIMONT CONYBRSATIONS     AMD     DBCLARATIONS    OF    INVBNTOR,     BVIDBNOB     OF 

WHAT. — The  conversations  and  declarations  (of  the  patentee),  stating  that 
he  had  made  an  invention,  and  describing  its  details,  are  properly  to  be 
deemed  an  assertion  of  his  right  at  that  time  as  an  inventor  to  the  extent 
of  the  facts  and  details  which  he  then  makes  known.  (P.  k  T.  R.  R.  Co.  v. 
Stimpson,  14  Peters,  448.) 

(Before  Morbbll,  J.,  District  of  Columbia,  October,  1858.) 

Statement  of  the  Case. 

The  patent  issued  to  Charles  H.  Davidson  November  9th,  1858, 
No.  22,018,  upon  the  following  claim:  **  I  claim  constructing  the 
article  known  and  worn  as  a  breast  shell,  and  made  of  any  size, 
form,  or  material  suitable  for  the  performance  of  the  well-known 
functions  or  uses  proper  of  such  a  device,  with  a  transfer  pipe, 
branch,  or  tube  forming  an  integral  part  of  the  shell  when  said 
tube  is  arranged  as  described,  and  serves  for  the  ready  and  advan- 
tageous attachment  of  a  flexible  pipe,  with  nipple  joined  to  it, 
substantially  as  and  for  the  purposes  set  forth.** 

Morsell,  J. 

The  only  matter  in  controversy  in  this  case  is,  which  of  the 
parties  was  the  first  and  original  inventor  of  the  improved  invention 
of  the  breast  pump,  which  invention,  as  stated  by  the  Commas- 
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sioner,  lay  in  adapting  the  old  breast  shell  to  the  purpose  of 
being  worn  equally  long  as  the  old  breast  shell  and  to  be  worked 
as  a  breast  pump  by  the  wearer  hereelf,  by  drawing  out  one  side 
of  the  glass  shell  into  a  pipe  form,  and  attaching  thereon  an  India- 
rubber  tubing  with  a  mouth-piece  adapted  to  the  further  end  of  die 
elastic  tube.  He  also  states  that  this  improvement  appears  to 
have  been  accomplished  by  both  Lewis  and  Davidson  in  a  manner 
precisely  similar ;  so  that  both  the  nature  and  the  amount  of 
inventioil  of  both  parties  is  identical.  The  question  between  the 
parties  was  decided  by  the  Commissioner  upon  the  evidence  sub- 
mitted by  them  to  him.  On  the  hearing  of  said  case  in  favor  of 
the  claim  of  Lewis,  after  noticing  the  particular  parts  of  the 
testimony  applicable  to  the  various  points  of  the  case  on  the  part 
of  Davidson,  and  stating  its  insufficiency  to  sustain  the  claim  for 
which  it  was  offered,  in  conclusion,  he  says  :  *'The  Office  is  of 
opinion  that  the  testimony  directed  to  sustain  the  invention  of 
Davidson  prior  to  the  summer  of  1857,  and  the  manufacture  of  the 
sample  in  January,  1858,  is  neither  clear  as  to  the  nature  of  the 
invention  nor  concordant  with  the  other  testimony  adduced  by- 
Davidson,  and  is  contradicted  by  the  clearness  and  distinctness 
of  the  testimony  adduced  in  favor  of  the  invention  at  the  dates 
just  recited." 

To  this  decision  there  were  thirteen  reasons  of  appeal  filed  to 
apply  to  all  the  separate  parts  of  the  decision,  in  which  the  Com- 
missioner draws  his  inferences,  deductions,  or  conclusions  from 
the  different  parts  of  the  appellant's  testimony  as  erroneous. 

The  Commissioner  in  his  report,  after  stating  his  views  in  rela- 
tion to  the  testimony  on  the  part  of  Lewis  in  support  of  his 
claim,  states,  on  the  part  of  Davidson,  the  substance  of  the  testi- 
mony of  Haughton,  Curtis,  Babcock,  and  Davidson,  and  says 
the  evidence  so  far  is  distinct  and  clear  to  Davidson's  completing 
his  invention  in  idea  in  July  or  August,  1857,  and  the  manufecture 
of  samples  on  the  ist  of  January,  1858.  And  were  the  evidence 
to  rest  here,  the  case  would  be  plain ;  but  Davidson  brings  for- 
ward other  parties  to  show  that  early  in  October,  1856,  he  was 
engaged  in  perfecting  his  idea,  and  that  it  was  complete  and  made 
on  the  last  of  June,  1857.  [The  Commissioner's  statement  ot 
the  testimony  follows,  and  his  report  concludes.]  '* It  is  be- 
lieved, therefore,  on  a  close  examination  of  the  testimony,  that  the 
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evidence  of  Burdick  and  of  Essex  have  no  reference  to  this  ^act 
invention,  but  to  one  closely  resembling  it»  and  that  of  Brevi^iC'  -. 
chiefly  refers  to  plans  and  conversations,  and  not  to  the  completidir 
of  an  invention.  The  testimony  of  these  three  ought  to  be  set  aside. ' 
Omitting  such  evidence,  the  case  stands  thus :   Lewis  perfected 
his  model  20th  of  March,  1857.     The  instrument  was  made  in 
the  glass  works  November,  1857.     Davidson  engaged  in  making 
his  model  June,  1857.    Samples  were  made  in  the  glass  works  ist 
of  January,  1858.     From  the  aforegoing  it  would  appear  that  the 
completion  of  the  idea  of  the  instrument  by  Lewis  was  certainly 
three  months  anterior  to  the  same  occurrence  by  Davidson,  and 
the  perfect  instrument  made  by  Lewis  nearly  two  months  anterior 
to  the  same  act  of  Davidson.    As  priority  of  invention  is  therefore    • 
clearly  made  out  by  Lewis,  it  is  recommended  that  a  patent  be 
issued  to  him  as  the  original  and  the  first  inventor." 

This  report  was  adopted  and  confirmed  by  the  Commissioner  6th 
of  August,  1858. 

In  this  state  of  the  case,  (due  notice  of  the  time  and  place  of 
hearing  this  appeal  having  been  first  given,)  the  Commissioner 
caused  to  be  laid  before  me  his  report,  with  the  decision  and  rea- 
sons of  appeal,  together  with  the  evidence  and  all  the  original 
papers;  and  the  parties  hereto  by  their  respective  attorneys 
appeared  and  filed  their  arguments  in  writing,  and  therewith  sub- 
mitted the  case. 

It  will  be  observed  that  the  only  question  involved  in  the  issue 
between  the  parties  in  this  case  is  *  Apriority  of  invention*' — to 
which  of  the  parties,  from  the  evidence  in  the  case,  it  ought  to  be 
awarded.  The  consideration  of  the  case  will  be  relieved  of  much 
of  the  apparent  difficulty  in  duly  appreciating  the  application  of  the 
testimony  to  the  precise  question,  by  not  mixing  and  confound- 
ing what  is  the  invention  with  the  mere  mechanical  part  of  the 
machine,  and  by  inverting  the  order  in  which  the  testimony  has 
been  taken  up  by  the  Commissioner,  beginning  with  the  wit- 
nesses who  testify  to  a  knowledge  of  the  earliest  period  at  which 
there  were  manifestations  of  the  discovery  or  invention.  It  must 
be  borne  in  mind  that  it  is  not  so  much  he  who  made  and  per- 
fected the  first  machine  or  instrument  as  he  who  may  appear  from 
the  evidence  to  have  been  the  first  who  conceived  the  idea,  and 
so  described  it  by  words  or  drawings  as  to  have  been  sufficient 
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ta'^^nable  a  skillful  workman  to  bring  it  into  useful,  practical 
-'-.6peration  ;  for  such  a  person  shall  be  said  to  have  made  the  first 
-,..    jclaim,  and  will  be  protected  against  the  claim  of  any  subsequent 
'\   '  inventor  who  may  have  been  first  in  adapting  a  machine  or  instru- 
ment to  the  invention,  provided  such  first  discoverer  has  been 
using  due  diligence  in  effecting  the  same  end,  and  that,  although 
he  may  have  been  unsuccessful  in  some  of  his  experiments,  if  by 
following  them  up  he  at  length  succeeds.     Such  being  the  well- 
established  rule  of  patent  law,  I  will  proceed  to  consider  the 
evidence.     The  Commissioner  thinks  that  the  testimony  of  Bur- 
dick,  Essex,  and  Brewer  (Davidson's  witnesses,  who  testify  to  the 
disclosure  of  the  invention  in  1856)  ought  to  be  set  aside  for  the 
reasons  stated  in  his  report  just  recited.     [A  resume  of  the  depo- 
sitions follows.] 

I  have  stated  the  testimony  of  Burdick,  Brewer,  and  Essex 
more  at  large  than  the  Commissioner,  from  which  it  will  appear 
that  the  Commissioner,  in  his  statement,  has  inadvertendy  omitted 
several  facts  contained  in  that  testimony  which,  according  to  the 
view  which  I  have  taken  of  this  case,  are  considered  very  material. 
The  first  which  will  be  noticed  is  Burdick' s.  He  says,  in  the 
interview  which  he  had  with  Davidson  in  1856,  Davidson  exhib- 
ited to  him  *  *  a  plan  of  something  he  had  got  drawn  out,  and 
explained  it  to  him;"  that  he  afterwards  marked  it  out  on  the 
counter.  The  description  witness  gives  of  this  thing,  in  all  the 
essential  features,  corresponds  with  the  invention  as  shown  in  the 
machine  of  the  ist  of  January,  1858.  The  Commissioner  omits 
also  to  state  another  fact  in  Essex's  testimony,  who  says  that  **in 
his  first  interview  with  Davidson,  which  was  in  October,  1856,  he 
[Davidson]  told  me  [Essex]  that  he  was  getting  up  a  breast 
pump  and  nipple  shell,  and  he  went  on  and  gave  a  description 
of  it,"  which  this  witness  recites  in  more  precise  terms  than 
Burdick,  and  at  the  time  showed  him  a  plan  of  it  on  paper  and 
explained  it.  This  is  confirmatory  of  Burdick,  and  appears  to 
me  to  be  a  perfect  description  of  the  invention  in  the  present 
controversy.  Here,  then,  are  two  witnesses  agreeing  substan- 
tially in  description  and  drawings  of  the  thing  as  having  been 
discovered  by  Davidson  in  the  month  of  October,  1856.  If  they 
are  to  be  believed,  Davidson's  claim  as  to  the  question  of  priorit}'. 
even  if  it  be  admitted  that  he  failed  in  his  experiments  to  construct 
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a  perfect  machine  or  instrument  adapted  to  the  invention  until 
January,  1858,  if  he  had  been  in  the  meantime  using  due  diligence 
to  effect  the  same,  and  had  done  it — then  his  title  will  have  rela- 
tion back  to  the  inception  of  his  claim.  *  *  The  invention  itself  is 
an  intellectual  process  or  operation,  and,  like  all  other  expressions 
of  thought,  can  in  many  cases  scarcely  be  made  known  except  by 
speech.  The  invention  may  be  consummated  and  perfect,  and  may 
be  susceptible  of  complete  description  in  words  a  month  or  even  a 
year  before  it  can  be  embodied  in  any  visible  form.  *  *  (Philadelphia 
and  Trenton  Railroad  Company  v,  Stimpson,  14  Peters,  448.) 
Again:  "His  [the  patentee's]  conversations  and  declarations  stating 
that  he  had  made  an  invention,  and  describing  its  details  and  ex- 
plaining its  operation,  are  properly  to  be  deemed  an  assertion  of 
his  right  at  that  time  as  an  inventor,  to  the  extent  of  the  facts  and 
details  which  he  then  makes  known.' '  (lb. )  In  this  case  there 
was  more  than  mere  verbal  description ;  the  invention  was  drawn 
out  and  explained. 

It  appears  that  the  ground  upon  which  the  testimony  of 
Burdick,  Essex,  and  Brewer  has  been  thrown  out  of  the  case  as 
inapplicable  is  not  because  of  any  material  variance  as  to  the 
descriptions  and  drawings  of  an  instrument  in  accordance  with 
the  principles  of  the  invention  in  this  case,  plainly  showing  the 
purpose,  object,  and  device  of  the  inventor,  but  because  of  con- 
flictions  as  to  certain  specimens  of  the  mechanical  instrument 
made  in  June,  1857 — ^^^  O"^  which  Burdick  received  not  being 
(to  use  his  own  language)  "  the  exact  instrument,  but  so  like  it  that 
a  general  description  would  embrace  both  varieties. ' '  The  Com- 
missioner seems  to  confound  the  idea  of  the  invention  itself  with 
the  mere  mechanical  machine  or  instrument.  Suppose  it  be  true, 
as  stated  by  the  Commissioner,  it  would  not  be  a  sufficient  objec- 
tion to  defeat  the  appellant's  claim  to  priority  of  invention.  The 
rule  of  patent  law  applicable  to  this  point  is  stated  in  Curtis  on 
Patents,  355,  referring  to  Reed  v.  Cutter,  i  Story's  Rep.,  599: 
"As  to  the  case  of  two  independent  inventors,  *  *  *  it  will 
be  a  good  defense  to  an  action  upon  such  a  patent  [to  the  subse- 
quent inventor]  if  it  can  be  shown  that  the  same  thing  was  first 
invented  by  another,  although  not  actually  perfected,  provided 
the  first  inventor  was  at  the  time  using  reasonable  diligence  in 
adapting  and  perfecting  the  thing  invented.     It  thus  gives  full 
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effect  to  the  well-known  maxim  that  he  has  the  better  right  who 
is  prior  in  point  of  time,  namely,  in  making  the  discovery  or  inven- 
tion.*' (Reed  v.  Cutter,  i  Story,  590.)  '*  The  law  gives  the  right 
to  the  first  and  true  inventor,  and  to  him  only."  I  am  aware  of 
the  occasion  on  which  Judge  Story  stated  the  above  principle, 
and  of  the  decision  of  Judge  Cranch  in  the  case  of  Perry  v.  Cor- 
nell (anie,  p.  66).  There  is  nothing  in  either  to  show  it  to  be 
inapplicable  for  the  purpose  I  have  used  it  here — ^being  applicable 
as  a  rule  of  general  patent  law  to  repel  the  presumption  of  laches, 
independently  of  the  provision  in  the  fifteenth  section  of  the  act 
of  1836.  Again,  Reed  v.  Cutter  is  to  the  same  effect :  **He  who 
invents  first  shall  have  the  prior  right  if  he  is  using  reasonable 
diligence  in  adapting  and  perfecting  the  same,  although  the  sec- 
ond inventor  has  in  fact  first  perfected  the  same  and  reduced  the 
same  to  practice  in  a  positive  form. ' ' 

But,  in  point  of  fact,  has  there  not  been  more  weight  allowed  to 
the  circumstances  supposed  to  show  inconsistencies  than  they  are 
entitled  to  ?  In  the  absence  of  corruption,  are  they  not,  according 
to  the  humane  principles  of  law  on  this  branch  of  evidence,  to  be 
reconciled  without  imputing  improper  motives?  If  so,  it  ought 
to  be  done,  rather  than  to  entirely  overthrow  the  direct  testimony 
of  at  least  two  witnesses  to  the  same  point  of  fact,  neither  of  whose 
general  character  for  veracity  has  been  questioned.  The  wit- 
nesses whose  testimony  is  supposed  to  show  it  are  Haughton, 
Curtis,  H.  E.  Davidson,  and  Babcock,  of  Davidson's  own  witnesses, 
and  Slocum,  one  of  Lewis'  witnesses.  They  all  show  that  David- 
son was  industriously  laboring  to  construct  an  instrument  that 
would  be  suitably  adapted  to  the  invention,  and  it  is  admitted  by 
all  that  he  at  length  succeeded.  That  he  had  in  a  short  time 
after  October,  1856,  undertaken  himself  from  time  to  time  to  con- 
struct an  instrument  adapted  to  his  improvement,  must  be  con- 
sidered an  undeniable  fact  Babcock  proves  his  determination 
as  early  as  December,  1856,  and  in  April,  succeeding,  he  had  made 
a  drill  for  him  and  assisted  him  to  make  a  hole  in  a  shell.  Mrs. 
Curtis  says  she  assisted  him  in  June  in  boring  a  hole,  &c.  It 
must  be  remarked  as  to  her  testimony,  also,  that  it  has  not  been 
stated  correctly.  It  is  truly  stated  that  she  says  "  he  did  not 
succeed  ;*'  but  that  is  not  all ;  she  says  he  said  ''that  he  did  not 
succeed  as  he  wished."     He  did  succeed,  she  says,  in  boring  the 
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hole  and  in  inserting  an  ivory  tube,  and  said  he  wished  to  attach 
a  rubber  pipe.  This  testimony  shows  that  he  was  laboring  to 
make  the  instrument,  and  that  he  did  make  an  imperfect  one. 
In  the  first  week  in  January,  1857,  Teesdale  is  shown  Davidson's 
said  plan,  which  he  says  was  the  invention  represented  by  Exhibit 
"A  ;  * '  and  from  what  he  says  of  his  occupation  for  so  many  years, 
it  must  be  supposed  that  he  was  a  pretty  good  judge.  Brewer 
proves  him  at  work  on  this  shell  pump  in  the  summer  of  1857, 
after  the  first  of  June.  He  say^  that  he  was  making  them  of 
different  patterns — patterns  of  different  materials — some  with  ivory 
tubes,  some  with  wood,  some  with  glass  tubes,  tubes  blown  in  the 
glass  or  attached  to  the  glass,  some  cut  through  the  glass  to  run 
the  tube  through. 

Thus,  it  seems  to  me  that  the  proof  is  undeniably  conclusive 
as  to  the  fact  of  the  description,  both  orally  and  by  drawings,  in 
October,  1856,  of  the  invention  in  all  its  details,  and  the  further 
fact  of  the  diligent  working  and  experimenting  by  Davidson  in 
endeavoring  to  perfect  an  instrument  adapted  to  his  improved 
invention  until  January,  1858,  when,  as  before  said,  it  is  admitted 
by  all  he  succeeded  in  presenting  a  perfect  instrument.  The 
principal  matter  which  seems  to  be  relied  on  as  showing  the 
inconsistencies  stated  as  the  ground  of  the  rejection  is  in  rela- 
tion to  the  two  specimen  breast  pumps,  the  one  of  which  was 
given  to  Essex  and  the  other  sent  to  Burdick  at  New  York,  and 
by  him  received,  as  he  says,  some  time  in  July,  1857.  The  proof 
relied  on  to  sustain  the  allegation  is  the  testimony  of  Slocum, 
who  says  that  Davidson,  in  the  summer  of  1857,  (he  cannot  state 
the  particular  time,)  brought  \vith  him  to  the  glass  house  of  the 
Bay  State  Glass  Company  an  article  (similar  to  what  he  wanted 
made)  of  sheet-copper — one  side  of  it  was  oval  and  one  was  flat — 
about  the  size  of  a  nipple  shell,  and  much  the  same  shape ;  and 
witness  thinks  he  also  had  an  article  of  a  similar  shape,  with  a 
groove  turned  round  the  edge  made  out  of  wood.  He  thinks 
Davidson  said  he  was  going  to  have  a  valve  at  the  top  of  it — 
either  top  or  side,  he  is  not  certain  which.  His  impression  was 
that  he  was  going  to  get  up  a  breast  pump.  Witness'  impression 
is  that  he  (Davidson)  told  him  (witness)  that  it  was  very  doubtful 
whether  they  could  at  all  .valve  the  article  he  wanted  made  in 
the  way  he  proposed  from  glass,  so  as  to  make  it  useful.     There 
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was  an  instrument  lying  on  the  table  in  the  counter  room— a 
breast  pump — made  similar  to  the  way  the  French  nipple  shell 
used  to  be  made.  He  says  that  he  cannot  be  certain,  but  he 
thinks,  and  his  impression  is,  that  Davidson  took  one  of  them 
up  in  his  hands,  and  his  impression  is  that  he  told  him  that  it 
was  to  be  used  as  a  breast  pump.  This  witness  in  many  parts  of 
his  testimony  speaks  very  doubtfully;  and  according  to  his  impres- 
sions and  belief;  these  parts  having  been  objected  to,  cannot  be 
considered  as  admissible  testimony  in  evidence.  As  to  the  Com- 
missioner's conclusions  from  the  portions  that  are  evidence,  (rebt- 
ing  to  the  models,  one  in  copper  and  the  other  in  wood,  and  the 
desire  of  Davidson  to  have  the  one  in  copper  molded  in  glass, 
with  a  valve  arrangement  about  it,  and  which  it  was  thought 
doubtful  whether  it  could  make  to  be  useful,)  and  his  conclusion 
from  the  further  fact  that  if  Davidson  had  desired  an  article  to  be 
molded,  adapted  to  the  true  invention  in  this  case,  it  could  have 
been  done  at  said  factory;  and  his  conclusion  that  the  presumption 
thence  arises  that  Davidson  was  then  ignorant  of  the  true  instru- 
ment, and  that  the  specimens  which  Essex  and  Burdick  had  in  June 
and  July  could  scarcely  have  been  the  exact  instrument,  although 
nearly  resembling  it ;  and  his  conclusion  that  the  said  specimen 
instruments  were  not  made  at  either  of  said  glass  houses,  and 
that,  therefore,  the  testimony  is  inconsistent,  and  that  the  inven- 
tion had  not  been  discovered  as  testified  to, — these  conclusions, 
I  think,  are  incorrect.  In  point  of  fact  the  witnesses  prove  that 
previous  to  the  time  stated  by  Slocum,  he  (Davidson)  had 
been  seen  endeavoring  to  construct  the  machine  or  instrument 
himself.  It  is  shown  that  he  succeeded  in  making  at  least  two  of 
them.  As  to  the  character  of  the  models  shown  to  Slocum,  there 
is  no  evidence  to  prove  that  he  designed  them  for  the  invention 
claimed  by  him  in  this  case,  and  his  design  in  them  might  have 
been  for  an  additional  improvement,  to  obviate  the  doubt  sug- 
gested by  Burdick  as  to  the  entire  sufficiency  of  the  invention. 
But  however  that  fact  may  be,  it  by  no  means  destroys  the  evi- 
dence of  the  exact  invention  being  discovered  by  Davidson  in 
October,  1856,  and  of  his  having  adapted  a  perfect  instrument  in 
January,  1858. 

As  to  the  inference  drawn  from  Davidson's  omitting  to  state  to 
his  brother  the  whole  of  his  plan,  it  is  equally  untenable.    It 
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seems  to  me  to  be  a  forced  inference.     The  doctor  was  himself  at 

f 

that  time  engaged  in  endeavoring  to  improve  the  breast  pump ; 
and,  therefore,  it  is  rather  to  be  wondered  at  that  he  communi- 
cated as  much  as  he  did,  instead  of  not  saying  more. 

I  think,  therefore,  that  the  testimony  amounts  to  satisfactory 
proof  that  the  said  appellant  Davidson  was  the  first  and  original 
inventor  of  the  invention  in  issue  in  this  case;  that  priority 
ought  to  have  been  awarded  to  him,  and  that  a  patent  ought 
to  issue  accordingly. 

y.  B.  Crosby^  for  the  appellant. 


George  H.  Babcock,  Patentee  and  Appellant, 
Frederick  O.  Degener,  Appellee.     Interference. 

Patbntbb  in  intbrfkrince  may  appbal  to  thb  judob. — Under  the  eighth 
section  of  the  act  of  1836  a  patentee  has  equal  right  of  appeal  from  a 
decision  of  the  Commissioner  in  favor  of  an  Applicant  to  one  of  the  judges 
of  the  Circuit  Court  of  the  District  of  Columbia  that  an  applicant  for  a 
patent  has  under  the  same  section  from  an  adverse  decision  in  favor  of  a 
prior  patentee. 

Abandonmbnt  mbans  abandonmbnt  to  thb  public. — The  true  meaning  of  the 
word  abandonment,  as  used  in  the  acts  of  Congress  relating  to  patents,  is 
ab  abandonment  of  the  invention  to  the  public — a  dedication  of  his  dis- 
covery to  the  free  use  of  his  fellow-beings.  It  is,  as  said  by  Judge  Story, 
'*  like  the  dedication  of  a  public  way  or  other  easement,  £tnd  is  to  be  proved 
in  the  same  manner  by  evidence  of  some  acts  inconsistent  with  the  reten- 
tion of  the  exclusive  property  himself;  and  in  this  regard  his  acts  are  to  be 
constmed  liberally." 

Sm — Withholding  invention  from  public  not  abandonmbnt. — Merely  with- 
holding an  invention  from  the  public  can  never  amount  to  abandon- 
ment, however  it  may,  if  too  long  continued,  increase  the  difficulties  in 
the  way  of  proving  priority  of  invention  over  another  inventor.  It  may 
raise  up  an  equity  in  favor  of  the  junior  discoverer  which  will  call  for  the 
fullest  measure  of  proof  on  the  part  of  the  first  inventor  to  dispel  the  cloud 
of  distrust  with  which  he  has  thereby  enveloped  his  case,  but  of  itself  it 
cannot  defeat  his  right. 

Pomeroy  v.  Connison  {anU^  p.  40)  considered  and  disapproved. 

(Before  Mbrrick,  J.,  District  of  Columbia,  January,  1859.) 
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Statejient  of  the  Case. 

The  patent  issued  to  Frederick  O.  Degener  January  nth,  1859, 
No.  22,611.  The  part  of  the  Commissioner's  report  relating  to 
the  question  of  jurisdiction  is  given  in  full : 

Commissioner's  Report. 

In  the  interference  case  recently  decided  by  this  Office  between 
Frederick  O.  Degener  and  George  K.  Babcock,  and  from  which 
decision  an  appeal  has  been  taken  to  your  honor,  it  is  probable 
that  it  will  be  insisted  by  the  appellee  (Degener)  that  the  appeal 
does  not  lie,  because  the  judgment  rendered  was  against  a  patentee. 
In  Pomeroy  v.  Connison  Judge  Cranch  gave  this  interpretation 
to  the  eighth  section  of  the  act  of  1836 ;  but  as  the  grounds  of  his 
opinion  have  not  been  regarded  as  satisfactory,  a  general  desire 
has  been  felt  that  the  question  should  be  re-examined.  To 
accomplish  this  result,  the  appeal  in  the  present  case  was  granted. 
The  clause  of  the  act  referred  to,  after  directing  that  the  Com- 
missioner shall  give  notice  alike  to  patentees  and  applicants  whose 
claims  in  his  judgment  interfere  with  each  other,  declares  that "  if 
either  shall  be  dissatisfied  with  the  decision  on  the  question  of 
priority  of  right  or  invention,  on  a  hearing  thereof  he  may  appeal 
from  such  decision,"  &c.  Language  could  not  be  more  emphatic 
or  distinct ;  and  if  the  applicant  can  claim  that  it  gives  him  a  right 
of  appeal,  it  is  difficult  to  perceive  on  what  ground  the  patentee 
could  be  excluded.  It  would  be  an  unsound  rule  of  construction 
which  would  permit  a  right  so  broadly  conferred  to  be  frittered 
away  by  the  concluding  language  of  the  sentence,  when  that 
language  may  well  receive  an  exposition  entirely  consistent  with 
the  preservation  of  such  right.  When  both  parties  are  applicants, 
then  the  question  to  be  decided  by  the  appellate  judge  is  certainly 
*  which,  or  whether  either,  of  them  is  entitled  to  receive  a  patent  as 
prayed  for,'  and  it  is  to  such  a  case  that  this  language  is  to  be 
confined.  But  this  does  not  conflict  with  the  previous  declaration 
that  when  a  patentee  and  applicant  are  parties  to  the  issue  either 
of  them  may  appeal.  The  appeal  being  thus  allowed,  the  nature 
and  effect  of  the  judge's  action  upon  it  follow  as  a  well-understood 
legal  consequence.  The  declaration  of  the  learned  judge  that  the 
decision  of  the  Commissioner,  so  far  as  the  patentee  is  concerned, 
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is  a  truhim  fulmen^  and  that  an  appeal  is  not  given  in  such  case 
to  the  patentee  because  such  decision  does  not  in  any  manner 
af{ect  his  legal  or  equitable  rights,  seems  to  find  no  countenance 
in  the  terms  or  spirit  of  the  act  of  1836.  If  the  rights  and  interests 
of  the  patentee  cannot  be  affected  by  the  decision  of  the  Commis- 
sioner, why  is  he  summoned  to  the  issue  and  subjected  to  the 
duty  and  burden  of  the  investigation?  It  is  a  maxim  that  the 
law  will  force  no  man  to  do  a  vain  thing ;  yet  worse  than  vain 
would  be  the  action  of  the  patentee  as  a  party  to  an  interference 
if,  terminate  the  question  as  it  might,  his  rights  and  interests  were 
to  remain  unaffected  thereby.  It  is  true  that  the  Commissioner 
cannot  cancel  a  patent,  but  he  can  impair  its  value  by  asserting 
his  conviction  of  its  illegality  and  by  giving  the  invention  which 
it  protects  to  another.  If  his  judgment  is  erroneous,  it  inflicts  a 
deep  injury  upon  the  patentee,  by  inviting  infringements  upon  his 
patent,  and  legalizing  them  as  &r  as  possible,  and  thus  involving 
him  in  harrassing  and  impoverishing  litigation.  For  such  injury 
he  should  have  the  summary  redress  by  appeal  which  it  was 
doubtless  the  intention  of  the  act  of  1836  to  give  him.  As  in 
practice  in  such  cases,  the  patent,  although  ordered,  is  not  issued 
pending  the  appeal.  There  is  no  obstacle  to  the  complete  exe- 
cution of  the  judgment  of  the  appellate  judge  should  he  determine 
in  fevor  of  the  patentee  and  against  the  claim  of  the  applicant. 
It  is  obvious  that  every  reason  urged  against  the  authority  of  your 
honor  to  entertain  an  appeal  in  behalf  of  a  patentee  would  equally 
apply  against  the  authority  of  the  Commissioner  to  decide  an 
issue  to  which  such  patentee  was  a  party ;  and  yet  the  Commis- 
sioner is  not  only  authorized,  but  expressly  required  by  the  stat- 
ute under  consideration  to  form  and  to  determine  such  issue. 
(Si^lTied,  J.  Holt,  Commissioner.) 

M£RRICK,  J. 

In  this  case,  upon  an  interference  declared,  the  Commissioner 
of  Patents  has  awarded  a  patent  to  the  applicant  for  an  improve- 
ment in  printing-presses,  and  an  appeal  has  been  prayed  and 
allo\i^ed  by  the  Commissioner  from  that  decision.  It  is  insisted 
that  no  appeal  will  lie  in  such  case,  and  that  consequently  the 
Commissioner  erred  in  its  allowance,  and  that  the  appeal  should 
be   dismissed.     The  case  of  Pomeroy  v,  Connison,  decided  by 
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Judge  Cranch  in  1842,  {ante  p.  40,)  is  relied  on  for  this  proposi- 
tion. The  decision  is  directly  in  point,  but  its  ccwrectness  is 
assailed  by  the  Commissioner  in  his  argument,  and  also  by  the 
appellant,  and  I  therefore  cannot  escape  its  consideration.  Were 
it  the  decision  of  a  superior  tribunal,  it  would  be  incumbent  upon 
me  to  yield  to  its  authority,  whatever  might  be  my  individual 
opinion  upon  the  true  interpretation  of  the  law ;  but  not  being 
of  that  dignity,  I  must  look  to  the  reasoning  only  on  which  it 
rests,  giving,  of  course,  all  due  weight  to  it  as  the  opinion  of  a 
learned  and  enlightened  judge,  whose  judgments  at  all  times 
challenge  respectful  consideration. 

Although  the  power  and  jurisdiction  given  by  the  patent  laws 
are  special  and  limited,  I  do  not  think  that  the  policy  of  the  law 
ever  contemplated  that  they  should  be  construed  strictly,  in  the 
sense  in  which  strict  construction  is  held  to  be  the  rule  of  inter- 
pretation of  those  statutes  which  confer  powers  in  derogation  of 
common  rights,  or  clothe  with  authority  special  tribunals,  to  the 
curtailment  of  the  jurisdiction  of  superior  courts  administering 
justice  upon  the  principles  and  after  the  modes  known  to  the 
common  law.  On  the  contrary,  all  the  rights  and  powers  affect- 
ing the  subject  of  patents  arise  out  of  positive  law,  and  have  been  so 
benignly  regarded  by  the  framers  of  our  institutions  that  they  have 
been  specially  secured  and  confided  to  the  care  of  the  Federal 
Government  by  the  provisions  of  the  Constitution  itself.  One 
portion  of  the  law  is  not  to  be  construed  more  rigidly  than 
another,  but  all  the  parts,  having  their  common  source  in  the 
statutes,  are  to  be  interpreted  with  a  wise  liberality  of  construction, 
in  furtherance  of  justice,  and  to  give  equal  aid  and  facility  of  vin- 
dication to  every  right  which  grows  out  of  patentable  discoveries. 
Taking  this  principle  of  construction  for  our  guide,  if  we  find  the 
language  of  the  statute  broad  enough  to  embrace  an  appeal  by 
a  patentee  from  a  decision  in  favor  of  an  applicant,  as  well  as  an 
appeal  by  an  applicant  where  the  decision  has  been  against  him 
and  in  favor  of  the  patentee,  and  if  we  can  also  discover  any  ad- 
vantage which  might  accrue  to  the  patentee  from  allowing  him 
the  appeal,  then  the  statute  should'  be  so  interpreted,  notwith- 
standing the  law  be  susceptible  of  another  stricter  construction 
which  would  exclude  him  from  that  privilege. 

Now,  by  the  act  of  1852,  chapter  107,  all  the  powers,  responsi- 
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bilities,  and  duties  imposed  by  the  eleventh  section  of  the  act  of 
1839  upon  the  chief  judge  were  conferred  upon  each  of  the  assist- 
ant judges  of  the  Circuit  Court  of  the  District  of  Columbia,  and 
appeals  may  be  taken  to  either  of  the  three  judges;  and  by  the 
eleventh  section  of  the  act  of  1839  the  right  of  appeal  to  the  chief 
judge  has  been  extended  to  all  cases  where  an  appeal  to  a  board 
of  examiners,  provided  fpr  in  the  act  of  1836,  section  7,  might 
have  been  taken.  The  whole  question  comes,  then,  to  what 
appeals  might  have  been  taken  to  a  board  of  examiners  under 
the  act  of  1836.  The  eighth  section  of  that  act  contains  the  fol- 
lowing clause :  *  *  That  whenever  an  application  shall  be  made  for 
a  patent,  which  in  the  opinion  of  the  Commissioner  would  inter- 
fere with  any  other  patent  for  which  an  application  may  be  pend- 
ing, or  with  any  unexpired  patent  which  shall  have  been  granted, 
it  shall  be  the  duty  of  the  Commissioner  to  give  notice  thereof  to 
such  applicants  or  patentees,  as  the  case  may  be ;  and  if  either 
shall  be  dissatisfied  with  the  decision  of  the  Commissioner  on  the 
question  of  priority  of  right  or  invention,  on  a  hearing  thereof 
he  may  appeal  from  such  decision,  on  the  like  terms  and  condi- 
tions as  are  provided  in  the  preceding  section  of  the  act ;  and  the 
like  proceedings  shall  be  had  to  determine  which,  or  whether 
either,  of  the  applicants  is  entitled  to  receive  a  patent  as  prayed 
for/'  The  words  **  if  either  shall  be  dissatisfied  with  the  decision 
of  the  Commissioner  on  the  question  of  priority  of  right  or  inven- 
tion, on  a  hearing  thereof,  he  may  appeal  from  such  decision,' ' 
are  used  in  reference  to  the  persons  named  in  the  portion  of  the 
sentence  immediately  preceding  who  are  entided  to  notice  from 
the  Commissioner,  to  wit,  *  *  applicants  or  patentees,  as  the  case 
may  be. "  Then,  not  only  is  the  language  of  the  statute  broad 
enough  to  embrace,  but  in  point  of  fact  does  embrace,  in  explicit 
terms,  a  ''patentee"  who  is  dissatisfied  with  the  decision  of  the 
Commissioner  on  the  question  of  priority  of  right  or  invention. 
But  it  is  said  that  no  valuable  right  of  the  patentee  is  at  all  preju- 
diced by  the  decision  of  the  Commissioner,  inasmuch  as  the  Com- 
missioner has  no  power  under  the  statute  to  vacate  his  patent ; 
and  notwithstanding  the  issue  of  a  patent  in  favor  of  his  rival 
applicant,  he  may,  under  the  sixteenth  section  of  the  act  of  1836, 
g-o  into  a  court  of  equity  to  avoid  the  junior  patent.  Is  it  true, 
however,  that  the  patentee  is  on  that  account  not  injured  by  the 
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emanation  of  the  junior  patent?  Certainly  if  the  framers  of  the 
patent  law  had  thought  so,  and  that  the  act  of  the  Commissioner 
in  g^ranting  the  junior  patent  were  vain  and  futile  as  to  his,  they 
would  not  have  so  carefully  imposed  upon  the  Commissioner 
the  duty  of  giving  the  patentee  notice  of  the  interfering  claim,  and 
an  opportunity  to  contest  the  right  of  the  applicant  before  the 
Commissioner.  If  he  has  an  interest  in  contesting  the  emanation 
of  another  patent  before  the  Commissioner,  is  that  interest  divested 
by  an  adverse  decision  ?  The  same  interest  which  authorizes  him 
to  call  for  a  decision  would  operate  with  unabated  force  until  a 
correct  decision  were  obtained ;  and  he  would  be  as  much  pro- 
tected by  a  decision  of  the  judge,  on  ap{>eal.  directing  the  Com- 
missioner not  to  issue  a  patent  as  by  the  Commissioner's  own 
resolution  to  the  same  effect.  As  the  law  has  recognized  this 
interest  beyond  dispute  in  the  one  case,  it  seems  to  follow  by  irre- 
sistible conclusion  that  it  recognizes  it  in  the  other,  the  language 
of  the  act  being  comprehensive  enough  to  include  the  means  of 
its  continued  vindication.  Besides,  it  will  readily  be  perceived 
that  the  emanation  of  a  second  patent  must  throw  a  cloud  upon 
the  tide  of  the  prior  patentee  and  seriously  impair  the  market 
value  of  his  patent,  not  only  in  the  continuous  production  and 
sale  of  the  articles  covered  by  it,  but  still  more  effectually  deprive 
him  of  the  means  of  selling,  in  solido^  the  property  in  his  discovery 
by  an  assignment  in  whole  or  in  part  of  the  patent ;  for  who  would 
purchase  from  him  with  a  junior  patent  staring  him  in  die  fece, 
sanctioned  by  a  solemn  adjudication  of  the  Commissioner  in  &^^r 
of  its  priority  ?  And  although  the  sixteenth  section  of  the  law  of 
1836  gives  the  patentee  the  further  remedy  of  a  bill  in  equity,  the 
remedy  thereby  is  slow  and  vexatious,  requiring  months,  perhaps 
years,  of  watchfulness,  anxiety,  and  expense  before  he  can  reap  its 
fruits,  and  in  part,  at  least,  but  compensatory,  and  not  wholly  and 
ab  initio  preventive.  It  cannot  be  said  that  his  power  to  defeat  a 
prima-facie  right,  which  has  already  sprung  into  existence,  is  the 
legal  equivalent  for  a  total  prevention  of  the  origination  of  such 
adverse  claim.  Moreover,  the  party  holding  the  junior  patent 
has  the  means  in  his  hands  of  enabling  other  persons  to  injure 
the  senior  patentee ;  for  notwithstanding  he  may  file  his  bill  in 
equity  against  the  junior  patentee,  and  have  his  patent  declared 
void,  yet)  by  the  proviso  of  said  sixteenth  section,  such  decree 
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' '  shall  not  affect  the  rights  of  any  person  except  the  parties  to 
the  action  or  those  deriving;  title  from  them  subsequent  to  the 
rendition  of  such  judgment.*'  It  will  therefore  be  seen  that  from 
the  date  of  the  emanation  of  the  patent  up  to  the  time  of  final 
adjudication  the  junior  patentee  has  it  in  his  power  by  licenses, 
assignments,  *and  in  various  ways,  to  raise  up  other  competitors 
to  the  senior  patentee,  as  to  each  one  of  whom  the  judgment  will 
be  inoperative,  and  against  each  one  of  whom  he  must  run  the 
hazard  and  expense  of  a  new  suit.  But  if  on  appeal  to  a  circuit 
judge  from  the  decision  of  the  Commissioner  the  judgment  of  the 
Commissioner  is  reversed  and  a  patent  withheld,  none  of  these 
evil  consequences  to  the  senior  patentee  can  follow.  It  then  ap- 
pears that  substantial  benefit  may  accrue  to  the  patentee  from 
having  his  appeal  to  the  circuit  judge,  and  the  allowance  of  such 
appeal  by  the  Commissioner  operating  a  supersedeas  or  suspen- 
sion of  his  judgment  until  final  hearing,  the  relations  of  the  two 
parties  to  each  other  remaining  in  the  interval  unchanged.  The 
summary  nature  of  the  remedy,  too,  and  its  speedy  hearing  which 
the  statute  requires,  commend  a  resort  to  such  appeal  in  regard 
to  a  right  the  duration  of  which  is  limited  to  fourteen  years. 

But  it  is  said  that  in  the  clause  *'if  either  be  dissatisfied  with 
the  decision  of  the  Commissioner,  *  •  *  he  may  appeal,' ' 
the  word  "  either ' '  may  be  satisfied  by  applying  it  to  the  words 
'*such  applicants,"  i.  e.,  either  of  such  applicants ;  and  that  this 
construction  is  "probable,  from  the  fact  that  they  [the  legislature] 
have  only  authorized  the  judge  to  determine  between  contending 
applicants,  and  not  between  an  applicant  and  a  patentee;  for,  when 
they  come  to  say  what  the  judge  is  to  do  upon  the  appeal,  we 
find  it  is  to  determine  which,  or  whether  either,  of  the  applicants 
is  entitled  to  receive  a  patent  as  prayed  for.  The  word  *  either ' 
in  the  former  part  of  the  claim  is  here  explained  to  mean 
either  of  the  applicants.  It  cannot  be  contended  that  the  judge 
is  to  decide  whether  a  patentee  is  entitled  to  receive  a  patent 
which  he  has  already  received  and  which  is  still  in  his  posses- 
sion." 

But  unquestionably  the  language  quoted  cannot  be  limited  to 
the  case  of  contending  applicants,  since  an  appeal  has  never  been 
denied  to  the  unsuccessful  applicant  as  against  the  patentee ;  and 
upon  such  appeal  the  patentee  has  always  had  a  standing  before 
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the  judge  upon  appeal  to  contest  the  application,  which  standing 
he  could  only  have  by  force  of  the  provisions  of  the  eighth  sec- 
tion and  of  the  words  thereof  above  quoted.  But  the  phrase 
"to  determine  which,  or  whether  either,  of  the  applicants  is  enti- 
tled to  receive  a  patent  as  prayed  for "  appears  to  me  to  have 
been  introduced  into  the  section  for  a  totally  different  object  from 
the  one  imputed.  The  preceding  part  of  the  sentence  had  pointed 
to  the  question  which  the  judge  was  to  review  on  appeal — "the 
question  of  priority  of  right  or  invention' ' — which  would  of  neces- 
sity be  the  only  question  open  in  a  contest  between  an  applicant 
and  a  patentee,  the  Government  upon  that  issue  being  estopped, 
as  against  the  patentee,  from  denying  the  patentability  of  that  to 
which  it  had  already  given  its  sanction  by  the  issue  of  the  exist- 
ing patent.  And  besides,  according  to  the  ordinary  rules  regu- 
lating appeals  from  one  tribunal  to  another,  the  appellate  is  con- 
fined in  its  revision  to  those  precise  questions  which  were  agitated 
before  the  inferior  tribunal.  In  regard  to  patent  appeals,  this  gen- 
eral policy  is  enforced  by  the  eleventh  section  of  the  act  of  1839, 
which  expressly  confines  the  judge  to  the  questions  presented 
by  the  reasons  of  appeal  and  the  decision  of  the  Commissioner. 
But  in  the  case  of  contending  applicants  there  is  not  only  the 
question  of  priority  in  agitation  between  them  to  be  passed  upon 
by  the  appellate  judge,  but  there  is  a  further  question,  which  per- 
haps it  may  be  the  interest  of  both  to  keep  out  of  the  view  of  the 
judge,  but  one  in  which  the  Government,  as  the  guardian  of  the 
rights  of  the  people,  has  the  deepest  interest,  to  wit,  the  question 
whether  either  of  the  applicants  has  brought  forward  a  patentable 
claim ;  and  to  insure  the  examination  of  this  question  at  every 
stage  of  the  controversy,  Congress  has  industriously  embodied  in 
the  statute  the  injunction  upon  the  judge  to  inquire  whether 
either  of  the  applicants  be  entitled  to  a  patent  as  prayed  for.  If 
neither  has  produced  a  patentable  claim,  then  neither  is  entided 
to  receive  a  patent,  however  the  question  of  priority  between 
them  may  be  decided. 

This  interpretation  of  the  words  of  the  statute  appears  to  give 
vital  energy  to  every  word  of  a  section  which  otherwise  would  be 
awkward  and  contradictory  in  its  parts,  and  seems  to  be  furthering 
the  great  object  of  the  patent  laws  as  well  as  administering  equal 
justice  to  all  parties,  and  to  be  in  harmony  with  every  other  pro- 
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vision  of  the  statute ;  and  when  we  come  to  the  sixteenth  section, 
we  find  the  same  equality  of  remedy.  When  there  are  two  inter- 
fering patents,  (and  it  matters  not  whether  either  of  them  has  been 
g^nted  on  an  appeal  to  the  judge  from  the  Commissioner  or 
originally  by  the  Commissioner,)  or  when  an  application  for  a 
patent  has  been  refused,  the  right  of  second  appeal  is  given  in 
both  cases  in  the  form  of  an  original  bill  in  equity  before  the 
proper  Circuit  Court,  with  an  ultimate  resort  to  the  Supreme 
Court  of  the  United  States.  In  view,  therefore,  of  the  reasons  I 
have  assigned,  and  of  the  studious  amplitude  of  remedies  the  law 
has  provided  for  meritorious  inventors,  I  have  reached  the  con- 
clusion that  under  the  eighth  section  of  the  act  of  1836  a  patentee 
has  equal  right  of  appeal  from  a  decision  of  the  Commissioner  in 
favor  of  an  applicant  to  one  of  the  judges  of  the  Circuit  Court  of 
the  District  of  Columbia  as  an  applicant  for  a  patent  has  under 
the  same  section  from  an  adverse  decision  in  favor  of  a  prior 
patentee. 

Having,  then,  jurisdiction,  I  proceed  to  inquire  into  the  merits 
of  the  case.  Both  parties  claim  a  certain  improvement  in  printing- 
presses,  which  need  not  be  minutely  described,  as  they  admit  the 
principles  involved  to  be  identical ;  and  only  two  questions  have 
been  presented  for  my  consideration,  to  wit,  priority  of  invention 
and  abandonment  on  the  part  of  Degener,  the  applicant.  On 
account  of  the  great  looseness  in  practice  of  solicitors  in  assigning 
reasons  of  appeal,  I -take  occasion  to  remark  that  it  is  perhaps 
very  questionable  whether  these  points  have  been  presented  for 
my  consideration  with  sufficient  distinctness.  The  law  of  1839, 
chapter  87,  section  11,  requires  the  Commissioner  to  lay  before 
the  judge  the  grounds  of  his  decision,  fully  set  forth  in  writing, 
touching  all  the  points  involved  by  the  reasons  of  appeal,  to  which 
the  revision  shall  be  confined.  Now,  the  nature  of  an  assignment 
of  reasons  to  which  the  revision  of  the  judge  is  to  be  confined  is 
entirely  nullified  by  an  assignment,  in  the  sweeping  terms  of  a 
single  sentence,  asserting  that  the  decision  of  the  Commissioner  is 
erroneous,  because  against  the  weight  of  legal  evidence  and  con- 
trary to  the  principles  of  law.  It  is  manifest  that  such  an  assign- 
ment does  not  assist  the  judge  in  ascertaining  the  precise  issues  of 
law  and  fact  made  before  the  Commissioner ;  and  while  I  am  far 
from  intimating  a  desire  for  technical  accuracy  in  an  assignment, 
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yet  reasonable  definiteness  and  precision  in  view  of  the  words  of 
the  law,  may  hereafter  be  more  stricdy  insisted  upon. 

The  response  of  the  Commissioner  in  the  present  case,  how- 
ever, shows  with  great  distinctness  the  points  made  before  him, 
and  they  are  priority  of  invention  and  abandonment  by  Degener, 
the  applicant.  From  an  inspection  of  the  testimony,  it  is  appar- 
ent that  Degener  had  made  a  complete  model  of  his  invention  in 
the  fall  of  1853.  The  evidence  of  two  witnesses — Kneeland  and 
Kuck — stands  uncontradicted  on  this  point,  while  the  earliest 
trace  of  Babcock's  invention  was  in  a  drawing  shown  to  one 
Morrison  Davis  in  October,  1855..  This  point,  then,  is  with  the 
applicant. 

On  the  second  point  I  am  equally  well  satisfied  with  the  cor- 
rectness of  the  Commissioner's  decision.  The  counsel  for  Bab- 
cock have  argued  this  question  very  elaborately  in  two  aspects. 
They  have  endeavored  to  show  that  in  point  of  fact  the  invention 
of  Degener  was  not  a  practically  operative  machine,  but  rested 
only  in  immature  experiment,  furnishing  no  obstacle  to  Bab- 
cock's  patent  and  no  right  to  a  patent  in  Degener ;  that  the 
amount  of  force  necessary  to  operate  the  several  cog-wheels  which 
convey  the  desired  motion  to  the  several  parts  of  the  press,  and 
the  weakness  of  the  frame,  (it  being  open-armed,  and  not  braced 
across  the  top,  as  Babcock' s,)  were  defects  which  made  it  practi- 
cally useless  and  a  mere  vain  experiment.  Besides  the  official 
judgment  of  the  examiners  in  the  case — that  the  model  represented 
a  complete  operative  machine — at  the  request  of  the  appellant's 
counsel  I  examined,  under  oath,  Examiners  Baldwin  and  King, 
both  of  whom  testified  before  me  that  in  their  opinions  the  model 
of  Degener  represented  a  practically  operative  machine ;  Exam- 
iner King  concluding  that  the  fi^me-work  of  Babcock' s  machine 
was  stronger  than  Degener' s,  and  to  that  extent  perhaps  better. 
Both  being  shown  to  be  models  of  operative  machines,  this  branch 
of  the  objection  fails — ^an  inquiry  into  the  comparative  merits  of 
the  two,  beyond  the  naked  question  of  capacity  to  operate,  not 
being  open  for  investigation.  The  remaining  branch  of  the  argu- 
ment upon  abandonment,  in  the  proper  sense  of  the  term,  re- 
mains to  be  considered.  The  true  meaning  of  the  word  in  the 
acts  of  Congress  is  an  abandonment  of  the  invention  to  the  pub- 
lic— a  dedication  of  his  discovery  to  the  free  use  of  his  fellow- 
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beings.  It  is, as  said  by  Judge  Story,  "like  the  dedication  of  a 
public  way  or  other  easement/'  and  is  to  be  proved  in  the  same 
manner  by  evidence  of  some  acts  inconsistent  with  the  retention 
of  exclusive  property  himself;  and  in  this  regard  his  acts  are  to 
be  construed  liberally.  Merely  withholding  his  invention  from 
the  public,  as  justly  argued  by  the  Commissioner,  can  never 
amount  to  an  abandonment ;  however  it  may,  in  connection  with 
the  circumstances,  pile  up  difficulties,  if  too  long  continued,  in 
the  way  of  asserting  and  proving  priority  over  another  inventor 
who  applies  for  a  patent.  It  may  raise  up  an  equity  in  favor  of 
the  junior  discoverer  which  will  call  for  the  fullest  measure  of 
proof  on  the  part  of  the  first  inventor  to  disperse  the  cloud  of 
distrust  with  which  he  has  thereby  enveloped  his  own  case,  but 
of  itself  cannot  defeat  his  claim. 

It  has  been  supposed  that  the  case  of  Gaylor  v.  Wilder,  10 
Howard,  477,  has  introduced  a  new  rule  on  this  subject  into  the 
patent  law  ;  but  not  so.  The  court  there  expressly  affirms,  on 
page  498,  that  the  omission  of  a  prior  discoverer  to  try  the  value  of 
his  invention  by  proper  tests,  or  his  omission  to  bring  it  into  public 
use,  would  not  deprive  it  of  its  priority.  "  He  might  have  omitted 
both,  and  also  abandoned  its  use,  and  been  ignorant  of  the  extent 
of  its  value  ; '  *  yet  if  it  was  the  same  with  the  junior  patentee, 
**  the  latter  would  not,  upon  such  grounds,  be  entitled  to  a  patent,'* 
provided  the  former, "  and  its  mode  of  construction,  were  still  in  the 
memory"  of  the  first  inventor  "before  they  were  recalled"  by  the 
junior  patent.  What  the  court,  then,  does  decide  is  a  very  import- 
ant, but  a  diflferent  question,  to  wit :  If  the  discovery  of  the  first 
inventor  had  been  so  far  laid  aside  that  it  was  in  point  of  fact 
absolutely  and  irrevocably  forgotten  by  him  and  by  the  whole 
world  but  for  its  recall  to  his  memory  by  the  second  invention, 
then  the  said  inventor  must  be  held  equally  meritorious  as  one 
who  discovers  a  lost  art  or  an  unpatented  and  unpublished  foreign 
invention,  and  like  him  entitled  to  a  patent.  Indeed,  the  circum- 
stances in  Gaylor  v.  Wilder  frere  much  stronger  than  the  present 
case;  and  while  the  court  affirmed  the  legal  proposition,  they 
intimated  the  strongest  doubt  whether  in  that  case  the  evidence 
was  sufficient  to  warrant  the  inference  which  the  jury  then  drew. 
There  is  no  testimony  in  the  present  controversy  from  which  one 
would  be  warranted  in  drawing  a  like  conclusion ;  nor  is  there 


6i8  Farley  v.  National  Steam-Gauge  Co.    [March, 

SjllabuB. 

any  testimony  that  the  invention  was  even  used  by  the  public 
before  Degener*s  application,  except  for  about  the  period  of  eleven 
months  before  the  date  of  Babcock's  patent  and  his  application— 
a  period  too  short  to  debar  him  from  the  saving  terms  of  the 
seventh  section  of  the  act  of  1839. 

Upon  the  whole  case,  I  am  of  opinion,  and  accordingly  certify 
to  the  Hon.  Joseph  Holt,  Commissioner  of  Patents,  that  there  is 
no  error  in  his  decision  in  the  premises ;  that  his  judgment  is 
affirmed,  and  that  a  patent  must  be  issued  to  Frederick  O.  Degener 
as  prayed. 

A.  Pollok  and  71  D,  Stetson^  for  the  appellants. 

/.  Zr.  Kingsley^  for  the  appellee. 


H.  W.  Farley,  Appellant, 

vs. 

National  Steam-Gauge  Company,  Assignee  of  Enos  G. 

Allen,  Appellee.     Interference. 

Inybktor  not  AWARi  OF  THB  YALUB  OF  HI8  INTBNTION. — An  iDventor  maj 
not  be  aware  of  the  full  value  of  his  invention,  but  under  the  patent  laws 
the  fact  of  invention,  and  not  a  knowledge  of  the  degree  of  its  utilitj.  is 
the  proper  subject  of  inquiry.  If  an  inventor  omits  to  test  the  value  of 
his  invention,  and  fails  to  bring  it  into  use,  and  remains  ignorant  of  the 
extent  of  its  value,  he  is  yet  entitled  to  a  patent  as  against  a  sahseqoent 
discoverer. 

Prior  invention — perfeotbd  invbntioh,  what — ^how  manifbstbo.— To  con- 
stitute a  perfected  invention  which  will  entitle  a  |)arty  to  a  patent,  it  is 
not  necessary  that  he  should  have  actually  constructed  the  machine  whicb 
is  the  subject  of  his  invention.  If,  having  conceived  a  valuable  idea,  h« 
has  manifested  it  before  the  world,  in  any  form  which  evidences  the  com- 
pleteness of  the  idea,  and  which  is  sufficient,  when  communicated  to  other*, 
to  enable  those  skilled  in  the  particular  art  to  reproduce  his  inveatioo.  he 
has  done  enough  to  entitle  himself  to  a  patent,  and  this  whether  soch 
evidence  consist  of  written  description,  drawings,  models,  or  a  complete 
machine. 
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Sm — STBAM-PBISSURB   OAUOBB — PART   OV  MACHINI   OMLT  OONBTRUOTID. — Where 

the  inveotion  consisted  in  merely  substituting  a  volute  spring  of  a  described 
character  for  the  springs  before  used  in  steam-pressure  gauges,  and  the 
inventor  had  actually  constructed  such  a  spring  with  the  surrounding 
parts,  and  had  declare*!  that  the  apparatus  was  designed  as  an  improve- 
ment in  steam-pressure  gauges:  Seldj  That  he  had  sufficiently  manifested 
his  invention  to  those  skilled  in  the  art,  and  that  it  was  not  necessary  to 
the  completeness  of  the  invention  that  he  should  have  actually  put  the 
device  upon  an  engine. 

(Before  Mirbxck,  J.,  District  of  Columbia,  March,  1859.) 

Merrick,  J. 

Having  carefiiUy  read  over  the  immense  mass  of  testimony  in 
the  cause,  together  with  the  voluminous  arguments  of  the  respective 
counsel,  and  also  the  carefully-prepared  reports  of  the  examiner 
in  charge  of  the  special  branch  of  the  Office  to  which  the  claims 
in  question  appertain,  I  shall,  without  any  extended  analysis  of 
the  arguments  or  testimony,  state  the  conclusions  I  have  reached. 
The  patent  of  Allen,  issued  on  the  16th  of  October,  1857,  (No. 
18,526,)  was  for  an  improvement  upon  steam-gauges,  consisting 
of  the  application  of  a  volute  spring,  as  set  forth,  which  increases 
both  in  width  and  thickness  from  its  centre  to  its  circumference, 
in  combination  with  a  disc  of  rubber  or  other  elastic  material, 
substantially  in  the  manner  and  for  the  purposes  specified  in 
detail  in  his  specification.  The  application  of  Farley  is  for  an 
improvement  in  steam-gauges,  which  consists  of  *  *  the  combina- 
tion of  a  coiled  spring,  tapered  regularly  both  in  width  and  thick- 
ness from  its  periphery  to  its  center,  with  a  steam-tight,  flexible 
diaphragm  and  an  indicator,  the  whole  constituting  a  pressure- 
gauge,  operating  substantially  as  set  forth'*  in  his  specification. 
Forasmuch  as  steam  pressure  gauges,  before  the  invention  of 
either  party,  were  well  known,  embracing  the  several  parts  of 
indicator,  coupling  box,  elastic  diaphragm  of  rubber  or  other  mate- 
rial, and  flat,  round,  coiled,  and  other-shaped  springs,  it  is  manifest 
that  the  only  point  of  novelty  in  either  application  is  the  employ- 
ment of  the  double-tapered  spring  in  lieu  of  every  other  species 
of  spring,  and  that  by  reason  of  its  specially  correct  sensitiveness 
to  the  pressure  of  elastic  fluids.  It  must  also  be  remembered 
that  the  double-tapered  spring  was  not  the  discovery  of  either 
of  the  contending  parties,  but  was  well  known  and  used  for  other 
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purposes,  perhaps  so  nearly  analogous  that  it  may  well  be  ques- 
tioned whether  its  adaptation  to  a  steam -pressure  gauge  were  so 
far  novel  as  to  authorize  a  patent  to  anybody.  But  a  patent 
having  been  granted  to  Allen,  and  not  having  any  jurisdiction  to 
vacate  a  patent  once  actually  issued,  upon  an  appeal  like  the 
present  I  shall  not  pursue  that  inquiry,  but  for  the  purposes  of 
this  case  concede  the  patentability  of  his  invention.  It  simply 
remains  to  inquire  which  of  these  two  was  the  first  to  apply  such 
a  spring  to  steam-gauges. 

Upon  the  evidence  in  the  case,  it  is  incontestible  that  Farley 
was  the  first  to  make  a  completed  machine  including  double- 
tapered  spring,  elastic  diaphragm,  coupling  box,  and  indicator,  and 
that  this  was  effected  about  the  4th  of  March,  1857.  It  is  equally 
true  from  the  testimony  that  Farley  had  not  endeavored  to  apply 
this  double- tapered  spring  to  steam-gauges  before  the  middle  of 
February,  1857. 

Although  the  testimony  on  the  part  of  Allen  is  in  many  parts 
obscure,  and  its  weight  greatly  impaired  by  his  declarations  and 
conduct  subsequent  to  Farley *s  invention,  yet  the  credibility  of 
his  witnesses  must  not  be  overthrown  by  his  mysterious  declar- 
ations and  conduct,  however  unenviable  a  light  these  may  reflect 
upon  himself.  From  the  testimony  of  these  witnesses,  I  have 
become  satisfied  that  Allen  had  in  1855  and  1856  prepared  double- 
tapered  coiled  springs,  elastic  diaphragms,  and  coupling  boxes, 
substantially  the  same  as  Exhibits  Nos.  i  and  2,  for  the  purpose 
of  applying  them  to  steam-gauges,  and  had  so  declared  his  inten- 
tion and  explained  his  purpose  to  these  witnesses.  That  he  was 
not  at  that  time,  nor  until  after  a  careful  examination  of  Farley's 
machines,  aware  of  the  full  merits  of  the  invention,  is  probable ; 
but  in  the  sense  of  the  patent  laws  the  fact  of  invention,  and  not 
a  knowledge  of  the  degree  of  its  utility,  is  the  proper  subject  of 
inquiry.  If  a  party  omit  to  test  the  value  of  his  invention,  and 
fail  to  bring  it  into  use,  and  himself  remain  ignorant  of  the  extent 
of  its  value,  if  it  be  the  same  with  that  of  a  subsequent  discoverer, 
he  is  yet  entitled  to  a  patent  over  the  latter.  But  the  Office  seems 
to  have  supposed  that  the  preparation  of  these  double-taj>ered 
volute  springs,  combined  with  the  elastic  diaphragms  and  coupling 
boxes,  and  the  declaration  of  the  inventor  that  he  purposed  with 
them  to  make  a  steam-gauge  which  should  supersede  all  those 
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then  in  use,  or,  in  his  own  phrase,  "  knock  the  other  manufacturers 
of  steam-gauges  higher  than  a  kite,''  was  not  enough,  because  he 
does  not  show  that  in  fact  he  combined  them  with  an  indicator,  so 
as  to  produce  a  complete  machine,  before  the  invention  of  Farley. 
It  appears  to  me  that  in  this  position  consists  the  error  into  which 
the  Office  has  fallen.  To  constitute  a  perfected  invention  which 
will  entitle  a  party  to  a  patent  it  is  not  necessary  that  he  should 
have  actually  constructed  the  machine  which  is  the  subject  of  his 
invention.  If,  having  conceived  a  valuable  idea,  he  has  manifested 
it  before  the  world  in  any  form  which  evidences  the  completeness 
of  the  idea,  and  which  is  sufficient,  when  communicated  to  others, 
to  enable  those  skilled  in  the  particular  art  to  reproduce  his 
invention,  he  has  done  enough  to  entide  himself  to  a  patent,  and 
this,  whether  such  evidence  consist  of  written  description,  drawing, 
models,  or  a  complete  machine.  Now,  it  must  be  apparent  that 
the  steam-pressure  gauge  having  an  indicator  being  a  well-known 
machine,  and  Allen  himself,  at  the  time  referred  to,  having  been 
engaged  in  the  manufacture  and  sale  of  the  article  under  several 
difkrent  modifications,  when  he  placed  the  double-tapered  volute 
spring,  in  combination  with  the  elastic  diaghragm,  in  a  coupling 
box,  fitted  for  union  with  an  indicator,  and  declared  that  with  this 
improvement  he  was  about  to  construct  a  steam-pressure  gauge 
which  was  superior  to  and  would  supersede  all  those  in  use,  he 
had  manifested  enough  of  his  •  invention  to  enable  any  one  at  all 
skilled  in  the  particular  manufacture  to  make  a  perfect  steam- 
gauge  according  to  his  idea.  There  being  no  novelty  in  com- 
bining an  indicator  with  a  gauge,  but  that  combination  being  of 
every-day  occurrence,  and  the  only  novelty  whatever  in  the  matter, 
if  any,  being  the  substitution  of  the  double-tapered  volute  spring 
for  the  common  volute  and  all  other  forms  of  spring,  the  invention 
was  complete  whenever  this  substitution  was  plainly  manifested, 
as  was  shown  to  have  been  done  in  this  case.  If  I  am  correct  in 
this  view  of  the  law,  then  the  novelty  of  Farley's  invention  was 
anticipated  by  Allen,  and  the  decision  of  the  Office  must  on  that 
ground  be  reversed  and  a  patent  refused  to  H.  W.  Farley. 

Should  the  conclusion  I  have  reached  be  erroneous,  I  feel  grati- 
fied to  know  that  the  party  injured  is  not  without  further  remedy, 
as  the  sixteenth  section  of  the  act  of  1836,  taken  together  with  the 
tenth  section  of  the  act  of  1839,  open  to  him  the  courts  of  the 
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circuit  where  the  parties  live ;  and  there,  where  the  witnesses  are 
known,  and  every  circumstance  calculated  to  elicit  the  truth  is 
accessible  to  both  parties,  ample  justice  may  be  obtained. 

Now,  therefore,  I  hereby  certify  to  the  Honorable  Commissioner 
of  Patents  that  I  have,  after  due  notice  to  the  parties,  examined 
and  considered  the  foregoing  case,  and  that  the  decision  of  the 
Office,  awarding  a  patent,  as  prayed,  to  Henry  W.  Farley,  is 
reversed  and  his  application  for  a  patent  is  rejected. 

Samuel  Cooper,  for  the  appellant. 

A,  Poiloky  for  the  appellee. 


William    Blackinton,  Assignee  of  Benjamin  F.  Horn, 

Appellant, 

vs, 

Alexander  Douglass,  Appellee.    Interference. 

Rbasonb  of  appeal — roRM  OF — ^VAOUB  AND  IVDBFINITB. — A  reason  of  a] 
<<  that  the  decision  rejecting  the  application  was  against  the  eTidence  anii 
the  weight  of  evidence  "  is  entirely  too  vague  and  indefinite  to  be  consid- 
ered  within  the  provisions  of  the  eleventh  section  of  the  act  of  1839  as  a 
substantive  reason  of  appeal,  "specifically  set  forth  in  writing." 

Sm — iSm. — No  assignment  of  error  can  be  regarded  as  sufficiently  specific  which 
does  not  point  out  the  precise  matter  of  alleged  error  with  reasonable 
certainty. 

Limit  of  appbal — mat  bb  bnlaBgbo. — When  the  appeal  in  other  respects 
had  pursued  its  regular  course,  but  it  appeared  that  the  "reasons  of 
appeal"  were  filed  a  few  days  after  the  expiration  of  the  limit  of  appeal, 
it  was  assumed  by  the  judge  that  the  Commissioner,  in  the  exercise  of  hU 
discretion,  had  enlarged  the  limit  of  appeal. 

PUBLIO  USE  OR  SALE— C0RSBT8 — TB8TIM0NT  IN  IKTEBFBRBNCB. — When  it  ap- 
peared from  the  testimony  submitted  in  an  interference  that  the  applicant 
in  the  case — the  other  party  being  a  patentee — had  permitted  several  per- 
sons to  make,  for  their  own  personal  use  and  wear,  corsets  embracing  bis 
invention,  without  restriction  or  reservation,  for  more  than  two  years  before 
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his  application  was  filed :  Ileld^  Thai  his  application  was  barred  under 
the  law  by  reason  of  public  use,  and  that  it  was  unnecessary  under  such 
circumstances  to  determine  the  question  of  priority  of  invention. 

(Before  Mirriok,  J.,  District  of  Columbia,  April,  1869.) 

Merrick,  J. 

In  giving  my  opinion,  it  is  unnecessary  to  describe  the  improve- 
ment in  ladies'  dresses  which  is  the  subject-matter  of  controversy, 
as  the  applicant  does  not,  in  his  reasons  of  appeal,  deny  that  an 
interference  was  properly  declared,  and  thereby  he  admits  the 
substantial  identity  of  his  invention  with  that  of  Alexander  Doug- 
lass, patented  on  the  21st  of  April  and  antedated  to  26th  of  Janu- 
ary, 1857  (No.  17,082).  The  reasons  of  appeal,  according  to  the 
most  indulgent  construction,  are  only  two :  First.  That  the  appli- 
cant (Horn)  was  the  first  inventor.  Secondly.  That  he  did  not  in 
any  manner  abandon  his  right  to  a  patent  before  his  application. 
That  which  is  apparently  assigned  as  a  third  reason,  to  wit,  that 
the  decision  rejecting  his  application  is  against  evidence  and  the 
weight  of  evidence,  is  entirely  too  vague  and  indefinite  to  be  con- 
sidered within  the  provisions  of  the  eleventh  section  of  the  act  of 
1839,  as  a  substantive  reason  of  appeal,  '*  specifically  set  forth  in 
writing."  It  can  only  be  regarded  as  explanatory  of  each  of  the 
two  previously-assigned  errors,  and  as  declaring  that  on  the  ques- 
tion of  priority  and  the  question  of  abandonment  the  evidence 
alike  sustains  the  pretensions  of  the  appellant.  While  it  was  not 
the  purpose  of  the  patent  laws  to  introduce  into  the  practice  of 
appeals  the  nice  refinements  and  technicalities  of  special  pleading, 
the  emphatic  language  of  the  statute  is  not  destitute  of  signifi- 
cance, and,  according  to  the  spirit  of  the  act,  no  assignment  can 
be  sufficiently  specific  which  does  not,  with  that  reasonable  cer- 
tainty which  would  satisfy  an  intelligent  mind,  point  out  the 
precise  matter  of  alleged  error ;  and  if  for  no  other  object,  mani- 
festly in  order  that  the  Office,  in  response  to  the  assignments  of 
error,  may  present  definite  suggestions  thereon  for  the  consid- 
eration of  the  judge  on  appeal,  and  if  need  be,  upon  a  clear  error 
being  pointed  out,  itself  correct  that  error  without  the  vexation  of 
an  appeal.  But  whatever  was  the  motive  of  the  legislature,  the 
requirement  of  law  has  been  made,  and  must  be  respected  by 
appellants  at  the  peril  of  losing  all  benefit  by  appealing.     The 
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laxity  in  practice  of  appelkints  ka&  heea  the  sti^ect  €>f  repealed 
comment  by  the  ^veral  judges  of  the  Circuit  Court,  and  gave 
occasion  to  an  official  letter  from  the  late  Chief  Justice  Cranch  to 
Commissioner  Ewbank,- dated  June  irth,  1850,  in  which  he  re- 
quested that  in  all  cases  parties  taking  appeals  should  be  notified 
that  the  revision  of  the  judge  would  be  confined  to  **. the  reasons 
of  appeal,  specifically  set  forth  in  writing  and  filed  in  the  OflSce, 
and  to  the  grounds  of  the  Commissioner's  decision,  fully  set  forth 
in  writing,  touching  all  the  points  involved  in  the  Reasons  of  ap- 
peal. ' ' 

My  attention  has  been  directed  to  this  question  in  the  present 
case  by  the  response  of  the  Office  itself,  and  also  by  the  argument 
filed  by  the  counsel  for  Douglass  on  motion  to  dismiss  the  appeal 
for  want  of  specific  reasons  of  appeal.    But  as  twaof  the  reasons 
of  appeal  may  by  liberal  construction  be  taken  to  present  ^specific, 
questions  for  revision,  the  motion  on  that  ground  cannot  prevail: 
The  appellee  has  also  moved  to  dismiss  the  appeal .  apoa  the 
ground  that  the  decision  of  the  Office  of  Decembec  nzAh^i^S, 
limited  the  time  for  appealing  to  thirty  days,  and  that^tkejappeeJ 
was  not  filed  until  the  iilh  of  January,  1859.     It  is  :perbap5L  not 
necessary  now  to  decide  what  would  be  the  effect  of  disregarding . 
such  a  limitation  if  insisted  upon  by  the  Office.     As  this  a|q>e^ 
was  probably  mailed  at  Boston  within  the  tintte  required  by  thej 
Office,  and  having  been  rec^ved  and  filed  by  the  Office  on  the. 
I  ith  January — only  the  second  day  after  the  limit — and-  having 
been  certified  to  me  as  a  subsisting  appeal,  I  feel  authorized  to 
presume,  from  the  acts  of  the  Office,  that  in  the  exercise  of  a 
wise  and  prc^r  discretion  the  limit  of  appeal  was  enlargfed« 

Before,  however,  passing  to  the  main  point  of  the  case,  it  is 
proper  to  notice  the  arg^ument  which  has  been  transmitted  through 
the  mail  to  me  by  the  counsel  of  the  appellant.  In  that  argument 
he  has  commented  in  a<  most  unwarrantable  manner  upon  the 
report  and  motives 'of  the  examiner  in  charge  of  the  case ;  and  I 
cannot  suffer  such- condticb  on 'the  .part  of  a  solicitor  to  pass  with- 
out rebuke.  No  one' has  •&«  right  to  assail  the  -motives  or  integrity 
of  a  public  of^ftcer*  acting  upon  ius  responsibility  tahis  fellow-citi- 
zens,  and  under  the  solemn  sanctioa  of  his  oath>  of:  office,  witihout 
some  weightier  occasion  for  the  charge  than  a  si^posed  illogical 
course  of  reasoning  or  the  announcement  of  .a.  legaL.condusion* 
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which  to  the  mind  of  the  assailant  seems  utterly  untenable.  The 
Supreme  Court  ©f  thef  United  States,  in  the  case  of  Boyden  v. 
Burke,  16  Howard,  583,  has  said  that  "those  to  whom  the  people 
have  committed  high  trusts  are  entitled  at  least  to  common 
courtesy,  and  are  riot  bound  to  submit  to  the  insolence  or  ill 
temper  of  those  who  disregard  the  decencies  of  social  inter- 
course:" This  remark  of  that  high  tribunal  applies  with  especial 
force  to  the  employment  of  offensive  jvords  in  a  carefully-written 
argument,  and,  considered  in  connection  with  the  facts  of  this 
case^  warrants'  me  in  the  determination  to  which  I  have  come — 
not  to  place  on  the  files  of  the  Office,  together  with  the  other 
papers  in  the  cause,  this  paper  containing  language  unnecessarily 
discourteous  and  o&nsive.. 

The  two  points  made  by  the  Office  and  presented  in  the  reasons 
of  appeal  were  as  to  the  invention  of  Horn  in  1854  or  1855,  and 
his  abandonment  of  the  invention,  by  suffering  it  to  be  used  in 
public  for  more  than  two  years  before  his  application.  Tiiat  the 
invention  existed  in  1854  ^^^  1855,  is  very  clear,  from  the  testi- 
mony of '^  Mrs.  Adelie  H.  Newton  and  Mrs.  M.  A.  Tibbets  ;  and  if 
it  w^  in. public  use  for  more  than  two  years  before  Horn's  appli- 
cation, .with  his  knowledge  and  consent,  it  is  not  material  whether 
he  was  the  in^rentor  or  not,  as  in  either  alternative  he  would  not 
beentitledto  a  patent.  Mrs.  Newton,  according  to  her  own  tes- 
tfeKMiy^  made  in  the  year  1854,  under  instructions  from  Horn's 
wife^  and  thenceforth  continually  wqre  a  bustle  such  as  is  described 
in  the  ^deification.  Mrs.  Tibbets  testifies  that  Mrs.  Horn  was 
publicly  wearing  such  a  bustle  when  she  and  her  husband  were 
on  a  visit  to  Mrs.  Tibbets  at  Dover,  New  Hampshire,  in  August, 
1855,  ^^^  that  under  the  direction  of  Mrs.  Horn  she  made  a 
similar  article,  and  wore  them  always  frwn  that  time  forth ;  this, 
too,  was  with  the  knowledge  and  consent  of  Horn.  Besides  the 
continued  use  of  the  article  by  Mrs.  Horn  'and  these  two  friends 
in  public  fi-om  1854  and  1855,  the  testimony  shows  that  the  article 
was  known  to  and  worn  without  restriction  by  others,  to  wl^om 
Mrs.  Horn  communicated' it ;  and-thnougih'all  this  period  of  four 
years  the .  tiestimony  discloses  no  effort/  on.  the  part  of  Horn  to 
conceal  firom  others  the<knowledgewfthe  invention^  nor  to  restrict 
in  any  manned  its  use  by  those  to  whom  the  knowledge  of  it  was 
imparted,  nor  any  asseition  of  exclusive  right  or  declaration  of 
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purpose  to  apply  for  a  patent;  and  this  was  followed  up  by  an 
open  exhibition  and  sale  of  the  article  in  his  store  in  the  winter 
of  1856  and  1857,  and  then,  according  to  his  own  declaration,  its 
being  thrown  aside,  and  the  sale  abandoned,  because  he  found  the 
article  did  not  succeed  and  he  had  found  something  better. 
Without  attaching  any  weight  to  Horn's  admission  to  the  wit- 
nesses Smith  and  Leland  that  he  had  been  selling  these  skirts 
from  his  store  for  several  years,  the  above-mentioned  testimony 
establishes  beyond  controversy  that  the  article,  whatever  it  was 
and  by  whomsoever  invented,  had  been  used  in  public  with  the 
knowledge  and  consent  of  Horn  more  than  two  years  before  his 
application.  It  is  therefore  quite  immaterial  that  we  should  scan 
the  testimony  to  determine  whether  Horn  himself  was  the  true 
and  first  inventor  of  the  improvement  in  question. 

But  the  counsel  for  the  applicant  seeks  to  evade  the  force  of 
the  testimony  as  to  the  use  of  the  article  by  these  several  persons 
in  public,  by  relying  upon  what  Judge  Story  is  supposed  to  have 
said — **  that  the  use  of  the  invention  by  a  few  persons  as  an  act  of 
personal  accommodation  or  neighborly  kindness  will  not  vitiate  an 
application.*'  But  Judge  Story,  in  the  case  of  Wyeth  ik  Stone, 
I  Story,  280,  281,  is  far  from  saying  what  is  attributed  to  him  by 
the  counsel  in  this  case  and  so  often  by  others.  The  language 
of  the  judge  is  this :  *  *  To  defeat  his  right  to  a  patent  under  such 
circumstances  it  is  essential  that  there  should  have  been  a  public 
use  of  his  machine,  substantially  as  it  was  patented  with  his  con- 
sent. If  it  was  merely  used  occasionally  by  himself  in  trying  ex- 
periments, or  if  he  allowed  only  a  temporary  use  thereof  by  a 
few  persons  as  an  act  of  personal  accommodation  or  neighboriy 
kindness  for  a  short  and  limited  period,  that  would  not  takea\i.*ay 
his  right  to  a  patent.  To  produce  such  an  effect,  the  public  use  must 
be  either  generally  allowed  or  acquiesced  in,  or  at  least  be  unlim- 
ited in  time,  extent,  or  object."  There  is  nothing  in  the  language 
of  the  judge  in  that  case  which  countenances  the  idea  that  a  use 
in  public  of  an  invention  which  is  unlimited  in  time,  extent,  or 
object,  which  is  not  temporary,  and  for  a  short  and  limited  period, 

• 

will  not  defeat  a  patent,  whatever  the  motive  of  the  inventor  m 
granting  such  unlimited  indulgence  to  two  or  three  friends.  The 
rule,  on  the  other  hand,  is  correctly  laid  down  in  Curtis  on  Patents, 
section  53,  that  "the  phrase  'public  use'  means  use  in  public, 
and  not  use  by  the  public ;  so  that  under  the  act,  if  there  had 
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been  a  use  in  public  by  any  person,  (for  more  than  two  years),  with 
the  consent  or  allowance  of  the  patentee,  the  patent  will  be  de- 
feated." So,  also,  in  section  297:  "By  'public  use'  is  meant 
use  in  public ;  that  is  to  say,  if  the  inventor  himself  makes  and 
sells  the  thing  to  be  used  by  others,  or  it  is  made  by  one  other 
person  only,  with  his  knowledge  and  without  objection,  before  his 
application  for  a  patent ;  a  forHori,  if  he  suffers  it  to  get  into 
general  use,  it  will  have  been  in  public  use.**  The  Supreme 
Court,  in  Shaw  v.  Cooper,  7  Peters,  321,  322,  remark  that  '*a 
strict  construction  of  the  act,  as  it  regards  the  public  use  of  an 
invention  before  it  is  patented,  is  not  only  required  by  its  letter 
and  spirit,  but  also  by  sound  policy.  A  term  of  fourteen  years 
was  deemed  sufficient  for  the  enjoyment  of  an  exclusive  right  of 
an  invention  by  the  inventor ;  but  if  he  may  delay  an  application 
for  his  patent  at  pleasure,  although  his  invention  be  carried  into 
public  use,  he  may  extend  the  period  beyond  what  the  law 
intended  to  g^ve  him.  A  pretense  of  fraud  would  afford  no  ade- 
quate security  to  the  public  in  this  respect,  as  artifice  might  be 
used  to  cover  the  transaction.  The  doctrine  of  presumed  acqui- 
escence, when  the  public  use  is  known  or  might  be  known  to  the 
inventor,  is  the  only  safe  rule  which  can  be  adopted  on  this  sub- 
ject- "  If  so  stem  a  rule  were  wise  and  just  prior  to  the  passage 
of  the  seventh  section  of  the  act  of  1839,  surely  he  is  without 
excuse  who  transcends  the  indulgence  of  two  years  accorded  by 
that  law.  This  view  of  the  law  of  the  case  relieves  me  of  the 
necessity  of  considering  the  competency  of  Horn  as  a  witness,  and 
also  of  analyzing  his  testimony  and  weighing  its  credibility. 
Independently  of  his  testimony  and  that  of  his  impugners,  Le- 
land  and  Smith,  there  is  enough  in  the  case  upon  the  applicant's 
own  showing  to  reject  his  application,  because  he  suffered  his 
invention  to  pass  into  public  use  for  more  than  two  years  before 
his  application. 

Now,  therefore,  I  certify  to  the  Hon.  S.  T.  Shugert,  Commis- 
sioner of  Patents,  that,  after  due  notice  to  the  parties,  I  have  read 
and  considered  the  papers,  proceedings,  testimony,  and  argu- 
ments of  counsel  in  the  above-entitled  cause,  and  I  am  of  opinion 
that  the  decision  of  the  Office  rejecting  the  application  of  William 
Blackinton,  assignee  of  Benjamin  F.  Horn,  was  correct ;  that  the 
same  is  accordingly  affirmed,  and  a  patent  to  said  applicant  must 
be  refused. 


In  Re  Davis.  [April, 

StalemeDt  of  the  ckk. 


In  Re  William  Davis. 


--The  law  make^  ipKiil 
rcquUitioD  for  clearness  and  definilenesa  of  claims  in  the  epecifiutliNii  ror 
maebineB,  bj  declaring  that  the  applicant  shall  fully  explain  the  principle 
and  the  several  modes  in  which  he  has  contemplated  the  appliciiiuD  of 
that  principle  or  cbsracter  b;  which  it  ma;  b«  distinguiahed  from  aibtr 
invtOliooB,  and  eball  particalarlf  specifj  and  point  out  the  part,  improrr- 
ment,  or  combiaation  which  he  claims  as  his  own  JnTcntioa  or  discorerr. 
Sh. — A  claim  far  the  whole  combination,  without  particularly  speci^iigtbt 
changes  in  the  construction  and  arrangement  of  the  parts  of  the  cunbiu- 
tiOD  which  are  set  out  as  the  real  ioTCDtion  in  the  speciGcatian:  fftU.  To 
be  too  broad  and  indefinite. 

(Before  Morsill,  J.,  District  of  Colambla,  April,  1859.) 
Statement  of  the  Case- 

The  alleged  invention  of  the  appellant  will  be  readily  under- 
stood from  the  cut  below,  taken  from  the  drawing  of  a  patent 
afterwards  granted  to  him  for  the  Kime  invention  (No.  24.104, 
May  24th,  1859). 


DaM  Hnminy  Maehint. 

The  machine  is  designed  to  reduce  the  shelled  com  to  the  form 
of  hominy  or  hulled  corn,  by  first  removing  the  outer  cutide  M 
hull,  and  then  breaking  up  the  grain  into  particles  of  a  predeter- 
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mined  size.     The  com  is  fed  into  the  outer  cylinder  A^  which  is 
revolved  at  a  given  speed.    The  inner  cylinder  B,  carrying  serrated 
beater  arms  b  b  (not  shown)  is  revolved  in  the  opposite  direc- 
tion.    The  shaft  of  the  inner  cylinder  is  provided  with  two  belt 
pulleys  (not  here  shown)  of  different  diameters.    In  the  first  part 
of  the  operation  the  inner  cylinder  is  revolved  at  a  comparatively 
slow  rate  of  speed  by  means  of  the  larger  pulley,  so  that  the 
beaters  act  upon  the  corn  with  just  sufficient  force  to  remove  the 
hulls,  which  pass  out  through  the  openings  a  am  the  outer  cylin- 
der.    When  the  hulls  are  removed,  the  belt  is  shifted  to  the 
smaller  pulley,  and  the  beater  cylinder,  which  is  thus  given  an 
increased  velocity,  speedily  breaks  up  the  grain,  which  escapes 
through  the  same  openings  a  a  as  fast  as  it  is  reduced  to  the 
desired  size — generally  to  half  or  quarter  grains.     These  open- 
ings are  gauged  or  predetermined,  to  prevent  the  reduction  of  the 
grain  below  the  proper  size  and  to  insure  a  uniform  result.     The 
applicant's  claim  was  as  follows:  **The  hulling  and  breaking 
cylinder  By  provided  with  the  serrated  arms  b  b,  or  their  equiva- 
lent, and  driven  at  the  different  speeds,  as  herein  specified,  in  com- 
bination with  the  containing  cylinder  Ay  constructed  and  oper- 
ating substantially  as  described."     This  claim  was  rejected  on 
the  patents  to  Hull  (No.  8972,  May  25th,  1852)  and  Andrews 
&  Piper  (No.  1894,  December  loth,  1840). 


HulVs  Machine, 
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In  Hull's  hominy  machine  the  cylinders  revolve  in  opposite 
directions,  as  in  the  appellant's  machine,  the  inner  one  faster  than 
the  outer,  and  the  beater  arms  (not  shown)  are  serrated.  The 
two  cylinders,  however,  are  geared  up  together,  so  that  their 
speed  of  rotation  cannot  be  altered  at  will  with  reference  to  each 
other.  The  outer  cylinder  is  covered  with  wire  gauze,  coarse 
enough  to  permit  the  escape  of  the  hulls  but  not  the  reduced 
grain.  It  was  not  proposed  by  this  machine  to  first  remove  the 
hulls  and  then  reduce  the  grain  by  altering  the  speed  of  the 
beater  cylinder. 


Andrews  ^  Paper's  HuUer. 

In  the  barley  huUer  of  Andrews  &  Piper  there  are  no  open- 
ings in  the  outer  cylinder.  Both  cylinders  revolve  in  the  same 
direction,  the  outer  cylinder  revolving  faster  than  the  other.  The 
beater  arms  are  not  serrated. 

In  rejecting  the  application,  the  examiner  said :  "The  only  dif- 
ference between  your  machine  and  those  referred  to  in  the  official 
letter  of  May  31st  appears  to  consist  in  imparting  different  veloc- 
ities at  different  stages  of  the  process  of  hulling  and  in  the  size 
of  the  apertures  in  the  outer  cylinder.  The  construction  and 
general  operation  of  these  machines  being  substantially  the  same 
as  yours,  the  Office  cannot  perceive  that  your  invention  contains 
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a  sufficient  degree  of  novelty  to  entitle  you  [to]  a  patent,  which 
must  again  be  refused.** 

Upon  appeal,  the  report  of  the  board  of  examiners,  which  was 
adopted  by  the  Commissioner  as  his  decision,  was  as  follows : 

Commissioner's  Decision. 

The  main  feature  of  the  alleged  invention  consists  in  accelerat- 
ing the  speed  of  the  hulling  or  breaking  wheel  after  the  machine 
has  been  in  operation  a  short  time.  This  change  of  speed  is 
claimed  in  connection  with  certain  peculiarities  of  construction, 
&c.  The  applicant  does  not,  however,  limit  himself  to  any  par- 
ticular mode  of  changing  the  speed  of  the  breaking  wheel,  nor 
does  he  undertake  to  fix  or  define  the  speed  at  which  the  break- 
ing^ wheel  should  be  run  when  of  any  particular  size,  but  leaves 
the  whole  matter  to  be  determined  by  experiments  and  practical 
trials  on  the  part  of  the  operator. 

As  it  regards  the  machine  used  by  the  applicant,  we  do  not 
perceive  that  it  differs  materially  from  those  to  which  reference 
has  been  made,  and  consequently,  so  far  as  we  can  discover,  it 
presents  no  point  of  novelty  on  which  to  base  a  patent.  Great 
stress,  however,  is  laid  on  the  fact  that  the  speed  of  the  breaking 
wheel  is  to  be  changed  during  the  process  of  hulling,  &c.,  and 
that  by  such  change  of  speed  great  and  important  results  are  pro- 
duced. 

This  may  be  true ;  but,  when  viewed  in  this  light,  it  must  be 
regarded  in  the  nature  of  a  process,  and  as  such  (no  particular 
machinery  or  speed  of  machinery  being  relied  on)  it  ought  to 
have,  been  claimed.  * 

We  do  not  wish,  however,  to  be  understood  as  expressing  an 
opinion  favorable  to  the  renewing  of  the  application  in  a  different 
form,  since  we  entertain  very  great  doubt  whether  even  a  very 
limited  claim  to  the  process  could  be  allowed  in  view  of  the  cases 
cited. 

If,  however,  the  case  should  be  presented  in  this  light,  an  exam- 
ination might  disclose  the  fact  that  the  same  thing  has  been  done 
by  various  other  persons,  and  that,  too,  long  prior  to  the  alleged 
invention  and  discovery  thereof  by  the  applicant. 

It  may  also  be  observed  in  this  connection  that  a  claim  to 
accelerating  the  speed  of  the  hulling  or  breaking  wheel  was  re- 
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fused  to  the  applicant  on  an  appeal  to  the  Commissioner  in 
1856. 

The  claim  in  the  present  application  seems  to  differ  from  the 
one  then  refiised,  in  this  :  In  the  1856  application  the  claim  seems 
to  be  based  on  the  change  of  speed  alone,  while  in  the  present 
application  the  change  of  speed  is  claimed  in  connection  with 
certain  alleged  peculiarities  of  construction,  &c.  The  model  is 
the  same  one,  however,  which  was  furnished  in  the  former  appli- 
cation. 

Now,  whether  the  change  of  the  claim  be  regarded  as  merely 
an  attempt  to  avoid  the  force  of  the  Commissioner's  decision  in 
the  1856  application  or  not,  is  immaterial,  since  we  do  not  find 
anything  in  the  machine  on  which  to  base  or  allow  a  patent;  and 
we  must  therefore  recommend  that  this  application  be  finally 
rejected. 

The  reasons  of  appeal  were  as  follows : 

Reasons  of  Appeal. 

That  the  Commissioner  of  Patents  is  in  error,  in  that  he  de- 
clares that  the  inventor  does  not  "  undertake  to  fix  or  define  the 
speed  at  which  the  breaking  wheel  should  be  run  when  of  any 
particular  size,  but  leaves  the  whole  matter  to  be  determined  by 
experiments  and  practical  trials  on  the  part  of  the  operator." 

Second.  That  the  Commissioner  of  Patents  has  ^iled  to  com- 
prehend the  nature  of  the  invention,  wherein  he  says:  "As  it 
regards  the  machine  used  by  the  applicant,''  he  does  **not  per- 
ceive that  it  differs  materially  from  those  to  which  reference  has 
been  made,  and  consequently,*' so  far  as  he  can  discover,  *'it 
presents  no  point  of  novelty  on  which  to  base  a  patent;"  and 
therefore  erred  in  rejecting  the  application  from  such  imperfect 
knowledge  and  comprehension  of  the  invention. 

Third.  That  the  Commissioner  of  Patents  erred  in  his  conclu- 
sion from  the  statement  in  the  specification  concerning  the  import- 
ance of  the  change  of  speed  given  to  the  breaking  cylinder  during 
the  act  of  making  hominy ;  that  '  *  this  may  be  true,  but,  when 
viewed  in  this  light,  it  must  be  regarded  in  the  nature  of  a  process, 
and  as  such  (no  particular  machinery  or  speed  of  machinery  being 
relied  on)  it  ought  to  have  been  claimed. ' ' 
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Fourth.  That  the  Commissioner  of  Patents  is  in  error,  in  that 
he  does  "  not  find  anything  in  the  machine  on  which  to  base  or 
allow  a  patent'* 

Davis  filed  a  new  application  for  the  same  invention  shortly 
after  the  decision  on  April  21st,  1859,  and  a  patent  issued  to  him 
May  24th,  1859,  No.  24,104,  with  the  following  claim:  *' What 
I  claim  as  my  invention,  and  desire  to  secure  by  letters-patent,  is 
providing  the  outer  cylinder  A  with  apertures  a  a,  gauged  to  such 
a  size  as,  while  serving  to  discharge  the  hulls,  also  to  perform  the 
additional  fiinction  of  discharging  the  hominy  as  soon  as  reduced 
to  the  desired  degree  of  fineness,  in  combination  with  the  inner 
cylinder  By  when  the  same  is  driven  at  the  specific  speeds,  as 
herein  described,  for  the  purposes  specified.'* 

Merrick,  J. 

The  applicant  having  in  his  specification  described  the  improved 
machine  in  all  its  parts  and  the  manner  in  which  it  should  be 
operated,  defines  his  claim  of  novelty  as  follows  :  **  What  I  claim 
as  my  invention,  and  desire  to  secure  by  letters -patent,  is  the 
hulling  and  breaking  cylinder  B^  provided  with  the  serrated  arms 
b  b  ox  their  equivalents,  and  driven  at  the  different  speeds,  as 
herein  specified,  in  combination  with  the  containing  cylinder  A, 
constructed  and  operating  substantially  as  described.*'  The  pat- 
ent law  makes  especial  requisition  for  clearness  and  definiteness 
of  claim  in  the  specifications  for  machines,  by  declaring  that  the 
applicant  shall  fully  explain  the  principle  and  the  several  modes 
in  which  he  has  contemplated  the  application  of  that  principle  or 
character  by  which  it  may  be  distinguished  from  other  inventions, 
and  shall  particularly  specify  and  point  out  the  part,  improve- 
ment, or  combination  which  he  claims  as  his  own  invention  or 
discovery.  It  would  be  difficult,  with  this  rule  prescribed  by  the 
statute,  to  conclude,  from  reading  the  specification  and  claim  of 
the  applicant  in  this  case,  that  the  only  points  of  novelty  asserted  f . 

by  him  for  his  improved  machine  are  the  adjustment  of  the  size 
of  the  holes  of  the  outer  cylinder  so  as  to  permit  the  due  escape 
of  the  hominy,  when  in  the  progress  of  the  operation  the  grains 
of  com  are  successively  broken  to  the  requisite  size,  and  the 
change,  by  means  of  the  requisite  adjustment  of  parts  of  the  ma- 
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chinery,  of  the  velocity  of  movement  of  his  cylinder  from  one 
certain  rate  of  revolution  to  another  certain  rate  of  revolution,  at 
proper  stages  in  the  process  of  manufacture.  These  points  of 
novelty  are  not  set  forth  and  claimed  particularly  and  specifically 
as  the  matter  of  his  discovery,  but  his  claim  is  for  the  whole 
combination  of  the  machinery  and  manner  of  operating  it  at 
different  degrees  of  velocity.  The  claim  is  therefore  too  broad, 
and  was  properly  rejected  by  the  Office  as  disclosing  no  novelty 
upon  the  references  given  to  Hull's  machine  and  the  barley-hull- 
ing machine  of  Andrews  and  Piper.  Considering,  therefore,  that 
the  second  reason  of  appeal  cannot  be  sustained,  in  view  of  the 
references  given,  and  that  the  first  and  third  do  not  present 
proper  matter  of  inquiry  upon  a  specification  framed  in  such  gen- 
eral terms,  and  not  making  claim  of  novelty  for  that  upon  which 
these  supposed  errors  are  assigned,  and  the  fourth  reason  being 
identical  with  the  second,  I  am  of  opinion,  and  accordingly  certify 
to  the  Hon.  S.  F.  Shugert,  Commissioner  of  Patents,  that  there 
is  no  error  in  the  decision  of  the  Office  upon  the  claim  in  the 
shape  in  which  it  is  now  submitted.  Whether  it  may  be  so 
amended  as  to  present  patentable  novelty,  is  a  question  upon 
which  I  cannot  pass  judgment  upon  the  present  appeal ;  and  I 
further,  therefore,  certify  that  the  judgment  of  the  Commissioner 
is  affirmed,  and  the  application  for  a  patent  must  be  denied. 

y.  S,  BroTvn,  for  the  appellant. 


Samuel  B.  Ellithorp,  Appellant, 

vs. 
T.  J.  W.  Robertson,  Appellee.     Interference. 

Decision  in  Ellithorp  9.  Robertson  (ante,  p.  585)  affirmed. 
(Before  Mobbxll,  J.,  District  of  Columbia,  April,  1859.) 

Morsell,  J. 

The  points  decided  by  me  on  the  28th  of  September,  1858,  in  a 
case  of  appeal  from  the  decision  of  the  Commissioner  of  Patents 
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between  the  above-named  parties  for  an  "  improvement  in  sewing 
machines,  it  appears  to  me,  are  involved  in  the  issue  in  this  case. 
The  objection  in  that  case  to  granting  a  patent  to  the  appellant  was 
the  great  lapse  of  time  which  had  been  suffered  to  occur  between 
the  discovery  of  the  applicant's  invention  and  the  time  of  his 
application,  and  of  its  being  suffered  to  go  into  public  use  in  the 
interval.  The  circumstances  which  were  offered  to  prove  this  I 
was  satisfied  were  sufficient.  The  invention  claimed  in  this  case 
is  of  the  same  date,  and  the  facts  and  circumstances  in  that  case 
are  applicable  to  this.  There  is,  however,  evidence  offered  in 
this  case  to  excuse  the  delay.  I  have  carefully  examined  it,  and 
should  have  been  glad  to  have  discovered  in  it  enough  for  that 
purpose,  but  have  not.  Upon  further  deliberation  upon  the  ques- 
tions of  law  as  settled  by  me  upon  the  particular  case  then  before 
me,  I  have  found  no  reason  to  change  my  opinion.  I  think,  there- 
fore, the  decision  of  the  Commissioner  in  this  case  is  correct,  and 
ought  to  be  affirmed,  which  is  accordingly  done. 

Law  &  Hdskelly  for  the  appellant. 


P.  S.  Justice,  Assignee  of  Edwin  Young,  Appellant, 

vs. 

D.    D.   Jones,  Assignee  of   Edmund   Morris,    Appellee. 

Interference. 

Limit  of  appbal — disorbtion  of  oommibsionbb — how  fab  affbctbd  by  obdbb 
OF  THB  8BCBBTABT. — TLe  GommiBsioner  may,  in  his  discretion,  enlarge 
the  limit  of  appeal  from  his  decision ;  and  his  act  in  that  regard  is 
not  reriewable  by  the  judge  upon  appeal,  although  he  so  extended  the 
time  upon  the  suggestion  or  order  of  the  Secretary  of  the  Interior.  If  he 
should  refuse  to  comply  with  such  a  request  of  the  Secretary,  a  question 
might  then  arise  for  the  court  to  decide. 

Public  vbb  and  salb  bt  anothbb — acquibscbmob  of  inybntob. — The  omission 
by  an  inventor  to  apply  for  a  patent  within  two  years  after  he  learns  that 
another  is  publicly  using  the  invention  and  claiming  it  as  his  own,  and 
the  failure  to  interpose  any  warning  or  objection  whatever,  makes  out  a 


636  Justice  v.  Jones.  [June, 


Statement  of  the  case. 


clear  case  of  disability  to  prosecute  a  claim  for  a  patent  within  the  sereDth 
section  of  the  act  of  1839. 
Public  ubb  and  balk — question  of  pbiobitt  not  detbsminbd. — ^When  on 
appeal  to  the  judge  it  appears  from  the  testimony  submitted  in  an  interfer- 
ence proceeding  between  an  applicant  for  a  patent  and  a  patentee  that  the 
applicant  is  debarred  from  receiving  a  patent  by  reason  of  the  public  use 
of  his  invention,  it  is  unnecessary  to  determine  the  question  of  priority  of 
invention. 

(Before  Merrick,  J.,  District  of  Columbia,  June,  1859.) 

Statement  of  the  Case. 

This  was  an  interference  between  the  application  of  D.  D.  Jones, 
assignee  of  Edmund  Morris,  for  a  patent  for  an  improved  slate 
frame,  and  a  patent  granted  to  Edwin  Young,  April  8th,  1856, 
No.  14,624,  upon  the  following  claim  :  **As  a  new  article  of 
manufacture,  a  slate  frame,  made  of  a  single  piece  of  wood,  *-B/ 
provided  with  a  groove  to  receive  the  edge  of  the  slate,  and  bent 
so  as  to  fit  it  with  the  ends  fastened  together." 

Subsequent  to  the  decision  of  the  Commissioner  awarding  pri- 
ority of  invention  to  Jone^,  assignee  of  Morris,  Phillip  S.  Justice, 
assignee  of  Young,  filed  with  the  Secretary  of  the  Interior  a  peti- 
tion in  the  nature  of  an  appeal,  asking  that  the  Commissioner  be 
forbidden  to  issue  a  patent  to  Morris.  Pending  the  decision  of 
the  Secretary  upon  this,  at  that  time,  unusual  application,  the 
limit  of  appeal  to  the  Circuit  Court  of  the  District  had  expired. 
Young  had  paid  the  appeal  fee  within  the  designated  time,  but 
had  not  filed  in  the  Office  his  reasons  of  appeal  specifically  set 
forth  in  writing.  The  Secretary  declined  to  interfere  with  the 
decision  of  the  Commissioner,  but  directed  that  the  limit  of  appeal 
from  his  decision  be  extended,  and  it  was  thereupon  so  ordered 
by  the  Commissioner.  Question  was  raised  before  the  judge  as  to 
the  power  of  the  Secretary  to  control  the  action  of  the  Commis- 
sioner in  a  matter  of  this  kind,  and  as  to  the  jurisdiction  of  the 
judge  when  an  appeal  was  taken  under  such  circumstances.  The 
reasons  of  appeal  were  as  follows : 

Reasons  of  Appeal. 

I.  Because  it  was  shown  and  made  to  appear  to  the  Commis- 
sioner of  Patents  that  the  slate  frame  sought  to  be  patented  by 
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Morris  had  been  in  public  use  and  on  sale  **  with  the  applicant's 
consent  or  allowance  * '  for  more  than  two  years  prior  to  his  ap- 
plication for  a  patent ;  and  it  appearing  from  Morris'  testimony 
that  he  (Morris)  knew  of  the  public  use  and  sale  of  said  slate 
frame  more  than  two  years  before  his  application  for  a  patent;  and 
that  he  (Morris)  never  made  any  objection  to  such  public  use  and 
sale,  nor  took  any  measures  to  assert  his  right  to  said  invention 
until  two  years  four  months  and  twenty-six  days  after  a  patent 
had  been  granted  to  Edwin  Young  for  the  same  invention.  The 
limit  of  time  allowed  by  law,  as  stated  in  the  seventh  section  of 
the  act  of  1836,  as  modified  by  the  seventh  section  of  the  act 
of  1839,  having  expired,  the  Commissioner  of  Patents  had  no 
authority  under  the  law  to  award  a  patent  to  Morris  or  grant 
one  to  his  assignee,  and  should  have  so  decided,  and  rejected 
Morris'  application  for  a  patent  for  said  invention. 

2.  Because  the  Commissioners  of  Patents  have  for  a  series  of 
years,  and  in  numerous  cases,  exercised  jurisdiction  on  the  ques- 
tion of  abandonment  by  the  inventor  or  applicant,  such  jurisdic- 
tion having  been  repeatedly  affirmed  by  the  appellate  judge  on 
appeals  from  the  decisions  of  the  Commissioners  of  Patents;  there- 
fore the  said  Commissioner  of  Patents  erred  in  neglecting  or 
refusing  to  take  cognizance  of  the  question  of  abandonment 
and  in  awarding  a  patent  to  Morris  or  his  assignees,  when  said 
Morris'  testimony  proves  that  the  invention  in  question,  sought 
to  be  patented  by  him,  had  been  in  public  use  or  on  sale  with  his 
(Morris')  consent  or  allowance  for  more  than  two  years  prior  to 
his  application  for  a  patent. 

3.  Because  the  testimony  shows  that  Morris  did  not  use  rea- 
sonable diligence  in  adapting  and  perfecting  his  invention  and 
applying  for  a  patent ;  therefore  his  claims  cannot  be  set  up  as  a 
bar  to  a  subsequent  original  inventor  who  has  used  due  diligence 
in  adapting  and  perfecting  his  invention  and  in  introducing  it  into 
use,  so  that  the  public  have  the  benefit  of  it. 

4.  Because  it  appears  by  the  records  of  the  Patent  Office,  as 
well  as  fi"om  the  argument  of  Morris'  counsel  before  the  Commis- 
sioner of  Patents  on  the  interference,  that  Young  obtained  his 
patent  without  fraud,  and  by  using  due  diligence  introduced  the 
invention  in  question  into  public  use,  so  that  the  people  had  the 
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benefit  of  it  more  than  two  years  and  ten  months  before  Morris' 
application  for  a  patent ;  therefore  Morris  lost  all  the  right  he  ewer 
had,  by  sleeping  over  his  invention. 

5.  Because  the  Commissioner  of  Patents  erred  in  awarding  a 
patent  to  Morris  or  his  assignee  "  for  the  improved  manu&cture 
of  slate  frames/*  contrary  to  the  established  practice  of  the  Patent 
Office  and  the  precedents  of  all  his  predecessors  in  office  on  simi- 
lar premises,  as  shown  by  the  records  of  the  Patent  Office  in  the 
decisions  of  the  successive  Commissioners  of  Patents  in  the  fol- 
lowing cases,  to  wit  (which  decisions  in  four  of  the  following  cases 
have  been  affirmed  on  appeal  by  the  Hon.  James  S.  Morsell, 
judge  of  the  Circuit  Court  for  the  District  of  Columbia),  the  de- 
cision of  Commissioner  C.  Mason,  May  24th,  1854,  in  the  case  of 
Hunt  V,  Howe,  refusing  said  Hunt  a  patent,  which  decision  was 
affirmed  on  appeal  by  his  honor,  James  S.  Morsell,  loth  Feb- 
ruary, 1855.  The  decision  of  Commissioner  C.  Mason  on  15th 
January,  1855,  refusing  John  Alexander  a  patent  for  a  coin  scale. 
The  decision  of  Commissioner  C.  Mason,  June  22d,  1855,  in  the 
case  of  Hite  v,  McCormick.  The  decision  of  Commissioner  C. 
Mason,  June  22d,  1857,  ^^  ^^^  case  of  Mowry  v.  Barber,  refusing 
said  Mowry  a  patent,  which  decision  was  affirmed  on  appeal  by 
his  honor,  James  S.  Morsell,  on  the  7th  of  January,  1858.  The 
decision  of  Commissioner  Joseph  Holt,  August  17th,  1858,  in  the 
case  of  Ellithorp  v,  Robertson,  refusing  said  EUithorp  a  patent, 
which  decision  was  affirmed  on  appeal  by  his  honor,  James  S. 
Morsell,  September  28th,  1858,  and  further  affirmed  under  a  bill 
in  equity  by  his  honor,  D.  J.  Ingersoll,  of  the  District  Court  of 
New  York,  October  term,  1858.  The  decision  of  Commissioner 
Joseph  Holt,  January  20th,  1859,  in  the  second  case  of  Elli- 
thorp V,  Robertson,  refusing  said  Ellithorp  a  patent,  which  de- 
cision was  affirmed  on  appeal  by  his  honor,  James  S.  Morsell, 
19th  April,  1859.  Decision  of  the  appeal  board  in  the  case  of 
John  Wolf  for  a  fire  extinguisher,  confirmed  by  Acting  Commis- 
sioner S.  T.  Shugert  24th  March,  1859.  Decision  of  the  appeal 
board  of  the  8th  of  April,  1859,  confirmed  by  Acting  Commis- 
sioner S.  T.  Shugert,  reversing  the  decision  of  the  examiner  in 
the  case  of  Wickersham  v.  Singer  (afterwards  before  the  judge, 
posf,  p.  645). 
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H.  Howsotiy  for  the  appellee. 

1.  The  right  of  appeal  was  lost  by  failure  to  file  the  reasons  of 
appeal  within  the  specified  time  originally  set  by  the  Commis- 
sioner. The  Secretary  of  the  Interior  had  no  authority  to  inter- 
fere and  extend  the  limit  of  appeal,  and  the  judge  has  no  jurisdic- 
tion of  an  appeal  so  taken. 

2.  Morris  is  the  original  inventor,  and  it  does  not  appear  when 
he  was  informed  that  a  patent  had  issued  to  Young  for  that 
invention.  The  only  testimony  on  this  subject  is  his  own 
statement  that  he  learned  of  the  patent  shortly  after  it  was  issued. 

3.  The  authorities  cited  by  the  appellant  are  not  applicable,  for 
the  reason  that  in  all  those  cases  it  was  clearly  proved  that  the 
invention  had  been  in  public  use,  with  the  acquiescence  of  the 
inventor,  for  long  periods  of  time,  and  in  none  of  these  cases  did 
it  appear,  as  here,  that  the  patent  was  surreptitiously  obtained  in 
fraud  of  the  true  inventor. 

Merrick,  J. 

The  limit  of  appeal  in  the  present  case  expired  on  the  13th  of 
May  last,  as  originally  assigned  by  the  Office ;  but  on  applica- 
tion by  the  appellant  to  the  Secretary  of  the  Interior,  he  sug- 
gested to  the  Commissioner  the  propriety  of  extending  the  time  of 
appeal  to  the  20th  of  May,  which  was  accordingly  done,  and  the 
appeal  perfected  within  that  period.  The  appellee  protested,  both 
before  the  Office  and  before  me,  against  the  extension,  and  de- 
nied the  jurisdiction  of  the  Secretary  to  direct,  as  also  that  of 
the  Commissioner  to  award,  an  extension.  Had  the  Commis- 
sioner refused  to  acquiesce  in  the  suggestion  of  the  Secretary  I 
mig^ht  have  been  called  upon  to  determine  how  far  he  possessed 
the  right  to  control  the  action  of  the  Office.  But  inasmuch  as 
the  Commissioner  complied  with  the  suggestion  of  the  Secretary, 
and  did  in  fact  grant  the  extension,  no  question  is  before  me  as  to 
the  power  of  the  Secretary ;  and  as  the  Commissioner  has,  within 
the  terms  of  the  eleventh  section  of  the  act  of  1839,  discretion  to 
fix  the  Umits  of  appeal,  he  may  clearly,  while  the  case  is  before 
him,  for  good  cause,  at  any  time  exercise  that  discretion ;  and  the 
appeal  being  within  the  limit  finally  assigned  by  him,  I  must 
overrule  the  objection  taken  to  my  exercise  of  jurisdiction,  and 
determine  that  the  case  is  properly  before  me  upon  its  merits. 


I 
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The  first  error  assigned  by  the  appellant  in  his  reasons  d 
appeal  from  the  decision  of  the  Commissioner  is  that  the  appli- 
cant is  not  entitled  to  a  patent  because  the  invention  had  been 
in  public  use  with  the  applicant's  consent  or  allowance  for  more 
than  two  years  prior  to  his  application.  The  first,  second,  and 
third  articles  of  the  agreement  of  admissions  made  between  the 
parties  on  the  loth  of  March,  1859,  signed  by  their  counsel,  of 
record  in  the  case,  show  distinctly  that  Morris  knew  of  the  appli- 
cation of  Young  for  a  patent  pending  the  application  which  was 
made  on  the  28th  of  November,  1855,  and  the  patent  granted 
March  26th,  1856;  that  Morris  and  his  assignee  (Jones)  both 
knew  of  Young's  patent  shortly  after  it  was  granted,  and  that 
they  both  knew  of  the  manufacture  by  Young  of  the  patented 
articles  shortly  after  he  began  to  make  them,  and  that  they  were 
publicly  sold  in  Philadelphia  and  New  York,  and  that  the  manu- 
facture had  been  constant  from  thenceforth.  It  also  appears  that 
with  this  knowledge  both  parties  remained  entirely  quiescent 
until,  on  the  i6th  of  August,  1858,  Jones  proposed  to  Morris  that 
if  he  would  testify  to  the  priority  of  the  invention  by  himself,  and 
this  were  sufficient  proof,  he  would  join  him  in  an  attack  upon 
Young* s  patent  (See  Jones'  letter,  dated  August  14th,  1858, 
marked  **Jones'  Exhibit  13.")  Soon  after  this  $500  (theprice  of 
the  oath)  was  paid ;  and  on  the  4th  of  September,  1859,  the  appli- 
cation for  a  patent  was  made  in  the  name  of  Jones,  as  assignee. 
Upon  this  state  of  facts  it  is  entirely  unnecessary  to  consider  any 
other  portion  of  the  testimony  or  any  other  of  the  reasons  of 
appeal.  A  clear  case  of  disability  to  prosecute  a  claim  for  a  pat- 
ent is  made  out  within  the  seventh  section  of  the  act  of  1839; 
and  although  it  may  be  true,  as  held  by  the  Commissioner,  that 
Morris  was  the  first  inventor,  and  that  Young  obtained  the  knowl- 
edge of  the  invention  from  Morris,  yet  his  willful  omission  to 
apply  for  a  patent  within  two  years  after  he  became  aware  that 
another  was  publicly  using  and  claiming  the  invention,  and  his 
interposing  no  warning  or  objection  whatsoever,  shuts  him  out 
entirely  from  any  right  to  a  patent  But  I  deem  it  unnecessary 
to  inquire  into  or  decide  the  question  of  priority  and  alleged 
fraud,  and  therefore  express  no  opinion  upon  them.  For  the 
reason  assigned,  the  determination  of  these  questions  would  be 
supererogatory. 
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Now,  therefore,  I  hereby  certify  to  the  Hon.  William  D.  Bishop, 
Commissioner  of  Patents,  that  having  assigned  the  6th  day  of 
June  instant  for  hearing  said  appeal,  and  the  parties  having  been 
assisted  by  written  arguments  of  counsel,  I  have  considered  said 
cause,  and  I  do  therefore  adjudge  and  determine  that  there  is 
error  in  the  decision  of  the  Commissioner  of  Patents  heretofore 
rendered  in  this  case  awarding  a  patent  to  D.  D.  Jones,  assignee 
of  Edmund  Morris ;  that  said  decision  is  hereby  reversed,  and 
that  a  patent  must  be  refused  and  his  said  application  be  finally 
rejected  and  dismissed. 


/.  Dennis,  Jr,y  for  the  appellant. 
H,  Hawson,  for  the  appellee. 


In   Re  Mathew  Chambers.      Appeal  from  refusal  to 

GRANT  Patent. 

OrFICa  PKAOTICB — FORMS   OF   PROOBDURK   IN    THE    OFFICE — NOT   APPEALABLE. — 

As  the  manner  in  which  the  Commissioner  shall  aid  the  inventor — by 
information  and  suitable  references,  so  as  to  assist  his  judgment  in  deter- 
mining whether  he  shall  persist  in  or  abandon  his  claim — is  submitted  to 
the  discretion  of  the  Commissioner,  no  appeal  lies  from  bis  action  in  this 
regard  to  the  Circuit  Court. 
NoTBLTT. — The  invention  compared  with  patent  to  Alexander  Douglass, 
April,  21st,  1857,  (No.  17,082,)  and  English  patent  2513,  of  1856,  and 
found  not  to  be  anticipated. 

(Before  Merrick,  J.,  District  of  Columbia,  June,  1859. 

Statement  of  the  Case. 

The  patent  issued  to  Chambers,  July  I2th,  1859,  No.  24,720, 
with  the  following  claim  :  *  *  Combining  with  and  securing  to  a 
corset  band  extending  in  the  rear,  or  in  the  rear  and  front  down- 
wards from  the  waist,  to  clasp  the  body  around  the  hips  of  the 
wearer,  the  frame-work  of  a  skirt  or  bustle,  when  said  frame-work 
is  composed  of  hoops  disconnected  and  fastened  in  front,  or  there- 
abouts, substantially  as  described  and  for  the  purposes  set  forth, 

41 
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Reasons  of  appeal. 

Reasons  of  Appeal. 

First  Because  ou  an  examination  of  the  alleged  new  invention 
or  discovery  it  did  not  appear  that  the  same  improvement  in 
bustles  had  been  discovered  or  invented  by  any  other  person  in 
this  country  prior  to  the  alleged  invention  or  discovery  thereof 
by  the  applicant,  the  said  Mathew  Chambers,  or  that  it  had  been 
patented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country,  or  had  been  in  public  use  or  on  sale  uith  the 
applicant's  consent  and  allowance  prior  to  the  application,  or  that 
the  improvement  such  as  this  is  not  sufficiently  useful  and  import- 
ant to  be  worthy  of  a  patent. 

Second.  Because  in  deciding  against  the  said  Chambers'  appli- 
cation for  a  patent  for  improvement  in  bustles,  by  simply  intimat- 
ing that  a  certain  English  patent  (Osman's)  is  considered  to  be 
an  apposite  reference,  without  giving  any  grounds  to  support 
such  a  position — ^which  amounts  to  an  ipse  dixit — he  departed 
from  the  correct  practice  of  the  Patent  Office  and  acted  contrary 
to  the  spirit  of  the  law. 

Third.  Because  he  decided  finally  upon  the  appellant's  case,  by 
simply  reaffirming  the  former  action,  without  reconsidering  the 
application. 

Fourth.  Because  he  decided  that  if  upon  appeal  to  the  Com- 
missioner a  case  be  rejected,  not  upon  the  same  references  that 
had  been  given  by  the  examiner,'  (said  references  having  been 
declared  by  the  Commissioner  to  be  not  in  point,  and  therefore 
void  and  invalid,)  but  upon  an  entirely  new  reference,  the  appli- 
cant is  not  entitled  to  have  his  case  re-examined  on  his  former 
claim  or  on  a  claim  substantially  similar ;  thus  deciding  in  effect 
that,  because  the  examiner  had  erred  (according  to  the  Commis- 
sioner's own  opinion)  in  deciding  adversely  to  the  applicant's 
claim,  the  applicant  should  be  deprived  of  the  privilege  of  a  sec- 
ond examination  or  reconsideration  of  his  claim,  as  provided  by 
law. 

Fifth.  Because  he  decided  that  the  appellant's  claim  of  inven- 
tion is  covered  by  Osman's  patent,  contrary  to  the  express  lan- 
guage of  the  two  specifications  and  claims. 

Sixth.  Because  he  decided  that  the  objects  and  purposes  in- 
tended to  be  accomplished  by  and  derived  from  the  appellant's 
invention  might  or  could  be  accomplished  by  Osman's ;  whereas 
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his  arrangement,  on  the  contrary,  is  not  at  all  available  or  service- 
able for  distributing  the  weight  of  the  skirts  in  order  to  relieve 
the  waist  from  over-pressure,  which  is  the  main  object  of  the 
appellant's  invention. 

Merrick,  J. 

In  considering  the  reasons  of  appeal  filed  in  this  case,  the  sec- 
ond, third,  and  fourth  appear  to  me  to  present  questions  more 
properly  addressing  themselves  to  the  consideration  of  the  Com- 
missioner in  connection  with  the  internal  discipline  and  routine 
of  practice  of  the  Office,  not  involving  matters  cognizable  before 
a  judge  of  the  Circuit  Court  upon  appeal.  The  law  undoubtedly 
requires  of  the  Commissioner  to  aid  the  inventor  by  information 
and  suitable  references  in  remedying  a  defective  specification  or 
claim,  and  to  assist  his  judgment  in  determining  whether  he  should 
withdraw  or  persist  in  a  rejected  application ;  but  the  manner  of 
so  doing  is  of  necessity  left  to  the  sound  discretion  of  the  Com- 
missioner ;  and  whether  the  duty  be  well  or  insufficiently  per- 
formed in  a  particular  instance,  is  not  the  subject  of  review,  and 
from  the  nature  of  such  cases  cannot  be  passed  upon  by  a  judge 
on  appeal.  I  therefore  dismiss  those  three  objections  from  further 
inquiry. 

The  first,  fifth,  and  sixth  reasons  of  appeal  amount  to  but  one, 
viz. ,  that  his  invention  has  not  been  anticipated  by  any  other, 
and  particularly  that  the  English  patent  of  Osman  (described  in 
the  thirty-first  volume  of  English  Specifications  for  1856,  No. 
2,513)  does  not  embrace  his  claim.  The  examiner  originally  in 
charge  of  the  case  rejected  the  claim  upon  reference  to  the  patent  of 
Alexander  Douglass  of  April  21st,  1857  (No.  17,082)  ;  but  upon 
review  of  his  decision  upon  two  successive  modifications  of  the 
claim,  the  Commissioner,  confirming  reports  of  the  board  of 
review,  declared  that  reference  inapplicable,  upon  the  ground  that 
Chambers  relied  upon  a  combination  of  a  corset  band  with  the 
frame- work  of  a  hooped  skirt,  and  that  this  was  not  to  be  found  in 
Douglass'  invention,  but  that  the  essential  features  of  his  inven- 
tion were  embraced  by  Osman' s  patent.  Upon  comparing  Os- 
man's  patent  with  Douglass',  I  have  not  been  able  to  discover  the 
combination  of  a  corset  band  furnished  with  distributing  stays 
upon  the  back,  sides,  and  front  thereof,  any  more  than  in  Doug- 
lass'; but  in  the  element  of  usefulness  and  novelty  most  relied 
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upon  in  the  present  claim,  to  wit,  the  distribution  of  weight  and 
compression  upon  the  parts  of  the  body  best  adapted  to  sustain 
weight  and  compression,  the  advantage  appears  to  me  to  be 
with  the  Douglass  patent,  in  this :  that  Osman*s  transfers  the  weight 
from  the  circle  of  the  waist  by  three  perpendicular  strips  of  metal, 
forming  the  heads  or  fulcrums  of  the  three  springs  which  make  the 
bustle,  while  the  cords  or  adjustable  metallic  bands  marked  in 
Douglass*  drawings  C  C  distribute  that  same  weight  much  more 
perfecdy  and  on  a  much  larger  surface  of  the  lower  back  and  hips  of 
the  wearer.  If,  therefore,  Douglass'  invention  is  not  in  the  way  of 
the  combination  claimed  by  Chambers,  neither  is  the  patent  of 
Osman.  If  the  application  of  Chambers  extended  no  further 
than  to  a  partial  relief  of  the  waist  of  the  wearer,  by  distributing 
a  portion  of  the  weight  of  the  dress  upon  the  strong  parts  of  the 
back,  I  should  feel  obliged  to  reject  the  claim  upon  that  reference ; 
but  the  claim  goes  not  only  to  the  relief  of  weight  upon  the  waist, 
but  to  the  relief  of  the  waist  from  the  ill  effects  of  the  necessary 
confinement  and  compression  along  the  front  of  the  circle  of  the 
waist ;  and  this  is  accomplished  by  the  continuation  of  the  corset 
and  its  arrangement  in  such  way  as  to  operate  as  an  abdominal 
supporter,  and  makingthe  weight  and  stricture,  which  might  prove 
injurious  if  limited  to  the  waist,  beneficial,  by  distributing  them,  by 
means  of  the  stays  and  lacings  of  the  corset,  over  the  whole  abdo- 
men. In  this  way,  it  appears  to  me  that  he  has  introduced  a  new 
feature  of  general  distribution  of  weight  and  compression  over  the 
abdomen,  loins,  and  back  not  found  in  the  other  patents,  and 
sufficiently  distinctive  to  entitle  him  to  a  patent  for  his  combination 
of  a  bustle  with  a  corset,  in  the  manner  described  in  his  specifica- 
tions. The  vital  element  of  Douglass'  invention,  although,  as  I 
have  just  said,  it  embraces  some  parts  of  Chambers'  claim,  consists 
in  the  admirable  adaptation  of  the  adjusting  cords  CC,  which  give 
lightness  and  form  to  the  article  and  enable  the  wearer  fi-om  time 
to  time  to  change  the  arc  of  its  curvature  in  obedience  to  the 
demands  of  g^od  taste.  And  looking  to  this  as  the  controlling 
idea  in  Douglass'  patent,  I  cannot  think  that  the  invention  of 
Chambers  materially  conflicts  with  it,  and  hence  conclude  that 
each  should  receive  from  a  discriminating  public  the  appropriate 
rewards  for  his  ingenuity. 

A,  Pollok^  for  the  appellants. 
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William  Wickersham,  Appellant, 

vs. 
I.  M.  Singer,  Appellee.    Interference. 

PowiCBS  or  THi  0OMMI8SIONIB  or  piTBNTB — While  the  Commissioner  must 
look  to  the  statutes  creating  his  office  and  defining  his  duties  for  every 
power  which  he  can  exercise,  it  by  no  means  follows  that  every  power  and 
jurisdiction  must  appear  upon  the  face  of  the  statute  in  words  of  express 
reference  and  definition.  It  would  be  a  strange  construction  of  the  law 
to  require  the  Commissioner  of  Patents  to  issue  a  patent  upon  a  state  of 
facts  which,  when  made  apparent  to  a  court  of  law  or  equity,  would  re- 
quire the  court  to  pronounce  the  patent  utterly  void.  It  is  said  that  the 
law  never  requires  vain  things  to  be  done ;  but  to  require  the  Commis- 
sioner of  Patents  to  issue  a  worthless  and  void  patent  would  be  worse 
than  vain — it  would  be  to  direct  that  persons  should  be  armed  with  a 
warrant,  under  the  great  seal  of  the  United  States,  to  go  into  all  the 
courts  of  justice  in  the  land  and  hunt  down  their  fellow-citizens  with 
oppressive,  idle,  and  vexatious  litigation. 

Sm ABANDONMENT — SECTION    7   OF   THE   ACT  OF    1839    00N8THUED. — Under   the 

seventh  section  of  the  act  of  1839  the  Commissioner  is  authorized  to  re- 
ject an  application  upon  proof  that  the  invention  has  been  abandoned  to 
the  public. 

Sm. — The  meaning  of  section  7  of  the  act  of  1839  is  given  by  inverting  the 
order  of  the  parts  of  the  section  so  as  to  read  as  follows  :  No  patent  shall 
be  held  to  be  invalid  by  reason  of  such  purchase,  sale,  or  use  prior  to  the 
application  aforesaid,  except  on  proof  that  such  purchase,  sale,  or  prior 
use  has  been  for  more  than  two  years  prior  to  said  application  for  a 
patent,  or  by  abandonment  of  said  invention  to  the  public. 

Abandonment — withdrawal  of  application — how  rbqardbd.  —  The  with- 
drawal of  an  application  and  the  return  of  the  fee  is  not  of  itself  an  aban- 
donment or  dedication  of  one's  invention  to  the  public,  but  is  an  equivocal 
act,  to  be  interpreted  by  surrounding  circumstances,  and  to  be  affected 
upon  a  second  application  for  the  same  invention  by  the  subsequent  con- 
duct of  the  party — his  diligence  or  his  neglect  and  delay — in  the  same 
manner  as  his  conduct  is  to  be  weighed  in  regard  to  an  original  appli- 
cation. 

RbJBCTION  of  APPLICATION  WHAT — INFORMAL  PAPERS  RETURNED. — When  appli- 
cation papers  are  filed  without  the  due  formalities  required  by  law  it  is 
the  duty  of  the  Office  (under  the  sixth  section  of  the  act  of  1836)  to 
decline  to  act  upon  them  in  their  imperfect  state  ;  and  this  action  on  the 
part  of  the  Office  does  not  amount  to  a  rejection  of  the  application. 

Second  application— when  will  relate  back  to  prior  application.— The 
doctrine,  with  relation  to  grants  of  the  Government,  that  a  subsequent 
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application  maj  relate  back  to  a  prior  application,  so  as  to  cut  off  inter- 
vening claims,  will  not  be  applied  to  a  case  which  does  not  present  the 
element  of  '^  due  diligence  in  applying  for  and  pursuing  his  applicatioQ 
for  a  patent  until  he  obtained  the  same." 
Delay  in  prosbcutinq  application — mistakx  or  the  office. — A  mistake 
on  the  part  of  the  OflSce  in  its  judgment  upon  a  case  which  does  not 
create  a  delusion  in  tl}e  mind  of  the  party  as  to  his  rights  does  not 
authorize  him  to  indefinitely  delay  the  further  prosecution  of  the  case, 
either  by  endeavoring  to  convince  the  Office  on  rehearing  of  a 'palpable 
error  or  by  resorting  to  the  easy  and  expeditious  means  for  revislDg 
the  decision  upon  appeal,  as  the  statutes  provide. 

Due  diligence — poverty  as  an  bxoube  fob  delay. — ^The  measure  of  povertj 
which  one  must  possess  before  he  is  required  to  exercise  any  diligence  to 
prosecute  his  rights  is  not  to  be  found  in  the  statute.  It  is  an  excose 
very  readily  made,  which  yet  should  not  be  too  readily  listened  to. 
If  a  man  be  utterly  destitute  of  money  and  without  friends,  and  incapable 
thereby  of  prosecuting  an  enterprise,  much  indulgence  may  be  shown 
him ;  but  when  he  has  the  means  of  carrying  on  sundry  enterprises  of  a 
kindred  sort,  equally  demanding  money  and  friends,  and  does  canr 
them  on,  his  election  to  pursue  those  other  enterprises  will  not  be  regarded 
in  the  law  as  an  excuse  for  delay  in  the  other,  where  valuable  rights  of 
.  others,  equally  meritorious  with  himself,  and  in  the  outset  of  their  sdc- 
cessful  struggles,  equally  poor,  are  to  be  prejudiced. 

Public  use  and  sale — consent  and  allowance. — The  acquiescence  of  an 
inventor  in  the  public  use  of  his  invention  can  in  no  case  be  presumed 
when  he  has  no  knowledge  of  such  use ;  but  this  knowledge  may  be  pre- 
sumed from  the  circumstances  of  the  case.    (Shaw  v.  Cooper,  T  Peters,  292.) 

Case  stated. — W.  filed  an  application  for  the  invention  in  1850,  which  was 
at  once  returned  to  him  as  informal.  In  the  same  year  he  transmitted 
new  drawings  and  specifications,  omitting  therefrom  the  invention  in 
dispute.  Upon  further  objection  he  withdrew  the  application  in  IBjI. 
received  the  return  fee,  and  took  no  further  steps  until  he  filed  a  new 
application,  October  6th,  1858.  S.  made  application  for  a  patent  in  ISjO. 
obtained  a  patent  in  1851,  and  put  the  invention  into  extensive  public  nse 
from  1853  on  ;  of  all  of  which  facts  W.  was  fully  informed  as  early  as  April 
1856  :  ffeldy  W.  had  abandoned  the  invention  by  not  using  due  diligence 
in  applying  for  and  prosecuting  his  application  for  a  patent;  that  bis 
application  of  1858  did  not  relate  back  to  the  date  of  the  original  applica- 
tion, and  that  his  right  to  the  patent  was  barred  by  reason  of  the  public 
use  and  sale  of  the  invention,  with  his  consent  and  allowance,  more  than 
two  years  prior  to  filing  his  second  application. 

Gaylor  v.  Wilder,  10  Howard,  476,  considered  and  distinguished  firom  the 
present  case. 

(Before  Merrick,  J.,  District  of  (Columbia,  July,  1859.) 
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Mr.  B.  R.  Curtis,  for  the  appellant,  filed  the  following  brief: 

The  grounds  upon  which  the  decision  of  the  Acting  Commis- 
sioner is  rested  are — 

1.  That  he  ha^  jurisdiction  to  inquire,  not  merely  whether  the 
thing  was  in  public  use  or  on  sale  with  the  consent  and  allowance 
of  the  applicant,  but  whether  the  applicant  had  abandoned  his 
invention  to  the  public. 

2.  That  the  date,  in  reference  to  which  the  conduct  of  Wicker- 
sham  is  to  be  examined,  is  not  the  date  of  his  original  application, 
but  of  his  renewed  application,  in  consequence  of  which  these 
proceedings  are  had. 

3.  That  the  evidence  shows  Wickersham  did  intentionally  aban- 
don his  invention  to  the  public. 

4.  If  he  did  not  intend  to  do  so,  his  conduct  before  his  present 
application,  in  judgment  of  law,  amounts  to  an  abandonment,  irre- 
spective of  his  intent. 

We  respectfully  submit  the  decision  of  the  Acting  Commis- 
missioner  upon  each  and  all  of  these  points  was  erroneous. 

As  to  the  first :  The  Commissioner  can  have  no  jurisdiction, 
save  what  has  been  conferred  by  some  act  of  Congress. 

The  seventh  section  of  the  act  of  July  4th,  1836,  empowers  the 
Commissioner  to  inquire,  among  other  things,  whether  the  alleged 
invention  "  had  been  in  public  use  or  on  sale,  with  the  applicant's 
consent  or  allowance,  prior  to  the  application. '  *  By  the  seventh 
section  of  the  act  of  March  3d,  1839,  the  purchase,  sale,  or  use  of 
the  invention  during  a  period  not  exceeding  two  years  before  the 
application  for  a  patent  shall  not  invalidate  the  right,  except  on 
proof  of  abandonment  of  such  invention  to  the  public.  This  last- 
mentioned  law  is  to  be  here  noted  as  having  two  effects : 

First.  It  modifies  the  act  of  1836,  so  that  the  Commissioner 
must  now  inquire  whether  the  alleged  invention  has  been  in  public 
use  or  on  sale,  with  the  consent  or  allowance  of  the  applicant, 
more  than  two  years  before  the  application  for  a  patent. 

Second.  It  shows  clearly  that,  besides  this  inquiry,  there  is 
another  distinct  and  different  substantive  matter  which  may  exist, 
and,  if  it  exist,  will  invalidate  letters -patent,  and  that  is  an  inten- 
tional abandonment  of  the  right  to  the  public. 

I  say  an  intentional  abandonment,  because  this  provision  has  fre- 
quently, and,  so  far  as  I  know,  always,  been  so  construed ;  and 


648  WiCKERSHAM   V.  SiNGER.  [J"ly. 


Argrument  for  the  appellnnt. 


because,  if  it  be  not  so  construed,  the  entire  provision  would  be 
inoperative,  since  a  constructive  abandonment  by  sales  and  use, 
such  as  was  formerly  held  to  be  sufficient  to  defeat  the  right,  with- 
out regard  to  the  intent,  of  the  inventor,  was  the  very  thing  the 
statute  was  designed  to  guard  against  The  language  of  the  law 
also  indicates  that  no  mere  presumption  of  abandonment  was  to 
be  thereafter  sufficient.  The  exception  is,  ''except  on  proof  of 
abandonment  to  the  public.''  Actual  abandonment  is  to  be 
proved.  It  is  no  longer  to  be  inferred  from  sales  or  use.  unless 
continued  for  more  than  two  years  before  the  application  for  a 
patent. 

This  statute  does,  therefore,  in  effect  declare  that  sales  and  use, 
with  the  consent  or  allowance  of  the  inventor,  are  one  thing ;  an 
intentional  abandonment  to  the  public  is  another  thing.  They 
may  exist  separately.     They  are  distinct  subjects  of  inquiry. 

This  being  so,  the  question  recurs  whether  it  has  been  made 
the  duty  of  the  Commissioner  to  institute  both  inquiries,  or  only 
one ;  and  if  one,  which  of  them ;  and  the  act  answers  this  ques- 
tion. He  is  directed  to  inquire  whether  the  alleged  invention 
had  been  in  public  use  or  on  sale,  with  the  consent  or  allowance 
of  the  patentee,  more  than  two  years  before  the  application 
for  a  p  itent.  This  is  all  the  patent  acts  require,  and  is  all  they 
allow. 

An  inquiry  whether  the  applicant,  though  there  have  not  been 
sales  or  use,  with  his  consent  and  allowance,  more  than  two  years 
before  the  application,  nevertheless  intentionally  abandoned  hb 
invention  to  the  public,  is  a  clear  and  manifest  excess  of  power. 
For  reasons  not  difficult  to  be  perceived.  Congress  has  reserved 
this  inquiry  as  to  the  actual  intent  of  the  inventor,  to  be  made  by 
a  judicial  tribunal,  proceeding  according  to  the  usual  course  of 
administering  justice. 

This  is  not  the  only  instance  in  which  Congress  has  made  the 
intent  of  the  applicant  essential  to  the  validity  of  his  patent,  but 
has  not  required  the  Commissioner  to  inquire  into  that  intent 

Among  the  inquiries  to  be  made  by  die  Commissioner  under 
the  seventh  section  of  the  act  of  1836  is  this  :  Whether  the  thing 
had  been  patented  or  described  in  a  printed  publication  in  a  for- 
eign country.  If  he  finds  that  it  had  not,  he  is  not  to  inquire 
whether  it  existed  in  a  foreign  country  before  the  alleged  inven- 
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tion.  And  yet,  under  the  first  proviso  in  the  fifteenth  section  of 
this  act,  the  defendant  may  show  that  it  existed  in  a  foreign  coun- 
try before  the  alleged  invention  by  the  patentee ;  and  then  the 
patentee  must  prove  not  only  that  he  was  an  inventor,  but  that 
when  he  applied  for  his  patent  he  believed  himself  to  be  the  origi- 
nal and  first  inventor.  Indeed,  looking  only  to  this  clause  of  the 
seventh  section  of  the  act  of  1836,  which  empowers  the  Commis- 
sioner to  inquire  whether  the  thing  was  in  public  use  or  on  sale 
with  the  consent  or  allowance  of  the  patentee,  and  considering 
what  the  state  of  the  law  then  was,  it  seems  to  be  a'necessary  in- 
ference that  the  broad  question  of  abandonment  was  not  intended 
to  be  submitted  to  the  Commissioner. 

The  law  was  then  settled,  and  so  continued  down  to  the  act  of 
1839,  that  if  the  invention  was  in  public  use  by  a  fraud  on  the 
patentee,  and  without  his  consent  or  allowance,  and  he  did  not 
immediately  assert  his  right  to  a  patent,  it  operated  as  an  aban- 
donment without  regard  to  his  intent.  (Shaw  v.  Cooper,  7 
Peters,  292.)  This  harsh  law  the  act  of  1839  was  designed  to  ab- 
rogate, but  it  existed  when  the  act  of  1836  was  passed ;  yet  that  act, 
instead  of  empowering  the  Commissioner  to  inquire  whether  the 
invention  was  by  any  means  in  public  use,  and  whether*  the  in- 
ventor immediately  asserted  his  right,  only  enabled  him  to  inquire 
whether  it  was  in  public  use  with  the  consent  or  allowance  (or,  as 
the  fifteenth  section  of  the  same  act  expresses  it,  the  consent  and 
allowance)  of  the  inventor.  How,  then,  can  it  be  that  he  may 
inquire  whether  it  had  been  in  public  use,  without  the  inventor's 
consent  and  allowance;  prior  to  the  application  ;  and  if  npt,  how 
was  the  question  of  abandonment  opened  to  inquiry  ?  The  truth 
is,  the  act  designed  that  one  decisive  mode  of  abandonment,  which 
involved  plain  and  palpable  facts,  should  be  inquired  into.  Other 
modes  of  abandonment,  depending  on  questions  of  fraud  and  in- 
tent, were  reserved  for  investigation  to  the  judicial  tribunals,  by 
whom  alone  they  can  be  properly  investigated.  Similar  considera- 
tions have  decisively  influenced  the  action  of  the  Lord  Chancellor  of 
England  in  granting  letters-patent.  The  practice  is  there  settled 
that  if  a  question  like  this  is  involved,  the  patent  is  to  be  issued, 
leaving  the  public  to  try  the  validity  of  the  patent  before  the  com- 
petent legal  tribunals,  (/n  re  Toulson's  Patent,  6  De  G.,  M.  & 
G.,  422;  In  re  Russell's  Patent,  2  De  G.,  M.  &  G.,  130;  In  re 
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Spence's  Patent,  32  Law  Times,  326.)  The  sensible  reason  as- 
signed is,  that  if  the  petitioner  is  right,  and  failed  in  his  applica- 
tion, he  has  no  remedy  ;  but  the  opponents  would  have  a  com- 
plete remedy  at  law. 

We  respectfully  submit  that,  for  the  above  reasons,  the  Com- 
missioner appears  to  have  erred  upon  the  first  point 

11.  That  the  date  in  reference  to  which  the  conduct  of  Wick- 
ersham  is  to  be  examined  is  not  the  date  of  his  original  but  of  his 
renewed  application. 

The  first  act  of  Wickersham  in  reference  to  this  subject  ap- 
pears in  the  printed  proofs,  pages  40  to  45,  inclusive.  His  peti- 
tion for  a  patent  bears  date  January  22d,  1850,  and  the  accom- 
panying specification  is  sworn  to  February  8th,  1850.  The  spe- 
cification and  drawings  were  returned  to  him  with  objections  in 
pencil  marks,  which  appear  on  page  45,  accompanied  by  a  letter 
from  the  Commissioner  under  date  of  February  20th,  1850,  on 
page  46.  Some  correspondence  followed;  and  on  the  15th 
of  March,  1850,  Wickersham  wrote  to  the  Office  and  sent  a 
corrected  specification  and  model.  (Pages  48  to  52.)  These  were 
returned  to  him,  with  a  letter  from  the  Commissioner  of  April  5th, 
1850,  containing  a  statement  that,  so  far  as  his  claims  can  be  un- 
derstood from  his  papers  and  model,  none  of  them  present  any- 
thing patentable  but  the  first.  (See  page  53.)  It  should  be 
noted  that  this  **  first"  is  not  either  of  the  subjects  now  in  ques- 
tion. So  that  this  letter  of  the  Commissioner  informed  Wicker- 
sham that  neither  of  the  subjects  now  in  question  was  patentable, 
so  far  as  he  had  developed  them  in  his  papers  and  model.  That 
this  was  a  mistake,  must  now  be  conceded ;  for  the  report  we  are 
now  considering  shows  clearly  that  the  two  things  for  which 
Wickersham  is  now  soliciting  letters-patent  were  sufficiently  de- 
scribed ;  and  that  they  are  patentable,  is  no  longer  doubted. 

Controlled  by  this  decision  of  the  Commissioner,  Wickersham, 
who  was  a  very  poor  man,  and  entirely  ignorant  of  thk  kind  of 
business,  withdrew  his  application  and  received  back  his  money. 

The  application  of  Wickersham  was  renewed  on  the  6th  of 
October,  1858,  and  forms  the  subject  of  this  appeal. 

Upon  these  facts,  the  question  arises  whether  the  words  of  the 
seventh  section  of  the  act  of  Congress  of  July  4th,  1836,  "prior 
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to  the  application/'  refer  to  the  original  application  for  a  patent 
for  this  invention  or  to  the  renewal  of  that  application. 

Upon  this  question,  the  report,  confirmed  by  the  Acting  Com- 
missioner, refers  to  the  opinion  of  Judge  Morsell  in  Mowry  v. 
Barber  {ante,  p.  563)  ;  as  to  which  it  is  suggested  that  the  learned 
judge  seemed  to  regard  the  renewed  application  as  the  date 
referred  to  by  the  act ;  but  it  is  not  suggested  that  the  learned 
judge  investigated  the  point.  Reference  is  also  made  to  an  opinion 
of  Judge  Leavitt ;  but  it  is  very  clear  that  the  learned  judge  made 
no  decision  of  this  question,  because  he  found  that  the  original 
application  had  never  been  withdrawn.  The  report  adds  that  its 
authors  have  failed  to  find  ayn  authoritative  decision  of  the  courts 
which  recognizes  a  distinction  between  a  first  and  a  second 
application. 

Now  if,  in  a  case  like  this,  the  application  referred  to  is  not  the 
original  application,  which  it  is  now  admitted  did  sufficiently 
disclose  a  patentable  subject,  and  which  failed  to  take  effect  by 
reason  of  a  mistake  of  a  public  officer  charged  with  the  duty  of 
giving  effect  to  it,  but  what  the  law  refers  to  is  a  renewal  of  that 
application,  rendered  necessary  by  that  mistake,  and  so  the 
inventor  has  lost  his  just  right,  every  just  mind  must  regret  that 
the  law  of  the  case  and  the  justice  of  the  case  are  so  widely 
different  from  each  other.  I  respectfully  submit,  upon  authority 
and  reason,  that  the  law  is  not  open  to  this  reproach. 

In  Grant  v,  Raymond,  6  Peters,  218,  the  question  was  whether 
the  Secretary  of  State  could,  on  the  application  of  the  inventor, 
accept  a  surrender  of  a  patent,  invalid  by  reason  of  a  mistake 
made  by  the  inventor  in  his  specification,  and  upon  such  appli- 
cation issue  letters-patent  on  a  new  and  corrected  specification. 
This  was  in  1825,  before  any  act  of  Congress  had  made  specific 
provision  upon  the  subject.  It  was  argued  that  the  new  patent 
must  issue  on  the  new  specification,  and  on  the  application  which 
accompanied  it ;  and  that  as  the  invention  had  been  in  use,  with  the 
consent  of  the  patentee,  before  the  second  application  on  which 
the  new  patent  issued,  the  new  patent  would  be  invalid.  In  other 
words,  the  argument  was  the  same  as  is  made  against  Wicker- 
sham — ^that  when  the  act  speaks  of  the  thing  being  not  known  or 
used  "before  the  application"  it  means  the  application  on  which 
the  patent  actually  issues.    But  the  Supreme  Court  decided  other- 
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wise,  and  held  that  the  application  on  which  the  patent  actually 
issued  might  be  considered  as  appended  to  the  original  application, 
and  that  the  law  was  satisfied  if  the  thing  was  not  known  or  used 
before  the  original  application. 
'  The  case  of  Wilder  v,  Edwards  etal.  came  on  for  trial  before  the 
late  Mr.  Justice  Woodbury  and  a  jury  at  the  October  term  1848, 
in  Boston.  The  undersigned  was  of  counsel  for  the  plaintiff;  Mr. 
Choate  and  Mr.  R.  H.  Dana  were  for  the  defendant. 

Among  the  defenses  set  up  to  invalidate  the  patent  was  the 
sale  by  the  patentee  himself  of  the  thing  patented  more  than 
two  years  before  his  application.  It  appeared  that  Fitzgerald, 
the  inventor  and  patentee,  applied  for  a  patent  on  the  ist  day  ol 
April,  1836;  that  after  some  correspondence  with  the  Patent 
Office  he  failed  to  obtain  a  patent,  the  Commissioner  expressing 
an  opinioY)  that  his  alleged  invention  was  not  patentable ;  that  he 
was  a  poor  man,  and,  influenced  by  his  want  of  money  and 
the  opinion  of  the  Commissioner,  he  withdrew  his  application 
and  received  back  his  money  in  September,  1837 ;  that  he 
renewed  his  application  on  the  nth  day  of  April,  1839,  and  was 
successful  in  obtaining  a  patent.  And  it  was  proved  beyond  a 
question  that  more  than  two  years  before  the  application  on 
which  the  patent  issued  he  had  made  numerous  sales  and  that  the 
invention  had  gone  into  use.  Mr.  Justice  Woodbury  held  that 
upon  these  facts,  if  found  by  the  jury,  the  two  years  were  to  be 
computed  from  the  original  application ;  and  the  patent  was  sus- 
tained. The  defendants  took  a  bill  of  exceptions,  a  copy  of 
which,  stating  the  facts  and  rulings,  accompanies  this  argument, 
for  the  more  full  information  of  the  court.  No  writ  of  error  was 
prosecuted,  and  the  case  is  not  reported. 

The  same  patent  came  before  Mr.  Justice  Nelson  and  a  jury  in 
New  York.  The  same  facts  appeared  and  the  same  ruling  was 
made,  as  I  was  informed  by  Mr.  Staples,  who  was  one  of  the 
counsel.  A  note  from  Mr.  Justice  Nelson  on  the  subject  accom- 
panies this  argument. 

These  decisions  of  two  eminent  judges  of  the  Supreme  Court 
specially  conversant  with  the  patent  laws  of  the  United  States 
are  exactly  in  point. 

Counsel  is  unable  to  perceive  why  that  construction  which 
the  Supreme  Court  placed  on  the  same  words  where  a  second 
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application  became  necessary  by  reason  of  a  mistake  of  the 
patentee  himself  should  not  be  adopted  where  the  second 
application  is  rendered  necessary  through  the  mistake  of  the 
public  officer  charged  with  the  dutj^  of  securing  the  rights  of  the 
inventor.  If,  as  Chief  Justice  Marshall  says,  (i  Peters,  242,)  to 
correct  even  the  mistake  of  the  patentee  is  indispensably  neces- 
sary to  the  execution  of  the  solemn  promise  of  the  United  States, 
how  much  more  strongly  must  a  sense  of  justice  plead  against 
the  taking  advantage  by  the  public  of  a  mistake  made  by  its  own 
officer.  Nor  can  the  public  receive  any  injury  from  this  con- 
struction. It  may  be  suggested  that  if  the  patentee  may  sell 
after  his  original  application  he  may  lie  by,  and  thus  protract  his 
exclusive  right.  To  this  it  is  sufficient  to  reply  that  if  he  does 
not  withdraw  his  original  application,  the  time  when  he  is  to 
receive  his  patent  depends  on  the  action  of  the  Commis- 
sioner, and  not  on  the  will  of  the  applicant ;  and  that  if  he  does 
withdraw  it,  and  makes  sales,  his  conduct  is  open  to  inquiry  by 
every  court  into  which  he  brings  his  patent ;  and  if  it  shall  appear 
to  have  been  such  as  to  amount  to  an  abandonment,  his  right  is 
destroyed.  The  public  are  therefore  protected  as  fully  as  Con- 
gress intended;  and  at  the  same  time  the  just  rights  of  the 
patentee  and  the  public  faith,  which  is  pledged  for  their  protec- 
tion, are  not  forfeited  by  mistake. 

There  is  nothing  in  the  language  of  this  act  of  1836,  any  more 
than  of  the  prior  act,  construed  by  the  Supreme  Court  in  Grant 
V.  Raymond,  which  conflicts  with  this  construction.  *  *  The  appli- 
cation'* may  refer  to  the  original  application,  or  to  the  renewal 
thereof.  Either  will  satisfy  the  words.  Good  faith  and  a  just 
regard  to  the  rights  of  the  inventor  and  the  spirit  in  which  the 
patent  laws  have  been  made  and  should  be  construed,  all  require 
that  where  the  renewed  application  was  rendered  necessary  by 
mistake,  and  especially  by  a  mistake  of  the  Commissioner,  the 
original  application  should  be  deemed  to  be  referred  to. 

If  the  court  should  be  with  us  on  the  preceding  points,  it  is  not 
necessary  to  inquire  further,  because,  if  the  broad  question  of 
abandonment  was  not  opened  by  the  law  to  the  Commissioner, 
but  only  the  question  whether  the  thing  was  in  public  use  or  on 
sale,  with  the  consent  and  allowance  of  the  applicant,  for  two  years 
before  his  original  application,  there  can  be  no  pretense  for  refus- 
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ing  a  patent  to  Wickersham,  since  there  were  no  sales  and  no  use 
before  that  application.  But  if  both  these  questions  should  be 
decided  against  the  views  here  maintained,  then  it  must  be  con- 
sidered— 

III.  Whether  the  evidence  shows  Wickersham  intentionally 
abandoned  his  invention  to  the  public. 

It  must  be  admitted  the  presumption  is  strong  that  no  man 
intends  to  abandon  anything  he  owns.  This  presumption  may 
be  overcome  by  proof ;  but  the  proof,  to  encounter  it  and  work 
a  forfeiture  of  the  right,  should  be  so  clear  and  so  strong  as  to 
enable  the  court  to  see  clearly  that  Wickersham  has  intended  to 
do  something  for  which  he  had  no  motive  and  which  men  in 
general  very  rarely  do.  (See  Wyeth  v.  Stone,  i  Story's  R.,  280; 
Curtis  on  Patents,  sec.  57.)  The  question  here  is  not  whether, 
under  the  influence  of  one  motive  or  another,  he  did  or  omitted 
to  do  something  from  which  the  law  will  infer  abandonment ;  that 
is  to  be  considered  under  another  head;  but  the  inquiry  is 
whether  he  purposely  and  intentionally  ceded  and  gave  up  to 
the  public  that  which  he  knew  belonged  to  himself.  To  make 
an  ordinary  grant  effectual,  the  minds  of  the  grantor  and  grantee 
must  meet — ^the  one  accepting,  the  other  ceding,  the  subject  of  the 
grant.  In  this  case  it  is  sufficient  that  the  inventor  should  intend 
to  give  to  the  public  his  invention.  Was  there  any  such  intent 
on  the  part  of  Wickersham  ?  There  are  some  facts  shown  by 
the  evidence  which  have  a  material  bearing  on  this  inquiry. 

Wickersham  is  shown  to  have  been  very  poor  and  much  em- 
barrassed from  1849  to  the  time  of  this  application.  This  is  proved 
by  numerous  witnesses,  who  speak  to  decisive  facts.  ♦  *  ♦ 
The  truth  is,  that  though  temperate  and  frugal,  he  was  not  only 
very  poor,  but  very  much  embarrassed.  He  was  dependent  on 
his  labor  for  his  daily  bread ;  yet  he  spent  his  time  and  means  in 
making  and  perfecting  inventions ;  and,  like  most  inventors,  when 
he  had  completed  one,  he  was  impelled  by  a  sort  of  fate,  which 
often  controls  such  minds,  to  bestow  his  thoughts  and  labor  on 
another,  picking  up  from  some  of  them  as  well  as  he  could  a  pre- 
carious subsistence.  He  had  applied  for  a  patent  for  the  improve- 
ments now  in  question  in  1850;  he  was  too  poor  to  employ  a 
person  skilled  in  the  art  to  make  his  specification  and  drawings ; 
he  was  told  by  the  Commissioner  they  were  unintelligible ;  he 
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saw  it  would  be  useless  for  him  to  repeat  the  trial,  and  he  had 
not  means  to  have  others  to  try  for  him ;  he  submitted  to  the 
disappointment  as  well  as  he  could,  and  went,  as  he  was  obliged 
to  do,  about  something  else  with  which  his  brain  was  teeming 
and  from  which  he  hoped  for  bread.  When  it  is  remembered 
that  he  was  entitled  to  a  patent,  and  ought  to  have  had  one,  and 
would  have  had  one  but  for  the  want  of  attention  or  discernment 
of  the  Commissioner,  it  does  seem  that,  as  between  him  and  the 
public,  it  would  be  but  bare  justice  to  make  all  reasonable  pre- 
sumptions in  his  favor ;  that  astuteness  in  picking  flaws  in  such  a 
title  is  hardly  consistent  with  the  public  faith ;  and  that,  least  of 
all,  should  inferences  against  him  be  drawn  from  the  evidence 
which  are  not  necessary  or  even  reasonably  consistent  with  the 
proofs.  The  thing  to  be  proved  is  that  he  intended  to  abandon 
his  invention  to  the  public.  There  is  no  direct  and  positive  evi- 
dence of  this  intention.  Circumstances  are  relied  on  to  prove  it. 
These  circumstances  are — i.  His  lying  by  for  such  a  length  of  time. 
2.  The  fact  that  these  improvements  were  patented  by  Singer 
and  put  in  use  by  him.  3.  The  presumption  that  Wickersham 
knew  they  were  thus  patented  and  put  in  use.  4.  The  evidence 
that  he  had  forgotten  these  improvements. 

Now,  there  are  two  cardinal  rules  respecting  circumstantial 
evidence.  The  first  is,  that  each  circumstance  relied  on  must  be 
proved  to  have  existed ;  the  second,  that  each  circumstance  sepa- 
rately, and  all  collectively,  must  not  only  be  consistent  with  the 
hypothesis  to  be  proved,  but  not  reasonably  consistent  with  any 
other  hypothesis.  By  the  light  of  these  rules  let  us  examine  these 
circumstances.  Each  and  all  of  them  are  as  consistent  with,  and 
as  fully  accounted  for,  by  his  inability  during  that  period  further 
to  prosecute  his  claim,  as  with  his  wish  and  intention  to  abandon  it 
to  the  public.  If  he  was  poor  and  embarrassed  to  the  extent  shown, 
if  he  was  forced  by  his  genius  and  wants  to  go  from  one  project 
to  another,  how  does  this  compulsory  cessation  of  his  efforts  and 
withdrawal  of  his  mind  from  what  he  had  perfected  prove  his 
intention  to  give  it  away. 

But  suppose  Wickersham  did  get  knowledge  of  Singer's  acts — 
for  Singer  alone  put  these  improvements  in  use — how  does  it 
tend  to  prove  an  intentional  abandonment  to  the  public  that  the 
first  inventor  knows  that  a  subsequent  inventor  has  patented  the 
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invention  and  is  using  and  selling  it?  I  can  perceive  how  such 
acquiescence,  when  carried  far  enough,  may  amount  to  an  im- 
plied license  to  the  particular  person  who  thus  acts,  as  was  held 
in  McClurg  v.  Kingsland,  i  How.  R. ;  but  how  is  it  any  acquies- 
cence in  the  use  by  the  public  ?  The  second  inventor  is  claiming 
an  exclusive  right  The  public  are  not  in  possession.  It  is  a 
question  between  two  inventors,  and  not  between  one  of  them 
and  the  public,  who  neither  claim  nor  enjoy  any  right  to  use  the 
thing.  An  intention  to  dedicate  to  the  public  a  right  belonging 
to  the  inventor  may  sometimes  be  inferred  from  his  acquiescence 
in  the  enjoyment  by  the  public  of  his  right ;  but  how  it  is  to  be 
inferred  when  the  public  have  never  enjoyed  it,  I  am  not  able  to 
perceive.  But  suppose  this  not  sufficient ;  still  the  inability  of 
Wickersham  to  act,  by  reason  of  his  proverty,  becomes  still  more 
marked  and  satis&ctory  when  it  is  remembered  that  what  he  had 
to  do  was  not  merely  to  obtain  means  to  solicit  his  patent,  but  to 
carry  on  a  contest  with  Singer,  a  man  of  known  wealth  and  influ- 
ence, and  who  had  already  obtained  a  patent  for  the  same  things. 
Wickersham  was  utterly  unable  to  do  this,  and  would  have  con- 
tinued so  if  he  had  not  been  at  last  able  to  satisfy  those  who  have 
means  of  the  value  of  the  invention  and  the  justice  or  legality  of 
his  claims.  Great  stress  is  laid  by  the  report  upon  the  &ct  that 
Wickersham  did  not  tell  Potter  in  1856  that  he  had  made  these 
particular  improvements,  and  had  then  apparendy  forgotten  them ; 
and  it  is  asked  how  this  consists  with  his  intending  to  recover  the 
rights  abandoned  in  185 1.  If  it  be  assumed  that  these  rights  were 
abandoned  in  1851,  no  further  inquiry  is  necessary.  Whatever 
may  have  been  his  strength  of  memory  or  persistency  of  intention, 
rights  once  abandoned  to  the  public  could  not  be  recovered.  If 
it  be  assumed  that  a  man  intends  to  abandon  all  rights  which  he 
does  not,  at  some  particular  time,  remember  he  owns,  then  the 
inquiry  is  important ;  but  if  the  continued  ownership  of  property 
does  not  depend  on  the  strength  of  memory  of  him  who  created 
it ;  if  it  does  not  become  public  simply  because  by  a  visitation  of 
Providence,  or  from  natural  constitution  of  mind  and  the  pressure 
of  want  and  cares,  the  creator  of  property  has  ceased  to  remem- 
ber its  existence, —  then  the  inquiry  does  not  seem  to  be  important 
This  is  not  a  case  in  which  continual  claim  must  be  made  to  pre- 
serve a  right.    The  inventor  need  make  no  claim  until  years  after 
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his  invention,  nor  at  all,  unless  the  public  gets  into  possession,  nor 
then,  till  after  the  lapse  of  one  year  and  three  hundred  and  sixty- 
four  days.  And  how  can  he  be  said  to  have  intended  to  abandon 
what  he  does  not  remember  he  owns  ? 

[The  remainder  of  the  argument  upon  this  head  has  been 
omitted.] 

Mr.  Chas.  M.  Keller,  for  the  appellee,  filed  the  following 
brief  in  reply : 

It  will  be  contended  on  the  part  of  the  appellee  that  the  statute 
confers  upon  the  Commissioner  of  Patents  full  authority  to  refuse 
the  grant  of  letters-patent  when  he  is  satisfied  that  the  applicant, 
being  the  original  and  first  inventor,  has  by  any  act,  either  of  in- 
tention or  neglect,  suffered  his  invention  to  pass  to  the  public. 

The  scope  and  purpose  of  the  statute  is  to  confer  upon  the 
Commissioner  authority  to  grant  letters-patent  only  to  those  who 
can  legally  hold  them  when  granted ;  and  if  the  Commissioner  of 
Patents  be  possessed  of  any  fact  on  the  examination  of  an  appli- 
cation which  in  judgment  of  law  would,  in  a  court  of  law  or 
equity,  invalidate  letters-patent  when  granted,  it  is  his  duty,  under 
the  statute,  to  refuse  the  grant. 

The  intention  of  Congress  in  enacting  the  existing  patent  laws 
is  best  ascertained  by  a  comparison  of  the  existing  with  the  re- 
pealed statutes  and  by  a  review  of  such  of  the  defects  of  the  old 
statutes  as  led  to  the  repeal  of  them  by  Congress. 

Under  the  acts  of  Congress  in  force  prior  to  July  4th,  1836. 
there  was  no  adjudication  of  the  claimant's  right  to  receive  a  pat- 
ent as  prayed  for,  except  in  the  case  of  interfering  applications. 
In  such  cases  the  right  to  receive  the  patent  was  first  determined 
by  arbitration.     (Act  of  1793,  sec.  9.) 

The  granting  of  letters-patent  in  all  other  cases  was  purely  a 
ministerial  act,  and  the  sole  duty  was  simply  to  see  that  certain 
formal  requirements  of  the  statute  were  complied  with,  such  as 
tke  payment  of  the  duty,  the  presentation  of  a  petition,  sworn 
specification,  and  drawii^.  The  theory  of  the  law  prior  to  the 
act  of  1836  was  that  the  declaration  of  the  applicant  that  he  was 
the  true  and  first  inventor,  and  that  he  had  fairly  distinguished 
his  invention  from  all  other  things  before  known,  should  be  suffic- 
ient evidence  to  justify  the  issuing  of  letters-patent,  the  validity 
42 
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of  the  grant  being  dependent  upon  the  truth  of  these  allegations, 
to  be  determined,  as  at  present  in  England,  by  judicial  proceed- 
ings whenever  the  j>atentee  should  seek  to  enforce  his  patent. 
It  never  was  in  contemplation  of  law  that  any  one  should  re- 
ceive a  patent  under  a  state  of  facts  which,  if  put  in  evidence  in  a 
judicial  proceeding,  would  invalidate  it ;  and  the  acts  of  Congress 
prior  to  the  act  of  1836  merely  established  that  the  ex-parU 
declaration  of  the  applicant  should  be  received  as  evidence  suffi- 
cient to  make  the  grant.  But  in  the  case  of  conflicting  applica- 
tions, as  both  statements  could  not  be  true,  it  was  necessary  to 
determine  by  arbitrament  which  was  true.  The  arbitrators  ap- 
pointed for  the  purpose  were  clothed  with  full  powers  to  determine 
which  should  receive  the  patent.  It  will  be  seen  presently  that 
this  has  an  important  bearing  upon  the  questions  under  discussion. 
This  mode  of  granting  patents  was  attended  with  many  e\ils, 
and  I  will  refer  to  one  only,  as  that  will  be  sufficient  for  the  pur- 
poses of  the  argument. 

The  grant  of  letters-patent  to  any  one  upon  a  mere  ex-parU 
declaration  resulted  in  numerous  grants  which  were  utterly  void; 
but,  nevertheless,  such  patents  conferred  upon  the  patentees  the 
right  of  action  against  any  one  who  should  be  found  using  the 
things  so  patented ;  and  in  many  instances  patents  so  obtained 
were  used  to  oppress  the  community  by  threats  of  prosecution  for 
infringement ;  and  as  litigation  in  such  matters  is  attended  with 
serious  expense,  it  frequently  occurred  that  large  sums  were  paid 
to  avoid  the  heavy  expenses  and  trouble  of  litigation.  (See  the 
report  of  H.  L.  Ellsworth,  superintendent  of  the  Patent  Office,  and 
the  report  of  the  Senate  committee  for  the  session  of  1835  and 

1836.) 

The  act  of  July  4th,  1836,  inaugurated  a  new  system  direcdy 
the  reverse  of  this.  It  conferred  upon  the  Executive  branch  of 
the  Government  authority  to  determine  before  granting  letters- 
patent  whether  the  party  making  application  therefor  is  legally 
entitled  to  hold  such  a  grant — authority  to  adjudicate  the  applica- 
tion, not  only  as  between  the  applicant  and  the  public,  but  also  as 
between  conflicting  claimants.  And  to  guard  against  Executive 
error  or  oppression,  the  acts  of  Congress  have  put  this  adjudicat- 
ing Executive  authority  under  the  supervision  of  the  judiciar)- ; 
for,  by  reference  to  the  statute,  it  will  be  seen  that  any  and  all 
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adjudicating  acts  of  the  Commissioner  can  be  brought  by  appeal 
or  by  bill  in  equity  under  judicial  supervision.  (Act  of  July  4th, 
1836,  sees.  7,  8,  16;  Act  of  March  3d,  1839,  sees.  10,  11.) 

It  is  contended  on  the  part  of  the  appellant  "  that  the  Commis- 
sioner can  have  no  jurisdiction  save  what  has  been  conferred  by 
some  act  of  Congress."  This  is  granted  ;  but  the  scope  of  the 
jurisdiction  so  conferred  is  to  be  determined  by  a  fair  construction 
of  the  act ;  and  in  doing  this,  it  is  important  to  ascertain  the  in- 
tention of  Congress  in  giving  the  jurisdiction.  In  this  inquiry  the 
history  of  the  act  itself  and  the  provisions  of  previously-existing 
acts  have  an  imp>ortant  bearing — nay,  these  are  indispensable  to  a 
sound  construction. 

Now,  as  it  was  obviously  the  intention  of  Congress,  as  mani- 
fested by  the  act  itself,  as  well  as  by  the  history  of  its  enactment,  to 
test  the  right  of  a  party  to  letters-patent  before  making  the  grant, 
it  is  a  fair  presumption  that  the  Commissioner  of  Patents,  who 
primarily  is  to  execute  this  congressional  will,  is  clothed  by  the 
statute  with  full  authority  for  the  purpose.  To  say,  in  view  of 
this  obvious  intendment  of  the  statute,  that  the  Commissioner  of 
Patents  is  bound  to  make  a  grant  with  full  knowledge  that  when 
made  it  will  be  invalid,  is  to  assert  that  the  statute  is  a  contradic- 
tion. If  the  letter  of  the  statute  were  so  contradictory  by  well- 
established  rules  of  law,  it  would  become  a  duty  so  to  construe  its 
several  provisions  as  to  make  them  harmonize  with  the  general 
scope  and  purpose  ;  but  on  review  it  will  be  found  that  there  are 
no  such  contradictions. 

The  seventh  and  the  fifteenth  section  of  the  act  of  1836 — the 
one  defining  the  grounds  on  which  the  Commissioner  may  grant 
or  refuse  to  grant  letters-patent,  and  the  other  enumerating  the 
defenses  which  may  be  set  up  in  an  action  under  letters-patent — 
will  be  found  to  accord  in  all  substantial  respects,  except  so  far  as 
the  fifteenth  section  provides  for  defenses  arising  out  of  the  acts 
of  the  patentee  after  the  grant  of  the  letters-patent.  Neither  of 
these  sections  enumerate  intentional  abandonment  as  a  bar 
either  to  the  grant  or  to  the  validity  of  letters-patent,  and  yet 
abandonment  is  recognized  as  a  good  defense,  and  so  the  courts 
have  repeatedly  ruled.  This  defense,  although  not  enumerated 
among  the  defenses  in  the  fifteenth  section,  necessarily  grows  out 
of  the  nature  of  the  grant,  and  is  a  part  of  the  common  law. 
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What  has  been  given  to  the  public  cannot  be  recalled  without 
the  consent  of  the  public,  who  have  been  made  the  recipients  of 
the  gift.  What  has  passed  to  the  public  the  courts  cannot  adjudge 
to  belong  to  the  former  proprietor.  By  the  same  process  of  rea- 
soning, after  an  inventor  has  permitted  his  invention  to  pass  to 
the  public,  it  is  not  in  the  power  of  the  Commissioner  to  confer  it 
upon  a  private  individual.  That  would  confer  upon  the  Com- 
missioner power  to  grant  the  most  odious  of  all  monopolies. 

The  grant  of  letters-patent  is  in  the  nature  of  a  contract  be- 
tween the  inventor  on  one  hand  and  the  public  on  the  other. 
The  protection  of  the  Government  is  pledged  for  the  period  of 
fourteen  years,  in  return  for  an  invention,  which  is  to  pass  to  die 
public  at  the  end  of  that  term.  But  if  the  invention,  by  abandon- 
ment, has  already  passed  to  the  public,  the  inventor  has  no  con- 
sideration to  give ;  he  is  not  in  a  condition  to  initiate  the  con- 
tract. 

The  Commissioner,  before  making  the  grant,  must  be  satisfied 
that  the  invention  which  the  applicant  claims  is  his ;  not  simply 
that  he  first  invented  it,  but  that  it  is  his  at  the  time  of  making  the 
contract.  This  is  a  condition  precedent  which  the  Commissioner 
cannot  disregard. 

But  it  may  be  said  all  this  is  true  as  regards  the  validity  of 
the  patent  after  it  shall  have  been  granted,  but  the  seventh  section 
does  not  give  the  Commissioner  jurisdiction  of  this  matter.  We 
know,  however,  that  it  is  not  made  a  matter  of  defense  by  the 
statute,  and  yet  the  courts  have  taken  jurisdiction,  and  have 
always  held  abandonment  to  be  sufficient  to  void  a  patent  It 
grows  out  of  the  nature  of  the  property,  and  it  is  as  necessarj'  a 
condition  to  a  claim  for  a  patent  as  it  is  to  the  legality  of  the 
grant  when  made. 

The  differences  between  the  seventh  and  the  fifteenth  sections, 
as  I  have  before  stated,  are  merely  formal,  with  the  exception 
before  stated. 

According  to  the  terms  of  the  seventh  section,  the  Commissioner 
shall  make  an  examination,  not  merely  of  the  alleged  invention, 
but  of  the  alleged  '*  new  invention  or  discovery.*'  The  applicant 
must  allege,  not  only  that  it  is  his  invention,  but  that  it  is  new ; 
and  this  is  a  necessary  averment  of  the  application.  Now,  can  it 
be  pretended  that  the  Commissioner  has  no  authority  to  inquire 
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whether  this  averment  be  true  ?  Suppose  Robert  Fulton  to  be 
now  living,  and  that  he  should  make  application  for  a  patent  for 
his  invention  of  the  steamboat,  which  he  never  did  patent.  He 
could  allege  with  truth  that  it  was  his  invention,  but  not  that  it 
was  a  new  invention.  On  examination,  the  Commissioner  would 
refer  him  to  the  history  of  the  past  fifty  years  for  evidence  that 
he  was  not  the  first  Inventor,  and  that  if  he  was,  he  had  suffered 
it  to  go  into  public  use.  If  to  this  he  should  reply  by  evidence, 
"  I  invented  it  in  the  year  1801,  made  numerous  experiments,  and 
then  necessity  compelled  me  to  leave  for  Japan,  where  I  have 
been  until  lately" — on  these  facts  the  Commissioner  would  be 
compelled  to  grant  a  patent,  according  to  the  construction  of 
the  act  urged  on  the  part  of  the  appellant.  But  on  a  reasonable 
construction  of  the  act  the  Commissioner  could  avoid  this  obvious 
wrong  to  the  public  on  the  ground  that,  although  his  invention, 
it  is  not  neWy  and  cannot  be  truthfully  alleged  to  be  new ;  and 
having  been  abandoned  to  the  public,  was  no  Longer  his,  and 
could  not  be  secured  to  him  without  taking  from  the  public  that 
which  they  had  long  possessed. 

It  will  be  observed  that  the  phraseology  of  the  seventh  section 
is  peculiar:  "  Shall  make  an  examination  of  the  alleged  new  inven- 
tion or  discovery;  and  having  examined  into  the  truth  of  this 
allegation,  if,  on  any  such  examination,  it  shall  not  appear,"  &c. 
He  is  then  to  proceed  to  the  other  inquiries,  all  of  which  go  to 
show  that  it  was  the  obvious  intention  of  Congress  to  give  to  the 
Commissioner  the  same  jurisdiction  over  the  claim  to  a  patent 
which  the  courts  exercise  over  the  validity  of  the  grant  when 
made. 

The  leading  argument  of  the  distinguished  counsel  for  appel- 
lant on  this  reason  of  appeal  is  that  the  authority  of  the  Commis- 
sioner on  the  question  of  abandonment  is  derived  from  the  seventh 
section  of  the  act  of  1836,  and  that  it  is  limited  to  the  inquiry 
whether  the  alleged  invention  "  had  been  in  public  use  or  on  sale, 
with  the  applicant's  consent  or  allowance,  prior  to  the  application ; 
and  that  by  the  seventh  section  of  the  act  of  1839  this  was 
enlarged  to  a  period  not  exceeding  two  years  before  the  applica- 
tion." He  argues  that  the  enlarging  provision  of  this  section  of 
the  act  of  1839  applies  to  the  jurisdiction  of  the  Commissioner, 
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but  that  the  limitation  expressed  by  the  words  "except  on  proof 
of  abandonment  of  the  invention  to  the  public  "  does  not  apply. 

Now,  upon  this  distinction  I  beg  to  take  issue.  The  position 
of  the  counsel  is  unsound  in  law,  and  the  argument  in  support  of 
it  illogical.  Th^  whole  tenor  of  the  argument  is  that  the  statute 
presents  two  distinct  subjects  of  inquiry,  namely,  the  one  being 
public  sale  and  use,  with  the  consent  and  allowance  of  the  inventor, 
and  the  other  intentional  abandonment ;  and  that  the  Commis- 
sioner is  directed  to  make  the  inquiry  where  there  have  been 
sales  or  use,  with  the  consent  and  allowance  of  the  applicant,  more 
than  two  years  before  the  application,  but  that  the  inquiry  by 
him  into  the  question  of  intentional  abandonment  is  a  clear  and 
manifest  excess  of  power  ;  that  Congress  reserved  this  inquir>'  to 
be  made  by  a  judicial  tribunal. 

It  will  be  seen  that,  so  far  as  regards  the  question  of  abandon- 
ment in  the  act  of  1836,  the  provisions  of  the  seventh  and  fifteenth 
sections  are  identical.  If  on  examination  the  Commissioner  finds 
that  the  invention  was  in  public  use  or  on  sale,  with  the  inventor's 
consent  and  allowance,  before  the  application,  he  is  required  to 
refuse  the  grant;  and  the  same  facts  are  constituted  a  1^ 
defense  in  an  action  under  letters-patent. 

The  point  made  on  the  other  side  is  that  the  Commissioner  can 
exercise  no  power  not  expressly  conferred  by  the  statute.  If  that 
be  true  as  to  the  power  to  reject,  it  must  be  equally  true  as  to  the 
power  to  grant.  Of  this  there  can  be  no  doubt ;  but  if  ques- 
tioned, a  simple  reference  to  the  seventh  section  will  show  that 
the  two  powers  are  equally  granted. 

Now  it  will  be  observed  that  the  learned  counsel  not  only 
admits,  but  insists,  that  by  the  provisions  of  the  seventh  section  ot 
the  act  of  1839  the  authority  of  the  Commissioner  to  refiise  the 
grant  by  reason  of  public  use  or  sale  is  modified ;  that  instead  of 
rejecting  the  application,  if  he  finds  that  there  was  a  public  use  or 
sale  before  the  application,  he  must  now  find  that  such  public  use 
or  sale,  with  consent  or  allowance,  was  for  more  than  tfto  years 
before  the  application.  Turning  to  the  seventh  section  of  the  act 
of  1839,  it  will  be  found  that  it  contains  no  reference  in  terms  to 
the  jurisdiction  of  the  Commissioner.  After  enacting  that  any 
person,  &c.,  who  shall  have  purchased  or  constructed  any  ma- 
chine prior  to  the  application  for  a  patent  shall  continue  to  exer- 
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else  the  right  to  use  and  vend  the  said  machine  without  liabiUty 
to  the  inventor,  the  section  proceeds :  "And  no  patent  shall  be 
held  to  be  invalid  by  reason  of  such  purchase,  sale,  or  use  prior 
to  thf  application  for  a  patent,  as  aforesaid,  except  on  proof  of 
abandonment  of  such  invention  to  the  public,  or  that  such  pur- 
chase, sale,  or  prior  use  has  been  for  more  than  two  years  prior 
to  such  application  for  a  patent.  *  *  The  letter  of  the  whole  of 
this  clause  relates  to  the  validity  of  letters-patent.  "And  no 
patent  shall  be  held  to  be  invalid  by  reason  of  such  purchase," 
&c.  But  notwithstanding  this  limitation  to  patents,  the  learned 
counsel  knew  full  well  that  the  spirit  of  this  clause  is  equivalent 
to  a  repeal  of  a  portion  of  the  stringent  provisions  of  the  act  ol 
1836,  and  that  by  force  of  construction  it  would  be  construed  as 
being  applicable  to  the  jurisdiction  of  the  Commissioner  under 
the  seventh  section  of  the  act  of  1836,  as  well  as  to  the  defenses 
provided  under  the. fifteenth  section  of  that. act;  for  it  would  be 
absurd  to  suppose  that  Congress,  in  enacting  an  amendment  to 
the  act  of  1836,  providing  that  thereafter  no  patent  should  be 
held  void  because  of  a  public  use  or  sale  before  the  application, 
except  on  proof  that  such  public  use  or  sale  has  been  for  more 
than  two  years  before  the  application,  and  at  the  same  time 
require  the  Commissioner  to  continue  to  reject  applications  for 
patents  when  he  finds  that  there  has  been  any  public  use  or  sale 
before  the  application.  No  such  inconsistency  can  be  presumed 
of  any  act ;  and  in  this  respect  the  learned  counsel  for  appellant 
fiilly  concurs  with  the  views  I  am  endeavoring  to  present ;  but 
beyond  this  it  appears  we  are  at  issue.  He  divides  the  clause  in 
question,  and  makes  two  separate  provisions  of  it,  and  by  a  sin- 
gular mode  of  construction  makes  one  of  them,  and  not  the  other, 
modify  the  seventh  or  jurisdiction  section  of  the  act  of  1836,  and 
the  other  two  as  modifying  the  fifteenth  or  defense  section ;  and 
although  he  supports  this  singular  construction  by  a  very  ingen- 
ius  argument,  he  is  careful  not  to  refer  to  any  known  rule  of 
construction  in  support  of  his  views.  He  says  that  this  act  of 
1839  has  two  effects :  First.  It  modifies  the  act  of  1836,  so  that 
the  Commissioner  must  now  inquire  whether  the  public  use  or 
sale,  with  consent,  has  been  for  more  than  two  years  before  the 
application.  Second.  It  shows  clearly  that,  besides  this  inquiry, 
there  is  another  distinct  and  different  substantive  matter  which 
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may  exist ;  and  if  it  exist,  will  invalidate  letters-patent ;  and  that 
is  an  intentional  abandonment  of  the  right  to  the  public.  And 
from  this  he  passes  to  a  distinction  between  an  intentional  and  a 
constructive  abandonment ;  and  that  under  this  act  of  1839  there 
can  be  no  presumption  of  abandonment ;  that  actual  abandon- 
ment is  to  be  proved.  And  from  all  this  he  draws  the  corollary 
that  this  statute  does  in  effect  declare  that  sales  and  use,  with  the 
consent  and  allowance  of  the  inventor,  are  one  thing,  an  inten- 
tional abandonment  to  the  public  is  another  thing. 

From  this  last  enunciation  the  learned  counsel  argues  that  the 
inquiry  as  to  the  public  use  or  sale  for  more  than  two  years  before 
the  application,  the  Commissioner  is  authorized  to  make ;  but  as 
to  the  other  your  honor,  is  informed  that,  ''for  reasons  not 
difficult  to  be  perceived.  Congress  has  reserved  this  inquiry  as  to 
the  actual  interest  of  the  inventor,  to  be  made  by  a  judicial 
tribunal,  proceeding  according  to  the  usual  course  of  adminis- 
tering justice." 

I  have  thus  carefully  restated  the  points  and  arguments  on  the 
part  of  appellant  that  I  may  fairly  meet  them  if  I  can.  And  first, 
as  to  the  distinction  between  what  the  learned  counsel  is  pleased 
to  call  a  presumptive  abandonment  and  an  intentional  abandon- 
ment. By  a  presumptive  abandonment  he  means,  I  presume,  an 
abandonment  which  is  to  be  presumed  from  the  inventor's  sale 
or  knowledge  and  consent  to  the  public  use  by  others  for  more 
than  two  years  before  making  application ;  but  I  submit  that  this 
is  not  a  presumptive  abandonment.  It  is  a  forfeiture  of  right, 
whether  the  delay  be  the  result  of  intention,  ignorance,  or  n^H- 
gence,  and  whether  on  the  examination  of  an  application,  or  on  a 
test  of  the  validity  of  a  patent  granted,  the  fact  to  be  proved  is, 
whether  the  sale  or  public  use,  with  the  consent  and  allowance  of 
the  inventor,  has  been  for  more  than  two  years  before  the  appli- 
cation. The  fact  may  be  very  difficult  of  proof,  but  when  clearly 
proved,  that  works  a  forfeiture  of  right.  But  on  the  trial  of  this 
question  the  presumptions  are  all  in  favor  of  the  inventor  as 
the  original  and  first  inventor,  and  as  such  entided  to  the 
protection  of  letters-patent.  On  all  established  rules  of  law,  appli- 
cable alike  to  all  questions  of  abandonment,  the  presumption  is 
that  he  did  not  intend  to  abandon,  and  in  consequence  the  hcss 
which  work  an  abandonment  in  judgment  of  law  must  be  dearly 
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proved.     There  is  no  other  presumption,  and  none  can  be  shown 
to  have  been  recognized  by  any  tribunal. 

What  the  learned  counsel  terms  intentional  abandonment  he 
derives  from  what  he  terms  the  exception.  He  gathers  this 
exception  from  the  words  of  the  clause  in  question,  namely, 
except  on  proof  of  abandonment  of  such  invention  to  the  public. 

I  beg  to  take  issue  with  the  learned  counsel,  first,  as  to  this 
being  necessarily  an  intentional  abandonment ;  and  secondly,  as 
to  its  being  an  exception  to  the  previously  well-known  rules  of 
abandonment  well  known  to  the  common  law.  It  has  always 
been  the  law  that  there  may  be  a  dedication  or  abandonment  of 
any  invention  to  the  public  other  than  by  the  public  use  or  sale, 
with  consent  and  allowance.  A  use  or  sale  by  others  without 
the  knowledge  and  consent  of  the  inventor,  or  by  fraud  alone, 
never  has  been  considered  an  abandonment;  but  such  use  or 
sale,  whether  by  fraud  or  otherwise,  will  work  an  abandonment 
if  the  inventor  does  not  assert  his  right  within  a  reasonable  time 
after  it  comes  to  his  knowledge. 

Under  the  acts  of  1793  and  1836  such  neglect  any  time  before 
the  application  would  work  an  abandonment ;  and  by  the  act  of 
1839  this  has  only  been  so  far  modified  that  the  public  use  or 
sale,  with  the  inventor's  consent,  must  be  for  more  than  two  years 
before  making  application  for  a  patent.  A  publication  to  the 
world  without  assertion  of  right  would  be  a  dedication  to  the 
public.  Knowledge  that  another  party  has  patented  the  same 
invention,  without  an  assertion  of  claim  to  the  invention  within  a 
reasonable  time,  would  be  an  abandonment ;  for  all  these  are  acts 
which  may  mislead  the  public  into  the  belief  that  the  invention 
is  public  property,  or  vested  in  another,  and  large  investments 
may  be  made  by  innocent  parties,  who  may  be  deceived  by  the 
non-assertion  of  claim  to  the  invention ;  and  when  the  right  has 
once  passed  to  the  public  or  to  another,  it  cannot  be  reclaimed. 
And  there  is  no  standard  case  within  my  knowledge  which  has 
ever  ruled  that  the  intention  to  abandon  must  be  proved.  The 
intention  will  be  inferred  as  well  from  the  proved  conduct  of  the 
inventor  as  from  his  declarations,  and  such  is  the  doctrine  of  the 
cases  of  Pennock  v.  Dialogue,  2  Peters,  and  of  Shaw  v.  Cooper, 
7  Peters,  292.  But  as  these  are  cases  under  the  act  of  1793,  I 
beg  to  refer  your  honor  to  the  rulings  of  his  honor,  Mr.  Justice 
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Curtis,  in  the  case  of  Winsor  v.  Kendall  ei  al.,  tried  in  the  Circuit 
Court  for  the  District  of  Rhode  Island.  This  ruling  was  affirmed 
by  the  United  States  Supreme  Court  at  the  last  December  term, 
and  will  be  found  in  the  21st  of  Howard,  322,  which  I  understand 
is  just  issuing  from  the  press. 

In  this  case  the  learned  judge,  instructed  the  jury  in  these 
words,  namely:  **  But  if  the  plaintiff  did  intend  not  to  take  a 
patent,  and  manifested  that  intent  by  his  declarations  or  conduct, 
and  thereupon  it  was  copied  by  the  defendants,  and  so  went  into 
use,  the  plaintiff  could  not  afterwards  take  a  valid  patent.'*  In 
another  branch  of  this  case  I  shall  take  occasion  to  recur  to  this 
ruling  to  show  that  the  appellant  is  not  entided  to  a  patent  under 
this  ruling,  affirmed  as  it  has  been  by  the  Supreme  Court.  But 
to  return.  Here  it  will  be  seen  that  the  intentional  abandonment 
may  be  deduced  from  the  conduct  of  the  inventor  as  proved ; 
and  this  ruling  was  made  in  view  of  the  seventh  section  of  the 
act  of  1836. 

As  both  classes  of  abandonment  are  matters  of  proof,  and  in 
both  the  act  of  abandonment  may  be  inferred  from  the  conduct 
of  the  inventor,  as  proved,  I  submit  that  the  learned  counsel  has 
failed  to  make  out  from  the  distinctions  a  necessity  of  the  law  for 
withholding  one  of  them  from  the  Commissioner,  particularly  in 
view  of  the  other  provisions  of  the  statute  which  give  to  the 
defeated  applicant  a  remedy,  first,  by  appeal  from  the  Commis- 
sioner, and  afterwards  he  still  has  another  remedy,  and  that  is 
the  filing  of  a  bill  in  the  United  States  Circuit  Courts  for  the 
repeal  of  the  patent,  which  will  bring  up  the  whole  matter  for 
adjudication. 

After  failing  to  show  that  there  is  any  difference  between  the 
defenses  of  the  fifteenth  section  and  the  jurisdiction  given  in  the 
seventh  section  of  the  act  of  July,  1836,  he  seeks  to  show  that 
there  is  another  distinction  between  the  provisions  of  these  two 
sections.  But  in  this  he  is  equally  unhappy.  The  counsel  telk 
your  honor  that  among  the  inquiries  to  be  made  by  the  Commis- 
sioner under  the  seventh  section  of  the  act  of  1836  is  whether 
the  thing  patented  had  been  described  in  a  printed  publication 
in  a  foreign  country,  and  that  if  he  finds  that  it  had  not,  he  is  not 
to  inquire  whether  it  existed  in  a  foreign  country  before  the 
alleged  invention ;  and  yet  he  says  under  the  first  proviso  in  the 
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fifteenth  section  of  this  act  the  defendant  may  show  that  it  ex- 
isted in  a  foreign  country  before  the  alleged  invention  by  the 
patentees;  and  then — mark  this — the  patentee  must  prove  not 
only  that  he  was  an  inventor,  but  that  when  he  applied  for  his 
patent  he  believed  himself  to  be  the  original  and  first  inventor. 

This  position  is  not,  I  submit,  fairly  derived  from  the  statute. 
Such  is  not  the  good  sense  of  the  statute  provisions.  Under  the 
seventh  section  the  Commissioner  is  to  inquire  whether  the 
alleged  invention  had  been  before  invented  or  discovered  by  any 
other  person  in  this  country,  or  that  it  had  been  patented  or  de- 
scribed in  any  printed  publication  in  this  or  any  foreign  country, 
&c. ;  and  if  not,  he  shall  grant  the  patent. 

Now  there  is  no  matter  better  understood  at  this  day  than  the 
manner  of  pleading  and  the  course  of  evidence  in  patent  causes. 
The  patent  is  pritna-facie  evidence  that  the  patentee  is  the  origi- 
nal and  first  inventor  of  what  is  claimed  as  new,  and  that  the  pat- 
entee believed  himself  to  be  the  original  and  first  inventor,  and 
that  he  does  not  know  or  believe  that  the  same  was  ever  before 
known  or  used;  and  it  is  so  made  prima-facie  evidence  because 
the  applicant,  before  he  can  receive  a  patent,  is  required  by  the 
sixth  section  of  the  act  of  1836  to  swear  to  these  allegations,  and 
because  the  Commissioner  is  empowered  on  examination  to  refuse 
a  patent  if  he  finds  that  when  granted  it  would  not  be  valid.  (Bur- 
den V.  Coming,  15  Howard,  252-271.) 

If  the  defendant  attacks  the  validity  of  the  patent  for  want  of 
novelty  in  the  alleged  invention  in  putting  in  his  evidence,  he  is 
not  permitted  to  do  what  appellant's  counsel  says  he  can  do, 
namely,  show  that  the  invention  existed  in  a  foreign  country  before 
the  alleged  invention  by  the  patentee,  unless  he  can  also  show 
that  the  patentee  had  knowledge  of  this  fact,  because  such  evi- 
dence could  not  invalidate  the  patent ;  and  no  court  will  permit 
that  to  be  proved  which,  when  proved,  can  have  no  bearing  upon 
the  issue.  The  defendant  must  first  overcome  the  prima  fades 
of  the  patent;  and  before  he  can  be  permitted  to  prove  any  prior 
knowledge  in  a  foreign  country  of  the  thing  patented,  it  is  clear 
that  he  must  disprove  the  evidence  of  the  patentee's  oath  on 
which  the  patent  was  granted.  It  must  be  obvious  that  the  coun- 
sel is  in  error,  for  if  the  defendant  be  permitted  to  prove  the  prior 
use  of  the  invention  in  a  foreign  country,  how  can  the  patentee 
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plaintiff  overcome  this?  He  is  the  only  one  who  can  know 
whether  at  the  time  of  making  application  he  believed  himself  to 
be  the  original  and  first  inventor ;  and  the  oath  to  that  effect  he 
made  on  presenting  his  application,  and  that  formed  part  of  his 
prima-facie  case  in  the  opening.  It  is  obvious  that  in  this  respect 
the  provisions  of  the  seventh  and  fifteenth  sections  are  the  same, 
and  that  in  drafting  the  act  the  form  of  a  proviso  in  the  fifteenth 
section  was  adopted,  the  better  to  insure  the  clear  sense  of  Con- 
gress, that  the  fact  of  a  prior  knowledge  of  the  invention  in  a 
foreign  country  should  not  invalidate  a  patent,  except  on  proof 
that  such  prior  foreign  invention  was  either  patented  or  described 
in  some  printed  publication,  for  such  patent  or  publication  in  evi- 
dence would  not  be  subject  to  the  prejudices  and  errors  of  memory, 
which  render  the  testimony  of  living  witnesses  as  to  such  &icts  so 
unreliable.  The  effort  to  mark  a  distinction  in  this  respect  between 
the  two  sections  of  the  act  is  condemnation  strong  of  the  views 
urged  on  the  part  of  the  appellant. 

The  leading  error  of  the  learned  counsel's  argument  is  to  be 
found  in  the  misconstruction  of  the  seventh  section  of  the  act  of 
1839.     The  clear  object  of  that  section  was  to  relieve  inventors  of 
the  stringent  provision  of  all  the  previous  patent  acts  in  reference 
to  a  forfeiture  of  the  right  by  a  public  use  or  sale,  with  the  con- 
sent and  allowance  of  the  inventor,  before  the  application.    And 
in  providing  this  relief,  public  policy  and  common  justice  required 
that  persons  who  became  possessed  of  a  newly-invented  machine, 
with  the  knowledge  and  consent  of  the  inventor,  before  applica- 
tion for  a  patent,  should  be  protected  in  the  continued  proprietor- 
ship of  such  machine  after  the  grant.     The  section,  after  making 
provision  for  the  protection  of  such  use  or  sale  before  application, 
then  provides  for  saving  the  rights  of  the  inventor  by  reason  of 
such  public  use  or  sale,  with  consent  and  allowance,  before  the 
application.     And  as  such  relief  from  the  restriction  of  the  pre- 
vious laws,  unguarded,  might  be  construed  into  a  virtual  repeal 
of  all  existing  laws  on  the  subject  of  abandonment — and  it  was 
obviously  necessary  to  put  some  limit  to  such  public  use  or  sale 
before  the  application  for  a  patent — a  limiting  clause  was  put  in, 
which  virtually  says  to  the  inventor,  We  will  allow  you  to  use,  and 
to  sell  to  others  to  use,  or  to  permit  others  to  construct,  your 
invention  before  making  application  for  a  patent,  without  destroy- 
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ing  your  claim  to  letters-patent;  but  in  doing  this,  you  must 
understand  that  you  must  not  in  the  meantime  abandon  your 
invention  to  the  public ;  your  declarations  and  conduct  must  not 
be  such  as  to  induce  the  public  to  believe,  so  that  they  might  act 
on  that  belief,  that  you  do  not  mean  to  patent  this  invention,  or 
that  you  do  not  claim  it  as  your  invention.  So  long  as  you  observe 
this  prudence,  and  derfl  in  it  as  your  invention  and  your  property, 
you  may,  for  the  period  of  two  years,  delay  making  application 
for  a  patent  without  forfeiting  your  right  to  a  patent ;  but  if  you 
overstep  these  boundaries,  your  rights  shall  pass  to  the  public. 
And  the  clause  virtually  says  to  the  Commissioner :  Hereafter,  oij 
the  examination  of  an  application,  instead  of  determining  whether 
the  invention  has  gone  into  public  use,  or  has  been  sold,  with  the 
consent  and  allowance  of  the  inventor,  before  his  application,  you 
will  inquire  whether  there  be  proof  that  he  has  abandoned  his 
invention  to  the  public,  or  whether  there  be  proof  that  this  public 
use  or  sale,  with  his  consent,  has  continued  for  more  than  two 
years  before  his  application ;  and  if  you  find  either  of  these  condi- 
tions proved,  it  will  be  your  duty  to  reject  the  application.  And 
in  the  same  terms  the  statute  is  addressed  to  the  judicial  tribunals. 
The  terms  of  the  said  clause  are  in  strict  conformity  with  this  pur- 
pose ;  *'  and  no  patent "  or  claim  for  a  patent  shall  be  held  to  be 
invalid  by  reason  of  such  purchase,  sale,  or  use,  prior  to  the 
application  for  a  patent,  except  on  proof  of  abandonment  of  the 
invention  to  the  public,  or  on  proof  that  such  purchase,  sale,  or 
prior  use  has  been  for  more  than  two  years  before  the  appli- 
cation. This,  I  submit,  is  the  good  sense  of  the  clause.  It  is  in 
harmony  with  the  general  purpose  of  the  act  of  1836  and  with 
sound  policy.  It  does  not  give  to  the  Commissioner  authority  to 
refuse  to  grant,  because  of  the  existence  of  some  facts  which  would 
invalidate  the  grant  if  made,  and  direct  him  to  make  a  grant  in 
the  face  of  proof  of  other  facts  which  would  be  equally  fatal  to  the 
g^rant  when  made. 

Finally,  on  this  question  of  jurisdiction  it  has  heretofore  been 
intimated  that  his  Honor  Judge  Cranch  ruled  in  the  case  of 
Heath  v.  Hildreth  (a«/^,  p.  12)  that  the  Commissioner  has  no 
jurisdiction  of  the  question  of  the  abandonment.  This  very  case 
was  cited  to  his  Honor  Judge  Morsell  in  the  case  of  EUithorp  v, 
Robertson  (antey  p.  585);  but  after  fully  considering  the  opinion  in 
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Heath  v,  Hildreth,  came  to  the  conclusion  that  this  question  was 
not  there  decided.    *    *    * 

It  is  clear  that  the  learned  counsel  for  appellant  failed  to  notice, 
as  his  Honor  Judge  Cranch  failed  to  notice,  that  this  was  a  case 
of  interference  arising  under  the  eighth  section  of  the  act  of  1836, 
instead  of  the  seventh  section,  and  that  under  the  eighth  section 
the  jurisdiction  to  determine  the  right  as  between  the  two  parties 
must,  from  the  very  nature  of  the  case,  be  general,  as  it  was  under 
the  arbitration  section  in  the  act  of  1793,  before  referred  to.  The 
authority  to  determine  all  questions  that  can  affect  the  legal  title 
must  be  given  to  the  tribunal  that  is  required  to  determine  « hich 
of  the  two  parties  claimant  is  legally  entitled  to  the  grant;  otherwise 
this  tribunal  might,  by  reason  of  its  restricted  jurisdiction,  deter- 
mine that  A  is  entitled  to  receive  the  grant ;  and  after  the  making  of 
the  grant  it  might  be  declared  void  by  a  judicial  tribunal,  for  the 
very  reason  that  B  was  the  party  entitled  to  the  patent,  in  judg- 
ment of  law  and  fact,  and  when  it  has  become  too  late  to  confer 
the  grant  upon  B.  If  there  be  any  power  to  adjudicate  conflict- 
ing claims  to  the  grant,  the  act,  to  be  consistent,  must  author- 
ize this  adjudication  to  be  determined  by  all  the  rules  of  law  which 
are  to  control  the  grant  when  made. 

Under  this  state  of  facts,  the  question  is  whether  the  Commis- 
sioner, in  determining  that  the  invention  was  in  public  use,  with 
appellant's  consent  and  allowance,  more  than  two  years  before  his 
application  for  letters-patent,  should  have  determined  that  this 
must  be  considered  with  reference  to  the  application  filed  on  the 
6th  of  October,  1858,  and  now  at  issue.  In  other  words,  must 
this  public  use  have  been  for  more  than  two  years  before  the 
present  application  now  at  issue,  or  before  the  application  of 
1850,  which  was  withdrawn  unconditionally  in  1851. 

On  the  part  of  appellee  it  will  be  contended,  not  only  that  ap- 
pellant cannot  be  permitted  to  state  his  present  application  back 
to  the  application  of  1850  to  avoid  the  legal  consequences  of 
laches  on  his  part,  but  that  the  unconditional'  withdrawal  of  his 
application  in  1851  was  in  itself  an  abandonment  of  his  invention 
to  the  public. 

In  deciding  the  first  branch  of  this  proposition  against  appel- 
lant, the  Commissioner  of  Patents  says  that  he  conformed  to  the 
rule  previously  established  by  his  Honor  Judge  Morsell  in  the 
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case  of  Mowry  v.  Barber  {anUy  p.  563).  I  have  not  a  copy  of  this 
opinion,  and  I  am  not,  therefore,  competent  to  form  an  opinion 
of  the  points  decided  by  hb  Honor,  but  presume  that  the  Commis- 
sioner of  Patents,  before  relying  upon  it  as  an  authority,  was 
careful  to  ascertain  its  real  scope. 

The  facts  in  evidence  clearly  show  that  there  was  no  actual 
rejection  of  the  application  of  1850  either  in  its  first  or  amended 
form — a  mere  suggestion  that,  so  far  as  the  matter,  in  the  defect- 
ive form  in  which  it  was  presented,  did  not  appear  to  present 
patentable  novelty  in  all  the  claims  presented,  cannot  be  termed 
an  authoritative  rejection  such  as  the  seventh  section  of  the  act  of 
1836  defines. 

But  assuming,  for  the  purpose  of  the  argument,  that  this  was  a 
rejection  of  the  application,  and  made  in  error,  the  next  question 
which  arises  is  whether,  to  preserve  his  rights,  appellant  was  not 
bound  to  exhaust  the  remedies  afforded  him  by  the  statute.  He 
had  the  right  of  appeal,  to  which  he  did  not  resort.  On  the  rejec- 
tion of  an  application  the  statute  presents  to  the  applicant  one  of 
two  alternatives,  namely — to  elect  either  to  abandon  the  matter  or 
to  prosecute  his  claim  by  appeal;  and  to  these  the  practice  of  the 
Patent  Office  since  1836  has  virtually  added  a  third,  namely, 
perpetuating  his  claim  by  renewing  his  application  on  the  basis 
of  the  first  and  insisting  that  there  is  error  in  the  judgment 
of  the  Commissioner.  Appellant  did  not  resort  to  either  of  the 
two  latter,  but,  instead,  elected  to  abandon  his  invention  by  an 
unconditional  withdrawal,  and  filing  a  notice  of  this  election  en- 
tered of  public  record,  relinquishing  his  right  to  the  model,  and 
receiving  back  part  of  the  duty  paid  into  the  Treasury.  In  what 
manner  can  an  inventor  more  distinctly  announce  an  abandon- 
ment than  by  such  a  notice?  I  submit  that  a  notice  of  abandon- 
ment published  in  a  public  journal  could  not  have  a  stronger  legal 
force  to  work  an  abandonment  than  this  written  notice  filed  in  the 
public  records  of  the  Patent  Office.  The  model  from  that  time 
became  public  property,  to  be  thereafter  exhibited  as  public  notice 
of  the  abandonment  of  the  invention  to  the  public.  The  require- 
ment of  the  statute  as  to  the  relinquishment  of  the  model  means 
something.  It  cannot  be  a  requirement  without  intention,  and 
the  intention  must  be  to  notify  the  public  that  thereafter  the 
invention  which  was  described  in  that  application,  so  far  as  it 
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« 

contains  anything  first  invented  by  the  applicant,  has  been 
abandoned  to  the  public.  There  can  be  no  other  purpose,  and 
none  other  is  suggested  by  appellant's  counsel.  Here,  dien,  is 
an  entire  relinquishment  of  the  remedies  provided  by  the  stat- 
ute, and  a  complete  relinquishment  of  all  right.  Can  the  ap- 
plicant at  any  time  thereafter  renew  that  application?  Clearly 
not;  because  the  conditions  of  an  application  require  the  pre- 
sentation of  a  model ;  and  having  relinquished  his  claim  to  the 
model-making  part  of  that  application,  it  is  no  longer  his  to  pre- 
sent. It  cannot  be  said  that  it  was  the  intention  of  Congress  that 
after  such  a  withdrawal  the  party  should  be  at  liberty  to  renew 
that  identical  application,  for  no  such  construction  can  be  given 
to  the  act  upon  any  assumption  ;  and  by  a  familiar  rule  of  lav, 
property  which  once  passes  to  the  public  cannot  be  reclaimed. 
On  no  condition  can  it  be  reclaimed.  No  circumstance,  not  even 
that  of  extreme  poverty,  so  eloquendy  urged  by  appellant's  coun- 
sel, can  justify  the  restoration,  for  Congress  cannot  have  intended 
that  the  progress  of  improvements  should  stand  still  to  suit  the 
convenience  or  even  the  poverty  of  any  one  man ;  and  unless 
Congress  contemplated  such  an  absurdity,  the  law  cannot  be  pre- 
sumed to  contain  a  provision  for  such  a  special  case  of  hardship; 
and  it  follows  necessarily  from  this  that  unless  that  application,  so 
voluntarily  and  unconditionally  withdrawn,  can  be  restored  to  its 
original  condition,  some  other  application  must  be  made,  and  all 
the  acts  of  the  applicant  must  relate  to  such  other  application. 
There  must  be  a  new  start.  That  first  application  undoubtedly 
can  stand  as  proof  that  at  that  time  an  invention  was*knade 
and  described,  but  so  far  as  regards  evidence  of  a  continued 
intent  to  patent  it,  it  has  lost  all  power;  for  if  it  proves  any- 
thing, it  proves  the  relinquishment  of  such  intention.  Under  no 
circumstance  can  there  be  a  return  to  that  original  and  with- 
drawn application,  as  the  basis  of  the  present,  to  avoid  laches, 
except  by  proof  that  the  intention  to  prosecute  it  was  never 
abandoned;  for  an  abandonment  of  that  intention  at  any  time 
breaks  the  continuity  and  makes  the  two  applications  separate 
and  distinct  transactions  without  legal  relations  the  one  to  the 
other.  That  there  was  no  continuity  of  this  purpose,  is  proved, 
first,  by  the  unconditional  withdrawal  of  the  first  application,  and 
second,  by  the  testimony  of  Mr,  O.  B.  Potter,  who  testified  that 
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in  the  spring  of  1856  appellant  did  not  remember  what  that  appli- 
cation contained.  It  is  clear,  therefore,  that  the  acts  of  abandon- 
ment must  in  judgment  of  law  relate  to  the  application  of  1858. 

The  learned  counsel  for  appellant  has  referred  to  certain  cases 
with  the  view  to  show  that  the  present  application  may  relate 
back  to  the  first ;  but  neither  of  these  cases  have  the  most  remote 
analogy  to  the  point  in  question.  The  case  of  Grant  z/.  Ray- 
mond relates  to  the  question  of  the  surrender  of  a  defective  pat- 
ent to  obtain  a  reissue  on  an  amended  specification  of  the  same 
invention.  In  that  case  a  patent  was  actually  granted  on  the  first 
application,  and  by  inadvertence  and  mistake  the  specification 
was  defective.  The  patent  was  surrendered,  and  the  original 
grant  amended  by  a  reissue  of  it  relating  back  to  the  original 
grant;  and  the  courts  held  that  all  acts  of  abandonment  must 
have  relation  back  to  the  original  application ;  for  it  was  clear 
that  there  had  been  no  abandonment  bf  the  right  either  by  inten- 
tion or  by  neglect.  The  surrender  of  the  old  patent  was  for  a 
declared  purpose,  and  that  purpose  a  correction  of  technical 
errors  in  the  original  title  deed.  At  no  period  could  an  abandon- 
ment have  been  inferred  from  the  acts  of  the  patentee. 

The  next  case  referred  to  is  one  which  has  not  been  reported  ; 
and  I  have  no  opportunity  of  examining  it,  no  copy  having  been 
furnished  to  me  with  the  argument ;  but  I  know  the  £aicts,  if  prop- 
erly reported,  as  I  was  in  the  Patent  Office  during  the  whole 
time  of  the  occurrences,  and  the  &cts  must  be  the  same  as  in  the 
next  case  referred  to  of  Wilder  v,  Gaylor,  tried  before  Mr. 
Justice  Nelson,  and  afterwards  affirmed  by  the  Supreme  Court. 
The  case  as  tried  before  Mr.  Justice  Nelson  is  not  reported,  but 
the  writ  of  error  tried  in  the  Supreme  Court  is  reported  in  10 
Howard,  477.  I  am  unable  to  find  that  there  was  any  exception 
to  the  rulings  on  the  question  of  abandonment  or  of  the  delay  in 
granting  the  patent.  From  my  recollection  of  the  facts,  the  ap- 
plication was  pending  in  several  forms  before  the  Patent  Office 
fi-om  1836  to  1843,  when  the  patent  was  finally  granted.  But 
instead  of  this  case  being  in  point,  there  is  no  case  which  fur- 
nishes stronger  evidence  of  a  determined  persistence  on  the  part 
of  the  applicant  in  urging  the  grant  of  a  patent.  The  application 
was  repeatedly  rejected,  and  as  often  renewed,  the  old  one  with- 
drawn, but  on  every  occasion  substituted  by  a  new  application, 
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until  finally  the  patent  was  granted.  And  this  is  attempted  to 
be  compared  as  a  precedent  to  the  present  case,  in  which  there 
was  no  official  rejection,  but  a  voluntary  and  unconditional  with- 
drawal and  abandonment  of  all  efforts  to  get  a  patent  for  many- 
years,  and  until  the  great  success  of  a  rival  claimant  and  the 
almost  universal  use  of  the  invention  throughout  the  country 
started  a  spirit  of  speculation  either  in  the  mind  of  appellant  or 
of  some  other  persons. 

[The  remainder  of  the  argument  upon  this  head  is  omitted.] 

The  third  reason  of  appeal  charges  that  the  Commissioner 
erroneously  decided  that  Wickersham  had  abandoned  his  inven- 
tion to  the  public,  and  therefore  was  not  entitled  to  a  patent. 

Under  this  reason  of  appeal,  the  learned  counsel  for  appellant 
arranges  the  third  head  of  his  argument,  namely,  **  whether  the 
evidence  shows  Wickersham  intentionally  abandoned  his  inven- 
tion to  the  public." 

It  is  conceded  that  the  presumption  is  that  no  man  intends  to 
abandon  anything  he  owns;  but  there  is  a  broad  difference 
between  the  abandonment  of  a  realized  successful  invention  and 
an  inchoate  invention,  and  the  mind  is  often  struck  with  amaze- 
ment in  tracing  the  history  of  inventions  and  their  rise  and  prep- 
ress, at  first  no  one  having  faith  in  the  ultimate  success,  and 
then,  after  years  of  struggling  on  the  part  of  the  inventor,  some- 
times aided  by  a  small  capitalist,  more  bold  than  the  rest  and  less 
tenacious  of  his  gold,  and  after  success  has  smiled  upon  the  for- 
lorn hope,  to  see  the  universal  faith  developed,  no  one  supposing 
for  a  moment  that  there  was  ever  a  doubt 

On  the  supposition  that  Wickersham  did  invent  what  the 
Commissioner's  decision  has  awarded,  and  looking  at  that  inven- 
tion through  the  medium  of  its  present  successful  condition,  it 
would  indeed  be  difficult  to  presume,  nay,  it  would  be  impossible, 
with  such  rights,  to  presume,  that  he,  being  the  first  inventor,  and 
having  the  privilege  to  secure  the  exclusive  right  to  himself, 
meant  to  abandon  such  right  and  bequeath  such  wealth  to  the 
public.  This  is  the  medium  through  which  the  learned  counsel 
for  appellant  presents  this  question  to  your  honor's  consideration. 
The  question  is  whether,  in  view  of  this  state  of  things,  without 
a  single  true  conception  of  the  value  of  this  invention,  he  in- 
tended to  abandon  it,  either  when  he  cancelled  the  specification 
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and  drawings  in  which  it  is  said  it  was  described  and  represented, 
or  when  he  finally  withdrew  his  application  ;  or,  later,  when  he 
was  pursuing  a  different  channel  of  thought,  whether  at  any  of 
these  periods,  or  later,  he  intended  to  abandon  this  improvement. 
That  is  the  inquiry,  and  not  whether  he  intended  to  abandon  a 
grand  realized  idea,  for  with  him  it  never  was  realized.  It  never 
was  carried  far  enough ;  and  so  little  impression  did  it  make  on 
his  mind,  that  when  informed  by  the  Commissioner  that  in  his 
application  for  a  patent  he  must  limit  himself  to  one  of  the  several 
methods,  he  expunged  the  very  one  now  said  to  be  at  issue,  and 
retained  the  other,  so  worthless  that  its  duplicate  has  never  been 
made. 

But  to  return :  Is  there  any  process  of  reasoning  which  can 
make  the  intentional  abandonment  more  clear  than  a  simple  nar- 
rative of  what  is  proved  ?  It  is  said  that  a  self-evident  proposi- 
tion does  not  admit  of  being  argued ;  and  yet  it  seems  to  me  that 
appellant's  counsel  has  argued  against  such  a  proposition.  What 
is  an  intentional  abandonment,  if  a  voluntary  cancellation  of  the 
only  specification  and  drawings  describing  and  representing  this 
improvement,  and  the  final  withdrawal  of  the  application,  be  not 
each  of  them  such  an  abandonment  ?  If  he  had  never  made  appli- 
cation for  a  patent  for  these  improvements,  the  counsel's  doleful 
picture  of  appellant's  poverty  might  tend  to  show  that  he  could 
not  raise  the  fee  required  to  be  paid  to  the  Government ;  but  this 
was  paid  and  afterwards  withdrawn. 

As  a  test,  suppose  that  from  extreme  poverty  appellant  had  not 
made  application  in  1850 ;  can  it  be  pretended  that  on  his  appli- 
cation made  in  October,  1858,  he  would  be  entitled  to  a  patent 
on  the  evidence  in  this  case  ?  Surely  not ;  and  yet,  how  can  the 
fact  of  having  made  an  application  in  1850,  which  was  voluntarily 
withdrawn,  better  his  condition?  It  is  said  on  the  other  side,  the 
Commissioner  has  decided  that  he  was  then  entitled  to  a  patent ; 
very  well ;  and  so  he  was  equally  entitled  to  a  patent  without 
making  application.  In  one  case  he  could  not  get  the  patent 
without  perfecting  his  application  and  prosecuting  it,  and  in  the 
other  case  he  could  not  get  it  without  applying  for  it.  In  either 
case  the  non-grant  of  a  patent  was  by  reason  of  laches.  The 
poverty  of  Lazarus  would  not  avail  to  retain  the  right  in  view  of 
such  laches,  and  for  the  very  sound  reason  that  the  law  presumes 


676  WiCKERSHAM  V.  SiNGER.  [July, 

ArgameDt  for  the  appellee. 

that  a  party  who  makes  an  invention  will  be  able  to  raise  money 
enough  to  apply  for  and  prosecute  his  application  for  a  patent ; 
and  the  statute  has  not  provided  a  charity  fund  for  the  relief  of 
indigent  genius,  nor  has  it  made  special  provision  for  the  perpet- 
uation of  the  rights  of  that  class  of  inventors. 

[The  remainder  of  the  argument  upon  this  head  is  omitted.] 

The  fourth  reason  of  appeal  (for  the  fifth  is  no  reason  at  all) 
is  that  the  Commissioner  erred  in  deciding  that  Wickersham's 
invention  had  been  in  public  use  or  on  sale,  with  his  consent  and 
allowance,  more  than  two  years  before  the  date  of  the  renewal 
of  his  application  for  a  patent  upon  which  the  interference  was 
declared.  Assuming  all  other  points  to  be  decided  in  favor  of 
Wickersham,  in  this  he  must,  I  submit,  fail.  The  present  appli- 
cation was  filed  October  6th,  1858.  The  proof  is  clear  and  undis- 
puted that  in  the  spring  of  1856,  nearly  two  years  and  a  half 
before,  he  was  engaged  in  hunting  up  and  trying  to  remember 
facts  for  the  defense  in  suits  brought  by  Singer  under  his  patents 
and  against  machines  having  the  kind  of  feed  now  in  controversy. 
Here,  then,  is  undisputed  evidence  that  more  than  two  years 
before  his  pending  application  he  had  knowledge  of  the  public 
use  and  sale  of  the  invention  claimed  by  him,  and  there  is  no 
evidence  tending  to  show  that  he  protested  against  such  use  and 
sale.  Under  the  seventh  section  of  the  act  of  1836  the  Commis- 
sioner has  jurisdiction,  and  must  reject. 

As  by  the  provisions  of  the  seventh  section  of  the  act  of  1839 
the  inventor  must  not  permit  the  public  use  or  sale  more  than 
two  years  before  his  application,  the  ruling  in  the  cases  of  Shaw 
V,  Cooper  and  Pennock  v.  Dialogue,  before  cited,  apply  with 
peculiar  force;  for  after  he  became  aware,  by  his  connection 
with  the  Singer  suits,  that  Singer  had  patents,  and  that  machines 
of  this  kind  were  not  only  manufactured  and  sold  extensively, 
but  that  they  were  already  the  subjects  of  litigation,  he  was  bound, 
on  pain  of  forfeiture  of  his  right,  to  make  immediate  assertion  of 
his  claim.  This  he  not  only  failed  to  do,  but  so  completely  had 
he  abandoned  the  invention  that  Singer's  patents  and  the  defend- 
ant's machines  failed  to  recall  to  his  mind  that  he  had  ever 
invented  such  improvements  or  that  he  had  ever  named  them  in 
any  application  for  a  patent. 

In  conclusion,  for  I  fear  that  I  have  already  overstepped  the 
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bounds  of  moderation  in  the  length  of  my  argument,  I  beg  to 
refer  to  the  opinion  of  Mr.  Justice  Nelson  in  the  case  of  Parkhurst 
V.  Kinsman,  i  Blatchford,  488,  494,  in  which  it  was  held  that  delay 
in  making  application  for  a  patent,  or  in  putting  the  invention 
into  actual  practical  use  until  after  another  has  reduced  the 
invention  to  successful  practice  and  obtained  a  patent,  works  an 
abandonment  of  the  right.  In  that  case  the  delay  was  much  less 
than  in  this,  and  the  evidence  proved  poverty  as  an  extenuating 
circumstance  to  account  for  the  delay. 

The  policy  of  the  law  of  patents,  which  is  to  encourage  the 
rapid  and  practical  progress  of  inventions,  calls  for  a  construction 
of  its  several  provisions,  such  as  shall  protect  those  who  couple 
with  ingenuity  industry  and  activity  of  purpose  in  the  produc- 
tion of  inventions  and  the  introduction  of  them  into  public  and 
successful  use. 

Public  policy,  which  looks  not  simply  to  the  reward  of  inge- 
nuity, but  the  good  of  the  many,  calls  for  such  an  administration 
of  the  law  as  shall,  while  avoiding  injustice  to  any,  and  with  a 
due  regard  to  a  just  reward  to  the  true  inyentor,  put  into  the  pos- 
session of  the  public  all  valuable  inventions  within  the  shortest 
practical  period — such  an  administration  of  the  law  as  shall  dis- 
courage delay  in  perfecting  and  reducing  useful  inventions  to 
practical  and  public  use. 

Merrick,  J. 

The  claim  in  this  case  is  for  two  improvements  upon  sewing 
machines,  the  first  being  for  the  application  of  a  feed  mechanism, 
consisting  of  a  roughened  wheel  combined  with  a  spring  pressure 
plate,  which  enables  an  operator  to  sew  seams  of  any  shape  or 
curvature  with  equal  facility  as  straight  seams  could  have  been 
previously  made ;  and  the  second  claim  is  for  placing  the  feeding 
wheel  in  such  position  that  its  operative  part  shall  project  through 
the  sur&ce  of  the  table  of  the  machine  so  as  to  act  upon  the  fabric 
served  in  a  convenient  way  for  advancing  the  material  to  the 
needle  and  for  disengaging  the  portion  already  stitched.  The 
interference  is  most  clearly  stated,  as  is  the  whole  history  of  the 
case,  in  the  well-considered  report  of  the  revisory  board  of  the 
Office,  which  forms  the  basis  of  the  Commissioner*  s  decision.  The 
Commissioner,  upon  that  report,  decided  that  Wickersham  was 
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the  prior  inventor  of  these  improvements,  but  rejected  his  daim 
for  a  patent  because  of  abandonment,  laches,  and  two  years*  pub- 
lic use  by  his  allowance. 

The  reasons  of  appeal  present  three  points  of  alleged  error  in 
that  decision  :  First.  That  the  Commissioner  has  no  jurisdiction 
to  inquire  into  and  determine  upon  the  matter  of  abandonment 
Second.  That  there  was  never  an  abandonment  of  the  claim  by 
Wickersham.  Third.  That  the  period  of  two  years'  public  use, 
with  the  knowledge  and  allowance  of  the  applicant,  is  not  to  be 
computed  from  the  date  of  his  present  application,  but  that  this 
is  purged  by  the  original  application,  made  in  February,  1850, 
and  withdrawn  in  1851  on  account  of  mistaken  or  erroneous  sug- 
gestions from  the  then  Commissioner.  The  jurisdiction  of  the 
Commissioner  over  the  question  of  abandonment  has  been  re- 
peatedly asserted  by  successive  Commissioners  with  great  force 
of  reasoning,  and  on  two  occasions  has  been  unequivocally  up- 
held on  appeal  by  Judge  Morsell ;  first  in  the  case  of  Mowry  v. 
Barber  {ante,  p.  563),  and  again  in  the  case  of  EUithorp  v.  Robert- 
son {antey  p.  585).  Upon  careful  consideration  of  the  arguments 
in  this  case,  I  find  no  ground  on  which  the  correctness  of  those 
rulings  can  be  impeached.  It  is  said  that  no  power  or  jurisdic- 
tion can  be  exercised  by  the  Commissioner  which  has  not  been 
granted  him  by  the  statutes ;  that  this  power  has  not  been  ex- 
pressly granted,  and  that  the  policy  of  the  law  is  to  withhold  this 
investigation  from  him,  and  to  reserve  it  for  settlement  by  a  jury 
after  a  patent  shall  have  been  granted. 

No  one  will  deny  that  the  Commissioner  must  look  to  the  stat- 
utes creating  his  office  and  defining  his  duties  for  every  power 
which  he  can  exercise ;  but  it  by  no  means  follows  that  every  power 
and  jurisdiction  must,  upon  the  face  of  the  statute,  appear  in 
words  of  express  reference  and  definition.  AH  the  laws  made 
upon  the  same  subject  are  to  be  construed  together,  and  the 
meaning  of  the  legislature  to  be  gathered  from  every  part  and 
from  the  general  policy  designed  to  be  carried  out  by  the  several 
enactments.  A  liberal  interpretation  for  the  purpose  of  making 
the  parts  of  a  system  consistent  and  harmonious  with  one  another 
is  admitted  to  be  a  proper  rule  of  construction ;  and  in  regard 
to  the  patent  laws  themselves,  the  greatest  of  American  judges 
has  declared  that  they  **  ought  to  be  construed  in  the  spirit  in 
which  they  have  been  made.** 
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Now,  the  counsel  of  the  applicant  admits  in  his  argument  that 
although  the  Commissioner  of  Patents  is  not  mentioned  in  the 
seventh  section  of  the  act  of  1839,  nor,  so  far  as  the  section  itself 
discloses,  alluded  to  in  the  clause  saving  to  the  applicant  the 
efTects  of  any  use  in  public  short  of  two  years  in  duration,  yet  he 
must  by  necessary  intendment  have  the  duties  prescribed  to  him 
by  the  sixth  section  of  the  act  of  1836  modified  by  that  section 
so  far  as  to  make  it  his  duty  to  grant  a  patent  under  that  sixth 
section,  notwithstanding  a  public  use  or  sale  of  the  invention, 
unless  that  public  use  or  sale  has  continued  for  more  than  two 
years  prior  to  his  application.  The  disability  springing  out  of 
abandonment  is  not  only  found  in  this  seventh  section,  but  is  found 
in  the  same  clause,  and  is  made  an  alternative  to  the  vice  of  two 
years'  public  use.  If,  then,  the  Commissioner  is  enjoined,  although 
nowhere  named  in  that  section,  not  to  reject  a  patent  except  on 
proof  that  the  invention  has  been  in  public  use  or  on  sale  for 
more  than  two  years,  how  can  the  other  alternative  be  discarded 
from  the  sentence,  to  wit,  * '  on  proof  of  abandonment  of  such  in- 
vention to  the  public?*'  This  will  be  the  more  apparent  if  we 
invert  the  order  of  succession  of  the  two  parts,  and  read  the  latter 
part  of  the  section  with  no  other  change  than  this  insertion,  as  fol- 
lows: '*No  patent  shall  be  held  to  be  invalid  by  reason  of 
such  purchase,  sale,  or  use  prior  to .  the  application  aforesaid, 
except  on  proof  that  such  purchase,  sale,  or  prior  use  has  been 
for  more  than  two  years  prior  to  such  application  for  a  patent 
or  of  abandonment  of  such  invention  to  the  public.'*  Now,  con- 
sidered with  reference  to  the  section  taken  by  itself,  this  inversion 
of  the  two  parts  of  the  sentence  does  violence  neither  to  its  appar- 
ent meaning  nor  to  its  grammatical  construction ;  and  it  makes 
manifest  that  if  to  carry  out  the  design  of  the  legislature  it  be 
necessary  for  the  true  reading  of  the  last  branch  of  the  sentence 
that  the  words  "by  the  Commissioner"  be  interpolated  after  the 
words  "no  patent  shall  be  held  to  be  invalid,"  the  same  interpo- 
lation should  be  extended  and  applied  to  the  other  branch  declar- 
ing the  effect  of  an  abandonment.  Indeed,  but  one  reason  for 
so  forced  a  separation  of  these  two  matters  of  inquiry  is  assigned, 
which  is,  that  the  party  ought  to  have  an  opportunity  afforded 
him  by  the  emanation  of  a  patent  to  test  this  question  before  a 
jury,  who  alone  are  fitted  to  try  questions  involving  fraud  or 
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intent ;  and  that  otherwise,  upon  error  committed  by  the  Com- 
missioner, the  party  would  be  without  remedy ;  but  a  referenicre 
to  the  sixteenth  section  of  the  act  of  1836,  and  the  tenth  section 
of  the  act  of  1839,  furnish  an  answer  to  this  objection.  It  is  there 
provided  that  a  disappointed  applicant  may  file  his  bill  in  equity 
for  redress ;  and  according  to  the  course  of  the  court  of  chancery, 
if  the  judge  thinks  the  case  proper  for  a  jury  he  may  order  an 
issue  to  be  tried  before  a  jury  to  enlighten  his  conscience  upon 
the  matters  of  feet  in  controversy.  But  were  this  remedy  not 
open  to  the  party  it  would  be  strange  indeed  to  construe  the  law 
as  requiring  the  Commissioner  to  issue  a  patent  upon  a  state  of 
case  which,  when  next  day  made  apparent  to  a  court  of  law  or 
equity,  would  require  that  court  to  pronounce  the  patent  utterly 
void.  It  is  said  that  the  law  never  requires  vain  things  to  be 
done ;  but  to  require  a  Commissioner  of  Patents  to  issue  a  worth- 
less and  void  patent  would  be  worse  than  vain.  It  would  be  to 
direct  that  persons  should  be  armed  with  a  warrant  under  the 
great  seal  of  the  United  States,  in  order  to  go  into  all  the  courts 
of  justice  in  the  land  to  hunt  down  their  fellow-citizens  with 
oppressive,  idle,  and  vexatious  litigation.  A  body  of  laws  de- 
signed '*  to  promote  the  progress  of  science  and  the  useful  arts" 
could  never  "  be  construed  in  the  spirit  in  which  they  have  been 
made  *  *  if  the  statutes  were  interpreted  so  as  to  produce  results 
like  these.  I  think,  therefore,  that  the  first  reason  of  appeal  can- 
not prevail,  and  that  the  jurisdiction  of  the  Commissioner  over 
the  question  of  abandonment  is  clear  under  the  seventh  section 
of  the  act  of  1839,  and  that  it  is  unnecessary  to  resort  in  aid  of 
the  jurisdiction  to  the  eighth  section  of  the  act  of  1836,  from 
which  indeed  strong  arguments  might  be  drawn  to  show  diat  he 
possessed  the  power  upon  an  issue  of  interference  if  he  had  it  not 
upon  all  forms  of  application  for  patents. 

The  controlling  principles  of  law  by  which  the  claims  of  the 
applicant,  under  the  second  and  third  grounds  of  alleged  error, 
are  to  be  weighed  in  connection  with  the  facts  disclosed  upon  die 
record,  may  best  be  stated  in  the  language  of  the  Supreme  Court, 
as  follows :  * '  It  is  the  unquestionable  right  of  every  inventor  to 
confer  gratuitously  the  benefits  of  his  ingenuity  upon  the  pubKc ; 
and  this  he  may  do  either  by  express  declaration,  or  by  conduct 
equally  significant  with  language,  such,  for  instance,  as  acquies- 
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cence  with  public  knowledge  in  the  use  of  his  invention  by  others ; 
or  he  may  forfeit  his  rights  as  an  inventor  by  a  willful  or  negli- 
gent postponement  of  his  claims,  or  by  an  attempt  to  withhold 
the  benefit  of  his  improvement  from  the  public  until  a  similar  or 
the  same  improvement  should  have  been  made  and  introduced  by 
others.  Whilst  the  remuneration  of  genius  and  useful  ingenuity 
is  a  duty  incumbent  upon  the  public,  the  rights  and  welfare  of 
the  community  must  be  fairly  dealt  with  and  effectually  guarded. 
Considerations  of  individual  emolument  can  never  be  permitted 
to  operate  to  the  injury  of  these.'*  Kendall  v.  Winsor,  21 
Howard,  329.)  And  again,  in  the  often-quoted  case  of  Shaw  v. 
Cooper,  (7  Peters,  321,)  the  court  say  :  "  The  acquiescence  of  an 
inventor  in  the  public  use  of  his  invention  can  in  no  case  be  pre- 
sumed where  he  has  no  knowledge  of  such  use  ;  but  this  knowl- 
edge may  be  presumed  from  the  circumstances  of  the  case. ' ' 

The  prominent  facts  of  the  case  are  that  Wickersham  made  an 
application  for  a  patent  for  sundry  improvements  upon  sewing 
machines,  embracing  the  two  claims  now  in  question,  on  the  13th 
of  February,  1850.  On  the  20th,  his  specifications  and  drawings 
were  returned  to  him  for  the  purpose  of  having  them  put  in 
proper  shape  for  adjudication.  On  the  15th  of  March  he  tran3- 
mitted  new  drawings  and  specifications,  returning  at  the  same 
time  the  originals,  as  instructed.  These  new  specifications  and 
drawings,  not  purporting  to  be  additional  to,  but  substitutes  for, 
the  original,  nowhere  contained  any  allusion  to  the  claims  now  in 
question.  They,  too,  were  returned,  because  not  conforming  to 
the  regulations  of  the  Office  and  the  express  requirements  of  the 
statute;  and  in  reference  to  the  claims  in  this  second  set  of  draw- 
ings and  specifications,  the  Office  letter  of  April  5th,  1850,  inclos- 
ing them  for  fiirther  amendment  in  compliance  with  the  terms  of 
the  law,  suggested  that,  so  far  as  appeared,  only  the  first  of  the 
improvements  therein  claimed  was  patentable.  Without  further 
attempt  to  amend  his  application  or  to  procure  any  determinate 
action  of  the  Office,  the  case  remained  in  this  predicament  until 
on  the  28th  of  May,  1851,  he  wrote  to  the  Office,  withdrawing 
his  application  and  requesting  return  of  $20  under  the  law.  The 
amount  of  $20  was  accordingly  returned  to  him  on  the  12th  of 
June,  1851,  after  an  intermediate  letter  of  the  6th  of  June  reiterat- 
ing his  application  for  withdrawal  and  directing  the  mode  of 
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transmitting  the  $20.  From  that  time  to  the  2d  of  October,  1858— 
the  date  of  his  oath  to  present  application — he  made  no  move- 
ment towards  a  renewal  of  his  pretensions  before  the  Office,  nor, 
for  aught  that  appears  in  the  testimony,  did  he  make  any  effort  to 
get  others  to  assist  him  in  prosecuting  or  renewing  the  claim, 
although  he  made  efforts  to  procure  patents  for  other  matters. 
Meantime,  I.  M.  Singer,  the  contestant,  who  appears  upon  the 
face  of  the  record  to  have  been  likewise  a  bona-fide^  original  in- 
ventor of  these  same  improvements,  (and,  to  say  the  least  of  them, 
in  a  more  complete  and  better  form,  if  not  thereby  independendy 
patentable,  by  the  substitution  of  the  roughened  or  corrugated 
feed  wheel  for  one  armed  with  numerous  sharp-pointed  projec- 
tions,) made  applications,  dated,  respectively,  on  the  i8th  of  Oc- 
tober, 1850,  and  on  the  15th  of  March,  1851,  which,  being 
diligently  and  persistently  urged  before  the  Office,  resulted  in  pat- 
ents of  August  1 2th,  1 85 1,  (No.  8294,)  amended  smd  reissued 
October  3d,  1855,  (No.  278,)  covering  the  first  and  most  impor- 
tant of  the  two  claims,  and  in  a  patent  of  November  4th,  1856, 
(No.  16,030,)  covering  the  second  improvement.  Singers  ma- 
chine was  first  used  in  Boston,  the  place  where  Wickersham  lived 
in  the  fall  of  1850,  (Potter's  deposition,  eighth  interrogatory,  and 
Roper's  deposition,  eleventh,  twelfth,  and  thirteenth  •interrogato- 
ries,) containing  both  these  improvements.  In  1853  Singer's  ma- 
chines were  commonly  and  notoriously  in  use  and  on  sale  in  Bos- 
ton. (See  Bradshaw's  deposition  to  re-cross  interrogatories  4  and 
5.)  Did  Wickersham  know  of  their  use  at  that  time,  he  being  at 
the  same  time  in  the  same  market  a  manufacturer  and  vender  of 
rival  sewing  machines,  as  appears  by  the  testimony?  (See 
depositions  of  Arnold  and  Butterfield.)  And  is  it  fair  to  presume 
this  knowledge  **from  the  circumstances  of  the  case,"  to  use  the 
language  in  Shaw  v.  Cooper  ?  But  there  is  another  item  of  proof 
to  be  found  upon  the  records  of  the  Patent  Office  and  among 
the  files  sent  to  me  which  seems  to  have  escaped  the  obser\'ation 
of  the  counsel  on  both  sides,  which  proves  beyond  controversy 
that  Wickersham  was  all  this  while  keenly  alive  to  his  interests,, 
conversant  with  the  state  and  progress  of  the  art,  watchful  of  all 
competitors,  and  aware,  to  say  the  least,  that  Singer  was  a  manu- 
facturer of  sewing  machines.  I  refer  to  his  letter  of  protest  to 
the  Office,  dated  March  14th,  1853,  in  which  he  objects  to  Singer's 
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being  allowed  a  patent  for  an  improvement  in  the  use  of  a 
straight  needle  in  sewing  machines.  After  all  this,  it  is  true  that 
Wickersham  went  to  England  in  January,  1854,  and  remained 
abroad  until  the  close  of  the  year  1855  or  beginning  of  1856. 
Whatever  knowledge  he  may  have  derived  of  Singer's  use  of  his 
improvements,  is  not  to  be  excepted  out  of  his  memory  nor  to 
be  abated  from  the  legal  operation  of  delay  in  asserting  his  rights 
on  account  of  his  absence  beyond  seas  for  these  two  years.  But 
suppose  it  were  even  so  that  up  to  the  time  of  his  return  from 
Europe  he  had  no  knowledge  of  the  public  sale  of  his  improve- 
ments, how  stands  the  case  afterwards  ?  According  to  the  testi- 
mony of  Webster  (answer  to  twenty-sixth  interrogatory,  page  21) 
and  the  testimony  of  Potter  (answer  to  fourth  interrogatory,  page 
55,  and  to  eleventh  and  twelfth  cross-interrogatories,  page  57) 
the  inventions  of  Singer  were  carefully  explained  to  him  by  Potter, 
a  party  interested  in  procuring  testimony  to  defend  these  identi- 
cal claims,  and  Wickersham,  on  the  trial  in  New  York  in  May 
or  June,  1856,  was  examined  as  a  witness  against  Singer  upon 
these  claims.  The  witness  Potter  does  indeed  say  that  in  any 
conversation  he  may  have  had  with  Wickersham  subsequent 
to  May  or  June,  1856,  he  may  not  have  adverted  to  the  points 
involved  in  these  claims,  because  they  had  subsided  in  import- 
ance in  regard  to  the  after-stages  of  the  controversy.  But  he 
nowhere  says  in  his  cross-examination,  as  intimated  by  counsel 
to  have  been  the  purport  of  his  answers  to  the  eleventh  and 
twelfth  cross-interrogatories,  that  he  had  not  distincdy  explained 
and  unfolded  the  whole  matter  to  Wickersham  in  his  interviews 
in  the  spring;  and  there  is  no  qualification  of  Webster's  state- 
ment that  the  whole  matter  was  fully  disclosed  in  April,  1856. 
If,  then,  Wickersham  was  all  the  while  alive  to  the  importance 
and  value  of  his  invention,  and  designed,  so  soon  as  pecuniarily 
able,  to  renew  his  application  for  a  patent,  it  passes  human  cre- 
dulity to  believe  that  he  did  not  know  in  the  spring  of  1856  of  the 
public  use  and  sale  of  the  improvements  in  question.  If  still  too 
poor  to  renew  his  application,  a  cheap  and  obvious  ^ay  of  assert- 
ing his  exclusive  claims  was  open  to  him,  viz.,  by  warning  Singer 
that  he  himself  was  the  original  inventor,  and  notifying  him  that 
he  still  insisted  upon  his  claims  and  meant  to  vindicate  them  at 
the  proper  time  and  in  the  proper  way.     But  nothing  of  this  sort 
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appears  in  the  testimony,  nor  is  there  any  word  to  warn  Singer 
of  any  exclusive  claim  of  another ;  but,  on  the  contrary,  so  ^  as 
Singer  is  concerned,  the  conduct  of  those  suits  and  Wickersham's 
participation  in  them  as  a  witness  were  the  broadest  proclamation 
that  these  improvements  were  free  and  common  property  to  the 
whole  world,  and  that  no  human  being  was  to  be  restricted  from 
their  free  and  unbought  use. 

Now,  from  May  or  June,  1856,  down  to  October,  1858,  two 
years  and  four  months  at  the  lowest  calculation,  Wickersham 
interposes  no  objection  to  the  public  sale  and  use  by  Singer  d* 
his  invention.  But  it  is  argued  that  the  power  of  attorney  exe- 
cuted by  Wickersham  in  &vor  of  Henry  B.  Renwick,  dated  April 
nth,  1856,  discloses  an  assertion  of  right  and  a  purpose  to  pros- 
ecute his  claim  to  a  patent..  Potter's  deposition  to  fourteenth 
cross-interrogatory  explains  the  reason  why  that  instrument  was 
drawn  in  the  form  it  bears ;  that  the  sole  object  of  executing 
it  was  to  procure  Wickersham's  drawings  and  specifications  finom 
the  Patent  Office,  to  be  used  in  evidence  in  the  suits  of  Singer 
against  Grover  &  Baker  and  Wheeler  &  Wikon  in  New  York ; 
and  that  it  was  his  habit  to  adopt  that  form  of  power  for  similar 
purposes.  Furthermore,  that  he  never  promised  Wickersham  to 
renew  his  application,  nor  was  he  ever  requested  to  do  so.  And 
Renwick,  in  answer  to  the  ninth  interrogatory,  page  60,  sa)^  that 
he  neither  took  any  steps  to  procure  Wickersham  a  patent,  nor 
was  he  ever  requested  to  do  so.  Potter  states,  also,  in  answer  to 
the  fourth  interrogatory,  that  when  Wickersham  signed  that 
power  of  attorney  he  expressly  said  that  he  wished  it  understood 
that  they  (Grover  &  Baker  and  Wheeler  &  Wilson,  or  their  agents) 
should  pay  Renwick,  and  that  he  should  be  put  to  no  expense 
about  it.  The  learned  counsel  for  the  applicant  has  argued  that 
"if  the  well -settled  rules  of  law  prevail,"  the  purport  of  this 
instrument  cannot  be  changed  by  parol ;  *  *  and  that  this  document 
is  conclusive  to  show  that  within  two  years  after  Singer  had 
obtained  his  first  patent  Wickersham  had  not  consented  or 
allowed  the  public  use  of  his  invention,  but  was  asserting  his 
right  and  contemplating  its  prosecution.'*  There  is  no  such  rule 
of  law  in  regard  to  written  instruments  where  they  are  invoked 
to  effect  the  rights  of  third  persons — strangers  to  the  instrument— 
and  not  in  privity  of  estate  or  interest  with  the  parties  thereto  ; 
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but,  on  the  contrary,  parol  proof  is  always  open  **to  third  per- 
sons who,  if  it  were  otherwise,  might  be  prejudiced  by  things 
recited  in  the  writings  contrary  to  the  truth,  through  the  igno- 
rance, carelessness,  or  fraud  of  the  parties,  and  who  therefore 
ought  not  to  be  precluded  from  proving  the  truth,  however  con- 
tradictory to  the  written  instruments  of  others. "  (Supreme  Court 
of  the  United  States  in  case  of  Burreda  et  aL  v.  Silsbee  ei  al.,  21 
Howard,  169.) 

From  the  prominent  facts  of  the  case  which  have  been  adverted 
to,  it  will  appear  that  prior  to  1854  the  facts  and  circumstances 
within  reach  of  Wickersham  furnish  the  strongest  presumption 
of  his  knowledge  of  the  use  in  public  of  this  invention  as  embodied 
in  the  Singer  machines;  and  that  in  the  spring  of  1856  knowl- 
edge in  fcict  of  Singer's  assertion  of  right  was  communicated  to 
him,  and  that  he  so  acquiesced  in  that  public  use  as  to  prevent 
him  from  ever  after  asserting  his  exclusive  right  to  the  invention, 
unless  his  continued  supineness  b  to  be  purged,  in  contemplation 
of  law,  by  the  circumstances  connected  with  his  first  application, 
so  as  to  carry  back  and  connect  by  legal  relation  his  present  appli- 
cation to  the  date  of  his  first  application  in  February,  1850.  The 
decisions  of  Judge  Woodbury  in  the  case  of  Adams  v.  Edwards,  i 
Fish.,  i;  of  Judge  Nelson  in  Gaylor  z/.  Wilder,  1  Blatch.,  597 ;  and  of 
Judge  Grier  in  Rich  v.  Lippincott,  2  Fish.,  i,  are  relied  upon  as  set- 
tling by  the  highest  authority  that  if  a  first  application  is  withdrawn, 
either  for  the  sake  of  the  money  on  account  of  poverty,  or  under  a 
mistake — if  it  was  rejected  by  the  Office  under  a  mistake  and  the 
inventor  yielded,  but  on  discovering  his  mistake,  or  being  better  ad- 
vised, made  a  new  application  within  a  reasonable  time — there  is  in 
such  case  no  abandonment  of  his  invention,  and  the  second  applica- 
tion will  relate  back  to  the  first.  To  understand  the  rulings  of 
these  eminent  judges  it  is  necessary  to  advert  to  the  state  of  facts  to 
which  in  the  instances  given  their  decisions  were  applied.  They 
were  all  three  given  in  suits  upon  the  same  patent  and  upon  the 
same  state  of  facts,  which  were  substantially  as  follows :  Daniel 
Fitzgerald  filed  an  application  for  a  patent  for  an  improved  fire- 
proof safe  on  the  ist  of  April,  1836, which  was  rejected  in  Septem- 
ber following ;  and  on  the  22d  of  December  he  applied  for  a  patent 
for  the  combination  of  a  desk  and  safe,  which  was  granted  in 
August,  1837.    Fitzgerald  was  in  partnership  with  one  Sherwood, 
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who  applied  for  a  patent  for  a  rotating  safe,  which  was  issued  in 
May,  1837.  On  the  27th  of  June,  1837,  after  Sherwood's  patent, 
and  pending  his  application  for  the  desk  and  safe  combined,  Fitz- 
gerald wrote  to  withdraw  his  first  application  of  April,  1836,  and  it 
was  withdrawn  in  September,  after  his  patent  for  the  combined  safe 
and  desk  was  issued.  Both  Fitzgerald  and  Sherwood  continued 
to  make  safes,  not  using  the  mechanical  contrivances  they  had 
patented.  In  January,  1838,  Fitzgerald  applied  for  a  patent  for 
a  safe  substantially  the  same  as  his  first  application,  which  was 
rejected  and  subsequently  withdrawn.  In  March,  1838,  Fitz- 
gerald assigned  his  patent  of  1837  ^^  Wilder,  and  agreed  to  make 
all  necessary  application  for  improvements  and  additions.  In 
1839,  April  nth.  Wilder,  as  assignee  of  Fitzgerald,  again  applied 
for  a  patent  for  a  salamander  safe,  varying  somewhat  the  descrip- 
tion, upon  which,  after  various  rejections  and  modifications  of 
specification,  a  patent  was  granted  in  June,  1853.  It  appeared  also 
that  prior  and  subsequent  to  the  issue  of  the  patent  of  August, 
1837,  Fitzgerald  and  Wilder  had  made  and  sold  salamander 
safes,  describing  them  as  patented;  and  there  was  also  evidence 
to  show  that  Fitzgerald  claimed  and  represented  to  Wilder  that 
his  patent  of  August,  1837,  embraced  the  salamander  safe ;  that 
when  Wilder  discovered  that  the  patent  did  not,  as  he  had 
supposed,  cover  the  salamander  safe,  but  only  the  combinatioD 
of  desk  and  safe,  he  made  efforts  to  obtain  one  that  would. 
Upon  that  state  of  facts  it  was  held  by  the  several  judges  above 
named  that  if  Fitzgerald  or  his  assignee  supposed  their  patent  of 
1837  covered  the  invention  of  a  salamander  safe,  when  in  fact  it 
did  not,  and  that  under  that  supposition  they  made  and  sold 
safes  for  more  than  two  years  prior  to  their  application  of  1839, 
and  that  the  application  of  1839  was  filed  upon  the  discovery  that 
their  safes  were  not  protected  by  that  patent,  and  that  this  appli- 
cation was  made  with  diligence  after  such  discovery, — then  the 
application  of  1839  related  back  to  application  of  1836,  which  was 
erroneously  rejected  in  1836.  The  jury  found  these  facts  to  e-xist, 
and  thereupon  the  patent  of  1853  was  sustained.  The  precise 
language  which  Judge  Nelson  used  in  his  instruction  upon  the 
case  may  be  found  at  page  585  of  loth  Howard's  Supreme  Court 
Reports,  in  case  of  Gaylor  v.  Wilder,  and  will  here  be  quoted  to 
prevent  the  Office  from  misapprehending,  by  reason  of  the  aiigu- 
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ments  filed  in  this  case,  the  form  of  his  ruling:  **  If  they  [the  jury] 
found  that  Daniel  Fitzgerald  was  the  first  and  original  inventor  of 
said  improvement,  as  set  forth  in  said  patent,  and  had  not  aban- 
doned or  dedicated  the  same  to  the  public,  but  had  with  reason- 
able diligence  pursued  his  invention  till  he  had  perfected  the  same, 
and  used  due  diligence  in  applying  for  and  pursuing  his  applica- 
tion for  a  patent  until  he  obtained  the  same,  then  he  was  entitled  to 
recover.*'  Upon  that  charge  and  that  evidence  th^  finding  was 
for  the  plaintiff.  In  other  words,  the  jury  ascertained  by  their 
verdict  that  the  first  application  of  1836  was  withdrawn  by  Fitz- 
gerald, upon  the  idea  that  the  application  and  patent  issued  a 
few  months  later  covered  the  invention;  that  he  continued  uni- 
formly and  unremittingly  to  assert  exclusive  right  over  the  in- 
vention, selling  it  as  patented;  that  so  soon  as  he  discovered  that 
he  was  mistaken,  and  that  the  patent  under  which  he  was  operating 
did  not  cover  the  invention,  the  assignee  renewed  his  application 
and  had  the  mistake  corrected-— certainly  within  twelve  months, 
for  his  assignment  bore  date  March  28th,  1838,  and  the  renewed* 
application  was  filed  April  nth,  1839,  and,  as  appears  from  other 
parts  of  the  testimony,  this  discovery  must  have  been  subsequent 
to  August,  1838 — the  time  of  a  certain  contract  between  Wilder 
and  William  Adams  and  others,  which  gave  rise  to  the  suit  before 
Judge  Woodbury. 

It  appears,  then,  fr6m  these  decisions  that  the  withdrawal  of 
an  application  and  the  return  of  twenty  dollars — part  of  the 
patent  fee — ^is  not  of  itself  an  abandonment  or  dedication  of  one's 
invention  to  the  public,  but  is  an  equivocal  act,  to  be  interpreted 
by  surrounding  circumstances,  and  to  be  affected  upon  a  second 
application  by  the  subsequent  conduct  of  the  party — his  diligence 
or  his  neglect  and  delay — in  the  same  manner  as  his  conduct  is 
to  be  weighed  in  regard  to  an  original  application ;  and  so  I 
understand  the  practice  of  the  Office  to  have  been  to  receive 
renewed  applications,  either  for  the  whole  or  a  part  of  a  rejected 
claim,  where  good  cause  and  due  diligence  are  shown.  The 
claims  of  Singer  himself  in  this  case  show  that  they  were  em- 
braced in  his  first  application,  omitted  from  his  patents,  and  after- 
wards awarded  to  him — the  one  in  his  renewed  patent  of  1854 
and  the  other  upon  the  crowning  of  his  persistent  applications  and 
continued  claim  down  to  1856.     With  regard  to  the  first,  it  per- 
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haps  more  properly  falls  within  the  class  of  reissues  under  the 
thirteenth  section  of  the  act  of  1836  and  the  eighth  section  of 
the  act  of  1837  ;  but  not  so  with  the  patent  of  1856,  which  is  not 
a  reissue. 

How  stands  the  case  of  Wickersham  in  this  regard?    I  think 
it  has  very  properly  been  argued  that  there  never  was  any  rejec- 
tion by  the  Office  of  his  claims  to  the  present  invention.    The 
law  required  explicitly  that  the  applicant  shall  file  a  clear  and 
intelligible  representation  of  his  invention  and  claims  of  novelty 
in  both  specifications  and  drawings,  to  be  signed  by  him  and 
attested  by  two  witnesses ;  and  when  papers  are  filed  without 
these  due  formalities,  it  is  the  duty  of  the  Office  to  decline  to  act 
upon  them  in  their  imperfect  state,  and  to  return  them  to  the 
party,  with  such  suggestions  as  may  present  themselves  for  the 
better  information  of  the  party.     Certain  suggestions  were  made 
to  Wickersham  and  communicated  by  note  of  February  20th, 
1850.     A  new  set  of  specifications  and  drawings,  by  their  app«u"- 
ance  manifestly  substitutional,  and  not  merely  additional  or  amend- 
atory of  the  first,  were  shortly  forwarded,  and  these  were  again 
returned,  for  the  purpose  of  being  authenticated  according  to  law 
by  Office  letter  of  April  5th,  1850.     Neither  in  these  specifica- 
tions or  drawings  nor  in  any  of  the  models  did  the  claims  now  in 
question  appear ;  and  of  course  in  reference  to  this  second  set 
must  that  Office  letter  be  understood ;  nor,  indeed,  even  so  under- 
stood,, can  it  be  regarded  as  a  final  judgment  upon  his  case.    He 
seems  to  have  made  no  further  effort  to  comply  with  the  law  until 
he  withdrew  the  case.     It  certainly  is  not  the  duty  of  the  Office 
to  stand  at  the  elbow  of  applicants  to  unfold  to  them  the  im- 
portance of  their  inventions  and  to  explain  to  them  everything 
which  they  might  do  to  procure  a  patent.    Persons  are  presumed 
to  possess  a  reasonable  amount  of  intelligence  and  acquaintance 
with  the  modes  of  doing  business.     It  would  be  impossible  for 
the  Patent  Office  to  conduct  its  varied  and  multiplied  busines  if 
its  officers  were  charged  with  the  duty  of  preparing  each  man's 
case  for  him  and  watching  carefully  that  he  fall  into  no  mistake 
of  fact  or  law ;  and  should  the  Office  itself  make  a  mistake  in  its 
judgment  upon  a  case  which  does  not  create  a  delusion  in  the 
mind  of  the  party  as  to  his  rights,  can  he  repose  upon  that  mis- 
take, and  make  it  operate  as  an  indefinite  excuse  to  him  for  delay- 
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ing  the  further  prosecution  of  those  rights,  either  by  endeavoring 
to  convince  the  Office  by  claim  for  rehearing  of  a  palpable  error 
or  by  resorting  to  the  easy  and  expeditious  means  for  revising 
their  decision  upon  appeal,  as  the  statutes  provide  ?  Now,  that 
Wickersham  was  led  into  no  mistake  or  delusion  as  to  his  rights 
by  any  supposed  decision  of  the  Office,  is  manifest  from  the 
testimony  of  his  own  witness  upon  questions  put  by  his  attorney. 
At  page  20,  deposition  of  Justus  Webster,  answer  to  sixteenth 
interrogatory,  **he  [Wickersham]  has  told  me  since  that  he 
made  an  application  himself,  and  that  it  was  rejected ;  he  felt  very 
much  disappointed,  and  he  thought  he  was  rejected  because  he 
made  the  application  himself  instead  of  employing  an  attorney.'* 
Here,  by  his  own  admission,  he  was  led  into  no  mistaken  opinion 
of  his  rights  by  the  action  of  the  Office,  but  distinctly  avowed 
afterwards  his  full  knowledge  and  confidence  in  them.  The  ex- 
cuse of  mistake,  then,  is  taken  away  from  his  unbroken  repose 
of  more  than  seven  years.  But  his  poverty  is  assigned  as  a 
reason  for  not  applying  earlier.  The  measure  of  poverty  which 
one  must  possess  before  he  is  required  to  exercise  any  diligence 
to  prosecute  his  rights  is  not  to  be  found  in  the  statute.  It  is 
an  excuse  very  readily  made,  which  yet  should  not  too  readily  be 
listened  to.  If  a  man  be  utterly  destitute  of  money  and  without 
friends,  and  incapable  thereby  of  prosecuting  an  enterprise,  much 
indulgence  may  be  shown  him ;  but  where  he  has  the  means  of 
carrying  on  sundry  enterprises  of  a  kindred  sort,  equally  demand- 
ing money  and  friends,  and  does  carry  them  on,  his  election  to 
pursue  those  other  enterprises  will  not  be  regarded  in  the  law  as 
an  excuse  for  delay  in  the  one  where  valuable  rights  of  others 
equally  meritorious  with  himself,  and,  in  the  outset  of  their  suc- 
cessful struggles,  equally  poor,  are  to  be  prejudiced.  An  election 
thus  made  for  his  supposed  advantage  or  gratification  at  the 
time,  according  to  the  plainest  principles  of  equity,  must  not  be 
invoked  for  the  subsequent  detriment  of  another  innocent  party. 
It  appears  that  Wickersham  applied  for  five  several  patents  in 
this  country  and  for  one  in  ^ngland  during  this  period,  and  that 
he  was  not  without  credit  and  means  to  go  to  England  in  1854  i^ 
pursuit  of  success.  These  repeated  applications  to  the  Patent 
Office  furnish,  also,  another  presumption  as  to  the  suggestion 
made  of  his  ignorance  of  business,  to  wit,  that  he  must  have  be- 
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come  by  this  frequent  intercourse  with  the  Office  sufficiently  con- 
versant with  the  patent  laws  and  the  mode  of  doing  business  to 
vindicate  his  rights,  if  they  had  been  deemed  by  him  of  sufficient 
importance.  The  foregoing  comparison  of  the  facts  of  this  case 
with  the  facts  in  the  case  of  Fitzgerald,  show  that  although  the 
doctrine  of  the  relation  of  a  patent  to  the  initiatory  proceedings  (a 
doctrine  also  familiarly  applied  in  matters  of  land  grant  to  con- 
nect an  original  claim  and  survey  with  a  junior  patent  of  land  in 
favor  of  a  diligent  party,  so  as  to  cut  out  a  senior  patent  procured 
upon  a  junior  survey  and  claim)  may  be  resorted  to  for  the  pur- 
pose of  upholding  a  patent  for  a  valuable  discovery,  yet  the 
doctrine  will  not  be  applied  to  a  case  which  does  not  present  the 
element  of  **due  diligence  in  applying  for  and  pursuing  his 
application  for  a  patent  until  he  obtains  the  same. ' ' 

Upon  the  points,  then,  of  abandonment  and  want  of  diligence 
and  of  refusal  to  connect  the  present  application  with  that  of  Feb- 
ruary, 1850,  by  relation,  and  also  of  the  public  use  of  the  inven- 
tion for  more  than  two  years  with  the  knowledge  and  consent  of 
Wickersham,  I  am  of  opinion  that  the  judgment  of  the  Office 
was  correct. 

Now,  therefore,  I,  William  M.  Merrick,  an  assistant  judge  of 
the  Circuit  Court  of  the  District  of  Columbia,  do  certify  to  the 
Hon.  William  D.  Bishop,  Commissioner  of  Patents,  that  having 
duly  assigned  a  time  and  place  for  hearing  the  above-entitled 
cause,  and  having  considered  the  reasons  of  appeal  filed  by  the 
appellant  and  the  grounds  of  the  decision  of  the  Commissioner 
in  the  case,  and  having  attentively  examined  the  testimony  and 
read  the  arguments  filed  by  counsel  for  both  parties,  I  do  adjudge 
and  determine  that  the  decision  of  the  Commissioner  upon  the 
points  involved  in  said  reasons  of  appeal  be,  and  the  same  is 
hereby,  affirmed,  and  that  the  application  of  William  Wicker- 
sham in  the  premises  be  finally  rejected. 

B,  R,  Curtis,  for  the  appellant. 

CAas,  Af.  Kellar,  for  the  appellee. 
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Richard  Savary  and  Dennis  Savary,  Appellants, 

vs. 
Bernard  Lauth,  Appellee.  Interference. 

SiCBXT  iNViNTioN — 8UBBXQTJSNT  intsntob's  publio  UBS  AND  8ALS. — Where  an 
inventor  keeps  his  invention  secret  for  years,  and  suffers  a  subsequent 
and  independent  inventor  to  engage  extensively  in  the  manufacture  and 
sale  of  the  same  invention  without  protest  or  notice  of  his  prior  claim,  he 
thereby  forfeits  his  right  to  a  patent.  Under  such  circumstances,  his  de- 
lay will  not  be  excused  by  the  fact  that  his  application  was  filed  before  the 
patent  issued  to  the  rival  inventor. 

Acquissosnos  in  publio  TJ81  PBESUMBD  FROM  0IR0UM8T1.N0S8. — A  knowledge 
of,  and  acquiescence  in,  the  publie  use  and  sale  of  the  invention  by  another 
may  be  presumed  from  the  circumstances  of  the  case,  as  where  the  applica- 
tion of  the  subsequent  inventor  for  a  patent  and  his  commercial  use  of  that 
invention  were  matters  of  notoriety  in  the  locality  where  the  first  inventor 
resided. 

Sm. — Whatever  may  be  the  intention  of  the  inventor,  if  he  suffers  his  invention 
to  go  into  public  use  through  any  means  whatever,  without  an  immediate 
assertion  of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a  patent  ob- 
tained under  such  circumstances  protect  his  right.  (Shaw  v.  Cooper,  7 
Peters,  29.) 

Gasi  8TATId.^-S.  perfected  his  invention  in  1854,  and  kept  it  secret  until 
August,  1858,  when  he  filed  his  application,  and  in  the  meantime,  in 
June,  1858,  L.  independently  made  the  invention,  introduced  it  into  public 
use  with  the  knowledge  of  S.,  and  filed  an  application  for  a  patent  March, 
1858 :  Meldj  That  S.  was  debarred  from  receiving  a  patent. 

(Before  Mobsbll,  J.,  District  of  Columbia,  August,  1859.) 

Morsell,  J. 

The  application  and  specification  of  Lauth  is  dated  the  8th  of 
March,  1858,  and  filed  the  12th  of  March,  1858;  that  of  the  Savarys, 
dated  the  31st  of  July,  1858,  filed  the  6th  of  August,  1858.  The 
appellants  claim  their  invention  to  have  been  discovered  by  them 
in  the  spring  1854.  January,  1858,  appears  to  have  been  the 
earliest  period  of  Lauth' s  discovery.  The  inventions,  I  think,  are 
identical,  judging  from  the  specifications  stating  and  describing 
the  claims  of  each  of  the  parties.  The  Commissioner  refused  to 
grant  a  patent  to  the  appellants,  and  awarded  priority  of  invention 
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to  the  appellee,  upon  the  ground  of  insufficiency  of  the  testimony 
on  the  part  of  the  appellants  to  sustain  their  claim  ;  to  which  a 
number  of  reasons  of  appeal  were  filed.  These  and  all  the  papers 
and  evidence  in  the  cause  have  been  laid  before  me,  and  due 
notice  of  the  time  and  place  given  to  the  parties,  who  accordingly 
appeared  by  their  respective  advocates,  and  filed  their  arguments 
in  writing,  and  submitted  the  case. 

The  appellee  has  raised  an  issue  on  a  collateral  point,  in  which 
it  is  contended  that  if  the  appellants  had  a  right,  as  contended  for 
by  them,  they  have  forfeited  it  by  their  negligence.  The  language 
is,  "  Does  not  the  appellants*  conduct  create  an  equitable  estoppel 
against  them  as  regards  Lauth  ?  They  wer^  undoubtedly  aware 
of  his  application,  and  also  of  the  fact  of  his  continued,  extensive, 
and  expensive  experiments ;  that  he  was  engaged  in  a  bitter  and 
prolonged  contest  with  Cuddy  for  this  invention,  involving  loss  of 
time  and  the  expenditure  of  large  sums  of  money,  and  yet  they 
interposed  no  claim,  nor  gave  Lauth  warning  that  they  intended 
to  apply  for  a  patent.  These  considerations,  together  with  the 
selfish  conduct  of  the  appellants  towards  the  public,  should  post- 
pone their  claims."  A  decision  by  me  in  the  case  of  Ellithorp 
v.  Robertson  {ante,  p.  585)  is  cited  as  authority.  The  appellants' 
counsel  in  reply  says:  **It  is  difficult  to  perceive  why  Lauth' s 
counsel  should  have  referred  to  Mr.  Curtis,  who  does  not  give 
the  slightest  countenance  to  the  pretensions  which  they  set  up  in 
behalf  of  their  client,  which  is  also  true  of  the  other  authorities 
to  which  they  refer,  upon  any  other  hypothesis  than  that  they 
have  ^len  into  the  common  error,  as  it  is  apparent  they  have,  of 
applying  to  the  case  of  two  interfering  applicants  for  a  patent 
[neither  of  whom  has  a  patent]  the  principles  which  are  applicable 
to  the  case  of  a  prior  inventor  who  is  asking  to  invalidate  a  patent 
already  granted,  and  the  patentee  of  which  is  prima  facie  the 
prior  inventor  in  virtue  of  the  grant  itself.  Here  neither  party 
has  a  patent,  and  there  is  no  presumption  of  law  either  in  £ivor 
of  or  against  either  party.  It  is  a  simple  question  of  feet  as  to 
who  was  the  prior  inventor  of  the  invention  claimed  in  the  two 
applications."  In  another  part  of  the  case  it  is  denied  that  there 
is  any  evidence  of  the  knowledge  by  the  appellants  of  the  6cts  as 
above  alleged.  It  is  also  stated  by  the  appellants,  and  not  denied, 
that  Lauth  promptly  applied  for  the  protection  of  his  inventiofl, 
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and  as  promptly,  and  with  considerable  expense  to  himself,  intror 
duced  it  into  general  and  extensive  sale.  If  the  solution  of  the 
question  raised  by  this  defense  depended  on  the  right  acquired 
by  the  appellee,  or  whether  the  evidence  proves  an  abandonment 
in  the  general  ordinary  sense  of  the  term,  in  which  intention  forms 
an  essential  feature,  I  should  feel  no  difficulty  in  overruling  the 
objection ;  but  there  is  another  party — the  public — ^whose  interests 
may  be  affected,  on  behalf  of  whom  the  various  statutes  have 
prescribed  certain  previous  conditions  and  prerequisites  which 
must  be  strictly  fulfilled  before  the^  inventor  can  be  placed  in  a 
condition  to  claim  the  right  to  a  patent,  and  this  irrespective  of 
intention,  which  may  be  termed  a  statutory  bar.  The  counsel 
for  the  appellants  contends  that  the  appellants  cannot  be  accused 
of  laches  in  making  their  application  so  long  as  they  have  made 
it  before  the  grant  of  a  patent  to  any  one  else.  This  principle  can- 
not be  conceded.  The  consideration  given  for  the  monopoly  is  that 
the  public  shall  have  the  full  and  free  benefit  and  knowledge  of  the 
invention  at  the  expiration  of  fourteen  years  from  the  date  of  the 
invention.  The  design  of  the  law  is  that  the  earliest  knowledge 
and  use  of  the  invention  by  the  public,  consistent  with  the  just 
and  reasonable  rights  of  the  inventor,  should  be  obtained,  and 
protection  will  not  be  given  from  dangers  happening  from  un- 
necessary delays  on  the  part  of  the  inventor  after  he  has  perfected 
his  invention  and  before  his  application  for  a  patent ;  as,  (among 
many  others,)  if  in  such  interval  a  subsequent  discoverer  of  the 
same  invention  should  put  the  public  in  possession  of  the  knowl- 
edge and  use  thereof,  how  could  such  inventor,  lying  by  for 
years,  and  suffering  such  use  in  public  by  another,  be  in  a  condi- 
tion to  offer  a  quid  pro  quo  to  the  public — how  could  he  say  it 
was  not  known  to  others?  And  further,  the  spirit  of  the  ob- 
jection being  that  the  invention  is  known  by  others  and  in 
public  use,  how  can  it  be  material  whether  the  person  so  making 
it  known  and  putting  it  into  public  use  be  a  patentee  or  not? 
The  material  question  in  these  kinds  of  cases  is  not  so  much 
whether  the  appellee  was  entitled  as  whether  the  party  appellant 
is  so.     He  must  make  out  a  perfect  claim  to  recover. 

The  positions  which  have  been  thus  stated,  I  think,  will  be  fully 
sustained  by  the  statutes  on  the  subject  and  the  constructions 
given  to  them  to  be  found  in  the  decisions  of  the  Supreme  Court; 
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in  each  of  them  it  is  made  a  condition  precedent  to  the  obtention 
of  a  patent  by  the  applicant  that  the  said  invention  was  "not 
known  or  used  by  others  in  public,"  or,  in  other  words,  in  public 
use.     The  language  of  the  statute  of  1836  is,   *'not  known  or 
used  by  others  before  his  or  their  discovery  or  invention  thereof, 
and  not  at  the  time  of  his  application  for  a  patent  in  public  use 
or  on  sale  with   his  consent  or  allowance  as  the  inventor  or 
discoverer."     The  fifteenth  section  declares  that  if  the  thing 
patented  ''had  been  in  public  use  or  on  sale  with  the  consent 
and  allowance  of  the  patentee  before  his  application  for  a  pat- 
ent," judgment  shall  be  rendered  for  the  defendant  with  costs. 
That  at  the  time  of  the  application  for  a  patent  in  this  case  by 
the  appellants  the  invention  was  not  new  as  to  public  use  and 
exercise,  is  clear.    Was  it  then  known  or  exercised  by  others 
before,  with  their  consent  or  allowance  ?    There  is  no  express  or 
direct  proof  of  this  fact ;  but  how  are  the  circumstances  ?    The 
appellee  in  the  interval  between  the  time  when  the  appellants  say 
their  invention  was  perfected  in  the  year  1854  and  the  time  of 
filing  their  application   for  a  patent,  and  without  any  notice 
of  the  claim  of  the  appellants,  discovered  in  substance  the  same 
invention,  and  immediately  filed  his  application  for  a  patent,  and 
a  similar  application  was  made  by  one  Cuddy,  and  an  interference 
declared,  and  testimony  directed   to  be  taken.     Many  of  the 
witnesses  resided  in  Pittsburgh,  where  for  some  length  of  time  the 
examinations  by  the  parties  were  carried  on.     This  proceeding, 
from  its  nature,  must  have  been  public  and  notorious— the  places 
of  the  residence  of  the  appellants  were,  one  at  Wheeling,  the  other 
at  Steubenville,  but  a  short  distance  from  Pittsburgh — ^after  which 
the  trial  took  place  before  the  Commissioner  upon  the  evidence 
so  taken  in  the  usual  public  way,  and  resulted  in  favor  of  the 
appellee,  and  the  Commissioner  awarded  to  him  priority  of  inven- 
tion and  a  patent  for  his  invention.    A  specification  was  filed  stat- 
ing his  invention,  a  resort  to  all  which  might  have  been  had,  it  is 
presumed ;  and  before  and  at  the  time  of  this  proceeding  a  great 
quantity  of  this  new  manufacture  was  publicly  made  at  appellee's 
,  mill  in  Pittsburgh,  and  sent  to  near  and  distant  market-places  for 
sale.    These  are  strong  circumstances  to  raise  the  presumption  that 
appellants  knew  or  might  have  known  of  appellee's  use  and  sale  in 
public  of  the  invention ;  yet  they  failed  to  give  public  notice  or  file 


i859-]  Savary  v.  Lauth.  695 


Opinion  of  the  coart. 


their  application  for  a  patent  until  September,  1858,  thus  suffering 
the  public  use  and  sale  aforesaid.    The  appellants  kept  their  inven- 
tion a  secret  for  years,  until  an  independent  inventor,  having  fortu- 
nately discovered  substantially  the  same  invention^  had  used  it  in 
public  and  sold  the  new  manufacture,  without  any  other  appar- 
ent reason  than  the  determination  to  keep  their  invention  a  secret, 
thereby  forfeiting  that  protection  which  by  due  diligence  they 
might  have  had.     If  such  is  the  result  of  the  facts,  then  the  prin- 
ciples laid  down  by  the  Supreme  Court  in  the  case  of  Shaw  v. 
Cooper  (7  Peters,  292),  although  a  decision  before  the  act  of  1836, 
and  under  a  statute  somewhat  different  in  its  provisions,  are  ap- 
plicable, on  which  I  shall  content  myself  to  rely  for  authority. 
At  page  318  in  the  opinion  there  is  this  passage:  "The  true  con- 
struction of  the  patent  law  is — the  court  say  in  Pennock  v.  Dia- 
logue, 2  Peters'  Rep. ,  i — *  that  the  first  inventor  cannot  acquire 
a  good  title  to  a  patent  if  he  suffers  the  thing  invented  to  go  into 
public  use  or  to  be  publicly  sold  for  use  before  he  makes  applica- 
tion for  a  patent.'  "     At  page  319,  speaking  of  the  policy  of  the 
Government,  the  court  say:  ** Vigilance  is  necessary  to  entitle 
an  individual  to  the  privileges  secured  under  the  patent  law.     It 
is  not  enough  that  he  should  show  his  right  by  invention,  but  he 
must  secure  it  in  the  mode  required  by  law.  *  *  *  And  if  the  inven- 
tion, through  fraudulent  means,  shall  be  made  known  to  the  public, 
he  should  assert  his  right  immediately,  and  take  the  necessary  steps 
to  legalize  it' '     Again :  *  *  No  matter  by  what  means  an  invention 
may  be  communicated  to  the  public  before  a  patent  is  obtained, 
any  acquiescence  in  the  public  use  by  the  inventor  will  be  an 
abandonment  of  his  right."     Page  321:  '*The  acquiescence  of 
an  inventor  in  the  public  use  of  his  invention  can  in  no  case  be 
presumed  where  he   has  no  knowledge  of  such  use ;  but  this 
knowledge  may  be  presumed  from  the  circumstances  of  the  case ; 
and  if  the  inventor  does  not  immediately  after  this  notice  assert 
his  right,  it  is  such  evidence  of  acquiescence  in  the  public  use  as 
forever  afterwards  to  prevent  him  from  asserting  it."     Again, 
same  page:  **If  his  invention  has  been  carried  into  public  use 
by  fraud,  but  for  a  series  of  months  or  years  he  has  taken  no  steps 
to  assert  his  right,  would  not  this  affoUd  such  evidence  of  acqui- 
escence as  to  defeat  his  application  as  effectually  as  if  he  failed 
to  state  that  he  was  the  original  inventor?  "     Again  :    '*A  strict 
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construction  of  the  act  as  it  regards  the  public  use  of  an  inventioo 
before  it  is  presented  is  not  only  required  by  its  letter  and  spirit, 
but  also  by  sound  policy.  A  term  of  fourteen  years  was  deemed 
sufficient  for  the  enjoyment  of  an*exclusive  right  of  an  invention ; 
but  if  he  may  delay  an  application  for  his  patent  at  pleasure, 
although  his  invention  be  carried  into  public  use,  he  may  extend 
the  period  beyond  what  the  law  intended  to  give  him.  A  pre- 
tense of  fraud  would  afford  no  adequate  security  to  the  public  in 
this  respect,  as  artifice  might  be  used  to  cover  the  transaction. 
The  doctrine  of  presumed  acquiescence,  where  the  public  use  is 
known  or  might  have  been  known  to  the  inventor,  is  the  only 
safe  rule  which  can  be  adopted  on  this  subject.'*  The  last  para- 
graph is  as  to  the  intention,  in  which  the  court  say :  ' '  Whatever 
may  be  the  intention  of  the  inventor,  if  he  suffers  his  invention  to 
go  into  public  use  through  any  means  whatsoever,  without  an 
immediate  assertion  of  right,  he  is  not  entitled  to  a  patent  Nor 
will  a  patent  obtained  under  such  circumstances  protect  his  right" 
This  view  of  the  subject,  it  is  considered,  is  a  fiill  bar  to  the 
claim  of  the  appellants,  and  makes  it  unnecessary  to  consider 
what  the  case  would  have  been  upon  the  merits.  The  decision 
of  the  Commissioner  must  be  affirmed. 

Munn  &  Co, ,  for  the  appellants. 
R.  W,  Fenwick,  for  the  appellee. 


Charles  Stearns,  Appellant, 

vs, 
Asahel  Davis,  Appellee.     Interference. 

Original  inyentor — dblat — effect  of. — When  the  inrention  is  "suggested'' 
by  one  of  the  parties  to  the  interference,  and  is  reduced  to  practice  by  the 
other  in  accordance  with  such  suggestion,  the  party  first  named  is  the 
first  and  only  inventor,  and  the  second  party  can  acquire  no  title  to  the 
invention  by  the  failure  of  the  real  inventor  to  follow  up  and  perfect  hif 
invention  with  reasonable  diligence.  In  such  a  case  the  invention  would 
be  forfeited,  if  at  all,  to  the  public. 

(Before  Dunlop,  J.,  District  of  Columbia,  August,  1869.) 
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Statement  of  the  Case. 

The  patent  issued  to  Steams  July  5th,  1859,  No.  25,534,  ^^^^ 
the  following  claim :  * '  The  twisting  rollers,  constructed  as  de- 
scribed, in  combination  with  the  corrugated  roller,  for  producing 
the  corrugated  twisted  lightning-rod." 

DUNLOP,  }. 

It  is  truly  said  by  the  Commissioner  of  Patents,  in  his  reply  of 
the  8th  of  August,  1859,  to  the  reasons  of  appeal  of  Mr.  Steams, 
that  the  object  of  this  appeal  is  not  to  decide  who  invented  the 
lightning-rod,  but  the  question  of  priority  of  invention  in  the 
rollers  for  twisting  the  rod.  The  whole  evidence  on  both  sides  is 
directed  to  this  issue. 

I  have  carefully  examined  the  proofs,  and  it  seems  to  me  there 
can  be  no  doubt  that  the  appellant  Stearns  was  the  original,  first 
inventor  of  the  twisting  rollers  exhibited  in  the  models  and  speci- 
fications of  appellant  and  appellee.  This  appears  not  only  in 
Stearns'  testimony,  but  is  fully  made  out  by  the  witnesses  exam- 
ined by  Davis  himself.  I  refer  to  the  depositions  of  Thomas 
Trask,  Thomas  Richardson,  Henry  H.  Wilder,  Moses  C.  Crocker 
and  others.  But  it  is  said  by  the  Office  that  the  ''  idea,"  the 
"  suggestion  '*  of  Steams  was  inchoate,  and  not  reduced  to  prac- 
tice; that  it  was  first  turned  to  practical  use  by  the  appellee  Davis, 
and  therefore  the  patent  ought  to  be  awarded  to  him.  If  this  was 
a  controversy  between  two  original  inventors  or  discoverers  of  the 
same  thing,  and  the  second  inventor — or  the  original  inventor,  pos- 
terior in  point  of  time  of  the  two — ^first  reduced  it  to  use,  the  first 
original  inventor  would  not,  and  ought  not,  to  lose  the  fruits  of  his 
genius  unless  the  second  inventor  could  show  that  the  first  had 
forfeited  his  right  by  failing  to  pursue  and  perfect  his  invention  by 
the  use  of  reasonable  diligence  in  reducing  it  to  practice  and 
making  it  available  to  the  public.  But  this  is  not  the  case  of  two 
original  inventors,  each  conceiving  the  same  idea,  unaided  and 
unassisted.  Steams'  **  suggestion,"  it  is  conceded  on  all  hands, 
and  is  even  admitted  by  Davis  himself,  was  communicated  to  him 
(Davis)  by  Charles  Steams  and  Moses  Marshall,  who  is  unim- 
peached;  and  others  declare  that  the  suggestion  was  at  once 
practically  applied,  and  produced  the  desired  result — the  twisted, 
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corrugated  copper  rod.  In  no  sense,  therefore,  under  the  patent 
laws,  can  Davis  be  held  to  be  an  inventor  of  the  twisting  roileis. 
If  Steams,  by  want  of  diligence,  has  forfeite<l  the  fruit  of  his  con- 
ception, he  has  forfeited  it  to  the  public  and  not  to  the  appellee. 
But  I  see  no  reason  to  impute  want  of  diligence  either  to  Davis  or 
Steams.  The  invention  was  discovered  in  May  or  June,  1858, 
and  the  models  and  specifications  of  both  parties  presented  to  the 
Patent  Office — Davis'  on  the  14th  of  December  and  Steams'  on  the 
1 8th  of  December,  1858.  No  want  of  diligence  was  imputed  by 
the  Office  to  Davis,  and  his  application  was  only  four  days  earlier 
than  the  application  of  Stearns. 

It  is  also  assumed  by  the  Office  that  advertisements  and  sales 
of  the  machine  with  the  twisting  rollers  by  Davis  in  the  year  1858, 
claiming  it  as  his  invention  on  several  occasions  with  the  knowl- 
edge of  Steams,  and  not  denied  by  him,  is  evidence  that  Da\Ts 
was  the  true  inventor  or  owner ;  but  this  prima-facie  presumption 
(even  supposing  it  to  exist)  is  rebutted  by  the  positive  proof  of 
Davis'  own  witnesses  that  Steams  was  the  inventor,  by  the  ab- 
sence of , all  proof  that  Steams  ever  assigned  to  Davis,  and  by 
the  affidavit  of  Davis  himself,  which  (although  no  evidence 
against  Steams,  it  does  not  lie  in  Davis'  mouth  to  gainsay) 
admits  that  Steams  was  entitled,  on  certain  terms  therein  set 
forth,  to  half  the  patent  right. 

The  last  objection  urged  by  the  Office  to  the  claim  of  the 
appellant  for  a  patent  is  that  his  improvement  in  the  twisting 
rollers  is  substantially  diffisrent  from  Davis',  and  that  there  is  no 
conffict.  Upon  inspection  of  the  models  and  specifications  of  the 
contending  parties,  the  principle  of  the  improvement  appears  to 
be  the  same;  the  difference  is  in  mere  mechanical  detail  and 
more  elaborate  finish  in  the  model  of  Davis ;  both  machines  pro- 
ducing the  same  cormgated  vertical  or  twisted  rod.  The  con- 
tending parties  and  the  witnesses  on  both  sides  treat  the  principle 
as  the  same,  and  the  dispute  was,  and  is,  who  invented  it  The 
Office  has  made  the  same  affirmation  in  declaring  the  interference. 

Upon  the  whole,  I  am  of  opinion  that  the  Honorable  Commis- 
sioner of  Patents  erred  in  awarding  a  patent  to  Asahel  Davis  for 
the  improvement  in  the  twisting  rollers  referred  to  in  his  decision 
of  the  i6th  of  June,  1859,  and  that  his  judgment  be,  and  the  same 
is  hereby,  reversed.     I  am  also  of  opinion  that  a  patent  ought  to 
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issue  to  Charles  Steams  for  said  improvement,  on  a  proper  appli- 
cation made  by  him  limiting  his  application  to  the  improvement 
in  the  twisting  rollers,  in  combination  with  the  corrugating  rollers, 
producing  the  corrugated  twisted  copper  rod. 

E.  Wi  Scott^  for  the  appellant. 
Munn  &  Co.,  for  the  appellee. 


James  Spear,  Appellant, 

vs. 


Belson,  Assignor  to  Stuart  and  Peterson,  Ap- 
pellees.   Interference. 

Skcrbt  iNYsiiTiON — PBTiTiON  AND  81.LI. — The  statatOFj  bar  in  section  *l  of  the 
act  of  1839  to  the  inyentor  who  sells  his  invention  more  than  two  years 
before  his  application,  would  seem  bj  analogy  properly  applicable  to  the 
inventor  who  secretes  his  invention  more  than  two  years,  and  thereby 
injures  the  public. 

Sm — DiLAT  IN  1.PP LYING  POB  L  PATSNT. — ^Au  luveutor  who  seeks  the  monopoly 
afforded  by  a  patent  must  present  his  perfected  invention  to  the  Patent 
Office  at  once.  He  cannot  privately  use  the  invention  for  his  own  gain 
during  several  years,  and  then  claim  and  expect  protection  for  fourteen 
years  longer. 

Sm — Sm. — ^The  right  of  the  first  and  original  discoverer  to  a  patent  cannot  be 
defeated  by  a  subsequent  patentee  unless  the  latter  shows  that  the  former 
has  been  guilty  of  culpable  neglect  and  laches. 

Ga8B  btatid. — ^B.  invented  and  perfected  and  privately  used  the  invention  in 
1853.  In  1858  his  neighbor  S.  independently  invented  and  patented  the 
same  thing,  and  put  it  into  public  use  with  the  full  knowledge  of  B.,  who 
applied  for  a  patent  one  year  later:  Heldy  That  B.  had  shown  gross  and 
culpable  negligence,  and  had  forfeited  his  right  to  a  patent. 

(Before  Dunlop,  J.,  August,  1859.) 
DUNLOP,  J. 

The  question  of  jurisdiction  has  been  brought  to  my  notice  by 
the  appellees.  For  the  reasons  assigned  by  the  Commissioner 
of  Patents  and  Judge  Merrick  in  the  case  of  Babcock  v,  Degener 
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(atUe,  p.  607),  I  think  this  appeal  has  been  properly  taken,  and 
that  I  have  authority  to  decide  the  case  on  its  merits.  It  has 
been  most  elaborately  discussed  by  counsel,  and  many  questions 
of  law  and  fact  presented,  which  I  need  not  examine,  because,  m 
my  judgment,  the  solution  of  one  of  the  points  raised  in  the 
reasons  of  appeal  will  control  the  decision.  The  vital  question  in 
the  case  is,  has  Belson  lost  his  right  to  a  patent  by  failing  to  pre- 
sent his  claim  to  the  Patent  Office  in  a  reasonable  time.  I  assume, 
in  Belson' s  behalf,  that  the  perforated  chamber  on  the  under 
side  of  the  cross-piece  in  the  cooking  stove  is  a  new  and  useful 
improvement,  and  fairly  patentable.  I  assume  that  Belson  first 
discovered  it,  and  perfected  and  applied  it  practically  in  his  own 
kitchen  in  Philadelphia  in  the  fall  of  the  year  1853.  In  the  year 
1858,  in  April  and  June,  Spear  patented  the  same  improvement, 
in  combination  with  other  devices,  without  any  knowledge  oi 
Belson' s  invention.  This  must  be  conceded,  because  there  is  no 
proof,  positive  or  presumptive,  that  Spear  had  such  knowledge; 
and  the  action  of  the  Patent  Office  in  1858  prima  facie  estab- 
lishes his  title  as  an  original  discoverer.  They  are  both,  then, 
original  discoverers  of  the  same  thing,  Belson  being  the  first  of 
the  two  in  point  of  time ;  and  though  Spear  first  applied  to  the 
Office,  and  secured  the  patents,  he  cannot  oust  Belson  or  defeat 
his  application  unless  he  shows  culpable  neglect  and  laches  in 
Belson. 

Belson  slept  upon  his  invention  from  the  fall  of  1853  till  the 
spring  of  1859,  a  period  of  more  than  five  years.     He  first  pre- 
sented himself  to  the  Patent  Office  on  the  25th  of  May,  1859— 
'*  Vigilaniibtis  et  nan  dormienHims  Uges  subservient'^     This 
maxim  is  emphatically  applicable  to  the  patent  code,  whose 
policy  favors  diligence  and  condemns  sloth.     Mr.  Belson  had  no 
right  lo  use  his  invention  privately  for  his  own  gain  for  five  years, 
and  then  expect  and  claim  a  monopoly  from  the  public  for  four- 
teen years  more,  as  one  of  the  inducements  and  considerations 
with  the  public  in  granting  the  monopoly  is  the  right  of  the 
community  to  have  immediate  knowledge  of,  and  restricted  use 
of,  the  perfected  invention,  and  the  free  and  unrestricted  use  of  it 
at  the  end  of  fourteen  years.     These  objects  can  only  be  attained 
by  requiring  the  inventor  at  once  to  present  his  perfected  inven- 
tion to  the  Patent  Office,  and  to  patent  it* 
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In  Pennock  v.  Dialogue,  2  Peters,  i,  the  Supreme  Court  say : 
*'If  an  inventor  should  be  permitted  to  hold  back  from  the 
knowledge  of  the  public  the  secrets  of  his  invention,  &c.,  it 
would  materially  retard  the  progress  of  science  and  the  useful 
arts,  and  give  a  premium  to  those  who  should  be  least  prompt  to 
communicate  their  discoveries.*'  And  in  Shaw  v.  Cooper,  7 
Peters,  323,  the  same  court  say  :  *'  Whatever  may  be  the  intention 
of  the  inventor,  if  he  suffers  his  invention  to  go  into  public  use, 
through  any  means  whatever,  without  an  immediate  assertion  of 
his  right,  he  is  not  entitled  to  a  patent,  nor  will  a  patent  obtained 
under  such  circumstances  protect  his  right."  Belson  suffered 
Spear,  both  of  them  residing  in  the  same  city,  to  patent  and  put 
in  public  use  the  improvement  from  April,  1858,  to  May,  1859, 
without  any  assertion  of  his  right.  The  same  doctrine  is  asserted 
by  the  Commissioner  of  Patents  in  the  cases  of  EUithorp  v.  Rob- 
ertson and  Savary  v,  Lauth,  affirmed  upon  appeal  {anie^  pp.  585 
and  691). 

The  seventh  section  of  the  act  of  1839  denies  to  an  inventor 
who  has  sold  his  invention  before  he  has  applied  for  a  patent  a 
right  to  a  valid  patent  if  such  sale  has  been  made  more  than  two 
years  before  such  application;  and  I  see  no  reason  why  an 
inventor  who  has  concealed  his  invention  more  than  two  years, 
and  thereby  injured  the  public,  should  stand  on  a  better  footing 
than  the  inventor  above  referred  to  who  sells.  The  statutory 
bar  to  the  inventor  who  sells  would  seem  by  analogy  properly 
applicable  to  the  inventor  who  secretes.  Mr.  Belson  has  with- 
held his  application  not  only  for  more  than  two  years,  but  for 
more  than  five  years.  His  delay,  in  my  judgment,  for  this  long 
time  amounts  to  gross  and  culpable  negligence,  and  forfeits  his 
right  to  a  patent,  unless  satisfactorily  accounted  for. 

Let  us  now  look  for  a  moment  at  the  excuses  assigned  by  him 
for  this  delay.  If  the  statutory  bar  is  properly  applicable  by 
analogy,  as  above  suggested,  then  it  cuts  off  all  excuses,  good 
or  bad ;  but  if  I  am  wrong  in  this,  let  us  turn  to  his  excuses. 

Belson,  on  his  re-examination  by  Stuart  and  Peterson,  in 
answer  to  fourth  interrogatory,  says :  '*The  reason  I  did  not 
make  application  in  1855  was  the  inability,  not  having  sufficient 
money  to  invest.''  But  this  inability  did  not  exist  in  1854  ^^^ 
the  fall  of  1853,  when  the  invention  was  perfected  and  in  use  in  Phil- 
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adelphia ;  at  least  he  does  not  say  so ;  and  thus  by  his  own  showing 
he  was  then  (in  1 853-1 854)  without  any  excuse.  Again,  Bekon 
says :  ''In  1856  I  should  have  made  application  at  that  time  but 
for  R.  D.  Granger  being  about  the  establishment  of  Stuart  and 
Peterson;  he  and  myself  at  that  time  were  not  on  goodtenns. 
Knowing  that  he  had  a  great  influence  with  the  firm  of  Stuart  and 
Peterson,  I  was  under  the  impression  that  he  might  make  it  ap- 
pear to  them,  had  I  succeeded  in  getting  a  patent  in  my  own 
name,  without  their  knowledge  of  the  same,  he  might  have  made 
it  appear  that  I  was  not  looking  to  my  employers'  interests." 
This  is  a  most  flimsy  excuse,  and  certainly  no  foundation  for  any 
judicial  action.  It  is  all  suspicion  and  conjecture  on  the  part  of 
Belson,  without  any  proof,  and  assails  Granger  and  Stuart  and 
Peterson,  by  imputing  to  them  unworthy  motives  and  the  unlaw- 
ful design  to  obstruct  Belson  in  the  exercise  of  his  undoubted 
rights.  No  such  imputations  can  be  listened  to  in  the  absence  of 
proof  to  maintain  them. 

I  think  that  the  Honorable  Commissioner  erred  in  awarding  a 
patent  to  Belson,  and  that  his  decision  of  the  21st  July,  1859,  be, 
and  the  same  is  hereby,  reversed. 

H.  Howson^  for  the  appellant. 

W,  E,  Whitman^  for  the  appellee. 


James  E.  A.  Gibbs,  Appellant, 

vs. 

S.  B.  Ellithorp,  Appellee.    Interference. 

Design — littbb  of  thi  alphabet — ^useful  purpose. — ^A  drawing,  pAttern,  or 
casting  of  the  letter  G,  or  any  other  letter  of  the  alphabet,  is  not  ptteot- 
able  of  itself  as  a  new  design.  To  give  it  any  noTcUy  or  useftilncBS,  it  most 
have  some  purpose  in  combination  with  something  else — as  when  nsed 
as  a  frame  to  support  the  working  machinery  of  a  sewing  machine. 

Sm — WORKING  MAOHINEBT — BPEOiFiOATioM. — The  claim  for  the  design  is  inch 
a  case  would  not  depend  on  the  novelty  of  the  machineiy;  hot  to  penBd 
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the  design  and  make  it  |>atentable,  the  working  machinerj  must  be  applied 
or  shown  to  the  Office  to  be  capable  of  application.  It  is  not  necessary, 
howerer,  to  describe  the  machinerj  in  the  specification. 
NoTicB — OBJicT  or — HOW  WAiTiD — BULi  90. — ^The  object  of  notice  gener- 
ally, and  as  proTided  in  Office  Rule  90,  is  to  bring  the  adverse  party  before 
the  examining  officer,  and  to  give  him  the  opportunity  to  cross-examine 
the  witnesses.  But  if  the  adverse  party  voluntarily  comes,  and  is  present 
and  cross-examines,  notice  and  proof  of  service  are  thereby  waived ;  the 
substance  is  obtained,  and  tliey  are  mere  form.  The  adverse  party,  under 
snch  circumstances,  is  also  bound  to  take  notice  of  the  adjournment. 

(Before  Duhlop,  J.,  District  of  Columbia,  September,  1859.) 

The  reasons  of  appeal  were  as  follows : 

First.  For  that  the  Commissioner  decided  that  "the  testimony 
on  Gibbs'  part,  and  particularly  his  own,'  *  showed  that  until  July, 
1857,  the  design,  which  is  in  contest,  *'was  vague,  but  an  idea, 
and  unreduced  to  a  tangible  form;"  whereas  the  testimony, 
together  with  the  exhibit  by  which  it  is  illustrated  and  sus- 
tained, fully  and  clearly  give  evidence  that  the  design  claimed 
by  Gibbs  had,  long  before  the  period  at  which  the  Office  dates  it, 
been  reduced  to  form  quite  as  tangible  and  perfect,  if  regarded 
only  as  a  design,  as  that  which  it  received  at  the  period  referred 
to ;  and  therefore  his  decision  was  erroneous,  and  ought  to  be 
reversed,  and  Gibbs'  application  for  a  patent  granted. 

Second.  For  that  the  Commissioner  decided  that  the  testimony 
does  not  sustain  the  claim  to  the  invention  of  the  design  in  ques- 
tion by  Gibbs  at  an  earlier  date  than  July,  1857 ;  whereas  it 
appears  iiilly,  clearly,  and  incontestibly  from  the  evidence  that 
the  said  invention,  if  regarded  only  as  a  design,  irrespective  of 
the  special  details  of  its  satisfactory  adaptation  to  actual  practice, 
was  complete  and  reduced  to  tangible  form  during  the  spring  of 
1856,  and  therefore  his  decision  was  erroneous,  and  ought  to  be 
reversed,  and  Gibbs*  application  for  a  patent  granted. 

Third.  For  that  the  Commissioner  in  his  decision  not  only 
accepted,  but  relied,  and  relied  wholly,  upon  a  certain  affidavit 
of  Francis  S.  Low ;  whereas  the  said  affidavit,  not  being  the  testi- 
mony of  a  witness  duly  examined  after  notice  thereof  given  and 
received,  and  opportunity  for  cross-examination  afforded  the  con- 
testing party — birt  being  a  mere  affidavit  taken  without  any 
notice  given  or  received,  or  any  compliance  with  the  rules  of  the 
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Office — ^is  clearly  ex -parte  evidence,  not  entitled  to  a  reception 
at  the  hands  of  the  Office,  or  to  any  consideration  or  weight  in 
the  decision,  still  less  to  reception  as  a  basis  upon  which  alooe  to 
rest  a  decision;  and  therefore  his  decision  was  erroneous, and 
ought  to  be  reversed,  and  Gibbs'  application  for  a  patent  granted. 

Fourth.  For  that  the  Commissioner  decided  that  the  testimony 
establishes  the  claims  of  Ellithorp  to  the  invention  of  the  design 
in  question  **in  the  fall  of  1855  or  early  in  the  spring  of  1856:" 
whereas  there  is  no  legal  testimony  in  the  case  which  will  carr>% 
or  even  claims  to  carry  back  his  invention  of  the  said  design  to 
an  earlier  date  than  about  August,  1856 ;  and  therefore  his  de- 
cision is  erroneous,  and  ought  to  be  reversed,  and  Gibbs'  appli- 
cation for  a  patent  granted. 

Fifth.  For  that  the  Commissioner  decided  that  the  testimony 
established  the  claims  of  Ellithorp  to  the  practical  reduction  of 
the  said  design  to  a  tangible  form  before  its  reduction  to  the  same 
stage  by  Gibbs;  whereas  it  is  not  claimed  by  Ellithorp  in  any  tes- 
timony, admissible  or  inadmissible,  that  he  so  reduced  it  until 
some  time  during  the  year  1857 — ^the  year  after  it  had  been  so 
reduced  by  Gibbs — as  testified  by  a  model  filed  in  the  United 
States  Patent  Office  in  December,  1856;  and  therefore  his  decis- 
ion was  erroneous,  and  ought  to  be  reversed,  and  Gibbs'  appli- 
cation for  a  patent  granted. 

Sixth.  For  that  the  Commissioner  decided  that  the  application 
of  Ellithorp  presented  the  proper  subject-matter  of  a  patent; 
whereas,  whatever  view  may  be  taken  of  the  alleged  invention  set 
forth  in  said  application,  it  should  have  been  rejected  for  want  of 
novelty  or  originality,  for  want  of  usefiilness,  for  want  of  object  or 
result,  or  for  non-compliance  with  the  law  requiring  a  full  and  suf- 
ficient description  of  that  for  which  a  patent  is  desired;  and  there- 
fore his  decision  was  erroneous,  and  ought  to  be  reversed,  and 
Gibbs'  application  for  a  patent  granted. 

Seventh.  For  that  the  Commissioner  decided  that  Gibbs*  inven- 
tion, ' '  instead  of  being  a  design  within  the  meaning  of  the  law,  was 
a  mechanical  contrivance  only;"  whereas  the  invention  claimed, 
being  of  the  nature  of  a  configuration,  and  that  only,  and  neither 
producing  nor  aiming  to  produce  any  mechanical  result,  can  be 
regarded  only  as  a  design,  within  the  true  intent  and  meaning  of 
the  law  ;  and  therefore  his  decision  is  erroneous,  and  ought  to  be 
reversed,  and  Gibbs'  application  for  a  patent  granted. 
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Eighth.  For  that  the  Commissioner  implied  or  indirectly  de- 
cided that  there  was  no  true  interference  between  the  parties  in  the 
present  case;  whereas,  if  such  was  the  case,  the  interference  should 
have  been  dissolved  and  the  patent  at  once  issued  to  Gibbs,  ac- 
cording to  the  previous  decision  of  the  examiner;  and  if  it  were 
not  the  case,  as  is  contended  under  the  above  reason,  his  decision, 
so  far  as  based  thereon,  is  erroneous,  and  ought  to  be  reversed, 
and  Gibbs'  application  for  a  patent  granted. 

Ninth.  For  that  the  Commissioner  rejected  Gibbs'  application 
.  for  a  patent,  when  the  same  ought  to  have  been  allowed  and 
granted  and  the  letters-patent  issued  according  to  law. 

DUNLOP,  J. 

The  design  under  the  third  section  of  the  act  of  29th  August. 
1842,  sought  to  be  patented  by  the  contending  parties  in  this 
appeal  is  the  shape  or  configuration  of  the  Roman  letter  G  for  a 
sewing  machine,  to  which  configuration  the  working  machinery 
of  the  sewing  machine  is  to  be  applied ;  such  working  machinery 
so  applied,  it  is  said,  produces  a  sewing  machine  new  and  useful, 
and  makes  this  design  worthy  of  a  patent.  No  one,  I  think,  can 
contend,  nor  do  I  understand  Ellithorp  to  contend,  that  a  draw- 
ing or  casting  or  pattern  of  that  letter,  or  of  any  other  letter  of 
the  alphabet,  is  patentable  alone  as  a  new  design.  To  give  if.  any 
novelty  or  usefulness  it  must  have  some  purpose  in  combin  ition 
with  something  eke.  The  purpose  of  both  parties  here  is  to  ap- 
ply to  this  configuration  the  working  machinery  of  the  sewing 
machine.  That  working  machinery  is  not  new.  It  has  already 
been  patented,  and  is  open  to  the  public  on  inquiry  at  the  Patent 
Office.  The  declaration  of  purpose,  generally,  without  specifying 
the  quo  modo,  gives  value  to  the  design  or  configuration.  Any 
practical  mechanic  can  then  apply  the  working  parts  of  the  sew- 
ing machine  to  this  figure.  That  is  mechanical  contrivance,  and 
not  design.  Still,  perhaps  to  perfect  the  design  and  make  it 
patentable,  the  working  machinery  must  be  applied,  or  shown  to 
the  Office  to  be  capable  of  application ;  and  accordingly,  as  the 
testimony  proves,  Ellithorp  applied  it  as  early  as  June  or  July, 
1857  (see  Fox's  evidence),  and  Gibbs  about  the  ist  of  October, 
1857  (see  Gibbs'  own  deposition). 

F.  S.  Low  shows  that  in  the  fall  of  1857  he  introduced  Mr. 
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Pollok)  the  attorney  of  Gibbs,  to  EUithorp  at  the  office  of  the 
latter  in  New  York,  when  EUithorp  exhibited  to  PoUok  one 
of  his  (EUithorp' s).  sewing  machines  of  the  design  above  named, 
and  iUustrated  its  Operation.  Mr.  PoUok  has  seen  this  deposition, 
by  the  admission  of  service  of  a  copy  on  him,  and  has  not  been 
examined  to  contradict  it 

The  above  remarks  dispose  of  the  objections  raised  in  the  sixth 
reason  of  appeal  to  the  sufficiency  of  EUithorp' s  specification  of 
his  new  design.  It  was  .  not  incumbent  on  him  to  describe  the 
working  machinery  of  the  sewing  machine.  He  did  not  claim  * 
that ;  in  fact,  the  claims  both  of  Gibbs  and  EUithorp,  on  examina- 
tion of  the  papers,  are  in  substance  and  almost  in  words  the  same, 
being  confined  to  the  configuration  G  as  the  shape  of  the  sewii^ 
machine  designed  by  them. 

The  eighth  reason  of  appeal  has  no  fonndation  in  fact— the 
Commissioner  of  Patents,  as  I  understand  him,  maintaining 
throughout  that  there  is  an  interference. 

The  remaining  seven  reasons  of  appeal,  in  substance,  raise  only 
the  question  of  priority  of  invention,  and  will  be  considered 
together.  Who,  then,  first  conceived  or  invented  this  "  design? " 
EUithorp' s  proof  is  (by  F.  S.  Low)  that  "in  the  fall  of  1855  or 
early  in  the  year  1856  EUithorp  exhibited  to  deponent  a  draw- 
ing of  the  design,  marked  Exhibit  '*A,"  for  a  sewing  machine, 
and  exhibited  to  him  a  pattern  and  casting  of  the  same  some  time 
in  the  early  part  of  the  year  1857,  and  also,  in  the  same  year,  a 
completed  and  working  sewing  machine  of  the  same  design." 
Though  this  evidence  is  certainly  vague  as  to  precise  day  and 
date,  no  fair  interpretation  of  it  cari  carry  the  time  beyond  the 
month  of  March,  1856.  The  early  part  of  the  year  must  embrace 
a  time  before  April.  When  we  come  to  consider  Mr.  Gibbs'  own 
deposition,  it  will  be  found  more  vague.  The  force  of  Low's 
evidence,  relied  on  by  the  examiner  and  Commissioner,  is  felt  by 
Gibbs'  counsel,  and  it  is  objected  to  as  not  taken  accordii^  to 
the  rules  of  the  Office.  No  notice,  it  is  said,  was  served  on  Gibbs, 
and  no  proof  of  service  certified  by  the  officer  taking  the  deposi- 
tion and  returning  it  to  the  Office.  The  object  of  notice  is  to 
bring  the  adverse  party  before  the  examining  officer,  and  to  give 
him  the  opportunity  to  cross-examine  the  witnesses.  But  if  the 
adverse  party  voluntarily  comes  and  is  present  at  the  examina- 
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don,  and  cross-examines,  notice  and  proof  of  service  of  it  are  of 
no  account.  The  substance  is  obtained,  and  they  are  mere  form — 
technicality,  and  nothing  more.  The  ninetieth  rule  of  the  Patent 
Office  applies  directly  to  such  a  case.  When  Fox,  Marsh,  Steen- 
berg,  and  Brown  were  examined  before  Mr.  Squere  on  the  26th 
of  May.  1859,  Mr.  PoUok,  the  attorney  of  Gibbs,  was  present, 
and  cross-examined  these  witnesses.  Mr.  Squere  adjourned  the 
examination  till  the  ne/t  day,  as  he  certifies,  at  11  o'clock  a.  m. 
On  the  27th,  at  II  o'clock  a.  m.,  he  took  Mr.  Low's  deposition, 
pursuant  to  the  adjournment.  If  Mr.  Pollok  was  not  present,  it 
was  his  own  fault ;  he  knew  of  the  adjournment,  or  was  bound  to 
take  notice  of  it,  and  could  have  been  present  if  he  saw  fit.  There 
is  therefore  nothing  in  the  objection  to  the  admissibility  of  Low's 
evidence.  John  M.  Fox  saw  the  drawing  of  Ellithorp' s  design 
for  a  sewing  machine  before  the  cold  weather  of  1856 ; "  it  must 
have  been  in  the  month  of  August  or  September.  Ellithorp 
claimed  the  design  as  his  invention  to  be  applied  to  his  sewing 
machine  ;  he  had  got  it  up  for  that  purpose."  For,  (in  answer  to 
ninth  cross-interrogatory),  '*saw  a  casting  a  few  months  after — 
six  or  eight  months — like  the  drawing  shown  to  him  by  Ellithorp, 
and  saw  the  casting,  in  combination  with  the  working  apparatus 
of  a  sewing  mechanism,  begun  in  two  weeks  after,"  which  would 
probably  bring  the  completed  invention  by  Ellithorp  to  about  the 
month  of  June  or  July,  1857.  Gibbs,  by  his  own  account,  did  not 
complete  his  invention  till  the  fall — about  ist  of  October,  1857. 
Steenberg  "saw  the  drawing  the  latter  part  of  August  or  ist  of 
September,  1856,  shown  to  him  by  Ellithorp,  who  claimed  it  as 
his  invention  for  a  sewing  machine."  Brown  '*saw  the  drawing 
about  the  same  time ;  Ellithorp  claimed  it  as  a  design  to  be 
applied  to  a  sewing  machine."  Upon  looking  at  the  testimony 
on  the  other  side,  Wilcox  "saw  Gibbs'  drawings  first  in  the 
spring  or  early  in  the  summer  of  1857."  Savage  "first  saw 
Gibbs'  perfected  machine,  according  to  his  design,  in  Boston,  last 
of  August  or  1st  of  September,  1857."  Hannah  R.  H.  Gibbs 
and  Sarah  M.  Lockridge  "saw  the  drawings  first  time  in  June, 
1857."  It  does  not  appear  that  Mr.  Gibbs  ever  showed  them  to 
anybody  before  that  time  or  stated  to  anybody  the  purpose  of 
them  before  tJiat  time.  James  E.  A.  Gibbs  himself  says :  "When 
I  was  experimenting  on  sewing  machines  *in  February,  1856,  a 
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circular  form  suggested  itself  as  more  appropriate ;  and  wishing 
to  have  a  design  that  would  distinguish  the  machine  as  my  own, 
I  adopted  the  form  of  the  Roman  letter  G,  being  the  first  letter 
of  my  name,  and  a  form  admirably  adapted  to  the  sewing 
machine.  These  ideas  developed  themselves  in  my  mind  during 
the  month  of  March,  1856.  During  the  month  of  April  or  first 
part  of  May,  1856, 1  made  various  drawings  of  this  design." 
Very  vague  this  as  to  day  and  date ;  and  he  does  not  appear  to 
have  shown  them  to  anybody,  or  to  have  thought  them  suffi- 
ciently definite  or  developed.  When  his  revolving-hook  patent 
was  issued  June  2d,  1857,  **^  turned  my  attention  to  the  design 
letter  G  again,  and  during  that  month  made  some  more  sketches, 
to  determine  the  size  and  manner  of  constructing  the  operating 
parts  of  the  machine,  and  in  July,  1857, 1  made  a  neat  set  of  draw- 
ings on  drawing-paper,  from  which  Rogers  Brothers,  Philadelphia, 
made  me  patterns  and  castings  in  September,  1857,  and  I  con- 
structed a  machine  with  this  design  by  the  ist  of  October,  1857. 
Exhibits  i  and  2  I  know  are  of  the  old  drawings  made  in  April, 
1856.  I  am  not  so  certain  in  relation  to  any  particular  ones  of 
the  others;  part  of  them  were  made  in  June,  1857.  Exhibits 4, 
9,  and  10  were  made  the  latter  date,  and  some  of  the  others ;  1 
know  Exhibit  2  was  made  the  first  date,  because  it  was  my  first 
idea,  and  I  quit  it  as  too  clumsy,  and  worked  on  the  other  idea 
altogether  afterwards.  Exhibit  i  was  made  about  the  same 
time.'*  Again,  Exhibit  2  :  "It  is  of  the  same  form  as  the  others, 
but  was  intended  to  be  hollow,  with  the  cam,  needle,  arm,  &c.,  on 
the  inside,  as  marked  by  the  dotted  lines,  the  frame  forming  a 
shell  or  cover  for  the  operating  parts.  I  did  not  adopt  this,  on 
account  of  its  being  more  clumsy,  leaving  less  space  for  the  doth, 
and  being  more  difficult  to  regulate  or  oil  the  running  parts." 
This  vague  and  confused  testimony  would  lead  to  the  conclusion 
that  no  definite  or  settied  drawing  was  made  by  him  before  June. 
1857;  and  going  back  even  to  his  first  undeveloped  idea  would 
not  date  his  imperfect  drawing  before  the  month  of  April,  1856. 
But  Low  dates  Ellithorp' s  drawing  before  that  time,  to  wii, 
in  the  fall  of  1855  or  early  in  the  year  1856.  I  think,  there- 
fore, the  Commissioner  has  properly  decided  that  Ellithorp  was 
the  prior  inventor  of  the  design  in  question.  Both  inventors 
seem  to  have  perfected  the  invention  in  the  year  1857 — Ellithorp 
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as  early  as  June  or  July  and  Gibbs  in  October,  1857.  There  is 
nothing  in  the  lapse  of  time  from  1856  to  1857  to  show  want  of 
diligence  in  either  of  them  in  perfecting  their  design.  Gibbs 
made  his  application  to  the  Office  for  a  patent  on  the  26th  of 
April,  1859, 2ind  Ellithorp  his  application  on  the  loth  of  May, 
i859»  both  of  them  tardily,  and  both,  as  to  that  matter,  in  pari 
delicto.  As  Mr.  Gibbs  sold  his  perfected  machine  on  the  new 
design  in  1857  and  1858,  and  thus  introduced  it  to  the  pub- 
lic, he  is  protected  by  the  seventh  section  of  the  act  of  1839, 
two  years  not  having  elapsed  between  the  ist  of  October,  1857, 
when  he  perfected  it,  and  the  26th  of  April,  1859,  when  his  ap- 
plication was  filed  in  the  Office.  I  had  some  doubts  whether 
Ellithorp,  in  delaying  his  application  for  a  patent  for  the  design 
from  July,  1857,  when  he  perfected  his  machine  on  the  new  design, 
to  the  loth  of  May,  1859,  when  he  applied  to  the  Office  for  a 
patent,  had  not  by  laches  lost  the  right  to  it ;  but  as  he  did  not  use 
or  sell  his  invention  for  gain,  and  does  not  appear  to  have  secreted 
It,  I  think  he  is  within  the  equity  of  the  provision  of  the  act  of 
1839,  in  favor  of  the  inventor  who  sells.  I  refer  on  this  subject 
to  my  reasoning  in  the  case  of  Belson  v.  Spear,  lately  decided  by 
me  and  on  file  in  the  Office. 

Being  of  opinion  that  Ellithorp  is  the  first  inventor  of  the  de- 
sign, and  that  he  perfected  it  in  July,  1857,  and  that  more  than 
two  years  have  not  elapsed  between  that  date  and  the  loth  of 
May,  1859,  when  he  applied  to  the  Office  for  a  patent,  I  do  this 
1 2th  day  of  September,  1859,  affirm  the  decision  of  the  Commis- 
sioner of  Patents,  of  date  the  5th  of  August,  1859,  awarding  Elli- 
thorp a  patent. 

A.  Polloky  for  the  appellant. 

F,  S.  Loiv^  for  the  appellee. 
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Sbcbbt  Invbntion,  4. 
Withdrawal  of  Application,  1,  2. 
I.   DbIjAIT  in  filing  application — abandonment. — The  inventor  is  allo\red  a 
reasonable  time  within  which  to  mature  his  invention,  according  to  the 
circumstances  of  the  case,  and  his  right  can  be  afifected  by  no  lapse  of 
time  short  of  that  which  will  be  sufficient  to  show  an  abandonment  of  his 
claims,  during  which  time  no  subsequent  inventor,  however  original  or 
bona  fitUy  can  deprive  him  of  his  priority.     Stevens  v.  Salisbury^  379. 
2.   Abandonmbnt — bbotion  7,  ACT  OF  1839. — It  seems  that  such  conduct  and 
the  acquiescence  in  the  sale  of  the  machines  is  a  bar  also  upon  the  prin- 
ciples of  patent  law  upon  the  ground  of  abandonment.     The  case  does  not 
fall  within  the  exception  of  section  7  of  the  act  of  1839,  since  the  sales 
ivere  not  made  by  the  applicant  nor  by  those  claiming  under  him.   Carroll 
V.  GambriU  et  al,^  581. 

3.  Abandonmbnt — jurisdiotion  thbrbof. — The  Commissioner  and  the  judge 

apon  appeal  have  jurisdiction  of  the  question  of  the  abandonment  of  an 
invention.     EllUhorp  v.  Robertson^  585. 

4.  Abandonmbnt — section  7   of  thb  act  of   1839   construed. — Under   the 

seventh  section  of  the  act  of  1839  the  Commissioner  is  authorized  to 
reject  an  application  upon  proof  that  the  invention  has  been  abandoned  to 
the  public.  Wickersham  v.  Singer^  645. 
5.  Abandonment  mbans  abandonmbnt  to  the  public— The  true  meaning  of 
the  word  abandonment,  as  used  in  the  acts  of  Congress  relating  to  patents, 
is  an  abandonment  of  the  invention  to  the  public — a  dedication  of  the 
discovery  to  the  free  use  of  his  fellow-beings.  It  is,  as  said  by  Judge  Story, 
*■*'  like  the  dedication  of  a  public  way  or  other  easement,  and  is  to  be  proved 
in  the  same  manner  by  evidence  of  some  acts  inconsistent  with  the  retention 
of  the  exclusive  property  himself;  and  in  this  regard  his  acts  are  to  be 
construed  liberally."  Babcock  v.  Degener^  607. 
6.  Sm — Withholding  invention  from  public  not  abandonment. — Merely 
withholding  an  invention  from  the  public  can  never  amount  to  abandon- 
ment, however  it  may,  if  too  long  continued,  increase  the  difficulties  in  the 
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the  acquiescence  in  the  sale  of  the  machines  is  a  bar  also  upon  the  prin- 
ciples of  patent  law  upon  the  ground  of  abandonment.  The  case  does  not 
fall  within  the  exception  of  section  7  of  the  act  of  1839,  since  the  sales 
were  not  made  by  the  applicant  nor  by  those  claiming  under  him.  Carroll 
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3.  Abandonment — jurisdiction  thereof. — The  Commissioner  and  the  judge 

upon  appeal  have  jurisdiction  of  the  question  of  the  abandonment  of  an 
invention.     Elliihorp  v.  Robertson^  585. 

4.  Abandonment — section  7   of  the  act  of   1839  construed. — Under  the 

seventh  section  of  the  act  of  1839  the  Commissioner  is  authorized  to 
reject  an  application  upon  proof  that  the  invention  has  been  abandoned  to 
the  public.    Wickersham  v.  Singer^  645. 

5.  Abandonment  means  abandonment  to  the  public— The  true  meaning  of 

the  word  abandonment,  as  used  in  the  acts  of  Congress  relating  to  patents, 
is  an  abandonment  of  the  invention  to  the  public — a  dedication  of  the 
discovery  to  the  free  use  of  his  fellow -beings.  It  is,  as  said  by  Judge  Story, 
'Mike  the  dedication  of  a  public  way  or  other  easement,  and  is  to  be  proved 
in  the  same  manner  by  evidence  of  some  acts  inconsistent  with  the  retention 
of  the  exclusive  property  himself;  and  in  this  regard  his  acts  are  to  be 
construed  liberally."     Babcock  v.  Degener^  607. 

6.  Sm — Withholding    invention   from    public  not    abandonment. — Merely 

withholding  an  invention  from  the  public  can  never  amount  to  abandon- 
ment, however  it  may,  if  too  long  continued,  increase  the  difficulties  in  the 
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waj  of  proving  priority  of  inveation  over  another  inventor.  U  ouy  raise 
up  an  equity  in  favor  of  the  junior  discoverer  which  will  call  for  thefollesl 
measure  of  proof  on  the  part  of  the  first  inventor  to  dispel  the  dovd  of 
distrust  with  which  he  has  thereby  enveloped  his  case,  bat  of  itself  it 
cannot  defeat  his  right.  Id. 
1.  Pomcroy  v.  Connison  (anUf  p.  46)  considered  and  disapproved.    Id, 

ABANDONED  EXPERIMENT. 

See  Opbbativbmiss  of  Invention. 

Pkior  Invention,  5. 

unsucckssrcl  experimbnts,  1,  2. 
Mere  specclation  (abandoned  experiment?)  not  patbntabli.— If  the  in- 
vention be  the  mere  speculation  of  a  philosopher  or  a  mecbanician  in  his 
closet,  and  he  takes  no  steps  towards  obtaining  a  patent,  but  keeps  bis 
invention  secret,  and  another  person  who  is  also  an  original  butsobsequeat 
inventor  of  the  same  thing  obtains  a  patent  for  it  and  brings  it  ioto  us«, 
it  has  been  held,  both  in  England  and  in  this  country,  that  the  patentee  in 
a  suit  at  law  is  to  be  considered  as  the  first  inventor.  Heath  v.  HUdrdk^ 
12. 

ACCIDENT  AND   DESIGN. 

See  Accidental   Discovery. 

1.  Anticipation — accident  and  design  immaterial  on  goBSTioK  or— If  the 

thing  claimed  by  the  applicant  has  been  done  before,  it  is  immatenal  to 
the  question  of  anticipation  whether  it  was  done  by  accident  or  design. 
In  lie  Kemper^  1 . 

2.  Sm— Sm — System  or  plan. — An  applicant  will  not  be  entitled  to  a  patent 

for  doing  an  old  thing  because  he  is  the  first  to  do  the  thing  vith  ibe 
'^intent"  to  produce  a  certain  beneficial  effect,  which  was  before  obtaine<i, 
but  not  observed,  nor  for  producing  that  efiect  in  accordance  with  a 
preconceived  *'  system"  or  "  plan,"  which  refers  at  most  to  the  purpose  or 
intent  with  which  the  thing  is  done.     Id. 

ACCIDENTAL   DISCOVERY. 

See  Accident  and  Design. 

Inventor  not  Aware  of  the  Value  or.  the  Intbktion. 
Sufficiency  of  invention — accident — utility  of  change.— Where  the  utility 
of  the  change  and  the  consequences  resulting  therefrom  (in  case  of  a  ma- 
chine) arc  such  as  to  show  that  the  inventive  faculty  has  been  cxcrcije'i 
though  in  point  of  fact  the  change  was  the  result  of  accident,  the  requisite 
test  of  a  sufficient  amount  of  invention  may  exist.  Sfeveus  d  aL  v. 
Salinburi/,  379. 

ACTION   AT   LAW. 
See  Intrrferenoej,  3. 
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ACTUAL   USE. 

See  Invbntob  not  Awabb  or  thk  Value  of  turn  Invention. 
Oath  of  Inykntion,  2. 
Particular  Inybntions,  5,  18. 
Rbduotion  to  Practiob,  2,  4,  5. 

1.  Rbduction  to  pbactiob — NOT  RBQUiRBD — ^BRiKOiNG  INTO  USB. — Reducing  to 

practice  differs  from  bringing  into  uSe.  There  is  no  law  requiring  the 
applicant  to  reduce  bis  invention  to  actual  use  before  he  can  obtain  a 
patent.    Perry  v.  Cornell^  6S. 

2.  Reduction  to  actual  usb — not  rbquirbd  bylaw  bbforb  patbnt. — There 

is  no  express  requirement  in  the  patent  laws  that  an  inventor  shall  reduce 
his  invention  to  actual  use  before  he  can  obtain  a  patent,  nor  is  there  any 
time  limited  within  which  he  is  to  disclose  his  invention  before  application 
for  a  patent.     iUevens  et  aL  v.  Saliabnry^  379. 

3.  Rbducbd  to  practice — PATiNTABiLiTY. — Although  an  invention   has   not 

been  reduced  to  actual  practical  use,  yet  if  it  appear  to  be  capable  of 
being  so  reduced,  it  will  be  sufficient  to  entitle  the  party  to  a  patent. 
Chandler  v.  Ladd,  493. 

ACQUIESCENCE. 
See  Abandonment,  2. 
Estoppel,  2. 

Public  use  and  Sale,  C,  10,  16,  18. 
Secret  Invention,  2. 
Term  op  Patent,  1,  2. 

A0<}UIB80ENCE   in   public    U8B  PRESUMED   FROM   CIRCUMBTANCB8. — A  knowledge 

of  and  acquiescence  in  the  public  use  and  sale  of  the  invention  by  another 
may  be  presumed  from  the  circumstances  of  the  case,  as  where  the  appli- 
cation of  the  subsequent  inventor  for  a  patent  and  his  commercial  use 
of  that  invention  were  matters  of  notoriety  in  the  locality  where  the  first 
inventor  resided.     Savari/  v.  Laidh^  09. 

ADDITION,  PATENT   OF. 
See  Patent  of  Additio.n. 

ADJOURNMENT. 
See  Notice,  5. 

ADMISSION   OF   PARTY. 

1 .  Admissions  of  the  party. — The  admissions  of  a  party  to  an  interference, 

made  before  the  controversy  arose,  to  the  effect  that  his  opponent  was  the 
inventor,  taken  as  conclusive  evidence  against  his  right  to  the  patent. 
Clark  V.  Cramer^  473. 

2.  Ground  of  estoppel. — In  a  case  where  admissions  are  made  to  induce  others 

to  act  upon  them,  such  admissions  do  not  operate  merely  as  presumptive 
evidence  of  the  actual  truth  of  the  facts,  which  must  give  way  to  positive 
proof  of  the  contrary,  but  precludes,  and,  as  it  were,  estops  the  party  on 
grounds  of  policy.     Carroll  v.  Gambrill  et  ci/.,  681. 
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way  of  proving  priority  of  invention  over  another  inventor.  It  may  raise 
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Inventor  not  Aware  of  tub  Yalce  of.  the  Invention. 
Sufficiency  of  invention — accident — utility  of  change.— Where  the  utility 
of  the  change  and  the  consequences  resulting  therefrom  (in  case  of  a  ma- 
chine) are  such  as  to  show  that  the  inventive  faculty  has  been  exercised, 
though  in  point  of  fact  the  change  was  the  result  of  accident,  the  requisit* 
test  uf  a  sufficient  amount  of  invention  may  exist.  Si^veus  €t  ai  v. 
Salisbury^  379. 

ACTION    AT    LAW. 
See  Intrrferencej,  3. 
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actual  use. 

See  Intbntob  not  Awibe  of  tbb  Yalub  of  thb  Imtbktion. 
Oath  of  Ikybittion,  2. 
Pabticulab  Inybktions,  5,  13. 
Reduction  to  Pbactioe,  2,  4,  5. 

1.  Reduction  to  puactiob — not  bbquibbd — ^bbisoing  into  use. — Reducing  to 

practice  difTcrs  from  bringing  into  nSe.  There  is  no  law  requiring  tbe 
applicant  to  reduce  his  invention  to  actual  use  before  he  can  obtain  a 
patent.    Perry  v.  Cornell^  68. 

2.  Reduction  to  actual  use — not  bbquibed  bt  law  bbpobb  patent. — There 

is  no  express  requirement  in  the  patent  laws  that  an  inventor  shall  reduce 
his  invention  to  actual  use  before  he  can  obtain  a  patent,  nor  is  there  any 
time  limited  within  which  he  is  to  disclose  his  invention  before  application 
for  a  patent.     Stevens  ei  al.  v.  Salisbnn/^  379. 

3.  Reduced  to  pbactiob — patentability. — Although  an  invention   has   not 

been  reduced  to  actual  practical  use,  yet  if  it  appear  to  be  capable  of 
being  so  reduced,  it  will  be  sufficient  to  entitle  the  party  to  a  patent. 
Chandler  v.  Ladtl,  403. 

ACQUIESCENCE. 
See  Abandonment,  2. 
Estoppel,  2. 

Public  use  and  Sale,  6,  10,  16,  18. 
Secret  Invention,  2. 
Term  op  Patent,  1,  2. 

ACQUlBaCEN'CE   IN   PUBLIC   USB  PRESUMED   FBOM   C1BCUMBTANCE8. — A  knowledge 

of  and  acquiescence  in  the  public  use  and  sale  of  the  invention  by  another 
may  be  presumed  from  the  circumstances  of  the  case,  as  where  the  appli- 
cation of  the  subsequent  inventor  for  a  patent  and  his  commercial  use 
of  that  invention  were  matters  of  notoriety  in  the  locality  where  the  first 
inventor  resided.     Savary  v.  Latilh^  (19. 

ADDITION,  PATENT  OF. 
See  Patent  of  Additio.s. 

ADJOURNMENT. 
See  Notice,  5. 

ADMISSION   OP   PARTY. 

1.  Admissions  of  the  pabtt. — The  admissions  of  a  party  to  an  interference, 

made  before  the  controversy  arose,  to  the  effect  that  his  opponent  was  the 
inventor,  taken  as  conclusive  evidence  against  his  right  to  the  patent. 
Clark  V.  Cramer^  473. 

2.  Gbound  of  estoppel. — In  a  case  where  admissions  are  made  to  induce  others 

to  act  upon  them,  such  admissions  do  not  operate  merely  as  presumptive 
evidence  of  the  actual  truth  of  the  facts,  which  must  give  way  to  positive 
proof  of  the  contrary,  but  precludes,  and,  as  it  were,  estops  the  party  on 
grounds  of  policy.     Carroll  v.  Gamhrill  ei  al,^  581. 
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APPEAL,  GROUND  OV— continued. 

2.  Commissioner'^  refusal  to  admit  evidence,  appealable — rehearing  before 

HIM. — If  the  Commissioner  refuse  to  admit  competent  and  material  evi- 
dence offered  by  the  applicant,  the  applicant  may  assign  such  refusal  as  a 
reason  of  appeal,  and  the  Commissioner,  in  stating  the  grounds  of  his 
decision,  is  bound  fully  to  answer  such  reason  and  the  judge  to  decide  it, 
and  the  judge  may  then  make  an  order  directing  the  evidence  to  be 
admitted  and  the  case  to  be  reheard  by  the  Commissioner.  In  Re  FuUz^ 
178. 

3.  Deposition  not  before  commissioner  examined  as  to  materiality. — In  the 

decision  of  such  a  reason  of  appeal,  the  depositions  and  testimony  may  be 
considered  to  determine  their  relevancy,  materiality,  and  competency.    Id, 

4.  Interference — jurisdiction   of  judge  thereof. — The  judge   is  not  pre- 

cluded by  the  action  of  the  Commissioner  from  considering  upon  ap^ieal 
in  interference  cases  whether  the  thing  in  controversy  is  patentable.  He 
is  by  law  directed  to  determine  in  all  such  cases  which,  or  whether  either, 
of  the  applicants  is  entitled  to  receive  a  patent  as  prayed  for.  Teanlty 
V.  Brookfield  ei  al.^  193. 

5.  Sm— ^M. — The  judge  upon  appeal  has  jurisdiction  of  the  question  of  patent- 

ability of  the  invention,  and  may  reverse  the  decision  of  the  Commissioner 
on  this  point.    Burrows  v.  Wetherill,  315. 

6.  Question  on  appeal. — Features  of  novelty  and  utility  not  emhraced  in  the 

claims,  and  brought  out  for  the  first  time  upon  the  argument  before  the 
judge,  can  have  little  influence  in  the  determination  of  the  questions 
before  him.    In  Re  Bishop^  619. 

APPLICATION. 
See  Abandonment,  4. 

Continuous  Application. 

Delay  in  Probbcutino  Application. 

Examination  of  Application. 

Oath  of  Inventor,  2,  3,  4. 

Premature  Issuance  of  Patent. 

Prerequisites  to  a  Patent. 

Prior  Patent,  1. 

Reduction  to  Practice,  2,  6,  7. 

Rejection  of  Application. 

Secret  Invention,  3,  4. 

Specification,  1,2. 

Sufficiently  Useful  and  Important,  I. 

Time  foe  Filing  Appeal,  1. 

Withdrawal  op  Application. 

ARGUMENT   OF    COUNSEL. 
See  Jurisdiction  of  the  Judob. 

ARTICLES   OF   MANUFACTURE. 

Article  of  manufacture — ^patentability. — In  judging  whether  there  is  an 
improved  result  in  an  article  ot  lUAQufacture,  the  usual  lest  is  whether  the 
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ARTICLES  OF  MANUFACTURE— wnitnwrf. 

production  of  the  article  is  as  good  at  a  cheaper  rate,  or  better  in  quality 
at  the  same  rate,  or  with  both  of  these  consequences  partially  combined. 
In  Re  Smith,  255. 

ASSIGNMENT. 
See  Dbpobitions,  3. 

EVIDBNCK,  11,  17,  25. 
Implikd  License. 

LVTEKKST    IN    THE   SuiT,  2. 

ASSERTION   OP   RIGHT. 
See  Public  Use  and  Sale,  20. 

BEST   EVIDENCE. 
See  Evidence. 

BILL   IN   EQUITY. 
See  Interference,  3. 
DouBTPCL  Cases,  Rule  in. 

BOARD  OP   EXAMINERS. 

COMVISSIONER   AND   EXAMINERS    UNDER   OaTH,  1. 

Examination  op  Application,  5. 
Officers  op  the  Patent  Office,  2,  5. 
Right  of  Appeal,  4. 

1.  Section  12. op  the  act  op  1839. — The  provisions  of  the  act  of  1836  relat- 

ing to  a  board  of  examiners  were  repealed  by  the  twelfth  section  of  the 
act  of  1839.    In  lie  Aiken,  126. 

2.  Board   of   examiners — its   jurisdiction    distributed — power  of  commis- 

sioner.— When  the  board  of  examiners  created  by  the  act  of  1836 
was  abolished  by  the  act  of  1839  its  original  jurisdiction  was  vested  in  the 
Commissioner  and  its.  appellate  jurisdiction  in  the  chief  justice  of  the 
District  of  Columbia.    Hunt  v.  Howe,  366. 

BRINGING  INTO  USB. 
See  Actual  Use. 

BURDEN  OF   PROOF. 
See  Change,  4. 

Employer  and  Employee,  1,  3. 
Interference,  21. 
Public  Use  and  Sale,  12. 
Testimony,  3. 
Originality  op    invention — first    machine-— presumptions. — In   the  absence 
of  all  evidence  to  the  contrary,  the  presumption  is  that  the  person  who 
constructed  the  first  machine  is  the  real  inventor;   and  where  another 
person  claims  to  be  the  author  of  such  machine,  the  burden  of  proof  rests 
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CLAIMS— irofi^'fiiieil. 

shaping  of  the  end  of  the  metallic  bar  to  make  it  correspond  on  all  »des 
save  one  with  the  cross  section  of  the  finishing  die  box,  by  which  the 
necessity  of  cutting  off  by  the  punch  of  more  than  one  side  of  the  nnt  to 
be  formed  is  prevented,  and  from  whi^h  results  a  very  great  saving  of 
metal  in  manufacturing  many-sided  nuts  at  the  same  time,  at  a  consider- 
able saving  of  power,  as  produced  in  operating  the  machine.  Bat  this  I 
only  claim  when  the  said  preliminary  shaping  of  the  exterior  portion  of  a 
nut  is  accomplished  immediately  in  front  of  the  mouth  of  a  die  box,  sub- 
stantially in  the  manner  herein  set  forth  " — construed  to  be  for  a  combina- 
tion of  the  parts  specified,  arranged,  and  operating,  as  described  in  the 
specification,  to  accomplish  the  desired  result,  and  held  to  be  patentable. 

In  Re  Cole,  539. 
3  Claim  must  bk  limited  to  thb  exact  invention. — The  law  makes  special 
requisition  for  clearness  and  definiteness  of  claims  in  the  specificatioDS  for 
machines,  by  declaring  that  the  applicant  shall  fully  explain  the  principle, 
and  the  several  modes  in  which  he  has  contemplated  the  application  of 
that  .principle  or  character  by  which  it  may  be  distinguished  from  other 
inventions,  and  shall  particularly  specify  and  point  out  the  part,  improve- 
ment, or  combination  which  he  claims  as  his  own  invention  or  discorerj. 
In  Re  Davis,  628. 
4  Sm — .\  claim  for  the  whole  combination,  without  particularly  specifying  the 
changes  in  the  construction  and  arrangement  of  the  parts  of  thccombinA- 
tion  which  are  set  out  as  the  real  invention  in  the  specification:  Hddj  To 
be  too  broad  and  indefinite.     Id, 

CLERICAL  ERROR. 

See  Term  of  Patent,  2. 
Power  of  commissioner  over  clerical  errors. — As  a  court  can  correct  the 
errors  of  its  clerk  in  the  discharge  of  his  ministerial  duties,  the  Commis- 
sioner of  Patents,  no  doubt,  may  do  Uie  same  as  to  his  clerks  in  correctiog 
a  merely  clerical  error  in  a  patent,  but  he  cannot  thus  correct  an  error 
of  judgment  as  to  his  power  and  authority  under  the  law.     In  Be  Oukmm^ 
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COLORABLE   VARIATIONS. 
See  Change,  3,  4. 

COMBINATIONS. 
See  Claims,  2,  3,  4. 

Composition  of  Matter,  2. 
Interference,  G. 
Invention,  3,  6. 

Partictlar  Inventions,  1,  3,  8,  15. 

Result,  1. 

1.  Old    and    new    devices    in   combination — must  co-operate. — ^When   an 

apparatus  is  made  up  of  new  and  old  devices  the  inventor  is  not  bound  to 

take  his  patent  for  the  new  elements  or  devices  by  themselves.    H«  is  at 

liberty  to  ask  for  a  patent  for  a  limited  use  of  those  new  matters,  to  wit, 
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COMBINATIONS— eonrmiM^f. 

in  combination  with  the  old,  if  the  devices  all  co-operate  to  form  a  new 
combination.     Bain  v.  Aforse^  90. 

2.    Sh ELSMKXTS    OF    COMBINATION     SEPARATELY    PATENTABLE. — A     neW     COrobi<- 

nation  is  none  the  less  patentable  that  certain  elements  or  parts  thereof 
are  new  and  patentable  bj  themselves.     Id, 

3.  Form  and  structure    essential  in   machines. — When   the  application   is 

for  a  combination  of  machinerv  and  materials,- form  and  structure  become 
substance.  They  are  the  essence  of  the  invention  ;  and  if  changes  in  these 
respects  enable  the  operator  to  do  the  work  in  a  better  manner,  or  with 
more  ease  or  at  less  expense,  or  in  less  time,  they  are  all  improvements 
for  which  the  inventor  may  have  a  patent.     Id. 

4.  Combination  of  old  elements. — There  may  be  a  patent  for  a  new  combi- 

nation of  machines  to  produce  a  certain  effect  or  effects,  whether  the 
machines  constituting  that  combination  be  new  or  old.  In  such  case  the 
thing  patented  is  not  the  separate  n^achines,  but  the  combination  alone. 
In  lie  Boughton^  278. 

5.  Sm — in  part  old. — Under  a  patent  for  a  combination,  proof  that  the  machine 

or  any  part  of  the  structure  existed  before  forms  no  objection  to  the  pat- 
ent, unless  the  combination  had  existed  before,  for  the  reason  that  the 
patent  is  limited  to  the  combination.     Id. 

6.  Combination. — When    the    claim    is    for   a   combination,   proof   that   the 

machine  or  any  part  of  its  structure  existed  before  forms  no  objection  to 
the  patent,  unless  the  combination  has  existed  before,  for  the  reason  that 
the  invention  is  limited  to  the  combination.     In  Re  Halsey^  439. 

7.  Combination. — When  the  claim  is  for  a  combination  of  parts,  it  is  imma- 

terial that  the  elements  of  which  the  combination  is  made  up  have  been 
before  used  for  different  purposes.  If  these  have  been  brought  together 
for  the  first  time,  and  produce  a  new  and  useful  result,  it  will  be  a  patent- 
able combination.    In  Re  Wagner^  510. 

8.  New  combination— old  purpose. — The  rule  that  an  old  device  or  combi- 

nation applied  to  a  new  purpose  is  not  patentable  does  not  apply  to  the 
case  where  a  new  combination  is  applied  to  an  old  purpose.  In  Re  Heb- 
bard,  543. 

COMMERCIAL    USE. 
See  Acquiescence. 

COMMISSIONER'S   ANSWER. 

Case  remanded. — Where  the  Commissioner's  answer  virtually  abandoned  the 
reference  originally  referred  to,  and  relied  upon  references  then  for  the 
first  time  presented,  the  decision  overruled  and  case  remanded.  In  Re 
Jewett  j-  Root  J  259. 

COMMISSIONER   AND   EXAMINERS  UNDER  OATH. 

1.  Commissioner  AND  examiners  examined  under  oath — section  11  of  act  of 
1839  CONSTRUED. — The  provisions  of  the  eleventh  section  of  the  law  of 
1839,  that  the  Commissioner  and  the  examiners  in  the  Patent  Office  may 
be  examined  under  oath  in  explanation  of  the  principles  of  the  machine  or 

46 
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COMPOSITION   OF   MATTER. 

See  Particular  Inventions,  10. 

Second  Patent  for  same  Invention. 
L.  Composition  or  matter — invention — artificial  honey. — An  artificial  honeji 
consisting  of  sugar,  water,  rosin,  butter,  cream  of  tartar,  gum  arable,  honey, 
essence  of  peppermint,  and  isinglass,  compounded  in  a  described  manner 
and  in  definite  proportions,  and  forming  a  substance  which  closely  resem- 
bles the  genuine  article  in  appearance,  taste,  and  flavor,  and  which  would 
seem  to  be  a  wholesome  article  of  consumption,  is  a  new  and  useful  com- 
position of  matter,  and  forms  the  proper  subject-matter  of  a  patent.     In 
Re  Corbin  and  MurileU^  521 . 

2.  Composition — ingredients — new  combination. — It  is  not  necessary  that  the 

ingredients  of  a  composition  of  matter  should  be  new,  or  that  they  have 
not  been  before  used  for  similar  purposes,  if  the  combination  is  new;  that 
is,  if  they  have  not  been  before  compounded  in  the  same  proportions,     /d. 

3.  Sm — Sm — novelty — utility. — It  is  not  an  objection  to  such  an  imitation,  on 

the  ground  of  novelty,  that  it  closely  resembles  the  natural  product,  since 
that  varies  in  composition  from  natural  causes,  and  is  made  in  an  entirely 
different  manner,  nor,  on  the  ground  of  utility,  that  it  is  a  deception,  and 
calculated  to  impose  an  inferior  article  upon  the  public,  since  the  specifi- 
cation expressly  declares  its  factitious  character  and  furnishes  the  formula 
by  which  it  is  made.     Id, 

4.  Natural  principles — practical  applications. — Natural  principles  and  op- 

erations cannot  be  appropriated ;  but  when  they  have  been  practically 
applied,  as  in  this  case,  to  produce  a  cheap  and  healthy  substitute  for  a 
useful  article  of  diet,  there  is  sufficient  utility  to  support  a  patent.     Id. 

CONCEPTION   OF   INVENTION. 

See  Employer  and  Employee,  3. 
Principle,  3. 
Prior  Invention,  3,  4,  7. 

CONFLICTING  INVENTIONS. 

See  Interference. 

Identity  of  Invention. 

CONSENT   AND   ALLOWANCE. 

See  Acquiescence. 

Public  Use  and  Sale,  6,  Y,  10,  12,  15,  16,  18,  20. 

CONSTRUCTIVE   NOTICE. 
See  Patent. 

CONSTRUCTION    OF   SPE^.MFICATION. 

See  Claims. 

Si'ECIficatio.v,  1,  2. 

CONSTRUCTION    OF   STATUTES. 

See  Abandonment,  2,  4. 
•  Board  of  Examiners,  1. 


COSSTRUCTION   OP   STATUTES— eoiUimud. 
See  Caveat,  1. 

GOHHISHtONKK   AND   BxAHTHIBS   DNDIB  OaTH,  1,  1. 

DiLAV  IN  Filing  Application,  1,  i. 
DlLiaENCK,  1,  2. 

BriDCNCi,  9. 

KXAHIHATION    OF    APPLICATION,    1,  3,  5. 

FiRHT  Ikvsntor,  2. 

iNTKBFIBENCE,  G,  19. 

Nbw  Trial,  3. 

Ofpic'ers  op  the  Patent  Office,  3. 

Public  Use  and  Sale,  3,  1,  8,  tO. 

Reasons  op  Appeal,  I,  2, 1,  12. 

Rbihhoe. 

Rubction  op  Application. 

RioBT  or  Appeal,  14. 

RDLiis  POR  Takino  Testimony. 

ScrpiciESTLV  CaKPUi  * 

TiBH  OP  Patent,  1, 

Withdrawal  op  App 

■ION    7,  ACT  OP    1839,  c 

APPLICANT. — Section  7  of  Ihe  act  of  1830  bos  no  application  to  a  case  where 
an  applicant  is  met  irith  the  objection  that  the  inTeation  has  been  in  pnblic 
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CONTHIUOUS  APPLICATION— <;<m<mi«!<i. 

application  may  relate  back  to  a  prior  application,  so  as  to  cat  off  inter- 
veDing  claims,  will  not  be  applied  to  a  case  which  does  not  present  the 
element  of  *'  due  diligence  ih  applying  for  and  pursuing  his  application 
for  a  patent  until  he  obtained  the  same."     Wiekersham  v.  Singer^  645. 

COPY   AS  EVIDENCE. 

See  Examination  of  Witnbssbs,  1. 
Original  and  copy. — A  witness,  whether  an  expert  or  not,  cannot  be  called  to 
testifj  to  the  sufficiency  of  secondary  evidence  by  a  party  who  has  the 
orig^inal  and  refuses  to  produce  it.  To  admit  such  evidence  would  in 
principle  be  a  violation  of  the  rule  that  no  evidence  of  a  copy,  though 
sworn  to,  will  be  admitted  until  proof  has  been  given  that  the  original 
cannot  be  produced.    Richardson  v.  Hicks^  335. 

CORRECTING  DATE   OF  PATENT. 
See  Tbrm  of  Patknt,  12. 

CONSTITUTION. 
See  Discovert,  1. 

COUNSEL. 

See  Jurisdiction  of  the  .Tudok. 
Magistrate  of  Counsel. 
Officers  of  the  Patent  Office,  1. 
CoLLATKRAL  ISSUE. — Where  an  affidavit  was  filed  by  counsel  on  a  collateral 
matter,  showing  an' informality  in  taking  the  testimony  in  the  case,  and 
where  the  facts  concerning  the  alleged   informality  were  stated  by  the 
magistrate  in  his  return  and  noticed  by  the  Commissioner :  Ueld^  That 
it  should  be  considered.    Nichols  v.  Harris^  302. 

CREDIT  OP  WITNESS. 

See  Evidence,  1*7,  19. 

Examination  of  Witnesses,  2,  3,  4. 
Testimont,  1. 
Witnesses,  1,  4,  5,  10. 
Testimony   grossly  improbable. — The  rule  of  law  is,  that  where  a  witness 
stands  wholly  unimpeached  by  extrinsic  circumstances,  credit  ought  to  be 
given  to  his  testimony,  unless  it  is  so  grossly  improbable  as  to  show  that 
he  is  not  to  be  trusted. 

CROSS-EXAMINATION. 

See  Examination  of  Witnesses,  1,  2,  3,  4,  5. 
Notice,  1,  4,  5. 

DATE   OF   INVENTION. 
See  Drawing,  1. 
Evidence,  20. 
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DELAY   IN    FILING  APPLICATION— <:on/tntf«rf. 

delay  in  filing  an  application  for  a  patent — which  it  is  the  peculiar  prov- 
ince of  the  jury  to  decide,  and  which  is  not  by  the  seventh  section  of  the 
act  of  1 836  made  a  ground  for  the  refusal  of  a  patent  by  the  Commissioner, 
should  be  left  by  him  to  be  decided  by  the  jury  in  a  subsequent  Mtion  at 
iaw.  '  Id. 
3.  "Ehtoppel — FAiLrRE  TO  APPLY. — The  fact  that  an  alleged  inventor  neglected 
to  apply  for  a  patent,  although  he  knewjhat  other  persons  had. filed  appli- 
cations for  the  same  invention,  brings  him  within  the  reason  of  the  rule 
that  when  a  man  has  been  silent  when  in  conscience  he  ought  to  have 
spoken  he  will  be  debarred  from  speaking  when  conscience  requires  him 
to  be  silent.     McCormick  v.  Howard^  238. 
4.   Rbabonablb  DiLioBXCB — CIRCUMSTANCES  OP  THB  CASB. — Xo  particular  time 
is  limited  for  filing  the  application  for  the  patent  by  the  statute;  yet  it 
is  very  clear,  according  to  a  fair  construction  of  its  spirit  and  meaning, 
that  it  ought  to  be  done  within  a  reasonable  time;  otherwise  the  right 
may  be  lost  by  the  laches  of  the  party.     What  is  or  is  not  a  reasonable 
time  depends  on  the  circumstances  of  each  case.     Ellithorp  v.  Robertson^ 
585. 
6.    Dklay    in    applying   for   a    patent. — An    inventor   who   seeks   the   mo- 
nopoly afforded  by  a  patent  must  present  his  perfected   iuvention  to  the 
Patent  Oflfice  at  once.     He  cannot  privately  use  the  invention  for  his  own 
gain  during  several  years,  and  then  claim  and  expect  protection  for  four- 
I  teen  years  longer.     Spear  v.  Belson^  699. 

I  DELAY   IN   PROSECUTING   APPLICATION. 

Delay  in  prosecuting  application — mistake  of  the  office. — A  mistake  on 
the  part  of  the  Office  in  its  judgment  upon  a  case  which  does  not  create 
a  delusion  in  the  mind  of  the  party  as  to  his  rights  does  not  authorize  him 
to  indefinitely  delay  the  further  prosecution  of  the  case,  either  by  endeavor- 
ing to  convince  the  Office  on  rehearing  of  a  palpable  error  or  by  resorting 
to  the  easy  and  expeditious  means  for  revising  the  decision  upon  appeal, 
as  the  statutes  provide.     Wickersham  v.  Singer^  586. 

DELIVERY   OF  PATENT. 

See  Jurisdiction  of  Commissioner,  2,  3. 
Right  of  Appeal,  6. 
Time  for  filing  Appeal,  2. 

DEPOSITION. 

See  Appeal,  Ground  of,  3. 
Evidence,  3. 

Examination  of  Witnesses,  6. 
New  Party. 
New  Trial,  7. 
:  Notice,  4. 

r  RULBS   OF   THE   PATENT   OfFICE,  2,  3. 

*  Testimony,  2. 

I 
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DEPOSITION— oonlMiMrf. 

KY  iRBPiCT. — Whoe  &  depontioD  «u 
not  tranBmitt«d  in  due  form,  ao  that  it  coald  be  coDiidered  at  the  daj  of 
hCBring  under  tlie  rales  of  Ifae  Pateat  Office,  the  ComniiwiDner  wu,  Dcier- 
tbeless,  at  libert;  to  iDgpect  tbf  depoiitioo  and  to  pottpoae  the  heuiiig,  if 
lit  deemed  it  eiisential  to  the  enda  of  Justice  to  permit  au  iDfonnalit;  to  be 
corrected.     Smith  v.  FUckengtr,  48. 

2,  Sh — Sh — NOT  TO  BE  coKHiDiRBD  AS  8viDENOs.'~The  profaibitioD  contuDcd 

in  the  role  is  not  to  the  CommiBBioner's  loolcing  into  tlie  depoaitioa  thqj 
informal)}'  Iranamitted,  or  to  bia  reading  it  and  ascertaining  its  coolenU, 
but  to  hii  conBidering  it  on  the  da;  of  hearing  as  eridenoB  tODCbing  the 
matter  at  isBue.     Id. 

3,  DirOSlTIOMS  TAKIN  IN  rOHHER  CASE— WHEN  MAT  BE  I'BBD. — DepOaitioiU  tSlceB 

in  a  fanner  inlerrereocc  may  be  read  at  the  trial  when  the  sahj«ct-matler 
at  issue  in  the  former  case  van  the  same  and  the  pvtiet  in  ialemt, 
aBsignnre  of  the  entire  right,  were  the  same,  so  that  the  par^  afainil 
whom  the  deposidou  is  offered  has  had  full  opportunitj  to  cross-eiamiDe 
the  witness.     McCormick  v.  Hoviard,  238. 

4,  New  trcal — DEPnsjTiuNB. — \a  a  rehearing  or  new  trial  of  an  interfeitsce  the 

depositions  taken  on  the  firat  trial  maj  be  used.  Carter  ti  al.  t.  Carltr 
et  al.,  388. 

DESIGNS. 

1.  DeHION  — LETTER  OF  THE  ILPHIBET I.'BEI'i;!.  PCKPi«K. — A  drawing,  patLCTO,  07 

cnBting  of  the  lelter  G.  or  any  other  letter  of  the  alphabet,  is  not  palent- 
ahle  of  itself  as  a  new  design.  To  give  it  anj  novelt;  or  UBefulness,  it  muii 
liave  some  purpose  in  combination  with  something  else — as  when  used 
as  a  frame  to  support  the  working  machinerj  of  a  Bewing  macbint. 
Gibbs  V.  Ellilhorp,  098, 

2.  Sm — woRKiNa  MAciimERV — BPiciPiCATCON. — The  claim  for  the  design  in  meb 

a  case  would  not  depend  on  the  novelty  of  the  machinery ;  bnt'to  perfect 
the  design  and  make  it  patentable,  the  working  laacbineiy  mnst  be  applied 
or  shown  to  the  Office  to  be  capable  of  application.  It  is  not  nec«s(*iy, 
however,  to  describe  the  machinery  in  the  specification.     Id. 

DILIGENCE. 

See  Abandonubkt,  1. 
Actual  Use,  2. 
Continuous  Atplioatioh. 
Delav  ih  applvibo  for  Rribbuk. 
Deiav  in  fclij 


p  Application,  2. 

EESTn     RECTIOK     OF     ACT     OF     1836 — REA80KABLE     DILIOBNCB    IK    ADAfTDlO 

0  PEKFECTLVo. — Bul  the  doctriDe  that  when  two  men   indcpendeBtlf 
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discover  the  same  thing,  the  one  who  first  communicates  it  to  the  public 
(by  redacing  it  to  practice  and  using)  is  deemed  the  first  inventor  and 
entitled  to  a  patent,  is  not  supported  to  that  extent  by  the  cases  cited,  and 
would  be  unjust  if  it  were,  as  it  makes  no  exception  of  the  bona-fide  in- 
-ventor  who  is  ^^  tuinff  reasonable  dUigenee  in  adapting  and  perfecting  ^^  his 
invention,  whose  right  is  saved  by  the  spirit  if  not  by  the  letter  of  the 
fifteenth  section  of  the  act  of  1836.     Heath  v.  Hildreth^  12. 

2.  Reasonable  diligence — section  15  of  the  act  of  1836  does  not  apply  to 

APPLICANT. — Nor  is  it  necessary  that  the  first  inventor  should  use 
'^  reasonable  diligence  in  adapting  and  perfecting  his  invention."  The 
fifteenth  section  of  the  act  of  1836,  providing  that  the  defendant  may 
show,  in  order  to  vacate  a  patent  already  granted,  that  it  was  surrep- 
titiously obtained  for  an  invention  which  was  being  diligently  prosecuted 
by  another,  does  ndt  apply  to  the  case  of  contending  applicants.     Perry 

V.  CcrmelU  68. 

3.  Reasonable   diligence — effect   of. — On   the  other  hand,  when   a   prior 

inventor  has  been  using  reasonable  diligence  to  perfect  and  adapt  the  in- 
vention to  practice,  all  his  rights  will  be  preserved  and  protected,  although 
his  success  may  not  have  been  perfect.   McCormick  v.  Howard^  238. 

4.  Question  of  diligence — does  not  arise  in  an  interference — patent  sur- 

reptitiously OBTAINED. — The  diligence  referred  to  in  section  15  of  the  act 
of  1836  has  no  application  to  the  case  of  interfering  applicants.  It  applies 
to  the  case  of  a  prior  inventor  defending  against  a  patent  surreptitiously 
granted  to  a  subsequent  inventor,  and  directly  only  in  such  a  case,  or 
where  it  appears  that  analogous  principles  are  involved,  and  then  only  by 
an  equitable  construction  of  the  rule.   Stevens  et  al.  v.  Salisbury^  379. 

5.  Rbasons  for  REQUIREMENT  OF  DILIGENCE— The  main  object  of  the  patent 

laws  is  to  bring  inventions  as  soon  as  possible  into  i>ublic  and  unrestricted 
use  ;  and  this  forms  an  essential  part  of  the  consideration — the  quid  pro 
quo.  The  public  has  a  right  to  the  knowledge  as  early  as  possible,  consist- 
ently with  the  rights  of  the  inventor  in  using  such  reasonable  diligence 
on  his  part  as  may  be  necessary  in  adapting  and  perfecting  his  inven- 
tion.    Elliihorp  V.  Robertson^  o85. 

6.  DcE  DILIGENCE — POVERTY  AS  AN  EXCUSE  FOR  DELAY. — The  measuTC  of  povcrty 

which  one  must  possess  before  he  is  required  to  exercise  any  diligence  to 
prosecute  his  rights  is  not  to  be  found  in  the  statute.  It  is  an  excuse 
very  readily  made,  which  yet  should  not  be  too  readily  listened  to. 
If  a  man  be  utterly  destitute  of  money  and  without  friends,  and  incapable 
tliereby  of  prosecuting  an  enterprise,  much  indulgence  may  be  shown 
him ;  but  when  he  has  the  means  of  carrying  on  sundry  enterprises  of  a 
kindred  sort,  equally  demanding  money  and  friends,  and  does  carry 
them  on,  his  election  to  pursue  those  other  enterprises  will  not  be  regarded 
in  the  law  as  an  excuse  for  delay  in  the  other,  where  valuable  rights  of 
others,  equally  meritorious  with  himself,  and  in  the  outset  of  their  suc- 
cessful struggles  equally  poor,  are  to  be  prejudiced.  Wickersham  v. 
Singer^  645. 
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double  use. 

See  Analogous  Use. 

Ghanok,  2,  3. 

Inventor,  1,  2. 

Particular  Inventions,  1,  4,  12. 
Invbntion — principle — double  use. — An  invention  must  involve  a  new  prin- 
ciple. When  the  principle  of  the  alleged  invention  has  been  discovered 
and  applied  before,  the  new  application  of  it  will  be  what  is  called  a  double 
use.  In  such  cases,  although  there  may  be  in  the  new  application  some 
degree  of  novelty — something  may  have  been  discovered  or  found  out  that 
was  not  known  before — yet,  unless  the  new  occasion  on  which  the  principle 
is  applied  leads  to  some  kind  of  new  manufacture  or  to  some  new  result, 
it  will  be  but  a  double  use.     In  Re  Blandy^  552. 

DOUBTFUL  CASES,  RULE  IN. 
See  Rule  in  Doubtful  Cases. 

DR.4WINGS. 
See  Claims,  1. 

Date  of  Invention. 
Evidence  or  Invention,  3. 
Laches,  1. 
Measure  op  Proof. 
Oath  op  Invention,  2. 
Perpectbd  Invention. 
Prerequisites  to  a  Patent. 
Reduction  to  Practice,  1,  6. 
Spscjpication,  1. 

1.  EviDBNCE — DRAWINGS  WITHOUT  TESTIMONY  NO  EVIDENCE. — A  drawing  in  an 

account-book  in  the  possession  of  one  of  the  parties  to  the  interference  not 
of  itself  evidence  that  the  invention  therein  shown  was  the  invention  of 
such  party,  and  not  taken  as  evidence  of  the  existence  of  the  invention  at 
tlie  date  of  the  surrounding  entries  in  the  book,  in  the  absence  of  corrobo- 
rating circumstances  or  the  positive  testimony  of  witnesses.  Jillson  v. 
fVtnsor,  136. 

2.  gpBCiriCATiON — DRAWINGS. — The  patent  law  requires  every  specification  of  a 

claim  for  machinery  to  be  accompanied  by  drawings  signed  by  the  inventor 
and  attested  by  two  witnesses,     fn  Re  Henry,  467. 

DROPPING   AN   ELEMENT. 
See  Rkarrangino  Parts  op  Machine. 

DUE    DILIGENCE. 
See  Diligence. 

DUE   PROCEEDINGS. 

See  Public  Use  and  Sale,  2. 
Surreptitious  Patent. 
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See  Op'ficebx 

F    TUB    PirmST    OfflCE, 

ESTOPPEL 

See  A[>H[.->si<>N 

«  OF  Pabti 

2. 

Dblay  (N 

Filing  App 

LICATION,  3. 
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TiniNCl— BBTOPP 

»L. -Where 

a  person  sUi 
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inventlDn 

any  claim  to  the 
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nd  at  the  sa 

160. 


by  and  benrs  snotbrr  iwkod 
IS  hia  own,  without  usserting 
time  aeeking  furlber  inform- 
'ill  be  WKrraaled  tbnt  the  priDci|il«a  or 
me  knonn  Id  blm.     RuggUt  v.  Yomg. 


\.  RktoppeI: —  A(.'<)i;[KSCENCE  [N  anothir'h  hiqht. — Where  it  a|ipe&rB  tb&t  before 
llie  interference  uroee  oue  of  the  parliea  was  aware  that  the  other  part; 
cluimcil  the  invention  as  his  own,  anil  bad  obtitiaed  a  patent  Tor  the  Mme. 
and  he  further  acted  as  the  patentee's  agent  in  introducing  and  selling  the 
patented  madiiaes,  distributing  circulara,  n-comDiendiiig  the  machine!,  Ac.. 
witliout  asserting  anj  claim  to  the  invention,  but  cunstantij  repealing 
upon  iniiuiry  tliut  he  was  nut  int«reatcd  :  Htid,  That  lie  was  estopped  from 
subseiinenlly  aaserling  a  claim  to  ilie  inveatioo.    CarroUy.  Ganibn'Ui531. 

EMPLOYER   AND   EMPLOYEE. 

.    OKlCilNAl.     INVESTOtt— I'llBHfllPTlUN    IN     FAVOR  OP    UNS  WHO    HADE    THlt  MJCBIM 


inventorship,  arising  out  of  the  Taut  that  the  machine  in  controrersj  was 
made  l>y  one  of  the  parties  to  the  interference,  is  rebutted  by  eiideiict 
showing  that  sucli  party  was  at  the  time  in  the  employ  of  the  other  parti 
Hs  a  machinist,  and  that  he  made  the  machine  at  his  employer's  request 
and  fur  his  benefit,  and  made  no  claim  to  the  inventioG  until  long  alltr- 
wards,  but,  on  the  contrary,  stood  by  and  saw  his  employer  apply  for  and 
obtain  a  patent  without  objeetion.  Warner  v.  Goodyear,  GO. 
'.  I'nder  such  circumstances,  the  presumption  is  that  the  machine  was  made 
according  to  the  dircutions  of  the  parly  beneficially  interested,  and  in  pur- 
suance of  his  invention.     Id. 

the  employer  conceives  the  result  embraced  in  an  invention,  or  the  genrni 
idea  of  a  machine  upon  a  particular  principle,  and  in  order  to  carry  his 
conception  into  effect  it  is  necessary  to  employ  manual  dexterity,  or  rreo 
inventive  skill,  in  the  mechanical  details  and  arrangemeats  requisite  fur 
carrying  out  the  original  conception,  in  such  caaes  the  employer  will  be 
the  inventor  and  the  servant  will  be  the  n 
realises  hia  idea.    WeUman  v.  Blood,  432. 
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EMPLOYER   4ND   EMPLOYEE— eonHnued.. 

inveotive  skill,  in  the  mechanical  details  and  arrangements  requisite  for 
carrying  out  the  original  conception,  in  such  cases  the  employer  will  be 
tfae  inventor  and  the  servant,  will  be  a  mere  instrument  through  which  he 
realizes  his  ideas.     King  v.  Oedney,  443. 

EQUIVALENTS. 

See  Identity  of  Invention,  3,  4. 
Intisrferkncb,  12. 
Particular  Inventions,  11,  14. 
Right  ok  Appeal,  8. 
Second  Patent  for  same  Invention. 
Utility,  3. 

1.  Equivalents — new   patent    therefor. — A    patent    covers   all    equivalent 

modes  of  carrying  the  invention  into  effect,  although  they  are  not  specific- 
ally described  in  the  specification,  and  the  patentee  is  not  entitled  to  a  new 
patent  for  those  equivalent  modes.     Bowen  v.  Herriei^  310. 

2.  Mechanical  equivalent — rod  and  endless  chain. — A    rod   is  the  known 

equivalent  of  an  endless  chain  in  machinery  when  it  can  be  used  for  the 
same  purpose  and  to  accomplish  the  same  effect,  and  they  are  not,  therefore, 
when  so  used,  substantially  different.     Spain  et  al.  v.  Gamble  et  al.j  3oS. 

3.  Invbntion — PRINCIPLE — ByuiVALBNTS. — ^Thc   first  and   original   inventor   is 

entitled  to  protection  against  all  other  means  of  carrying  the  principle 
into  effect.     Nichols  v.  Harris^  362. 

4.  Equivalents — how   determined. — Equivalents   are   to   be    known    by   an 

inference  drawn  from  all  the  circumstances  of  the  case,  by  attending  to  the 
consideration  whether  the  new  contrivance  is  used  for  the  same  general 
purpose,  performs  the  same  kind  of  duties,  or  is  applicable  to  the  same 
object  as  the  old  device.  In  Be  Nutting^  455. 
r>.  Equivalents — additional  effects. — If  the  change  introduced  by  the  appel- 
lant constitutes  a  mechanical  equivalent  in  reference  to  the  means  used 
by  a  patentee,Wind  besides  being  such  an  equivalent  it  accomplishes  some 
other  advantages  beyond  the  effect  or  purpose  accomplished  by  the  patentee, 
such  further  advantages  may  make  it  a  patentable  subject  as  an  improve- 
ment upon  the  former  invention,     hi  Re  Hebhard^  543. 

EVIDENCE. 
See  Abandonment,  5.  <>. 

Admissions  of  Party,  1,  2. 
Appeal,  Ground  of,  2,  3. 

« 

Burden  of  Proof. 

Caveat,  2. 

Copy  as  Evidence. 

Counsel. 

Credit  of  Witness. 

Date  of  Invention. 

Delay  in  filing  Application,  :j. 

Disclaimer.     . 
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form  of  law  cannot  be  receiTed  as  evidence  in  an  interference  proceeding. 
JiUaon  v.  Winsor^  136. 

7.  Eyidbmoe. — Whether  the  decision  of  the  Commissioner  is  correct  or  errone- 

ous, must  appear  from  the  proofs  and  evidence  which   have  been  acted 
on  in  the  trial  before  the  Commissioner.     Ruggles  v.  Young,  1 60. 

8.  Testimony  introducbd  under  a  patent  of  addition  (thirteenth  section, 

1836). — Testimony  taken  to  show  that  a  certain  invention  annexed  to  a 
patent  under  the  thirteenth  section  of  the  law  of  1836,  as  an  improvement 
invented  subsequent  to  the  date  of  the  patent,  was  in  fact  invented  by  the 
.  patentee  before  the  date  of  the  patent,  is  receivable  in  evidence  to  show 
that  an  applicant  is  not  the  inventor,  whether  or  not  the  patentee  under 
the  circumstances  named  could  sustain  his  patent.  Burlew  y.  O^Neil^ 
168. 

9.    KVIDENCE INTRODUCING    SAME   ON    APPEAL. Scctiou    11    of    the    act   of    1839, 

read  in  connection  with  sections  7  and  8  of  the  law  of  1836,  upon  which 
it  is  engrafted,  gives  to  the  applicant,  on  appeal  to  the  judge,  the  right  to 
support  his  claim  by,  and  to  be  heard  upon,  the  evidence  or  facts  deemed 
by  him  essential  to  a  just  decision,  although  not  produced  before  the  Com> 
missioner  at  the  hearing  before  him.     In  Be  FuUz^  178. 

10.    Sm Sm — EVIDENCE    BEFORE    THE    COMMISSIONER — MERITS  OF  THE    CASE. — The 

restrictive  part  of  the  section  confining  the  judge  in  his  decision  to  ''  the 
evidence  adduced  before  the  Commissioner"  applies  to  the  merits  of  the 
case.     Id,  / 

11.  Evidence — party  to  the  record — status  of  applicant. — An  applicant 
for  a  patent  involved  in'  interference  is  within  the  reason  of  the  rule  which 
makes  a  party  an  incompetent  witness  in  a  cause,  although  the  interference 
proceedings  do  not,  strictly  speaking,  constitute  a  record.  Yearsley  y. 
Brookfield.et  al.,  193. 

12.  Sm — Sm — party  released. — Such  a  party  to  an  interference  cannot  be 
released  by  an  assignment  of  his  invention  so  as  to  mak^  him  a  competent 
witness.     Id, 

13.  Sm — Sm — loss  of  original  document. — From  a  principle  of  necessity,  how- 

ever, the  party  is  a  competent  witness  to  establish  the  loss  of  an  original 
paper  if  lost  out  of  his  own  custody,  and  not  destroyed  by  fraud.     Id. 

14.  Sm — STATEMENTS  OF  PARTY  AT  TIME— RES  GE8T.«. — The  Statements  and 
declarations  of  the  inventor  made  before  the  contest  arose,  describing 
orally  or  by  drawings  a  certain  invention,  are  admissible  in  evidence  as 
part  of  the  ret  gestm  to  show  that  he  knew  of  or  had  made  the  invention 
at  that  time.     Id, 

15.  Inventor  not  a  party — testimony  of. — The  testimony  of  a  witness  to  the 

effect  that  he  was  a  joint  inventor  with  one  of  the  applicants  is  competent 
evidence  as  against  that  applicant,  though  it  would  not,  it  seems,  be  ad- 
missible in  his  own  behalf  if  he  were  a  party  to  the  record.     Id, 

16.  Testimony — best  evidence  —  machines  ^themselves — parol  evidence. — 
Upon  an  issue  of  priority  of  invention  in  an  interference  proceeding  it  is 
not  true  that  the  machines  themselves  are  the  best  evidence,  and  must  be 
produced,  or  their  absence  satifactorily  accounted  for,  before  parol  testimony 
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orig^inals  might  have  been  used  to  refresh  the  memory  of  the  witness ;  but 

^^here  it  does  not  appear  that  this  has  been  done,  the  copies  cannot  be  used 

as  confirmatory  of  the  testimony  of  the  witness.    /one«  v.  WdheriU^  409. 

25.  Sm — iKCOMPLETE  RKCORDS. — Where  the  party  presents  copies  of  his  memo- 

randa,  which  are  incomplete  in  important  respects,  it  affords  grounds  for 

an  unfavorable  inference.     Id. 

26.  EviDBMCE — ^PARTY  AS  WITNESS — EFFECT   OF  ASSIGNMENT. — A   party  named 

on  the  record  cannot  be  released  by  an  assignment  of  his  invention  so  as 

to  constitute  him  a  competent  witness.     HiU  v.  Dunklee^  475. 

2*7.  Testimony — conversations  and   declarations  of   inventor,  evidence  op 

WHAT. — The  conversations  and  declarations  (of  the  patentee),  stating  that 

lie  had  made  an  invention,  and  describing  its  details,  are  properly  to  be 

deemed  an  assertion  of  his  right  at  that  time  as  an  inventor  to  the  extent 

of  the  facts  and  details  which  he  then  makes  known.   (P.  k  T.  R.  R.  Co.  v. 

Stimpson,  14  Peters,  448.)    Davidson  v.  Lewis^  599. 

EVIDENCE   OF   INVENTION. 
See  Laches,  1. 

1.  Slioht  evidence  of  invention  required. — But  slight  evidence  of  invention 

is  required  where  the  nature  of  the  invention  is  pointed  out  and  where 
proof  is  given  of  its  practical  utility.     In  Re  Fultz^  178. 

2.  Witness    to    invention    need   not   be  an    expert. — It    is   not  necessary 

that  a  witness  should  qualify  as  an  expert  to  testify  to  the*fact  and  date  of 
an  Invention,  if  his  knowledge  and  memory  are  sufficient  to  enable  him  to 
truly  relate  the  facts  on  the  subject  which  he  has  heard  and  seen.  Screw 
Co.  V.  Sloan,  210. 
3.  Invention  not  evidenced  by  drawings  or  models. — If  an  invention  has 
been  evidenced  by  oral  description,  it  is  not  necessary  that  it  should  be 
reduced  to  the  form  of  drawings  or  models  until  the  application  is  filed. 
Stephens  et  al.  v.  Salisbury,  379. 

EXAMINATION   OF  APPLICATION. 

See  Abandonment,  4. 

Commissioner's  Answer. 

Jurisdiction  of  the  Commissioner,  3. 

Judge's  Decision,  Effect  of. 

Officers  of  the  Patent  Office,  2. 

Public  Use  and  Sale,  3,  10. 

Reasons  of  Appeal,  II. 

Sufficiently  Useful  and  Important,  2,  3,  5. 
1.  Sixth  and  seventh  sections  of  act  of  183G  must  be  taken  together  in 
examining  applications. — The  seventh  section  of  the  act  of  1836,  author- 
izing the  Commissioner  to  reject  the  application  in  certain  specified  cases, 
must  be  taken  in  connection  with  the  sixth  section,  which  declares  what 
persons  may  obtain  a  patent  ;>  and  if  the  subject  of  the  application  is  not  a 
new  and  useful  art,  &c.,  within  the  meaning  of  section  6,  the  Commissioner 
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is  bound  to  refuse  it,  although  it  may  not  be  liable  to  the  particiilar  ob- 
jections specified  in  the  seventh  section.    In  Re  Kemper^  1. 

2.  Nbw  oath — ^NOT  RBQDIBBD  ON  APPiAL.^-An  applicant  is  not  required  to  file 

a  new  oath,  after  being  finally  rejected,  to  enable  him  to  appeal.  In  Re 
Crocker^  134. 

3.  Sm — BRBOBS  AND  MISTAKES  IN  BPS0IFICATI0N8. — The  ncw  oath  referred  to  id 

the  seTenth  section  of  the  act  of  1836  is  to  be  taken  only  when  the  appli- 
cant persists  in  his  application,  after  having  been  informed  by  the  Com- 
missioner of  the  errors  and  defects  of  his  specification.  This  happens 
before  his  claim  is  finally  rejected.     Id, 

4.    RbJBOTION  of  APPLICATION — NOTICB  THBBBOl* — ^NBW  BBFBBBHCIS  ON  IPPBAL.— 

When  an  application  for  a  patent  is  rejected,  the  applicant  is  entitled  to 
notice  thereof,  and  to  be  furnished  with  such  information  and  references 
as  may  be  useful  in  judging  of  the  propriety  of  renewing  his  application 
or  altering  his  specification ;  and  it  would  be  a  substantial  denial  of  this 
right  for  the  judge,  upon  appeal,  to  rest  an  adverse  decision  upon  references 
for  the  first  time  presented  in  the  Commissioner's  answer  to  the  refisons  of 
appeal.    In  Re  Jewell  and  Rooi^  259. 

5.  The  object  of  the  last  part  of  the  seventh  section  appears  to  be  (on  refiual 
to  grant  the  patent)  to  direct  a  proceeding  whereby  the  applicant  will  be 
allowed,  under  the  particular  circumstances  stated,  to  withdraw  or  mod- 
ify his  specification ;  and  if  be  persists  in  the  latter,  to  give  him  the  benefit 
of  an  appeal  to  a  board  of  examiners.  This  construction  is  necessaiy  in 
order  to  make  one  part  of  the  section  consistent  with  the  other.  Hmd  v. 
Howey  366. 

G.  Office  pbacticb — fobms  of  pbocbdubb  in  thb  officb— not  appbalablb.— 
As  the  manner  in  which  the  Commissioner  shall  aid  the  inventor— bj 
information  and  suitable  references,  so  as  to  assist  his  judgment  in  deter- 
mining whether  he  shall  persist  in  or  abandon  his  claim — is  submitted  to 
the  discretion  of  the  Commissioner,  no  appeal  lies  from  his  action  in  this 
regard  to  the  Circuit  Court.    In  Re  Chambers^  641. 

EXAMINATION   OF   WITNESS. 

See  Eyidknck,  24. 
Notice,  1,  3,  4. 
Witnesses,  8. 

1.  Evidence — cross-examination   waives   objection. — Where  a  party  to  the 

case,  otherwise  an  incompetent  witpess,  is  produced  to  prove  the  los  d 
original  drawings  and  sketches,  and  is  cross-examined  at  large,  his  answers 
are  thereby  made  evidence  for  himself.    Perry  v.  Cornell^  68. 

2.  Plea   op   disclosing    private   affairs. — Where   a  witness  on  direct  ex- 

amination has  voluntarily  referred  to  his  own  affairs  in  connection  with 
the  history  of  the  invention,  he  cannot  on  cross-examination  refuse  to 
divulge  the  full  particulars  of  the  same  on  the  ground  that  it  will  expose 
his  private  business.     Nichols  v.  JTam*,^  302. 

3.  Sm — latitude  ox  cross-examination. — ^Nor  was  it  necessary  for  counsel  to 

state  that  the  purpose  of  the  examination  was  to  effect  the  credit  of  the 
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witness,  as  that  would  defeat  ils  very  object.  Much  greater  latitude  is 
allowed  on  cross-examination  than  on  direct.     Id, 

4.  EviDBNGE — PARTIAL  EXAMINATION^. — Where  a  witness  has  fixed  the  date  of 

the  invention  hj  reference  to  a  derice  of  his  own  invention,  it  is  ^xnpetent 
for  the  other  side,  on  cross-examination,  to  call  out  a  full  desAption  of 
the  device  and  when  made,  with  a  view  of  showing  that  the  witness  was 
mistaken  in  his  dates.    Id, 

5.  Refusal  to  answer  on  cross-examination. — ^A  witness,  on  cross-examina- 

tion, is  bound  to  answer  all  material  and  proper  questions  ;  and  his 
refusal  to  do  so,  or  the  giving  of  an  eviisive  answer,  shows  a  want  of  fair- 
ness on  his  part  that  must  be  considered  as  affecting  the  credit  to  be  given 
to  his  testimony.     ComeU  v.  Hyatt^  423. 

6.  Rb-bxamination  as  to  new  .matter. — ^After  a  witness  has  been  examined 

in  chief  and  cross-examined,  he  cannot  be  tecalled  and  re-examined  as  to 
new  matter.  The  re-examination  must  be  confined  to  a  reaffirmance  of 
the  facts  already  stated  and  in  explanation  of  the  facts  stated  upon  cross- 
examination.  A  second  deposition  taken  in  violation  of  this  rule,  sup- 
pressed.   Hill  V.  Dunklee^  475. 

EXAMINEES  OP  THE  PATENT  OFFICE. 
See  Officers  of  the  Patent  Office. 

EXPERIMENT. 
See  Abandoned  Experiment. 

EXPERT. 

Comparative  Merit  op  Inventions. 

Copy  as  Evidence. 

Evidence  of  Invention. 

Specifications,  2. 

Utility,  1. 
Testimony  of  experts. — The  testimony  of  practical  persons  versed  in  the  art 
to  which  the  invention  relates  may  be  considered  in  judging  of  the  sub- 
stantial identity  of  the  inventions.     Stevenson  v.  Hoyt,  292. 

EXTENT   OF  USE. 
See  Inventor  not  aware  of  the  value  of  the  Invention. 

EXTENDING  TIME,  MOTION   FOR. 

See  Interlocutory  Actions,  3. 
Motion  to  extend  time— essentials  thereto.-— On  a  motion  to  extend  the 
time  of  taking  testimony  in  an  interference  proceeding  in  the  Patent  Office, 
the  affidavits  should  state  the  names,  competency,  and  materiality  of  the 
witnesses  to  be  examined.    Screw  Co,  V.  Sloan^  210. 

FEE. 
See  Withdrawal  of  Application,  1,  2. 
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former  decision. 

See  Former  Commissioner,  Deoision  or,  1. 

FRAUD. 

See    PREMJLTURE    ISSUANCE    OF   PaTKNT. 

GENERAL   USE. 

See  Public  Use  and  Sale,  5,  14. 
Utility,  4.  t 

GROUNDS   OF  COMMISSIONER'S  DECISION. 

See  Appeal,  Ground  of,  2. 
evidenos,  7. 

Examination  of  Application,  4. 
Reply  to  Commissioner's  Answer. 
Rbyibion  of  Commissioner's  Decision. 
RKA80N8   of  appeal — SUFFICIENCY   OF. — It  is  immaterial  what  reasons  the 
GommlBsioner  assigns  for  his  decision.     Bis  reasons  may  be  insufficient, 
and  yet  the  decision  may  be  correct.     Such  insufficient  reasons  are  no 
ground  for  revising  his  decision.    In  Re  Aiken,  126. 

HEARSAY  EVIDENCE. 
See  Evidence. 

HUSBAND   AND  WIFE. 

TasTiMOKY  OF  WIFE  INADMISSIBLE. — The  Wife  of  an  applicant  for  a  patent  is  an 
incompetent  witness  for  him  in  an  interference  proceeding.  Nichols  v. 
Harris,  302. 

IDENTITY   OP  INVENTION. 

See  Combination,  3. 
Expert. 

Interference,  4,  5,  8,  12,  13,  14,  16,  18,  19. 
Particular  Inventions,  2,  11. 
Principle,  2. 
Principle  of  Machine. 

1.  Substantial  identity-— purpose. — Two  inventions  are  the  same  in  prin- 

ciple when  they  produce  the  same  result  by  substantially  the  same  mode 
of  operation — as  protecting  the  rear  step  of  an  omnibus  by  a  shield  moving 
with  the  door — notwithstanding  the  form  of  the  devices  and  their  mode  of 
attachment  may  be  different.     Stevenson  v.  Hoyt,  292. 

2.  Idmntity    of  inventions— same  in   principle  and    RESULT.— When   two 

machines  are  substantially  the  same,  and  operate  in  the  same  manner  to 
produce  the  same  result,  they  must  be  in  principle  the  same ;  and  it  is  to 
be  understood  that  when  the  results  are  referred  to  as  a  test  of  the  identity 
of  the  machined,  the  results  must  be  the  same  in  kind  though  they  may 
differ  in  degree.    Nichols  v.  Harris,  362. 
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3.  Form — pRiiiot?Li. — A  mncbine  is  the  ume  id  tubstance  u  anotfaer  if  the 

priociple  be  the  Mine  in  effect,  though  the  forni  of  the  machiae  be  diffemit. 
/»  Be  Nuiling,  455. 

4.  Ihtintion — IDIHTITT — IHMATIRUL  CBANOBB. — When  two  dcvIccs  perform 

the  SBine  function  in  aubatantiaUj  the  same  waj,  mere  details  of  D)e:bsnic»l 
conatructiun — as  size,  poeition,  and  mode  of  attachment — re^rded  as  imma- 
terial to  the  question  of  identitj.      In  Bt  Bishop,  519. 

IMITATION   OF   NATURAL   PRODUCT. 
See  CoMroanioH  or  Mattbb. 

IMPLIED  LICENSB. 
Impliid  LiciHsi  BUFficiiNT  TO  ixcLUDi  TiTiBaa. — Whsrc  a  person  t«>k  an 
assignment  under  an  impression  that  a  certain  improTement  upon  the 
original  invention  was  included  in  the  patent,  and  he  used  snch  improTE- 
ment  with  the  consent  and  pennission  of  the  patentee:  HeU,  That  he  bad 
an  implied  license  from  the  patentee  to  continue  the  use  of  said  hnproTc- 
ment,  which  would  discontinue  upon  the  itsaanee  of  a  patent  to  another 
inventor,  and  Ihat  he  was  an  incom]>elent  witness  fbr  fais  licealor  in  an 
interference  proceeding.     Screw  Co.  v.  Sloan,  310. 

IMPROVEMENT. 
See  Clain,  1. 

iMPUBD  LlOXHBB. 

INCHOATE   RIGHT. 
See  Lacbis,  1. 

PttlOH   iNVtmiOM,  4. 

SiCBKt  Intention,  1. 

INFRINGEMENT  BIHT. 
3ee  Intirfirinoi,  1,  21. 
Oath  of  Inybntion,  1. 
Prihoipt.*,  2. 
Prior  Inysntion,  5. 

INTENTION. 

See   ACOIDINT   AND   Desiok,  I,  2. 

Cousin ATtoN,  8. 

Public  Ds*  and  Sale,  20. 

INQBEDIENTS. 
8«e  Cou position  or  Matter. 
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INTEREST  IN   THE   SUIT. 

See  EviDEircB,  1,  5,  11,  12,  14,  15,  18,  20,  26. 

Implied  Licbnss. 

Testimony,  1. 

Witnesses,  1. 
1.  GoMPBTKNCY  OF  WITNESS — INTEREST  IN  THE  SUIT. — ^When  A  questioD  is  raised 
as  to  the  competency  of  a  witness  on  the  ground  of  interest,  the  usual 
test  is  to  consider  whether  the  witness  will  be  affected  by  the  event  of  the 
suit;  that  is,  whether  he  has  an  interest,  legal  or  equitable,  (if  real,) 
which  will  be  secured  or  continued  to  him  in  the  event  of  success,  or  lost 
in  the  event  of  the  defeat,  of  the  party  in  whose  favor  he  is  called  as  a 
witness.    Screw  Co.  v.  Sloan^  210. 

2.    Sm TESTIMONY    OF    ASSIGNEE    OR    LICENSEE     INADMISSIBLE. An    assignee    Or 

licensee  has  an  interest  in  the  issuance  of  a  patent  to  his  assignor  or 
licensor  as  against  a  rival  claimant.    Id* 

INTERFERENCE. 

See  Appeal,  Ground  of,  4. 
Caveat,  1. 
Diligence,  4. 

EVIDBNOB,  1,  2,  3,  6,  11,  18. 
Expert. 

Identity  of  Invention,  1,  2". 
Implied  License. 
Jurisdiction  of  Commissioner,  3. 
Magistrate  of  Counsel. 
New  Party. 
New  Trial,  1,3. 
Operativeness  of  Invention. 
Power  op  Commissioner,  1. 
Principle,  2. 
Principle  of  Machine. 
Prior  Invention,  5,  8. 
Public  Use  and  Sale,  9,  11,  15. 
Reduction  to  Practice,  4. 
Rehearing,  1,  2. 
Utility,  3. 

1.  Interpkrrnces — not   governed  by   rulings  in  infringement   suits. — The 

doctrines  as  laid  down  by  the  courts  in  infringement  suits  in  considering 
whether  patents  already  granted  are  invalidated  by  prior  use  are  wholly 
inapplicable  to  the  determination  of  interference  controversies  in  the  Pat- 
ent Office  where  the  only  question  is  whether  the  Commissioner  shall 
issue  the  patent.  When  a  patent  is  thus  issued,  its  validity  is  still  an  open 
question  for  the  courts,  and  one  which  can  be  conclusively  settled  by  the 
courts  only.     Heath  v.  Uildreth^  12. 

2.  Interference — question  is  whether  applicant  is  entitled  to  a  patent. — 

In  an  interference  between  an  applicant  and  a  patentee  the  question  is 
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or  tlie  otiier  giarly  Ui  a.  patent  irthe  claims  had  bL-«n  presented  ja  k  difTei- 
eiit  elmpe.     Spain  et  al.  v.  Gantble  et  at.,  358. 

19.  iNTKRFBHKNCB rATIMTABILITY  —  Jl-HISIIICTION.  —  Co[IStruing      the      SilUl, 

sevenlb,  aad  eighth  sections  of  Ihe  act  of  1836  together,  it  is  clew  that  Ibe 
interference  referred  to  id  the  eighth  section  ia  an  interference  betvecn 
patentable  inTentions.  That  is  n  preliminary  question  necessarily  involved 
in  the  CommUsioiier's  decision  upon  priority  of  inveutjon,  and  maj  b« 
considered  b;  the  judge  upon  appeal.    Jona  v.  Wethaill,  '409. 

20.  IsTKHFKHBNCE — NOT    co.iHMin   TO    coNifLiLTiNO   CLiiMH. — An   ialerferencc 

exists  between  two  applicants  who  describe  in  their  specifications  the  same 
invention,  slthougli  the  claim  of  one  of  the  parties  is  not  as  brond  as  hia 
specification.     Sing  y.Gtdney^  443. 

31.     PRBSt-HPTJON    FROM    PATENT— DBCIHIOKS    IN    INFSIMUIMEXT     Sl-JTS.— The     pre- 

suDiption  of  invention  arising  out  of  the  grant  of  the  letters-patent,  and 
agaiost  which  the  defendant  in  an  infringement  suit  must  coatend,  doel 
uut  oxist  as  between  contending  applicants  for  patent;  and  the  appli- 
cation of  the  decisions  of  the  courts  to  interference  cases  is  modified  by  thai 
ciri'uni stance.     BiU  v.  Dwtklee,  475. 

23.    iNTKBriKENCB — PBACTICI    OF    TUI   OFFCCE — PA  TBH  TAXI  LI  TV   OF   TUB    ISSCE. — 

The  practice  of  the  Oflicc  in  determining  the  patentability  of  the  iovenUon 
before  the  interference  is  declared  is  a  proper  one,  and  should  b«  strictly 
observed.     Cliaiidter  v.  Ladd  et  of.,  4S3. 

INTERLOCUTORY   ACTIONS. 
See  Ai-PiiAi,,  Ground  of,  1. 


—  If,  therefore. 
3  been  denied  the  privilege  of  submitting  proper  prooA  of  his 
it  is  the  duty  of  the  judge,  by  reasonable  regulations  similar  to 
those  directed  by  section  12,  to  pursue  snch  a  course  as  to  nffbrd  as 
opportunity  to  the  party  to. produce  and  lay  before  him  on  the  trial  bis 
proof  to  support  his  claim.  In  Be  FuUt,  179. 
2.  Decision  op  cohhissioner  not  appialabli. — The  decision  of  ,  such  ■ 
motion  is  nliolly  within  the  discretion  of  the  Commissioner,  and  will  not 
be  reviewed  upon  appeal  to  the  court.     Screte  Company  v.  Sloan,  210. 

Tiuis  FOB  taking  TKSTmoNV. — Intsrlocutory  questions  which  arise  in  th» 
course  of  the  trial  before  the  Commissioner,  such  as  the  question  whelbrr 
the  times  for  taking  testimony  shall  be  extended,  are  submitted  (o  the 
sound  discretion  of  the  Commissioner^  and  from  his  decision  no  appeal 
lies  to  the  court,  unless  in  cn^  of  gross  abuse,  which  is  not  to  be  pre- 
sumed.    Wellman  v.  Blood,  433. 
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11.  Sm— -Sm — ADMISSIBLE  TESTIMONY  IN  SUCH  CASE. — Testimony  taken  in  such 
a  case,  showing  that  the  patentee  made  the  invention  before  the  applicant, 
is  properly  receivable  in  evidence,  and  is  decisive  of  the  cause,  though  the 
testimony  might  at  the  same  time  disclose  valid  objections  to  the  grant 
of  a  patent  to  the  patentee  if  that  question  were  still  open  for  considera- 
tion.   Id. 

12.  Intbbfibenck — SUBJECT  OF — HOW  DETERMINED. — The  nature  of  the  inven- 

tion in  interference  is  to  be  determined  by  regarding  the  essential  principles 
common  to  the  conflicting  inventions,  and  disregarding  mere  formal  differ- 
ences and  the  substitution  of  equivalents.  Yearsley  v.  Brookfield  et  a/., 
193. 

13.  QUMBTIOM    OF  PRIORITY  OF   INVENTION — IMPLIES    INTERFERENCE — INTBRFEKINQ 

MACHINES. — The  question  of  priority  of  invention  can  only  arise  in  such 
manner  as  to  defeat  an  application  for  a  patent  when  there  is  an  inter- 
ference according  to  the  principles  of  the  patent  law,  by  which  principles 
there  must  exist  substantially  an  identity ;  and  In  the  case  of  interfering 
machines  the  modui  operandi  may  be  looked  to  as  a  test.  Tyson  v.  EaTi- 
kin  et  oZ.,  262. 

14.  InTBRFIRENCB     dissolved — DIFFERENCE   IN     CONSTRUCTIVE     OPERATION — PUR- 

POSE.— ^The  interference  dissolved,  it  appearing  that  while  there  was  a 
general  similarity  in  the  inventions  of  the  respective  parties,  in  the  fact  that 
both  inventions  contemplated  the  addition  of  flanges  to  the  ends  of  pro- 
peller blades,  the  disposition  of  the  flange  with  reference  to  the  blade  was 
different  in  each  case,  was  intended  for  a  different  purpose,  and  accom- 
plished a  different  result.     Id, 

15.  Interference — patentee — how  restricted  in  his  proofs. — In  an  inter- 
ference proceeding  a  patentee  is  not  restricted  in  his  proofs  to  the  exact 
point  of  invention  covered  by  his  patent  that  is  claimed  therein.  If  he 
prove  to  be  the  prior  inventor  of  anything  claimed  by  the  applicant,  the 
Commissioner  may  act  upon  such  information,  and  his  decision  thereon 
may  be  reviewed  by  the  judge  upon  appeal.  The  question  is  not  the 
same  as  in  a  suit  for  the  infringement  of  the  patent.  Stephenson  v.  Hoyi^ 
292. 

16.  Interference — question  stated. — In  an  interference  the  question  is  not 
whether  one  invention  is  better  in  some  respects  than  the  other,  but 
whether  there  is  a  substantial  interference  in  the  principle  of  the  two 
inventions.     Id, 

17.  Patentability  of  issue — practice  of  the  office — presumptions  therb- 

FBOM  not  conclusive. — ^Thc  fact  that  it  is  the  uniform  practice  of  the 
Office  never  to  raise  the  issue  of  interference  until  after  the  patentability 
of  an  invention,  which  is  supposed  to  be  a  previous  and  preliminary  point, 
has  been  favorably  settled  in  the  mind  of  the  Commissioner,  does  not  raise 
a  presumption  of  patentability  which  is  conclusive  in  the  further  pro- 
ceedings in  the  case.    Burrows  v.  WeiheriU,  315. 

18.  Interference — matter  claimed. — When  two  applications  are  properly  in 
interference  upon  their  claims  as  made  it  is  unnecessary  to  consider  whether 
there  are  differences  between  the  two  machines  which  might  entitle  one 
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jurisdiction  of  the  commissioner. 

See  Abandommint,  3,  4. 

EVIDINCB,  2. 
iNTlRrSRSNCB,  4,  15. 

PowiR  OF  Commissioner,  3. 
Public  Usk  and  Salb,  2,  3,  10,  11. 

1 .  Patxnt  qrantid — JURISDICTION  OF  COMMISSIONER. — When  a  patent  has  issued, 

the  jurisdiction  of  the  Commissioner  is  exhausted.  He  has  no  further  con- 
trol over  it,  except  in  the  case  provided  for  in  the  thirteenth  section  of  the 
act  of  1836,  when  the  patent  is  inoperative  or  invalid  by  reason  of  a  de- 
fective or  insufficient  specification.     Pomeroy  v.  Connisan^  40. 

2.  Jurisdiction  of  the  commissioner. — The  Commissioner  of  Patents  is  now 

vested  with  the  whole  and  only  original  initiatory  jurisdiction  that  exists 
up  to  the  granting  and  delivering  of  the  patent.    Hunt  v.  Howe,  366. 

3.  Refusal  of  application — delivery  of  the  patent. — The  jurisdiction  of 

the  Commissioner  to  refuse  a  patent  continues  after  interference  is  de- 
clared and  until  the  patent  is  delivered.     Mowry  y.  Barber,  563. 

JURISDICTION   OF  THE   JUDGE. 

Abandonment,  3. 

Appeal. 

Appeal,  Ground  of,  4,  6. 

Board  of  Examiners,  2. 

Commissioner  and  Examiners  under  Oath,  2. 

Delay  in  filing  Application,  2. 

Evidence,  2,  10. 

Interference,  4,  7,  9. 

Interlocutory  Action,  1. 

Officers  of  the  Patent  Office,  3. 

Reasons  of  Appeal. 

Rehearing,  1. 

Right  of  Appeal,  4,  10. 
JuRi8i>icTiON  of  the  JUDGE — REASONS  OF  APPEAL. — The  jurisdiction  of  the  judge 
on  appeal  is  limited  and  confined  to  the  reasons  of  appeal ;  and  whatever 
-weight  the  judge  may  think  is  due  to  the  arguments  of  counsel,  he  must 
disregard  them  if  not  within  the  reasons.     Burlew  v.  O^Neil,  168. 

JURY. 

See  Delay  in  filing  Application,  2. 
Premature  issuance  of  Patent. 

JUST  AND  REASONABLE   REGULATIONS. 
See  Rules  for  taking  Testimony. 

LACHES. 
See  Abandonment,  1. 
Actual  Use,  2. 
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LIMIT   OF   ATFEAlj-^ontmued. 

ihe  party  may  appeal,  an  appeal  may  be  taken  at  any  time.  Carter  et  al, 
V.  Carter  et  aL,  388. 

4.  Limit  of  appkal — ^may  be  inlargbd. — When  the  appeal  in  other  respects 

had  pursued  its  regular  course,  but  it  appeared  that  the  ^^  reasons  of 
appeal  "  were  filed  a  few  days  after  the  expiration  of  the  limit  of  appeal, 
it  wa^  assumed  by  the  judge  that  the  Oomnissioner,  in  the  exercise  of  his 
discretion,  had  enlarged  the  limit  of  appeal.   BlqckinUm  v.  DovgUuSy  622. 

5.  Limit   of   appeal — discretion   of   commissioner — how   far   affected    by 

ORDER  of  the  SECRETARY. — The  Gommissiouer  may,  in  his  discretion,  en- 
large the  limit  of  appeal  from  his  decision ;  and  his  act  in  that  regard  is 
not  reviewable  by  the  judge  upon  appeal,  although  he  so  extended  the 
time  upon  the  suggestion  or  order  of  the  Secretary  of  the  Interior.  If  he 
should  refuse  to  comply  with  such  a  request  of  the  Secretary,  a  question 
might  then  arise  for  the  court  to  decide.    Justice  v.  Jones^  635. 

LIMITATION   OF  PATENT, 
See  Term  of  Patent. 

LOSS   OF   ORIGINAL  PAPER. 

See  Evidence,  11. 

Examination  of  Witnesses,  1. 

MAGISTRATE  OP  COUNSEL. 

« 

Magistrate  of  counsel. — Neither  upon  principle  nor  authority  is  it  just  or 
reasonable  that  the  evidence  taken  in  a  contested  proceeding  in  the 
Patent  Office  should  be  taken  before  a  magistrate  who  is  of  counsel  for 
one  of  the  parties;  and  depositions  so  taken  held  to  be  legally  incompetent 
and  inadmissible  evidence  in  the  case.    Nichols  v.  Harris^  302*. 

MANUAL  DEXTERITY. 
See  Employer  and  Employee,  3,  4. 

MATTER  SHOWN    BUT   NOT   CLAIMED. 

See  Prior  Patent,  2. 

Second  Patent  for  same  Invention. 

MEASURE   OF   PROOF. 

Abandonment,  6. 

Evidence  of  Invention,  1,  3. 

Interference,  3,  11. 

Novelty,  1. 

Opbrativenbss  op  Invention. 
Mbascrk  of  proof  varies — verbal  dekcriptiox  op  intricate  devices. — The 
nieasure  of  proof  requisite  to  show  the  date  of  an  invention  on  an  issue  of 
priority  depends  upon  the  nature  of  the  invention,  the  capacity  of. the  wit. 
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NEGATIVE  TESTIMONY. 
See  Testimony,  3,  5,  6. 

NEW  APPLICATION. 

See   Continuous  Application. 
Public  Ubb  and  Sali,  19. 
Right  op  Appkal,  8. 
Sbcond  Patent  for  samb  Invention. 
Withdrawal  of  Application,  1,  2. 

NEW  PARTY. 

Nkw  party — not  a  new  case. — When  a  new  party  is  included  in  such  re- 
hearing or  new  trial  of  an  interference  it  does  not  become  a  new  case 
'Within  the  spirit  of -the  rule  excluding  depositions  taken  in  another  case 
not  between  the  same  parties.  Following  the  chancery  rather  than  the 
common-law  practice,  the  new  party  applicant  comes  in  subject  to  the 
depositions  already  taken ;  and  as  between  the  original  parties  there  is  no 
lack  of  mutuality^  since  the  parties  and  the  subject-matter  are  the  same. 
Carter  et  aL  v.  Carter  et  aZ.,  388. 

NEW  PATENT. 
See  Equivalent,  1. 

NEW  TRIAL. 
See  New  Party. 
Testimony,  2. 
Witnesses,  7. 

1.     "Fll-ING  A    SECOND  application    AFTER    INTERFERENCE STATUS   OF. — The   filing 

of  a  second  application  by  the  defeated  party  to  an  interference  is  in  effect 
an  effort  to  have  the  decision  reviewed  and  reversed  upon  a  hearing  or 
new  trial  of  the  first  case ;  and  from  the  refusal  of  the  Commissioner  to 
declare  a  new  interference  thereon  between  the  same  parties  no  appeal 
lies  to  the  judge.    In  Re  Rouse^  286. 

2.  RxHBARiNG — NEW  TRIALS — NOT  APPEALABLE. — Motious  to  rehear  in  chancery 

and  for  new  trials  at  law 'are  motions  addressed  to  the  discretion  of  the 
court,  from  the  refusal  to  grant  which  there  lies  no  appeal.     Id. 

3.  Section  8,  act  of  1836,  construed. — There  is  nothing  in  section  8  of  the  act 

of  1836  which  makes  it  imperative  upon  the  Commissioner  to  declare  as 
many  interferences  between  the  same  parties  as  the  defeated  party  may 
seek  by  filing  successive  applications.  The  words  of  the  law  are  satisfied 
by  giving  one  trial  between  the  same  parties  upon  the  same  subject- 
matter.    Id. 

4.  One  trial  only  by  law. — One  full,  fair,  and  impartial  trial  between  the 

same  parties  and  for  the  same  matter  of  controversy  is  all  that  any  citizen 
can  claim  under  this  statute  or  any  other  law  known  or  practiced  by  the 
courts  of  this  country.     Id. 

5.  Sm — MEW  trial  upon  motion —DISCRETION  OF  TRIBUNAL.— >lf  sucli  a  trial  has 

not  been  had,  the  reVnedy  is  by  rehearing  or  new  trial,  or  some  equivalent 
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NOTICE— conftnu«rf. 

4.  EviDBNCB — NOTICE — WAIVER. — DepositioDS  taken  without  notice  cannot  be 

read  in  eyidence  unless  the  other  party  has  waived  his  right  to  notice  and 
agreed  to  admit  them  into  the  case.     Perry  v.  Cornell^  66. 

5.  Sm — Sm. — A  notice  from  the  other  party  to  have  the  depositions  produced 

before  a  commissioner  for  inspection  is  not  a  waiver  of  the  right  to 
notice,  nor  is  an  offer  to  have  the  witness  again  before  the  commissioner 
for  cross-examination  and  the  refusal  to  cross-examine  when  so  produced. 
The  party  has  a  right  to  be  present  at  the  direct  examination-in-chief.    Id, 

6.  NoTioa— OBJECT  OF — HOW  WAIYBD — RULE  90. — The  objcct  of  notice  gener- 

allyi  and  as  provided  in  Office  Rule  90,  is  to  bring  the  adverse  party  before 
the  examining  officer,  and  to  give  him  the  opportunity  to  cross-examine 
the  witnesses.  But  if  the  adverse  party  voluntarily  comes,  and  is  present 
and  cross-examines,  notice  and  proof  of  service  are  thereby  waived,  the 
substance  is  obtained,  and  they  are  mere  form.  The  adverse  party,  under 
such  circumstances,  is  also  bound  to  take  notice  of  the  adjournment. 
Gibhs  V.  EUithorp,  702. 

NOTARY  PUBLIC. 

See  Magistrate  of  Counsel. 

Rules  of  the  Patent  Office,  3. 

NOVELTY. 
See  Anticipation. 

Article  of  Manufacture. 

Change,  2,  6. 

Combinations. 

Comparatiye  Merit  of  Intention. 

Composition  of  Matter. 

Dbsion. 

Double  Use. 

Invention,  1.  5. 

Oath  of  Invention,  1,  4. 

Particular  Inventions,  1,  3,  4,  5,  6,  8,  9,  10,  12,  14,  15. 

Principle,  1,  4. 

Process,  2,  3. 

Result,  2. 

Sufficiei4tlt  Useful  and  Important,  3. 

1.  Novelty — invention — enolish   and    American    cases   contrasted The 

difference  between  the  English  and  the  American  cases  on  the  questions  of 
novelty  and  invention  relate  rather  to  the  kind  and  degree  of  evidence 
required.  According  to  the  English  cases  the  result  of  the  change  alone 
may  furnish  a  conclusive  test  of  the  invention  and  novelty,  while  the 
American  authorities  bold  that  it  must  appear  by  some  other  evidence 
than  a  mere  inspection  of  the  result  that  the  effect  was  produced  by  some 
new  process,  device,  contrivance,  mode,  manner,  or  means.  Yearsley  v. 
BrookJUld  et  al,  193. 

2.  NoTBLTT — RULE  IN  DOUBTFUL  CASES. — On  an  application  for  a  patent  it  is 


NOVELTY— (oniwuoi. 
not  proprr  lu  ijUfslioii  too  vjgurausi;  the  nov«Uj  of  the  iavFbtiou.  Tbe 
applkHnt  is  entitled  U>  the  benefit  of  tbe  doubts  that  arise  upou  thisiubjrct, 
for  the  rensou  tbat  if  bis  application  is  uujustlj  refused  it  will  work  in 
irrcmeiliable  injury,  wherens,  If  it  should  appear  tbat  the  iuTcnlioD  U  not 
new,  that  fact  may  be  cstabtiEbed  in  other  proceedings  before  the  courlf. 
In  Be  Cole,  63D. 


NEW  OCCASION. 


See  DouBLB  Use. 


OATH  OF  INVENTION. 
1.  Oath  ok  invkmtor  prima-fic[e  EVEDiNCR.—The  oath  of  the  inventor,  unop- 
posed, Is  some  evidence  of  the  noveltj,  invention,  and  userulness  of  Ute 
im pro V erne ut.  The  rule  of  taiv  is  that  a  patent  isauiug,  grounded  iipoQ 
the  oath  of  tbe  patentee,  under  such  circumstancct  will  be  considered  u 
prina-faeit  evidence  in  an  action  for  the  infriDgenient  of  a  patent  tight. 
In  Re  Fitllx,  178, 

oath  of  invention  aucompanjring  tbe  application  is  praiia-/aeii  evidence  tbU 
the  invention  therein  set  forth  has  been  mode,  and  none  o(  the  patent  Uni 
bave  ever  required  that  the  invention  should  have  been  in  nse  or  reduced 
to  actual  practice  before  the  issuing  of  the  patent  otherwise  than  bj 
furnishing  a  model,  drawing,  and  description  of  the  invention  as  required 
by  law.     In  Re  Sethj,  248. 

3.  Oath  ok  invention— cOveus  all  mattkbs  dssckibbd.— The  oath  of  invention 

attached  to  the  specification  covers  all  matters  described  therein,  and  not 
merely  the  matters  specified  in  the  claim.     King  v.  Gidney,  443. 

4.  Oath  or  invfution — effect  of. — The  oath  attached  to  the  application  is 

prma-faeie  evidence  of  tbe  novelty  of  the  invcution  disclosed  therein.  In 
Be  Wagner,  610. 

OFFICERS   OF   PATENT   OFFICE. 
See  Pbocredisgk  hepobk  Commissiokbr,  2. 

1.  Offickh  OF  THE  PATENT  OFFICE  AT  HRAR[NC.—An  officet  of  the  Patent  0(li« 

may  attend  the  hearing  before  the  judge  for  the  purpose  of  explaining  tlie 
decision  of  the  CommisBioncr.  He  cannot  tie  considered,  however,  if 
counsel  for  the  Commissioner,  nor  as  advocate  for  either  of  the  parlid 
litigant.     Perry  v,  Cornell.,  G6. 

2.  Board  of.  EXAXtNERS — ditties  uf  tke   kxahinehb. — The  examiners  in  thr 

Patent  Office  arc  the  assistants  of  the  Commissioner  in  the  discha^^of  bii 
duties,  but  the  Commissioner  cannot  transfer  to  them,  or  any  of  them,  hil 
oivn  power  to  decide.  Tlic  examination  of  the  alleged  loventiao  required 
by  the  seventh  section  of  the  law  of  1836  may  be  made  by  tbe  Comniis 
sioner  alone,  or  with  the  aid  of  such  examiners  as  he  may  assign  for  thil 
purpose,  but  he  cannot  constitute  them  a  "  board  of  eiamjoers,"  known  W 
the  lavf  as  sucli.  In  Re  Aiken,  120. 
:*.  CoilMlssioNER  AND  IXAK1NEH3  EXAMINED  tiMDBB  OAtH. — Taking  the  Sections 
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OFFICERS   OF    PATENT   OFFICE— continued. 

of  the  acts  of  1836  and  1830,  relating  to  apptols  from  the  decision  of  the 
Commissioner,  together,  it  is  evident  that  the  judge  succeeded  to  the 
power  formerly  conferred  upon  the  board  of  examiners  to  require  the 
Commissioner  and  the  examiners  in  the  Patent  Office  to  furnish  such 
information  as  they  might  possess  relative  to  tho  matter  under  considera- 
tion, and  so  held:  That,  an  examiner  might  be  interrogated  under  oath  as 
to  the  peculiar  nature  and  features  of  the  invention  in  dispute.  In  Re 
Seely,  248. 

OPERATIVENESS  OF  INVENTION. 

See  Appeal,  Ground  of,  1. 
Opxrativxnbss  of  Intention — btidsnob  thkrbof — bcccbsbfcl  ubx  by  oth- 
KB8. — It  is  essential  that  the  improvement  (in  case  of  a  machine),  as 
described  in  the  specification,  shall,  as  a  matter  of  fact,  bc^  capable  of 
operating  in  the  manner  described ;  and  it  will  be  sufficient  evidence  of 
this  fact  if  it  shall  appear  in  the  course  of  testimony  taken  in  a  interference 
proceedings  that  the  invention  has  been  successful  in  the  hands  of  others, 
although  the  applicant  himself,  having  a  mistaken  idea  of  the  capacity  of 
the  machine,  has  failed  to  obtain  successful  results.  Burrows  v.  WeihertU^ 
316. 

OLD    ELEMENTS. 
See  Combinations. 

Employxb  and  Employee,  1,  2. 
Pabticdlar  Invbntion,  3. 

ORIGINAL    INVENTOR. 

See  BuRDBN  of  Proof. 

Unbdcoebsful  Experiment,  2. 

1.  Distinction    between   buogebtion   and   disoloburb   of   invention. — One 

person  may  have  suggested  to  another  the  idea  of  some  new  machine,  and 
yet  that  other  person  may  be  the  inventor  of  that  peculiar  combination  of 
mechanical  principles  which  is  the  real  invention.  Atkinson  v.  Board- 
man  ^  80. 

2.  Original  inventor — suoobstions  by  another  merely  auxiliary. — Where 

an  inventor  has  conceived  of  the  improvement  and  its  principle,  and  is 
using  reasonable  diligence  to  perfect  the  mechanical  details,  he  will  not 
be  deprived  of  his  patent  by  the  fact  that  another,  during  the  construction 
of  the  machine,  suggested  a  merely  auxiliary  and  mechanical  device  to 
improve  its  operation,  not  requiring  the  exercise  of  invention,  and  capable 
of  being  made  and  applied  by  any  skillful  machinist.  Marshall  v.  Mee^  228. 
.3.  Invention  of  machine — improved  method  of  using  the  same. — Where  a 
person  has  devised  a  new  machine — as  a  furnace  for  manufacturing  white 
oxide  of  zinc — bnt,  having  adopted  an  erroneous  plan  for  using  the  same 
-^mixing  the  ore  and  fuel  in  impropcc  proportions — has  failed  to  produce 
good  results,  another  person  with  a  full  knowledge  of  this  fact,  who  shall 
then  discover  and  apply  the  proper  method  of  using  the  machine,  is  not 


ORIGINAL   INVENTOR— eon/i>iB«(. 

vntitUil  ti)  a  pntcnt  for  such  niachiDe.  It  would  be  giving  ta  him  Itie 
whule  inr^ntion  for  the  merit  of  discATering  a  subordinate  part  of  U)c 
simie.  Hnm,u>»  \:  H^etkerill,  315. 
I.  Obiqinal  intbntob— DKi.jtv— smct  or, — Wlien  the  invenUon  u  "$iig- 
gcsleil  "  by  one  of  tbe  partien  to  the  interference,  nod  is  reduced  to  praclitt 
by  the  otlier  in  atcordnnce  with  aucb  suggestion,  the  party  first  ouned  is 
the  first  and  only  iavenU)r,  and  the  second  party  can  acquirt  no  title  lo 
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PARTICULAR   INVENTIONS— con/mw«rf. 

4.  Glabb   fubnaoe. — The  use  of  anthracite  coal   as  a  fuel  with  a   blast  to 

produce  a  diffused  heat  around  the  smelting  pots  in  a  glass  furnace,  held 
not  to  be  a  mere  analogous  or  double  use  of  anthracite  coal  and  a  blast, 
as  previously  used  to  produce  a  concentrated  heat  for  various  purposes ; 
but  a  specification  which  failed  to  particularly  describe  and  point  out  the 
mode  of  thus  regulating  the  diffusion  of  the  heat,  held  to  be  too  vague  and 
indefinite.     Yearsley  v.  Brookfield  et  ai.,  193. 

5.  iLXiUMiNATSD  VAULT  GOYBRB. — It  being  impossible  to  determine  upon  prin- 

ciple what  would  be  the  final  result  of  substituting  polygonal  glasses  of 
an  inverted  pyramidal  form  for  the  lens- shaped  glasses  previously  used  in 
illuminated  vault  covers,  and  the  applicant  having  offered  no  evidence  of 
the  actual  results  in  practice  :  Held,  That  the  change  appeared  to  be  one 
of  form  merely,  and  not  patentable.     In  Re  Jackson^  485. 

6.  LsTTBR  FILL — A  blank  book  or  letter  file  prepared  for  immediate  use,  by 

coating  the  margins  of  the  leaves  with  suitable  adhesive  preparations  at 
the  time  of  manufacture,  is  not  anticipated  by  the  practice  of  pasting 
scraps  or  letters  in  a  blank  book  not  previously  prepared,  nor  by  the  use 
of  adhesive  paper.    In  Re  Smilh,  265. 

7.  Lightning  bods. — When  an  alleged  invention — which  in  this  case  consisted 

in  surrounding  the  part  of  a  lightning-rod  embedded  in  the  earth  with  a 
galvanic  battery  to  facilitate  the  discharge  of  the  electricity — appears  to 
be  on  principle  wholly  incapable  of  effecting  the  desired  result:  Ileid, 
That  the  application  should  be  rejected  as  not 'sufficiently  useful  and 
important.     In  Re  Cushman,  509. 

8.  Limb-kiln. — The  application  for  the  first  time  to  a  lime-kiln  of  a  blast  fan, 

or  of  both  blast  and  suction  fans,  or  of  an  arrangement  whereby  the  heat- 
ing of  the  boiler  of  the  blowing  engine  is  effected  by  the  same  furnace 
that  heats  the  kiln,  held  to  be  patentable  inventions,  it  appearing  that  if 
these  features  should  operate  in  the  manner  described  they  would  effect  a 
considerable  saving  of  fuel.     In  Re  Seely^  248. 

9.  Manupactcrb  of  cotton — ginning,  oabdino,  and  spinning  continuously. — 

A  claim  for  a  new  principle  or  process  of  manufacturing  cotton,  by  carding 
and  spinning  the  cotton  in  its  fieecy  state  as  it  comes  from  the  gin  in  a 
continuous  operation,  and  before  the  fibres  are  disturbed  by  baling,  and 
the  other  treatment  before  used  in  the  process  of  manufacture  to  restore  it 
to  its  original  state :  Held^  To  be  anticipated  as  a  process  by  Bryant's 
improvement  on  the  Columbian  spinner.     In  Re  Henry^  467. 

10.  Metallic  paints. — A  claim  for  a  composition  of  matter— a  metallic  paint — 

possessing  no  new  ingredient  or  quality  in  itself,  and  obtained  by  well- 
known  methods  of  treatment  from  a  refuse  or  waste  material  which  was 
known  to  contain  the  elements  of  the  composition  in  suitable  proportions, 
is  not  rendered  patentable  by  the  fact  that  the  applicant  was  the  first  to 
utilize  the  waste  in  that  manner.     In  Re  Maule^  271. 

11.  Pbinting-prbsb. — In  a  printing-press,  an  eccentric  shaft  orpin,  passing 
through  or  behind  the  platen,  for  the  purpose  of  regulating  the  distance 
between  the  platen  and  the  bed,  is  not  the  equivalent  of  an  eccentric  shaft 
which  passes  through  the  platen  and  crank  arms,  having  a  handle  on  the 
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PATENT— <ron<m««rf. 

Oath  of  Invbntion,  1. 

Power  of  Commissioner,  2. 

Premature  issuance  of  Patent. 

Public  Use  and  Sale,  12. 
Patbnt,  constructive  notice. — The  patent  is  prima-facie  evidence  of  the  title 
of  the  patentee  to  make,  use,  and  sell  the  invention  publicly  to  whom  and 
as  he  deems  best,  and  is  constructive  notice  to  all  who  may  be  concerned. 
JSUithorp  V.  Robertson^  585. 

PATENTABILITY. 

See  Appeal,  Ground  of,  5,  6. 
Change,  1,  3. 
Change  of  Material. 
Claims,  2. 
Combinations. 
Composition  or  Matter. 
Designs. 
Equivalent,  5. 
Evidence,  8. 
Interference,  17,  22. 
Invention. 

Joint  Invention,  1,  2. 
Natural  Principles. 
Novelty,  2. 

Particular  Inventions. 
Perfected  Invention. 
Prerequisites  to  a  Patent. 
Principle,  4. 

Reduction  to  Practice,  2,  4,  7. 
Result,  1,3. 

PATENT  OF   ADDITION. 
See  Evidence,  8. 

PATENTED   MACHINERY. 
See  Process,  1. 

PATENTEE   IN   INTERFERENCE. 

'  See  Evidence,  8. 

Interference,  2,  10,  11,  15. 
'  Premature  issuance  of  Patent. 

Prior  Invention,  8. 
Reduction  to  Practice,  4. 

PATENT  LAWS. 
See  Discovery,  1. 

Oath  of  Inventor,  2. 
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PATENT   LAWS— ewKmurf. 
See  BiDCCTioN  to  Pkaoticb,  i,  2. 

RuLiH  or  THi  Patcnt  OrnoK,  1,  4,  5. 

PERFECTED  IITVKNTION. 

PfllOB   IHTI8T10H — mWtOIMD   IHVIMTIOR,   WHAT — BO* 

slitule  B  perfected  invenUon  whkh  will  entitle  a  partf  to  a  patent,  it  it 
not  necessarj  tiiat  he  should  bsTe  actuallj  coDstmcted  tbe  macbine  which 
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POWKR  OF  COMMISSIONER— «onA'ntfe<f. 

See  Rbhiabino,  1,  2. 
Rbissue. 

RXTLBS   FOB   TAKING   TbSTIMONY. 

RuLBB  OF  thb  Patbnt  Offioe,  2. 

SUFFIOIBNTLY   USBFUL   AND   IMPORTANT,    2,    8. 
TiMB    FOB   FILING  APPBAL,  2. 
I.    POWBB  OP  C0MMI88I0NBB   CONTINUES   UP   TO   I88UAN0B   OF  PATBNT. — The  pOWer 

vested  in  the  Commissioner  to  examine  and  determine  the  right  of  an 
applicant  to  a  patent  continues  until  the  patent  actually  issues,  and  is  not 
exhausted  by  any  preliminary  or  intervening  opinion  he  may  form — as  a 
decision  in  an  interference  case — which  does  not  result  in  the  grant  of  a 
patent.  It  is  his  duty  to  be  satisfied  at  the  moment  of  issuing  the  patent 
of  the  existence  of  all  the  conditions  necessary,  under  the  seventh  section 
of  the  act  of  1836,  to  a  valid  grant.    Matthewa  v.  Wade^  143. 

2.  Sm — powBR  OF   coMMissiONKR. — The   Commissioner  of  Patents,  up  to   the 

moment  of  issuing  the  patent,  has  the  discretion  to  rehear  a  case  before 
decided  by  him,  and  ought  to  do  so  until  his  mind  Is  convinced  that  the 
patent  is  to  issue  to  the  true  inventor.     In  Re  Rousts  186. 

3.  Power  of  commissioner  plenary  within   its   limits. — It  is  true  that  the 

jurisdiction  of  the  Commissioner  of  Patents  is  a  limited  one,  but  it  is 
equally  true  that  it  is  to  be  understood  not  only  from  what  is  expressly 
stated,  but  from  what  ought  necessarily  to  be  inferred,  and  is  as  absolute 
within  its  proper  legal  limits  as  a  tribunal  of  general  jurisdiction  would  be. 
Hunt  V.  Howe^  366. 

4.  Powers  of  the  commissioner  of  patents. — While  the  Commissioner  must 

look  to  the  statutes  creating  his  office  and  defining  his  duties  for  every 
power  which  he  can  exercise,  it  by  no  means  follows  that  every  power  and 
jurisdiction  must  appear  upon  the  face  of  the  statute  in  words  of  express 
reference  and  definition.  It  would  be  a  strange  construction  of  the  law 
to  require  the  Commissioner  of  Patents  to  issue  a  patent  upon  a  state  of 
facts  which,  when  made  apparent  to  a  court  of  law  or  equity,  would  re- 
quire the  court  to  pronounce  the  patent  utterly  void.  It  is  said  that  the 
law  never  requires  vain  things  to  be  done;  but  to  require  the  Commis> 
sioner  of  Patents  to  issue  a  worthless  and  void  patent  would  be  worse 
than  vain — it  would  be  to  direct  that  persons  should  be  armed  with  a 
warrant,  under  the  great  seal  of  the  United  States,  to  go  into  all  the 
courts  of  justice  in  the  land  and  hunt  down  their  fellow-citizens  with 
oppressive,  idle,  and  vexatious  litigation.     Wickersham  v.  Singer^  645. 

POVERTY. 
See  Diligence,  6. 
Lachbs — POVERTY. — Poverty  of  the  inventor  and   inability  to  engage  in  the 
manufacture  of  the  invention  considered  as  excuses  for  delay.     HiU  v. 
DunkUe,  475. 

PRACTICE  OF  THE   PATENT   OFFIOE. 

See  Depositions,  1. 

Examination  of  Application,  6.  * 
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PRINCIPLE— ^;on/tnti«rf. 

a  discovery  of  a  fact  or  principle,  when  practically  applied  to  produce 
some  new  and  useful  effect  in  the  arts,  is  patentable,  is  modified  by  the 
condition  that  the  new  effect  must  be  produced  by  means  that  are  new,  by 
some  inveniiony  some  contrivance,  or  the  production  of  something  that  did 
not  before  exist.    In  Be  Kemper^  1. 

2.  Principlb  or  effect  not  patentable. — There  cannot  be  a  patent  for  a 

principle,  nor  for  the  application  of  a  principle,  nor  for  au  effect.  Two 
persons  may  use  the  same  principle  and  produce  the  same  effect  by  differ- 
ent means  without  interference  or  infringement,  and  each  would  be 
entitled  to  a  patent  for  his  own  invention.     Bain  v.  Morse,  90. 

3.  Invention — principle  thereof — inadequate    device   for    carryino    into 

effect. — The  most  important  part  of  an  invention  may  consist  in  the 
conception  of  the  original  idea,  in  the  discovery  of  the  principle  in  science, 
or  of  the  law  of  Nature,  stated  in  the  patent,  and  little  or  no  pains  may 
have  been  taken  in  working  out  the  best  manner  of  practically  applying 
that  principle  to  the  purpose  set  forth  in  the  patent.  Still,  if  the  principle 
is  stated  to  be  applicable  to  any  special  purpose,  so  as  to  produce  any 
result  previously  known  in  the  way  and  for  the  purpose  described,  the 
patent  is  good.     Burrows  v.  Wetherill,  315. 

4.  Principle — practical  application  thereof — subhkquent  inventions  of  ma- 

chinery.— A  well-known  principle  or  truth  of  natural  science,  as  well 
AS  a  newly-discovered  one,  is  patentable  to  the  one  who  first  applies  it  to 
the  useful  arts  ;  but  having  been  once  made  known  and  applied,  any  sub- 
sequent application  of  it,  even  though  more  perfect,  must,  to  insure  a 
patent,  rest  upon  the  new  machinery  or  combination  of  machinery,  and 
not  upon  the  principle  the  novelty  of  which  has  been  exhausted.  In  Re 
Henry,  417. 

PRINCIPLE   OF   MACHINE. 

Se6  Analogous  Use. 

Change,  1. 

Claims,  3.   . 

Double  Use. 

Employer  and  Employee,  3. 

Equivalent,  3. 

Identity  of  Invention,  1,  2,  3. 

Interference,  16. 

Joint  Invention,  1. 

Officers  of  the  Patent  Office,  3. 

Original  Inventor,  I,  2. 

Prerequisites  to  a  Patent. 

Result,  3. 
Principle  of  machine. — The  true  legal  meaning  of  the  principle  of  a  machine 
with  reference  to  the  patent  act  is  the  peculiar  structure  or  constituent 
parts  of  such  machine.  The  principles  of  two  machines  may  be  very 
different,  though  their  external  structures  may  have  great  similarity.  In 
Be  Boughion,  278. 
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in  infriDgement  suits,  to  the  effect  that  the  person  who  reduces  the  inyen- 
tion  to  practice,  and  he  only,  is  entitled  to  a  patent,  are  not  applicable  to 
all  cases  of  interference,  but  they  may  well  apply  to  those  cases  where, 
from  a  long  and  unreasonable  delay  and  unsuccessful  experiments,  or  an 
acquiescence  in  the  inventions  becoming  public,  evidence  is  furnished  of 
an  abandonment  by  the  person  claiming  to  be  the  first  and  original  in- 
ventor, so  that  his  prior  right  is  forfeited  and  lost.     Id. 

6.  PfiioRiTT  OF  fNVBNTiON — RSASOXABLB  DiLioiNOi. — He  wh^  invents  first  shall 

have  the  prior  right,  if  he  is  using  reasonable  diligence  in  adapting  and 
perfecting  the  invention,  although  the  second  inventor  has  in  fact  perfected 
the  same  and  reduced  it  to  practice  in  positive  form.  (Reed  v.  Gutter,  1 
Story,  590.)     Chandler  v.  Ladd  et  a?.,  493. 

7.  Prior  invbntor — firbt  to  oonobivb — dub  diliobnob — unsuoobssful  bz- 

PBRiMBNTS. — The  first  inventor  is  not  necessarily  the  one  who  made  and 
perfected  the  first  machine  or  instrument,  but  he  who  appears  from  the 
evidence  to  have  been  the  first  to  conceive  the  idea,  and  to  so  describe  it 
by  words  or  drawings  that  a  skillful  workman  would  be  enabled  to  bring 
it  into  useful,  practical  operation ;  for  such  a  person  shall  be  said  to  have 
made  the  first  claim,  and  will  be  protected  against  the  claim  of  any  sub- 
sequent inventor  who  may  have  been  first  in  adapting  a  machine  or  instru- 
ment to  the  invention,  provided  such  first  discoverer  has  been  using  due 
diligence  in  effecting  the  same  end,  and  that,  although  he  may  have  been 
unsuccessful  in  some  of  his  experiments,  if,  by  following  them  up,  he  at 
length  succeeds.     Davidson  v.  Lewis,  599. 

8.  Public  usb  and  salb— ^ubstion  of  priority  not  dbtbrmixbd. — ^When  on 

appeal  to  the  judge  it  appears  from  the  testimony  submitted  in  an  interfer- 
ence proceeding  between  an  applicant  for  a  patent  and  a  patentee  that  the 
applicant  is  debarred  from  receiving  a  patent  by  reason  of  the  public  use 
of  his  invention,  it  is  unnecessary  to  determine  the  question  of  priority  of 
invention.    Justice  v.  Jones^  635. 


PRIOR  USE. 


See  Prior  Invbntion. 


PRIORITY  OF   INVENTION. 
See  Prior  Invbntion. 

PRIOR  PATENT. 

See  Equitalbnt,  1. 
FoRBiGN  Patent. 

Sbcond  Patent  for  same  Invention. 
1.  Prior  patent — must  be  prior  to  invention,  not  application. — It  is  evi- 
dent from  a  comparison  of  the  seventh  section  of  the  act  of  1836  with  the 
sixth,  eighth,  and  fifteenth  sections  that  the  patent  which  would  bar  the 
issuing  of  a  patent  to  the  applicant  must  be  a  patent  issued  prior  to  his 
tnfenftofi,  and  not  merely  prior  to  his  appUeation.    Heath  v.  Hildreth^  12. 


>8  Indbx. 

PRIOR  PATENT— eondniMJ. 
Hattkb  bjiowk  in  phior  fatikt — KFracT  OF. — A  sabsequcDt  inventor  nuy 
have  a  patent  for  mnttere  included  jii  a  prior  patent,  bnt  not  particalnrlj 
sjiecified  anil  claimed  therein,  if  lie  be  an  independent  inventor,  and  tbe 
invention  wiu  not  perfecled,  but  was  abandoned  b^  the  patentee.  Stt- 
phenion  v.  Hoi/I,  292. 

PRIVATE  rSE. 
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PROCESS— MR/tPitMif. 

and  relied  on  as  such,  no  patent  will  be  issued  foe  it  apon  such  a  claim. 
In  Re  Htnryy  467. 

PROPORTIONS. 
See  Crangi,  I. 

Sbcond  Patint  for  same  Ikvention. 

PUBLIC   POLICY. 
See  Admissions  of  Party,  2. 

PUBLIC  USE  AND  SALE. 

« 
See  Abandonmbnt,  2.  < 

ACQUIESCBNCl. 

Construction  of  Statutes. 

Patent. 

Prior  Intention,  8. 

Secret  Invention,  2,  3,  4. 

1 .  Application  barred  by  public  ubb. — Under  the  provisions  of  section  1 5  of  the 

act  of  1836  and  the  seventh  section  of  the  act  of  1839  an  application  will 
be  barred  by  proof  that  the  invention  has  been  in  public  use  for  more  than 
two  years  prior  to  filing  tlie  application.    Arnold  ▼.  Bishop^  28. 

2.  Public  usb  and  abandonmbmt — commissioner  mat  investigate — dub  pro- 

OBBDiNGS. — The  Commissioner  of  Patents  has  jurisdiction  to  try  and  deter- 
mine the  questions  of  public  use  and  abandonment  arising  in  connection  with 
an  application  by  due  proceedings  suitable  to  the  nature  of  the  inquiry. 
Hunt  V.  Bowe^  366. 

3.  Su^-Sm — sections  6  and  7,  act  or  1836,  construbd. — The  negative  prerequi- 

sites to  a  patent — that  the  invention  has  not  been  in  public  use  or  on  sale, 
Ac. — as  mentioned  in  the  sixth  section  of  the  act  of  1836,  are  equally  binding 
upon  the  Commissioner  with  the  others  therein  named,  and  are  expressly 
submitted  to  his  examination  by  the  opening  provisions  of  section  7  of 
the  same  act.    Id. 

4.  Sm — Sm — ^may  compel  attendance  of  witnesses. — It  would  seem  that  the 

Commissioner  has  power  to  compel  the  attendance  of  witnesses  for  the 
•  purpose  of  investigating  the  questions  of  public  use  and  abandonment 
under  the  clause  of  section  12  of  act  of  1839,  providing  that  the  Commis- 
sioner shall  have  power  to  make  such  regulations  in  respect  of  the  taking 
of  evidence  to  be  used  in  contested  cases  before  him  as  may  be  just  and 
reasonable.     Id. 

5.  Public  use—secret  use. — A  public  use,  as  meant  by  the  statute,  is  a  use  in 

public.      The   invention  need   not  be  generally  adopted  by  the  public. 
Public  is  not  equivalent  to  general  use,  but  is  distinguished  from  secret 
use — used  in  a  public  manner.     Id. 
f>.   Consent  and  allowance — presumed  from  conduct. — ^When  the  machine  of 
a  rival  inventor    has  been  publicly  used  for  years,  with  the  knowledge 
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PUBLIC   USE   AND  SALE— conftntwrf. 

of  the  applicant,  or  of  which  he  might  ha\re  had  knowledge,  he  will  be 
presumed  to  have  acquiesced  in  and  consented  to  such  public  use  of  the 
invention.  Id, 
*l.  Sm — Sm — SALB — ABANDONMENT — REPURCHASE. — An  unconditional  Sale  bv  tlie 
inventor  himself  of  his  invention,  together  with  a  machine  embodving  the 
invention,  more  than  ten  years  before  filing  the  application,  and  the  public 
exhibition  of  the  machine  by  the  purchaser,  is  conclusive  proof  that  the 
invention  was  in  public  use,  with  the  consent  and  allowance  of  the 
inventor ;  and  he  cannot  then  resume  his  right  to  a  patent  by  the  repur- 
chase of  such  invention  and  machine.     Id. 

8.  Public  use  fob  two  years — section  7,  act  of  1839. — Under  the   seventh 

section  of  the  act  of  1839  an  inventor  cannot  obtain  a  patent  if  his  inven- 
tion was  in  public  use  more  than  two  years  prior  to  filing  his  applicatioo. 
R^g  V.  Haines^  420. 

9.  Sm — established  by  testimony  in  interference. — An  applicant  must  be 

rejected  upon  testimony  taken  in  an  interference  proceeding  showing  a  sale 
and  use  of  the  invention  more  than  two  years  prior  to  filing  the  applica> 
tion.     Id. 

10.  Public  use  or  sals — jurisdiction  of  the  commissioner. — Under  the 
seventh  section  of  the  act  of  1836,  directing  the  Commissioner  to  cause  an 
examination  to  be  made  of  the  alleged  new  invention,  and  to  issue  a  patent 
if  it  shall  not  appear,  inter  aliOj  that  the  invention  had  been  in  public 
use  or  on  sale  with  the  applicant's  consent  or  allowance  prior  to  the 
application,  the  Commissioner  has  authority  to  investigate  and  deter- 
mine the  question  of  public  use  arising  in  connection  with  an  application 
fOT  a  patent.     Mowry  v.  Barber^  563. 

11.  Public  use  or  sale — testimony  in  interference. — Where  it  appeared  from 
the  testimony  taken  in  an  interference  proceeding  that  the  inventioQ 
claimed  by  the  applicant  had  been  in  public  use  and  on  sale  for  more  than 
two  years  prior  to  filing  his  application :  Held^  That  the  Commissioner 
was  authorized  to  reject  his  application  for  that  reason.     Id, 

12.  Presumption  of  public  use  from  grant  of  patent. — The  fact  that  a 
patent  was  taken  out  by  another  inventor  four  years  before  the  application 
in  question  was  filed  raises  a  strong  presumption  that  the  invention  has 
been  in  public  use  with  the  consent  and  allowance  of  the  applicant  and 
in  the  absence  of  any  proof  that  the  patent  was  surreptitiously  or  unjustly 
obtained  casts  the  burden  of  proof  on  the  applicant  to  show  that  the  facf 
is  otherwise.     Elliihorp  v.  Eoberison,  585. 

13.  Sm. — The  obvious  purpose  of  incurring  the  expense  and  trouble  of  taking 
out  letters-patent  is  to  carry  the  invention  into  public  operation,  use^  and 
sale,  and  it  is  natural  to  suppose  that  this  the  patentee  has  done.     Id, 

14.  Use  under  a  patent,  public  use — distinguished  from  secret  and  private 
USE. — The  use  and  sale  of  an  Invention  under  a  patent  is  a  public  a^ 
within  the  meaning  of  section  7  of  act  of  1836,  although  such  use  is  limited 
by  the  grant  or  monopoly  to  the  patentee  and  those  deriving  title  under 
him.  It  is  not  meant  by  the  statute  that  there  must  be  a  general  knowl- 
edge of  and  right  to  use  the  invention.   The  words  '* public  use*'  mean  use 
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in  public,  as  distinguished  from  secret  or  private  use  ;  and  such  a  use  by  a 
single  person  will  defeat  the  patent.     Id. 

15.  Public  use  or  salb — corskts — testimony  in  intebferbnob. — Where  it  ap- 
peared from  the  testimony  submitted  in  an  interference  that  the  applicant 
in  the  case — the  other  party  being  a  patentee — had  permitted  several  per- 
sons to  make,  for  their  own  personal  use  and  wear,  corsets  embracing  his 
invention,  without  restriction  or  reservation,  for  more  than  two  years  before 
his  application  was  filed :  ffeld^  That  his  application  was  barred  under  the 
law  by  reason  of  public  use,  and  that  it  was  unnecessary  under  such 
circumstances  to  determine  the  question  of  priority  of  invention.  Black' 
inion  V.  Douglass^  622. 

16.  Public  use  and  sale  by  another — acquiescence  op  inventor. — The  omis- 
sion by  an  inventor  to  apply  for  a  patent  within  two  years  after  he  learns 
that  another  is  publicly  using  the  invention  and  claiming  it  as  his  own, 
and  the  failure  to  interpose  any  warning  or  objection  whatever,  makes  out 
a  clear  case  of  disability  to  prosecute  a  claim  for  a  patent  within  the 
seventh  section  of  the  act  of  1839.    Justice  v.  Jones^  635. 

17.  The  meaning  of  section  7  of  the  act  of  1839  is  given  by  inverting  the  order 
of  the  parts  of  the  section  so  as  to  read  as  follows:  No  patent  shall  be 
held  to  be  invalid  by  reason  of  such  purchase,  sale,  or  use  prior  to  the 
application  aforesaid,  except  on  proof  that  such  purchase,  sale,  or  prior  use 
has  been  for  more  than  two  years  prior  to  said  application  for  a  patent,  or  by 
abandonment  of  said  invention  to  the  public.    Wickersham  y.  Singer^  646. 

18.  Public  use  and  sale — consent  and  allowance. — The  acquiescence  of  an 
inventor  in  the  public  use  of  his  invention  can  in  no  case  be  presumed 
when  he  has  no  knowledge  of  such  use ;  but  this  knowledge  may  be  pre- 
sumed from  the  circumstances  of  the  case.  (Shaw  v.  Cooper,  7  Peters,'292.) 
Id. 

19.  W.  filed  an  application  for  the  invention  in  1850,  which  was  at  once  re- 
turned to  him  as  informal.  In  the  same  year  he  transmitted  new  drawings 
and  specifications,  omitting  therefrom  the  invention  in  dispute.  Upon 
further  objection  he  withdrew  the  application  in  1851,  received  the  return 
fee,  and  took  no  further  steps  until  he  filed  a  new  application,  October  6th, 
1858.  S.  made  application  for  a  patent  in  1850,  obtained  a  patent  in  1851, 
and  put  the  invention  into  extensive  public  use  from  1853  on;  of  all  of 
which  facts  W.  was  fully  informed  as  early  as  April,  1856:  Held^  W.  had 
abandoned  the  invention  by  not  using  due  diligence  in  applying  for  and 
prosecuting  his  application  for  a  patent;  that  his  application  of  1858  did 
not  relate  back  to  the  date  of  the  original  application,  and  that  his  right 
to  the  patent  was  barred  by  reason  of  the  public  use  and  sale  of  the  in- 
vention, with  his  consent  and  allowance,  more  than  two  years  prior  to 
filing  his  second  application.     Id, 

20.  Sm. — Whatever  may  be  the  intention  of  the  inventor,  if  he  suffers  his  in- 
Tention  to  go  into  public  use  through  any  means  whatever,  without  an 
immediate  assertion  of  his  right,  he  is  not  entitled  to  a  patent ;  nor  will  a 
patent  obtained  under  such  circumstances  protect  his  right.  (Shaw  v. 
Cooper,  7  Peters,  29.)    Savory  v.  Lauth^  691. 


Ihdbz. 

PUaUC   DSP.   AND  SALB- 
□veoUd  and  perrected  anil  priiBt^ly  ased  the  invention  ia  1853.    Id 
i8  hie  aeighhor  S.  independently  invent«d  ftnd  patented  the  iame  thing, 
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sition  to  a  clear  apprehension  of  the  merits  of  the  case,"  and  'inconsistent 
with  the  precedent,"  are  too  vague  and  indefinite.    Id, 

6.  Reasons  of  appial^must  assign  brrob  in  decision. — The  insufficiency  of 

the  Commissioner's  reasons  is  not  of  itself  evidence  that  his  decision  was 
wrong,  and  is  not,  therefore,  a  good  '^  reason  of  appeal."  In  Re  Aiken,  130. 

7.  Reasons  op  appeal. — An  objection  to  the  opinion  of  the  Gommi8sion«r  in 

regard  to  the  safficiencj  of  a  reference  is  not  a  good  reason  of  appeal. 
Whatever  maj  have  been  his  opinion,  bis  decision  may  have  been  correct. 
In  Be  CrookeVy  1S4. 

8.  Brror  in  judgment,  not  in  reasoning.— The  reasons  of  appeal  must  show 

that  the  decision  of  the  Commissioner  was  wrong,  and  not  merely  that  he 
was  mistaken  in  his  reasoning.     Id. 

9.  Reasons  of  appeal — decision  confined  thereto. — The  refusal  of  the  Com- 

missioner  to  receive  as  evidence  certain  certificates  of  manufacturers  and 
others  not  having  been  assigned  as  error  in  the  reasons  of  appeal,  cannot 
be  considered  as  such  by  the  judge  upon  appeal.    JQlson  v.  Winsor,  136. 

10.  Rbasons  of  appeal— >when  once  filed,  must  be  heard  and  decided. — The 
filing  of  the  reasons  of  appeal  is  a  proceeding  in  the  Office  over  which 
the  judge  has  no  control.  If  the  Commissioner  has  received  and  filed  the 
reasons  of  appeal,  the  judge  cannot  order  him  to  strike  them  out.  They 
must  be  heard  and  decided ;  and  when  brought  before  him  on  appeal,  if 
they  are  not  valid,  he  will  overrule  them.    MoUhews  v.  Wade^  143. 

11.  Valid  reason  of  appeal. — No  reason  of  appeal  can  be  regarded  as  valid 
which  would  not  justify  the  Commissioner  in  refusing  the  patent.     Id, 

12.  Reasons  of  appeal — form  of — vague  and  indefinite. — A  reason  of  appeal 

^'  that  the  decision  rejecting  the  application  was  against  the  evidence  and 
the  weight  of  evidence"  is  entirely  too  vague  and  indefinite  to  be  consid- 
ered within  the  provisions  of  the  eleventh  section  of  the  act  of  1839  as  a 
substantive  reason  of  appeal,  ''  specifically  set  forth  iu  writing."  Black- 
inton  V.  Douglas,  322. 

13.  Sm — Sm. — ^No  assignment  of  error  can  be  regarded  as  sufficiently  specific 

which  does  not  point  out  the  precise  matter  of  alleged  error  with  reason- 
able certainty.    Id, 

RECORD. 

Bee  Evidence,  10,  11,  15,  26. 

Reply  to  Commissioner's  Answer. 

REDUCTION   TO   PRACTICE. 
See  Actual  Use,  2,  3. 

Appeal,  Ground  of,  1. 

Application. 

Diligence,  1,  3,  5. 

Joint  Invention,  1. 

Oath  op  Invention,  2. 

Opbrativbnsss  of  Invention. 

Original  Inventob,  3. 
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See  Fkrpkctkd  Inybntion. 

Prbrkqdibitbs  to  a  Patbnt. 
Principle,  3. 
Prior  Invention, 
unsrccessful  expbbimbnts,  1. 

1.  rsdrctlon  to  practicb — not  required  by  law  to  obtain  a  patbnt. — kodc 

of  the  patent  laws  have  ever  required  that  the  invention  should  be  in  o^e 
or  reduced  to  practice  before  the  issuing  of  the  patent  otherwise  than  by  a 
model,  drawings,  and  specification  containing  a  written  description  of  the 
invention.    Heath  v.  Hildreth^  12. 

2.  Putting  into  usb — united  states  and  bkolish  law  oontrastbd. — Asdlstiii- 

guished  from  the  English  law — ^that  if  the  thing  is  in  use  before  the  issaing 
of  the  patent  the  patent  is  void— our  law  (section  7,  act  of  1839)  prorides 
that  the  use  of  the  thing,  even  by  leave  of  the  inventor,  for  two  years 
before  his  application  for  a  patent,  shall  not  invalidate  it ;  a  fortiori^  the 
use  of  it  by  a  third  person  or  subsequent  inventor  after  the  first  inventor, 
and  before  the  issuing  of  the  patent  to  the  first  inventor,  without  his  con- 
sent, will  not  be  a  bar  to  such  patent.     Id. 

3.    PrERBQUISITBB   to    a    patbnt     are     all    specified     in    section    7    OF  ACT  OF 

1 836. — By  the  seventh  section  of  the  act  of  1836  the  Commissioner  is  bonad 
to  issue  a  patent  upon  the  compliance  on  the  part  of  the  applicant  with  the 
conditions  there  named,  and  upon  the  appearance  of  certain  facts ;  and  the 
reduction  of  the  invention  to  practice  is  not  named  as  one  of  these  con- 
ditions.    Id* 

4.  Reduction  to  practice  by  second  inventor  immaterial. — There  being  no 

law  which  requires  the  inventor  to  put  his  invention  into  practice  or  use 
before  obtaining  his  patent,  it  is  immaterial  to  him  whether  the  second 
inventor  has  put  it  in  practice  or  not.  That  fact  cannot  affect  his  rights 
when  involved  in  interference  with  a  patentee  under  the  eighth  section  of 
the  act  of  1836.  Neither  that  section  nor  any  other  section  of  that  or  anj 
other  act  makes  the  right  of  the  patentee  or  of  the  applicant  depend  apon 
the  fact  of  the  invention  being  reduced  to  actual  practice,  except  in  the 
case  of  the  alien  patentee.     Id, 

5.  Reduction  to  practice  not  brinqing  into  use — completion  of  the  invix- 

tion. — The  expression  <' reduced  to  practice"  does  not  import  the  bringing 
the  invention  into  actual  use.  When  applied  to  an  invention,  it  generally 
means  the  reducing  it  into  such  form  that  it  may  be  used  so  as  not  to  be 
a  mere  theory.  A  small  model,  demonstrating  the  practicability  of  the 
invention,  is  a  sufficient  reduction  to  practice.    Size  is  of  no  importance. 

Id. 

6.  Reduction  to  practice  defined. — An  inventor  has  reduced  his  invention  to 

practice  when  he  has  so  described  it  upon  paper,  with  such  drawings  or 
model  as  will  enable  any  person  skilled  in  the  art  to  make  and  use  the 
same;  but  he  is  not  obliged  to  furnish  drawings  or  model  until  he  makes 
his  application.     Perry  v.  Cornell^  68. 

7.  Philosophical   speculation — reduction  to  practice. — ^Where  the  inTcn- 

tion  is  not  of  a  mere  philosophical  speculation,  abstraction,  or  theory,  bnt 
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of  something  corporeal,  something  to  be  manufactured,  the  applicant  need 
not  show  that  he  has  reduced  his  invention  to  practice  otherwise  than  bj 
filing  his  specification  and  fiirnishing  drawings  and  a  model,  as  required 
b  J  the  statute,  where  the  nature  of  the  case  admits  of  drawings  or  a  repre- 
sentation by  model.  Screw  Co.  v.  Sloan^  210. 
8.  Reduction  to  practici. — For  the  purpose  of  obtaining  a  patent,  it  is  not 
necessary  to  show  that  the  invention  has  been  reduced  to  practice  if  it 
appear  that  the  invention  was  devised  and  explained  to  others,  and  was 
not  subsequently  abandoned.     HiU  v.  DunJdee^  475. 

REFERENCES. 

See  Anticipation. 

Commissioner's  Anbwbr. 

REFUSAL   TO   TESTIFY. 
See  Examination  of  Witnbssis,  2,  3,  4,  5. 

REFUSAL  OF  PATENT. 

See  Dblat  in  filing  Application,  2. 
Examination  op  Application. 
Joint  Invention,  2. 
Jurisdiction  of  Commissioner,  3. 
Reasons  of  Appeal,  U. 
Right  op  Appeal,  3,  4,  5,  9,  10, 11,  13. 
RifLE  IN  Doubtful  Cases. 

REHEARING. 

See  Appeal,  Ground  of,  2. 

Delay  in  probbcutino  Application. 

Depositions,  4. 

Former  Commissioner,  Decision  of,  1,  3. 

Limit  of  Appeal,  2. 

New  Party. 

New  Trial,  1,  2,  3,  4,  5,  6. 

Power  of  Commissioner,  2. 

Right  of  Appeal,  6. 

Time  for  filing  Appeal,  2. 

1 .  RsHEARiNG — within  COMMISSIONER'S  DISCRETION. — The  Commissioner,  in  the 

exercise  of  his  discretionary  power,  may  set  aside  his  own  decision  in  an 
interference  proceeding  and  rehear  the  parties  thereto.  It  is  an  act  over 
which  the  judge  has  no  control  or  jurisdiction,  and  cannot  form  a  valid 
ground  of  appeal.    Matthews  v.  Wade^  143. 

2.  Sm — COMMISSIONER  MAY  REHEAR  THE  PARTIES. — The  Commissioner  may,  there- 

fore, rehear  the  parties  to  an  interference  upon  the  same  -  question  and 
revise  his  former  decision  in  the  case.    Id. 
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REISatTE. 
See  Cliucil  Rbbor. 

Dbl&v  in  avflvido  fob  Raiaaui. 

JoaiHUICTION    OP   COHMIBBIOMMB,  1. 

Tmm  o*  Pjltint,  1,  2. 

RlISSL'l IkLTIKIKO  TXKU  or  TBI  1»IIM«1L  FATIMT. — UodCr  til*  thirtOeBtfa  BBCtioD 

of  the  Bct  of  183G,  reloUag  to  the  rtisauiiig  of  ioTklid  sad  defectiie  pManU, 
the  CamaiiBsioDer  has  no  pover  to  altar  the  data  of  a  prcrioiulv-gEanlcd 
aB(«d»ted  patent,     /n  Re  CvkmoHy  677. 

REJECTION   OP   APPLICATION. 
See  Examination  of  Applicition,  2,  3,  1,  6. 

BbjEction  op  applicatjon  what — [NPOKHAi.  PAPIB8  BETDBKin. — VHieD  appli- 
cation papers  are  nied  vitbout  tbe  due  formalities  required  hj  law  it  is 
the  duty  of  theOiGce  (under  the  alxth  section  of  the  act  of  1836)  to  decline 
la  act  upon  them  ia  their  imperfect  state;  and  this  action  on  the  part  of 
the  Office  does  Dot  amount  to  a  ngection  of  the  application.     Wieker^tam 


I.  Hinger,  646. 


REPEAL  OF   STATDTE. 


See  Board  of  Exahinihs,  1. 

REPLY   TO   COMMISSIOHER'S   ANSWER.  ' 

MHissiONKit'ii  ANswn — sipMr  TniBKTU. — No  replf  to  tbe  groanda  of  tbe 
Commissioner's  decision  can  be  admitted  before  tbe  judge  upon  appeil. 
nor  can  such  replj  be  filed  in  the  Patent  Office  to  be  reconled  witJi  the 
proceedings,     in  Re  Aiken,  130. 

RESULT. 
See  Abticlk  of  HiNdFACTi-Bk. 
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RESULT— <«<»nftfiue<f. 

ders,  rollers,  endless  apron,  and  a  stitching  frame — that  combination 
beconoies  the  lawful  subject  of  a  patent.     Warner  v.  Ooodyear^  60. 

2 .  Invention — use  of  old  dsvices — new  and  beneficial  effect. — A  patenl» 

able  invention  may  consist  of  the  use  of  an  old  thing  in  a  known  manner, 
to  produce  effects  already  known,  when  the  result  is  new  and  better  in  the 
sense  that  the  effects  are  more  economically  or  beneficially  enjoyed  by  the 
public.    In- Re  Seely^  248. 

3.  In  this  class  of  cases  the  result  is  considered  all-important.     There  must, 

iiowever,  be  thereby  evolved  a  principle  such  as  will  regularly,  and  not 
iperely  occasionally,  in  the  use  thereof,  produce  a  like  effect.  Jones  v. 
WethenU^  409. 

RETURN   OF  FEB. 

See  Withdrawal  of  Application,  1,  2. 

REVISION   OF  COMMISSIONER'S   DECISION. 

See  Appeal. 

Ground  op  Commissionbr's  Decision. 

Former  Commissioner,  D'boision  of. 

Reasons  of  Appeal. 
Rbabomb  of  appeal — REYiBiON  ooNFiNBD  THERETO. — The  judgc  in  hearing  and 
determining  appeals  from  the  Commissioner  of  Patents,  under  the  eleventh 
section  of  the  act  of  1839,  is  authorized  to  revise  the  decisions  of  the  Com- 
mlsHioner  only  in  respect  to  the  points  involved  in  the  reasons  of  appeal. 
If  the  Commissioner  did  not  err  in  those  points  his  decision  must  be 
affirmed,  although  the  judge  should  be  of  opinion,  upon  the  whole  case, 
that  the  patent  ought  to  have  been  granted.    Arnold  v.  Bishop^  36. 

REVOCATION   OF   RULE.      ' 
See  Rules  of  the  Patent  Office,  2. 

RIGHT   OF   APPEAL. 

See  Interlocutory  Actions,  2,  3. 
Limit  of  Appeal,  1,  2,  3. 

1.  Imtrrfererce-t-patenteh  cannot  appeal. — In  an  interference  between  ap 

applicant  and  a  patentee  no  appeal  can  be  taken  to  the  judge  by  the 
patentee  from  a  decision  of  the  Commissioner  favorable^  to  the  appl;cant« 
Pomeroy  v.  Connison^  40. 

2.  Pbooeedings  before  commissioner  INITU.TORT. — The  proceedings  before 

the  Commissioner  and  before  the  judge  are  all  initiatory,  and  relate  to  the 
question  whether  a  patent  shall  issue.  They  cannot  a(fect  a. patent  already 
granted.  Id. 
3"'  Object  of  appeal— error  in  refusing  patent. — The  general  object  of 
giving  an  appeal  from  the  decision  of  the  Commissioner  is  to  correct  his 
errors  in  refusing  to  grant  patents  for  which  otherwise  there  would  be  nc? 
remedy.  His  error  in  grantfing  a  patent  may  be  corrected  by  the  ordinary 
tribunals  of  the  country  when  it  is  made  a  subject  of  litigation  and  there 
is  no  need  of  a  special  tribunal  for  that  purpose.     Id. 

52 
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4.  Sh — Sh. — These  words  qualify  tbe  general  Ungunge  of  the  first  put  of  tlit 

sec^aa  giriog  to  eitb«r  partj  the  rigbt  U>  appeal,  and  reiLrict  tbe  right  of 
Appeal  to  tbe  cate  where  pat«iite  bare  huen  refused  as  prayed  for.    Id, 

5.  JCRIHDICtlalC    OF   JDDOa    BPICUL   IHII    LIHITKD — SECTION    S   Of   TBI    ACT  0» 

]X30. — The  power  and  jurisdiction  given  bj  tbe  patent  laws  to  tbe  Board 
of  Examiners  and  to  tbe  judge  are  special  and  limited,  and  must  be  con- 
strued and  exercised  stricttj.  Tbe  judge  can  onlj  decide  such  qaestioni 
and  render  aucb  judgment  as  he  is  eipresslj  authorized  b;  tbe  statutes  to 
decide  and  render.  In  the  case  stated  in  the  eighth  section  of  the  act  of 
ie:i6  the  judge  is  only  to  determine  "which,  or  whether  either,  of  tbe 
applieanli  is  entitled  to  receive  a  patent  as  prayed  for."    Id. 

G.  Sk — Sh. — There  is  no  section  or  clause  of  either  of  the  acts  relating  to 
paleola  which  gives  a  patentee  a  rigbt  of  appeal  from  tbe  decision  of  th* 
Cammissioncr  granting  a  patent  to  another  perwa,  nnlesi  that  right  be 
given  by  the  eighth  section  of  tbe  act  of  1836  relating  to  iotcrferences.   Id. 

1.  KiQHT  OF  APPiAL  LOST. — The  time  for  liliug  tbe  reasona  of  appeal  having 
expired,  pending  a  motion  before  the  Commissioner  to  rehear  tbe  caae,  the 
motion  having  been  denied  and  a  patent  issued  to  the  successful  party,  the 
right  of  appeal  is  losl.    GreenoHgh  v.  Clarke,  173. 

a.  RioHT  or  APPliL — PATiNTii. — In  an  interference  proceeding  a  patentee  hsE 
no  right  of  appeal  from  an  adverse  decision  of  the  Commissioner.  Boietli 
V.  Berriet,  310. 

9.  Sm — Sm — arFicT  or  mw  apflioitiom. — Where  a  patentee  involved  in 
interference  filed  a  new  application  for  merely  substitute  or  equivalent 
means  for  carrying  tbe  invention  disclosed  >□  bis  patent  into  effect,  and 
this  application  was  also  included  in  the  interference  t  BtU,  That  be 
bad  no  independent  slalua  as  an  applicant,  and  that  an  appeal  by  hin 
from  the  adverse  deciiion  of  the  Commissioner  was  virtually  an  appeal  by 
a  patentee.    Id. 

fereiice  by  a  patentee  from  a  deciaioo  of  the  Commissioner,  not  referriog 
or  rejecting,  but  granting,  the  application,  dismissed  for  want  of  Joriadic- 
tion  or  authority.     Whipple  v.  Renion,  332. 

rvDGi— iPPEAL  BY  PATINTII. — The  judge  bas  HO  jurisdlc- 
le  of  an  appeal  taken  by  a  patentee  fcota  a  decision  of  the  Com- 
not  refusing  or  rejecting,  bat  granting,  tbe   application  for 
letters- patent.     Hopkint  V.  fiamunt,  334. 

12.  Ji'RisDiCTiuN  OF  jLDGi — AppiAL  BY  PATiMTEi. — The judge has QO jurisdic- 

tion to  bear  and  determine  any  appeal  on  behalf  of  a  patentee  from  s 
decision  of  tbe  Commissioner  in  favor  of  an  Interfering  applicant.  Drake 
y.  Cunningham^  378. 

13.  Appial — WHEN  WILL  LIE. — An  Bppea]  Will  lie  M  the  judge  from  the  dpcinoD 
of  the  CommissJoaer  refusing  a  patent  to  all  of  the  applicants  involved  is 
an  interference  although  he  did  not  award  priority  to  either.  The  appeal 
is  from-  tbe  refusal  to  grant  tbe  pat«ot.     Career  el  al.  V.  Carter  et  oL,  38S. 

14.  BlGlIT     OF     iPPKAL — CO-VTENDlSa      APPLICASTB PATMTM, — The     judge    CSS 

only  act  in  a  ca^e  when  there  are  contending  appUcaots  for  a  palenl,  sihJ 
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RIGHT   OF  APPEAL— conhVitt^rf. 

those  applicants  must  have  prayed  for  a  patent.  A  patentee  has  already 
obtained  all  he  asked  for,  and  he  cannot  appeal  from  a  decision  adverse  to 
himself  bat  favorable  to  the  applicant  contestant.     King  y,Gedney^  443. 

15.  Right  of  appeal — substantial  refusal  of  a  patent. — In  suqh  a  case, 
therefore,  an  appeal  will  lie  to  the  judge  from  a  decision  of  the  Commis- 
sioner granting  a  patent  to  each  of  the  applicants  for  the  matter  claimed 
by  him  although  he  has  not  in  terms  refused  a  patent.  (His  granting  a 
patent  to  both  parties  substantially  refuses  a  patent  to  one  of  them  as 
prayed  for?)    Id» 

16.  Patentee  in  interference  mat  appeal  to  the  judge. — ^Under  the  eighth 
section  of  the  act  of  1836  a  patentee  has  equal  right  of  appeal  from  a 
decision  of  the  Commissioner  in  favor  of  an  applicant  to  one  of  the  judges 
of  the  Circuit  Court  of  the  District  of  Columbia  that  an  applicant  for  a 
patent  has  un<)er  the  same  section  from  an  adverse  decision  in  favor  of  a 
prior  patentee.    Babcock  v.  Degener^  607. 

RULES  OF  THE  PATENT  OFFICE. 

See  Depositions,  1. 

Interlocutory  Actions,  1. 
Notice,  5. 

Postponing  Hearing. 
Rules  for  taking  Testimony. 

1.  Rules  of  the  commissioner  binding  as  the  law. — Rules  made  by  the  Com- 

missioner in  conformity  with  the  law,  while  they  remain  unabrogated,  are 
as  binding  upon  the  Commissioner  as  the  law  itself.   Arnold  v.  Bishop^  27. 

2.  Revocation  of  rules  not  retroactive. — After  a  deposition  has  been  taken 

while  the  rules  were  in  force,  the  dispensation  of  the  Commissioner  cannot 
affect  that  deposition  ;  a  revocation  of  the  rules  can  only  affect  subsequent 
proceedings.    Id, 

3.  Informal  testimony  rejected. — Evidence  rejected  which  was  not  taken  in 

accordance  with  a  rule  that  provided  that  all  evidence  shall  be  sealed  up 
and  addressed  to  the  Commissioner  of  Patents  by  the  persons  before  whom 
it  was  taken,  and  so  certified  thereon.     Id, 

4.  Effect  of   a  rule   considered. — A  rule  which  says   ''  that   no  evidence, 

statement,  or  declaration  touching  the  matter  at  issue  will  be  considered 
upon  the  day  of  hearing  which  shall  not  have  been  taken  and  filed  in  com- 
pliance with  these  rules,"  is  a  restr.aint  imposed  upon  the  Commissioner 
himself  as  much  as  if  the  very  words  of  the  rule  had  been  contained  in 
the  statute.    Id, 

5.  Effect  of  the  rules  of  the  office. — Whatever  may  be  the  meaning  or 

effect  of  rule  7  of  the  Patent  Office  rules,  the  law  must  always  be  looked 
to,  and  whatever  principle  stated  in  the  rules  is  not  found  in  the  provisions 
of  the  law  cannot  be  depended  on.    Siephen9  et  cU,  v.  Salisbury ^  379. 

RULES   FOR  TAKING  TESTIMONY. 

See  Interlocutory  Actions,  1. 
Public  Use  and  Sale,  4. 
Rules  of  the  Patent  Office,  2,  3,  4. 


Rl'LES   FOB  TAKING   TBSTIMONT— tonfrnwrf. 

Lai'LATlO^IS  roB  TtKIVr.  TEHTIMONV "JL'BT  AND  BRASOHlBLt." Bj  the  tTflflh 

sirciioa  of  Ihe  act  of  I  f3B  the  Commissioner  is  authorized  lo  estibiisfa  such 
regiitntioDS  in  respect  to  the  taking  of  evidence  as  gball  bf  just  and  rea- 
sonable ;  sad  to  uaderBtand  wbal  the  Iiegisbttnre  meant  by  just  and  re«- 
sonatile  in  this  connection  it  must  be  suppositd  that  tbej  had  in  mind  (he 
established  principles  and  precedents  in  tike  cases.     N'idtoit  v.  Harrii, 
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SECRET   INVENTION— cwi<tntt«rf. 

1.  DiLiOBNCB  ly  APPLTINO  FOR  PATENT. — Although  an  inventor  has  a  right  to 

keep  his  inchoate  title  to  iiis  invention  concealed  from  the  public  as  long 
as  he  pleases,  yet  when  he  desires  to  perfect  his  right  by  a  patent  he  must 
proceed  with  vigilance  to  secure  his  protection  by  filing  his  application  as 
early  as  practicable.    EUMhorp  v.  Robertson^  58*5. 

2.  Secret  invbntion — svbbxqubnt  inventor's  public  use  and  salb. — Where 

an  inventor  keeps  his  invention  secret  for  years,  and  suffers  a  subsequent 
and  independent  inventor  to  engage  extensively  in  the  manufacture  and 
sale  of  the  same  invention  without  protest  or  notice  of  his  prior  claim,  he 
thereby  forfeits  his  right  to  a  patent.  Under  such  circumstances,  his  delay 
will  not  be  excused  by  the  fact  that  bis  application  was  filed  before  the 
patent  issued  to  the  rival  inventor.     Savcay  v.  Latdh,  691 . 

3.  S.  perfected  his  invention  in  1854,  and  kept  it  secret  until  August,  1858, 

when  he  filed  his  application,  and  in  the  meantime,  in  June,  1858,  L. 
independently  made  the  invention,  introduced  it  into  public  .use  with  the 
knowledge  of  S.,  and  filed  an  application  for  a  patent  March,  1858  :  ffeldj 
That  S.  was  debarred  from  receiving  a  patent.     Id. 

4.  SsCRBT  INVENTION — PUBLIC  USB  AND  SALB. — The  Statutory  bar  in  section  7 

of  the  act  of  1839  to  the  inventor  who  sells  his  invention  more  than  two 
years  before  his  application  would  seem  by  analogy  properly  applicable  to 
the  inventor  who  secretes  his  invention  more  than  two  years,  and  thereby 
injures  the  public.    Spear  v.  BeUon^  699. 

SECRETARY  OF  THE   INTERIOR. 
See  Limit  of  Appeal,  5. 

SECRET  USE. 

See  Public  Use  and  Sale,  5,  14. 
Secret  Invention. 

SOLE  INVENTOR. 
See  Joint  Inventor. 

SPECIAL  ORDER. 
See  Limit  of  Appeal,  2. 

SPECIFICATION. 

See  Claims,  1,  3,  4. 
Designs,  2. 
Disclaimer. 
Drawings,  2. 
Equivalent,  1. 

Examination  op  Application,  3. 
Oath  of  Invention. 
Particular  Invention,  4. 
Prerequisites  to  a  Patent. 
Reduction  to  Practice,  1.         * 


SPECIFICATION— n.»(ii<ii«<i. 


1.  OKtwiNQ  AMD  MODIL  TO  BB  CONSDLTID. — The  dntwiug  and  iDodcl  filed  wilh 
>n  appliuAtioa  are  to  be  taken  together  in  explanation  of  the  Bpecification. 
Strpkau  tl  d.  V.  SatUbury,  37&. 

3.  SriciricATioH — libiraI'LV  constbdbd — RRqciBiHiNTg  OP. — Tbe  constmctioo 
which  ought  to  he  given  to  the  ipecilicittioa  should  not  be  too  sbict  and 
technical.  The  proper  inquiry  is,  has  the  apeciBcation  lobBtaDtially  com- 
plird  with  that  which  the  public  has  a  right  ro  require;  has  the  appellee 
nicated  to  the  public  the  manner  of  carrying  b 
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SUFFICIENTLY   USEFUL   AND   IMPORTANT— conftnti«d. 

3.    ^'USIFUL  AND   important" — NOT  A   MATTER   OF   DBORSX — NOT  FRIVOLOUS  OR 

MiacHiRYOUB. — The  question  whether  the  inyeDtion  is  sufficiently  useful 
and- important  does  not  refer  to  its  degree  of  utility  as  compared  with  other 
inventions  of  the  same  kind,  but  rather  to  its  purpose,  as  whether,  being 
capable  of  use,  it  is  destined  for  some  beneficial  purpose,  or  is  merely 
frivolous,  insignificant,  or  mischievous  to  society.     Id. 

4*  Sm — Sm — BLIGHT  UTILITY. — The  fact  that  the  difference  of  construction  is 
only  brought  into  play  on  rare  occasions  is  no  sufiScient  reason  to  deny  the 
utility  of  the  invention.  Chandler  Y.  L€idd  et  al.^  493. 

6.  Patintabilitt — "  bufficibntly  ubbful  and  IMPORTANT." — Under  the 
seventh  section  of  the  act  of  1836,  one  of  the  conditions  necessary  to  the 
granting  of  the  patent  is  that  upon  the  examination  thereby  directed, 
the  **  Commissioner  shall  deem  it  [the  invention]  to  be  sufficiently  useful 
and  important."    In  Re  Cushman^  569. 

SUGGESTION. 

See  BuRDBH  of  Proof. 

Orioimal  Invbntor,  1,  2,  3. 

t 

SURREPTITIOUS   PATENT. 

See  Diliobncb,  2,  4. 

Public  Usb  and  Salb,  12. 

Prbmaturb  Issuancb  of  Patbnt. 
**  Scbrbptitioubly  and  unjustly  obtainbd" — CAVBAT  ovbrlookbd. — The  fact 
that  a  caveat  ^led  by  another  inventor  was  pending  and  in  force  when  an 
interfering  patent  was  granted,  does  not  of  itself  show  that  the  patent  was 
surreptitiously  obtained  and  void,  nor  does  it  authorize  the  Commissioner 
to  grant  a  patent  to  the  caveator  until  he  shall  establish  hi»  priority  of 
invention  in  a  regular  proceeding  for  that  purpose.  Cochrane  Y.  Water- 
man^ 52. 

SYSTEM. 

See  AcciDBNT  and  Dbbign,  I,  2. 

TERM  OF   PATENT. 

1.  Invbntor  may  takb  patbnt  for  lbss  than  full  tbrm. — The  patentee  is 
not  obliged  to  claim  the  whole  term  of  fourteen  years  for  which  a  patent 
UMiy  be  granted.  Under  the  eighth  section  of  the  act  of  1836,  he  may 
waive  his  claim  to  part  of  the  term  in  favor  of  the  public  by  antedating 
the  patent  in  the  manner  and  under  the  conditions  there  specified  ;  and  if 
he  knowingly  acquiesces  in  the  antedating,  and  takes  the  deed  so,  he  is  in 
like  condition.    In  Be  Cushman^  577. 

2:  Sm — ^altbring  tbrm  of  patbnt  as  a  olbrioal  brror. — Neither  can  he  in 
such  a  case  correct  the  date  of  the  patent  as  a  clerical  error,  where  it  ap- 
pears from  the  proceedings  in  the  case  that  the  antedating  of  the  patent  was 
a  deliberate  act  on  the  part  of  the  Commissioner,  made  in  supposed  accord- 
ance with  the  provisions  of  the  law,  upon  the  express  request  of  the 
patentee,  who  accepted  and  acquiesced  in  the  patent  so  granted.    Id» 
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TESTIMONY. 


Apfbal,  Gbouid  or,  3. 

OODMBIL. 

Cbidit  or  WiTHiu. 
Dbpobitiohs. 
Dbiwihob,  I. 

ETiDiNCl,  3,  5,  8,  U,  13,  13,  18,  20,  2T. 
Examination  or  Witnissib,  2,  3,  4,  5. 

Hdbband  and  Win. 
Intiuist  im  thi  Sdit,  1,  2. 

iMTtRriBBlICI,  II,  IS. 
iNTimLOODTOBT    ACTIONS,  1,3. 

Maqibtbatb  or  Counbil. 
Nbw  Pabtt. 
Nbw  Triai,,  T. 

NOTICB,  1,  2.  3,  4,  5. 

Public  Hsb  and  Salb,  9,  11,  15. 
Utility  2. 

I.    IkADHIBSIBLB  TBBTIMONT  HAT  Bl   BTIPITIiATni    Of,  8CBJB01 

TeaCimonf  otherwise  inadmissible  may  be  admitted  upon  atipulatioD,  but 
the  interest  of  tbe  witaesBea  ia  the  matter  in  conttoTersT  ma;  alill  go  to 
their  credit  and  have  its  due  weight.  W^ariitr  v.fioodyear,  60, 
!.  It  would  be  unneceBsaril;  oppressive  to  require  tbe  party,  merely  to  gratif; 
form,  to  t«ke  bis  testimony  over  again,  as  well  as  uselessly  eipeosivc. 
MeComick  v.  Howard,  233. 

I.'   POUTITB    AKD  NBOATIVB  TBSTllIONr — BBIATIVB  willfflT. The  HiIB  of   Uw  h, 

that  ir  one  witness  swears  positively  that  he  saw  or  beard  a  fact,  and  an- 
other merely  swears  that  be  was  present,  bat  did  Dot  see  or  hear  it,  and 
tbe  witnesses  are  equally  faithworthy,  the  general  principle  would,  in 
ordinary  cases,  create  a  preponderance  in  favor  of  the  affirmative.  Cor- 
nill  T.  Hi/aU,  423. 
.  Sh — MUST  BB  BIOONCILABLB, — TMs  rule,  however,  is  to  be  understood  with 
this  explanation  :  That  tbe  principle  supposes  that  tbe  positive  testimony 
can  be  reconciled  with  the  negative  without  violence  and  constraint.     Id. 

of  a  negative  nature  maj,  under  particular  circumstances,  not  only  be 
equal,  but  superior,  to  positive  evideoce.  This  must  always  depend  upon 
the  question  whether,  under  the  particular  circumstances,  the  negative 
testimony  can  be  attributed  Co  inattention,  error,  or  defectire  memory.   Id- 

of  a  tiingle  witness,  who  is  in  a  position  to  know  tbe  fact,  may  ontweigb 
the  positive  testimony  of  two  witnesses,  particularly  where  they  are  shown 
by  their  answers  to  be  unfair  in  their  testimony.     Id. 

■  TIME  FOR  PILING  APPEAL. 
See  Limit  OF  Appeal,  3. 
RiQUT  or  Appbal,  6. 
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TIME  FOR  FIUNG   AVPEAh-^eoniinued. 

1.  Notice  of  appeal — suspindb  procbbdinos. — Od  receiying  notice  from  the 

partj  of  his  inteDtion  to  appeal,  it  becomes  the  dutj  of  the  Commissioner, 
and  his  exclusiyely,  to  fix  a  reasonable  time  for  Qling  the  reasons;  within 
which  time  all  farther  action  upon  the  application  within  the  Office  is  to 
be  suspended,  and  within  which  time  the  reasons  of  appeal  must  be  filed, 
unless  for  good  cause  shown  the  Commissioner  directs  the  time  to  be 
enlarged.     Greenough  v.  Clarke  173. 

2.  TiMB  OF  APPBAL  MAT  BB  BNLAROBD. — ^The  power  to  enlarge  the  time  for  filing 

the  reasons  of  appeal,  and  to  rehear  the  case,  remains  with  the  Commis- 
sioner not  only  until  the  patent  issues,  but  until  it  is  actually  deliyered ; 
after  which  his  power  over  the  case  is  exhausted,     /d. 

TITLE. 
See  Patent. 

UNSUCCESSFUL  EXPERIMENTS. 

See  Prior  Inybntion,  7. 

1.  Principle — unsuccessful  bxperiments — reduction  to  practicb. — A  mere 

principle  or  idea,  until  it  assumes  a  practical  form,  is  not  patentable ;  and 
a  long  course  of  mere  fruitless  experiments  to  reduce  the  principle  to 
.practice  would  not  prevent  a  subsequent  original  inventor  who  had 
perfected  his  invention  without  knowledge  of  the  prior  invention  from 
obtaining  a  patent.    MeCormick  v.  Howard^  238. 

2.  Unsuccessful   experiments — process. — Where  the  proofs  offered   by  an 

inventor  in  support  of  his  claim  to  have  invented  and  discovered  a  new 
process — as  of  manufacturing  white  oxide  of  zinc — indicate  that  he  did 
not  in  his  experiments  observe  the  proper  chemical  conditions — as  the 
proper  admixture  of  the  ore  and  fuel,  the  depth  of  the  charge,  the  regu- 
lation of  the  blast,  &c. — and  that  as  a  matter  of  fact  he  failed  to  obtain 
successful  results :  ffeldj  That  his  efforts  amounted  to  no  more  than  an 
unsuccessful  experiment,  and  did  not  entitle  him  to  a  patent  as  against  an 
independent  inventor.    Jones  v.  Weiherill^  409. 

USEFUL  AND  IMPORTANT. 
See  Sufficiently  Useful  and  Important. 

UTILITY. 

See  Accidental  Discovbry. 
Anticipation. 
Appeal,  Ground  of,  I. 
Change,  6. 

Comparative  Merit  of  Inventions. 
Composition  of  Mattbr,  I,  3. 
Designs. 

Eyidbnob  of  Invention,  1. 
Interfbrbnce,  16. 

53 
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WITHDRAWAL   OF   APPLICATION— (;onrtn««rf. 

cannot  be  reyived  by  filing  a  new  application  for  the  same  invention 
Such  new  application  will  not  relate  back  to,  or  be  considered  as  a  reviral 
of,  the  withdrawn  application  for  the  porpose  of  avoiding  the  objection  of 
intervening  public  use.  Afovfry  v.  Barber^  563. 
2.  Abandonmbmt — WITHDRAWAL  OF  APPLICATION — HOW  REGARDED. — The  with- 
drawal of  an  application  and  the  return  of  the  fee  is  not  of  itself  an  aban- 
donment or  dedication  of  one's  invention  to  the  public,  but  is  an  equivocal 
act,  to  be  interpreted  by  surrounding  circumstances,  and  to  be  affected 
upon  a  second  application  for  the  same  invention  by  the  subsequent  con- 
duct of  the  party — his  diligence  or  his  neglect  and  delay — in  the  same 
manner  as  his  conduct  is  to  be  weighed  in  regard  to  an  original  applica- 
tion.   Wickersham  v.  Singer^  64o. 

WITNESSES. 

See  Drawings,  2. 

Evidence,  1,  5,  11,  12,  14,  18,  20,  26,  27. 
Examination  of  Witnebsbs,  6. 
Implied  License. 
Interest  in  the  Suit,  1,  2. 
Measure  of  Proof. 
Public  Use  and  Sale,  4. 
Testimony. 

1.  InteUbst — ^not  affected  by  result  of  controversy. — The  interest  of  a 

witness  in  the  matter  in  controversy  not  objectiouable  when  his  relations 
to  the  parties  are  such  that  his  interest  will  remain  unaffected  by  any 
issue  of  the  suit.     Arnold  v.  Bishop^  27. 

2.  Direct  and  circumstantial  evidence. — The  positive  testimony  of  a  cred- 

ible witness  fixing  the  date  of  an  invention  outweighs  circumstantial 
evidence  merely  raising  a  doubt  as  to  the  correctness  of  the  witness' 
recollections.     Cundell  v.  Parkhurst^  63. 

3.  Evidence — witnesses  not  galled. — The  fact  that  an  inventor  has  not  pro- 

duced as  witnesses  in  his  behalf  the  workmen  in  the  same  shop,  who  might 
be  supposed  to  be  most  familiar  with  his  invention,  does  not  raise  a  pre- 
sumption against  him  in  a  case  where  by  publicity  he  might  have  deprived 
him.self  of  the  benefit  of  his  invention.     Screw  Co,  v.  Sloan^  210. 

4.  Witnesses — presumption   of  honesty — discrepancies   ufon    immaterial 

points. — The  presumption  is  that  a  witness  under  oath  testifies  honestly, 
until  the  contrary  is  shown.  Contradictions  and  inconsistencies  upon 
immaterial  points,  not  proceeding  from  corrupt  motives,  do  not  entirely 
destroy  his  testimony.     Id. 

5.  Evidence — credit    of    witness— immaterial    mistake. — A   mistake  by  a 

witness  in  an  immaterial  fact  ought  not  to  discredit  him.  The  maxim 
/ahu9  in  uno^falmain  omnibus  only  applies  where  there  is  a  willful,  corrupl 
falsehood  in  one  particular  amounting  to  perjury.     Marshall  v.  Mee^  229. 

6.  Witnesses — e.xamined  lo.vg  after  the  event— credit  to  be  given  to. — 

Under  any  circumstances,  a  great  lapse  of  time,  which  has  taken  place 
before  the  witnesses  are  called  upon  to  state  the  facts  relating  to  a  case 
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WITNB 

where  B  iiice  point  of  iavenUop  is  to  be  eatablished,  mast  in  Iho  oMure  of 
tilings  malte  it  very  difficult  to  get  at  the  real  Tacte  in  the  mm,  unleM  the; 
were  reduced  to  wriUng  at  the  time.    Carter  et  aL  v.  Carter  el  al.,  388. 

T.     \VlT.VER8EE  KXMI[S-RD  OS  KKW  Tllt>.L.— When  WitDeMM  hftTS  IWeD  ODCe  CIMD- 

ioed  upon  the  facta  in  the  oMe,  and  then  upon  a  new  trial  endeavor  to 
■upplemeDt  the  deGciencj  of  their  former  testimony,  as  pointed  ODt  in  the 
decision,  their  leatimon;  should  be  received  with  great  caution,  and  par- 
tiruiarlj  where  the  Dccumoces  to  which  they  teetify  were  twen^  yeais 
old,  and  involTcd  a  nice  point  of  iavention.     Id. 

8.  Sk. — Exhibiting  to  witncBses  the  opinioa  in  the  foTmer  caae  is  calcalated  to 

lead  their  minds  to  the  further  proof  neceasarj  la  the  case ;  bnd  in  its 
fairest  aspect  this  proceeding  would  be  as  great,  if  not  more  objectionable, 
than  leading  questions  would  be,  aniwen  to  wbich  are  inadminible  in 
evidence.     Id. 

9.  Sh IKCONSI8TINCIIB    AMD    OIBCHRFANCIKB    IH    TISTIllONT mtfaOt    Of. When 

there  are  deliberate  iDconsiitencieB  and  ditcrepaaciee  in  a  witness'  testi- 
Tnonjr  in  material  mailers,  proceeding  trom  deaign,  no  credit  can  be  given 
lo  the  same,  in  accordance  with  tbe  rule  /atmt  m  imd,  /altut  tn  emibiu. 
Wlien  sucli  inconsistencies  arise  from  ignorance  or  a  careless  inadvertence, 
all  confidence  in  tbe  truth  of  bis  lestimon;  must  still  be  lost.     Jd. 

10.  COKTRADlCTIOn  IH  TBSTIHONV— COHPjtHBD  WITB    DBPOBtTlON. Tbe  teEtimOnj 

of  a  witnens  may  be  compared  with  his  deposition  in  a  foTTner  interference 
rpluting  til  the  same  matter;  and  gniee  contradictions  Ihereb;  appearing, 
not  accounted  for  b;  any  satisfactory  eiplauations,  will  discredit  his 
testimoay.     WtUmaa  v.  Stood,  432. 
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PREFACE. 


It  is  believed  that  these  decisions  of  the  judges  on  appeal,  now  presented  to 
the  profession  in  collected  form,  will  prove  an  interesting  addition  to  the  litera- 
ture  of  patent  law.  The  decisions  cover  very  nearly  the  entire  period  of  the 
active  life  of  the  Patent  Office.  In  the  system  of  qiuui'judieial  investigation, 
or  examination  preceding  the  grant  of  the  patent,  which  was  instituted  by  the 
act  of  1836,  the  judges  of  the  Circuit  and  Supreme  Courts  of  the  District  of 
Columbia  have  acted  for  many  years  as  the  tribunal  of  last  resort.  According 
to  the  provisions  of  the  original  act  of  1 836  the  applicant  was  given  an  appeal 
from  the  decision  of  the  Commissioner  to  a  Board  of  Examiners  appointed  by 
the  Secretary  of  State  for  that  purpose.  By  the  act  of  1839  this  appellate  juris- 
diction  was  vested  in  the  Chief  Justice  of  the  Circuit  Court  of  the  District  of 
Columbia.  This  jurisdiction  was  extended  by  the  act  of  1842  to  include  the 
associate  justices  of  the  court.  By  the  act  of  1870  and  by  the  Revised  Statutes 
now  in  force  the  appeal  is  taken  to  the  Supreme  Court  of  the  District  of 
Columbia,  sitting  in  general  term. 

In  their  anomalous  relations  with  an  executive  department,  the  judges  do  not 
exercise  the  purely  judicial  functions  of  a  court  of  record.  The  judgment  is 
recorded  in  the  Patent  Office  and  controls  the  further  proceedings  of  the  Com- 
missioner, but  does  not  preclude  any  person  interested  from  renewing  the 
contest  in  another  forum.  The  very  singularity  of  this  relation,  however,  gives 
peculiar  value  to  these  decisions  as  the  opinions  of  the  judicial  mind  upon  the 
many  questions  that  arise  in  the  Patent  Office  in  the  preliminary  stages  of  the 
patent  unaffected  by  the  presumptions  of  law  that  follow  the  patent  itself 
throughout  the  subsequent  litigation.  In  this  regard  these  cases  furnish  a 
line  of  precedents  bearing  upon  the  controversies  that  arise  by  way  of  bill 
in  equity  under  section  4915  R.  S.  to  compel  the  issuance  of  the  patent. 

For  a  brief  period  immediately  following  the  opinion  of  the  Attorney-General 
of  August  20th,  1881,  the  Secretary  of  the  Interior  exercised  concurrent  juris- 
diction with  the  court  as  an  appellate  tribunal  from  the  Commissioner  of 
Patents,  by  way  of  petition,  in  the  nature  of  appeal.  It  may  now  be  regarded, 
however,  as  definitely  established  by  the  decision  of  the  Supreme  Court  of  the 
United  States  in  the  case  of  The  United  States  ex  rel.  R.  Hoe  &  Co.  and  George 
C,  Gill  r*.  Butterworth,  Commissioner  of  Patents,  (29  0.  G.,  615,)  that  the 
Supreme  Court  of  the  District  of  Columbia  exercises  an  exclusive  jurisdiction 
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Walsh,  J.  C,  17,530.     June  12th,  1857.— Gas  burner. 

Waterman,  H.,  3106.  May  26th,  lR43.—«  Method  of  connecting  tillers  with 
the  rudder-head  of  vessels." 

Wellman,  G.,  14,481.     March  18th,  1856.— Carding  machine. 

Wetherill,  S.,  13,806.  November  13th,  1855. — Furnace  for  white-zinc  manu- 
facturing infringed.  (Wetherill  v.  New  Jersey  Zinc  Company,  5  0.  G., 
460 ;  Wetherill  v.  Same,  1  Ban.  &  Ard.,  485 ;  Wetherill  v.  Passaic  Zinc 
Company,  6  Fish.,  50.) 

Whipple,  George  A.,  9715.  May  10th,  1853. — Manufacturing  iron  directly 
from  the  ore. 

Woodman,  Horace,  15,313.  July  8th,  1856. — Machinery  for  cleaning  the  top 
flats  of  carding  machines. 

Young,  John,  9721.     May  10th,  1853. — Printing-press. 
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